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This decision is being issued in response to the request filed pursuant to 37 C.F.R. § 1.705 on
October 5, 2015, which requests the United States Patent and Trademark Office (“Office”) adjust
the patent term adjustment (“PTA”) from 950 days to 1,846 days.

The request is DENIED.

This decision is the Director’s decision on the applicant’s request for reconsideration for
purposes of seeking judicial review under 35 U.S.C. § 154(b)(4).

Relevant Procedural History

The patent issued with a PTA determination of 950 days on August 4, 2015.
The instant request seeking an adjustment of 2,029 days was filed on October 5, 2015.
Decision

The revised PTA set forth in the Redetermination includes the following determinations made by
the Office:

€Y The period of delay under 35 U.S.C. § 154(b)(1)(A) (“A Delay”) is 1,652 days;

(2)  The period of delay under 35 U.S.C. § 154(b)(1)(B) (“B Delay”) is 308 days;

3) The period of delay under 35 U.S.C. § 154(b)(1)(C) (“C Delay”) is 0 days;

4 The number of days of overlapping delay (“Overlap”) between the periods of
A Delay, B Delay, and C Delay is 26 days; and

(5) The period of delay under 35 U.S.C. § 154(b)(2)(C) (“Applicant Delay™) is
984 days.
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The PTA for a patent is the sum of the days of A Delay, B Delay, and C Delay reduced by the
number of days of Overlap and Applicant Delay. In other words, the following formula may be
used to calculate the PTA for a patent:

PTA = A Delay + B Delay + C Delay — Overlap — Applicant Delay

The patent sets forth a patent term adjustment determination of 950 days (1,652 days of A Delay
+ 308 days of B Delay + 0 days of C Delay - 26 days of Overlap - 984 days of Applicant Delay).

The Office’s prior calculations of the periods of A Delay, B Delay, C Delay, and Overlap are not
in dispute.

The request asserts the correct period of Applicant Delay is 88 days, not 984 days. The request
asserts the correct PTA is 1,846 days, not 950 days.

The Office’s prior calculation of the period of Applicant Delay includes a 896-day period of
delay under 37 C.F.R. § 1.704(c)(8) based on the following facts:

(1)  Areply to an Office action, which includes a request for continued examination
(“RCE”) and an amendment, was filed on May 26, 2010,

(2)  Aninformation disclosure statement (“IDS”) was filed without a statement under
37 C.F.R. § 1.704(d) on November 7, 2012; and

(3)  The Office did not issue an Office action or notice of allowance in response to the
reply on or before the date of the submission of the IDS.

The request states the submission of the November 7, 2012 IDS does not warrant entry of a
reduction in patent term adjustment for Applicant Delay. The Office acknowledges the correct
period of Applicant Delay is 88 days and the correct PTA is 1,846 days if the submission of the
IDS does not warrant entry of a reduction in patent term for Applicant Delay.

35 U.S.C. § 1.154(b)(2)(C)(iii) states, “The Director shall prescribe regulations establishing the
circumstances that constitute a failure of an applicant to engage in reasonable efforts to conclude
processing or examination of an application.”

37 C.F.R. § 1.704(c) states in part,

Circumstances that constitute a failure of the applicant to engage in reasonable efforts to
conclude processing or examination of an application also include ...

(8)  Submission of a supplemental reply or other paper, other than a supplemental
reply or other paper expressly requested by the examiner, after a reply has been
filed, in which case the period of adjustment set forth in § 1.703 shall be reduced
by the number of days, if any, beginning on the day after the date the initial reply
was filed and ending on the date that the supplemental reply or other such paper
was filed.
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37 C.F.R. § 1.704(d)(1) states,

A paper containing only an information disclosure statement in compliance with §§ 1.97
and 1.98 will not be considered a failure to engage in reasonable efforts to conclude
prosecution (processing or examination) of the application under paragraphs (c)(6),
(©)(8), (c)(9), or (c)(10) of this section if it is accompanied by a statement that each item
of information contained in the information disclosure statement:

(i) Was first cited in any communication from a patent office in a counterpart
foreign or international application or from the Office, and this
communication was not received by any individual designated in
Sec. 1.56(c) more than thirty days prior to the filing of the information
disclosure statement; or

(ii))  Is a communication that was issued by a patent office in a counterpart
foreign or international application or by the Office, and this
communication was not received by any individual designated in
Sec. 1.56(c) more than thirty days prior to the filing of the information
disclosure statement.

In view of 37 C.F.R. § 1.704(c)(8) and 37 C.F.R. § 1.704(d), the submission of an IDS after the
submission of a reply and prior to the issuance of an Office action or notice in response to the
reply will warrant entry of a reduction in patent term adjustment under 37 C.F.R. § 1.704(c)(8)
unless at least one of the following is true:

(1) = The examiner expressly requested the submission of the IDS; and
(2) The IDS is accompanied by a statement under 37 C.F.R. § 1.704(d)(1).

The request does not argue the examiner expressly requested the submission of the IDS or argue
the IDS was accompanied by a statement under 37 C.F.R. § 1.704(d)(1). Instead, the request
argues the provisions of 37 C.F.R. § 1.704(c)(8) do not apply to “post-RCE submissions.” In
other words, the request appears to be arguing the provisions of 37 C.F.R. § 1.704(c)(8) do not
apply if the reply includes a RCE.

The Office has long-held the position that submission of supplemental replies or other papers
after an applicant’s reply has been filed impacts the ability of the Office to respond to the
applicant’s reply within the four month period as required under 35 U.S.C. § 154(b)(1)(A)

and 37 C.F.R. § 1.702(a)(2). See Changes to Implement Patent Term Adjustment Under
Twenty-Year Patent Term, 65 Fed. Reg. 56366, 56385 (Sept. 18, 2000) (responses to comments
35 and 36). The Office is tasked with responding to the applicant within four months of the
filing of its reply and not within four months of the filing of an IDS that is filed thereafter. See
35 U.S.C. § 154(b)(1)(A) and 37 C.F.R. § 1.702(a)(2). The Office has recognized the Office the
filing of an IDS after the filing of a reply “will significantly interfere with the Office’s ability to
meet the time frame set forth in 35 U.S.C. 154(b)(1)(A)(ii)....” Id. (response to comment 36).
The Office has expressly identified a post-reply IDS as a paper that interferes with the Office’s
ability to examine an application in its discussion of 37 C.F.R. § 1.704(c)(8). Id. (response to
comment 36). The provisions of 37 C.F.R. § 1.704(c)(8) do not distinguish between an IDS filed
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after a reply, which includes a RCE, and an IDS filed after a reply, which does not include a
RCE, because each IDS interferes with the abilities to examine the application.

The request states the entry of a reduction in patent term adjustment based on the IDS is
inconsistent with 35 U.S.C. § 154(b)(2)(C) in view of the “timing (i.e. before an Office action)”
of the submission of the IDS. The Office acknowledges the IDS was timely filed after the
submission of the reply and before the issuance of an Office action or notice of allowance in
response to the reply. However, the fact an IDS is timely filed with the Office does not preclude
the entry of a reduction in patent term adjustment for Applicant Delay based on the submission
of the IDS. Indeed, the statute itself expressly contemplates that timely responses by an
applicant (e.g., those that are made between three and six months after an Office action) will
nevertheless be considered to be applicant delay. See 35 U.S.C. § 154(b)(2)(C)(ii). By
measuring the amount of applicant delay under 37 C.F.R. § 1.704(c)(8) from the filing date of
the earlier reply to the filing date of the later supplemental reply or paper, the Office encourages
early submission of such papers (by minimizing the amount of applicant delay imposed) while
properly balancing the effect of such submissions against the Office’s requirement to respond to
the earlier reply within four months under 35 U.S.C. § 154(b)(1)(A). See 65 Fed. Reg. at 56385
(responses to comments 35 and 36).

A reply to an Office action was filed on May 26, 2010. An IDS was filed without a statement
under 37 C.F.R. § 1.704(d) on November 7, 2012. Pursuant to 37 C.F.R. § 1.704(c)(8), the
period of Applicant Delay resulting from the submission of the IDS on a date after the reply was
filed is 896 days, which is the number of days beginning on the day after the date the reply was
filed (May 27, 2010) and ending on the date the IDS was filed (November 7, 2012).

The correct period of Applicant Delay is 1,329 days (373 + 939) days.
Conclusion

The correct period of Applicant Delay is 1,329 days. Therefore, the correct PTA remains
1,090 days (1,866 days of A Delay + 805 days of B Delay + 0 days of C Delay - 269 days of
Overlap - 1,312 days of Applicant Delay).

Telephone inquiries specific to this decision should be directed to Attorney Advisor Steven
Brantley at (571) 272-3203.

Robert Clarke

Patent Attorney
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