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This is a response to applicants "APPLICATION FOR PATENT TERM ADJUSTMENT
INCLUDING REQUEST FOR RECONSIDERATION UNDER 37 C.F.R. §1.705(B)", filed
February 12, 2016, requesting that the Office adjust the PTA to 801 days. The Office has re
determined the PTA to be 773 days.
This petition is hereby DENIED. This decision is the Director's decision on the applicant's request
for reconsideration for purposes of seeking judicial review under 35 U.S.C. § 154(b)(4).

Relevant Procedural History
On July 14, 2015, the above-identified application matured into U.S. Patent No. 9,080,145. The
patent issued with a PTA of 773 days. The present request for redetermination of the patent term
adjustment was timely filed with a five (5) month extension oftime request and fee.

Decision
Patents' arguments have been carefully considered. Upon review, the USPTO finds that patentee
is entitled to 773 days of PTA. Patentee and the Office are in agreement regarding the amount of
"B" delay under 35 U.S.C. § 154(b)(l)(B); the amount of overlapping days under 35 U.S.C. §
154(b)(2)(A) pursuant to the Federal Circuit's decision in Novartis AG v. Lee, 740 F.3d 593
(Fed. Cir. 2014), and the amount of "A" delay under 35 U.S.C. § 154(b)(l)(A) and 37 CFR
1.702(a), however, patentee and the Office continue to disagree as to the amount of "applicant
delay" under 35 U.S.C. § 154(b)(2)(C) and 1.704(c).
Regarding patentee delay, Office records confirm that the patentee filed an RCE on October 25,
2013, and thereafter filed an Information Disclosure Statement ("IDS") on November 22, 2013.
A review of the IDS, confirms that the IDS did not contain the language required by 37 CFR
1.704(d) 1• As such, pursuant to 37 CFR 1.704(c)(8), the application was assessed a reduction of

1

(1) A paper containing only an information disclosure statement in compliance with§§ 1.97 and 1.98 will not be
considered a failure to engage in reasonable efforts to conclude prosecution (processing or examination) of the
application under paragraphs (c)(6), (c)(8), (c)(9), or (c)(lO) of this section ifit is accompanied by a statement that
each item of information contained in the information disclosure statement:
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28 days, commencing October 26, 2013, the day after the date that the RCE was filed, and
ending on November 22, 2013, the date the IDS was filed.
Patentee avers that in no way can the filing of an IDS after an RCE but before a first Office
action on the merits be considered a failure to engage in reasonable efforts to conclude
processing or examination of the application, and nothing in the record supports a conclusion
that the filing of the IDS required this Office to restart consideration of the previous reply.
Patentee's arguments have been considered, but has been found to be unpersuasive, for the
reduction is warranted pursuant to 37 C.F.R. § l.704(c)(8).
The Office notes recently the Federal Circuit determined that submission of an IDS after the
filing of a response to an election or restriction requirement is a reduction under 37 CFR
l.704(c)(8). See Gilead Sciences, Inc. v. Lee cv 14-1159 (Fed. Cir. 2015). In Gilead, the court
noted that the conduct of filing an IDS after the submission of a response to an election or
restriction requirement interferes with the PTO's ability to conclude the application process
because of significant time constraints faced by the PTO. See Gilead at page 15. Because the
"A" Delay provision of the statute penalizes the PTO if the examiner fails to respond within four
months of the applicant's response to the restriction requirement, any relevant information
received after an initial response to a restriction requirement "interferes with the [PTO's] ability
to process an application. Id. A supplemental IDS may force an examiner to go back and review
the application again, while still trying to meet his or her timeliness obligations under § 154. Id.
The same analysis applies to submission of an IDS document after the filing of an RCE. The
Office must respond to the submission of an RCE within four months of the filing of the RCE or
provide additional "A" delay. Any IDS submission by patentee after the filing of a RCE
"interferes" with the [PTO's ability] to process an application because the examiner may be
forced to go back and review the application again. This IDS did not include a 1.704(d)
statement. Accordingly, the Office maintains the reduction of applicant delay for the IDS
submission after the filing of an RCE.
Patentee also argues that the Office has not assessed PTA reductions for similar conduct in other
applications and that the Patentee relied on the Office prior treatment of other applications. It
has been repeatedly determined that the Office generally has authority to reconsider its decisions.
Thus reliance on the prior treatment of allegedly similar applications is not persuasive. See
Japanese Found. for Cancer Research v. Lee, 773 F.3d 1300, (Fed. Cir. 2014) (citing Tokyo
Kikai Seisakusho, Ltd. v. United States, 529 F.3d 1352, 1360 (Fed. Cir. 2008)).

(i) Was first cited in any communication from a patent office in a counterpart foreign or international application or
from the Office, and this communication was not received by any individual designated in§ l.56(c) more than thirty
days prior to the filing of the information disclosure statement; or
(ii) Is a communication that was issued by a patent office in a counterpart foreign or international application or by
the Office, and this communication was not received by any individual designated in§ l.56(c) more than thirty days
prior to the filing of the information disclosure statement.
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Overall PT A Calculation
Formula:
"A" delay + "B" delay + "C" delay - Overlap - applicant delay = X

USPTO's Calculation:
820 + 71 + 0 - 0 - 118 = 773

Patentee's Calculation
820 + 71+0 - 0 - 90 = 801

Conclusion
The present APPLICATION FOR PATENT TERM ADJUSTMENT INCLUDING REQUEST
FOR RECONSIDERATION UNDER 37 C.F.R. §l.705(B) has been considered; however, the
APPLICATION FOR PATENT TERM ADJUSTMENT INCLUDING REQUEST FOR
RECONSIDERATION UNDER 37 C.F.R. §l.705(B, is DENIED.
A review of the petition reveals that the address appearing on the petition differs from the
correspondence address of record. Applicant is advised that, in patented files: requests for changes of
correspondence address should be addressed to: Mail Stop Post Issue, PO Box 1450
Alexandria, VA 22313-1450.
Telephone inquiries specific to this decision should be directed to Attorney Advisor Derek
Woods at (571) 272-3232.

/ROBERT CLARKE/
Robert A. Clarke
Patent Attorney
Office of the Deputy Commissioner
for Patent Examination Policy
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