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Discussion topics

« What is the Nice Classification?

« What are the key changes under the Nice

Classification, 12th edition, version 2024
(Nice 12-2024)?

» How will it impact my practice?



Nice Classification takeaways

 Guide for classification only
» Mandatory for U.S. trademark registration

» Guidance incorporated into the USPTO's
Acceptable Identification of Goods and
Services Manual (ID Manual)



Knowledge check

* How would you describe your knowledge
of the Nice Classification?

a. Beginner
b. Intermediate
c. Advanced



What is the Nice Classification?

* Created a uniform classification system for
goods and services

 Established by the Nice Agreement (1957)

» Administered by the World Intellectual
Property Organization (WIPO)

www.wipo.int/classifications/nice/en



http://www.wipo.int/classifications/nice/en/

Nice Classification: format

 General remarks

» Class headings and explanatory notes
— 45 in total (34 for goods, 11 for services)

* Alphabetical list

www.wipo.int/classifications/nice/en



http://www.wipo.int/classifications/nice/en/

Nice Classification: impact

» Foundation of U.S. identification policy

 |dentifications must be:
— Limited to one class under the Nice Classification
— Specific enough to enable examination



Nice Classification: demonstration
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Nice Committee of Experts:
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Nice Committee of Experts: post
meeting

* Nice Committee of Experts meeting, WIPQ,
Geneva, Switzerland

— 10 days post meeting: WIPO circulates a draft
report of the meeting.

— 7-10 days post draft report: WIPQO issues the final
report of the meeting.




Nice Committee of Experts:
implementation

e USPTO reviews committee decisions.

« USPTO prepares to incorporate decisions
Into systems and databases.

* New edition becomes effective in January.
— Example, Nice 12-2024



Knowledge check

* Nice Classification is:
a. Guide for classification only
b. Mandatory for U.S. trademark registration
c. Generally incorporated into the U.S. ID Manual
d. All of the above



Key changes under Nice 12-2024

* General topics
— Virtual services
— Non-fungible tokens (NFTs)
— Green tech goods and services
 Particular goods and services
— Changes in classification
— Specificity requirements



Virtual services: background

* No guidance under the Nice Classification
before Nice 12-2024

* Classification considered on a case-by-
case basis



Virtual services: general remarks

"The means by which a service is
rendered...does not have any impact on the
classification...However, this remark does not
apply if the purpose or result of a service
changes due to its means or place of delivery.
This is the case, for example, when certain
services are rendered in a virtual environment.”




Virtual services: same result

Nice 12-2024
36 Banking 360013
36 Online banking 360072
36 Online banking services rendered 360139

V In virtual environments

17 https://nclpub.wipo.int/enfr/



https://nclpub.wipo.int/enfr/

Virtual services: different result

Class _|Nice 122024 Basic No.

39 Passenger transport 390051
39 Transport of travellers 390063
41 Simulated travel services 410255

provided in virtual environments
for entertainment purposes

18 https://nclpub.wipo.int/enfr/



https://nclpub.wipo.int/enfr/

Virtual services: practice tip (1)

« What is the nature of the service activity
being rendered in virtual environments?

* What is the purpose or result of the
service?

TMEP §1401.15(b)



https://tmep.uspto.gov/RDMS/TMEP/current#/current/ch1400_d3aac6_29cd3_86.html

ID manual: same results

35 Online retail clothing store services rendered
In virtual environments

44 Online medical consultations rendered in virtual
environments

20 https://idm-tmng.uspto.gov/id-master-list-public.htm!



https://idm-tmng.uspto.gov/id-master-list-public.html

ID manual: different results

Class_|IDManual

41 Simulated hair cutting services for avatars
provided in virtual environments for entertainment
purposes

41 Simulated restaurant services provided in virtual

environments for entertainment purposes

21 https://idm-tmng.uspto.gov/id-master-list-public.htm!



https://idm-tmng.uspto.gov/id-master-list-public.html

Virtual services: practice tip (2)

* Generally “simulations” must indicate:

— The nature of the activity.

— The activity is a simulation.

— The services are rendered in a virtual world or
virtual environment for entertainment
purposes, if accurate.

22 TMEP §1401.15(b)



https://tmep.uspto.gov/RDMS/TMEP/current#/current/ch1400_d3aac6_29cd3_86.html

Knowledge check

* Virtual services are classified according to
what criteria?

a. The nature of the service activity
b. The purpose or result of the service
c. Both



Non-fungible tokens:
Nice 12-2023

9 Downloadable digital files 090918
authenticated by non-fungible
tokens [NFTs]



Non-fungible tokens:
Nice 12-2024 (a)

i i

9 Downloadable digital image files 090918
authenticated by non-fungible
tokens [NFTs]

9 Downloadable digital music files 090933
authenticated by non-fungible
tokens [NFTs]

25 https://nclpub.wipo.int/enfr/



https://nclpub.wipo.int/enfr/

Non-fungible tokens:
Nice 12-2024 (b)

oss |Nee 122028 [Bedctle

25  Clothing authenticated by non- 250200
fungible tokens [NFTs]

https://nclpub.wipo.int/enfr/



https://nclpub.wipo.int/enfr/

Non-fungible tokens:
Nice 12-2024 (c)

27

oss [Neelz2024  [Bescho

9

42

Downloadable computer software 090933
applications for minting non-
fungible tokens [NFTs]

Providing online non- 420301
downloadable computer software

for minting non-fungible tokens

[NFTs]

https://nclpub.wipo.int/enfr/



https://nclpub.wipo.int/enfr/?basic_numbers=show&explanatory_notes=show&gors=&lang=en&menulang=en&mode=flat&notion=search&version=20240101

Non-fungible tokens:
Nice 12-2024 (d)

35 Retail services relating to downloadable 350185
digital image files authenticated by
non-fungible tokens [NFTs]

35 Provision of an online marketplace for 350188
buyers and sellers of downloadable
digital image files authenticated by
non-fungible tokens [NFTs]

28 https://nclpub.wipo.int/enfr/



https://nclpub.wipo.int/enfr/

Knowledge check

» Are NFTs considered goods in trade?

a. Yes
b. No



Practice tip: NFTs

e |dentifications must:

— Specify nature of the goods being authenticated,
or the services involved.

— Use definite wording limited to a single class.

TMEP §1401.15(b)



https://tmep.uspto.gov/RDMS/TMEP/current#/current/ch1400_d3aac6_29cd3_86.html

Practice tip with examples: NFTs

9 Downloadable video recordings featuring avatars
authenticated by non-fungible tokens (NFTs)

45 Trademark licensing for goods authenticated by
non-fungible tokens (NFTs)

31 https://idm-tmng.uspto.gov/id-master-list-public.htm|



https://idm-tmng.uspto.gov/id-master-list-public.html

Green technology (tech):
Nice 12-2024 (a)

4 Hydrogen fuel 040123
6 Mounting frames of metal for solar 060504
panels

19 Mounting frames, not of metal, for 190275
solar panels

32 https://nclpub.wipo.int/enfr/



https://nclpub.wipo.int/enfr/

Green tech: Nice 12-2024 (b)

40  Production of renewable green 400143
energy

40  Carbon capture 400142

33 https://nclpub.wipo.int/enfr/



https://nclpub.wipo.int/enfr/

Green tech: Nice 12-2024 (c)

Class |Nice12-2024 _______________ |BasicNo.
11 Light-emitting diode (LED) light 110414
bulbs

29 Plant-based imitation meat 290268

34 https://nclpub.wipo.int/enfr/



https://nclpub.wipo.int/enfr/

Changes in classification (a)

* Eyelash separators in Class 21 |
— Added to Nice Alphabetical _ ‘

List in Class 21. :

— Changed U.S. practice of
classitying these goods in Class 8.




Changes in classification (b)

Bra extendersinClass26 _

— Added to the Nice
Alphabetical List in
Class 26.

— Changed U.S. practice of
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classifying these goods in Class 25. T

36




Changes in classification (c)

 Restoration of printed photographs in
Class 37

— Added to the Nice Alphabetical List in Class 37.

— Changed U.S. practice of classifying these
services in Class 40.



Changes in identification practice (a)

* Nails in Class 6 (Nice 12-2023)

— Metal nails

» Class 6 (Nice 12-2024)
— Non-metal nails

» Class 20 (Nice 12-2024)

38



Changes in identification practice (b)

» Elastic bandages in Class 10 (Nice 12-
2023)

— Elastic bandages for dressing
e Class 5 (Nice 12-2024)

— Elastic bandages, not for dressings
e Class 10 (Nice 12-2024)

39



Changes in identification practice (c)

* Frying pans in Class 21 (Nice 12- 2023)

— Electric frying pans in
Class 11 (Nice 12-2024)

— Non-electric frying pans in
Class 21 (Nice 12-2024)




Rental services

36 Rental of pastures 360143
42 Rental of scientific microscopes 420297
44 Rental of surgical microscopes 440269
44 Rental of eyeglasses 440272

41 https://nclpub.wipo.int/enfr/



https://nclpub.wipo.int/enfr/

Rental services: practice tip

» Rental services are classified in the same
class as the services provided by means of
the rented objects.

38 Rental of telephones

39 Rental of cars

42 https://idm-tmng.uspto.gov/id-master-list-public.htm!



https://idm-tmng.uspto.gov/id-master-list-public.html

U.S. ID Manual: demonstration
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43 https://idm-tmng.uspto.gov/id-master-list-public.html



https://idm-tmng.uspto.gov/id-master-list-public.html

Final comments

 Virtual services

* Non-fungible tokens

» Green tech

» Changes in classifications and clarifications



Nice Classification takeaways (2)

 Nice Classification is a guide for
classification only.

« Mandatory for U.S. trademark registration.

* Guidance is incorporated into the U.S.
ID Manual.



Poll question

* Would you attend annual USPTO webinars
on changes under the Nice Classification?

a. Yes
b. No



Questions?



DISCLAIMER: References to particular trademarks, service marks, certification marks, products, services, companies, or
organizations are for illustrative and educational purposes only and do not constitute or imply endorsement by the U.S.
government, the U.S. Department of Commerce, the U.S. Patent and Trademark Office, or any other federal agency.
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