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Agenda
ÅEx Parte Appeals

ÅAIA Trials

ÅStudies 

ÅSAS Guidance

ÅClaim Construction Notice of Proposed Rulemaking

ÅUpcoming Events and Developments



Ex Parte Appeals



Question: The ex parte inventory has been 

decreasing rapidly over the past few fiscal 

year.  Will PTAB run out of work?



Pending Appeals
(FY10 to FY18: 9/30/10 to 6/30/18)
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Question: Do Appellants still have to wait 

two and a half years for a decision on their 

ex parte appeal?



Pendency of Decided Appeals in FY17 and FY18 
(Pendency of appeals decided in June 2017 compared to June 2018 in months)

Pendency is calculated as average months from Board receipt date to final decision. 

*CRU (Central Reexamination Unit) includes ex parte reexams, inter partes reexams, 

supplemental examination reviews and reissues from all technologies.
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Question: How has the PTAB been able to 

reduce appeal pendency?



Quarterly Appeals Close -out: Goal

ÅTarget the oldest cases in the inventory for decision 
to reduce the maximum pendency of appeals
ÅBegan 6 months ago (January 1, 2018)



*excludes hearing, 
rehearing, 
reexamination, and 
remand appeals

Ex Parte Appeal Inventory

Tail of Oldest Cases
!ǇǇȄΦ мллл ŎŀǎŜǎ άŘŜŜǇέ
!ǇǇȄΦ н ȅŜŀǊǎ άǿƛŘŜέ



Quarterly Appeal Close -out: Results

ÅSuccessfully targeted oldest appeals

ÅReduced maximum pendency from about 36 
months to about 25 months



Technology Rebalancing: Goal

ÅRedistribute firepower (aka judge resources) to bring the 
pendency difference between appeals from different 
technologies into closer alignment 

ÅBefore rebalancing, there was:
Åtoo much electrical firepower relative to intake, so pendency 

was rapidly dropping

Å insufficient business method firepower relative to intake, so 
pendency was rapidly increasing

ÅBegan a little over 1 year ago (May 15, 2017)



Average Age of Decided Appeals 

*excludes pendency of cases which are docketed at the Board multiple times, e.g., remands, and excludes stayed reexaminations
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AIA Trials



Question: IPR filings continue to grow.  Are 

third parties filing any PGRs or CBMs?



Petitions Filed by Trial Type and Fiscal Year 
(All Time: 9/16/12 to 6/30/18)



Petitions Filed by Technology and Fiscal Year
(All Time: 9/16/12 to 6/30/18)



Question: Is the AIA trial institution rate as 

high as it was when the Board started 

conducting trials nearly six years ago?



Institution Rates
(FY13 to FY18: 10/1/12 to 6/30/18)

Institution rate for each fiscal year is calculated by dividing petitions instituted by 

decisions on institution (i.e., petitions instituted plus petitions denied). The outcomes of 

decisions on institution responsive to requests for rehearing are excluded.



Institution Rates by Technology
(FY13 to FY18: 10/1/12 to 6/30/18)

Institution rate is calculated by dividing petitions instituted by decisions on institution 

in each fiscal year, excluding requests for rehearing. The Design technology is not 

displayed due to insufficient numbers of decisions on institution.



Question: Is PTAB invalidating nearly all 

challenged patents?



Status of Petitions
(All Time: 9/16/12 to 6/30/18)

These figures reflect the latest status of each petition. The outcomes of decisions on 

institution responsive to requests for rehearing are incorporated. Once joined to a base 

case, a petition remains in the Joined category regardless of subsequent outcomes.



Settlements by Fiscal Year
(FY13 to FY18: 10/1/12 to 6/30/18)

Settlement rate is calculated by dividing total settlements by terminated proceedings in 

each fiscal year (i.e., settled, dismissed, terminated with a request for adverse judgment, 

denied institution, and final written decision), excluding joined cases.



Final Written Decisions
Percent of Decisions by Instituted Claims Remaining Patentable by Fiscal Year

Joined cases are excluded.

*Data Through 9/30/17



Ultimate Outcome for 
Patents in AIA Trials 

Å 69% of all petitions result in a patent 
being unchanged; 58% of patents are 
unchanged at the end of one or more 
AIA proceedings

Å άBy patentέ ŀŎŎƻǳƴǘǎ ŦƻǊ ǿƘŜǘƘŜǊ ŀƴȅ 
one petition against particular patent 
results in any unpatentable claims

Å άBy petitionέ ŀŎŎƻǳƴǘǎ ŦƻǊ ǿƘŜǘƘŜǊ ŀ 
particular petition results in any 
unpatentable claims

*Data Through 6/30/17
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Motions to Amend Study



Question: Under what circumstances will 

the PTAB grant a motion to amend?



Reasons for Denying Entry of Substitute Claims

* All but one of the cases in which multiple statutory reasons were provided for denying  

entry of substitute claims included ÄÄ102, 103 and/or 112 as a reason for denial.

StatutoryReasons

(FY13 to FY18: 10/1/2012 -3/31/2018)
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Motions to Amend Filed by Fiscal Year
(FY13 to FY18: 10/1/12 to 3/31/18)
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Motions to Amend Filed by Fiscal Quarter
(FY13 to FY18: 10/1/12 to 3/31/18)
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