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Expanded Panels
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SOP 1- Reasons for Panel Expansion

A Chief has discretion to expand a panel
A An expanded panel ireandd 2 NRAY | NAf & GAff y2iI

A Reasons for expanding a panel:
A Issue of exceptional importance
A Maintain uniformity of Board decisions
A2 NAGGSY NBIjdzSad FNRY [/ 2YYAaaarzy
delegate identifyin@nissue:
o Of first impression; or
0 Governed by a prior Board decision where Commissioner has
determined it would not be in the public interest to follow the
prior Board decision
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SOP 1- Suggestion for Panel Expansion

A Who may suggest the need for the designation of an expanded panel?
A Judge
A Merits panel
A Interlocutory panel
A Applicant or patent owner in aex parteappeal
A Party in arinter partesreexam, interference, or AlA trial

A Suggestion must be in writing with reasons and basis for expansion
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Expanded Panel Review

A Currentpanel expansion practice:
A ensurespredictableand uniform application of agency policy
A ensureghat similarly situatedparties, under the same facts, areated thesame
A provides notice to the public

A Current preferred panel expansion practisee General Plasjic
A all expanded panel decisions explain the basigkmansion
A panel expanded without changing the underlying result
A emphasizes the underlying result or reasoning
A potential designation of decision as informative, and
A may consider the decision for precedential designation

A Early AlA practice expandednelsin families for case resource management
A Now discontinued
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Expanded Panel Review

A The universe of IPR, PGR, and CBM petitions filed on or before 12/31/2017 include
A 7,930 petitions and their associated:
A 6,033 Decisions on Institution;
A 1,912 Final Written Decisions; and
A Thousands of Interlocutory Orders

A The underlying result changed aftgranel expansiorin only two lines of cases,

both addressing the same legal issue (saipaaty joinder).
A Target Corp. v. Destination Maternity Coi@ase IPR2042D508,-00509;
A NidecMotor Corp. vZhongsharBroad Ocean Motor CoCase IPR20AM762.



Sovereign Immunity
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Types of Cases
A State sovereign immunity

A Tribalimmunity
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State Sovereign Immunity

CovidienLP

Neochord Inc.
Reactive Surfaces

2 Ericsson

LSI Corp/Avagbech
3* St. JudeMedical

4* GileadSciences

*Pending decision on sovereign immunity issue

University of Florida Research IPR20181274;IPR20181275;IPR2016

Foundation 01276
Universityof Maryland, IPR2016)0208
Baltimore

Regents of the University of Ml IPR2016)1914

Regents of the University of Ml IPR201701186;IPR201701197;IPR2017
01200;IPR201701213;IPR201701214
IPR201701219

Regentof the University of MN IPR201701068
Regents of the Universigf CA [IPR201701338;IPR201701339
Regentsf the University of MN IPR201701712;IPR201701753
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State Sovereign Immunity Cases: Group 1

A Panels concluded that Universityentitled to rely on Eleventh
Amendmentsovereign immunity and dismissed the IPR petition against
University
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State Sovereign Immunity Cases: Group 2

A Panels expanded to includghiefJudge Deputy Chiefudgeand?2 ViceChief Judges

AExpandedJs Yy St &4 RSYASR 0 KSdishmigsh GSNEA & Qa Y2
A Majority concluded that the University is entitled to rely on Eleventh Amendment
Immunity, but Universitywaived its immunityby suingpetitioner for infringement
of the challenged patents in districourt
A Concurringjudge statedsovereign immunitghould not be available as a shield
against reconsideration by the Office of whetltiee Officeimprovidently granted a
patent monopoly Iin the firsinstance

A University hasequested thatpanelsstayproceedinggendingappellate reviewof the
orders denyinglismissabased on state sovereigmmunity
A Briefingon the motion to staycompletedon January 232018
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Tribal Immunity

A Two sets of cases:
A Mylan Pharmaceuticals Inc. v. Saint Regis Mohawk tTi@pharma

A Apple v. MEC Resources (owned by Mandan, HidatsaAdkata
Nation)t high tech
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Mylan v. Saint Regis Mohawk Tribe

A Mylanfiled IPR petitions against Allergan patents coveRegtasisa product to treat
dry eyes with net sales of > $1 billion in 2016

AN Ta T

A TevaandAkornT Af SR &dz0 aSljdz2Syd LISIGAGAZ2Y A GKI

AAlergant 3aA 3y SR LI GSyda G2 ¢NRAOSE |
FASEIR 2F dzaSé¢ fAO0OSyasS (2 LI aSyda

A Tribemoved to dismiss IPRs based on tribal sovereign immunity

A PTAB permitted amicus briefing and adjusted FWD deadline to April 6, 2018
A 15 amicus brief§iled including:

Publicknowledge, Electronic Frontier Foundation, High Tech Inventors Alliance, Copgtivenmunicationgndustry Association, Internet Association, BSA | The
Software AllianceAssociation foAccessible Medicines, Amici Scholars, Software and Information Industry Asso@&ioh HoldingAskeladdenJames R. Major,
U.S. Inventor, Native American Intellectabperty Enterpris€ouncil, National Congress of American Indians, National Indian Gaming AssotraiamitedSouth

and Eastern Tribes, Oglala Sioux Tribe, Seneca Nation, Luis Ortiz, and_&eemit
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Apple v. MEC Resources

AAppleFAf SR |y Ltw LISGAGAZY 3FAYyAald a9/ w
A MEC Resources is whetiyned by the Mandan, Hidatsa, aAdikaraNations

A A filing date has been accorded to the proceeding

A Briefing on the sovereign immunity issue has been authorized



Recent Informative and Precedential Decision:
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35 U.S.C. 315(b)

A Prohibits institution ofan IPR if the petitiois filed more than 1 year
after the date on which the petitioner, real party in interest, or privy of
the petitioner Is served with a complaint alleging infringement of the
patent



e
New Informative Decisions on 35 U.S.C. 315(b)

ALuvb Q / I NB @D waHOimAryitn&smc =t | LISNI ™
A Section315(b) time bar appliesecause:
A petitioner filed its initial petition with insufficient funds to cover
the filing fee and therefore could not be given a filing day; and
A date on whichpetitioner filed its subsequernetition with
sufficientfunds was more than one year afteetitioner was
served with acomplaint alleging patent infringement
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New Informative Decisions on 35 U.S.C. 315(b)

A AmnealPharm.v. Endo Pharlh. Lt wHAaMnmmanocnX t | L
A 315(b time bar does not appllyecause filinga motion to amendh
complaintin district court, with a proposed second amended complaint
attached, doesiot constitute service,
A service under 315(b) is made only when gecond amended complaint
Isactually filed (and thus electronically servedmetitioner per district
O2dzNII Qa )t 20t NIXztf Sa
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New Precedential Decision

{1 Facebook \&kkyCBM201600091], Paperl2, September 28, 2017:

1 Designated I1.B.2 precedential by PTAB on Dec.Z01,7

1 Anexpanded panel issued a unanimous decision denying a request for rehearing of a denial of
Institution of a CBM patent review.

1 Chief Judge expanded the panel due to the nature of the issue presented and to provide
guidance regarding the effect of statutory disclaimers on CBM patent review eligibility, which
has been at issue in multiple cases.

1 Whether a patent is a CBM patent, i.e., eligible for CBM review, is based on what the patent
aOf FAYaé |G GKS GAYS 2F GKS AyadAaddzianzy RSC

1 Claims that are statutorily disclaimed by PO after a petition is filed, but before institution, are
GFra AF GKS& ySOSNI SEAaGSRE IyR OFyyz2i 6S (K

T ¢KAad RSOAaAA2Y YR OflFAYa o0SAy3 ala AT GKSe



Wi-FI One v. Broadcom
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WiIi-FiI One v. Broadcom

In Wi-Fi One v. Broadco(fed. Cir. Jan. 8, 2018), the Federal Circuit issuet hanc decision holding
that time—lgar determinations undverA35 LAJ.S§3315(b) are appealable, nptwithsitandi@g%M(d), which i
aildsSa 0KFO F RSUSNNAYIFOGA2Y 6KSOUKSNI 02 AyadAddzis
nonappealable ¢
0CKS YI22NARGe 2LIAYA2Y OWP wSeyl o FLILX ASE al0KS WY
 RYAYAAUNY OAQGS OUA2yazé dzyt Saa a/ 2y3aINBEaAaA LINR O,
02 LINE KA 0 A (Cudddea@dhothér Sdépreide\ Qourtydé&tisions.
0¢KS YIFI22NAiGe NBI RE314(dyydReeNads 51K ard specHiighs 2y o Ay o dal
NEBFazyroftsS tA1StAK22R GKFG GKS LISGAGAZ2YSNI ¢ 2dz
0 The majority statestha8o Mmp 060 A& dadzyNBf I 4GSR (G2 G4KS 5ANBOG2N
2N 0KS 5ANBOU2NNE RAAONBUOA2Y y20 G2 AYAGALFGS |
LINFaASyié¢ YR aAa y20 F20dzASR 2y LI NIOAOdzZ I NJ Of |
oWd hQalffSe gNRUGS || O2yOdzZNNAY3IA 2LIAYAZY D
o In his dissent, J. Hughes does not agree with the narrow readi®@4(d) and finds it contrary to
Cuozzowhich statesthao Mmn 0 R0 LINPKAOA (& 2dzZRAOALIEf NBOASE 27
F LILX AOF OA2Y YR AYUSNIINBGIFGA2Y 2F adl ddziSa NBf |
petition requirements undeg 312(a)(3).



Ex Parte Appeal Statistics
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Appeals Filed

(FY12 to FY18 Q1: 10/1/11 to 12/31/17)

12,734

11,874
11,088
10,040
8,357 8,781
I I 2 .

FY12 FY13 FY14 FY15 FY16 FY17 FY18 Q1

\}
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Appeals Pending

(FY12 to FY18 Q1: 10/1/11 to 12/31/17)

26,570

25 437 25,527

12,699

FY12 FY13 FY14 FY15 FY16 FY17 FY18 Q1
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Average Age of Appeals in Months

(FY12 to FY18 Q1: 10/1/11 to 12/31/17)

29.7
28.4
26.0 25.6
23.0
Decided
17.8
16.1 15.7 15 4
14.2 150 —— >
pa— ‘ 12.7
Pendin
0 9.1 8.8
=
FY12 FY13 FY14 FY15 FY16 FY17 FY18 Q1

Decided appeals are measured from receipt or docketing to the decision.
Pending appeals are measured from receipt or docketing to the end of the given period.
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Current Pending Appeals by Receipt Date
(As of FY18 Q1: 12/31/17)

3,000
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2,000
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1,000
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Open Discussion
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Questions and Comments

David P. Ruschke
Chief Administrative Patent Judge
(571) 272-9797
David.Ruschke@USPTO.GOV

Scott R. Boalick
Deputy Chief Administrative Patent Judge
(571) 272-9797
Scott.Boalick@uspto.gov
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Trial Statistics
IPR. PGR, CBM

Patent Trial and Appeal Board
December 2017




Petitions by Trial Type
(All Time: 9/16/12 to 12/31/17)

CBM
533
7%

7,930 Total

PGR
86
1%

Trial types include Inter Partes Review (IPR), Post Grant Review (PGR), and Covered
Business Method (CBM).



Petitions Filed by Technology in FY18
(FY18 to date: 10/1/17 to 12/31/17)

Mechanical & Chemical

Business Method 22
72 6%

Bio/Pharma
63
17%

\ Design
Electrical/Computer 0

216 0%
58%

373 Total



Petitions Filed by Month

(December 2017 and Previous 12 Months: 12/1/16 to 12/31/17)

250
225
200
175
150
125
100

10

Dec-16

Dec-16

237

- (8 PGRs in FY18)

PGR

4

2 2

Dec-17

IPR

10

10

Dec-16

(356 IPRs in FY18)

119

108

129

Dec-17

(9 CBMs in FY18)

CBM

5

1 3

Dec-17



Preliminary Response Filing Rates

Pre- and Post-Rule To Allow New Testimonial Evidence (NTE)
(All Time: 9/16/12 to 12/31/17)

86% 83% 86% 87% 85% 85% 839% 88%
1%
64%
NTE I
% NTE NTE
B NTE
35% 39% 36%
Pre Post Pre Post Pre Post Pre Post Pre Post
Bio/Pharma Chemical Design Electrical/Computer Mechanical &

Business Method

The rule to allow new testimonial evidence was effective May 2, 2016.



Institution Rates
(FY13 to FY18: 10/1/12 to 12/31/17)

87% M Instituted M Denied
w
68% 67% o
T —o— ‘_5;",_/‘3 59%
1,012 1,011 955 e
664
469 496 d
191 223 I I Zg 176
29 '
R [ A N
FY13 FY14 FY15 FY16 FY17 FY18

Institution rate for each fiscal year is calculated by dividing petitions instituted by
decisions on institution (i.e., petitions instituted plus petitions denied). The outcomes of
decisions on institution responsive to requests for rehearing are excluded.



Institution Rates by Technology
(All Time: 9/16/12 to 12/31/17)

Bio/Pharma 62% (358 of 580)

Chemical 66% (267 of 403)

Design 41% (17 of 41)

Electrical/Computer 69% (2,410 of 3,515)

Mechanical &
Business Method

69% (1,031 of 1,494)

Institution rate for each technology is calculated by dividing petitions instituted by
decisions on institution (i.e., petitions instituted plus petitions denied). The outcomes of
decisions on institution responsive to requests for rehearing are excluded.



Status of Petitions
(All Time: 9/16/12 to 12/31/17)

These figures reflect the latest status of each petition. The outcomes of decisions on
institution responsive to requests for rehearing are incorporated. Once joined to a base
case, a petition remains in the Joined category regardless of subsequent outcomes.



