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Comment on Pillar 1, Proposal 2:
Preventing the Potential Perils Associated with Automated Pre-Examination Search
Brenda M. Simon1
The quality of prior art located for a given application is limited by ability and resources.2
Automated searching has the potential to mitigate some of these constraints, though the
risk of overreliance on automation might offset some of its benefits.3 For example, an
examiner may operate under the flawed assumption that the ease of obtaining prior art
using automated searching is indicative of the inventor’s capability of appreciating its
significance. 4 Even more problematic, automated searching may facilitate the
consideration of prior art that the applicant could not have accessed at the time of filing
(referred to as “hidden prior art” for this discussion). In the evaluation of obviousness, the
person having ordinary skill in the art (PHOSITA) is deemed to have knowledge of even
hidden prior art.5
The new system implemented under the AIA exacerbates this problem. Publications,
patent applications, and patents typically count as prior art under section 102(a) as of the
date they are published or issued. However, prior art applications filed in the United
States can be back-dated to their earliest priority application once they are published or
issue, even though these were not available to any other inventor as of that early date—
they were truly hidden. Although under the pre-AIA section 102(e) these references were
also previously entitled to their earliest priority date, applicants are now unable to swear
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behind hidden prior art references by showing an earlier date of invention. In some
situations, the effective priority date of the hidden prior art could be dated back to the
date of the first foreign filing per section 100(i)(1)(B), another change from the pre-AIA
system.6
Other countries that emphasize the importance of the filing date in their patent systems do
not allow consideration of hidden prior art in evaluating obviousness.7 For example,
neither Europe nor Japan permits hidden prior art to be considered in the obviousness
determination.8
Though considering the state of the art is essential as to the novelty determination, where
the goal is to reward only new invention, its applicability to nonobviousness is less clear.
To the extent an invention builds on the state of the art, denying patents for distinct
changes to hidden knowledge might make the nonobviousness hurdle almost
insurmountable in some situations. The examiner considering hidden art would assume
the perspective of an exceptional PHOSITA, having access to knowledge that even those
of ordinary skill in the art cannot find in common practice, despite the requirement of
section 103 that the prior art considered be that “to which the claimed invention
pertains.”
In light of these challenges, I propose that examiner guidance and training materials be
provided prescribing a narrow application of the analogous arts test, thereby limiting the
consideration of hidden prior art in evaluating nonobviousness, as such art is not
practicably available to those of ordinary skill in the art.9 By limiting the consideration of
prior art that is not feasibly accessible, the examiner’s determination of obviousness will
more accurately reflect the innovative process.
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