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This is a decision on the petition filed August 25, 2023, which is being treated as a petition under
37 CFR 1.181 requesting that the Director exercise supervisory authority and overturn the
decision of August 3, 2023, by the Director of Technology Center 3600 (Technology Center
Director), which Technology Center Director decision refused to withdraw the finality of the
final Office action issued on February 14, 2023, and found no evidence on record of unfairness
on the part of the Supervisory Patent Examiner (SPE) and examiner.

The petition to overturn the decision of August 3, 2023, by the Technology Center Director is
DENIED.

RELEVANT BACKGROUND

The instant application was filed on June 30, 2020, as a continuation-in-part application of
Application No. 15/656,911, filed on July 21, 2017.

A non-final Office action was issued on November 3, 2021, which included, inter alia: (1) claim
objections to claims 1 through 4; (2) a rejection of claims 3 and 4 under 35 U.S.C. § 112(b) as
being indefinite; and (3) a rejection of claims 1 through 4 under 35 U.S.C. § 101 as being
directed to non-statutory subject matter.

An applicant-initiated interview summary was issued by the examiner on February 3, 2022,
stating, inter alia, that the rejection of claims 1 through 4 under 35 U.S.C. § 101 was discussed
but no agreement was reached.


www.uspto.gov

Application No. 16/917,607 Page 2

A response to the non-final Office action of November 3, 2021, was filed on February 18, 2022.
The response filed February 18, 2022, included a claim amendment cancelling claims 1 through
4 and adding new claims 5 through 8.

A final Office action was issued on March 2, 2022, in response to the February 18, 2022,
submission. The final Office action included, infer alia, a rejection of claims 5 through 8 under
35 U.S.C. § 101 as being directed to non-statutory subject matter.

A response to the final Office action of March 2, 2022, was filed on March 15, 2022. The
response filed March 15, 2022, included a proposed claim amendment to claim 6.

An advisory action was issued on March 28, 2022, in response to the March 15, 2022,
submission. The advisory action stated that the proposed claim amendments would not be
entered because they raise new issues that would require further consideration and/or search.

A second applicant-initiated interview summary was issued by the examiner on April 18, 2022,
stating, inter alia, that the rejection of claims 5 through 8 under 35 U.S.C. § 101 was discussed
but no agreement was reached.

A second response to the final Office action of March 2, 2022, was filed on April 28, 2022. The
response filed April 28, 2022, included a proposed claim amendment to claim 6.

A second advisory action was issued on May 12, 2022, in response to the April 28, 2022,
submission. The advisory action stated that the proposed claim amendments would not be
entered because they are not deemed to place the application in better form for appeal by

reducing or simplifying the issues for appeal.

A third response to the final Office action of March 2, 2022, was filed on May 31, 2022, and
supplemented or duplicated on June 7, 2022, June 15, 2022, June 27, 2022, and July 1, 2022. The
response included proposed claim amendments.

A petition was filed on May 31, 2022, which was treated as a petition under 37 CFR 1.181
requesting withdrawal of the finality of the Office action issued on March 2, 2022, and a petition
to expedite processing of the petition under 37 CFR 1.182. The petition under 37 CFR 1.181 was
dismissed by the Technology Center Director on July 22, 2022. The petition under 37 CFR 1.182
was dismissed on July 29, 2022.

Copies of emails sent to and from the examiner and Supervisory Patent Examiner (SPE) and
petitioner were made of record in the application on June 8, 2022, and June 10, 2022.

An applicant-initiated interview summary was issued by the SPE on June 13, 2022, stating, infer
alia, that petitioner’s request for an interview after final rejection was denied and that further
emails from petitioner containing the application number will be placed in the file by not
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otherwise treated. Copies of emails sent to and from various USPTO officials and petitioner were
made of record in the application with the interview summary.

A third advisory action was issued on July 5, 2022, in response to the May 31, 2022, submission.
The advisory action stated that the proposed claim amendments would not be entered because
they are not deemed to place the application in better form for appeal by reducing or simplifying
the issues for appeal.

A request for continued examination (RCE) was filed on July 11, 2022, accompanied by a two-
month extension of time under 37 CFR 1.136(a) and a claim amendment to claims 5 and 6.

A second applicant-initiated interview was issued by the SPE on July 27, 2022, stating, inter
alia, that the merits of the application were not discussed but that the SPE had “impressed on the
examiner of record to carefully study the application and make every effort to terminate
prosecution per MPEP 707.02 in the next office action.”

A copy of an email sent from the petitioner to the SPE was made of record in the application on
August 15, 2022.

A third applicant-initiated interview summary was issued by the SPE on November 2, 2022,
stating, inter alia, that the examiner will work on the instant application as the next order of
business. Copies of emails sent to and from various USPTO officials and petitioner were made of
record in the application with the interview summary.

Copies of emails sent to and from various USPTO officials and petitioner were made of record in
the application in November 7, 2022.

A non-final Office action was issued on November 14, 2022, in response to the July 11, 2022,
RCE. The non-final Office action included, inter alia, a rejection of claims 5 through 8 under 35
U.S.C. § 101 as being directed to non-statutory subject matter.

Copies of emails sent to and from various USPTO officials and petitioner were made of record in
the application in November 21, 2022.

A miscellaneous communication was issued by the SPE on November 23, 2022, stating, inter
alia, that requests for communication by email, video conference, or teleconference are denied at
that time because informal communication was not considered to be productive after multiple
attempts. Copies of emails sent to and from various USPTO officials and petitioner were made of
record in the application with the miscellaneous communication.

Copies of emails sent to and from various USPTO officials and petitioner were made of record in
the application in November 25, 2022, December 2, 2022, and December 8, 2022.
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A response to the non-final Office action of November 14, 2022, was filed on December 9, 2022,
and supplemented or duplicated on December 20, 2022, and December 27, 2022. The response
included a claim amendment to claims 5 and 6.

A third applicant-initiated interview summary was issued by the examiner on December 12,
2022, stating, inter alia, that the rejection of claims 5 through 8 under 35 U.S.C. § 101 was
discussed but no agreement was reached.

A final Office action was issued on February 14, 2023, in response to the December 9, 2022,
submission. The final Office action included, infer alia, a rejection of claims 5 through 8 under
35 U.S.C. § 101 as being directed to non-statutory subject matter.

A fourth applicant-initiated interview summary was issued by the SPE on February 17, 2023,
stating, inter alia, that any request for reconsideration of the final Office action issued on
February 14, 2023, must be submitted formally in writing and that attempts at informal
communication by email would not be treated by the examiner. Copies of emails sent to and
from various USPTO officials and petitioner were made of record in the application with the
interview summary.

A response to the final Office action of February 14, 2023, was filed on February 21, 2023. The
response filed February 21, 2023, included a proposed claim amendment to claims 5 and 6.

An applicant-initiated interview summary was issued by the Acting Director of Technology
Center 3600 on February 23, 2023, stating, inter alia, that available paths for responding to the
final rejection were discussed and that any request for reconsideration of the final Office action
issued on February 14, 2023, must be submitted formally in writing.

An advisory action was issued on March 8, 2023, in response to the February 21, 2023,
submission. The advisory action stated that the proposed claim amendment would not be entered
because it was not deemed to place the application in better form for appeal by reducing or
simplifying the issues for appeal.

A second response to the final Office action of February 14, 2023, was filed on March 9, 2023.
The response filed March 9, 2023, included a proposed claim amendment to claims 5 and 6.

Copies of emails sent to and from various USPTO officials and petitioner were made of record in
the application on March 9, 2023.

An applicant-initiated interview summary was issued by a Quality Assurance Specialist in
Technology Center 3600 on March 14, 2023, stating, inter alia, that petitions procedure was
discussed.
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Copies of emails sent to and from various USPTO officials and petitioner were made of record in
the application on March 15, 2023, March 20, 2023, and March 30, 2023.

A second advisory action was issued on March 30, 2023, in response to the March 9, 2023,
submission. The advisory action stated that the proposed claim amendment would not be entered
because it was not deemed to place the application in better form for appeal by reducing or
simplifying the issues for appeal.

Copies of emails sent to and from various USPTO officials and petitioner were made of record in
the application on April 3, 2023, and April 4, 2023.

A third response to the final Office action of February 14, 2023, was filed on April 7, 2023, and
supplemented or duplicated on April 11, 2023, and May 1, 2023. The response included a
proposed claim amendment to claims 5 and 6, and the proposed cancelling of claims 7 and 8.

A fourth applicant-initiated interview summary was issued by the examiner on April 10, 2023,
stating, inter alia, that the rejection of claims 5 through 8 under 35 U.S.C. § 101 was discussed
but no agreement was reached.

A fifth applicant-initiated interview summary was issued by the SPE on May 3, 2023, stating,
inter alia, that the examiner had not determined the final Office action issued on February 14,
2023, to be premature and that applicant may file a petition under 37 CFR 1.181 in order to
pursue the issue. A copy of an email between the SPE and petitioner was made of record with the
interview summary.

A petition was filed on May 4, 2023, which was treated as a petition under 37 CFR 1.181
requesting a review of the file wrapper and withdrawal of the finality of the Office action issued
on February 14, 2023. The petition was dismissed by the Technology Center Director in a
decision issued on August 3, 2023. A second petition under 37 CFR 1.181 was filed on June 28,
2023, and treated as a request to review of the file wrapper and withdraw the finality of the
Office action issued on February 14, 2023. The June 28, 2023, petition was dismissed as moot by
the Technology Center Director on November 13, 2023.

A third advisory action was issued on May 9, 2023, in response to the April 7, 2023, submission
and the April 11, 2023, supplemental response. The advisory action stated that the proposed
claim amendment would not be entered because it was not deemed to place the application in
better form for appeal by reducing or simplifying the issues for appeal.

Copies of emails sent to and from various USPTO officials and petitioner were made of record in
the application on June 1, 2023, and June 5, 2023.

An examiner-initiated interview summary was issued by the SPE on June 2, 2023, stating, inter
alia, that communications regarding the application must be filed in writing by an accepted
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delivery method and that processing of the application will be untaken in the normal course of
business.

A fourth advisory action was issued on June 13, 2023, in response to the May 1, 2023,
submission. The advisory action stated that the proposed claim amendment would not be entered
because it was not deemed to place the application in better form for appeal by reducing or
simplifying the issues for appeal.

A second RCE was filed on June 13, 2023, accompanied by a claim amendment to claims 5 and
6 and cancellation of claims 7 and 8.! Supplemental or duplicate responses were filed on August
7,2023, and August 28, 2023.

Copies of emails sent to and from various USPTO officials and petitioner were made of record in
the application on July 14, 2023, July 25, 2023, and July 27, 2023.

An applicant-initiated interview summary was issued by a SPE on July 14, 2023, stating, inter
alia, that the RCE filed June 13, 2023, and a request for interview had been received and will be
processed in due course.

A fifth applicant-initiated interview summary was issued by the examiner on August 8, 2023,
stating, inter alia, that the rejection of claims 5 through 8 under 35 U.S.C. § 101 was discussed
but no agreement was reached.

The instant petition was filed on August 25, 2023, which is being treated as a petition under 37
CFR 1.181 seeking review of the Technology Center Director’s decision issued on August 3,
2023.

A miscellaneous communication was issued by the SPE on September 6, 2023, stating inter alia,
that multiple emails to employees at the USPTO had been received and are being made of
record. Copies of emails sent to and from various USPTO officials and petitioner were made of
record in the application with the miscellaneous communication.

A non-final Office action was issued on September 18, 2023, in response to the June 13, 2023,
RCE. The non-final Office action included a rejection of claims 5 and 6 under 35 U.S.C. § 101 as
being directed to non-statutory subject matter.

A response to the non-final Office action of September 18, 2023, was filed on September 20,
2023. The response filed September 20, 2023, included arguments against the rejection of claims
5 and 6 under 35 U.S.C. § 101.

! A one-month extension of time under 37 CFR 1.136(a) was previously submitted on May 2, 2023.
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Copies of emails sent to and from various USPTO officials and petitioner were made of record in
the application on October 6, 2023.

A final Office action was issued on October 12, 2023, in response to the September 20, 2023,
submission. The final Office action included a rejection of claims 5 and 6 under 35 U.S.C. § 101
as being directed to non-statutory subject matter.

A petition was filed on October 17, 2023, requesting withdrawal of the non-final Office action
issued on September 18, 2023.

A response to the final Office action of October 12, 2023, was filed on October 18, 2023. The
response filed February 21, 2023, requested reconsideration of the final Office action.

STATUTE AND REGULATION

35 US.C. § 132(a) states:

Whenever, on examination, any claim for a patent is rejected, or any objection or
requirement made, the Director shall notify the applicant thereof, stating the reasons
for such rejection, or objection or requirement, together with such information and
references as may be useful in judging of the propriety of continuing the
prosecution of his application; and if after receiving such notice, the applicant
persists in his claim for a patent, with or without amendment, the application shall
be reexamined. No amendment shall introduce new matter into the disclosure of the
invention.

37 CFR 1.181 provides that:

(a) Petition may be taken to the Director:

(1) From any action or requirement of any examiner in the ex
parte prosecution of an application, or inex parte orinter
partes prosecution of a reexamination proceeding which is not subject to
appeal to the Patent Trial and Appeal Board or to the court;

(2) In cases in which a statute or the rules specify that the matter is to be
determined directly by or reviewed by the Director; and

(3) To invoke the supervisory authority of the Director in appropriate
circumstances. For petitions involving action of the Patent Trial and Appeal
Board, see § 41.3 of this title.

(b) Any such petition must contain a statement of the facts involved and the point
or points to be reviewed and the action requested. Briefs or memoranda, if any, in
support thereof should accompany or be embodied in the petition; and where facts
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are to be proven, the proof in the form of affidavits or declarations (and exhibits, if
any) must accompany the petition.

(c) When a petition is taken from an action or requirement of an examiner in the ex
parte prosecution of an application, or in the ex parte or inter partes prosecution of
a reexamination proceeding, it may be required that there have been a proper
request for reconsideration (§ 1.111) and a repeated action by the examiner. The
examiner may be directed by the Director to furnish a written statement, within a
specified time, setting forth the reasons for his or her decision upon the matters
averred in the petition, supplying a copy to the petitioner.

(d) Where a fee is required for a petition to the Director the appropriate section of
this part will so indicate. If any required fee does not accompany the petition, the
petition will be dismissed.

(e) Oral hearing will not be granted except when considered necessary by the
Director.

(f) The mere filing of a petition will not stay any period for reply that may be
running against the application, nor act as a stay of other proceedings. Any petition
under this part not filed within two months of the mailing date of the action or
notice from which relief is requested may be dismissed as untimely, except as
otherwise provided. This two-month period is not extendable.

(g) The Director may delegate to appropriate Patent and Trademark Office officials
the determination of petitions.

OPINION

The petition generally alleges unfairness on the part of the SPE throughout prosecution. More
specifically, petitioner requests that: (1) examination of the application be expedited based on the
pendency being more than five years; (2) the examiner return phone calls instead of the SPE; (3)
the examiner or other employees in the examiner’s art unit provide guidance and draft an
allowable claim; and (4) the Director address consistency in work product. Petitioner’s
arguments have been considered but are not persuasive.

As an initial matter, it is noted that the Technology Center Director’s decision issued on August
3, 2023, treated the petition as a request to review “the contents of the File Wrapper due to
unfairness by Supervisory Patent Examiner and withdrawal of the Final Office action mailed on
February 14, 2023.” The RCE filed on June 13, 2023, reopened prosecution of the instant
application. Accordingly, any request to withdraw the finality of the Office action issued on
February 14, 2023, is moot.
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1. The application is considered special.

Petitioner argues that prosecution of the instant application should be expedited in accordance
with the Manual of Patent Examining Procedure (MPEP) § 708.01, and that the RCE filed on
June 13, 2023, has not been timely examined.’ Petitioner’s arguments have been considered but
are not persuasive.

Although petitioner does not state which particular “time frame” the examiner missed when
responding to the RCE filed on June 13, 2023, because the RCE was examined in the non-final
Office action issued on September 18, 2023, any request to “expedite” handling of the RCE filed
on June 13, 2023, is moot.

In addition, regarding the special status of the instant application generally, MPEP § 708.01
states that “Applications pending more than 5 years, including those which, by relation to a prior
United States application, have an effective pendency of more than 5 years” are to be considered
“special cases.”

MPEP § 707.02 further provides that, for applications pending more than five years:

The supervisory patent examiners should impress upon their assistants that the
shortest path to the final disposition of an application is by finding the best
references on the first search and carefully applying them.

The supervisory patent examiners are expected to personally check on the pendency
of every application which is up for the third or subsequent Office action with a
view to finally concluding its prosecution.

Any application that has been pending five years or more should be carefully
studied by the supervisory patent examiner and every effort should be made to
terminate its prosecution. In order to accomplish this result, the application is to be
considered "special” by the examiner.

By relation to prior U.S. Application No. 15/656,911, the instant application has an effective
filing date of July 21, 2017. The interview summary issued by the SPE on July 27, 2022, states
that the SPE has “impressed on the examiner of record to carefully study the application and
make every effort to terminate prosecution per MPEP 707.02 in the next office action.”
Furthermore, the record reflects that the SPE has personally checked on the status of this
application throughout its pendency with a view to finally concluding its prosecution in
accordance with MPEP § 707.02.3

% See Petition filed August 25,2023, p. 1.

3 See, for example, the interview summaries issued on July 27, 2022, November 2, 2022, December 12, 2022,
February 17, 2023, May 3, 2023, and June 2, 2023, and the miscellaneous communications issued on November 23,
2022, September 6, 2023, and October 6, 2023.
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In addition, a review of the record reveals that the instant application is being expeditiously
examined. For example, since the non-final Office action mailed November 14, 2022 (that is,
since the first Office action issued since the application was effectively pending for more than
five years): (1) a final Office action was mailed on February 14, 2023, which is within two
weeks of the December 20, 2022, response being forwarded to the examiner on February 2,
2023; (2) a non-final Office action was mailed on September 18, 2023, which is approximately
two months from the June 13, 2023, RCE being forwarded to the examiner on July 3, 2023; and
(3) a final Office action was mailed on October 12, 2023, which is approximately one week from
the September 20, 2023, response being forwarded to the examiner on October 4, 2023.*

In light of the above, any allegation that the application is not considered “special” in accordance
with USPTO policy is not well founded.

2. The examiner will not be compelled to hold additional interviews.

Petitioner argues that the examiner should be required to return phone calls because the examiner
is the only one able to discuss the merits of the application and the SPE is behaving
inappropriately.’ Petitioner’s arguments have been considered but are not persuasive.

MPEP § 713 requires all interviews regarding the merits of a pending application to be made of
record, including “any and all records or communications received in connection with the
interview via any communication mode,” including a series of electronic messages. Furthermore,
once e-mail correspondence has been received from an applicant, such correspondence must be
responded to appropriately. PTO personnel, including the SPE, may respond to an applicant’s e-
mail correspondence by any appropriate means, including telephone.” As reflected by the record,
petitioner has called and emailed the examiner, SPE, and other Office officials a plethora of
times throughout prosecution. These communications include specific requests and arguments
directed towards the merits of the instant application, and petitioner has repeatedly been
informed that emails regarding the merits of this application will continue to be scanned into the
file history by the examiner or SPE, as appropriate. For example, on June 2, 2023, the SPE
mailed an examiner-initiated interview stating that petitioner must file application-specific
communications in writing by an accepted delivery method and addressing petitioner’s ongoing
concerns regarding expedited prosecution of the application, the drafting of an allowable claim,
and the finality of the previous Office action. On June 2, 2023, petitioner responded to the
interview-summary via email, and that email was made of record on June 5, 2023. As the email
was directed to the merits of the instant application and in connection with the interview held on

4 Submissions not filed via the Patent Electronic System may experience additional processing delays compared to
submissions that are filed via the Patent Electronic System. In order to assist with expeditious examination of the
application, petitioner should consider registering for the Patent Electronic System (Patent Center) and filing future
responses via the Patent Electronic System.

3 See Petition filed August 25, 2023, pp. 1-2.

6 See Internet Usage Policy, 64 FR 33056 (June 21, 1999).

"1d.
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June 2, 2023, it was properly made of record in accordance with USPTO interview policy.
Similarly, petitioner emailed the SPE and other PTO officials between July 18, 2023, and August
25, 2023, making arguments regarding the merits of the application and similar requests to those
made in the instant petition.® At petitioner’s request that the SPE communicate on the official
record, the SPE did not call petitioner but made the series of emails of record on September 6,
2023, as required by USPTO policy.

Moreover, the record further shows that the examiner has issued at least five applicant-initiated
interview summaries at all stages of prosecution. During the interviews, petitioner was given an
opportunity to present arguments regarding the merits of the claim rejection under 35 U.S.C. §
101, which has been maintained throughout prosecution, and discuss other procedural matters.

Interviews should be granted when an interview serves to develop or clarify outstanding issues in
an application.’ In addition, particularly after a final Office action, interviews merely to restate
arguments of record or to discuss new limitations which would require more than nominal
reconsideration or new search should be denied.'” Here, it appears petitioner wishes to discuss
issues that have been repeatedly addressed by the examiner. The record is clear that the examiner
and petitioner are at an impasse regarding patentable subject matter in the instant application and
that additional interviews will not serve to advance prosecution or clarify outstanding issues.

Petitioner also alleges that the SPE is behaving inappropriately, for example, by calling
petitioner at unscheduled times and making emails of record. An applicant is not entitled to
choose his or her examiner, Supervisory Patent Examiner, or other deciding official. See In re
Arnott, 19 USPQ2d 1049, 1052 (Comm’r Pat. 1991). A Technology Center Director and
Supervisory Patent Examiner have considerable latitude as part of their day-to-day management
of a Technology Center or Group Art Unit (respectively) in deciding the assignment of
applications to examiners and the transfer of applications between examiners. A petitioner
seeking to invoke the Director’s supervisory authority to overrule the Technology Center
Director and direct the Technology Center to assign an application to a new examiner must
demonstrate improper conduct amounting to bias or the appearance of bias on the part of the
examiner. See In re Ovshinsky, 24 USPQ2d 1241, 1251-1252 (Comm’r Pats. 1992). Here, the
petition does not establish, nor does the record indicate, that improper conduct amounting to bias
or the appearance of bias on the part of the SPE exists so as to warrant directing the Technology
Center Director to replace the SPE.

Furthermore, a difference of opinion between the examiner and the applicant as to the
patentability of one or more claims does not evidence bias, abuse or any other improper conduct
on the part of the examiner. The decision to find a claim patentable or unpatentable is ultimately
a judgment call over which reasonable people can disagree. See Lear, Inc. v. Adkins, 395 U.S.
653, 670 (1969). Petitioner is reminded that under 37 CFR 41.31(a)(1), an applicant for a patent

8 See Email Correspondence made of record on September 6, 2023.
? See MPEP § 713.
10 See MPEP § 713.09.



Application No. 16/917,607 Page 12

dissatisfied with the primary examiner’s decision in the second or subsequent rejection of the
applicant's claims may appeal to the Board for review of the examiner’s rejection by filing a
notice of appeal and the required fee set forth in 37 CFR 41.20(b)(1) within the time period
provided under 37 CFR 1.134 and 1.136.

In light of the above, petitioner’s request to compel the examiner to return phone calls or grant
additional interviews is denied.

3. The examiner will not be compelled to draft an allowable claim where no patentable
subject matter has been recognized.

Petitioner argues that the examiner or another employee in the examiner’s art unit should provide
guidance and draft an allowable claim.'! Petitioner’s arguments have been considered but are not
persuasive.

MPEP § 707.07(j) does not require an examiner to draft an allowable claim when there is no
identified patentable subject matter disclosed in the application. Rather, in this section, the
MPEP provides, in part:

When, during the examination of a pro se application it becomes apparent to the
examiner that there is patentable subject matter disclosed in the application,
the examiner should draft one or more claims for the applicant and indicate in his
or her action that such claims would be allowed if incorporated in the application
by amendment.

MPEP § 707.07(j), paragraph I. (emphasis added). In the instant case, the record shows that the
examiner has been unable to identify any patentable subject matter disclosed in the application
and therefore cannot draft an allowable claim.'? In addition, the record reveals that the examiner
and other PTO officials have provided substantial constructive assistance to petitioner on patent
examination procedure.'® Accordingly, petitioner’s request to compel the examiner or other PTO
employees to draft an allowable claim and provide further guidance cannot be granted.

4. Arguments regarding the merits of the application are not petitionable.

Petitioner makes additional arguments concerning the “consistency” of the work product
presented by the Office in the arguments numbered 6 through 11 on pages 3 through 5 of the
petition. However, these arguments are directed to the merits of the claim rejection made by the
examiner. Petitioner is reminded that where the differences of opinion concern the denial of
patent claims because of prior art or other patentability issues, the questions thereby raised are
said to relate to the merits. Review of the propriety of a rejection per se (and its underlying

1 See Petition filed August 25, 2023, p. 2.
12 See, for example, the interview summaries mailed on December 12, 2022, June 2, 2023, and August 8, 2023.
13 See, for example, the interview summaries mailed on February 23, 2023, March 14, 2023, and May 3, 2023.
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reasoning), is by way of an appeal as provided by 35 U.S.C. § 134 and 37 CFR 41.31, and not
by way of petition under 37 CFR 1.181, even if a petitioner frames the issues as concerning
procedure versus the merits. See Boundy v. U.S. Patent & Trademark Office, 73 USPQ2d 1468,
1472 (E.D. Va. 2004). As stated by the Court of Customs and Patent Appeals (a predecessor of
the U.S. Court of Appeals for the Federal Circuit), the adverse decisions of examiners which are
reviewable by the Board are those which relate, at least indirectly, to matters involving the
rejection of claims. See In re Hengehold, 440 F.2d 1395, 1404 (C.C.P.A. 1971). See also MPEP
§ 1201. An applicant that casts the argument as directed to the prima facie case requirement
(rather than the merits of the rejection) does not untether the review of the prima facie case from
the review of the merits of the rejection. See In re Jung, 637 F.3d 1356, 1363 (Fed. Cir. 2011)
(applicant’s procedural arguments concerning the prima facie case requirement are the same
arguments that would have been made on the merits). An applicant dissatisfied with an
examiner’s decision in the second or subsequent rejection should appeal to the Patent Trial and
Appeal Board. See 37 CFR 41.31(a)(1).

General information on the Patent Trial and Appeal Board is available at:
www.uspto.gov/patents/patent-trialand-appeal-board/about-ptab/new-ptab. The information at
this page includes guidance on time limited options that may assist an applicant contemplating
appealing an examiner’s rejection. It also includes information on pro bono (free) legal services
and advice available for those who are under-resourced and considering an appeal at:
https://www.uspto.gov/patents/patent-trial-and-appeal-board/patent-trial-and-appeal-board-pro-
bono-programindependent.

DECISION

Consideration of petitioner’s arguments and a review of the file wrapper do not indicate that
petitioner is being treated unfairly by the examiner or SPE. In light of the above, the petition to
further expedite examination, to compel the examiner to return phone calls, to compel the
examiner or other employees in the examiner’s art unit to provide guidance and draft an
allowable claim, and to address “consistency in work product” is DENIED.'*

This constitutes a final decision on this petition. No further requests for reconsideration will be
entertained. Judicial review of this petition decision may be available upon entry of a final
agency action adverse to the petitioner in the instant application (e.g., a final decision by the
Patent Trial and Appeal Board). See MPEP § 1002.02.

14 The issues addressed in the decisions issued by the Technology Center Director on August 3, 2023, and
November 13, 2023, are substantially the same as the issues addressed in this decision. Neither the decision issued
on August 3, 2023, nor November 13, 2023, will be disturbed or further reviewed.
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Petitioner is reminded that 37 CFR 1.181(f) explicitly states that the filing of a petition will not
stay any period for reply that may be running against the application. As such, the time period to
respond to the final Office action issued on October 12, 2023, continues to run.

[Brian E. Hanlon/

Brian E. Hanlon

Deputy Commissioner for
Patents (Acting)






