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DECISION ON PETITION

This is a decision on the "PETITION UNDER 37 C.F.R. § 1.182 FOR EXPEDITED
CONSIDERATION AND FOR CONVERSION TO A CONTINUATION REISSUE
APPLICATION," which are both treated as petitions under 37 CFR 1.182, filed on June
2, 2016.
REVIEW OF FACTS

1. On January 26, 2014, the application was filed under 35USC111 as a continuation of
U.S. Patent Application No. 11/332,388, filed on January 13, 2006. A new inventor's
declaration under 37 c;FR 1.63 for a utility or design application signed by each joint
inventor, along with a copy of a reissue declaration from prior-filed reissue
Application No. 11/332,388 was also filed.
/

2. On June 15, 2015, a Notice of Allowance and Fee(s) Due was mailed.
3. On July 1, 2015, a Notice to File Corrected Application Papers Notice of Allowance
Mailed, was mailed requiring a new application data sheet (ADS) because the ADS
did not provide both the international application number and international filing
date with respect to an international PCT application designating the US.
4. On July 10, 2015, a corrected ADS was filed.
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5. On July 15, 2015, a Notice to File Corrected Application Notice of Allowance Mailed,
was mailed, indicating that the 1.78(c)(2) reference does not indicate the relationship
to the prior international application, but instead improperly indicates that this
application is the national stage of the prior international application.
6. On July 30, 2015, a Notice of Withdrawal From Issue Under 37CFR1.313 was mailed.
7. On August 17, 2015, the issue fee was paid.
8. On September 23, 2015, a non-final Office action was mailed, stating, inter alia, that
in view of the Application Data Sheet and the specific manner in which the instant
application was filed, the application should have been examined as a Bauman type
continuing application, i.e., a 35 USC lll(a) continuing application of a reissue
application.
9. On November 18, 2015, the initial petitions were filed whereby petitioner requested
that the Office recognize the above-identified application as a continuation reissue of
Application No. 11/332,388 filed on January 13, 2006.
10. On December 31, 2015, the Office mailed a decision granting the petition for
expedited consideration but dismissing the petition to treat the application as a
continuation reissue application.
11. On January 22, 2016, a petition styled under 37 CFR 1.181 was filed, accompanied by
a declaration of David E. McEwing.
12. On February 26, 2016, a decision was mailed dismissing the petition of January 22,
2016 for failure to submit the proper petition fee .
13. On June 2, 2016, the present petitions under 37 CFR 1.182, for expedited
consideration and for reconsideration of the petition to consider the subject
application as a continuation reissue application were filed. The petition is
accompanied by a reissue specification including the entire specification of U.S.
Patent No. 6,678,050, an amendment in the format specified by 37CFR1.173, a reissue
declaration by inventor Pope and a substitute statement in lieu of a reissue
declaration by inventor Berries, consent of the assignee, and a statement under 37
CFR 3.73 by patent owner WellDog. The petition is also accompanied by affidavits
by inventor John Pope, and by Quentin Morgan, Chief Technology Officer of
WellDog, stating that the filing of an application in which Patent No. 6,678,050 would
be prior art (i.e., a non-reissue continuation application) was not intended, and that
they intended that a continuation, reissue application be filed.
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Applicants request that the Office recognize the above-identified application as a
continuation reissue of Application No. 11/332,388, filed on January 13, 2006.
Petitioner now argues that the application should be treated as a reissue application
because the applicant, Gas Sensing Technology Corporation a.k.a. WellDog (hereinafter
"WellDog"), intended for the application to be filed as a continuation reissue application
rather than a non-reissue application. Petitioner further asserts that applicant's attorney
erroneously filed the application as a non-reissue application, without applicant's
knowledge or intent, and that applicant should not be held responsible for the attorney's
mistake. Lastly, applicant asserts that it would not have filed this as a non-reissue
application because the patent which petitioner now asserts that this application was
intended to be a reissue of would be prior art, and that the subject application would be
"dead on arrival".
DECISION PETITION UNDER 1.182 FOR EXPEDITED CONSIDERATION

The petition under 37 CFR 1.182 for expedited consideration is GRANTED in that the
petition to treat the subject application as a reissue application is hereby considered.
DECISION ON PETITION UNDER 1.182 TO TREAT APPLICATION
AS A REISSUE APPLICATION

37 CFR 1.182 states that all situations not specifically provided for in the regulations of
this part will be decided in accordance with the merits of each situation by or under the
authority of the Director, subject to such other requirements as may be imposed, and such
decision will be communicated to the interested parties in writing. Any petition seeking
a decision under this section must be accompanied by the petition fee set forth in§ 1.17(£).
It is undisputed that the subject application was filed as a non-reissue continuation

application: As stated below, the application as filed did not contain any of the indicia of
a reissue application. Moreover, as discussed in the prior decisions, to warrant a
conversion, applicants must show evidence in the file that would independently point to
the intention to file the application as a reissue application. Based on the totality of the
evidence in the record, this application was properly treated as a continuation application
pursuant to 35 U.S.C. § 111 and will not now be converted into a continuation reissue
application.
A review of the record shows that applicants failed to meet the requirements of 37 CFR
1.173. Pursuant to 37 CFR 1.173, the entire specification, including the claims, of
the patent for which reissue is requested must be furnished in the form of a copy of
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the printed patent in double column format, each page on only one side of a single sheet
of paper. Applicants failed to provide a copy of patent which is part of the content of
a reissue application. Instead, applicants provided a typed specification. The mere
fact that the application purports to be a continuation or divisional of a parent
reissue application does not make it a reissue application itself, since it is possible to file
a 35 U.S.C. § 111(a) continuing application of a reissue application. In re Bauman, 683
F.2d 405, 214 USPQ 585 (CCPA 1982). There must be an identification, on filing, that
the application is a continuation reissue application, as opposed to a continuation of a
reissue application (i.e., a Bauman type continuation application). MPEP 1451. The
present application did not include an identification on filing that the application is a
continuation reissue application.
Pursuant to 37 CFR 1.177, if an applicant files more than one application for the reissue
of a single patent, each application must contain or be amended to contain in the
first sentence of the specification a notice stating that more than one reissue application
has been filed and identifying each of the reissue applications by relationship,
application number and filing date. Applicants failed to submit an amended specification
on filing indicating the '215 application was more than one reissue application.
A review of the declaration submitted on filing shows that the declaration was a copy of
the declaration filed in the parent application. A copy of a declaration from the
parent does not establish the intent to file a reissue application, as a copy of the
declaration from the parent application could be adequate for a continuation application
under 35 U.S.C. § 111(a) or for a reissue application under 35 U.S.C. § 251. As such, the
filing of a copy of the parent reissue declaration does not establish that a
continuation reissue application was filed. Furthermore, applicant filed a new inventor's .
declaration for a utility or design application under 37 CFR 1.63 with the application
papers deposited on January 26, 2014. The filing of a non-reissue inventor's declaration
does not establish that a reissue application was intended. Instead, this is evidence of
intent to file a non-reissue application. In accordance with 37 CFR 1.175(£), a new reissue
declaration must be filed or an explanation provided upon filing of a specific error as
indicia that a reissue application was intended to be filed. 1 In this case, applicants
As stated in MPEP 1451, even for applications filed on or after September 16, 2012, a new
oath/ declaration is required for identification of the error, as opposed to identification of the
error in the remarks accompanying an amendment, because 37 CFR 1.175(£)(2) states that "Ii]f all
errors identified in the inventor's oath or declaration from the earlier-filed reissue application are
no longer being relied upon as the basis for reissue, the applicant must identify an error being
relied upon as the basis for reissue," and in this instance the initial oath/ declaration (the copy
filed) never stated a proper "error." 37 CFR 1.175(f)(2) allows for the identification of the
reissuable error in the remarks only where a proper reissuable error was previously entered into
the application. One of form paragraphs 14.01.01through14.01.03 may be used. See MPEP § 1414.
1
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provided on filing of the application neither a new reissue declaration nor an explanation
as indicated above.
Additionally, a review of the assignment records indicates that the present application
has been assigned. However, applicants failed to submit a paper providing the consent o.f
the assignee to the filing of the reissue application. A reissue application must
be accompanied by a written consent of all assignees. The application did not include
a statement under 37 CFR 3.73 as required by 37 CFR 1.172. Moreover, applicants did
not include a reissue patent application transmittal form. Accordingly, documents that
help to establish that an application is a reissue application were not present on filing.
The USPTO makes determinations of the type of application being filed based upon
the written record and what papers are filed in the Office.
Furthermore, the Electronic Patent Application Fee Transmittal indicates that the filing
fees and fee codes submitted by applicant were based upon the submission of a
utility application instead of the fees required for a reissue application (for example,
see examination code 2311 for $360 versus the reissue examination code 2314 for $1080).
Petitioner's argument that the a·pplicant, WellDog, intended to file a non-reissue
application, and that applicant's attorney erroneously filed a non-reissue application has
been considered, but is not persuasive. While it is unfortunate that applicant's attorney
apparently did not file the type of application which applicant now states was intended
to be filed, the failure of the attorney to do so does not merit the requested relief. The U.S.
Patent and Trademark Office must rely on the actions or inactions of duly authorized and
voluntarily chosen representatives of the applicant, and applicant is bound by the

As an exception to the general practice, there may be a situation where: (a) the original declaration
of a parent reissue application may identify an error X, but as a result of an amendment to the
claims, error Xis no longer being corrected in the parent reissue application, with a supplemental
declaration being included to provide a new error statement, and (b) a continuation reissue
application is filed to correct error X. In this situation, applicant may provide in the continuation
reissue application a copy of the original declaration and consent filed in the parent reissue
application. The applicant is to point out this exception to the general practice in the remarks
accompanying the continuation reissue application. 37 CFR 1.175 requires that the filing of any
continuing reissue application which does not replace its parent reissue application must include
an oath or declaration which, pursuant to paragraph (a)(l) of this section, identifies at least one
error in the original patent which has not been corrected by the parent reissue application or an
earlier reissue application. In this instance, the continuation reissue application would identify at
least one error in the original patent which has not been corrected by the parent reissue
application or an earlier reissue application by virtue of the copy of the original declaration
(whose error is different from that of the parent reissue application which now has the
supplemental declaration).
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consequences of those actions or inactions. Link v. Wabash, 370 U.S. 626, 633-34 (1962).
See also Japanese Foundation for Cancer Research v. Lee/773 F3d. 1300, 1309 (Fed. Cir.
2014) (noting that in circumstances where a client may be deprived of a claim based on
its attorney's conduct, the client's remedy is against the attorney. Link, at 634, n. 10.)
Furthermore, the U.S. Patent and Trademark Office is not the proper forum for resolving
disputes between applicants and their representatives. See Ray v. Lehman, 55 F.3d 606,
34 USPQ2d 1786 (Fed. Cir. 1995).
Applicant's assertion that it would not have filed the subject petition as a non-reissue
application because the prior-filed application would be prior art against it has also been
considered, but is not persuasive as a basis for the desired relief. The showing of record
is that the subject application was validly filed. As such, the intent of applicant as
expressed in the application papers filed was to file the subject application. Whether or
not the prior-filed application would be prior art is not relevant to the inquiry as to the
intent in filing the subject application. As stated in 37 CFR 1.2, the action of the Patent
and Trademark Office will be based exclusively on the written record in the Office. The
written record evidences an intent to file a non-reissue continuation application.
The petition states that WellDog "never received or saw" the 11 Notice of Publication of
Application 11 on May 22, 2014 informing applicants of the publication of the instant
application, and was not familiar with 35 U.S.C. § 122(b) or the practices of the Office
concerning reissue applications. Petitioner, WellDog, further asserts, as indicated in the
affidavits accompanying the petition, that the applicant believed, in essence, that a
reissue application, rather than a non-reissue application, had been filed. Petitioner's
argument has been considered, but is not persuasive. Under the principle of ignorantia
Juris quod quisque tenetur scire, neminem excusat, unfamiliarity with, or ignorance of,
statutes furnishes no grounds for relief from the consequences thereof. Arnold v. United
States, 13 U.S. 104 (1815) (stating the possibility of knowledge is essential to the obligation
of knowing the law); see also Schrikker v. United States, 13 Ct. Cust. 562 (Ct. Cust. App.
1926). Applicants were aware that a patent application was being filed and presumed to
have read and be aware of the legal effect of the filing of the application.
More importantly, the showing of record is that the Notice of Publication of Application
was mailed to applicant's attorney on May 22, 2014. In the absence of evidence showing
that correspondence was not received at the address of record, correspondence mailed to
applicant's attorney will be presumed to have been received by applicant's attorney.
There is no dispute as to the receipt of the Notice of Publication of Application by
applicant's attorney. Applicant's attorney, therefore, was aware that a non-reissue
application had been filed. As stated previously, an applicant is bound by the actions or
_inactions before the United States Patent and Trademark Office of the applicant's
voluntarily chosen representative.
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Accordingly, the petition under 37 CFR 1.182 is DENIED. No further consideration of
this matter will be entertained.
This decision may be viewed as a procedural or intermediate agency action within the
meaning of 5 U.S.C. § 704, which is subject to judicial review only upon entry of a final
agency action in the underlying application, such as a final decision on the merits adverse
to the application by the Patent Trial and Appeal Board.

CONCLUSION

1.

The petition under 37 CFR 1.182 for expedited consideration is granted.

2.

The petition under 37 CFR 1.182 to treat the application as a reissue application is
denied.

3.

Telephone inquiries related to this decision only should be directed to Attorney
Advisory Douglas I. Wood, at (571) 272-3231.

4.

Inquiries regarding petition status or general petition information are handled by
the Office of Petitions staff at (571) 272-3282.

~~~

Brian E. Hanlon, Director
Office of Patent Legal Administration
January 9, 2017

