
PUBLIC SUBMISSION

As of: 11/23/20 10:03 AM
Received: November 18, 2020
Status: Posted
Posted: November 20, 2020
Tracking No. 1k4-9k60-8cjw
Comments Due: December 03, 2020
Submission Type: Web

Docket: PTO-C-2020-0055
Request for Comments on Discretion to Institute Trials Before the Patent Trial and Appeal 
Board

Comment On: PTO-C-2020-0055-0001
Discretion to Institute Trials Before the Patent Trial and Appeal Board

Document: PTO-C-2020-0055-0452
Comment from Japan Business Machine and Information System Industries Association

Submitter Information
Name: Hideaki Chishima
Address: 

Lila Hijirizaka 7FL
3-4-10, Mita
Minato-ku,  Tokyo,  Japan,  1080073

Email: chishima.hideaki@jbmia.or.jp
Phone: +81-3-6809-5495
Fax: +81-3-3451-1770
Submitter's Representative: Hideki Sanatake
Organization: Japan Business Machine and Information System Industries Association

General Comment
Dear Sir,

This post is for Japan Business Machine and Information System Industries Association 
(JBMIA) to submit its comments in response to solicitation of public comments by USPTO as 
announced in Federal Register / Docket No. PTO-C-2020-0055.
The comments are attached hereto.

JBMIA is a Japanese incorporated association which was renamed in 2002 from Japan Business 
Machine Makers Association established originally in 1960. JBMIA consists of 40 member 
companies engaged in business machine and information system and 5 supporting companies. 
Almost all of the member companies have actively filed patent applications in the USA.
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Sincerely,
Hideaki Chishima (Mr)
Intellectual Property Committee Secretariat

Attachments
JBMIA Comment (finnal)
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To THE DEPARTMENT OF COMMERCE 
THE UNITED STATES PATENT AND TRADEMARK OFFICE 

 
 
Request for Comments on Discretion To Institute Trials Before the Patent Trial and 
Appeal Board 
 
[Docket No. PTO-C-2020-0055] 
 
Agency: Patent Trial and Appeal Board, United States Patent and Trademark Office 
Comments Close: November 19, 2020 
 
Association Submitting: Japan Business Machine and Information System Industries 
Association (JBMIA) 
 
Submitter: Hideki Sanatake 
Chairman of JBMIA IP Committee 
Japan Business Machine and Information System Industries Association 
LILA HIJIRIZAKA, 3-4-10 Mita, Minato-ku, Tokyo, 108-0073 JAPAN 
 
Submission Date: November 19, 2020 
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DESCRIPTION OF JBMIA 
Japan Business Machine and Information System Industries Association (JBMIA) is the 
industry organization which aims to contribute the development of the Japanese 
economy and the improvement of the office environment through the comprehensive 
development of the Japanese business machine and information system industries and 
rationalization thereof. 
http://www.jbmia.or.jp/english/index.php 
 

Regular Members 
IRISOHYAMA INC. 
NEC Display Solutions, Ltd. 
Oki Electric Industry Co., Ltd. 
CASIO COMPUTER CO., LTD. 
Canon Inc. 
KYOCERA Document Solutions Inc. 
KONICA MINOLTA, INC. 
SHARP CORPORATION 
Seiko Epson Corporation 
Sony Imaging Products & Solutions Inc. 
DUPLO CORPORATION 
TOSHIBA TEC CORPORATION 

Panasonic Corporation 
Fuji Xerox Co., Ltd. 
Fujitsu Limited 
FUJIFILM Corporation 
BROTHER INDUSTRIES, LTD. 
Maxell, Ltd. 
MIMAKI ENGINEERING CO., LTD. 
MURATA MACHINERY, LTD. 
MEIKO SHOKAI CO., LTD. 
RICOH COMPANY, LTD. 
RISO KAGAKU CORPORATION 

 
Associate Members 

ACCO BRANDS JAPAN K. K. 
AMANO Secure Japan Corporation 
NEC Platforms, Ltd. 
OKAMURA CORPORATION 
GRAPE SYSTEMS INC. 
Cosmos Corporation 
SATO HOLDINGS CORPORATION 
Sky Co., LTD. 
TÜV Rheinland Japan Ltd. 

TOYO Corporation 
ETS-Lindgren Japan,Inc 
HP Japan Inc. 
NIPPON EXPRESS CO., LTD. 
Japan Quality Assurance Organization 
Fellowes Japan K.K. 
Microwave Factory Co.,Ltd. 
UL Japan,Inc. 

 
Supporting Members 

IT-it CO.,LTD 
E Ink Japan Inc. 
KYOCERA CORPORATION 

Hitachi-Omron Terminal Solutions, Corp. 
Fujikura Kasei Co,. Ltd. 

 

http://www.jbmia.or.jp/english/index.php
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SUMMARY OF SUBMITTED COMMENTS 
 
In the Patent Law, there exist only very limited provisions under which the United 
States Patent and Trademark Office (the “USPTO”) can have its discretion in deciding 
whether to institute AIA trials, i.e., 35 U.S.C. 314(a), 324(a) and 325(d).  We firmly 
believe that the USPTO should adhere to and comply with specific languages stated in 
such provisions in making institution decisions for AIA reviews.  Therefore, for all the 
cases raised in questions 1 through 6, the USPTO should always authorize an AIA 
review to be instituted to the extent that the information presented in the petition and 
any response thereto shows that there is a reasonable likelihood that the petitioner 
would prevail with respect to at least one (1) of challenged claims in accordance with 
35 U.S.C. 314(a) or 324(a). 
 
COMMENTS ON SPECIFIC QUESTIONS 
 
Questions 1 and 2 (Serial Petitions) 
 

We agree with the USPTOʼs current practice to conduct case-specific analysis 
outlined in General Plastic, Valve I, Valve II and their progeny, for deciding whether 
to institute a petition on claims that have previously been challenged in another 
petition, provide that the same claim(s) of the same patent(s) as those challenged 
in previous another petition are subsequently challenged again by the same 
petitioner or other party having significant relationship with the previous petitioner 
with respect to assertion of the subject patent.  We also agree that the USPTO 
promulgate such rulings. 
Because of effect of estoppel set forth in 35 U.S.C. 315(e) and 325(e), a petitioner 
is expected to and should make the strongest invalidity arguments in the first 
petition, and thus argument in the subsequent petition would be probably weaker 
and lack reasonable likelihood of invalidity.  In view of such situation, we believe 
the USPTOʼs current practice based on General Plastic, Valve I, Valve II and their 
progeny is structured to effectively eliminate such weaker petition which does not 
have reasonable likelihood of invalidity in accordance with 35 U.S.C. 314(a) or 
324(a). 
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Questions 3 and 4 (Parallel Petitions) 
 

Even in the case where more than one petition are filed at or about the same time 
on the same patent, we believe that the USPTO should always authorize each 
review to be instituted to the extent that the information presented in the petition 
and any response thereto shows that there is a reasonable likelihood that the 
petitioner would prevail with respect to at least 1 of challenged claims in 
accordance with 35 U.S.C. 314(a) or 324(a). 
Based on our past experience, one petition is not sufficient to challenge the claims 
of a patent.  As the USPTO recognizes its possibility in the Consolidated Trial 
Practice Guide (November 2019) on Page 59, there exist circumstances in which 
more than one petition are necessary, especially when the patent owner has 
asserted a large number of claims in litigation or when there is a dispute about 
priority date requiring arguments under multiple prior art references.  There also 
exist cases in which it is difficult to have one single reasonable interpretation of 
claims due to vague expressions of claim languages and specifications, and 
furthermore, there also exist cases in which the patentee is taking unreasonably 
broad interpretations in the litigation proceedings.  Those cases are pretty 
common and in such cases, we have to build and make invalidity arguments by 
handling various versions of interpretation for large numbers of claims, and just 
one petition is not sufficient at all. 

 
If, however, in view of its limited resource and existing workload it is difficult for the 
USPTO to conduct the review as proposed above, we believe the USPTO should 
accept at least parallel petitions based on two (2) different main references for the 
invalidity arguments (and in the case there is a dispute about priority date, two (2) 
more main references can be added). 

 
Or, of course it would be alternatively acceptable if rules are changed so that 
petitioner can file a petition containing all the necessary argument without any 
limitation on numbers of pages, references and arguments. 

 
Questions 5 and 6 (Proceedings in Other Tribunals) 
 

We believe the USPTO should altogether disregard other proceedings in a U.S. 
District Court or the ITC.  Again, we believe that the USPTO should always 
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authorize review to be instituted to the extent that the information presented in the 
petition and any response thereto shows that there is a reasonable likelihood that 
the petitioner would prevail with respect to at least 1 of challenged claims in 
accordance with 35 U.S.C. 314(a) or 324(a). 
If a petitioner cannot have a chance to challenge validity of patents-at-issue just 
because of existence of proceedings of other tribunals, it leaves the invalid patents 
in place and such situation is contrary to the legislative intent of the AIA. 

 
Question 7 (Other Considerations) 
 

In addition to the USPTOʼs discretion under 35 U.S.C. 314(a) or 324(a), we also 
believe the USPTOʼs decision on whether to institute or deny review based on 35 
U.S.C. 325(d) should be made solely on the analysis of reasonable likelihood of 
invalidity arguments. 
The role and responsibility of the Patent Trial and Appeal Board of the USPTO is to 
revisit and investigate validity of the patent by seeing if an examiner overlooked or 
erred in granting the patent.  And, there would be vast numbers and various kinds 
of references presented to the USPTO during the prosecution.  Especially, with 
respect to the references presented by applicant just through Information 
Disclosure Statement procedure, we are not sure if examiner really reviewed them. 
Under such circumstances, in order to decide whether to institute review based on 
the references which have been previously presented, we believe the USPTO have 
to conduct specific analysis as to if the invalidity arguments have reasonable 
likelihood and should always institute review to the extent such reasonable 
likelihood exists. 

 
Additional Comment 
 

In addition to our comments on the USPTOʼs discretion in deciding whether to 
institute AIA review, we also would like to request the USPTO to reconsider 
changing the claim interpretation standard back to the Broadest Reasonable 
Interpretation, again.  As explained above, functionality of AIA reviews is 
investigate and correct possible errors in examination.  Therefore, we believe the 
AIA reviews must adopt the same interpretation standard as the examination 
proceedings, namely the Broadest Reasonable Interpretation.  We sincerely ask for 
the USPTOʼs reconsideration. 


