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PROCEEDI NGS
(1:12 p.m)

M5. BUTLER: Good afternoon, |'m Cheryl
Butl er and wel cone and t hank you for sharing your
busy afternoon with us as we report out on the
comments to the TTAB' s proposed changes in its
rules of practice. And | also want to thank
everybody for being patient. W have -- we were

wai ting for sone people to get through security

and | think they're still on their way up but
we'll just have themjoin us a few mnutes | ate.
Now before we begin, | have two

announcenents. Today the 2016 update of the TBMP
was posted online at the TTAB's honepage. It is
avai l able in the searchabl e el ectronic version.
W are working on getting the pdfs posted but we
ran i nto an unexpected but small problemthis
norning that we're trying to resolve. So if you
see the pdf link is not active when you go there.
And al so today the updated and anended
standard protective order goes into effect. It is

al so avail able on the TTAB s honepage. The
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retired order will remain posted and eventually
wi |l be found under an archive |ink that we have
not provided yet. As you are aware, there are
sone exceptions to the effectiveness of the
anmended protected order in certain cases but
that's also information is also avail able online
on that.

Well, the journey that |ed us here today
began at least in 2007 with the anended rul es of
practice by which the TTAB adopted a discl osure
practice, encouraged electronic filing and |'d
like to nention at that tinme ESTTA was not very
old having first cone online Decenber of 2002. W
al so encouraged the conmmuni cations between the
parties electronically and we offered a nodified
schedul e for disclosure and to acconmodat e
settl ement and the communi cati ons between the
parti es.

Wel |l since then, the federal rules of
civil procedure were anended nore than once and
the TTAB's practices and processes have evol ved.

Many t hings worked well. | know participation of
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Board attorneys in discovery conferences and phone
conferences on contested matters is wel cone and
peopl e enjoy the active case nmanagenent and
appreciate it very nuch.

We increased the flexibility on
I ntroduci ng evidence and we have found a sort of
right-sizing of how |l ong Board proceedi ngs take.
So unrelated to the comments we received for this
NPRM we often get comments that the Board
proceedi ngs take about the right anount of tine
for nost people nost of the tine. And we even get
coments, well, | wasn't expecting that
determ nation quite this quickly. So | think that
all bodes very, very well.

And in the neantime, we have al so seen
efficiencies that we attribute to accel erated case
resolution which includes the parties' wllingness
to work together and creatively while advocating
their adverse positions on the substance of the
controversy between them And as al ways happens
inlife, sonme things do not work as well as we had

hoped and they resulted in sone unintended
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consequences.

W arrived at a point where it nade
sense to propose anended rules, to reflect the
efficiencies involved in technol ogy, the
continuing efficiencies and in communi cations, and
to expressly incorporate certain aspects of the
federal rules which we think by expressly
I ncorporating themw || enphasize their inportance
as well and to conformto current practices and
t er m nol ogy.

Credit goes to so nany. Starting a few
years ago the TTAB judges, attorneys, paralegals,

I nformation specialists, IT specialists and data
anal ytic specialists contributed their thoughtful
| deas and their hard work. And we sought the
perspectives of those who practiced before us and
the i nput of other USPTO units.

W started a few years ago as well with
a |l arge team of people working on the proposals we
were | ooking at and the team becane snaller and it
becane even smaller as we went ahead to wite the

NPRM t hat you have a chance to | ook at and comment
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on.

So well, what is a report out? After
all, you' ve read the proposals and the coments
and you've cone to sone conclusions. So we want
to let you know that we are purposely considering
the corments so we do not have responses now. But
we i nstead have summari zed and categori zed the
comments particularly those wth the nost conmmon
themes. And we nmay ask for sone clarification and
for sone exanples and | do want to say in
addition, that we did receive comments concer ni ng
subject matters that were not within scope of our
proposals. And while we're not able to consider
t hose suggestions for the purposes of this
proposed rul e package, they certainly wll be
retai ned and considered at least informally as we
go forward.

Now for sone |ogistics. |If you wishto
speak, please say your nane. And if you are
representing a stakehol der group, the nane of the
group and pl ease renenber to turn your mc on when

you' re speaking and turn your mc off when you are
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not. And we can rem nd each other because | know
| wll forget, too.

| f you are online, please send your
guestions or points through the chat feature and
not through the Q and A feature. And if you're
havi ng technical difficulties or |ater encounter
technical difficulties or get an IMor a text
nmessage from sonebody you know who's havi ng
technical difficulties, please have themcall the
hel p desk at 571- 272-9000.

Sol'd like to introduce the judges who
did the magjor lift in putting the NPRM toget her
and who wll lead us in the report out. To ny
right, if I got ny -- | always get ny right and
| eft backwards, is Karen Kuhl ke. Karen had to
| earn a new | anguage call ed RegText and it
definitely involves asterix as you can see in the
NPRM  And she was al so instrunental in putting
t oget her the background portion of the NPRM

Susan H ghtower is to her right and
Susan hel ped us keep organi zed and used her forner

skills as a journalist putting together the
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di scussi on of the proposed rules and the NPRMin a
cl ear way.

And to her right is Cynthia Lynch.
Cynt hia becane a judge | ess than a year ago and we
I mredi ately enlisted her to work on the proposed
rul es because of her experience at the tradenark
operation in rul emaking and her ability to nake
sense of the Paperwork Reduction Act
consi derations. Thank you.

And before | turn it over to Cynthia,
who wi Il start first, | also would like to
I ntroduce over here to ny left Denise Del G zzi who
Is our Chief Clerk of the Board. Denise continues
to provide input and gui dance on the processes
within the office that nmake things work snoothly
behi nd the scenes.

Wth that said, Cynthia, | go to the
first slide for you, is that correct? | think I'm
I n charge of that.

M5. LYNCH. Ckay, great.

M5. BUTLER: Is this the one we want to

start wth?
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M5. LYNCH: We can do that. | think
this is really just a slide kind of giving you an
overvi ew of what the volune of coments were and
generally who they were fromand the fact that the
first bullet there deals with the formal comments
that we received. And the second bullet shows you
that there were also informal comments that were
made in the nedia, in blogs, in newsletters and
we're aware of many of those, too.

So we're going to talk about sone of the
nore robust areas of comment, in particul ar, ones
that we got a lot of comments on and certainly one
of the biggest was electronic filing or ESTTA
The proposed rules nmandate electronic filing in
Board proceedi ngs and kind of interestingly, |
t hought, this was sonething that was really -- we
got alnost, | would say, unani nous support for the
general proposition that electronic filing and
Board proceedi ngs as the norm sounded perfectly
fine.

And in addition to many comments

explicitly stating general support, we did not
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have any commenter who objected to that as the, at
| east, the default rule. | think it reflects a
recognition that in the world we're in today as
opposed to those of us who have been at or around
the PTO for many years and this wasn't always the
case. People really recognized that it's a
win-win all the way around for electronic filing
at least when it's working snoothly, which | eads
me to the next slide on sone of the concerns
because al t hough certainly there was general
support, there were concerns expressed.

One set of concerns revol ved around
ESTTA itself and what are sone of the perceived
limtations wwth ESTTA. So one of the areas of
concern really dealt with the size limtation for
attachnments in ESTTA. And then, there was a
concern about in situations where there are
vol um nous attachnments or sonething that m ght
exceed the size limtation, would an exception be
made and what, you know, are the circunstances of
t hat excepti on.

| think that sone of the considerations

Ander son Court Reporting -- 703-519-7180 -- www. ander sonreporting. net



TTAB REPORT ON COMMENTS FOR NPRM Page:

12

1

2

10

11

12

13

14

15

16

17

18

19

20

21

22

that we would |i ke everybody to keep in mnd are
that the size [imtations that's in ESTTA which is
53 negabytes is pretty substantial. Al so we have
sone really good technical tips that can be found
t hrough the links within ESTTA that hel p nake the
nost of the size [imtation that is avail abl e,

So for exanple, avoiding color
attachnments which take of ot of size and are
going to be translated into black and white
anyway, SO using, you know, sone of those tips to
hel p maxim ze the size limtation that's there.
And then, another thing to keep in mind is that if
all else fails, there is the option to break
filings into nultiple or break attachnents into
multiple filings in order to work around the size
limtation.

Al t hough we certainly are considering
t he concerns and comments that were raised in this
regard, there also is areality that if a paper
filing exception is made for that kind of
situation, it does really just shift the burden to

the PTOto scan the vol um nous paper filing and
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put it into the system So you know, at sone
point the burden is going to fall on soneone. So
I f we can arrange for the electronic filing on the
front end, we're certainly looking to do that.

So in addition to the file size
limtation, another area of concern about a
perceived ESTTA limtation was it's not configured
to accept nultinedia attachnents. So we had sone
coment s about that and suggestions that perhaps
ESTTA be enhanced to accept nultinedia
attachnents. Again, | think those coments and
concerns will be taken into consideration.

Ri ght now it's ny understandi ng that
it's relatively infrequent that we have that type
of evidence, the decisions of the Board are
typically done on the witten record and al t hough
| think they sonetinmes are submtted by other
nmedi a, ny understanding is that's not a frequent
request that we're runni ng across.

Last | think just on this slide | wanted
to nmention that we did have sone concerns

expressed about the provision and the rul es
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regardi ng the ESTTA cover sheet versus pl eadi ngs
that nmay be inconsistent with the ESTTA cover
sheet in Section 66A or Madrid protocol cases that
are bei ng opposed. And so, | wanted to nention
t hat use of ESTTA has been nmandatory for filings
for either extensions of tine to oppose or notices
of opposition in 66A cases. And the requirenent
has been in place because that facilitates our
ability to fulfill our obligations under the
Treaty to notify the International Bureau at W PO
about the notices of opposition and the grounds
for opposition.

And so the reason for the provision that
Is in the proposed rule sort of codifying that the
grounds for opposition in the ESTTA cover sheet
are going to control is again just to facilitate
that accurate and tinely notification that happens
automatically and electronically when we transm t
that data to the International Bureau at W PO,

| was going to nove on next and talk a
little bit about the technical difficulties or

extraordi nary circunstances exception to
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el ectronic filing but were there any questions or
coments about the prior issues that | just
covered about the size limtations or about

mul ti medi a?

M5. KUHLKE: | was going to just junp in
real quickly. So that |'m sure nost people know
to understand what our obligation is as the
Agency, those electronic files are the official
record of the file. So for exanple, MP3s or video
you want to send in a conmercial, it's very
difficult for us to consider that part of the
official file of the record and nake it avail able
to the public. So it's another reason in terns of
the |l arge paper filings that you're trying to scan
and get to us, this is why we nust then scan it in
if you send it to us in paper and it nust be in
electronic form That's it.

M5. LYNCH. Thanks. Anyone el se? Ckay.
Well, so the other big area of concern in the
coments with our mandatory electronic filing, |
wi Il say the proposed rules already built in an

exception to the mandatory rule for situations
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where and I'll quote the proposed rul e | anguage,
"When ESTTA is unavail able due to techni cal

probl ens or when extraordi nary circunstances are
present."

So in that scenario we were allow ng for
a paper filing but the paper filing had to be
acconpani ed by a petition setting out what the
technical difficulty is, what the extraordi nary
ci rcunstances were that justified the exception.
So we have sone commenters who objected to the
petition requirenent across the board and felt
that that was too burdensone. There were others
who were okay wth the petition requirenent but
not okay with a fee being charged for the
petition.

And then, one commenter pointed out that
for at least one filing which was a conbi ned
opposition and petition to cancel, there is no
desi gnated ESTTA form and that paper filing woul d
t herefore be necessary and why shoul d any
extraordi nary nmeasures be required in a scenario

| i ke that.
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| guess just to unpack sone of the
concern a little bit and there were definitely
fol ks who alluded to this or nentioned it in their
comments, we occasionally have system outages and
we had one that took place in Decenber. And in
fact, | think we even referred to that in the
noti ce of proposed rul emaki ng and acknow edged
that, you know, that is a situation where we
occasionally do have ESTTA unavail abl e due to our
own technical difficulties.

So sone of our commenters really just
want ed assurances that if situations |like those
arise, that they could file on paper w thout any
fee and wthout a particularly burdensone
procedure being required. As | nentioned, there
are a subset of the comenters wanted to avoid the
petition process altogether and were advocati ng
maybe a procedure where they could just nmake a
statenent in whatever the paper filing was about
why they were filing on paper. Perhaps have it be
f oregone that the paper woul d be accepted rat her

t han havi ng what they consi der sone uncertainty
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associ ated wth whether the paper filing would be
accept ed.

Then | think we had commenters who were
Interested in exploring or having clarification
t hat when the technical difficulties were not on
the PTO s end but rather were on the filer's end
woul d that be a situation where an exception woul d
be granted? Wuld they have to be charged a fee?
And certainly sonme of the commenters felt that
they al so should have a very flexible |iberal
excepti ons nmade and, again, you know, not have to
pay a fee if they were experiencing technical
difficulties.

| think, you know, we'll carefully
consider all the points nade by the commenters
about these situations. As | said, we nentioned
and acknow edge that certainly we're aware we do
have system outages at sone tine and we want to
make it as predictable and easy on our users when
we do encounter those kinds of situations. So
it's certainly sonething that we're going to

continue to | ook at when we fornul ate the fi nal
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rul e.

| s there anyone who had addi ti onal
comments or any questions about that area of
comment ?

M5. RICKETTS: You had nentioned the
inability to file a conbi ned opposition and
cancel l ation, that that was not available. That
wasn't one of the things that you then revisited
I n saying that that would be taken into
consi derati on.

M5. LYNCH. Ch, yes.

M5. RICKETTS: The fact that it's plan
not avail able in ESTTA

M5. LYNCH. Right. Yes, no, we'l]l
definitely be taking account of that and naking
sone kind of provision for it either in ESTTA or
in the final rules. Anyone else? Ckay.

M5. BUTLER: All right, thank you,
Cynt hi a.

M5. LYNCH: I'mstill --

M5. BUTLER:. Onh, you still have anot her

to go.
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M5. LYNCH: |I'mstill going yeah.

M5. BUTLER: Oh ny goodness, all right
t hen.

M5. LYNCH: So noving on fromelectronic
filing to the next -- another nmjor area of
comment. We've called this enbracing the
el ectronic world but dealt with board service of
the conplaint and enmail notification of orders
| ssued during a proceeding. Again, in general,
the public reaction to the Board going back to its
pre-2007 practice of handling service of the
conpl ai nt was overwhel m ngly positive and we had
not a single comenter who wanted the burden to
remain on the plaintiff to have to handl e the
service. Not surprising.

And al so we had no objection to the
codi fication of our existing practice of emailing
orders that issue throughout the course of the
proceeding. |'ll nention that ESTTA filers may
enter nultiple emai| addresses in their filings
and any orders are then sent to all of the emils

addresses that are provided. And I think there's
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gui dance within ESTTA on this practice and
encouragi ng the parties to ensure that the enmil
address information that they are giving us is
accurate and renmai ns current.

Next slide. This was not an area
W t hout concerns. So I'll talk alittle bit about
what sone of those were. Emmil notification of
the institution of proceedings. This is already
done with oppositions when an applicant has
aut hori zed email. But in |looking at doing this
nore expansively and potentially doing this wth
cancel | ati on proceedi ngs, we did have sone
concerns expressed about whet her enail
notification and I think this was particularly a
concern for pro se parties, whether an enai
notification sufficiently conveys the seriousness,
the gravity of this proceeding and the fact that
they are going to need to take action to defend
their rights.

Anot her area of concern with this was
just the very practical concern about delivery of

the email and the fact that email delivery, as we
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know, may fail for a nunber of reasons including
spamfilters, for exanple and that it is sonewhat
difficult to verify the receipt of email. Now
sonetines we have email that's returned as
undel i verabl e but | think the points being nade by
comenters are we nmay have sone instances where
the email actually doesn't reach its recipient but
it's not returned to us as undeliverable. It's

| ost in cyberspace. So that was an area of
concer n.

Also and this is sonething that the PTO
has struggled with in other areas as well, | think
we all know that many of our users at the PTO are
subject to a barrage of solicitations relating to
their applications or registrations and that there
have been sone situations where the solicitations
really resenble and are designed to resenbl e USPTO
comuni cations. And so that can be a cause for
confusion and to the extent that parties and
clients have nmaybe been given the advice to, you
know, really watch out for these, that they may

m stake an enmail that is legitimately fromthe PTO
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notifying them about the institution of
proceedi ngs for one of these solicitations.

| wll nmention that | think the Agency
has tried to do what it can in terns of warning
fol ks but at the sanme tinme, making sure that they
do pay attention to the communications that are
|l egitimately comng fromthe Agency. But one of
t he suggestions that we received was to | ook at
maybe putting sone specific information that would
go along with the registration certificate when it
| ssues for registration owners, that enai
comruni cati on m ght be used to informthem about a
chall enge to their registration dow the road. So
that's al so sonmething we'd be | ooking at.

We had requests for clarification about
the default procedures. So if email notification
were used and there appeared to be a default, you
know, what procedures, if any, would we be taking
before entering judgnent and, you know, woul d that
I nvol ve any non-enail conmuni cati on.

And then, | think I"'mready to nove to

the next slide. As | nmentioned, the real concern
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in this area seened to rest probably nore strongly
regardi ng petitions to cancel. Qur proposed rules
provi ded that the Board service of the conpl aint
could be effected by email when the party had
provi ded an enmai |l address for conmuni cation with
the PTO and that the service would consist of
sending an email with alink to TTAB view to | ook
at the petition. A copy of the institution notice
woul d al so go to the petitioner by email if an
address had been provi ded.

So there were sone commenters | ooking
for further clarification regarding which email
addresses or which addresses woul d be used for
this purpose. And they really highlighted the
usef ul ness on our end of using term nol ogy that
mat ches the term nol ogy that appears in our
publicly avail abl e USPTO dat abases so that if
users want to go in and see what address woul d be
used, is it the current address is it accurate
that they're able to tell clearly fromthe
| anguage in the rule or sone explanatory | anguage

on the rule notice which data fields basically we
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woul d be usi ng.

Just as an exanple, in our TSDR system
we have current owner information field. W also
have an attorney/correspondence field and then,
within that there may be correspondent information
and there may be attorney information. So really
just commenters were | ooking for clarification and
transparency about what we woul d be using and
doing this type of email service.

Anot her big area was identifying known
counsel for the respondent and the provision in
our proposed rules that plaintiffs in cancellation
proceedi ngs woul d have to include the nane,
address and enmi| address of any attorney. And
|'"I'l quote the proposed rul e | anguage agai n,
"Reasonably believed by the petitioner to be a
possi bl e representative of the owner in matters
regarding the registration."

The goal of the requirenent was to
assi st the Board in locating and notifying the
proper party and this often occurs, you know, this

type of provision of owner information often
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al ready occurs in our current practice and we were
| ooking to put it in the rule. W had sone fol ks
who were concerned about the way the
responsibility was phrased. |[In general, | don't
t hi nk there was an objection from anyone that if
there is known counsel that they had a problem
with providing that information to the office.

But there was a concern whet her there was any

i ntent on our part to inpose a due diligence
requi rement to have parties go out and research
who m ght be possible counsel for the owner.

So they were suggesting alternate rule
| anguage for that or at |east sone clarification
in the final rule notice that this was just for
t he purpose of identifying counsel who were
al ready known.

We al so had sone suggestions that in
situations where our proposed rules were already
providing that the service would go to, for
exanpl e, a donestic representative al ready, you
know, current and shown in our database, or in

cases of Madri d-based registrations where the
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desi gnated representative through the 1B would be
used, that in those cases, the filer ought to be

excused from having to provi de any ot her contact

I nformati on or attorney information.

We al so had sone concerns expressed kind
of on the end of the attorney who m ght be
identified as a possible representative of the
owner but who is, in fact, not representing the
owner in matters relating to the registration at
that tinme and seeking clarification about what, if
any, their responsibilities would be, what actions
shoul d t hey t ake.

| think the notice of proposed
rul emaki ng al ready recogni zed that there m ght be
t hose scenarios and that we were not in any way
assum ng that this person was the attorney for the
owner until the attorney appeared. But clearly
there could be situations, and | think this was
t he focus of concern of the commenters where the
attorney is receiving a notice and isn't, again,
representing the client and wants to know what to

do.
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Are there comments or questions about
any of these areas before | nove on to the next
one? Ckay, |'mactually on it, yeah.

And then, the last area that | was goi ng
to tal k about is service between the parties. So
anot her aspect of pronoting el ectronic
communi cation that is included in the rul es was
t hat service of docunents between parties and
Board proceedi ngs woul d be by ennil.

This is largely reflective of current
practice but, again, would becone nandatory and
just as with the electronic filing with the
office, we really didn't have any general
objections to this as the default rule. So it was
a pretty positive response to email as the default
form of service.

But there were concerns. The proposed
rule had already built in an exception for
ci rcunst ances where service by email was attenpted
but couldn't be nade due to technical problens or
extraordi nary circunstances. |In this scenario the

party who was then serving on paper or by sone
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ot her nmet hod would just include a statenent as to
why in that filing.

So there was no petition involved here
but we did have requests to clarify or perhaps
provi de exanpl es of when this exception to enai
service mght apply. One area that seened to be
of particular concern was agai n back to vol um nous
docunents and situations where the docunents being
served m ght be so volum nous that email service
m ght present a probl em because of size
limtations.

MR HUDIS: Cynthia?

M5. LYNCH. Uh- huh?

MR HUDIS: As | read the proposed rules
changes, there was a provision for service by
ot her neans.

M5. LYNCH. R ght, the parties -- yes,
absolutely. But default with email the parties
coul d al ways agree to service by an alternative
nmeans and then, the exception was there even where
the parties hadn't agreed on an alternative nethod

of service but for sone reason the serving party
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ran into sone inability to serve by email, this
exception was provided to go ahead, you know, |
guess unilaterally and explain why it wasn't
possi bl e there and served by anot her nethod.

MR. HUDIS: Yeah, the typical situations
where you have vol um nous attachnents, let's say
to a notion, you can't serve by enmail because the
attachnents won't get through the person's enai
server because it's too |large and then, you do an
ftp file transfer. That's the other neans.

M5. LYNCH. Al right.

MR HUDIS: Al right, so the way I
under st ood the proposed rule, you could do that
even in the absence of agreenent, right?

M5. LYNCH. | think, you know, | guess
W t hout getting into specific --

MR HUDIS: Well, Susan --

M5. LYNCH. -- specific opinions and
I nterpretations --

MR HUDI S: Susan's shaking her head yes
so | was trying to --

MS. LYNCH: Yeah, | nean, we were
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certainly saying that if you provided an

expl anati on of why the email service wasn't
possible and | think the fact that the service by
emai |l wouldn't go through, sounds like it would
qualify that you would be able to just give that
expl anation. Now ideally, you and your opponent
woul d have a di scussion about it, you know,
perhaps at the outset of the case if you
anti ci pated havi ng service of vol um nous docunents
and agree on an alternative nethod.

But yeah, if that hadn't happened or
wasn't possible then the option is there to do it
wi t hout agreenent.

M5. KUHLKE: 1'mgoing to junp in rea
qui ckly. That dovetails into another conment that
has nore to do with the application of the rules
to pending cases. So one of the coments was what
If we had agreed to service by mail, right? Well,
that's fine because the rule contenpl ates
stipulating to any type of service that you want.
So if that agreenent is already in your case, the

pendi ng case, then you will continue serving each
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ot her by mail.

M5. LYNCH: And then, just one rem nder
here that we wanted to plug was that regardl ess of
al ternative nethods that m ght be agreed on, we
were not providing for the additional five days of
service by mail. And the idea there was that when
we went to 20 days for responding to a notion that
sonme extra tine is already built in.

| f there are not comments or questions
about anything |'ve gone over here, | did have one
guestion for you all about a little bit of a
different topic. So was there anything on this
subj ect before | nove on?

Ckay. We had one comment that was
specifically about Rule 2.101 and | guess |'m
| ooking for a little input or clarification about
It because we were a bit confused or | ooking for
maybe exanpl es of how the concern m ght play out.
So this rule is about the filing date of an
opposition and concern about on the one hand, the
filing date for an electronically filed opposition

being the date that it was received in the office
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and on the other hand, a -- when an exception for
paper filing mght be used that, you know, a
different if a certificate is used wth the
opposition that a different filing date for the
opposition mght apply and that this could cause
conplications for attorney docketing systens.

Qur thought was that because the answer
date is going to be set by the Board and there
woul d not be a mail box rule applying there, we
weren't sure how the concern with docketing
systens m ght play out and we're wondering if any
of you had, you know, clarification, input or
exanples for us. |'mseeing no? |'mseeing bl ank
| ooks. Ckay. Ckay.

well, | think that is all for nme and
then, I"'mgoing to turn it over to Susan H ght ower
to tal k about sone of the other areas where we had
robust coments.

M5. H GHTONER: Thank you, Cynthia, and
| just wanted to start out with a quick apol ogy
for the coughing this afternoon. [|I'mstarting to

think that 1'mgoing to take a summer cold hone
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with nme when | fly back to Austin this afternoon.
So but in the neantine, | just wanted to talk a
little bit about sonme of the comments concerning
proposed changes to the rul es governing discovery.
And the first one is a proposed change
to Rule 2.120(a) 23 that would require that
di scovery requests be served early enough that the
responses will be due no later than the close of
di scovery as originally set or reset. And | think
that generally we had positive or no expressions
of concern to this but next slide. | think for
sonme commenters when this rule particularly was
read in conjunction with the proposed change to
Rul e 2.120(a) 24, which adds sone | anguage
regarding limted extensions of the discovery
period, | think that sone concerns were expressed
as to whether the TTAB woul d be changing its
practice or was contenplating in the proposed
rul es changi ng the practice of granting reasonabl e
extensi ons of the discovery period.
And | think, you know, we're certainly

review ng those conmments expressing those concerns
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and wanted to clarify that there's no such change
contenplated. | nean, the | anguage in either of
those rules was not intended to change the current
practice of reasonable -- the availability of
reasonabl e extension. Jonat han?

MR HUDIS: W're all attorneys on this
panel. Could we get that in witing?

M5. H GHTONER. Was the Chief Judge
novi ng towards his m crophone?

MR ROGERS: Well, | was just going to
add that | don't think an alternative to excising
the word [imted fromthat rule would be to all ow
unlimted extensions. So obviously there needs to
be sonme nutual understandi ng about what is
reasonable in a Board proceeding. And I think the
i nsertion of the word in the notice of proposed
rul emaki ng was really intended just to indicate
that our existing practice already contenpl ates
| imted extensions and not to signal that we would
ei t her be changing the standard of review for
ext ensi on requests or inposing any kind of

nunerical limt.
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So it really was not intended to
I ndi cate any kind of change in practice but just
to kind of articulate what the nature of the
practice already is. But we can certainly revisit
t he | anguage.

M5. H GHTONER: And there was one ot her
point that we wanted to nake here was that the
proposed rul e changes don't inpact the duty to
suppl enent. There was one question | think one
comment on that point. So if we wanted to nove on
to the next slide.

The next proposed rule changes |'I|
touch on the comments were the proposals to limt
to 75, the requests for production and request for
adm ssion, that's in Rules 2.120(e) and (i). And
| think the positive comments were that many of
the commenters thought that this nunber would be
sufficient in nost cases. And next slide, Cheryl?

There were sone concerns expressed,
however, whether this would be a workable [imt
and particularly with respect to the requests for

adm ssi on, sone commenters encouraged that notions
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to propound nore requests be pernmtted on a
show ng of good cause both for requests for

adm ssion and for requests for production and to
restore or retain that provision in Rule 2.120(d)
for interrogatories.

This, | think the comments said that the
requests for adm ssion using nore can sonetines be
hel pful in the case where nultiple marks are
I nvol ved in a proceeding or there are particularly
|l ong identifications of goods and services. So
those are comments that we'll certainly be
consi deri ng.

And there was one other area to touch on
here, too, | think with Rule 2.120(i). W did
have sone comments regardi ng whet her that woul d
permt one conprehensive request for adm ssion as
to docunent authenticity. And there were sone
coments as to whether -- what the effect of that
woul d be, would there be any concern about burden
shifting. And we'll certainly be considering ways
to address those comments in the rules or perhaps

with exanples in the TBMP. So noving on to the
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next slide.

W -- | think that there were no
concerns expressed regardi ng these two provi sions.
They're parallel for the proposed anendnents to
Rule 2.120(f)(1) which would require notions to
conpel discovery to be filed before the deadline
for pretrial disclosures for the first testinony
period. That obviously noves up fromthe
comencenent of that period as the rule currently
exi sts.

And simlarly for notions for summary
judgnent in Rule 2.127(e)(1), those two woul d have
to be filed before the deadline for pretrial
di scl osures for the first trial period instead of
t he commencenent of that period. | think there
was only -- okay, there was only one stakehol der
group that suggested enlarging the tinme for in
Rule 2.120(f)(1), we've proposed changi ng the
notions -- changing the timng for filing a notion
to conpel initial disclosures, that would have to
be filed under the proposed rules wthin 30 days

of the deadline for initial disclosures and the
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st akehol der group proposed enlarging that to 60
days. So we'll certainly be considering that as
wel | .

So those were -- that was ny |limted
area of comments in the discovery rul es before
novi ng on to Judge Kuhl ke.

MR HUDI S: Susan?

M5. H GHTONER: Are there any further
questions?

MR HUDIS: Could we just repeat those?
So notion to conpel initial disclosures currently
I s proposed 30 days after deadline?

M5. H GHTONER:  Correct.

MR. HUDIS: Expert disclosures? Wen's
t hat deadl i ne?

M5. KUHLKE: | think it's part of that
(i naudi ble) pretrial disclo -- it's pretrial --

M5. HHGHTONER: It doesn't -- there's no
proposed - -

M5. KUHLKE: -- (inaudible), yeah.

M5. H GHTONER: Uh-huh. It is to be

clear for the audience if didn't you hear that,
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there's no proposed change regarding the tim ng of
t he expert disclosure deadline.

MR HUDIS: And --

M5. KUHLKE: There's initial disclosures
at the begi nning.

MR HUDIS: Right. R ght, now
di scovery? Conpelled discovery? That's --

M5. H GHTONER: To conpel discovery?

MR. HUDI S: Yeah.

M5. H GHTOANER  That's before the
deadline for pretrial disclosures for the first
t esti nony peri od.

MR HUDI'S: Uh-huh.

M5. HGHTONER And it's in Rule
2.120(f)(1).

M5. KUHLKE: All right, so that just
pushes it up a little bit. Right nowit's before
trial opens.

MR HUDI S: Two weeks.

MB. H GHTOMNER: R ght.

M5. KUHLKE: In the newrules it'll be

before pretrial disclosures are due.
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MR HUDIS: And sane thing with summary
j udgnent ?

M5. KUHLKE: Correct.

MR. HUDI S: Yeah.

M5. H GHTONER: Right. Just so you know
| think probably nost people have been in this
situation where pretrial disclosures have already
been served and then, a notion to conpel or a
notion for summary judgnent cones after that tine
and that's what we're hoping to avoid with the
proposed rul e changes. Are there any further
guestions regarding these topics?

MR ROGERS: | maght just add, if | may,
Susan has al ready addressed the fact that if there
was concern about whether the requirenent that
di scovery be conpl eted during discovery neant that
you woul dn't have to supplenent after discovery.
| don't think that that's true.

Qobvi ously we want di scovery requests to
be served and responses to be nmade during the
di scovery period but the duty to suppl enent

conti nues to whatever point in tinme you m ght
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di scover that you need to supplenent a previous
response even if that's outside the discovery
peri od.

M5. KUHLKE: All right, noving on to the
trial portion. Pretty nmuch the comments were
quite positive about sone of the changes to trial
procedure, of course, as was nentioned by Cheryl
at the begi nning, many of the rules were devel oped
hand-i n-hand w th stakehol ders throughout the
year. In particular, the rule 2.122(d)(2)
codifying that you can put your registration in
under notice of reliance by using the electronic
dat abase printout, that was just -- it's already
practice. People do that today but we're now
explicitly putting that into the rule.

And al so codifying the cases Fujifilm
and SAFER to point out specifically that you can
put in Internet materials wth the URL and the
date under the notice of reliance. And also in
122(g) to provide a little nore informati on about
what do we want to see in a notice of reliance.

Now one of the comments on that
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particular rule was that we be even nore specific
about what we see on the notice of reliance in
terns of identifying the rel evance of the
docunents. The comment tracked a little nore

cl osely the | anguage that we have in our case |aw
Fujifilmand SAFER. | wll say as we consider

t hese comments, we have to weigh the val ue of
specificity versus flexibility. And once you | ock
ininto the CFR, right, it's a rule.

Whereas if we're putting sonething into
the Board manual in terns of practice and what we
want to see, we mght be able to accommvobdate
ci rcunstances that cone up that we can't
anticipate right now So just to understand those
are sonme of the balancing acts that we go through
as we're | ooking at comments and deci di ng whet her
or not we're going to make any changes.

Al right, so let's go ahead to the next
slide. Qoviously, the biggest change for the
trial procedure is adding in the ability to
provi de testinony by affidavit or declaration. O

course, a year ago as we were starting out on
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changing the rules, we'd had a | ot of experience
with ACR, a lot of buy-in on that. Mny folks
enj oy being able to reduce the costs for their
clients by submtting testinony by affidavit.

But coincidentally, a little case cane
along fromthe Suprene Court, B& Hardware. So it
did rai se sone concerns, inportant concerns, that
we al so focused on as we were devel oping the rules
to make sure that we didn't back away fromthe
quality and fairness of our procedure. And to
make sure that people retain their due process
rights, of course, we built in the ability to take
Cross-exam nati on.

Let's go forward. So the ability to
el ect cross-exam nation. One of the concerns that
came up on this, actually, maybe we'll have to go
up. Do we have a concern yet? Onh, well, cost
shifting conmes up next.

First concern was that, and | --
actually | also want to thank everyone for their
coments. This is an inportant concern that the

declaration, if you put in your testinony by
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declaration, 2.20 allows for submtting
information -- swearing to sonething based on

I nformation and belief. O course, 602 of the
federal rules of evidence, it's got to be personal
know edge. So we will be |ooking at sone | anguage
to try and tighten that up and nake sure that it
I's obviously coming in as testinony. |It's got to
be adm ssible into evidence.

Anot her concern, let's see, had to do
with, oh, yeah, on -- it actually goes back to
Rule 2.122 but ties in with 123. [|I'msorry. W
speak in code all the tine. W clarified in 2.122
that the statenents in affidavits and decl arati ons
I n the subject applications and registrations are
not testinony, right? W needed to distinguish
now that we're allowing testinony by affidavit
t hat even though you' ve got an affidavit or dec in
the subject application, let's say it was a 2F
application and there's a decl arati on about how
It's acquired distinctiveness or whatever. That
the statenents there are not consi dered evi dence.

In the sane way the rule currently says
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t he specinen of use or the dates of first use are
not consi dered evidence. Yes, they're of record
but they're essentially hearsay. So and those
affidavits and decl arati ons were not subject to

cross-exam nation as well on top of everything

else. So the rule was neant to sinply clarify how

does cold war apply here.

Any questions so far? |1'mguessing the
questions wll be about cost shifting. So before
we head to that, any questions about the process?
There was a little concern about el ecting
cross-exam nation and the timng and we'll be
| ooking at that. They want a little nore tine to
review the affidavits to determne if they wanted
to el ect cross-exam nation. Jonathan?

MR. HUDIS: Sonething the Board m ght
want to consider. For exanple, if you have an
expert w tness, you want to take an exam nation of
the expert. The parties notify the Board and the
Board for the tine of expert discovery, you put
the case otherw se into suspension.

M5. KUHLKE: Unh- huh.
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MR HUDIS: If a fact witness's
affidavit or declaration is filed, particularly
close to the end of the proponent's testinony
period, you mght want to consi der the sane
vehicle is tenporarily suspended proceedi ngs. So
the parties aren't scurrying and equally the
Board's docket isn't getting nessed up.

M5. KUHLKE: Yeah, | wll tell you that
I's sonething that was considered prior to the
noti ce of proposed rul emaki ng and we can go back
and | ook at that possibility to set that as a
suspensi on procedure rather than setting up the
timng. But we'll be -- we'll consider all of
t hese different ideas.

Ckay, so the cost shifting issue
pertains to the situation where you elect to take
Cross-exam nation but at your expense. The
concern was putting that burden on the person
wanting to take the cross-exam The ot her concern
Is the party trying to rein in costs of
litigation, has submtted their testinony by

affidavit and now all that effort to reduce the
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costs is bl own because now they've got to set up a
deposition for cross-exam nation.

The expense we were really considering
Is the court reporter. W're not talking about
you have to pay for that deponent to travel to
your | ocation. Your deponent, you're going to be
deposing themeither at their business or at their
attorney's offices. So the travel expenses are
not sonething that the person taking
Cross-exam nation are to take on.

And | have a question, Like, what other
expenses are we being -- are we concerned about?
You know, for us when we're thinking about it,
we're saying you're going to be paying for the
court reporter basically. But if there's anything
el se besides travel expense or that you woul d be
payi ng for anyway, all right, to go to the
deponent's place to cross-exan ne them

And | wll say when we drafted the rules
that was a question that we had put out to
st akehol ders originally and the idea was let's

have the fol ks taking cross- exam nation bear the
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expense. So | have a sense there's a little bit
of a -- maybe it's just a concern that this wll
unduly burden those who want to take cross-exam
but it -- so if that's the case I'd like to hear
fromyou all but the other optionis tolimt the
nunber of affidavits that can cone in by
testinony. That's a concern. Because people --
Jon's shaking his head but there had been concern
expressed that oh now you can put in testinony by
affidavit. W're going to have to | ook through
and now we're going to have to pay for
cross-exam nation of 20. It would inhibit parties
fromtaking their option to cross-exam ne
W t nesses but |'m not hearing thundering hooves
for limting the nunber of testinony affidavits.
No? Ckay.

MR ROGERS: |If | could ask a question.
There was one comment which we weren't quite sure
about what it was getting at that related to
testinony by affidavit or declaration. And it
focused on whether there -- whether the Board had

consi dered the possible inpact on notion practice
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or pendency of proceedings that mght result from
a shift fromless testinony by a testinony
deposition and nore testinony by affidavit or

decl arati on.

But we weren't quite sure what notion
practice mght occur wth testinony by affidavit
that could not occur with testinony depositions or
what scenarios m ght play out that would have a
significant inpact on pendency. |If anyone can
t hi nk of any, we'd certainly like to take them
I nto account but we weren't quite sure what that
was getting at.

M5. KUHLKE: Not quite. [It's the |ast
thing, folks are still asking for video testinony.
At this point, as you know, we cannot -- ESTTA
doesn't accept MP3 files. So we literally cannot
do that, right, especially now that we're going to
online filing. But we will be considering the
comrent s.

So this is just codifying a practice but
not everyone would avail thenselves of it. |If

you've got a pretrial disclosure it doesn't |ist
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-- it lists a witness that maybe had been
requested during discovery and an i nproper
pretrial disclosure is served. Folks would wait
until the deposition was taken, attend cross-exam
right, with the objection and then file a notion
to strike when they could have just filed a notion
to quash the deposition.

Many do. Many take advantage of that.
That's now explicitly in the rule to encourage
people to go ahead and file the notion to quash
rather than wait, |et everyone spend the noney and
file a notion to strike.

| would say this was the nost
contentious part of the segnent that |'mtalking
about. This is sort of related to letting us know
about a registrant's attorney. This involves
forei gn deponents and the rule is adding the
requirenent that if you know that your client is
in the United States to let the others -- the
adverse party knows that they are within the US
during say discovery or testinony period.

Sone of the commenters expressed concern
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that it would set themin a difficult position
with their client and also that frankly they don't
know. That there could be many, nmany officers of
the foreign client that could be com ng and goi ng
fromthe United States. And basically, it's just
a difficult rule for themto conply with and what
Is their obligation. And |I'm guessing that al so
expands to, you know, being nenbers of the bar and
what is your obligation in that scenari o.

So we will certainly be I ooking at the
| anguage there and taking your coments into
consideration. |s there any other -- here while
we're in the room any other comments about that?
It cannot only be Jonat han.

MR HUDI S: Sonebody told ne, who shall

remai n nanel ess, in that situation pretendi ng that

you're the three nonkeys, see no evil, hear no
evil, speak no evil. You know, especially if you
have a client that's snmall in nunber. Just not

conmmuni cating with your client so that you don't
know whether they're in the United States and

don't know, don't tell.

Ander son Court Reporting -- 703-519-7180 -- www. ander sonreporting. net



TTAB REPORT ON COMMENTS FOR NPRM Page:

53

1

2

10

11

12

13

14

15

16

17

18

19

20

21

22

M5. KUHLKE: Which is not sonething, you
know, we'd want the rules to encourage. W would
| i ke attorneys to be in communication wth their
clients so yeah.

MR HUDIS: It was just an offhand
comment that was given to ne.

M5. KUHLKE: All right, let's go on.
Let's go on to the next slide then.

MR, ROGERS: Judge Kuhl ke, we just have
a request fromthe Wb listeners if we could al
speak nore directly into our m crophones.

MB. KUHLKE: Okay.

M5. BUTLER: |'mnoving it closer.
There's a cable in the way.

M5. KUHLKE: Okay. So a lot of comments
al so cane in about asking us to be flexible in
applying the new rules and of course that is our
Intention as well. Let's just go on to the next
sl i de.

But we do want to nmake cl ear that we've
al ready had the experience of operating under two

sets of rules and you all have had the experience
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of litigating under two sets of rules and we don't
want to do that this tinme around. W do want
everything eventually to be set up under one set
of rules going forward.

The -- so in terns of the effective
dates, there's concern about the inpact on a
pendi ng case. Let's just take sone scenari o0s.
You are -- the rules go into effect, | don't know,
let's be optimstic, Septenber 15th. Your
di scovery is due on Cctober -- discovery is
cl osing Cctober 14th. But you haven't propounded
di scovery yet. Are you out of luck? Do you have
to go ask for an extension of the discovery
peri od?

And that's the next bullet in terns of
t hi nki ng about varying effective dates for certain
provisions. So that it would be a rolling --
various provisions would cone online as sort of
rolling effective dates let's call them So let's
say that discovery -- requiring that discovery be
conpleted within the discovery period, doesn't

becone effective for say another 60 days. [|I'm
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just throw ng out hypotheticals.

That gi ves you enough tine to go ahead
and get up to speed with the rule, change your
docketi ng procedures and not even have to ask for
t hat extension. And that goes with sone of the
other timng. For exanple, filing a notion for
sunmary judgnent, you were gearing up. Pretrial
di scl osure period has passed but your trial hasn't
opened yet. You were going to be filing a notion
for summary judgnent and now t he new rul es cone
into effect. That's another possible rolling
effective date.

So that's all | have. |f there are any
qguestions?

M5. BUTLER: Okay, at this point, thank
you everybody for sunmmarizing the rules here and
coments that cane in here as well as just
clarifications. And I'mturning it over to our
Chi ef Judge for the | ooking ahead portion of our
final portion of our report out.

MR. ROGERS: Well, |ooking ahead, of

course, involves thinking about when the notice of
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final rulemaking wll issue and what the effective
dates woul d be as Judge Kuhl ke has al ready
addressed. And you will recall that when we
anmended rules in 2007 there were certain
provisions in the rules that went into effect on
the date of publication of the notice of final
rulemaking in the federal register and there wl|
likely be provision in the current proposed

rul emaking that will simlarly take effect right
awnay.

An exanple would be the reliance in the
noti ce of proposed rul emaki ng on the anended
federal rules of civil procedure and the reliance
on the proportionality of the use of the process
and the proportionality in discovery. These are
essentially already applicable to Board
proceedi ngs because we haven't opted out of the
anmended federal rules as we've done occasionally
in the past. And the NPRM addresses themnot to
make them applicable but to reinforce the fact
that they are applicable.

So certainly we could consider a notion
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to conpel soon after the effective date of the
notice of final rulenmaking and review it under the
concept of proportionality as articulated in the
anmended federal rules. But other provisions
woul d, as Judge Kuhl ke said, have |ater effective
dates because we want to deal with tim ng concerns
and we want to allow practitioners to anend their
docketing systens to train their staff and to
basically get ready to -- for life under the
amended rul es.

We certainly encourage people to be
doi ng that preparation now and not wait for the
actual publication of the notice of final
rul emaki ng but inevitably we know that people w |
need to make changes. And so we will allowtine
for that.

We're al so cogni zant of the fact that in
t he managenent of discovery in particular and any
ot her issues that m ght cone up regardi ng notion
practice prior to trial, our interlocutory
attorneys wll have to have a great deal of

di scretion to be flexible in the application of
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various provisions of the rules. And we w ||
certainly discuss wwth themas a group and di scuss
anongst oursel ves, anongst the judges and the
attorneys as many situations as we can think of
that m ght require us to be flexible so that we
are prepared to do that when cases conme up that
require flexibility. Because all of these rule
changes are designed to enhance efficiency and to
reduce costs and not to be punitive in any way in
regard to the parties.

We al so know that ultimately no matter
how nuch we thi nk about possible scenarios and
address themin the notice of final rulemaking in
t he background section or in responses to comments
or in the manual of procedure or in any internal
di scussi ons that we have anong the judges and the
attorneys about how and when we will need to be
flexible, there will still be sone scenario or set
of circunstances that will arise that we will not
have thought of. And we will have to address sone
of those through the issuance of precedenti al

deci sions and we certainly did that with the 2007
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rul emaki ng where we had to i ssue sone precedenti al
deci si ons about the changed requirenent that the
plaintiff served the defendant and in various

ot her areas.

So | think we can expect that we'll have
to rely on precedential decisions to sone extent
even after all of the effective dates have passed
and the final rulemaking is fully applicable.
That's where we rely on practitioners to give us
wel | thought out cogent argunents about how a
scenario is not contenplated or that none of us
ever thought of should be handl ed and shoul d be
addressed. And then, we'll handl e them as best we
can through precedential decisions.

And | just want to reiterate that in
adm nistering the final rules, the Board w |
adm ni ster the systembut we don't really viewit
as just our system It's really a systemfor nark
owners and practitioners and applicants and it has
to be a systemthat will work well for all of our
st akehol ders. So that's, | think, a guiding

principle that we have behind the drafting of the
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notice of final rulenmaking and any steps that we
take to inplenent it and interpret it after it's
been published in the federal register. So we
wel cone your continuing participation and
col l aboration in that respect.

M5. BUTLER: And before you have a
chance to think about |eaving, we did get a
question fromthe online audi ence. Here you go.

M5. KUHLKE: All right. So the question
Is if a foreign party submts declaration
testinony | assune the cross-exam nation wll have
to be by witten questions. WII the TTAB suspend
the testinony period for that process to unfol d?
And the answer is yes. The proposed rule in 123
shoots you over to Rule 2.124 which governs
depositions upon witten questions and, yeah, we
typically suspend when you're involved in that
type of procedure.

So when | was looking for a file folder
to just put sone of ny notes inthisis literally
the only thing that was |left at the Board. So

this is the test to see just how many long-tiners
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we have.

M5. BUTLER:. Well, thank you again for
joining us for the report out. | hope you found
It useful and we | ook forward to speaking with you
again. Thank you.

(Wher eupon, the PROCEEDI NGS wer e

adj our ned.)

* * * * *
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CERTI FI CATE OF NOTARY PUBLI C
|, Carleton J. Anderson, |Il do hereby certify
that the forgoing electronic file when originally
transmtted was reduced to text at ny direction;
that said transcript is a true record of the
proceedi ngs therein referenced; that | am neither
counsel for, related to, nor enployed by any of
the parties to the action in which these
proceedi ngs were taken; and, furthernore, that |
amneither a relative or enpl oyee of any attorney
or counsel enployed by the parties hereto, nor
financially or otherwise interested in the outcone
of this action.

Carleton J. Anderson, |11

(Signature and Seal on File)

Notary Public in and for the Commobnweal t h of
Virginia Comm ssion No. 351998
Expi res: Novenber 30, 2016
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