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November 29th, 2011

Sponsored by Technology Center 3700
Program Agenda

9:00 am – 11:30 am

Location: Global Intellectual Property Academy (GIPA), Madison Building, East

Medical Technology Partnership Forum 




Open discussion between practitioners, examiners and USPTO management on current practices and concerns facing all parties in the medical technology areas.
Opening Remarks:

David Kappos - Under Secretary of Commerce for Intellectual Property and Director of the United States Patent and Trademark Office (USPTO)

Moderator: Angela Sykes, Director, Technology Center 3700

Panelists

· Bruce Kisliuk - Assistant Deputy Commissioner for Patent Operations, Technology Centers 3600 & 3700
· Don Hajec - Director Technology Center 3700

· Ted Sichelman - University of San Diego School of Law
· Jonathan Spangler – NuVasive, Inc.

· Jeff Grainger – The Foundry

· Linda Saltiel - Oliff & Berridge, PLC

· Suzannah Sundby - Smith, Gambrell and Russell, LLP

· Paul Craane - Marshall, Gerstein and Borun, LLP

· Curt Kinghorn - Volcano Corporation

Forum Topics
· Data from a leading study showing that examiners infrequently rely on applicant-cited prior art when making rejections and some of the potential causes for this trend.
· Discussion of First Action Interview Program and how to effectively use to expedite prosecution.
· Discussion of IDS practice, and ways to avoid delay, as well as outlook for future IDS practice.
· Discussion of current BPAI decisions in TC 3700 

· Discussion of Pre-Appeal procedures – would the PTO consider having two uninterested parties participate on the panel with the Examiner, rather than the Examiner, and his supervisor, and only 1 uninterested party?

· Effective Interview practice.
· The pros and cons of interview itineraries and proposed issues/claims to be discussed.  Making interview itineraries and proposals of record or not 
· Roles of examiner and applicant:  Searching for common ground to advance prosecution.
· Patent claim drafting strategies and claim interpretation in view of litigation concerns and recent court cases;  broad vs. narrow claims.
· USPTO new docket management system and it's effect on when applications( new, amended, RCEs) are picked up for examination.
· Filing RCEs vs. Appeals and advancing prosecution; the effect of RCE filings on the USPTO's ability to work off the backlog of old cases.
Afternoon Technical Presentations 

1:00 pm - 2:00 pm

Ted Sichelman - University of San Diego School of Law

Location: Webinar (GIPA for those on campus)

Professor Sichelman will provide an overview of the changes in the America Invents Act most relevant to examiners’ daily practice, including the new “first-inventor-to-file” provisions. Additionally, he will briefly present data from a leading study showing that examiners infrequently rely on applicant-cited prior art when making rejections, and will discuss some of the potential causes for this trend
Jeff Grainger – The Foundry
Location: Randolph 1st floor Conference Center

An overview of cutting edge technologies developed by medical device incubator The Foundry

Eb Bright -ExploraMed

Location: Jefferson 1st floor Conference Center

New technology for treating benign prostatic hyperplasia (enlarged prostate).  ExploraMed  is a medical device incubator dedicated to significantly improving patients’ quality of life through paradigm shifting, cost effective device solutions.
2:30 pm - 3:30 pm

Curt Kinghorn - Volcano Corporation

Location: Randolph 1st floor Conference Center

What’s Going on in There? There are many challenges related to imaging or collecting physiological data from within the body including that the work spaces are often small, the environment is wet (with blood or other fluids) and the sensors are located a long distance from where the data is extracted for display and analysis.  This presentation will be a discussion of the physiology, technological challenges and solutions related to imaging or taking physiological measurements (e.g., pressure, temperature, blood flow) within the body.  The modalities discussed will include intravascular ultrasound (IVUS), optical coherence tomography (OCT) and intravascular blood pressure and blood flow monitoring as well as the combination of these modalities with therapeutic systems. 

Satoshi Yoshimoto - Asahi Intecc Co., LTD

Location: GIPA

Catheter Guide Wire Systems:  Aspects of Asahi's next-generation frontline guide wire, including Asahi's core technology in wire design, the specific structure of the next-generation guide wire, and aspects of tip breakage, torque whip and shape retention will be discussed
Jonathan Spangler – NuVasive, Inc. 

(This presentation open to USPTO employees ONLY)
Location: Jefferson 1st floor Conference Center

The design, development, and marketing of products for the surgical treatment of spine disorders
 BIOGRAPHIES
Earl "Eb" Bright, J.D., M.B.A.

Executive Vice President and General Counsel of ExploraMed Development, LLC

Eb has many years of experience as a business advisor and patent attorney including being a founder and serving on the executive management teams of four medical device start-up companies (Acclarent, NeoTract, Vibrynt and Moximed). Eb was Director of Intellectual Property West Coast Operations at Guidant Corp. where he directed a 9 member team involved in litigation and the strategic development of over 1300 patent and trademark applications related to the Vascular Intervention, Cardiac Surgey and Endovascular Solutions divisions as well as handling legal issues for Guidant Japan and the Compass Group, the unit responsible for Guidant's venture capital and merger and acquisition activities. He began his Guidant career by helping to establish the legal department for a newly formed Cardiac and Vascular Surgery division. Eb began his career as a design engineer for the F-16, F22 and A-12 aircraft. After law school, he worked at intellectual property firms Burns, Doane, Swecker & Mathis for about five years.

Eb has been a guest speaker at various events, such as the Food and Drug Administration's public meeting regarding Strengthening the 510k Review Process, Joint U.S. Patent and Trademark Office-Patent Public Advisory Committee sponosred Public Roundtable on Enhancement in the Quality of Patents, Medical Devce Manufacturers Assocation Annual Meeting, American Intellectual Property Law Association's Mid-Winter Institute, Medtech Insight's IN3, ocean Tomo's Live IP Auction and Conference, and Federal Trade Commission's Hearing on the Evolving IP Marketplace. Eb holds M.B.A.s from Columbia University and University of California, Berkely, and Juris Doctorate and B.S. in Mechanical Engineering degrees from the University of Oklahoma. He has earned the Certified Licensing Professional (CLP) designation from the Licensing Executives Society, USA and Canada.

Paul C. Craane

Partner in the Medical Devices Group at Marshall Gerstein & Borun LLP.  

For nearly twenty years, Paul has prosecuted patent applications and reexaminations at the USPTO, and litigated patent cases in various US courts.  Mr. Craane received his undergraduate degree in Mechanical Engineering with highest honors from the University of Illinois, Urbana-Champaign, and his J.D. with high honors from Northern Illinois University.

Jeffry J. Grainger

Managing Partner, The Foundry LLC

Jeffry J. Grainger is an intellectual property attorney, engineer, and entrepreneur with 20 years of experience in early-stage companies. Mr. Grainger is currently a Managing Partner at The Foundry, a medical device incubator based in Menlo Park, California that has started numerous medical device companies over the past decade. From 2009 to 2011, Mr. Grainger served as a Kauffman Entrepreneur Fellow with the Ewing Marion Kauffman Foundation.  From 2003-2008, Mr. Grainger served as Vice President of Corporate Affairs and General Counsel of Xtent, Inc., a developer of drug-eluting stent systems which completed an initial public offering in 2007.  In 2000, Mr. Grainger founded First to File, Inc., a developer of a cloud-based computing application for automating patent process workflow, where Mr. Grainger served as Chief Strategy Officer and a member of the Board of Directors until the company was acquired by Mark Monitor, Inc. in 2002.  In 2002, First to File was one of five companies awarded contracts by the USPTO to develop next-generation electronic patent filing systems.  From 1993-2000, Mr. Grainger served as Chief Patent Counsel of Heartport, Inc., a developer of devices for minimally-invasive heart surgery which completed an initial public offering in 1996 and was acquired by Johnson & Johnson in 2000. From 1991-1993, Mr. Grainger was an attorney specializing in patent prosecution at the law firm of Townsend & Townsend & Crew.  Mr. Grainger also served as a copyright licensing specialist at the British Broadcasting Corporation in London, and worked as a robotics engineer at Boeing Electronics Company.  Mr. Grainger has been named as an inventor on more than 30 issued or pending US patents and various foreign patent applications. Mr. Grainger holds a Juris Doctor with Honors from the University of Washington School of Law and a Bachelor of Science in Mechanical Engineering from Stanford University.

Curt Kinghorn 
Director – IP at Volcano Corporation
Mr. Kinghorn is currently the Director – IP at Volcano Corporation, a company that designs, makes and sells devices for intravascular imaging and physiological parameter measurement.  Mr. Kinghorn is formerly Chief Patent Counsel of the Neurological and Cardiac Surgery Businesses, General Counsel of the Surgical Technology Business and World-Wide Trademark Counsel at Medtronic, Inc.  For four and half years, Mr. Kinghorn also ran Medtronic’s European patent litigation.  Mr. Kinghorn co-founded and was CEO of Anoka Biomedical, a start-up medical device company.  Mr. Kinghorn began his career at the IP law firm of Malin, Haley & McHale in Ft. Lauderdale and Miami, Florida.  Mr. Kinghorn has a J.D. degree from the University of Florida, an MBA degree from the University of Minnesota and a Bachelor’s degree in Physics from the University of Utah.
Linda Saltiel 
Oliff & Berridge, PLC
Linda Saltiel, an attorney Oliff & Berridge, PLC, has been practicing as a patent attorney for eleven years.  Prior to practicing law, Ms. Saltiel worked for seven years as an engineer in the transportation industry.  She obtained a law degree from DePaul University and a degree in Civil Engineering from Valparaiso University.
Ted Sichelman  
University of San Diego School of Law
Professor Ted Sichelman joined the University of San Diego School of Law in 2009, after completing a Kauffman Foundation Fellowship at the University of California, Berkeley, Boalt Hall School of Law.  His teaching and research interests include intellectual property, law & entrepreneurship, empirical legal studies, law & economics, and computational legal studies. He has participated in a number of important U.S. Supreme Court cases, including drafting amicus briefs in Bilski v. Kappos (2010) and Global-Tech v. SEB (2011). Previously, Professor Sichelman practiced in the areas of intellectual property litigation and transactions, appellate litigation, and venture finance at the law firms of Heller Ehrman and Irell & Manella. Professor Sichelman clerked for Judge A. Wallace Tashima of the U.S. Court of Appeals for the Ninth Circuit. Before practicing law, he founded and ran a venture-backed software company, Unified Dispatch.  Professor Sichelman designed the company’s software and is a named inventor on several issued and filed patents and applications in the United States and Canada.

Jonathan Spangler 

Vice President and Chief Patent Counsel, NuVasive, Inc.

Jonathan D. Spangler joined NuVasive in 2001 and has served as Vice President and Chief Patent Counsel since December 2004.  Over that time, NuVasive has grown from a niche player in the US spine market (revenue of $2.1MM in 2001) to a global leader in spinal innovation with offices worldwide (~$500MM revenue currently) and a full complement of spinal products.  Prior to joining NuVasive, Mr. Spangler served as Chief Patent Counsel for A-Med Systems, Inc., a medical technology company. Prior to that, he practiced law at Arnold White & Durkee specializing in patent and trade secret litigation involving medical devices and at Haugen & Nikolai specializing in patent prosecution involving medical devices. He also worked at the United States Patent and Trademark Office, where he examined patent applications and graduated from the Patent Training Academy. Mr. Spangler received a B.S. in Biomedical Engineering (with a minor in Electrical Engineering) from Marquette University, and a J.D. from the University of Dayton School of Law. He is licensed to practice in California, in Minnesota, and before the United States Patent and Trademark Office.

Suzannah Sundby

Ms. Sundby has extensive experience in patent preparation and prosecution of inventions across diverse technologies including biochemistry, molecular biology, pharmaceuticals, microfluidics, diagnostics, medical devices and nanotechnology. Her legal practice involves patent preparation and prosecution, licensing, opinion work, client counseling and litigation. Ms. Sundby has experience assisting start-up biotech companies with the preparation and prosecution of their foundation patents, nondisclosure agreements and related IP issues.  Ms. Sundby taught advanced biotech patent preparation and prosecution as an Adjunct Professor at Franklin Pierce Law Center. Before entering the legal field, Ms. Sundby helped map the Drosophila genome as a member of the University of California’s Berkeley Drosophila Genome Group. Ms. Sundby holds a B.S. in Biochemistry/Molecular Biology and, in addition to earning a Juris Doctor, she earned a Master of Intellectual Property.

Mr. Satoshi Yoshimoto

Director of the Intellectual Property & Legal Department at Asahi Intecc Co., Ltd
Mr. Yoshimoto is the Director of the Intellectual Property & Legal Department at Asahi Intecc Co., Ltd.  Mr. Yoshimoto studied science and engineering at Ritsumeikan University in Kyoto, Japan, and was qualified as a Chief Telecommunication Engineer, and a Japanese Patent, Trademark & Design Attorney, in 2004.  Mr. Yoshimoto has 16 years of experience in the field of intellectual property, preceded by 12 years of experience in science and engineering.
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