From: Smith, John G.B
Sent: Friday, February 01, 2013 1:20 PME
To: RCE outreach@@

Subject: Comments on RCE Practicel

Perhaps the most common reason for filing RCEs in cases that our firm handles for non-U.S. companies -
in virtually all areas of technology - is the need to file an Information Disclosure Statement (IDS) after
the USPTO has issued a Notice of Allowance or Final Rejection.BlIn such cases, an RCE must be filed®
because we and/or our clients have difficulty in accurately ascertaining whether either of thel
statements under 37 CFR 1.97(e) necessary to file the IDS under 37 CFR 1.97(d) can be made.®

As a first point, the statement under 37 CFR 1.97(e)(1) is limited to communications from a foreign@
patent office in a counterpart foreign application; thus it does not extend to related or counterpart U.S.E
or PCT applications.FAs second point, it is extremely difficult and burdensome to ascertain with any@@
degree of accuracy in many cases (when the statement under 37 CFR 1.97(e)(1) cannot be made)&
whether the statement under 37 CFR 1.97(e)(2) is appropriate.EThe limited scope of 37 CFR 1.97(e)(1),B
and the difficulty of accurately confirming the information requiring certification under 37 CFRE
1.97(e)(2), result in our clients filing many RCEs for the sole purpose of having information from@
counterpart or other related cases considered after issuance of a Notice of Allowance or Final Rejection.
Unfortunately, this information is often not anywhere near as relevant as the other information already
on file; but because of the concern about potential allegations of inequitable conduct, an RCE and IDSE
are often routinely filed.EThe net effect is an increase in pendency without any commensuratel
improvement in patent quality.B

Updating the language of 37 CFR 1.97(d) consistent with the following proposed revision would allow
applicants to file an IDS under 37 CFR 1.97(d), and thereby avoid filing an RCE after a Notice of®
Allowance of Final Rejection, in a number of commonly-occurring situations.BThe relatively higher feel
for proceeding under below-proposed 37 CFR 1.97(d)(3) would encourage applicants to file IDSs inl
accordance with 37 CFR 1.97(d)(1)/(2) - i.e., by making a 37 CFR 1.97(e) statement plus paying the §&
1.17(p) fee - whenever possible.EBut whenever that is not possible, applicants could opt to proceed?
under below-proposed 37 CFR 1.97(d)(3), thereby drastically reducing the number of RCEs that need tol
be filed in these types of cases.l



PROPOSED NEW LANGUAGE FOR 37 CFR 1.97(d)&

@ (d) An information disclosure statement shall be considered by the Office if filed by the applicant®
after the period specified in paragraph (c) of this section, provided that the information disclosurel
statement is filed on or before payment of the issue fee and is accompanied by either:2

o (1) The statement specified in paragraph (e) of this section; and®

o (2) The fee set forth in § 1.17(p);
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o[ (3) The fee set forth in § [which could be, for example, $400, or roughly twice the current®
fee set forth in § 1.17(p)].2
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Disclaimer Required by IRS Rules of Practice: Any discussion of tax matters contained herein is notf
intended or written to be used, and cannot be used, for the purpose of avoiding any penalties that mayf
be imposed under Federal tax laws.2

**********************************I

This message contains information which may be confidential and privileged. Unless you are thel
intended addressee (or authorized to receive for the intended addressee), you may not use, copy orf
disclose to anyone the message or any information contained in the message. If you have received thel
message in error, please advise the sender at Drinker Biddle & Reath LLP by reply e-mail and delete thel
message. Thank you very much.
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