To all Worksharing Roundtable Participants:

Thank your for agreeing to participate in the upcoming roundtable on worksharing. The USPTO is interested in ensuring that our worksharing projects meet the needs of the global patent community. For this reason, we are very interested in your input in evaluating ongoing worksharing initiatives, as well as new proposals and efforts.

With respect to the format of the roundtable, our plan is for USPTO staff to introduce our key worksharing initiatives:  PPH, SHARE, and developing the PCT.  Immediately following each presentation, there will be will be a discussion of each topic.  We have compiled a series of questions that we believe will lead to a more focused discussion. The tenor of the following questions should not be taken as an indication that the USPTO is limited to or predisposed to any particular approach. Rather, the questions are illustrative of the nature and scope of the questions that may be presented at the discussion next week.

If you have any questions on the substance of the questions, please do not hesitate to contact Mary Critharis.  She can be reached by email at  mary.critharis@uspto.gov or by telephone at 571-272-8468.   You will receive a final agenda and list of participants in the next few days.

Questions on PPH

1. In your view, does PPH provide significant advantages to the patent community, in terms of quality of work, cost-savings, and expedited examination of patent applications?


PPH provides great opportunities to filers in multiple jurisdictions.  However, to a great extent, the success of the system is not necessarily dependent upon the applicant, but is dependent upon the patent offices.  Specifically, to the extent that the OFF provides early examination and early prosecution to  complete the work in time to make use of it in other jurisdictions, that is critical to the success of the PPH.  Of course, in those jurisdictions that provide deferred examination, to the extent the applicant selects deferred examination, he may effectively choose not to make use of the PPH.  However, when an applicant decides for early examination to make use of the PPH, then it is critical for the patent offices to expedite the work in the OFF, otherwise PPH will be useless to the applicant.


Likewise, the success of the PPH depends upon the quality of work done by the OFF.  To the extent a good search and examination, with accurate documentation, statements of search strategy, fully documented prosecution, and good analysis of the claims are provided by the OFF, it provides a good basis for the other patent offices.  Thus, the success of the PPH likewise depends upon the quality of work being done by the OFF.

Similarly, to the extent the OSF’s adequately rely upon the work given to them by the OFF, and provide expedited examination in the OSF, and to a great extent produce reasonable allowance rates in short time periods, that will likewise produce success of the PPH.


It must be remembered that PPH is an optional system to be selected by the applicants.  The better the patent offices do in their work of the PPH, will increase applicant’s choice of using the PPH.  Thus, the success depends more on the patent office than on applicants.

2 Please explain how PPH currently fits into your global patent filing strategy. In other words, do you use PPH to accelerate examination in another jurisdiction other than the US or vice versa?


In our particular case, it is our foreign clients that send us the cases to enter in the USPTO as the OSF using the PPH.  Mostly, Japanese clients who obtain reasonable claims, and so long as the US prosecution has not begun, are making increasing use of the PPH in the USPTO.  

3. Please identify and explain any disadvantages, drawbacks, and problems with current PPH programs.


One of the major disadvantages to US applicants in using the PPH is the inability for them to get early allowance in USPTO to be able to provide such useful allowances in foreign jurisdictions using the PPH.  In many fields of technology especially computers and telecommunications, the USPTO prosecution is so delayed that by the time allowance is reached, foreign prosecutions have already begun.  Furthermore, the ability to obtain accelerated examination in the US in order to get an early allowance is hampered by the current requirements for a petition for accelerated examination.  Under the present requirements for accelerated examination in the USPTO, I advise my clients never to file such request because of the risk of inequitable conduct.  As a result, there are no possibilities of getting an early allowance in numerous fields of technology from the USPTO as the OFF and as a result the PPH for US applicants is of no benefit at all.


Additionally, an unknown in using the PPH system is the effect of prosecution history estoppel from the file wrapper during claim constructions.  Since the entire foreign filing history is translated and incorporated within the request for a PPH in the USPTO, it is unknown how much reliance upon this courts will give in claim interpretation.  Typically, foreign agents, not skilled in prosecution history estoppel may make statements during the foreign prosecution which may adversely affect claim interpretation in the US.  Normally, the foreign prosecution does not become part of the US prosecution history.  However, under PPH the entire foreign file becomes part of the prosecution history in the USPTO.  Furthermore, it is unknown how much reliance the examiner in the US gives on such foreign prosecution and foreign prosecution statements.  Accordingly, there is some question as to future limitations that may result from using the PPH when the patent is litigated.
4. Please identify aspects of the PPH program that you believe would improve the usefulness and usage of the PPH programs. In doing so, please

(a) identify aspects of the program that need to be improved; and

(b) discuss how such changes should be implemented.

(i)  Clarification of modifying the claims.  It is believed that some guidelines would be useful in how close the claims must be from one jurisdiction to another in order to use the PPH.  For example, in foreign jurisdictions, they love to use means plus function language.  However, in trying to make the claim in the US equivalent to such foreign claim, it is preferred not to use such means plus function language.  It would be helpful if some guidelines were provided to the extent that changes can be made from the allowed claims in the OFF to claims that will be submitted in the USPTO.  

(ii)  The need for copies and translations of all documents coming from the foreign OFF into the USPTO is extensive.  Much of this information is already available to the US examiner through the use of the Dossier system that can be automatically pulled down by the examiner.  It would be helpful if the examiners would be able to obtain these themselves and avoid the need for applicants to continuously provide costly copies and translations to material that can be easily accessed by the USPTO examiner.

(iii)  As accelerated examination is to be used by the OSF in handling the PPH case, it would be helpful if examiners were instructed to make use of the interview program to expedite such prosecution rather than continuous communication in writing.  To the extent the examiners feel changes would be needed, clarification of claims needed, etc., this could be handled expeditiously through interviews rather than written communication.  
(iv)  As the PPH is not used very much, we find that examiners are not at all knowledgeable in the ramifications of the PPH program.  While it would be helpful to train all the examiners in the details of the PPH, at the very minimum, each Art unit should have a group of experts on PPH and they should be consulted in every PPH case by the individual examiner to be sure that the examiner is following PPH instructions and to be sure that the case will be handled expeditiously.

5. Please explain how we can help increase PPH usage among the user community.

Please provide your thoughts on the following:

(a) public awareness outreach on the benefits of PPH; and

(b) eliminating barriers, such as streamlining procedures and lowering costs 


With respect to reductions in work load in the USPTO, such reductions come from the use of PPH by foreign applicants.  As a result, in order for the USPTO to reduce their in-house workload, it is necessary for them to provide outreach to foreign applicants.  This can be done by continuous publishing of the very impressive statistics of allowance rate, early allowance, timeliness, and other helpful statistics.


Additionally, by streamlining the need for the documents required for entry into the USPTO as the OSF, that would also encourage foreign applicants to make more use of the USPTO as the OSF.  


Of course, as the examiners need less time to handle a prosecution of a PPH case that comes into the OSF, it should be required that the OSF provide reduced costs for those cases that are within the PPH system as compared to non-PPH cases.  This would likewise encourage additional cases coming into the USPTO as the OSF.


With respect to use of the PPH by US applicants, a critical aspect of approving such use is to modify the accelerated examination program for first examination, if applicant plans PPH use.  Specifically, to the extent an applicant requests accelerated examination for the purpose of PPH usage, US as the OFF should immediately grant such acceleration and grant the process expeditiously.  While there is of course no guarantee that the applicant will be satisfied with the claims he gets allowed, to actually use the PPH, it is believed that all the applicant would have to show is that he filed his application in foreign countries either through the Paris Convention or through a PCT application and that filing alone should be sufficient to obtain accelerated examination in the OFF.  If there is still concern that there would be abuses, there could be a charge for such accelerated examination for PPH use which would deter most abuses.

Of course, for US applicants it would also help if foreign patent offices as the OSF, would improve their allowance rates on PPH cases and that would also encourage US applicants to make better use of the PPH system.

Likewise, foreign governments should reduce their costs of handling PPH cases when they are the OSF as there are less required time and resources needed on the part of the examination process.

PPH is a relative new system.  When PCT was first introduced, it took a number of years before it became sufficiently used to become of significance.  However, because the program was useful and successful, the gradual use increased until now almost 50% of all foreign cases use the PCT.  Likewise, it will take time, education, experience, and modification including streamlineing and cost reductions before PPH takes off in a similar manner.  However, as it does provide substantial benefits, it is believed that with increased education, applicants will increase the use and it will likewise take off in a similar manner to PCT,

4. Please provide your thoughts as to whether PPH and PCT can co-exist in a complementary and supportive fashion.

PCT and PPH are not in conflict at all.  They are actually complimentary systems.  They provide applicants with choices and abilities.  PCT is a search and examination process.  PPH is an efficient granting process.  PCT provides the user with the ability to obtain filing expeditiously in many countries.  Furthermore, it provides him with search and examination capabilities.  It is a front-end system. PPH is a back end system.  Once he gets the claims granted, he can make expeditious use of the grant system in other countries by using the PPH.  

By permitting the examination results of the PCT to form the basis of the PPH further establishes that the two systems are complimentary.  It is the results of the PCT that can be used into the entry system of the PPH.  There is no conflict.

In fact, if all patent offices would improve their quality of the PCT and provide only one search so that the international search would be used in the national phase, this could expeditiously improve both the PCT and PPH system.

By way of example, in Europe where the search is done only once, whatever the results of the ISA, the applicant can immediately enter Chapter II and “clean up” the claims and begin much of the processing right in the international phase.  This of course, expedites the procedure when he gets into the regional phase of the EPO since the claims are either allowed or soon to be allowed.  However, this clean up of the claims during the PCT could also provide a set of claims that could then be used in the PPH at the end of the PCT process.

Of course, to the extent that a patent office would not accept its own work and will require a new search upon entry into its national phase, there is no reason for the applicant to begin prosecution in the international phase since he may wind up with new references even in his own country.  Therefore, accepting by a patent office of its own ISR is critical to improve both the PCT and PPH process.

5. Please identify other Offices you would like to see included in the PPH program.

Currently all of the PPH agreement are bilateral to the extent that each patent office can be used both as an OFF and an OSF, however, there are many existing patent offices that do not have examination processes of their own.  For example, Singapore, Philippines, and others.  Likewise, there are patent offices that even through they have their own examination, effectively grant a PPH type patent when you provide examined claims from other countries and conform your claims to those allowed or granted.  For example, Israel, Canada, Australia and others.  Currently each of these have separate sets of rules and requirements for confirmation of the claims, material to be provided, etc.  It would be useful if these countries, whether they provide examination of their own or not would accept to be an OSF to adhere to a common set of PPH requirements.  Thereby applicants would find it more uniform to make use of their allowed claims and the issued patent in all countries that accept the PPH and have a uniform set of requirements for all of these.

6. Currently, the PPH exists in a complex array of bilateral agreements. Discussions have been underway to expand PPH on a multilateral framework. One goal of a multilateral framework is that it would permit the filing of one application in the OFF to lead to multiple patent grants. Please identify concerns, if any, in expanding PPH on a multilateral framework. e.g., Plurilateral PPH?


I would greatly recommend a plurilateral PPH system with a uniform set of requirements.  At present, each of the bilateral agreements differ one from the other as to what has to be provided.  Some require more, some require less.  

These unique requirements of each of the bilateral PPH treaties becomes extremely confusing to the applicants.  It would be helpful if there was one set of uniform requirements made to a plurilateral treaty that everyone of the countries involved would agree to, and make it more uniform for applicants.

Questions on SHARE

1. Please explain whether you support prioritizing applications so that Offices focus their efforts on applications filed first in their Office in order to produce a timely work product that can subsequently be used by other Offices?

In a perfect world, with adequate funding and adequate manpower, all applications would be handled in real-time.  However, in reality this cannot be expected with the continuous increased use of the intellectual property system.

At the same time, the excessive delays and backlogs are intolerable.  Especially as technology continues to advance, the lack of a patent owner to obtain a patent expeditiously makes a mockery of his technology.  By the time he gets his patent, technology has leapfrogged and his patented item is not replaced.  

Prioritizing the examination to cases on which the patent office is the OFF is a reasonable compromise.  However, it must be coordinated with all patent offices so that it does, in fact, provide more expeditious allowances, worksharing, and reducing backlogs.  Unless there is mutual cooperation and dedication to this project by all the patent offices involved, not only will it produce the benefits, but as a result of the prioritizing it will be tend to even further delay the prosecution of foreign applications to the detriment not only to foreign applicants but also the public at large.  Therefore, prioritizing is an acceptable compromise so long as the patent offices involved are committed to the project.
2. Please explain whether you believe that the Office of Second Filing should delay examination pending the search and examination results of the Office of First Filing?


Yes, I believe the OSF should delay examination until the search and examination results of the OFF is provided. However, the OFF must be committed to do their job expeditiously and adequately so that the results of the search examination are useful to the OSF.  Specifically, a full and complete search must be made of high quality level; search strategy must be provided; a full analysis of all the claims searched and references provided on all the claims must be done; a full, clear and concise explanation of the references and the applicability to the claims must be provided.  In fact, it would be helpful if standards were set up as guidelines for use by each of the patent offices in using a SHARE program.
3. As far as prioritizing applications, should the USPTO distinguish between all first-filed applications and first-filed applications that were subsequently filed abroad.  Our understanding is the JPO is giving priority to first-filed applications that are also subsequently filed abroad. If so, please explain the basis for the distinction, as well as the advantages and drawbacks to prioritizing a group of applications.


The ultimate goal of the SHARE program in the long term should be to generally reduce the backlog and cut down on prosecution time.  As such, SHARE should be implemented in a step wise fashion until the ultimate goal is achieved.


For example, it might first be implemented in those Art Units that are not far behind.  As a result, although those applications in which they are the OFF will be handled very expeditiously, even those applications in which they are the OSF will not be unduly delayed since that unit is generally up to date.  


Ultimately, when those Art Units that are part of this first plan are really handling things in an almost real-time basis, the number of examiners in that Art Unit can be reduced and increased number of examiners provided in the other Art Units that are more heavily delayed.  The SHARE program then begins in those art units that are more heavily delayed with now more examiners to handle those applications in which we are the OFF.  However, as there are more examiners in those units, even those in which they are the OSF, will not be overly delayed since more examiners will be available both in US and foreign countries and those Art Units to do the examination more expeditiously.

As part of that initial program bringing things up to speed, it would be helpful for the USPTO to prioritize even among the OFF, those cases in which foreign filing has taken place so as not to overly delay those cases in the OSF.  That will permit the OSF also to gain things more expeditiously in those Art Units and reduce the number of examiners in those units that are now up to date and are more in the units that are more delayed.


It must be a coordinated program with all patent offices involved in the SHARE program to coordinate their efforts along these lines and ultimately the program will be successful.

4. In your view, would delays in examination in the Office of Second Filing disadvantage a particular sector of applicants filing in the United States? Please explain your response.

To the extent that SHARE is initiated over all Art Units, at the same time, those Art Units that are already delayed, such as communication, computers, biotech, etc, will even be further delayed so that the cases in which the US is the OSF, those cases will be extremely delayed.  However, if, as suggested above, the program be started in those Art Units that are not overly delayed and only after the number of examiners can be reduced in those Art Units to increase the examiners in the delayed Art Units, and thereafter start the program in those heavily delayed Art Units, it is believed that there will not be excessive delay to any groups or any industries.
5. Please explain whether you believe that applications should be eligible for patent term adjustment (PTA) due to delays in the USPTO as the Office of Second Filing waiting for the search and examination results of the Office of First Filing?

An analysis should be made as which technologies are most affected by the term.  For example, in many fields of technology such as telecommunication, computers, etc., patents are typically abandoned before the end of the 20 year term by not paying annuities.  An analysis should be made as to which fields of technology has the greatest number of drops before the term.  It is believed that those technologies should be the first ones eligible for the SHARE program.  In that way, the fact that there will be extra delays as a result of SHARE will not necessarily disrupt the industries one way or the other since most of those cases are probably not of significance by the end of their term.  On the other hand, pharmaceuticals which are most affected by patent term and the public likewise would be serious affected by extra term, those industries should be addressed lastly.  By the time they are addressed, the SHARE program should have taken effect to eliminate excessive delays even when a patent office is the OSF so that very little, if any, patent term adjustment would occur from the SHARE program. 

In any event, I would suggest that even if a patent term adjustment adds additional delay, there should be a cap on the amount of delay that an applicant could get from the SHARE program.  For example, if the delay results from waiting for a search and examination from an OFF, the maximum such delay should add to a patent term should be, by way of example, one year.  

That way, there is a balance to the effect on the public.  While the public may be harmed in that certain patents may have their patent rights extended an additional year which may be an imposition on the public, at the same time the public will benefit by having patent rights being issued earlier by having patents determined earlier so they know what rights are excluded.
6. In your view, please explain whether you believe that a SHARE-based prioritization regime will result in a de facto deferred examination system with the potential for submarine patenting in certain areas.


We currently have a de facto deferred examination system based on the inherent excessive delays and current backlog.  We also have a limited deferred examination, using PCT.  Furthermore, right within our own statute there is the ability to delay prosecution and that is effectively a deferred examination.


While SHARE may provide yet another means of deferred examination, it is believed that as it will ultimately improve the delays and reduce the backlogs, the temporary additional method of obtaining deferred examination through SHARE will just have to be tolerated just as all the other de facto deferred examination systems are tolerated.


It is believed that the submarine patenting problem needs to be addressed by other approaches.  For example, making sure that prosecution is completed within a fixed number of years from the date of the first office action, (similar to the old UK or Australian system) or perhaps being more restrictive on what can be claimed in divisional or continuations (similar to the EPO system) or perhaps some other innovative matter.  However, the fact that this submarine problem has to be addressed should not be a deterrent to implementing SHARE.

7. Please explain whether you believe that SHARE will result in forum shopping in a manner that is detrimental to the patent system.


So long as all of the patent offices work together to provide fixed timing to conduct their search and examination as part of the SHARE system when they are the OFF, forum shopping will be avoided.  However, if one patent office is faster than another, then forum shopping will occur.  Therefore, it is up to the patent offices to control this.

Currently, even PPH provides forum shopping.  For example, filing in UK as the OFF, currently gives you an allowed claim within a year or year and a half and then you can use that to get expedited prosecution through the PPH program in all other countries as the OSFs.


If patent offices are determined to make the system effective, they will agree on time limits under the SHARE program.

8. Given the caseload imbalances among the different offices do you believe that SHARE ultimately will improve, worsen, or not affect these imbalances in the long run?


It is believed that the patent offices working together can uniformly reduce the workloads and the imbalances in the long term.  As outlined above, by starting in those areas where there is the least backlogs and improving those areas to desired prosecution times, that will permit reducing examiners in those areas and increasing the number of examiners in the areas that are mostly affected.  All patent offices working along a common program can reduce the imbalances as long as they are working together.

PCT Questions

1.      Please explain whether you support including PCT search and examination results in worksharing mechanisms, such as Patent Prosecution Highways.


Absolutely YES.

2.      When the international search report and written opinion of the International Searching Authority are at least partially negative, please explain whether you would expect to request international preliminary examination under Chapter II of the PCT more often in order to get PPH benefit at the national phase?


It all depends on the quality of the search that is being conducted and also depends whether the search results will be accepted by the national office that did the international search report itself.

To the extent that quality in PCT searches does not improve, it will be doubtful that the search results will be accepted under the PPH system.  However, if quality improves to the extent that the results are accepted as similar as the results generally from national searches, then there will be more incentive to use Chapter II.

Further more, to the extent that the patent office that did the ISR will accept their own results, there will even be greater incentive to use Chapter II.  Firstly, even without PPH, there will be incentive to get a “leg up” on prosecution during the international phase to expedite the work.  Furthermore, the benefit of hopefully getting “clean” claims during Chapter II for use in the PPH will yet even further encourage use of Chapter II.

3. Please identify any changes you recommend to the PCT system as a whole, or the USPTO processing of PCT applications, to increase the utility of PCT applications in worksharing efforts.

It would helpful if USPTO, and others, would follow the roadmap as to milestones and timetable.  Accepting the results of the ISR in the same patent office is a keystone to improved quality.  Reducing the number of reservations will make the PCT more uniform.  Ultimately, as quality improves, accepting the search and examination results of the international phase, to the extent they are accepted in the PPH, will also be an improvement.

It should be remembered that one of the milestones in the roadmap is that the written opinion should be a full written opinion on all the claims.  In this regard, all patent offices have to improve on their examination report so that it includes search strategy, and analysis of all the claims and a thorough review of the references.  This will improve the quality and also make it easier to be used by other patent offices.

4.      Please identify how the USPTO could improve their processing as a designated/elected Office so as to increase the utility of PCT applications in worksharing efforts.


The US should provide earlier copies of file receipts within the national phase as compared to 111 applications.  This delays the process of examination greatly.


US must continue to train examiners that PCT national phase has unity of invention requirements rather than restriction requirements.  US examiners are still not fully understanding of the difference.


US must train examiners that positive PCT written opinions require them to take the national phase “out of turn” under Rule 1.496.  It is a constant fight to get them to do this.


It would be helpful if there were a “PCT expert” in each Art Unit who can serve as the consultant to the examiners and they should be told to contact this consultant whenever they have PCT questions since they are not well versed in PCT matters.
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