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This 1s a decision on tlie petition styled "Request for
Reconsideration of Petition to Revive Patent for Unavoidable
Failure to Pay Maintenance Fee," filed December 3, 2003. This
petition is properly considered pursuant toe 3T CFR: 5 1,378 (e).
Receipt of the required fee (§130.00) pursuant te § 1.17(h), in
effect on December 3, 2003, is acknowledged.

On February 23, 2004, the Office mailed a Request for
Information. This decision is made in light of the "Response
Ezgquest for Informaticon" filed April 26, 200G4.
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The reguest to accept the delayved payment of the maintenance fee
is DENIED. Please note, pursuant to 37 CFR 1.378 (e}, this
decision is a final agency action within the meaning of 5 USC

s 704 for purposes of seeking judicial review. See 37 CFR

1.378 (e): MPEP 1002.02.

BACKGROUND

The patent issued November 19; 1891. The grace perigd for paying
the 7 !z year maintenance fee expired at midnight on November 19,
1899, with no payment received.

On June 24, 2003, petitioner filed the initial petition asserting
that the delay in paying the maintenance fee was unavoidable
within the meaning of § 1.378(b). By decision mailed COctober 2.
2003, the petition was dismissed. Petitioner failed to meet his
burden of showing that patentee took reasonable steps te ensure
timely payment of the maintenance fee., Petiticner failed to shaw
that the current assignee, Airpax, or the former assignee,
Philips, had a system in place to reasonably ensure timely
payment of the maintenance fee. Morsover, it was noted that
faillure of communication between Airpax and Philips regarding who
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bore the responsibility for payment of a maintenance fee does not
constitute "unavoidable" delay.

On December 3, 2003, petitioner filed the instant reguest for
reconsideration. In response to a request for information,
petitioner filed a "sugplemﬂnt" to petition on April 26, 2004,
Therein, petitioner alleges, and submits evidence tec show, that
there were twe distinct gockating systems which were believed t
be reliable and which were reasonably relied upon to assure
timely action with respect to the payment of the maintenance fee.

STATUTE and REGULATION
35 U.5:C. § 41 ey 1Y states thats

The Director may accept the delayed payment of any maintenance
fee required ... after the six month grace pericd if the delay is
shown o the satisfaction of the Director to have beén
unavoidabkle.

37 C.F.R. §1.378(b) provides that:

Any petition to accept an unavoidably delayed payment of a
maintesnance fee must include:

(1) The required mainténance fee set forth in §1.20(e)
through (g);

(2) The surcharge set forth in $1.20(I)(1); and

(3) & showing that the delay was unavoidable since
reasonable care was taken to ensure that the maintenance fee
would be paid timely and that the pétition was filed
promptly after the patentee was notified of, or otherwize
pecame aware of, the expiraticn of the patent. The showing
must enumerate the steps taken to ensure timely payment of
the maintenance fee, tﬁe date and the manner in which
patentee became aware of the expiration of the patent, and
the steps taken to file the petition promptly,

37 CFR § 1.378(e) provides that:

Reconsideration of a decision refusing to accept a
maintenance fee upon petition filed pursuant to paragraph
(a} of this section may be obtained by filing a petifion for
recaonsideration within two months of, or such other time as
set in, the decision refusing to accept the delayed payment
of the maintenance fee. Any such petitien for
reconsideration must be accompanied by the petition fee get
torth in § 1.17(h). After decision on the petiticn for
reconsideration, no further reconsideration or review of

matter will be undertaken by the Director. If the

the
delayed payment of the maintenance fee is neot accepted, the
maintenance fee and the surcharge set forth in g 1.20(1)
will be refunded following the decision on the petiticn fou
reconsideration, or after the expiration of the time for
filing such a petition for reconsideration, if nene is
filed. Apy petition fee under this section will not he
refunded unless the refusal to accept and record the
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maintenance fee is determined to result from an erreor by the
Patent and Trademark Office,

Section 1.37B{b) (3) is at issue in this case.

Acceptance of a late maintenance fee under the unavoldable delay
standard is considered under the same standard for reviving an
abandoned application under 35 U.5.C. 133, Spacifically, the
reasonably prudent person standard has been adopted:

The word 'unavoidable' ... is applicable to ordinary human
affairs, and requires no more or greater care or diligence
than is generally used and observed by prudent and careful
men in relation to their most important busiress.

In re Mattullath, 38 App. D.C. 497, 514-15 (1
parte Pratt, 1887 Pec., Comm'r Pat., 31, 32-33

91 queting Ex

{1
Winkler v. Ladd, 221 F. Supp. 550, 552, 138 (.3
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2) |

BRV)): mee also
e
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Q. BEG, 167-68
(B.D.C. 1963), aff'd, 143 U.5.F.0, 172 (D.C. 1963); Ex parte
Henrich, 1913 Degc. Comm'r Pat. 135, 141 (1913 In addition,
decisions are made on a "case-by-case basis, taking all the facts
and circumstances into account." Smith, 671 F.2d at 53§, 213
U.E.P.Q. at 982, HNonethelessz, a petition cannot be granted where
a petitioner has failed to meet his or her burden of establishing
that the delay was "unavoidable." Haines, 673 F. Supp. at
3le-17, 5 U.5.P.Q.2d at 1131-32.

Furthermore, an adequate showing that the delay in payment of the
maintenance fee at issue was "unavoidable" within ths medning of
35 U.5.C. 41(¢) and 37 CFR 1.378(b)(3) reguires a showing of the
steps taken to ensure the timely pavment of the maintenance fees
for this patent. Where the record fails to disclose that the
patentee took reasonable steps, or discloses that the patentee
took no steps, to ensure timely payment of the maintenance fea,
35 U.5.C. 41(c) and 37 C.F.R. §1.378(b) (3) preclude acceptance of
the delayed payment of the maintenance fee under 37 CFR 1.3781(h).

It is further noted that, under the statutes and rules, the
Office has no duty to notify patentees of the requirement to
maintenance fees or to notify patentees when the maintenance
are due. It is solely the respensibility of the patentee to
assure that the maintenance fee is timely paid to prevent
expiration of the patent. The lack of khowledge of the
requirement to pay a maintenance fee and the failure to receive
the Maintenance Fee Reminder will not shift ths burden of
monitoring the time for paying a maintenance fee from the
patentee to the Cffice. Thus, in suppert of an argument that the
delay in payment was unavoidable, evidence is required that
desplte reascnable care on behalf of the patentes and/or the
patentee's agents, and reasonable steps to ensure timely payment,
the maintenance fee was unavoidably not paid.
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OPINION
Airpax Corporation, LLC (Airpax) is a "spinoff" from Philips
Electronics (Philips). The svidence shows that cwnership of the

instant patent was transferred from Philips tc Airpax on February
12, 1959. On November 19, 1998, the window for paying the 7 &
year maintenance fee opened. The window closed oh November 19,
1999.
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However, it is undisputed that ne maintenance fee payment was
made. Furthermeore, not until July 24, 2003 did petiticner file a
petition and request acceptance of the maintenance foa.
Petitioner maintains that the delayved payiment of the maintenance
fee should be accepted because the delay was unaveidable,
Petitioner maintains that reasonable cate was taken to ensurs
timely payment of the maintenance fee. Specifically, petitioner
alleges that they relied on the distinct docketing systems of the
Intellectual Property Department of Phillips and of autside
counsel Tor ARirpax, Milde & Hoffberg; whicﬁ were believed to be
reliable and reasonably reliad upon to assure timely action with
respect to the payment of the maintenance fes.

PHILIES: DOCKETING SYSTEM

Cn initial Eetitimn} petitioner acknowledged that Airpax had
relied on Philips to timely pay the maintenance fee (Hoffberg
declarations, p. 1, para; p. 2, para. 11; .3, para. 137 and p.
4, ﬁa:a. 21} . Further, whether or net Phi ips had an appropriate
docketing system, patentee acknowledged that, in fact, upon
clesing of the sale of Rirpax, Philips tosk no further
respensibility for any U.S. Patent prosecution, neor payment of
U.8. patent Maintenance fees (Heffberg Declarations, D. 2, para.
5). At the time of the sale of Alrpax in 1999, the window

for paying the 7 % year fee was open. Hewever, patentes subhmits
ne evidence to show payment of the fee was docketed by Philips.
After the sale, the evidence indicated that the atent was no
longer docketed in Philips system, and thus, Philips system did
not cperate to ensure timely payment of the 7 s year mailntenance
fee during the remaining window for payment .

On regquest for reconsideration, and in response to a request for
information, petiticner submits no further evidence persuasive of
a conclusion that Philips took steps te =nsure timely paymant of
the 7 % year maintenance fee. In IgactF their evidence belsters
the opposite conclusion. Petitioner states that in retrospect
Philips clearly did not assume and retain responsibility for
paying the maintenance fee (Renewad petition, p. 4, para. 2).
Moreover, the patent at issue was marked for non-payment within
the Philips IPD system promptly after the transaction date
assigning rights te Airpax. (Renewed petition, p. 5, para. 1).
Finally, by declaration of Jack Haken, registered Patent Attorney
and Deputy Corporate Patent Counsel of Phillips, it is daclared
that "On a regular basis, our system generates a list of Philips'
patents that are due for payment of maintenance fees." "When
Philips' patents are assignad to other entities, a note is made
ln ocur docketing system and we no longer place those patents on
our maintenance fee list." Further, "Philips' patents that werse
assigned to ARirpakX Acguisition LLC on or about February, 1999,
vere therefore thus noted in the docket system. "

Thus, a finding of unavoidable delay cannot be met by a showing
of docketing error relative to Philips system.

Acknowledging this, Eetitioner argues that the partial reliance
of patentee on the Philips docketing system was reasonable, at
least with respect to an expectation tgat it would provide a
reminder of fses dus, or forwarding of notices received from the
USPTO with respect to this patent, under the circumstances. This
argument fails te support petitioner's burden of showing that the
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delay was unavoidable. First of all, waiting on Philips to
forward the Maintenance Fee reminder was not reasonable in view
of the ability of Rirpax to change the fee address of record to
their own, and thereby, receive directly any Maintenance fee
correspondence. More importantly, as previously stated, the
failurs tc receive a Maintenance Fee Reminder will not relieve
the patentee of the obligation to tim&l¥ pay the appropriate
maintenance fee to prevent expiration of the patent, nor will it
censtitute unavoidable delag if the patentes seeks to reinstate
the patent under 37 CFR 1:.378(b). See In re Patent Mo, 4,409,763,
7 USPQ2d 1798 (Comm'r Pat. 1988), aff 'd sub nom. Rydeen .
Quigg, 743 F. Supp. 900, 16 USPQ2d 1876 (D.D.C. 1990), aff 'd,
937 F.2d 623 (Fed. Cir. 1991) (tabls), cert, denied, 5072 0.s.
1075 (1252). This is true whether the Maintenance Fam reminder
would be mailed directly from the Office or forwarded From a
prior owner.

vorecver, upon issuance, the patent grant ordinarily includes a
reminder notice that maintenance fees will be dus by the day af
the 4th, 8th and 12th year anniversary of the grant of the
patent. At the same time, the law is clear that maintenance fees
are required to maintain in force all patents based on
applications filed on or after December 12, 1980. See 35 U.35.C.
41{b). No further written notice is required for patentses to be
aware of this obligation. Whether a maintenance fee reminder Was
ever received, it remained the ultimate responsibilicy of Airpax
Lo ensure that the maintenance fee was paid timely to prevent
expiration of the patent; irrespective of the actions of Philips.

Finally, petitioner again attributes the delay to
miscommunication between the attorney for Airpax and Philips.
Factually, it does appear that it was not clearly communicated
between Alrpax and Philips who bore the responsibility for paying
the maintenance fees on this patent, and when such res;onaihi it
commanced, (Declaration of attorney Hoffberg filed June 24, 200
(hereinafter Hoffberg declarations), Ps. 4y ‘Bara. 218 p. 4; para:
22 p« 5, para. 23). The everwnelming evidence supports a
conclusion that this miscommunication and/or misunderstanding
between Airpax and Philips was the major contributing factor to
the delay in the payment of the maintenance fee.

However, such a miscommunication is not sufficiert to establish
unavoidable delay within the meaning of 35 U.S5.C. 41 {c) and 37
C.F.R. & 1.378(b}. OQuintessential fa a determination that
reasonable care was takén to snsure that the maintenance feo
would be paid timely is a conclusion that the person who bore the
respensibility for paying the maintenance fe= is known and that
that person has a system in pPlace to ensure its timely payment .

MILDE & HOFFBERG DOCEETING SYSTEM

The evidence now shows that the maintenance fees were docketed in
the Milde and Hoffberg (M&H) docketing system when the lapse in
their payment was first identified, on or abiout June 17, 2002
(Response to Reguest for Information, ». B, "9).

On initial petition, petitioner stated that the responsibility
fer paying the maintenance fees would be assumed by Airpax upon
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the' physical transfer of the files to Airpax; however, the patent
files Tor U.5. Patents assigned to Alrpax were, as of the filing
of the petition, never physically transferred to Airpax (Heffberg
declarations, p. 3, paras. 13, 17: p. 4, para. 18).

Now, it appears that the files were never transferred, and may,
in fact, have been destroyed. Thus, Contrary to previous
assertions, the evidence now indicates rthat physical transfer was
not necessary for Airpax to docket maintenance feas,

On request for reconsideration, petitionsr now 3tates that in
addition te the miscommunication between Rirpax and Philips, the
specific la§se in the M&H docketing system was the failure of our
office staff to recognize the assumpticon of responsibility for
the patents, as evidénced by the recordation by our firm of the
name change from Airpax Acquisition Corp., LLC to Rirpax Corp.
LLC, and therefore proceed to ?Enerat@ maintenance fee dus dates
for these patents in the manual and automated docketing system
components {(Response to Reguest for Information, p. 9).

As articulated and supported this contention fails to meet
petitioner's burden of establishing that reasonable steps wers
taken to ensure timely payment of the maintenance fee. The
declarations of Margaret Peloss and Juliann Gaddy have been
reviewad, in light &f this new contention of a lapse connected
with recordation of assignment data. he record fails to
disclose a system entailing docketing of maintenance fees in
connection with making chandes in the name of the assignee in
Office records or with the filing of assignment documents. In
other words, petiticner has not shown a nexus betwaen thess
actions based on practice or training that would lead one to
conclude that it is reasonable to re%y on such a system to ensurs
the timely payment of the maintenance fees. Haow and why should
making changes to assignment information trigger entry of
maintenance fee due dates in the docketing system? How is the
present assertion of reliance on such a system consistent with
petitioner's previous assertion of no respmnsibilit¥ for
maintenance fees until the case is physically transferred?

Even if this constituted a docketing system, the situaticn is
not, &as petitioner contends, analogous to that in In re Katrapt
AG (Comm'r PTD, Reexamination Froceeding Centrel Ne. 30/000,9%00,
April &, 19888). In Katrapt AG, the attorney relied an a clerk +o
enter the correct due date for a maintenance fes pursuant to her
clerical dutiss. Moreover, there was no guestion of the clerk's
intent to docket the maintenance fee and her qualifications to do
0. An error occurred in the entry, Here; 1t is net shown that
the attorney reasonably relied on a trained and experienced
employee with respect te a clerical function, Rather, petitioner
appears to shift responsibility feor determining Airpax's
responsibility for Paying maintenance fees to Margaret Peloso,
one described as a "member of the staff" who is "principally
responsible for retrieving mail from the mail rocom of our
building, and returning if to our suite." Her declaration
indicates that she sholld have made several determinatiocng: 1)

4 review of the assignment by Philips in favor of Airpax should
nave made her aware that the’ listed patents belonged to Airpax;
2} concluded that as ocutside counsel for Rirpax, M & H bore some
responsibility, if net principal responsibility, for docketing of
Maintenance Fees of these patents; and 3) used her knowledge
that Maintenance Fees were to be docketad for payment and that
the firm had a system in pPlace for this purpose. (Peclaration

o
h
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Margaret Peloso, para. 5). This goes beyond implementing the
clerical function of entering a due date. Moreover, Juliann
Gaddy, the person described as being responsible for the
maintenance of the docketing system does not identify an error in
such a function. She acknowledges that they "do not recall the
actual circumstances as to why the above-patent was not entered
inte our docket system for payment of maintenance feess."
{Declaration of Juliann Gaddy) .

Having considered all of the evidence and arguments, it is
concluded that petitioner has not met his burden of establishing
"unavoidable™ delay,.

CONCLUSION

The decision denying the petition to accept the unavoidably
delayed payment of the maintenance fee has been reconsidersd.
However, petitioners have failed to meet their burden of
establishing that they or anyone acting on their behalf took
reasonable steps to ensure tge timel payment of the maintenance
fees. Petitioner has failed to estangsh that the delay in
payment of the maintenance fees was unavoidable as required by 35
1.5.C. 41{e) {1).

Since this patent will not be reinstated, it is appropriate Lo
refund the maintenance fee and surcharge fee submitted b
petitioner. It is noted that patentee submitted and will be
refunded the 11 % vear maintenance fee, rather than the 7 & vear
fee due. At the same time, patentee made no showing that the
second maintenance fee had been timely paid.

As stated in 37 C.F.R. 8 1.378 (e} ; no further reconsideratiocn &r
review of this matter will be undertaken.

The reguest for reconslideration is granted to the extent that the
prior de¢ision has been recon51dereé, but is denied with respect
to making any change therein. THIS 15 A FINAL AGENCY DECISION.

Telephone inguiries related to this decision should be directed
to tng Nancy Johnson, Senior Petitions Attéarney, at (571)
2723219, 5
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Charles Pearson
Dlrgcto: .
Gffice of Petitions




