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PTAB Pro Bono Program o (SN

* A collaboration with the PTAB Bar Association
to create a clearinghouse to bring together
volunteer attorneys and pro bono clients.

* For more details — watch the recording of the
April Inventor Hour online or search USPTO.gov.



Amee Shah, Administrative Patent Judge

@ Appeal Byte:
What is an appeal brief?
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& Parts of an appeal brief
& New appeal brief tool



Parts of an appeal brief



Parts of an appeal brief

Six parts:

Summary of claimed subject matter
Real party-in-interest

Related appeals, interferences, and trials
Argument

Conclusion (optional)

o vns W

Claims appendix



Summary of claimed subject matter

% Provides a concise explanation of the subject
matter defined in each of the rejected
Independent claims

& Not required for pro se applicants, but may help
the Board understand the arguments

& If included, should identity, for each claim
element, supporting disclosure and figures




Real party-in-interest

& Statement that identifies the real party-in-interest at the
time the appeal brief is filed

& It may be you, the inventor, and/or others that have
ownership rights to the patent application

& May be an assignee

& You must update if it changes during the proceeding
(See 37 C.F.R. § 41.8)

Example: “The real party in interest is The Great White Café LLC (Baja, California 21511).



Related appeals, interferences, and trials

& List any prior or pending cases before the Board or a court
that are related to the current appeal

& A related case is one involving a patent or application
where papers (such as an Office Action or PTAB decision)
regarding that patent or application would be affected by
the current appeal.

— A related case might be, e.g., a continuation application
Example 1: “"Appeal No. 2019-1234, prior decision dated July 1, 2020."

Example 2: “There are no related appeals, interferences, or trials to appellant’s
knowledge”



Argument

Why the examiner’s decision to reject the
pending claims of your application is
Improper and should be reversed



Conclusion and claims appendix

& Conclusion should briefly explain what relief
you want from the Board (e.g., reverse the
examiner’s rejection)

& Appendix must include all claims on appeal

— Should not indicate or illustrate prior amendments or
reference non-admitted amendments

— Should start on a new page



New appeal brief tool and
how to access



Appeal brief tool

There are two parts to the
appeal brief tool:
1. Word document template

2. PDF instructions for completing the
template



Location of the brief tool at PTAB's webpage

www.uspto.gov/patents/ptab
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Patent Trial and Appeal Board

The Patent Trial and Appeal Board (PTAB) conducts trials, including inter partes, post-grant, and covered business method patent reviews and derivation
proceedings, hears appeals from adverse examiner decisions in patent applications and reexamination proceedings, and renders decisions in
interferences.

rial proceedind)
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Trials and appeals Decisions Learn more

> Appeals proceedi
> New to PTAB?
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ees and guidance = All PTAB decision data Statistics

> AIA daily decisions
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Databases and IT tools
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= Precedential and informative
decisions

Frequently asked questions

v

Boardside Chat webinar series
= Precedential Opinion Panel (POP)
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PTAB Inventor Hour series

v

PTAB suggestion box, contact info,
and speaker request form
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Recent proposals, pilot programs,
and final rules

PTAB Judicial Law Clerk Program

v
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documents, programs &
proceedings final rules
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http://www.uspto.gov/patents/ptab

Location of the brief tool at PTAB's webpage

https://www.uspto.gov/patents/patent-trial-and-appeal-board/about-ptab/new-ptab
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Home > Patents > Patent Trial and Appeal Board > About PTAB > MNew to PTAB?
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Independent inventors, new practitioners, and others can explore the links below to better understand the Patent SEmem—— e m—— -
and after the patenting process.

o © o

What is PTAB? Ex parte appeals

AIA proceedings

PTAB is 2 tribunal within the 1f a patent examiner twice rejects or A third party who is not the patfnt
USPTO that reviews rejections made by issues a final rejection in a patent owner, called a petitioner, may,
examiners in proceedings called ex application, the applicant can seck challenge the validity of the clfims in
parte appeals and decides review of the rejection by the Board. an issued patent in an ALA prifcesding

patentability questions for iss

ed before the Board.
patents raised by third parties in > What are ex parte appeals?

proceedings called AIA trials. > More about AIA procep

= More about PTAB
= More about PTAB Hearings

PTAB BOARDSIDE CHAT WEBINARS

TEMPORARY CHANGE EX PARTE APPEAL BRIEF TEMPLATE

PTAB conducts remote hearings

The PTAB Boardside Chat series
highlights best practices and answers
questions raised by attendees

Provides help in drafting an ex parte
appeal brief for independent inventors


https://www.uspto.gov/patents/patent-trial-and-appeal-board/about-ptab/new-ptab

Preparing an ex parte appeal brief webpage

www.uspto.gov/patents/patent-trial-and-appeal-board/resources/preparing-ex-parte-appeal-brief
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¥ UNITED STATES
PATENT AND TRADEMARK OFFICE a

Patents Trademarks IP Policy Learning and Resources
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Main menu

Preparing an ex parte appeal brief

Trademarks Are you an independent inventor looking to appeal a patent examiner's regjection of your claims without the
assistance of an attorney, which is called acting "pro se” in your appeal? If so, you're in the right place.

Patents

IP Policy
. If any of the claims in a patent application has been twice rejected or finally rejected by a patent examiner, you

Learning and Resources may seek review as an appellant before the Patent and Trial Appeal Board (PTAE).

About Us An appellant and the examiner may submit written papers known as “briefs” to explain their respective
positions. The process begins when an appellant files a "notice of appeal” followed by an appellant's “appeal
Jabs brief.” The examiner usually responds with an "answer” to address the appellant’s argument made in the "appeal
brief.” The appellant may, but doesn't have to, then file 2 “reply brief’ to address the "answer.”
Contact Us
P— ©once fully briefed, your appeal will be considered by a panel of three administrative patent judges at the Board.
¥ . . I

The panel will review the briefs and rendarz dediglan gitber coaintaining (“affirming”) or not maintaining

{“reversing

or help creating your appeal brief, see the documents below:

o A Word document template that features the various required sections of a brief, for example, a summary of
the claimed subject matter, arguments, and claim appendix

® A PDF that provides general guidance on the information required in the various sections of the brief along
with helpful examples to use as models

® An instructional video on how to use these documents.

ments and, if needed, the relevant cited rules and the Manual of P
Procedure, you should DE o st it e

Qther resources:

To file your appeal brief,_go to EFS-Web
New to PTAB
23 Contact information for the Board



https://www.uspto.gov/patents/patent-trial-and-appeal-board/resources/preparing-ex-parte-appeal-brief

Appeal brief tool: Word template and PDF instructions
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Word template

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

PDF Instruction Document

Inventors: [Inventor Name(s)] Group Art Unit: [####]

Application No. [# ) Examiner: [Name]

Filed: [Application Filing Date] Confirmation No. [#5+]

Title: [APPLICATION TITLE]

MATL STOP APPEAL BRIEF
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-145(

APPEAL BRIEF

Appellant submits th ponse to the final Office
action mailed [Date], and further to the Notice of Appeal filed [Date].
Appellant requests consideration of this appeal by the Patent Trial and
Appeal Board.

I REALPARTY IN INTEREST
Add

II. RELATED APPEALS AND INTERFERENCES
Add

. SUMMARY OF CLAIMED SUBJECT MATTER
Add

IV. ARGUMENTS
Add
a Rejection 1 — The Rejection of Claims . . . Based on . . .

i Independent Claim 1

/’

I. REAL PARTY IN INTEREST

This section requires a statement from you that identifies the real
party in interest at the time the appeal brief is filed. A real party in interest
may include you as the inventor and any other individuals or entities that
have ownership rights to the patent application. For example, an assignee of
the patent application may be a real party in interest. A statement is not
required if the named inventor(s) are the real party in interest. If you do not
provide a statement, the Board will consider the inventor(s) to be the real
party in interest. Typically, a pro se inventor is the real party in interest.
See MPEP §§ 301, 324, 1205.02(i) (https://mpep.uspto.gov/
RDMS/MPEP/current#/current/d0e123366.html).

Example:

The real party of interest is The Great White Café LLC (Baja,
California 21511) by virtue of an assignment by the inventor duly recorded
in the Assignment Branch of the Patent and Trademark Office.

II. RELATED APPEALS AND INTERFERENCES
Please list all of your prior or pending cases before the Board or

before a court. These cases are based on applications or patents that you




Filing an appeal brief via EFS-Web:
Preparing an ex parte appeal brief page

www.uspto.gov/patents/patent-trial-and-appeal-board/resources/preparing-ex-parte-appeal-brief
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Other resources:

To file your appeal brief, go to EFS-Web|

Mew to PTAB

Contact information for the Board

and Appeal Board> R e Preparing an ex parte appeal brie

Search uspto.gov Q

1P Policy Learning and Resources

Preparing an ex parte appeal brief

Are you an independent inventor locking to appeal a patent examiner's rejection of your claims without the
assistance of an attorney, which is called acting "pro se” in your appeal? If so, you're in the right place.

If any of the claims in a patent application has been twice rejected or finally rejected by a patent examiner, you
may seek review as an appellant before the Patent and Trial Appeal Board (PTAB).

An appellant and the examiner may submit written papers known as “briefs” to explain their respective
ositions. The process begins when an appellant files a "notice of appeal” followed by an appellant's “appeal
of.” The examiner usually responds with an “answer"” to address the appellant’s argument made in the “appeal
brie{" The appellant may, but doesn't have to, then file a “reply brief" to address the "answer.”

Once ful briefed, your appeal will be considered by a panel of three administrative patent judges at the Board.
The panel\ill review the briefs and render z decision, either maintaining (“affirming”) or not maintaining
(“reversing )\l or part of the examiner's rejection.

For help creatindyour appeal brief, see the documents below:

* A Word documeN} template that features the various required sections of a brief, for example, a summary of
the claimed subjectNpatter, arguments, and claim appendix

A PDF that provides g\peral guidance on the information required in the varicus sections of the brief along
with helpful examples t\gse as models

An instruc onWow to use these documents,

Wit se two documents and, Nggeded, the relevant cited rules and the Manual of Patent Examining
Pffedure, you should be well on yoRgway te drafting your appeal brief.

ther resources:

To file your appeal brief, go to EFS-Web

New to PTAB
ontact information for the Board



http://www.uspto.gov/patents/patent-trial-and-appeal-board/resources/preparing-ex-parte-appeal-brief

Filing an appeal brief via EFS-Web

https://www.uspto.gov/patents/apply/applying-online/about-efs-web

AboutUs Jobs ContactUs ~ MyUSPTO
UNITED STATES
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Tools & links

Home> rctents> Apply> About EFS-Web [ share | & Print

Is & links

About EFS-Web

EFS-Web for Registered Important Information Sponsorship Tool
eFilers

About EFS-Web

About EF5-Web

Patent Center

The Sponsorship Tool in Patent

Check application status
Center can be used by registered

* EFS-Web Resources

Enhanced filing, follow-on Instructions to become

2nd payme processing, saved submissions and Registered eFiler (Getting ;J:ad;t:::;sttoous:innsirt;ie”lr
mare Started - New Users), system pp - -
-a En E n Er €t Trial & Appeal Board requirements, EF5-Web behalf. For step-by-step
Sign-in with uspto.gov account . instructions, see Patent Center
_ Fillable Forms, and other
Global Dossier . Sponsorship Tool Guide.
useful information and links
s EFS-Web A
More tools & links Tool in Patent Center

Recent and archived
After signing in to Patent Center,

announcements
- you can access the sponsorship

bocx Tramlng tool under the Manage > Sponsor

Learn how to file and retrieve Users menu option.

DOCX files in Patent Center, EFS-

web, and PAIR. Each session takes

about an hour and includes time . - i

é " EFS-Web for Unregistered EFS-Web Contingency Patent Center

or questions. eFilers Patent Center is the new tool for

Basic initial filing of new patent
Visit our Patents DOCX filing 5 i filing of sant applications when the primary
asic initial filing of new paten portal to EFS-Web has an

applications unscheduled outage.

electronic filing and management
of patent applications, and is
available for all users. A Training
maode is available to practice

Events page to register for
the training sessions

Note: Unregistered eFilers are not

Learn more about EFS-Web filing. Please visit the Patent
Patent Electronic Business Center perrm_tte.c fofile f_D"DWW Contingency: Center Information page for more
submissions/fees in EFS-Web. information.
- -217-9197 eFilers are advised to pay fees
Call Toll-Free 866-217-9197 or v VP y Open EFS-Web Contingency
local 571-272-4100 online a5 part of the initial Open Patent Center
26 application submission or use an
Email ebc@uspto.govF3 alternative filing method to pay

fees on the same day to avoid a
late surcharge.


https://www.uspto.gov/patents/apply/applying-online/about-efs-web

Question/Comment Submission

To send In questions or comments about the
presentation, please email:

— PTABInventorHour@uspto.gov
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Invention-Con <=

https://www.uspto.gov/about-us/events/invention-con-event-series

Coming August 10-12, 2022!

Invention-Con is the USPTO's annual conference for independentinventors,
entrepreneurs, and small business owners whose success depends on guarding
their creative work.

For more information, email InventionCon@uspto.gov or call 571-272-8033.

o o e
0
(w §
@ @ USPTO's Investors Conference
=— INVENTION-CON

A
—
o The Place for Inventors, Makers, & Entreprensurs
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John E. Schneider, Administrative Patent Judge

IP History:

Patent Models




Patent Models
Patent Act of 1790:;

D]leliver to the Secretary of State a
pecification in writing, containing a
escription, accompanied with

rafts or models, and explanations
and models (if the nature of the
invention or discovery will admit
of a model) of the thing or things,
by him or them invented or

n

1

discovered.

30

An ACT to promote the Progrefs of ufeful Arts.

Sec. E it enacted by the SenateandHaufe of Reprefentatives of the United.
SttcloRdmerich, In Gongoes aftmbldy Tt oo o pecsion o

any perfon or perfon§ to the Secretary of Staté, fetting forth that he, fhe or|

they, hath or have invented or difcovered any uigful arf, manufature, engine,|

machine, or device; or any improvement uponfor inylof

engine, machine, iny or dewce

o

petitioner fhall refide, for the term
giving noice of fuch applicati

or defeription of the invention oy difcovery)\ requiring all perfons concerned
to appear before the cretarf of State, X a certain day and place, in the
faid advertifement to be inferted /ot lefs_thanMorty-two days, nor more than
ninety days next following, to/fhew caufe why Ngters patent, under the great
feal of the United States, hofd not iffue, grantin, to fuch petitioner or peti-
tioners the fole and exclufiye’right, liberty and privege of making, conflru@t-
ing, ufing, and vending j6 others, the inventions, diRoveries or improvements
aforefaid. Andif at th¢ day and place fo to be appointed, fufficient caufe fhal
not be fhewn to the £ontrary, it fhall and may be lawkl to and for the faid
Secretary of State, #d he is hereby required to caufe letths patent to be made
out in the name 4f the United Sta e Prefident of the

eifRt weeks, once at leaftin cach we
ad coniyining a fhort and general definition

to fuch petitioner or pefitioners, his, her, or|
s, the

al of the
after the deli

, 3 .
a caufe the zeat feal of the United States to be thereto affixed;
and the fame fhall be good and available to the grantee or grantees, by force
of this a, to all and every intent and purpofe herein contained, and fhall be
recorded in a book to be kept for that purpofe in the office of the Secretary of
State, and delivered to the patentee or his agent; and the delivery thercof fhall
be entered on the record, and indorfed on the patent by the fuid Secretary, at
n

the time of granting the fu

And be it further enadled, That the grantee or grantees of each
patent fhall, at the time of granting the fame, deliver to the Secretary of State
ecification in writing, containing a defcription, accompanied with drafts
models, and explanations (if-the fubjet matter-of furch-invention-or-difcovery,

2 e e e

P : i mppear—by-foch

e

S carrtict, T A

NSRRI/
%
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Patent Models

@ Models were limited in size

—12x12x12

— Sometimes multiple models were submitted
@ Requirement maintained until 1880

— Congress dropped the requirementin 1870

@ Some inventors still submitted models to
show reduction to practice



Patent Models

el

Models were on s § [dsliid 18 Wi
public display [ B

Model Room 1860s
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Many Models were SESpEER

destroyed in the

Patent Office fires A4

In 1836 and 1877 §

75,000 were g
destroyedin 1877 §
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Patent Models

@ Patent Office maintained the
collection until 1925

@ Smithsonian took 10,000
@ Remainder sold off

— Hagley Museum
— Franklin Institute
— Private collectors



resident Lincoln’s Paten

UNITED STATES PATENT OFFICE

ABRAHAM LINCOLN, OF SPRINGFIELD, ILLINOIS.
‘BUOYING VESSELS OVER SHOALS.

Specification forming part of Léttors Patent Ho. 6,469, dated May 22, 1849; application fled
March 10, 1848,

T K.

2152 7
B
2
Thg &
2z R.W 7/
il | Sic G
et
T’aaHM“

ALY CORCEPR:
S.Beit known &h‘;t(",[a A.hmh’im Lincoln, of
ingfield, in unty of Sangamon, in
ehlfgm i e e o pow
and improved manner of combining adjust-
able t ai) ibers with a steamboat
or other vessel for the purpose of enabling
their di t of water to be readily lessene
to enable them to pass over bars, or through,
shallow water, without discharging their car-
goes. i

What I claim as my invention and desire
to secure by letters patent, is the combination
of expansible buoyant ehambers placed at, the

sides of o vessel, with the muin shafl or M

shafts C, by means of the sliding spars or

shatts D, which pass down through the buoy-

ant chambers and are made fast fo their bot- I 4

toms, and the series of ropes and pullics, or
their equivalents, in such » manner that by
turning the main shaft or shaftsin one diree-
tion, the buoyant chambers will be forced
downwards into the water and at tl
timeexpanded and filled withair for |
up the vessel by the displacement of water;
and by turning the shaft in an epposite direc-
tion, the buayant chambers will be eontracted
into'u small space and seoured against injury.

. No. 6,469 A LINGOLN.
i > San T
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Morse Telegraph
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Typewriter
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Cotton Picker
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Frying Pan

39

No. 108,385,

E. L. PACKARD.
Frying Pan

Patented Oct, 18, 1870,

narerelon

_Elizatetid Fackard.,

by due dittarrey

US 108,385 Issued 1870




Question/Comment Submission

To send In questions or comments about the
presentation, please email:

— PTABInventorHour@uspto.gov
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Next Inventor Hour webinar

* July 28, 2022, at noon to
1T p.m. ET

* Topics, include: Meet
Inventor Stephen Key,
What is Prior Art?, Motions
to Amend




Future Inventor Hour webinars

* July 28, 2022, at noon to 1
p.m. ET

 August 10-12, Invention-Con SR Y /

» September 22 — T 825y,






	Slide Number 1
	Patent Trial and Appeal Board�Inventor Hour Webinar: Episode 9
	Refresher: What is PTAB (the Board)?
	Today’s Agenda
	Question/Comment Submission
	Meet an Inventor:�Brian Fried
	Slide Number 7
	Question/Comment Submission
	PTAB Pro Bono Program
	Appeal Byte:�What is an appeal brief?
	Agenda
	Parts of an appeal brief
	Parts of an appeal brief
	Summary of claimed subject matter
	Real party-in-interest
	Related appeals, interferences, and trials
	Argument
	Conclusion and claims appendix
	New appeal brief tool and how to access
	Appeal brief tool
	Location of the brief tool at PTAB’s webpage�www.uspto.gov/patents/ptab�
	Location of the brief tool at PTAB’s webpage�https://www.uspto.gov/patents/patent-trial-and-appeal-board/about-ptab/new-ptab �
	Preparing an ex parte appeal brief webpage�www.uspto.gov/patents/patent-trial-and-appeal-board/resources/preparing-ex-parte-appeal-brief
	Appeal brief tool: Word template and PDF instructions
	Filing an appeal brief via EFS-Web: �Preparing an ex parte appeal brief page�www.uspto.gov/patents/patent-trial-and-appeal-board/resources/preparing-ex-parte-appeal-brief�
	Filing an appeal brief via EFS-Web�https://www.uspto.gov/patents/apply/applying-online/about-efs-web
	Question/Comment Submission
	Invention-Con�https://www.uspto.gov/about-us/events/invention-con-event-series�
	IP History:�Patent Models
	Patent Models
	Patent Models
	Patent Models
	Patent Models	
	Patent Models	
	President Lincoln’s Patent
	Morse Telegraph
	Typewriter
	Cotton Picker
	Frying Pan
	Question/Comment Submission
	Next Inventor Hour webinar 
	Future Inventor Hour webinars
	Slide Number 43

