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A Di scussi on

A Trial Section of the Board of Patent Appeals and
Interferences was established in Cctober of this year for the
purpose of handling interference cases up to final hearing. 1217
Of. Gaz. Pat. & Tm Ofice 18 (Dec. 1, 1998). |Imediately upon
its establishnment, the Trial Section set out to elimnate a
backl og of approximately 80 proposed interferences which had been
forwarded to the board by the Technol ogy Centers, but which had
not been declared.'! As of the date of this MEMORANDUM CPI NI ON
AND ORDER, the backlog has essentially been elimnated through
decl arations of interferences or remands with a "m ssing parts
report"? to the Technol ogy Centers for corrective action.?

Wien an interference is declared, the Trial Section uses a

st andar di zed NOTI CE DECLARI NG | NTERFERENCE. * The notice requires

1 W are aware that nmenbers of the bar have referred to a "black hol e"
fromwhi ch "undeclared interferences" are unable to "escape." The "black hol e"
ti me period begins when an exam ner signs a Form PTO 850 and ends when an
interference is declared. The tinme period consists of two tinme periods. The
first begins when the exam ner signs the 850 and ends when the papers reach the
board. The second tinme period begi ns when the papers reach the board and ends
when the interference has been declared. Creation of the Trial Section has
essentially elimnated the second tine period. W understand that the Patent
Corps is naking every effort to essentially elimnate the first tine period. In
the future, the period between the signing of the 850 and decl aration of the
i nterference hopefully will be mninal

2 Interferences declared: 27. Mssing parts reports issued: 70. The
nunber of mssing parts reports and interferences declared do not add to 80
because proposed interferences have been received since the creation of the Tria
Secti on.

8 It is the standard practice of the Trial Section to notify the
practitioners of record when a proposed interference is returned to a Technol ogy
Center with a nmissing parts report for corrective action

4 Use of a standardi zed NOTI CE DECLARI NG | NTERFERENCE is in response to

conplaints by practitioners (including the second practitioner nentioned
hereinafter) that different adm nistrative patent judges used different
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that certain mnisterial acts be taken w thin standardi zed
established tine periods. For exanple, the notice requires a
party wwthin fourteen (14) days to (1) identify a | ead and backup
counsel ,% (2) identify the real party in interest® and (3) place
an order for copies of files.’

These two interferences were declared on Decenber 16, 1998.

The adm ni strative patent judge who entered the NOTI CE
DECLARI NG | NTERFERENCE on behal f of the board overl ooked the fact
that the due dates were going to fall during a holiday period
when using the standard NOTI CE DECLARI NG | NTERFERENCES.

On Decenber 23, 1998, docunents styled JUNI OR PARTY
NOTI CE #1 (Paper 3) were received by facsimle for each of
Interference 104, BBB and Interference 104, CCC. The fax docunents
were sent by a first practitioner associated with the patent
departnent of the assignee of the junior party.

The junior party fax docunments point out that (1) the
certain periods for taking action set out in the NOTI CE DECLARI NG
| NTERFERENCE make nunerous docunents due fourteen days after the
interferences were declared, which turns out to be Decenber 30,
1998, and (2) Decenber 30, 1998, falls during a holiday period

during which practitioners are said not to be present in the

decl arati on noti ces.
5 NOTI CE DECLARI NG | NTERFERENCE, Par agraph 7.
6 NOTI CE DECLARI NG | NTERFERENCE, Par agraph 8.

7 NOTI CE DECLARI NG | NTERFERENCE, Par agraph 9.
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pat ent department of the assignee of the junior party. The

adm ni strative patent judge who declared the interference would
have had no way of know ng that no practitioner would be
available in the rather |large patent departnment® of the assignee
of the junior party.

The junior party fax docunents al so point out that the
junior party "appears to have no vital interest in this
interference, as far as *** [the first practitioner submtting
t he docunents] is presently informed, and thus [the junior party]
does not presently intend to respond ***" (Paper 3, page 3).

Under the circunstances, we believe that it would be
appropriate to reset the time for conplying wth those
requi renments of the NOTI CE DECLARI NG | NTERFERENCE whi ch presently
make papers due on Decenber 30, 1998. The interference rules are
to "be construed to secure the just, speedy, and inexpensive
determ nation of every interference." 37 CFR 8§ 1.601. 1In
addition, and in particular to save the senior party applicant
any unnecessary expense, we wll set a tine period for the junior
party to determ ne whether it wshes to file a request for entry
of an adverse judgnent. 37 CFR 8 1.662(a). Papers otherw se due
can be filed after the junior party determ nes whether it w shes

to file requests for entry of adverse judgnent. A tinme wll also

8 According to a publication of the PTO, there were over 20 registered
practitioners giving as their address the address of the assignee of the junior
party. Attorneys and Agents Reqgistered to Practice before the U.S. Patent and
Trademark Office (1996).




be set for filing prelimnary statenments--the effective filing
date difference between the senior and junior party is over 4

years.

B. Qobservati on

The tone of the fax docunents (Paper 3) is enotional, as
opposed to objective. The facts manifestly could have been set
out in a straightforward, non-enotional manner, and an extension
of tinme could have been requested. 37 CFR § 1.645.

The tinmes set in the NOTI CE DECLARI NG | NTERFERENCE wer e set
in good faith--a fact which we would hope the first practitioner
woul d have understood. However, the tone of the fax docunents
suggest that the first practitioner feels otherwise. The
docunents required to be filed by Decenber 30, 1998, are
mnisterial in nature and in no way involve any substantive
issue. Hence, we are truly surprised by the tone of the fax
docunents. The first practitioner's attention is directed to
37 CFR 8 1.3 which provides that practitioners are to conduct

busi ness with the Patent and Trademark O fice "with decorum ***_ "

C. Ex parte e-mail conmuni cation

We al so make of record an e-mail conmunication sent to the
adm ni strative patent judge designated to handl e these
interferences by a second practitioner associated with the patent

departnent of the assignee junior party. W note that the e-nai



communi cation was sent to the personal e-mail address, and not

t he USPTO e-nmail| address, of the adm nistrative patent judge
designated to handle the interference. The e-nmail conmmunication
al so was copied to Chief Adm nistrative Patent Judge Stoner at
his USPTO e-mai|l address. |Insofar as we can tell fromthe
record, the e-mail comrunication was not forwarded to the
attorney of record for the senior party, thus nmaking the e-nmai
conmmuni cation an ex parte conmuni cati on.

The e-mail comruni cation can be viewed as suppl enenting
argunents nmade in the electronic copies of the docunents
(Paper 3), in which case the e-mail comrunication is an inproper
ex parte communication in an interference. On the other hand, it
is possible to review the e-mail communi cation as calling
attention to a general problemin interference cases.

W w il give the second practitioner the benefit of the
doubt. We wll assume that the second practitioner was
attenpting to call attention to a general problem associated with
the use of the Trial Section's standard NOTI CE DECLARI NG
| NTERFERENCE i n such a nmanner as to nake papers, al beit papers
mnisterial in nature, due during a holiday period.

Nevertheless, in light of the ex parte nature of the e-nai

communi cation, we call attention to A.S. v. B.R, Interference

104, AAA (Paper 10) (Bd. Pat. App. & Int. Dec. 2, 1998), which is
avai l abl e on the PTO web page at

http://ww. uspt o. gov/ web/ of fi ces/dcom bpai/its. htm
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D. O der
Upon consi deration of the record, and for the reasons given,

it is

ORDERED that the junior party shall have unti
January 14, 1999, within which to file a request for entry of

adverse judgnent (if the junior party be so advised).

FURTHER ORDERED that if the junior party does not file
a request for entry of adverse judgnent on or before January 14,
1999, then both parties shall have until January 22, 1999, within
which to conply with the requirenents of the NOTI CE DECLARI NG
| NTERFERENCE whi ch woul d ot herwi se be due before January 22,

1999.

FURTHER ORDERED that prelimnary statenents shall be
filed, and notices that a prelimnary statenent has been filed
shall be filed and served, on or before March 11, 1999, subject
to the tinme and date being further changed by the adm nistrative

pat ent judge designated to handl e these interferences.

FURTHER ORDERED t hat the tel ephone conference cal
schedul ed for 2:30 p.m on February 17, 1999, is reschedul ed for
2:30 p.m on March 16, 1999 (the call will be initiated fromthe

PTO, subject to the tinme and date being further changed by the



adm ni strative patent judge designated to handle these

i nterferences.

FURTHER ORDERED t hat a copy of this opinion wthout

identifying the parties or practitioners shall be published.

FURTHER ORDERED that the Cerk shall mail a copy of
t hi s MEMORANDUM OPI NIl ON AND ORDER to the attorney of record for
the senior party and to both the first and second practitioners

associated wth the junior party.

FRED E. McKELVEY, Seni or
Adm ni strative Patent Judge

RI CHARD E. SCHAFER
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JAMVESON LEE
Adm ni strative Patent Judge

N N N N N N N N N N N N



cc (via Fax and First Cass Mil):
Attorney for FMW

Attorney for D AT.

Enc: E-mail conmunication nentioned in the opinion



