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This is a decision on the petition under 37 CFR 1.181 filed October 19, 20206, requesting that the
Drirector exercise supervisory authority and overturn the decision of August 19, 2020, by the
{Yrector of Technology Center 3700 {Teahﬂuio v Center Director), which Techoology Center
Dhirector decision refused to grant petitioner’s request for entry of drawings filed {ictober 30,
2019, and withdrawal of drawing and specification objections in the final Office action issued
March 2, 2020,

The petition to overturn the Technology Center Director” y decision of Auguest 18, 2020, and to

direct the examiner to enter the drawings filed Qctober 3 } 2019, and withdraw the objections 1o
the drawing in the final Office action oi March 2, 2020, is DENIED.

RELEVANT BACKGROLUND

The ahove~-identified application was filed on February 18, 2015,

A non-final Office action was issued on May §, 2017, ‘fhe Office action of May 3, 2017,
included, inter alfe: (1) an objection to the dmmnvb under 37 CFR 1.83¢a) for mime 10 show
every feature of the invention specified in the dcmﬁ {A,) an obhiection of claim 18; (3) a rejection

of claims 1 throngh 22 under 35 U.S.C. § 112(a)," as failing to comply with the enablement

! Section 4 ofthe Leahy-Smith America nvents Aot {ATA) designatesd pre-AJA 38 LLS.C § HIZAH L through 6, as
35 ULS.C. $§ 112(a) through (D, effective as o uppuc ations filed on or afier September .\6_ 2012 See Pub. L. Ne,
11225, 8 4, 128 Stae. 284, 293-97 (3011). Section 3 of the Leaby-Smith America Invents Act {AlA) revised 35
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reguirement; (4) a rejection of clalms B t}msugj* 13 and 15 through 22 under 35 ULS, C § 112¢by,
as being indefinite for failing to particelarly point oul and distinetly claim the subject ttor
which the applicant regards as the invention: (3 a reiection of claim 6 under 35 U.S.C 112¢d).
as being of improper dependent form for failing to further limit the subject matter o‘f the ‘icnm
upon thh i depem is, or for falling to inchude all the Emitations of the claim upon which &
depends; (6) a rejection of claims i,A 2.5 thwough 7, 13, 14, 18, and 22 under 35 ULS.C. § 102k

as being amzupaisd by MeMahen (118, Patent Publication \o 2010/0152680%; (7) a rejection of
claims 1 through 10, 13 through 17, and 22 under 33 U8.C. § : 1020 as being anticipated by
Facrolx (EP 0648513y (¥) a rejection of claims 1, 12, and 9 through 21 sonder 35 US.C ¢
102(h) as being anticipated by Mijers (U8, Patent Publication No. 2005/0016596): (%) a
refection of claim 11 wnder 35 ULS.CL § i{):}ta} as heing unpatmta% le over Lacroix in view of
McMahon; (10) a rejection of claims ’7U and 21 under 35 U.S.C. § 103(a) as being unpatentable
sver Lacroix in view of Mijers; and {11) a notification that should claim 2 be found allowable,
claim § would be objected to under 37 (¥R 1.75 as being a substantial duplicate thereof,

e

A reply to the non-final Office action of May 3, 2017, was filed on August 7, 2017, The veply of
August 7, 2017, included a response to each objection and rejection prmm{ed in the Office
action of May 5 :.A 2017, and an amendmcm to the claims canceling claims 2, 3, and 6; amending
claims 7 through 13, and 15 through 21; and adding new claims 23 through 34,

A final Office action was issued on November 24, 2017, The final Office action of Nov ember
24, 2017, ncluded, infer alien (1) an objection to the *;;ﬂf:cif“icanow {2} an objection to the
drawings under 37 UFR 1.83(a) for failing 1o bi{ﬂ'\\' u\ ery featare of the invention specified in the
claims: (3) an objection of claims 13,29, 3 1, and 33; {4) a rejection of claims | through 34 under
3I3USLC S 33( a} as tailing to comply with the i%mbi.e.n.cm requirement; (3} 3 rejection of

claims 38 31,33, and 34 ander 35 U.S.C. § 112{a), as fuiling to corply with the written
\imumtmn uqunumnt {6) a rejection of claims 8 throngh 13, 13, 16, and 19 through 21 under
35 LL8.C. § 112(b), as being indefinite for failing 1o par ticularly point out and dist :ncd} claim
the s i‘ogem: matter which the applicant regards as the invention; {7} a rejection of clatms 1,7, 13,
14, 22 through 2‘3‘ and 30 through 34 under 35 U.S.C. § 102(b) as being anticipated by
MeMMahon (L . Patent Publication No. 2010/0152680; (‘s) a rejection of claims 1, 2,3, 4,7
through 10, 12 ¢ gmmh 1, 22, 26, and 28 under 33 U.S.C. § 102(b) as bung am'is:ipa‘(ed by
Lacroix (EP 0648513 (9) a rejection of claims 1, 27, & nd 79 under 35 11.85.C. § 102(b)as being
anticipated by Mijers (U8, Patent Publication No. 2005/0016596); (10) a rejection of claim 1
under 33 ULSC ¢ 1 '}"‘{ a} a5 being umpatenmbic over Lacraix in view of McMahon; and (11} 2
rejection of claims 20 and 21 under 35 U.S.C. § & 103(a) as being unpatentable over Lacroix in
view of Mijers.

A reply to the final Office action of November 24, 2017, was filed on February 26, 2018, The
reply of February 26, 2018, included a response to each objection and rejection presested i the

{840 88 102 and 103, effective 35 to applicativns ever having a ¢ Eaim with an effective filing date on or after
March §6 013, or ever having a refevence under 33 ULS.CL §§ 120, 121, or 3§3(¢) to any patent or applicaiion
that ever contained such d (, airs with an effective filinyg date on © mc* March 16, 2013, See Pub. L. Mo, 112-2%,
§ 3, 125 Stai. at 285-283. The above-identified appi Heation was f£>c after Be pmmbcr 16, 2012 and claims reference
under 33 US.C. § 385 w an ap-,} jcation having a clebm withan ¢ fwm“ filing date before March 16, 2013

Therefore, this decision rafers to the AlA version of 35 U.S.C. § 112 Y and the pre-AdA version of 33 U180 §§ 162
and 183,
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final Office action of November 24, 2017, and included a proposed amendment to claims R
through 11, 13, 20, 21, 29, 31, and 33

An advisory action was issued on April 4, 2018, The advisory action of April 4, 2018, nolified
applicant that the proposed amendments of February 26, 2018, overcome the refection of elaims
& through 11, 20, and 21 under 33 US.CL § 112(8), and would be entered for purposes of appeal.
The ?lﬁ\/iSG}‘}' action of April 4, 2018, responded to applicant’s arguments made I the reply of
Febroary 26, 2018, and notified the applicant that the request for reconsideration did net place
the application in condition for allowance.

A reply to the figal Office action of November 24, 2017, was filed on April 24, 2018, The reply

of April 24, 2018, inchuded a Request for Continued B Examination (RC ) and a submission under
“? CFR 1.114 in the form of an amendment, 1o the reply of April 24, 2018, petitioner inclnded a
FESPONSe tO cach obiection and rejection presented in the final Office action of November 24,
2017, and an amendment to the claims, canceliing claims 16, 18 through 21, 23, 31, 33, and 34,
and amending slaims 1, 4, % through 1 i, 13,15, and 2%

A non-final Office action was issued on June 28, 2018, The Office action of June 28, 2018,
included, fater alice {1) an objection to the drawings under 37 CFR 1.83(a) for failing to show
every feature of the invention spwmcﬁ in the claims; (2) an objection of claims 9, if} 15, and

\"‘/
17,(3) areeeci'mﬁ of claims 1, 3, 4, 7 through 15, 17, 2“ through 24, 26 through 30, and 32 under
SUSLC § 112a), as failing o wmgwi‘y with the written de mzphen requirement; (4} a rejection

-

of claim 15 and\;r 35 UG § 112(b), as baing mddmﬁe for failing 1o particularly point cut and
distinctly clain the su‘bjet* matter which the applicant regards as the invention; (3} a rejection of
claim 24 under 35 U.S.C. § 112(d)}, as being of i improper dependent form for failing to further
fimit the subject matter QE tne claim upon which i u,pamik or for failing tn melude all the
limitations of the claim upon which it depends; (6) a rejection of claims 1,7, 13, 14, 22 through
24,39, and 32 under 33 UL.8.C. § 132(b) as being antic zpa.ied by McMahon s} 1.8, Patent
Publication No. 2010/0152680); {7) a rejection of claims 3, 4, 9 through 11, 17, and 27 through
2% under 35 U.5.C. § 103(a} as being unpatentable over MeMahon in view of Kamen {U.S.
Patent No. 5,195,986, (8) a rejectiw of claim 10 under 35 U.S.C. § 103{a) as being unpatentable
aver MceMahon in view of Kamen and in further view of Lagroix {EP 0048313 (%) a
notification that claimas 8, 12, and 27 would be alinwable is rewritien in independent form
including all of the limitations of the base claim and any intervening claims; sz* {10y a
natification that claim 15 would be allowable if rewritien to overcome the rejection under 35

LR, § 112(b), and including all of the limitations of the base clavm and any intervesing
claims.

A reply to the non-final Office action of June 28, 2018, was filed on September 28, 2018, The
reply of June 28, 2018, included a response to each objection and rejection presented in the
Office action of June 28, 2018, and an amendment to the claims, cancelling claim 325 amending
claims 1,9, 15, 17, and 24; and adding new claims 33 through 45,

A final Office action was issued on February 20, 2019, The final Office action of February 20,
2019, included, infer alia: {1} an objoction to 31&. drawings pnder 37 CFR 1.83(a) for failing to
show every feature of the invention specified in the claims; {(2) an objection of claim 35, (3l a
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rejection of claims 1, 3, 4, 7 through 9, 12, 13, 135, 17, 22 through 24, 26 through 30, and 35
through 45 under 35 if S.C.§ TH2(a), as f~ i m: to comply with the written description
requirement; {4) a rejection Csi claims 15, 24, 35 through 38, and 40 through 45 under 35 UK.C.

§ 112¢b), as being ndefintie for failing to particularly point out and distinetly giaim the sub 3 =
n‘a’atur which the applicant regards as the tnvention; (5) a rgjection of claims 1, 7, 13, 14, 22,
30, 35,40, 41, 44, and 45 ander 35 US.C. § 102{b) as being amticipated by Mcl\iahﬁn (115,
Patent Publication No. 2010/01526R80); (6} a rejection of claims 3, 4, 9, 26, 28, 29, 38, and 37
wader 35 US.CL§ 103(a) as being unpatentable over McMahon in view of Kamen {U.S. Patent
N 5,195,888, {, 73 anotification that claims §, 12, 27, 36, 37, and 42 would be allowable if
rewriften in independent form including all of the hmitations of the base claim and any
mtervening claims; and (8} a notification that claim 15 would be allowable if rewritten (o
overcome the rejection under 35 U.S.CL § 112(b)}, and including all of the Himitations of the base
claim and apy intervening claims.

208
2,23,

A reply to the final Office action of February 20, 2019, was filed on April 22, 2019, The reply of
April 22, 2019, included a response to each objection and rejection presenied in the final Office
action of Febraary 20, 2019, and inchuded a proposed amendment to claim 33

A non-final Office action was issued on May 31, 2019, The Office action of May 31, 2019,
inchaded, inrer adia; {1} an objection to the drawings onder 37 CFR 1.83(a) for faiiiﬂz, to show
every feature of the invention specified in the ‘Eazfm {2ya ?f.?juf}O‘} of claims 1, 3, 4, 7 through
9, }2. 13,15, 17, 22 through 24, 26 ?hwugi 30, and 35 through 45 under 35 U.S (* § 112{a}, as
failing to comply with the mzttm description requirgment; {3} a rejection of claims 1, 3,4, 7
through 9, 12, 13, 15, 17, 22 through 24, 26 through 30, and 35 through 45 ander 35 U8 C. &
F12(b), as bvm ; indefinite for failing to Jdidu&i&h&’ pomt out and distinetly claim the subject
matter which th, apphicant regards as the i qwm‘m} (4} a rejection of claims 1, 7, 13, 14, 28, 23,

30, 33, 40, 41, 44, and 45 under 35 UR.C. § 102¢(b) as being anticipated by MeMahon (U5,

Patent Pabhcaﬁun No. 2010/3152680); {*w arejection of claims 3, 4, 9, 26, 28, 29, and 37 ander
35 USR.CL§ 103(a) as being unpatentable over ‘yia?\«iaimr o view of Kamen (U3, Patent No.
5,195,886); (6) a notification aiw claims 8, 12, 27, 36, 37, and 42 would be allowable if rewritten
in mdependent form including all ofthe hﬁh tations of the base claim and any intervening claims;
and (7} a notification that claims 15 and 38 would be allowable if rewritten to overcome the
rejection under 35 ULS.CL § 112(b), and including all of the lnidtations of the base claim and any
intervening claims.

A reply to the non-final Office action of May 31, 2019, was filed on October 30, 2019, The reply
of Qetober 30, 2019, included a response o each objection and rejection presented in the Office
action of May 31, 2019, an amendment to the spectfication, ary amendment 1o drawings, and an
amendment to the claims, cancelling claim 13, 35, 38, 41, 43, and 43; amending claims 1, 4, 17,

4 7

24, 30, 36, 37, 40, and 44; and adding new claims 46 through ST,

A hinal Office action was issued on March 2, 2020, The final Office action of March 2, 2020,
included, fmrer alic: (1} a notice that the replacement drawings of Qctober 30, 2019, introduce
now matter unsupported by the originally filed application and would not be entered; (2) an
objection to the drawings under 37 UFR 1.83(a} for failing to show every feature of the invention
specified in the claims; (3) an objection {0 the amendment o the specification of October 34,
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2018, under 35 US.C, § 132(x) for mi}mhmng new matter o the disclosure on the nvention;
{4} arejection of claims 1, 3. 4, 7 through @, 12, 13, 17, 22 thvough 24, 26 through 30, 36, 37, 39,
»"Q, 42, 44, and 46 through ST under 35 US.CL & 112(a), as failing to comply with the written
deseription requirement; (§) a rejection of c.,iaxm under 35 U.8.C. § 112{h), as being indefinite
for failing to particularly point out and distineily claim *‘he subject matter which the applicant
regaffdc as the invention; {6 a rejection of claimas 1, 7, 13,22, 23, 30, 40, 44, and 51 under 35
{? S8 ii}‘{h} as being anticipated iw Ma,\?cﬁmu g\& S, Palent Publication No. 2010/01 526807,
{Tra mcx tion of claims 3, 4,9, 26, 28, 29, and 37 under 35 ULS.C. § 103(a} as being
unpatentable over McMahon i view of Kamen a{ S, Patent No. 5,195,986); and (§) a
notification that claims 8, 12, 27, 36, 37, 42, 46, and 47 would be allowable if rewritten in
ndependent form including all of i?ze Ezmn‘mom of the base claim and any ntervening claims.

A petition under 37 CFR 1181 1o the Technology Center Director was filed on May 4, 2020, The
petition under 37 CFR 1181 of May 4, 2020, requested the drawings filed on October 30, 2019,
be entered, and the drawing and specification objections for improperly introducing new subjeet
matter o the disclosure and for falling fo show every feature of the invention specified in the
claims, in the final Office action mailed March 2, 2020, be withdrawn. The petition under 37
CFR 1181 of May 4, 2020, was dismissed by the Technology Center Director in a decision
issued on June 12, 2020,

A veply to the final Office action of March 2, 2020, was filed on July 2, 2020. The reply of July
2, 2020, included a proposed amendment {o the specification and drawings.

A pre-brief conference request and a notice of appeal were filed on August 3, 2020,

A renewed pcat;gm under 37 CFR 1181 to the Technology Center Director was filed on Augast
12, 2020, The petition under 37 CFR 1.181 of August 12, 2020, requested the drawings filed on
October 30, 2019, be entered, and the drawing and \specmcatmn_ objections for m}pmpcri,
introducing new su%‘cci matter into the disclosure and for failing to show every feature of the
avcruun specified in the claims, in the final Office action matled March 2, 2020, be withdrawn.
The petition ander 37 CFR 1181 of Augnst 12, 2020, was denied by the Technology Center
Divectorina G‘.es::ision tssued on Augast 19, 2020

An advisory action was issued on August 19, 2020. The advi*;ory action of August 19, 2024,
notitied applicant that the proposed amendments of July 2, 2020, would not be entered, indicated
the request for reconsideration did not place the application in condition for allowance, and
responded to applicant’s arguments made in the reply of July 2, 2020,

A pre-brief appeal conference decision was issued on October 7, 2020, The pre-brief appeal
conference decision of October 7, 2020, notified the applicant that in response to the pre-appeal
brief request for review filed August 3, 2020, the applization will proceed to the Board of Patent
Appeals and Interferences.

A petition under 37 CFR 1181 was filed on Uctober 19, 2020, requesting review of the August
19, 2020, decision by the Technology Center Director. The petition of October 19, 2020,
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requests for entry of drawings filed October 30, 2419, and withdrawal of drawing and
specification objections in the final Office action jssued March 2, 2020

STATUTE AND REGULATION

S
(23

LSO § 1120a), provides that

IN GENERAL.—The specification shall contain a writien description of the invention,
and of the manner and process of making and using it, in sach full, clear, concise, and
exact terms as 1o enable any person skilled in the art to which it pertains, or with which
it is most nearly connected, to make and use the same, and shall set forth the best mode
contemplated by the inventor or joint inventor of carrving out the invention.

a3
L5
i

U.5.C. § 131 provides that;

The Director shall canse an examination to he made of the application and the alleged
new invention and if on such examination it appears that the applicant is entitled to a
patent under the law, the Director shall issue & patent therefore,

(8]
3
et
St

LS.C § 132 provides that:

ta) Whenever, on examination, any claim for a patent is rejected, or any objection or
requirement made, the Director shall notify the applicant thereof] stating the reasons
tor such rejection, or objection or requirement, together with such information and
references as may be useful in judging of the propriety of contimuing the prosecution
of bis application; and if after receiving such notice, the applicant persisis in his claim
for a patent, with or without amendment, the application shall be reexamined. No
amendment shall introduce new matter into the disclosure of the invention.

(b} The Director shall prescribe regulations to provide for the continued examination
of applications for patent at the request of the applicant. The Director may establish
appropriate fees for such continued examination and shall provide a 50 percent
reduction in such fees for swuall emitics that qualify for reduced fees under section

4T

Lo
L4
oo

£8.0C § 134(a) provides that:

L

PATENT AFPLICANT . An applicant for a patent, any of whose claims has been
twice rejected, may appeal from the decision of the primary examiner to the Patent
Trial and Appeal Bowrd, having onee paid the fee for such appeal,

37 CFR 1.83{a) provides that:
The drawing in & nonprovisional application must show gvery feature of the invention

specified in the claims. However, vonventional features disclosed in the description and
claims, where thelr detailed lhustration is not essential for & proper understanding of
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the invention, should be illustrated i n the drawing in the form of a graphical drawing
symbol or a labeled representation {e.g., a lubeled rectangular box), In addition. tables
that are included in the specific ation and seguences that are incloded in sequence
listings shoold not be duplicated in the drawings.

37 CFR 1181 provides in pertinent part that;

{a) Petition may be taken to the Direction:
{1} From any action or requirement of any examiner in the ex parte prosecution of an
application, or in ex parfe ov fnfer paries prosecution of a reexamination proceeding
which is not subject to appeal 1o the Patent Trial and Appeal Board or to the cowrt;
{2} In cases in which & statnte or the rules specify that the matter is 1o be determined
directly by or reviewed by the Director; and
{3} To invoke the supervisory authority of the Director in appropriate circumstances.
For petitions involving action of the Patent Trial and Appeal Board, see § 41.3 of this
title.

SR

{f) The mere filing of a petition will not stay any period for reply that may be running
agsinst the application, nor act as a stay of other proceedings. Any petition under this
part pot filed within two months of the mazhnv date of the action or notice from which
relief s requested may be dismissed as untimely, except as otherwise provided. This
two-month period is not extendable.

37 CFR 41.31 provides in pertinent part that;
{a) Who may appead and how to file an appeal. An appeal is taken to the Board b v filing
& notice of appeal.
(1} Every applicant, any of whose claims has been twice rejected, may appeal from
the decision of the examiner to the Board by filing a notice of appeal accompanied
by the fee sel forth in § 41.20(b) 1) within the time period provided under
§ 1.134 of this title for reply

OPINION

The petitioner requests to have the drawings filed on October 30, 2019, entered, and the
ohjections to the specification and drawings made in the final Office action of March 2, 2020,
withdrawn, because the Hmitations in the claims, as well as the subject ratter shown in the
drawings and specification, ave fully supported by the originally filed specification, The
petitioner states:
A reference number added to a drawing is not new matier and if the amendments to
the specification simply shows what the Examiner herself asserts is necessarily
required, in the context of an originally filed claim rejecied for lack of written
description — an originally filed claim — the amendments are not new matier {Yeda
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Research and Dev. Co., Kennecoti Corp., Modine Mamfacturing, etc). The
amendments (o the drawings and s;mczmatzcn are simply an attempt to cooperate
with the Examiner who has r*;ww ali of our originally filed claims as failing the
writien deseription requirement.®

Urdinarily, “{a] rejection of claims is reviewable by the Patent Trial and Appeal Roard (B(}*‘d‘
whereas an objection and requirement to delete new matier is sub}ect 1O SUPLIVISOTY review by
petition under 37 CFR 1181, If both the c¢laims and specification contain new matter either
directly or indirectly, and there has been both a rejection and objection by the examiner, the issue
becomes appealable and should not be decided by petition.” MPEP 2163.06(10. Specifically, the

approprt wte forum for review of an examiner's Ohgewm‘ to the specification and/or drawings for
introduction of new matter and requirement to cancel such new matier is well estahlished: {(yif
the new matter in guestion is confined to the specification and/or drawings, and does not relate to
a rejection of the claims, review of the objection to the specification and drawings for

itroduction of new matler and reqm ement to caneel such new matter is by way of petition
umi": 3T CFR LAST (£x parte Wilcox, 39 USPQ 501, 502 (Bd. Pat. App. 1938)); and {2) if the
new matier in guestion s infroduced into or affects the claims, thus necessitating their rejection
on this ground, review of the 0‘0} ection o the specification and/or drawings for introduction of
new matier and requirement o cancel such new matier is by way of an appeal of the rejected

claims, and should not be con s,ds..icd on petition even though that new matter has been
introduced tnto the specification and/or drawings as well {Ex parte Coad, 92 USPQ 431, 433
(Bd. Pat. App. 19513}

A review ot the record of this application reveals that claims 1, 3, 4, 7through 9, 12, 13, 17,22
through 24, 26 through 30, 30, 37, 39, 40, 42, 44, and 46 tirnu&zh STunder 35 US.CL§ 1124a), as
failing to comply with the wriiten df: mpuon requirement, based upon the objection to the
amendment to the specification of October 30, 2019, ander 35 U.8.C. § 132¢a) for introducing
new matter into the disclosure on the invention. There is no dispute that the material objected to
by the exarniner a5 being new matter is also introduced into claims 1, 3, 4, 7 through 9, 12, 13,
17,22 ibmugh 24, 26 through 30, 36, 37, 39, 40, 42, 44, and 46 through 51, and that the
examiner’s new matter objection “relates™ to the rejection of clabms 1,3, 4, 7 through &, 12, 13,
17,22 through 24, 26 through 30, 36, 37, 39, 40, 42, 44, and 46 through 51 under 38 UB.C.
§ 112{a}. Since the objection to the specification and drawings of which petitioner seeks review
by petition relates to the m;emo*z of claims §, 3, 4, 7 through 9, 12, 13, 17, 22 through 24, 26
through 30, 36, 37, 39, 40, 42, 44, and 46 iim»wh 51 under 353 US.CL § 1120a), such objections
are property review. abm by way of an appeal of the rejected claims because the Board's decision
on the appea vill likely be dispositive of any objection that “relates” 1o the rejection. See In £x
Parte C 27 USPQ 1491, 1494 iB Al 1992 (when the specification is “objected to” and the
claims are “rejected” for the san ¢ reasons, consideration of the propristy of the objection is
usually held in abeyance hwaa se the Board’s deciston may well be dispositive of both the
“objection” and the “rgjection”),

The review of the propriety of a rejection per se (and iis underlying reasoning) is by way of an
appeal as provided by 35 US.C. § 134 and 37 CFR 41.31, and not by way of petition under 37
CFR L1181, even if a petitioner frames the issues as concerning procedure versus the merits. See

2 Petition for review by the Office of Petitions, dated Ostober 19,2020, p

t
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Bowndy v. U5, Pegent & Trademork Office, 73 USPQ2d 1468, 1472 (ED). Va. 2004}, As stated
by the Court of Customs and Patent Appeals (a predecessor of the U.S. Court of Appeals for the
Federal Cirouit), the adverse decisions of examiners, which are reviewable by the Board, are
those which relate, at least indirectly, to matters invelving the rejection of claims. See fn re
Hengehold, 440 F2d 1395, 1404 (CCPA 1971}, That an applicant casts the argument as divected
to a procedural requirement {rather than the merits of the rejection) does not antether the review
of the primg facie case from the review of the merits of the rejection. See I re Jung, 637 F.3d
1356, 1363 (Fed. Cir. 2011 (applicant’s proveduoral arguments concerning the primg fawie case
requirement are the same arguments that would have been made on the merits). An applicant
dissatisfied with an examiner’s deciston in the second or subsequent rejection may appeal to the
Patend Trial and Appeal Board. See 37 CFR 41.31{)(1). It is well settled that the Director will
not, on petition, usurp the functions or impinge upon the jurisdiction of the Pateni Trial and
Appeal Board, See b1 re Dickerson, 299 F.2d 954, 958 (CCPA 1962) (The Board will not
ordinarily bear a question that should be decided by the Director on petition, and the Director
will not ordinarily entertain a petition where the question presented is a matter appealable to the
Board). See alse MPEP 1201,

Furthermore, the petitioner argues, “the refusal to enter the deawings is arbitrary and capricious,
thus violating the Administrative Procedures Act {APAL™ MPEP 608.02{ ) states: “If the
examiner discovers new matter in s substitute or additional drawing, the drawing should not be
entered. The drawing should be objected to a5 containing new matter.” Thus, the examiner
followed the procedure outlined in MPEP 608.02(0). As discussed above, the issue of new
matter in the instant application is not reviewable on petition, but is a matter appealable to the
Patent Trial and Appeal Board.

DECISION
The petition o overturn the Technology Center Director’s decision of August 19, 2020, reguest
for entry of drawings filed October 30, 2019, and withdrawal of drawings and specification

objections in the final Office action issued March 2, 2020, is DENIED.

Thiz constituies a final decision on this petition. No further request for reconsideration will be
entertained. Judicial review of this petition decision may be available upon entry of a final

agency action adverse to the petitioner in the instant application {e.g., a final decision by the
Patent Trial and Appeal Board), See MPEP 1062.02.

This application is being forwarded to Technology Center 3700 for further processing,

Robert W, Bahr
Peputy Commussioner
for Patents




