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1400.01 Introduction [R-07.2022]

A patent may be corrected or amended in eight ways,
namely by:

(1) reissue,

(2) theissuance of acertificate of correction
which becomes a part of the patent,

(3) disclaimer,

(4) reexamination,

(5) supplemental examination,

(6) inter partesreview,

(7) post grant review, and

(8) covered business method review.

The first three ways are discussed in this chapter.
The fourth way (reexamination) is discussed in
M PEP Chapter 2200 for ex parte reexamination and
M PEP Chapter 2600 for inter partes reexamination
reguests (as of September 16, 2012 no new requests
may be filed). The fifth way (supplemental
examination) is discussed in MPEP Chapter 2800.
The sixth, seventh, and eighth ways (inter partes
review, post grant review, and covered business
method review) are discussed in the Office Patent
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Trial Practice Guide available at
WwWW.uspto.gov/patents/ptab/r esour ces.

No new petitions for covered business method
reviews can befiled on or after September 16, 2020.
Proceedings instituted on covered business method
review petitions filed before September 16, 2020
will continue after September 16, 2020 until the
proceeding is concluded by issuance of a certificate
or otherwise terminated.

1401 Reissue [R-08.2017]

35 U.S.C. 251 Reissue of defective patents

(a) IN GENERAL.—Whenever any patent is, through error,
deemed wholly or partly inoperative or invalid, by reason of a
defective specification or drawing, or by reason of the patentee
claiming more or less than he had aright to claim in the patent,
the Director shall, on the surrender of such patent and the
payment of the fee required by law, reissue the patent for the
invention disclosed in the original patent, and in accordance
with anew and amended application, for the unexpired part of
theterm of the original patent. No new matter shall beintroduced
into the application for reissue.

(b) MULTIPLE REISSUED PATENTS.— The Director
may issue several reissued patentsfor distinct and separate parts
of the thing patented, upon demand of the applicant, and upon
payment of the required fee for areissue for each of such
reissued patents.

(c) APPLICABILITY OF THISTITLE.— The provisions
of thistitlerelating to applicationsfor patent shall be applicable
to applications for reissue of a patent, except that application
for reissue may be made and sworn to by the assignee of the
entireinterest if the application does not seek to enlarge the
scope of the claims of the original patent or the application for
theoriginal patent wasfiled by the assignee of the entireinterest.

(d) REISSUE PATENT ENLARGING SCOPE OF
CLAIMS.—No reissued patent shall be granted enlarging the
scope of the claims of the original patent unless applied for
within two years from the grant of the original patent.

35U.S.C. 251 (pre-AlA) Reissue of defective patents.

Whenever any patent is, through error without any deceptive
intention, deemed wholly or partly inoperative or invalid, by
reason of a defective specification or drawing, or by reason of
the patentee claiming more or less than he had aright to claim
in the patent, the Director shall, on the surrender of such patent
and the payment of the fee required by law, reissue the patent
for the invention disclosed in the original patent, and in
accordance with a new and amended application, for the
unexpired part of theterm of the original patent. No new matter
shall be introduced into the application for reissue.

The Director may issue several reissued patentsfor distinct and
separate parts of the thing patented, upon demand of the

1400-2


https://www.uspto.gov/patents/ptab/resources

CORRECTION OF PATENTS

applicant, and upon payment of the required fee for a reissue
for each of such reissued patents.

The provisions of this title relating to applications for patent
shall be applicableto applicationsfor reissue of apatent, except
that application for reissue may be made and sworn to by the
assignee of the entireinterest if the application does not seek to
enlarge the scope of the claims of the origina patent.

No reissued patent shall be granted enlarging the scope of the
claims of the original patent unless applied for withintwo years
from the grant of the original patent.

In this chapter, for reissue applications filed before
September 16, 2012, all references to pre-AlA 35
U.S.C. 251 and 253 and pre-AlA 37 CFR 1.172,
1.175, 1.321, and 3.73 are to the law and rules in
effect on September 15, 2012.

35 U.S.C. 251 and pre-AlA 35 U.S.C. 251 permit
thereissue of apatent to correct an error in the patent
and provide criteria for the reissue. Pre-AIA 35
U.S.C. 251 requires that any error to be corrected
must have been made “ without deceptiveintention.”
Effective September 16, 2012, Public Law 112-29,
sec. 20, 125 Stat. 284 (Leahy-Smith Americalnvents
Act (AlA)), amended 35 U.S.C. 251 to eliminatethe
“without deceptive intention” clause. This law as
amended applies to reissue applications filed on or
after September 16, 2012. 37 CFR 1.171 through
1.178 arerules directed to reissue.

An Office action in a reissue application should
include form paragraph 14.01.

1 14.01 ReissueApplication, Applicable Laws and Rules
Heading

For reissue applications filed before September 16, 2012, all
referencesto 35 U.S.C. 251 and 37 CFR 1.172, 1.175, and 3.73
areto thelaw and rulesin effect on September 15, 2012. Where
specifically designated, these are “pre-AlA” provisions.

For reissue applications filed on or after September 16, 2012,
all referencesto 35 U.S.C. 251 and 37 CFR 1.172, 1.175, and
3.73 are to the current provisions.

Examiner Note:

This paragraph should be used asaheading in all Office actions
in reissue applications.

1402 Groundsfor Filing [R-10.2019]

A reissue application is filed to correct an error in
the patent, where, as aresult of the error, the patent
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is deemed wholly or partly inoperative or invalid.
An error in the patent arises out of an error in
conduct which was made in the preparation and/or
prosecution of the application which became the
patent.

There must be at least one error in the patent to
provide grounds for reissue of the patent. If thereis
no error in the patent, the patent will not be reissued.
The present section provides a discussion of what
may be considered an error in the patent upon which
to base a reissue application.

In accordance with 35 U.S.C. 251, the error upon
which areissue is based must be one which causes
the patent to be“deemed wholly or partly inoperative
or invalid, by reason of a defective specification or
drawing, or by reason of the patentee claiming more
or less than he had aright to claim in the patent.”
Thus, an error under 35 U.S.C. 251 has not been
presented where the correction to the patent is one
of spelling, or grammar, or atypographical, editorial
or clerical error which does not cause the patent to
be deemed wholly or partly inoperative or invalid
for the reasons specified in 35 U.S.C. 251. These
corrections to a patent do not provide a basis for
reissue (although these corrections may aso be
included in areissue application, wherea 35 U.S.C.
251 error is aready present), and may be made via
a certificate of correction; see MPEP § 1481.

The most common bases for filing a reissue
application are:

(A) the claimsare too narrow or too broad;
(B) the disclosure contains inaccuracies;

(C) applicant failed to or incorrectly claimed
foreign priority; and
(D) applicant failed to make reference to or

incorrectly made reference to prior copending
applications.

I. ERROR BASED ON SCOPE OF CLAIMS

Thereissue error may bedirected solely to thefailure
to previously present narrower claims, which are
being added by reissue. In re Tanaka, 640 F.3d
1246, 1251, 98 USPQ2d 1331, 1334 (Fed. Cir. 2011)
providesthat “the omission of anarrower claim from
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a patent can render a patent partly inoperative by
failing to protect the disclosed invention to the full
extent allowed by law.” This permits submission of
additional claimsthat are narrower in scopethan the
preexisting patent claims, without any narrowing of
the preexisting patent claims. For example, areissue
applicant can retain the broad independent claims
of the patent while adding only new dependent
claims.

A reissue applicant’'s failure to timely file a
divisional application covering the non-elected
invention(s) following a restriction requirement is
not considered to be error causing a patent granted
on elected claims to be partially inoperative by
reason of claiming less than the applicant had aright
to clam. Thus, such applicant’s error is not
correctable by reissue of the origina patent under
35 U.S.C. 251. See MPEP § 1412.01.

An attorney’s failure to appreciate the full scope of
the invention was held to be an error correctable
through reissue in the decision of InreWlder, 736
F.2d 1516, 222 USPQ 369 (Fed. Cir. 1984). In
Medrad, Inc. v. Tyco Healthcare Group LP, 466
F.3d 1047, 80 USPQ2d 1526 (Fed. Cir. 2006), the
court rejected an argument that a35 U.S.C. 251 error
was limited to defectsin the specification, drawings,
and claims. Instead, the court explained that the
correctable error could be “any error that causes a
patentee to claim more or lessthan he had aright to
clam.” 466 F.3d at 1052, 80 USPQ2d at 1529. In
Medrad, the specific error was the failure to submit
a supplementa reissue declaration during
prosecution of a prior reissue patent. This error
resulted in invalid claims, which meant the patentee
claimed less than the patentee had aright to claim
in the prior reissue patent.

[I. INVENTORSHIP ERROR

The correction of misjoinder of inventorsin reissues
has been held to be a ground for reissue. See Ex
parte Scudder, 169 USPQ 814 (Bd. App. 1971). The
Board of Appeals held in Ex parte Scudder, 169
USPQ at 815, that 35 U.S.C. 251 authorizes reissue
applicationsto correct misjoinder of inventorswhere
35 U.S.C. 256 isinadequate.

Rev. 07.2022, February 2023

MANUAL OF PATENT EXAMINING PROCEDURE

If the only change being made in the patent is
correction of the inventorship, this can be
accomplished by filing a request for a certificate of
correction under the provisions of 35 U.S.C. 256
and 37 CFR 1.324. See MPEP § 1412.04 and § 1481.
A certificate of correction will beissued if al parties
are in agreement and the inventorship issue is not
contested. However, if applicant chooses to file a
reissue application to correct the inventorship (as
opposed to choosing the certificate of correction
route), applicant may do so because misjoinder of
inventors is an error that is correctable by reissue
under 35 U.S.C. 251.

I11. ERROR RELATED TO PRIORITY TO
FOREIGN APPLICATION

A reissue was granted in Brenner v. Sate of Israel,
400 F.2d 789, 158 USPQ 584 (D.C. Cir. 1968),
where the only ground urged was failure to file a
certified copy of the origina foreign application to
obtain the right of foreign priority under 35 U.S.C.
119(a)-(d) before the patent was granted.

In Brenner, the claim for priority had been madein
the prosecution of the original patent, and it wasonly
necessary to submit a certified copy of the priority
document in the reissue application to perfect
priority. Reissue is also available to correct the
“error” infailing to take any stepsto obtain theright
of foreign priority under 35 U.S.C. 119(a)-(d) before
the patent was granted. See Fontijn v. Okamoto,
518 F.2d 610, 622, 186 USPQ 97, 106 (CCPA 1975)
(“a patent may be reissued for the purpose of
establishing a claim to priority which was not
asserted, or which was not perfected during the
prosecution of the original application”). In view of
the changes to 37 CFR 1.55 that became effective
May 13, 2015, the reissue applicant must dso filea
petition under 37 CFR 1.55(f) or (), as appropriate,
including a showing of good and sufficient cause
for thedelay infiling the certified copy. In asituation
where it is necessary to make a priority claimin a
reissue application that was not made in the origina
patent, the reissue applicant must file a petition for
an unintentionally delayed priority claim under 37
CFR 1.55(e). See MPEP § 214 et seq.

Although reissue is an acceptable manner for an
applicant to make or perfect a claim for foreign
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priority, in certain situations, the patent may also be
corrected via a certificate of correction under 35
U.S.C. 255 and 37 CFR 1.323, accompanied by a
petition under 37 CFR 1.55(f) or (g). See MPEP §
216.01. Where the priority claim required under 37
CFR 1.55 wastimely filed in the application but was
not included on the patent because the requirement
under 37 CFR 1.55 for a certified copy was not
satisfied, the patent may be corrected to include the
priority claim via a certificate of correction under
35 U.S.C. 255 and 37 CFR 1.323, accompanied by
agrantable petition under 37 CFR 1.55(f) or (g), as
appropriate, including a showing of good and
sufficient cause for the delay in filing the certified
copy. Furthermore, where a priority claim was not
made in the origina patent and the addition of the
priority claim would not require further examination
(e.g., grant of the petition would not cause the patent
to be subject to adifferent statutory framework), the
patent may be corrected to include the priority claim
via a certificate of correction under 35 U.S.C. 255
and 37 CFR 1.323, accompanied by a grantable
petition under 37 CFR 1.55(e) to accept an
unintentionally delayed priority claim.

Regardless of whether a reissue application or a
request for certificate of correction under 35 U.S.C.
255 and 37 CFR 1.323 is being filed along with a
petition under 37 CFR 1.55(e), (f), or (g), the petition
that would need to be filed and the petition
reguirements would be the same. Therefore, unless
thereis aneed to file areissue application, patentee
should consider making such correction viaarequest
for certificate of correction. See MPEP § 216.01. It
is noted that a petition under 37 CFR 1.55(f) or ()
is not necessary when the certified copy is being
submitted with a petition under 37 CFR 1.55(€).
Similarly, a petition under 37 CFR 1.55(€) is not
necessary when the certified copy isbeing submitted
with a petition under 37 CFR 1.55(f) or (q).

V. ERROR IN BENEFIT CLAIM TO DOMESTIC
APPLICATION

Section 201(c)(1)(B)(i)(I1) of the Patent Law Treaties
Implementation Act of 2012 (PLTIA), Public Law
112-211, amended 35 U.S.C. 119(e) by replacing
“payment of a surcharge” with “payment of the fee
specified in section 41(a)(7)” and deleting “during
the pendency of the application.” Specifically, the
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deletion of “during the pendency of the application”
permits the acceptance of unintentionally delayed
benefit claims to a provisional application after the
patent was granted in a similar manner as provided
for priority claims under 35 U.S.C. 119(a)-(d) and
benefit claims under 35 U.S.C. 120. To implement
this provision of the PLTIA, 37 CFR 1.78(c) was
amended in the final rule “Changes to Implement
the Patent Law Treaty”, 78 FR 62368 (October 21,
2013), 1397 OG 42 (December 3, 2013). 37 CFR
1.78(c) was amended to providethat if the reference
required by 35 U.S.C. 119(e) and 37 CFR 1.78(a)(3)
ispresented in an application (either anonprovisional
application or an international application
designating the United States) after the time period
provided by 37 CFR 1.78(a)(4), including after the
pendency of the application (e.g., after patent grant),
the claim under 35 U.S.C. 119(e) for the benefit of
aprior-filed provisiona application may be accepted
if the referenceidentifying the prior-filed application
by provisiona application number was
unintentionally delayed. 37 CFR 1.78(c) further
provides that a petition to accept an unintentionally
delayed claim under 35 U.S.C. 119(e) for the benefit
of a prior-filed provisional application must be
accompanied by: (1) the reference required by 35
U.SC. 119(e) and 37 CFR 1.78(a)(3) to the
prior-filed provisional application, unless previously
submitted; (2) the petition fee as set forthin 37 CFR
1.17(m); and (3) a statement that the entire delay
between the date the benefit claim was due under
37 CFR 1.78(a)(4) and the date the benefit claim
was filed was unintentional. 37 CFR 1.78(c) also
provides that the Director may require additional
information where there is a question whether the
delay was unintentional .

See MPEP § 1481.03 for the procedure to seek to
use a certificate of correction to add a benefit claim
to the filing date of a prior-filed application.

Correction of failure to adequately claim a benefit
under 35 U.S.C. 120 in an earlier-filed copending
U.S. patent application was held to be a proper
ground for reissue. Sampson v. Comm'r Pat., 195
USPQ 136, 137 (D.D.C. 1976). Similarly, correction
of thefailureto adequately claim abenefit under 35
U.S.C. 119(e) in an earlier-filed copending U.S.
patent application is considered a proper ground for
reissue. If adding a new benefit claim in a reissue
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application, the reissue applicant must file apetition
for an unintentionally delayed priority claim under
37 CFR 1.78(c) (for claiming the benefit under 35
U.S.C. 119(e)) or under 37 CFR 1.78(e) (for
claiming the benefit under 35 U.S.C. 120, 121,
365(c) or 386(c)). See MPEP § 211.04. In addition,
if an applicant failsto make aclaim for benefit of a
prior-filed utility or plant reissue application in a
later-filed reissue application within the time period
set forthin 37 CFR 1.78 (e.g., timely submitanADS
with the specific referenceidentifying the later-filed
reissue application isacontinuation of the prior-filed
reissue application), then a petition for an
unintentionally delayed benefit claim under 37 CFR
1.78(e) along with the petition fee set forth in 37
CFR 1.17(m) would be required. For treatment of
an error involving disclaimer of abenefit claim under
35 U.S.C. 120, see MPEP § 1405.

Note that a patentee cannot obtain the safe harbor
protection of 35 U.S.C. 121 against nonstatutory
double patenting by amending a patent that issued
from acontinuation-in-part application to recite only
subject matter disclosed in the parent application
and changing the relationship to a divisiona of the
parent application. G.D. Searle LLC v. Lupin
Pharm., Inc., 790 F.3d 1349, 1355, 115 USPQ2d
1326, 1330 (Fed. Cir. 2015)(“ Simply deleting that
new matter from the reissue patent does not
retroactively ater the nature of the [CIP]
application.”).

V. ERROR IN DRAWING

A reissue may be based on adrawing correction that
is substantive in nature, because such a correction
qualifies as correcting an error under 35 U.S.C. 251
that may properly be deemed to render the patent
wholly or partly inoperative. A reissue application
cannot be based on a non-substantive drawing
change, such as a reference numeral correction or
addition, the addition of shading, or even the addition
of an additional figure merely to clarify the
disclosure. Non-substantive drawing changes may,
however, be included in a reissue application that
corrects at least one substantive error under 35
U.S.C. 251.

Rev. 07.2022, February 2023
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VI. ERRORINFILINGTERMINAL DISCLAIMER

In In re Dinsmore, 757 F.3d 1343, 111 USPQ2d
1229 (Fed. Cir. 2014), the Federal Circuit held that
thefiling of aterminal disclaimer to obviateadouble
patenting rejection over aprior patent, when the prior
patent and the patent sought to be reissued were
never commonly owned, was not an error within the
meaning of the reissue statute. In rejecting applicants
argument, the Dinsmore court noted that the
applicants had not shown a mistaken belief that the
two patents at issue were commonly owned, and
stated that the applicants were ultimately seeking to
revise a choice they made, not to remedy the result
of amistaken belief.

1403 Diligencein Filing [R-08.2017]

When a reissue application is filed within 2 years
from the date of the original patent, a rejection on
the grounds of lack of diligence or delay in filing
the reissue should not normally be made. Ex parte
Lafferty, 190 USPQ 202 (Bd. App. 1975); but see

Rohm & Haas Co. v. Roberts Chemical Inc., 142
F. Supp. 499, 110 USPQ 93 (S.W. Va. 1956), rev'd
onother grounds, 245 F.2d 693, 113 USPQ 423 (4th
Cir. 1957).

35 U.S.C. 251 Reissue of defective patents

*kkkk

(d) REISSUE PATENT ENLARGING SCOPE OF
CLAIMS.—No reissued patent shall be granted enlarging the
scope of the claims of the original patent unless applied for
within two years from the grant of the original patent.

35 U.S.C. 251(d) corresponds to the provisions of
pre-AlA 35 U.S.C. 251, fourth paragraph.

Where any broadening reissue application is filed
within two yearsfrom the date of the original patent,
35 U.S.C. 251 presumes diligence, and the examiner
should not inquire why applicant failed to file the
reissue application earlier within the two year period.

See MPEP § 1412.03 for broadening reissue practice.
See dso In re Graff, 111 F.3d 874, 42 USPQ2d
1471 (Fed. Cir. 1997); Inre Bennett, 766 F.2d 524,
528, 226 USPQ 413, 416 (Fed. Cir. 1985); Inre
Fotland, 779 F.2d 31, 228 USPQ 193 (Fed. Cir.
1985).
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A reissue application that is filed on the 2-year
anniversary date of the patent grant is considered as
being filed within 2 years. See Switzer v. Sockman,
333 F.2d 935, 142 USPQ 226 (CCPA 1964) (a
similar rule in interferences).

A reissue application can be granted a filing date
without an oath or declaration, or without the basic
filing fee, search fee, or examination fee being
present. See 37 CFR 1.53(f). Applicant will be given
aperiod of time to provide the missing parts and to

pay the surcharge under 37 CFR 1.16(f).

While examiners should not make rejections based
on lack of diligence (which does not include
rejections under 35 U.S.C. 251 for a broadening
reissuethat isimpermissibly filed outside of thetwo
year time period set in 35 U.S.C. 251), courts have
looked to see if areissue applicant was diligent in
correcting the error(s) in the patent. At least one
recent decision from the U.S. Court of Appeals for
the Federal Circuit discussed adiligence requirement
for filing reissue applications, even narrowing
reissues. See In re Rosuvastatin Calcium Patent
Litigation, 703 F.3d 511, 526, 105 USPQ2d 1437,
1447 (Fed. Cir. 2012). In this case, the majority
found the reissue applicant diligent, but the dissent
(J. Mayer) believed that the patentee was not diligent
in filing the narrowing reissue application because
the applicant was aware of an invalidating reference
for over six years and had received arejection in a
counterpart foreign application based on the same
reference over two years prior to filing the reissue
application. See 703 F.3d at 537-38, 105 USPQ2d
at 1455-56.

1404 Submission of PapersWhere Reissue
Patent Isin Litigation [R-08.2017]

Marking of envelope: Applicantsand protestors (see
MPEP § 1901.03) submitting papers for entry in
reissue applications of patentsinvolved in litigation
are requested to mark the outside envelope and the
top right-hand portion of the papers with the words
“REISSUE LITIGATION” and with the art unit or
other areaof the United States Patent and Trademark
Office in which the reissue application is located,
e.g., Commissioner for Patents, Patent Trial and
Appeal Board, Office of Patent Lega
Administration, Office of Data Management, etc.
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Marking of papers. Any “Reissue Litigation”
documents submitted to the Office should be clearly
marked as such. Papers marked “REISSUE
LITIGATION" will be given specia attention. See
M PEP § 1442.01 through § 1442.04 for examination
of litigation-related reissue applications. Protestor’s
participation, including the submission of papers, is
limited in accordance with 37 CFR 1.291(c). See
MPEP_§ 1901.07 for information on protestor’'s
participation.

1405 Reissue and Patent Term [R-10.2019]

35 U.S.C. 251 prescribes the effect of reissue onthe
patent term by stating that “the Director shall...
reissue the patent... for the unexpired term of the
original patent.”

The maximum term of the original patent isfixed at
the time the patent is granted, subject to any
adjustments to the number of days of extension or
adjustment. See MPEP § 2720 and § 2734. While
the term may be subsequently shortened, e.g.,
through thefiling of aterminal disclaimer, it cannot
be extended through the filing of a reissue.
Accordingly, a deletion in a reissue application of
an earlier-obtained benefit claim under 35 U.S.C.
120 will not operate to lengthen the term of the
patent to be reissued.

When a reissue application has been filed in an
attempt to delete an earlier-obtained benefit claim
under 35 U.S.C. 120, it should betreated asfollows:

(A) Morethan one “error” (as defined by 35
U.S.C. 251) isdescribed in areissue declaration, and
one of the errorsidentified isthe failure to delete a
35 U.S.C. 120 benefit claim in the original patent,
or the erroneous making of aclaim for 35 U.S.C.
120 benefit.

If one of the errorsidentified is the presence of the
claim for 35 U.S.C. 120 benefit in the patent, and
patentee (1) states abelief that this error rendersthe
original patent wholly or partly inoperative or
invalid, and (2) is seeking to eliminate this error via
the reissue proceeding, the Office will permit
deletion of the benefit claim in the continuity data
and will not object to or reject the rei ssue declaration
on these grounds. For applications filed on or after

Rev. 07.2022, February 2023



§ 1406

September 16, 2012, applicant may do so by
including an application data sheet that does not list
the benefit claim with the filing of the reissue
application or by filing a corrected application data
sheet in compliancewith 37 CFR 1.76(c) that del etes
the reference to the prior-filed application in a
pending reissue application. For applications filed
prior to September 16, 2012, applicant may do so
by amending the specification (if the benefit claim
isin the specification) or by submitting a
supplemental application data sheet in compliance
with pre-AlA 37 CFR 1.76(c) (no supplemental
declaration is necessary) to delete any referencesto
prior applications. See M PEP § 601.05(b), subsection
I1, for moreinformation on supplemental application
data sheets. If the benefit claim isin the
specification, the specification should be amended
to reflect the correction even if a supplemental or
corrected application data sheet isfiled. Assuming
the reissue declaration appropriately identifies or
describes at least one other error being corrected,
the reissue declaration would not be objected to for
failure to comply with the requirements of 37 CFR
1.175.

Wherethe reissue declaration states that the patentee
ismaking this correction in order to extend theterm
of the original patent, the examiner’s Office action
will merely refer to the statement in the declaration
and then point out with respect to such statement
that 35 U.S.C. 251 only permitsreissue“... for the
unexpired part of the term of the original patent.”

(B) Only one“error” (as defined by 35 U.S.C.
251) is described in areissue declaration, and that
error isthefailureto delete a 35 U.S.C. 120 benefit
clamintheorigina patent, or the erroneous making
of a35 U.S.C. 120 benefit claim:

(1) If theonly error identified in the reissue
declaration is stated to be the correction or
adjustment of the patent term by deleting the 35
U.S.C. 120 benefit claim, aregjection under 35 U.S.C.
251 should be made, based on the lack of an
appropriate error for reissue and failure to comply
with 37 CFR 1.175.

(2) If theonly error identified in the reissue
declaration is the need to delete a 35 U.S.C. 120
benefit claim, which the patentee seeksto now delete
inthe reissue application, (and no referenceis made
asto increasing the term of the patent), the examiner
should not make a rejection under 35 U.S.C. 251
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based on lack of an appropriate error for reissue and
failureto comply with 37 CFR 1.175. The examiner
should examine the rei ssue application in accordance
with 37 CFR 1.176 (MPEP § 1440). A statement
should, however, be made in an Office action
pointing out the lack of effect (of the changein the
patent) on the patent term because 35 U.S.C. 251
only permitsreissue®... for the unexpired part of the
term of the original patent.”

1406 Citation and Consideration of
References Cited in Original Patent
[R-08.2012]

In a reissue application, the examiner should
consider all references that have been cited during
the original prosecution of the patent, and list on a
PTO-892 form any reference again cited/applied in
thereissue application. See MPEP § 1455. It isnoted
that a reference cited in the original patent may no
longer be relevant, e.g., in view of a narrowing of
the claim scope in the reissue application, and
therefore may not need to be listed on the PTO-892
form.

Should applicants wish to ensure that all of the
references which were cited in the original patent
are considered and cited in the reissue application,
an information disclosure statement (IDS) in
compliance with 37 CFR 1.97 and 1.98 should be
filed in the reissue application. See MPEP § 609.
The requirement for a copy of each U.S. patent or
U.S. patent application publication listed inan IDS
has been eliminated, unless required by the Office.
37 CFR 1.98(a)(2) requires alegible copy of:

(A) each foreign patent;

(B) each publication or that portion which
caused it to be listed, other than U.S. patents and
U.S. patent application publications unless required
by the Office;

(C) for each cited pending unpublished U.S.
application, the application specification including
the claims, and any drawing of the application, or
that portion of the application which caused it to be
listed including any claims directed to that portion;
and

(D) al other information or that portion which
caused it to be listed.
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See MPEP § 609.04(a). The Office imposes no
responsibility on areissue applicant to resubmit, in
areissue application, all the references cited in the
patent for which reissue is sought. Rather, applicant
has a continuing duty under 37 CFR 1.56 to timely
apprise the Office of any information which is
material to the patentability of the claims under
consideration in the reissue application. See MPEP
81418.

Where acopy of areference other than aU.S. patent
or U.S. patent application publication that was cited
in the original patent is not available and cannot be
obtained through any source other than the reissue
applicant (who has not submitted the copy), the
examiner will not consider that reference and
therefore, will not list that reference on the PTO-892
form. If that reference was listed by the reissue
applicant on a PTO/SB/08 form but a copy has not
been provided, the examiner will line-through the
reference to indicate that the reference has not been
considered.

1407-1409 [Reserved]

1410 Content of Reissue Application
[R-07.2022]

37 CFR 1.171 Application for reissue.

An application for reissue must contain the same partsrequired
for an application for an original patent, complying with al the
rules relating thereto except as otherwise provided, and in
addition, must comply with the requirements of therulesrelating
to reissue applications.

37 CFR 1.173 Reissue specification, drawings, and
amendments.

(a8) Contents of a reissue application. An application for
reissue must contain the entire specification, including the
claims, and the drawings of the patent. No new matter shall be
introduced into the application. No reissue patent shall be
granted enlarging the scope of the claims of the original patent
unless applied for within two yearsfrom the grant of the original
patent, pursuant to 35 U.S.C. 251.

(1) Specification, including claims. The entire
specification, including the claims, of the patent for which
reissue is requested must be furnished in the form of a copy of
the printed patent, in double column format, each page on only
one side of a single sheet of paper. If an amendment of the
reissue application isto be included, it must be made pursuant
to paragraph (b) of this section. The formal requirements for
papers making up the reissue application other than those set
forth in this section are set out in 8 1.52. Additionally, a copy

1400-9
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of any disclaimer (§ 1.321), certificate of correction (88 1.322
through 1.324), or reexamination certificate (8 1.570) issued in
the patent must be included. (See also § 1.178).

(2) Drawings. Applicant must submit a clean copy of
each drawing sheet of the printed patent at the time the reissue
applicationisfiled. If such copy complieswith § 1.84, no further
drawings will be required. Where adrawing of the reissue
application isto include any changesrelative to the patent being
reissued, the changesto the drawing must be madein accordance
with paragraph (b)(3) of this section. The Officewill not transfer

the drawings from the patent file to the reissue application.
*kkkk

The specification (including the claims and any
drawings) of the reissue application is the copy of
the printed patent for which reissueisrequested that
is submitted by applicant as part of the initia
application papers. The copy of the printed patent
must be submitted in double column format, each
page of double column format being on only one
side of the piece of paper. It should be noted that a
re-typed specification is not acceptable in areissue
application; the full copy of the printed patent must
be used. In addition, an applicant for reissue is
required to file a reissue oath or declaration which,
in addition to complying with 37 CFR 1.63, must
comply with 37 CFR 1.175. Where the patent has
been assigned, the reissue applicant must also
provide a consent of assignee to the reissue and
evidence of ownership. Where the patent has not
been assigned, the reissue applicant should
affirmatively state that the patent is not assigned.

An amendment may be submitted at thetime of filing
of a reissue application. The amendment may be
made either by:

(A) physicaly incorporating the changes within
the specification by cutting the column of the printed
patent and inserting the added material and rejoining
the remainder of the column and then joining the
resulting modified column to the other column of
the printed patent. Markings pursuant to 37 CFR
1.173(d) must be used to show the changes. The
columnar structure of the printed patent must be
preserved, and the physically modified page must
comply with 37 CFR 1.52(a)(1). As to compliance
with 37 CFR 1.52(a)(1)(iv), the “written either by a
typewriter or machine printer in permanent dark ink
or its equivalent” requirement is deemed to be
satisfied where a caret and line are drawn from a
position within the text to a newly added phrase,
clause, sentence, etc. typed legibly in the margin; or
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(B) providing aseparate amendment paper with
the reissue application.

The presentation of theinsertions or deletions as part
of the original reissue specification isan amendment
under 37 CFR 1.173(b). An amendment of the
reissue application made at the time of filing of the
reissue application must be madein accordance with
37 CFR 1.173(b)-(e) and (g); see MPEP § 1453.
Notethat the provisionsof 37 CFR 1.53(b), effective
December 18, 2013, stating that an application may
be accorded afiling date “with or without” claims,
does not apply in reissue applications, as 37 CFR
1.173(a)(1) requires the filing of the entire
specification, including the claims of the original
patent. A preliminary amendment cancelling all
origina claims without presenting any new claims
would be inappropriate under 37 CFR 1.115(b)(1).
If an application is filed without claims, but
otherwise complies with 37 CFR 1.53(b) and the
reissue rules, the Office of Patent Application
Processing (OPAP) will accord afiling date and send
out anotice of missing parts setting a period of time
for filing the missing part and for payment of any
surcharge required under 37 CFR 1.53(f) and 37

CFER 1.16(f).

If the changes to be made to the patent are so
extensive that reading and understanding the
specification is extremely difficult and error-prone,
a clean, typed copy of the specification may be
submitted if accompanied by a grantable petition
under 37 CFR 1.183 for waiver of 37 CFR 1.125(d)
and 37 CFR 1.173(a)(1).

Pursuant to 37 CFR 1.173(a)(1), applicant isrequired
to include acopy of any disclaimer (37 CFR 1.321),
certificate of correction (37 CFR 1.322-1.324),
reexamination certificate (37 CFR 1.570 and 1.997)
or certificate from atrial before the Patent Trial and
Appeal Board (PTAB) (37 CFR 42.80) issued in the
patent for which reissueis requested. If therewas a
prior change to the patent (made via a certificate,
reissue of the patent, disclaimer, etc.), the first
amendment of the subject reissue application must
be made rel ative to the patent as changed by the prior
proceeding or other mechanism for changing the
patent.

It should aso be noted that 37 CFR 1.178(b) requires
reissue applicantsto call to the attention of the Office
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any prior or concurrent proceedings in which the
patent (for which reissue is requested) is or was
involved, such as interferences, reissues,
reexaminations, or litigation (litigation covers any
papersfiled in the court or issued by the court, such
as, for example, motions, pleadings, and court
decisions including court orders) and the results of
such proceedings. This duty is a continuing duty,
and runsfrom thetime the rei ssue application isfiled
until the reissue application is abandoned or issues
as areissue patent.

It is no longer required that the reissue applicant
physically surrender the original patent, see MPEP
8 1416.

When appropriate, thereissue applicant must provide
aclaim for priority/benefit under 35 U.S.C. 119 or
120 in the reissue application. Benefit and priority
claims madein the patent for which reissueis sought
do not carry over into the reissue application. For
any reissuefiled on or after September 16, 2012, the
priority/benefit claim information must be in an
application data sheet (ADS) under 37 CFR 1.76
and must be made within the time period set forth
in 37 CFR 1.55 and 1.78 unless a petition for an
unintentionally delayed priority or benefit claim is
filed. See MPEP § 1402, subsections 11 and IV, for
more information. An ADS is also required if an

application under 35 U.S.C. 111(a) is made by a
person other than the inventor.

Where appropriate, the reissue applicant may also
file an Information Disclosure Statement.

A reissue application that discloses nucleotide and/or
amino acid sequences must comply with the
sequence rules (37 CFR 1.831 - 37 CFR 1.839 for
reissue applications filed on or after July 1, 2022
and 37 CFR 1.821-1.825 for reissue applications
filed before July 1, 2022). See MPEP § 2412 et seq.
for detailed information pertaining to the submission
of “Sequence Listing XMLs’ and MPEP 8§
2422.03 et seq. for detailed information pertaining
to the submission of "Sequence Listings'.

The initial contents of a reissue application are
discussed in detail in MPEP § 1410.01 through §
1418.
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For expedited processing, new and continuing reissue
application filings under 37 CFR 1.53(b) may be
addressed to: Mail Stop REISSUE, Commissioner
for Patents, PO. Box 1450, Alexandria, VA
22313-1450. Mail Stop REISSUE should only be
used for theinitia filing of reissue applications, and
should not be used for any subsequently filed
correspondence in reissue applications. Reissue
applications may befiled through the USPTO patent
electronic filing system. See MPEP § 502.05. When
filing a reissue application electronicaly, an
applicant should choose the “reissue” radio button.
Regardless of the manner of filing, al new reissue
filings shouldinclude acopy of acompleted Reissue
Patent Application Transmittal Form (PTO/AIA/50)
to ensure that the filing of the new application will
be recognized as a reissue application.
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The oath or declaration, any mattersancillary thereto
(such asthe consent of assignee), and the basicfiling
fee, search fee, and examination fee may be
submitted after the filing date pursuant to 37 CFR

1.53(f).

The assignee entity is established by a statement on
behalf of all the assignees under 37 CFR 1.172(a)
and 37 CFR 3.73. See MPEP § 1410.01.

A guide for filing reissue applications on or after
September 16, 2012 is available at
www.uspto.gov/sites/default/files/forms/
uspto_reissue ads guide Sept2014.pdf

Form PTO/AIA/50, Reissue Patent Application
Transmittal, which may be used for filing reissue
applications, is reproduced below.
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PTO/AIA/50 (10-17)
Approved for use through 03/31/2023. OMB 0651-0033
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unlessit displaysa valid OMB control number.

REISSUE PATENT APPLICATION TRANSMITTAL

Address to: Attorney Docket No.

Mail Stop Reissue First Named Inventor

Commissioner for Patents

Original Patent Number

P.0O. Box 1450

Alexandria, VA 22313-1450 {Month/Day/Year)

Original Patent Issue Date

Priority Mail Expre ss® Label No.

APPLICATION FOR REISSUE OF:
{Check applicable box) || utility Patent

l:| Design Patent

\:‘ Plant Patent

APPLICATION ELEMENTS (37 CFR 1.173)

ACCOMPANYING APPLICATION PARTS

1. D Fee Transmittal Form (PTO/SB/56)
2, I:‘ Applicant asserts small entity status. See 37 CFR1.27

3. ‘:’ Applicant certifies micro entity status. See 37 CFR 1.29.
Applicant must attach form PTO/SB/15A or B or equivalent.

4. D Specification and Claims in double column copy of patent format
(emended, if appropriate)
5. [I Drawing(s) (proposed amendments, if appropriate)

6. l:‘ Reissue Oath/Declaration or Substitute Statement
{37 CFR 1.175) (PTO/AIA/05, 06, or 07)

7. \:I Application Data Sheet NOTE: Benefit claims under 37 CFR1.78
and foreign priority claim sunder 37 CFR 1.55 MUST be set forth in an
Application Data Sheet (ADS).

8. D Original U.S. Patent currently assigned? D Yes D No
(f Yes, check applicable box{es))

D Written Consent of all Assigness(PTO/AIA/53)
D 37 CFR 3.73(c) Statement (PTO/AIA/96)

9. D CD-ROM or CD-Rin duplicate, Computer Program {Appendix) or large
table

u Landscape Table on CD

10. Nucleotide andfor Amino Acid Sequence Submission
(if applicable, items a. —c. are required)

a. D Computer Readable Form (CRF)

b. |:| Specification Sequence Listing on:
i \:’ CD-ROM (2 copies) or CD-R (2 copies); or
ii.\:‘ Paper

c. l:l Statements verifying identity of above copies

11

12.
13.

14.

15.

16.

17.

I O O I N A

Statement of status and support for all changes to the
claims. See 37 CFR 1.173(c).

Power of Attorney

Information Disclosure Statement (IDS)
PTOSB/08 or PTO-1449

Copies of citations attached

English translation of Reissue Oath/Declaration
{if applicable)

Return Receipt Postcard (MPEP & 503)

{Should be specifically itemized)

Preliminary Amendment (37 CFR 1.173; MPEP § 1453)

Other:

[]

This is a continuation reissue or divisional reissue application
(i.e., a second or subsequent reissue application for the same

issued patent). (Check box if applicable.)

18. CORRESPONDENCE ADDRESS

m The address associated with Customer Number:

OR D Correspondence address below

Name

Address

City | State

| Zip Code

Country

‘ Telephone

Email

4

Signature

Date

\.

Name (Print/Type)

| Registration No.
v

Rev. 07.2022, Febr

This collection of information isrequired by 37 CFR 1.173. The information is required to obtain or retain a benefit by the public which is to file {and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is e stimated to take 12 minutes to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND
TO: Mail Stop Reissue, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

if you need assistance in completing the form, calf 1-800-PTO-9199 and select option 2.

uary 2023
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is
35 U.8.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which
the information is used by the U.S. Patent and Trademark Office is to process and/or examine your submission
related to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and
Trademark Office may not be able to process and/or examine your submission, which may result in termination
of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.8.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of
records may be disclosed to the Department of Justice to determine whether disclosure of these
records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in
the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request inveolving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be
required to comply with the requirements of the Privacy Act of 1974, as amended, pursuantto 5 U.S.C.
552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this
system of records may be disclosed, as a routine use, to the International Bureau of the World
Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act
(42 U.8.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that
agency’s responsibility to recommend improvements in records management practices and programs,
under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the
GSA regulations governing inspection of records for this purpose, and any other relevant (f.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35
U.8.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine
use, to the public if the record was filed in an application which became abandoned or in which the
proceedings were terminated and which application is referenced by either a published application, an
application open to public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local
law enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or
regulation.
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1410.01 ReissueApplicant and Inventor's
Oath or Declaration [R-07.2022]

. REISSUEAPPLICATION FILED ONORAFTER
SEPTEMBER 16, 2012

[Editor Note: See subsection I1, below, for reissue
applications filed before September 16, 2012.]

35 U.S.C. 251 Reissue of defective patents.

*kkkk

(c) APPLICABILITY OF THISTITLE.— The provisions
of thistitlerelating to applicationsfor patent shall be applicable
to applications for reissue of a patent, except that application
for reissue may be made and sworn to by the assignee of the
entireinterest if the application does not seek to enlarge the
scope of the claims of the original patent or the application for
the original patent wasfiled by the assignee of the entireinterest.

*kkk*k

37 CFR 1.172 Reissue Applicant.

(a) Thereissue applicant isthe original patentee, or the
current patent owner if there has been an assignment. A reissue
application must be accompanied by the written consent of all
assignees, if any, currently owning an undivided interest in the
patent. All assignees consenting to the reissue must establish
their ownership in the patent by filing in the reissue application
a submission in accordance with the provisions of § 3.73(c) of
this chapter.

(b) A reissuewill be granted to the original patentee, his
legal representatives or assigns as the interest may appear.

37 CFR 1.175 Inventor's oath or declaration for a reissue
application.

*kkkk

(c) Theinventor, or each individual who isajoint inventor
of aclaimed invention, in areissue application must execute an
oath or declaration for the reissue application, except as provided
for in 8 1.64, and except that the inventor's oath or declaration
for areissue application may be signed by the assignee of the
entire interest if:

(1) The application does not seek to enlarge the scope
of the claims of the original patent; or

(2) The application for the original patent was filed
under 8 1.46 by the assignee of the entire interest.

*kkkk

For reissue applicationsfiled on or after September
16, 2012, the reissue applicant is the original
patentee, or the current patent owner, if there has
been an assignment. However the inventor, or each
individual inventor who is a joint inventor of a
claimed invention, must execute an oath or
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declaration for the reissue application, except as
otherwise provided in 37 CFR 1.175(c). A reissue
applicant may file a substitute statement in lieu of
the inventor’s oath or declaration as provided for in
37 CFR 1.64 (see MPEP § 604). In addition, the
inventor’s oath or declaration may be signed by the
assignee of the entire interest if (a) the reissue
application does not seek to enlarge the scope of the
claims of the original patent (37 CFR 1.175(c)(1)),
or (b) the application for the original patent wasfiled
under 37 CFR 1.46 by the assignee of the entire
interest (37 CFR 1.175(c)(2)). When used in this
context, “filed under 37 CFR 1.46 by the assignee
of the entire interest” means that the assignee of the
entire interest was named as the applicant in the
applicant section of the application data sheet at the
time of filing the underlying application that became
the patent for which reissue is now being sought. In
this situation, the reissue oath or declaration must
be signed by a party authorized to act on behalf of
the assignee of the entire interest and may not be
signed by the patent practitioner of record. See
MPEP § 325, subsection V, items (A), (B), and (D)
for examples of a party authorized to act on behalf
of the assignee of the entire interest in signing a
reissue oath or declaration.

For continuation or divisional reissue applications,
acopy of theinventor’s oath or declaration from the
earlier-filed reissue application may be used,
provided that: (1) theinventor, or each joint inventor
of a claimed invention, in the reissue application
executed an inventor’s oath or declaration for the
earlier-filed reissue application, except as provided
in 37 CFR 1.64; (2) the continuing reissue
application does not seek to enlarge the scope of the
claims of the original patent; or (3) the application
for the origina patent was filed under 37 CFR 1.46
by the assignee of the entire interest. See 37 CFR
1.175(f)(1). Depending on the circumstances, either
Form PTO/AIA/05, Reissue Application Declaration
by the Inventor, or Form PTO/AIA/06, Reissue
Application Declaration by the Assignee, may be
used to prepare adeclaration in areissue application.
Theseformsarereproduced in MPEP § 1414, which
includes additional information on the content of
reissue oaths or declarations, such as when the
statement of at least one error in a copy of the
inventor’s oath or declaration from the earlier-filed
reissue application will be accepted by the Office.
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. REISSUE APPLICATION FILED BEFORE
SEPTEMBER 16, 2012

[Editor Note: See subsection |, above, for reissue
applications filed on or after September 16, 2012.]

35 U.S.C. 251 (pre-Al A) Reissue of defective patents.

*kkkk

The provisions of this title relating to applications for patent
shall be applicableto applicationsfor reissue of apatent, except
that application for reissue may be made and sworn to by the
assignee of the entireinterest if the application does not seek to
enlarge the scope of the claims of the original patent.

*hkkk*k

Pre-AlA 37 CFR 1.172 Applicants, assignees.

(a) A reissue oath must be signed and sworn to or
declaration made by the inventor or inventors except as
otherwise provided (see §§ 1.42, 1.43, 1.47), and must be
accompanied by the written consent of all assignees, if any,
owning an undivided interest in the patent, but a reissue oath
may be made and sworn to or declaration made by the assignee
of the entire interest if the application does not seek to enlarge
the scope of the claims of the original patent. All assignees
consenting to the reissue must establish their ownership interest
in the patent by filing in the reissue application asubmissionin
accordance with the provisions of § 3.73(b) of this chapter.

(b) A reissuewill be granted to the original patentee, his
legal representatives or assigns as the interest may appear.

For reissue applications filed before September 16,
2012, the reissue application must be made by the
inventor or the person(s) applying for a patent in
place of theinventor asprovided in pre-AlA 37 CFR
1.42, 1.43, and 1.47 (see MPEP § 409.01(b) and §
409.03 et seq.), except that the application for reissue
may be made by the assignee of the entire interest
if the application does not seek to enlarge the scope
of the claims of the original patent. See pre-AlA 35
U.S.C. 251, third paragraph.

The reissue oath must be signed and sworn to by all
the inventors, or declaration made by al the
inventors, except as otherwise provided in pre-AlA
37 CFR1.42,1.43, and 1.47. Alternatively, pursuant
to pre-AlA 37 CFR 1.172, where the reissue
application does not seek to enlarge the scope of
any of the claims of the original patent, the reissue
oath may be made and sworn to, or declaration made,
by the assignee of the entireinterest. In thissituation,
a reissue oath or declaration must be signed by a
party authorized to act on behalf of the assignee of
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the entire interest. See MPEP § 324, subsection V.
Depending on the circumstances, either Form
PTO/SB/51, Reissue Application Declaration by the
Inventor, or Form PTO/SB/52, Reissue Application
Declaration by the Assignee, may be used to prepare
a declaration in a reissue application. These forms
are reproduced in MPEP _§ 1414, which includes
additional information pertaining to reissue oaths or
declarations.

I11. ADDING OR DELETING AN INVENTOR

If an inventor isto be added in areissue application,
a proper reissue oath or declaration including the
signatures of all of the inventorsis required, except
where the assignee of the entireinterest can properly
sign the reissue oath or declaration. If one or more
inventors are being deleted in a reissue application,
an oath or declaration must be supplied over the
signatures of the remaining inventors, except where
the assignee of the entire interest can properly sign
the reissue oath or declaration. Note that although
an inventor being deleted in a reissue application
need not sign the oath or declaration, if that inventor
to be deleted has any ownership interest in the patent
(e.g., that inventor did not assign away their rights
to the patent), the signature of that inventor must be
supplied in a consent to the filing of the reissue
application. See MPEP § 1410.02 as to consent of
assignee and MPEP § 1412.04 as to correction of
inventorship viareissue.

1410.02 Assignee Consent to the Reissue
[R-07.2022]

I. WRITTEN CONSENT

A reissue application, whether filed before, on, or
after September 16, 2012, must be accompanied by
thewritten consent of all assignees, if any, currently
owning an undivided interest in the patent. In
addition, all assignees consenting to the reissue must
establish their ownership in the patent by filing in
the reissue application a submission in accordance
with the provisions of 37 CFR 3.73.

Where no assignee exists, applicant should
affirmatively state that fact. This can be done by
simply checking the “NO” box of item 8 of Form
PTO/AIA/50, which may be signed by theinventors
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or by aregistered practitioner. If the file record is
silent as to the existence of an assignee, it will be
presumed that an assignee does exist. This
presumption should be set forth by the examiner in
the first Office action aerting applicant to the
requirement. It should be noted that the mere filing
of a written assertion of small entity status (see
MPEP § 509.03) or a certification of micro entity
status (see MPEP_§ 509.04) in no way relieves
applicant of the requirement to affirmatively state
that no assignee exists.

Where a written assertion of small entity status, a
certification of micro entity status, or other paper in
fileindicates that the application/patent is assigned,
and thereis no consent by the assignee named in the
written assertion of small entity status or the
certification of micro entity status, the examiner
should make inquiry into the matter in an Office
action, even if the record otherwise indicates that
the application/patent is not assigned.

Thereissue oath or declaration must be accompanied
by a written consent of all assignees. Thus, where
an application isfiled without an oath or declaration,
or without the consent of all assignees, if the
application otherwise complieswith 37 CFR 1.53(b)
and the reissue rules (particularly 37 CFR
1.173(a)(1) and 1.173(b)(2)), the Office of Patent
Application Processing (OPAP) will accord afiling
date and send out a notice of missing parts setting a
period of time for filing the missing part and for
payment of any surcharge required under 37 CFR
1.53(f) and 37 CFR 1.16(f). If the reissue oath or
declaration is filed but the assignee consent is
lacking, the surcharge is required because, until the
consent is filed, the reissue oath or declaration is
defective, sinceit is not apparent that the signatures
thereon are proper absent an indication that the
assignees have consented to the filing.

The consent of assignee must be signed by a party
authorized to act on behalf of the assignee. For
applications filed on or after September 16, 2012,
the consent may be signed by the assignee or a patent
practitioner of record. For applications filed before
September 16, 2012, the consent must be signed by
the assignee. Where the assignee is ajuristic entity,
the consent may be signed by a person in the
organization having apparent authority to sign on
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behalf of the organization, or a person who makes
a statement of authorization to act on behalf of the
assignee. For a discussion of parties authorized to
act on behalf of the assignee, see MPEP § 325 (for
applications filed on or after September 16, 2012)
and MPEP 8§ 324 (for applications filed before
September 16, 2012). The consent to the reissue
application may use language such as:

The XY Z Corporation, assignee of U.S. Patent
No. 99,999,999, consentsto thefiling of reissue
application No. 99/999,999 (or the present
application, if filed with the initial application
papers) for the reissue of U.S. Patent No.
99,999,999.

Jane Doe
Vice President,
XY Z Corporation

Where the written consent of all the assigneesto the
filing of the reissue application cannot be obtained,
applicant may under appropriate circumstances
petition to the Office of Petitions (MPEP §
1002.02(b)) for awaiver under 37 CFR 1.183 of the
requirement of 37 CFR 1.172, to permit the
acceptance of the filing of the reissue application.
The petition fee under 37 CFR 1.17(f) must be
included with the petition.

The reissue application can then be examined, but
will not be allowed or issued without the consent of
al the assignees as required by 37 CFR 1.172. See
Baker Hughes Inc. v. Kirk, 921 F. Supp. 801, 809,
38 USPQ2d 1885, 1892 (D.D.C. 1995), N. B.
Fassett, 1877 C.D. 32, 11 O.G. 420 (Comm'r Pat.
1877); James D. Wright, 1876 C.D. 217, 10 O.G.
587 (Comm'r Pat. 1876).

Where a continuation reissue application is filed
with a copy of the assignee consent from the parent
reissue application, and the parent reissue application
is not to be abandoned, the copy of the consent is
generally not adeguate for the continuation reissue
application. See MPEP § 1451, subsection |1.A, for
more information. Where a continuation reissue
application is filed with a copy of the assignee
consent from the parent reissue application, and the
parent reissue application is, or will be abandoned,
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the copy of the consent should be accepted by the
Office.

Other than the exception noted below, where a
divisional reissue application isfiled with a copy of
the assignee consent from the parent reissue
application, regardless of whether or not the parent
reissue application is to be abandoned, the copy of
the assignee consent should not be accepted. The
copy of the consent from the parent does not indicate
that the assignee has consented to the addition of the
new invention of the divisional reissue application
to the original patent, or to the addition of the new
error correction of the continuation reissue
application. (Presumably, anew correction has been
added viathe continuation, because the parent is still
pending.) Asnoted above, OPAP will accord afiling
date and the examiner will require the submission
of a proper assignee consent. If, however, a
divisional reissue application is being filed in
response to a restriction requirement made in the
parent reissue application, the assignee need not file
a consent to the divided out invention now being
submitted in the divisional application because
consent has aready been provided in the parent
reissue application. See MPEP § 1451, subsection
lLA.

Form paragraph 14.15 may be used to indicate that
the consent of the assignee is lacking.

9 14.15 Consent of Assignee to Reissue L acking

Thisapplication isobjected to under 37 CFR 1.172(a) aslacking
thewritten consent of all assignees owning an undivided interest
in the patent. The consent of the assignee must bein compliance
with 37 CFR 1.172. See MPEP § 1410.01.

A proper assent of the assignee in compliance with 37 CFR
1.172 and 3.73 isrequired in reply to this Office action.

Examiner Note:

1. Thisform paragraph may be used in an Office action which
rejects any of the claims on other grounds.

2. If aconsent document/statement has been submitted but is
insufficient (e.g., not by al the assignees) or is otherwise
ineffective (e.g., aconditional consent, or acopy of the consent
from the parent rei ssue application wasfiled in this continuation
reissue application and the parent reissue application isnot being
abandoned), an explanation of such isto beincluded following
this form paragraph.

3. If thecaseis otherwise ready for allowance, thisform
paragraph should be followed by form paragraph 7.51 (insert
the phrase --See above-- in bracket 1 of form paragraph 7.51).
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I1. PROOF OF OWNERSHIP OF ASSIGNEE

Theassigneethat consentsto thefiling of the reissue
application (as discussed above) must al so establish
that it is the assignee, i.e., the owner, of the patent.
See 37 CFR 1.172. Accordingly, a 37 CFR 3.73
paper establishing the ownership of the assignee
should be submitted at the time of filing the reissue
application, in order to support the consent of the
assignee. Theassignee must establish itsownership
in accordance with 37 CFR 3.73 by:

(A) filing in thereissue application documentary
evidence of achain of title from the original owner
to the assignee; or

(B) specifying in the record of the reissue
application where such evidence isrecorded in the
Office (e.g., reel and frame number, etc.).

Compliance with 37 CFR 3.73 may be provided as
part of the same paper in which the consent by
assignee is provided.

In connection with option (A) above, the submission
of the documentary evidence to establish ownership
must be accompanied by a statement affirming that
the documentary evidence of the chain of title from
the origina owners to the assignee was, or
concurrently is being, submitted for recordation
pursuant to 37 CFR 3.11. Thus, when filing a 37
CFR 3.73 statement to establish ownership, an
applicant or patent owner must also submit the
relied-upon assignment document(s) to the Office
for recordation, unless such asubmission hasaready
been previously made. If the 37 CFR 3.73 statement
isnot accompanied by astatement affirming that the
documentary evidencewas, or concurrently isbeing,
submitted for recordation pursuant to 37 CFR 3.11,
thenthe 37 CFR 3.73 statement will not be accepted,
and the assignee(s) will not have established theright
to take action in the patent application or the patent
for which the 37 CFR 3.73 statement was submitted.
This could result, for example, in an incomplete
response, where a party stated to be the “assignee”
signs a consent to the reissue to obviate a
requirement for submission of assignee consent made
in an Office action.

Upon initial receipt of a reissue application, the
examiner should inspect the application to determine
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whether the submission under 37 CFR 1.172 and 37
CFR 3.73 establishing the ownership of the assignee
is present and sufficient.

If an assignment document is attached with the 37
CFR 3.73 submission, the assignment should be
reviewed to ensure that the named assignee is the
same for the assignment document and the 37 CFR
3.73 statement, and that the assignment document
is an assignment of the patent to be reissued to the
assignee. If an assignment document is not attached
with the 37 CFR 3.73 statement, but rather the reel
and frame number where the assignment document
is recorded in the USPTO is referenced in the 37
CFR 3.73 statement, it will be presumed that the
assignment recorded in the USPTO supports the
statement identifying the assignee. It will not be
necessary for the examiner to obtain a copy of the
recorded assignment document. If the submission
under 37 CFR 1.172 and 37 CFR 3.73 isnot present,
form paragraph 14.16 may be used to indicate that
the assignee has not provided evidence of ownership.

9 14.16 Failure of Assignee To Establish Owner ship

This application is objected to under 37 CFR 1.172(a) as the
gnee has not established its ownership interest in the patent
for which reissueisbeing requested. An assignee must establish
its ownership interest in order to support the consent to a
reissue application required by 37 CFR1.172(a) . The assignee's
ownership interest is established by:

(a) filing in the reissue application evidence of a chain of title
from the original owner to the assignee, or

(b) specifying in the record of the reissue application where
such evidence is recorded in the Office (e.g., reel and frame
number, etc.).

The submission with respect to (a) and (b) to establish ownership
must be signed by a party authorized to act on behaf of the
assignee. See MPEP § 1410.01.

An appropriate paper satisfying the requirements of 37 CFR
3.73 must be submitted in reply to this Office action.
Examiner Note:

1. Thisform paragraph may be used in an Office action which
rejects any of the claims on other grounds.

2. If otherwise ready for allowance, this form paragraph
should be followed by form paragraph 7.51 (insert the phrase
--See above-- in bracket 1 of form paragraph 7.51).

Just as the consent of assignee must be signed by a
party authorized to act on behalf of the assignee, the
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submission with respect to 37 CFER 3.73 to establish
ownership must be signed by a party authorized to
act on behalf of the assignee. For applications filed
onor after September 16, 2012, apatent practitioner
of record may sign the statement (see 37 CFR
3.73(d)(3)). For applicationsfiled before September
16, 2012, the signature of an attorney or agent
registered to practice before the Office is not
sufficient, unlessthat attorney or agent is authorized
to act on behalf of the assignee.

If the submission under 37 CFR 3.73 to establish
ownershipisnot signed by aparty authorized to sign
pursuant to 37 CFR 3.73, the appropriate paragraphs
of form paragraphs 14.16.01 through 14.16.06 may
be used.

1 14.16.01 Establishment of Ownership Not Signed by
Appropriate Party

This application is objected to under 37 CFR 1.172(a) as the
assignee has not established its ownership interest in the patent
for which reissueis being requested. An assignee must establish
itsownershipinterest in order to support the consent to a reissue
application required by 37 CFR 1.172(a). The submission
establishing the ownership interest of the assigneeisinformal.
There is no indication of record that the party who signed the
submission is an appropriate party to sign on behaf of the
assignee. See 37 CFR 3.73.

A proper submission establishing ownership interest in the
patent, pursuant to 37 CFR 1.172(a), is required in response to
this action.

Examiner Note:

1. Thisform paragraph should be followed: by one of form
paragraphs 14.16.02 through 14.16.04.fti, and then optionally
by form paragraph 14.16.06.

2. SeeMPEP § 1410.02.
1 14.16.02 Failure To State Capacity To Sign

The person who signed the submission establishing ownership
interest has failed to state in what capacity the submission on
behalf of the corporation or other business entity was signed,
and the person who signed it has not been established as being
authorized to act on behalf of the assignee. For reissue
applicationsfiled on or after September 16, 2012, the submission
establishing ownership may be signed by a patent practitioner
of record. See 37 CFR 3.73; MPEP § 325.

Examiner Note:

1. Thisform paragraph isto be used when the person signing
the submission establishing ownership interest does not state
the person's capacity (e.g., as arecognized officer) to sign for
the assignee, and is not established as being authorized to act
on behalf of the assignee. For reissue applications filed on or
after September 16, 2012, the submission establishing ownership
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may be signed by a patent practitioner of record (i.e., who has
been given power in a power of attorney document in the file).

2. Useform paragraph 14.16.06 to explain how an official,
other than arecognized officer, may properly sign asubmission
establishing ownership interest.

9 14.16.03 Lack of Capacity To Sign

The person who signed the submission establishing ownership
interest is not recognized as an officer of the assignee, and the
person who signed it has not been established as being
authorized to act on behalf of the assignee. See MPEP § 324
(for applications filed before September 16, 2012) and § 325
(for applicationsfiled on or after September 16, 2012).

1 14.16.04.fti Attorney/Agent of Record Signs- Application
Filed Before Sept. 16, 2012

The submission establishing ownership interest was signed by
applicant’s[1]. For reissue applications filed before September
16, 2012, an attorney or agent of record isnot authorized to sign
asubmission establishing ownership interest, unlessthe attorney
or agent has been established asbeing authorized to act on behal f
of the assignee. See MPEP § 324.

Examiner Note:

1. Thisform paragraph isto be used in reissue applications
filed before September 16, 2012, when the person signing the
submission establishing ownership interest is an attorney or
agent of record who is not an authorized officer as defined in
MPEP § 324 and has not been established as being authorized
to act on behalf of the assignee. For reissue applications filed
on or after September 16, 2012, the submission may be signed
by a patent practitioner of record. See 37 CFR 3.73(d)(3).

2. Useform paragraph 14.16.06 to explain how an official,
other than arecognized officer, may properly sign asubmission
establishing ownership interest.

3. Inbracket 1, insert either --attorney-- or --agent--.

9 14.16.06 Criteria To Accept When Signed by a
Non-Recognized Officer

It would be acceptable for a person, other than a recognized
officer, to sign a submission establishing ownership interest,
provided the record for the application includes a duly signed
statement that the person is empowered to sign a submission
establishing ownership interest and/or act on behalf of the
assignee.

Accordingly, anew submission establishing ownership interest
which includes such a statement above, will be considered to
be signed by an appropriate official of theassignee. A separately
filed paper referencing the previously filed submission
establishing ownership interest and containing a proper
empowerment statement would also be acceptable.

Examiner Note:

1. Thisform paragraph MUST be preceded by form
paragraphs 14.16.02, 14.16.03 or 14.16.04.fti.

2. When one of form paragraphs 14.16.02, 14.16.03 or
14.16.04.fti is used to indicate that a submission establishing
ownership interest is not proper because it was not signed by a
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recognized officer, this form paragraph should be used to point
out one way to correct the problem.

3. Whilean indication of the person’stitleis desirable, its
inclusion is not mandatory when this option is employed.

Where the submission establishes the assignee’s
ownership asto the patent, the assignee’s ownership
as to the reissue application will be presumed.
Accordingly, a submission as to the ownership of
the patent will be construed to satisfy the 37 CFR
1172 (and 37 _CFR 3.73) requirements for
establishing ownership of the application. Thus, a
terminal disclaimer can be filed in a reissue
application where ownership of the patent has been
established, without the need for a separate
submission under 37 CFR 3.73 showing ownership
of the reissue application. However, if there is a
submission under 37 CFR 3.73 present in the patent
file, but there is no copy in the reissue application
file, a copy of the submission under 37 CFR 3.73
for the patent must be submitted in the reissue file.

Even if the submission states that it is establishing
ownership of the reissue application (rather than the
patent), the submission should be accepted by the
examiner as also establishing ownership in the
patent. The documentation in the submission
establishing ownership of the reissue application
must, of necessity, include chain of title as to the
patent.

I11. COMPARISON OF ASSIGNEE THAT
CONSENTSTO ASSIGNEE SET FORTH IN
SUBMISSION ESTABLISHING OWNERSHIP
INTEREST

The examiner must inspect both the consent and
documentary evidence of ownership to determine
whether the requirements of 37 CFR 1.172 have
been met. The assignee identified by the
documentary evidence must be the same assignee
which signed the consent. Also, the person who signs
the consent for the assignee and the person who signs
the submission of evidence of ownership for the
assignee must both be persons having authority to
do so. See a'so MPEP 8§ 324 and 325.

The reissue patent will be granted to the original
patentee, their legal representativesor assignsasthe
interest may appear.
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1411 Form of Specification [R-08.2017]

37 CFR 1.173 Reissue specification, drawings, and
amendments.

(@) Contents of a reissue application. An application for
reissue must contain the entire specification, including the
claims, and the drawings of the patent. No new matter shall be
introduced into the application. No reissue patent shall be
granted enlarging the scope of the claims of the original patent
unless applied for within two yearsfrom the grant of the original
patent, pursuant to 35 U.S.C. 251.

(1) Specification, including claims. The entire
specification, including the claims, of the patent for which
reissue is requested must be furnished in the form of a copy of
the printed patent, in double column format, each page on only
one side of a single sheet of paper. If an amendment of the
reissue application isto be included, it must be made pursuant
to paragraph (b) of this section. The formal requirements for
papers making up the reissue application other than those set
forth in this section are set out in § 1.52. Additionally, a copy
of any disclaimer (8 1.321), certificate of correction (88 1.322
through 1.324), or reexamination certificate (§ 1.570) issued in
the patent must be included. (Seealso § 1.178).

(2) Drawings. Applicant must submit a clean copy of
each drawing sheet of the printed patent at the time the reissue
applicationisfiled. If such copy complieswith § 1.84, no further
drawings will be required. Where a drawing of the reissue
applicationistoinclude any changesrelativeto the patent being
reissued, the changesto the drawing must be madein accordance
with paragraph (b)(3) of thissection. The Officewill not transfer
the drawings from the patent file to the reissue application.

*kkk*k

Pursuant to 37 CFR 1.173(a)(1) the application
specification, including the claims, must be furnished
in the form of acopy of the printed patent in double
column format (so that the patent can be simply
copied without cutting). Applicants are required to
submit a clean copy of each drawing sheet of the
printed patent at the time the reissue application is
filed (37 CFR 1.173(a)(2)). Any changes to the
drawings must be made in accordance with 37 CFR
1.173(b)(3). Thus, afull copy of the printed patent
(including the front page) is used to provide the
abstract, drawings, specification, and claims of the
patent for the reissue application. Each page of the
patent must appear on only one side of each
individual page of the specification of the reissue
application; a two-sided copy of the patent is not
proper. It should be noted that a re-typed
specification is not acceptable in a reissue
application; the full copy of the printed patent must
be used. If, however, the changes to be made to the
patent are so extensive/numerous that reading and
understanding the specification is extremely difficult
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and error-prone, a clean copy of the specification
may be submitted if accompanied by a grantable
petition under 37 CFR 1.183 for waiver of 37 CFR
1.125(d) and 37 CFR 1.173(a)(1).

Pursuant to 37 CFR 1.173(b), amendments may be
made at the time of filing of a reissue application.
The amendment may be made either by:

(A) physically incorporating the changes within
the specification by cutting the column of the printed
patent and inserting the added material and rejoining
the remainder of the column and then joining the
resulting modified column to the other column of
the printed patent. Markings pursuant to 37 CFR
1.173(d) must be used to show the changes. The
columnar structure of the printed patent must be
preserved, and the physically modified page must
comply with 37 CFR 1.52(a)(1). Asto compliance
with 37 CFR 1.52(a)(1)(iv), the “written either by a
typewriter or machine printer in permanent dark ink
or its equivalent” reguirement is deemed to be
satisfied where a caret and line are drawn from a
position within the text to a newly added phrase,
clause, sentence, etc. typed legibly in the margin; or

(B) providing a preliminary amendment (a
separate amendment paper) directing that specified
changes be made to the copy of the printed patent.

The presentation of theinsertions or del etions as part
of the original reissue specification isan amendment
under 37 CFR 1.173(b). An amendment of the
reissue application made at the time of filing of the
reissue application must be made in accordance with
37 CFR 1.173(b)-(e) and (qg); see MPEP § 1453.
Thus, as required by 37 CFR 1.173(c), an
amendment of the claims made at the time of filing
of areissue application must include a separate paper
setting forth the status of all claims (i.e., pending or
canceled), and an explanation of the support in the
disclosure of the patent for the changes made to the
claims.

If achart, table, or chemica formulaisamended and
it spans two columns of the patent, it should not be
split. Rather, the chart, table, or chemical formula
should be provided in its entirety as part of the
column of the patent to which it pertains, in order
to provide a continuity of the description. When
doing so, the chart, table, or chemical formula may
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extend beyond the width of the column. Change in
only a part of a word or chemica formula is not
permitted. Entire words or chemical formulas must
be shown as being changed. Deletion of a chemical
formula should be shown by brackets which are
substantially larger and darker than any in the
formula.

Where an approved terminal disclaimer wasfiledin
the application for the patent to be reissued, a copy
of that terminal disclaimer need not be filed in the
reissue application by the reissue applicant. To
identify this information, an internal review form
will befilled out at the appropriate point and placed
into the file for the reissue application.

Twice reissued patent:

Examples of the form for atwice-reissued patent are
found in Re. 23,558 and Re. 28,488. Double
underlining and double bracketing are used in the
second reissue application, while bold-faced type
and double bracketing appear in the printed patent
(the second reissue patent) to indicate further
insertions and del etions, respectively, in the second
reissue patent.

When a copy of afirst reissue patent is used as the
specification of a second reissue application (filed
asareissue of areissue), additions made by thefirst
reissue will already be printed initalics, and should
remain in such format. Thus, applicants need only
present additions to the specification/claims in the
second reissue application as double underlined text.
Subject matter to be deleted from the first reissue
patent should be presented in the second reissue
application within sets of double brackets.

1411.01 Certificate of Correction or
Disclaimer in Original Patent [R-08.2012]

The applicant should include any changes, additions,
or deletions that were made by a certificate of
correction to the original patent grant in the reissue
application without underlining or bracketing. This
includes changes made by a certification of
correction dated before the filing of the reissue
application or dated during the pendency of the
reissue application. The examiner should make
certain that al certificate of correction changes in
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the patent have been properly incorporated into the
reissue application.

Certificate of correction changes and disclaimer of
claim(s) under 37 CFR 1.321(a) should be made
without using underlining or brackets. Because these
areretroactively apart of the original patent and are
made before the reissue application will issue as a
patent, they must show up in the printed reissue
patent document as part of the original patent, i.e.,
not in italics or bracketed. If the changes are
submitted improperly with underlining and brackets,
the examiner will require correction by the applicant
in the form of a replacement paragraph (or
paragraphs) without such markings. If the changes
are extensive, a clean copy of the specification with
the certificate of correction changes in it may be
required by the examiner after consulting with their
supervisor. For the clean copy of the specification
to be entered as a substitute specification, thereissue
applicant must file agrantabl e petition under 37 CFR
1.183 for waiver of 37 CFR 1.125(d) and 37 CFR
1.173(a)(1). The examiner's requirement for the
clean copy will generaly serve as sufficient basis
for granting the petition.

1411.02 New Matter [R-10.2019]

New matter, that is, matter not present in the patent
sought to be reissued, is excluded from a reissue
application in accordance with 35 U.S.C. 251.

The claims in the reissue application must be for
subject matter which the applicant had the right to
clamintheorigina patent. Any changein the patent
made via the reissue application should be checked
to ensurethat it does not introduce new matter. Note
that new matter may exist by virtue of the omission
of afeature or of a step in a method. See United
Sates Industrial Chemicals, Inc. v. Carbide &
Carbon Chemicals Corp., 315 U.S. 668, 53 USPQ
6 (1942).

Form paragraph 14.22.01 may be used where new
matter has been added anywherein “the application
for reissue” as prohibited by 35 U.S.C. 251.
Guidance on whether a rejection under 35 U.S.C.
112(a) or pre-AlA 35 U.S.C. 112, first paragraph,
should aso be made if the new matter is added to
the claims or is added to the specification and affects
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the clams s provided in MPEP 88 2161-2163 and
2166. Guidance on whether an objection should be
made based on new matter being added is provided
in MPEP § 608.04(a).

1 14.22.01 Rejection, 35 U.S.C. 251, New Matter

Claim [1] rejected under 35 U.S.C. 251 as being based upon
new matter added to the patent for which reissueis sought. The
added material which is not supported by the prior patent is as
follows: [2]

Examiner Note:

1. Inbracket 2, fill in the applicable page and line numbers
and provide an explanation of your position, as appropriate.

2. Argection under 35 U.S.C. 112(a) or pre-AlA 35 U.S.C.
112, first paragraph, should also be made if the new matter is
added to the claims or is added to the specification and affects
the claims. If new matter is added to the specification and does
not affect the claims, an objection should be made based upon
35 U.S.C. 132 using form paragraph 7.28.

1412 Content of Claims[R-08.2012]

The content of claims in a reissue application is
somewhat limited, asisindicated in MPEP § 1412.01
through MPEP § 1412.03.

1412.01 Reissue ClaimsMust Befor Same
General Invention [R-07.2022]

. ORIGINAL PATENT REQUIREMENT

The reissue claims must be for the same invention
as that disclosed as being the invention in the
origina patent, as required by 35 U.S.C. 251. The
entire disclosure, not just the claim(s), is considered
in determining what the patentee objectively
intended as the invention. The determination of the
original patent requirement is* an essentially factual
inquiry confined to the objective intent manifested
by the original patent.” Inre Amos, 953 F.2d 613,
618, 21 USPQ2d 1271, 1274 (Fed. Cir. 1991)
(quoting In re Rowand, 526 F.2d 558, 560, 187
USPQ 487, 489 (CCPA 1975)) (emphasis added);
Seedso InreMead, 581 F.2d 251, 256, 198 USPQ
412, 417 (CCPA 1978) (“Thus, in Rowand and
similar cases, ‘intent to claim’ has little to do with
‘intent’ per se, but rather is analogous to the
requirement of § 112, first paragraph, that the
specification contain ‘a written description of the
invention, and of the manner and process of making
and using it.").
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The*origina patent” requirement of 35 U.S.C. 251
must be understood in light of In re Amos, supra,
where the Court of Appeals for the Federal Circuit
stated:

We conclude that, under both Mead and
Rowand, a claim submitted in reissue may be
rejected under the “original patent” clause if
the original specification demonstrates, to one
skilled in the art, an absence of disclosure
sufficient to indicate that a patentee could have
claimed the subject matter. Merely finding that
the subject matter was* not originally claimed,
not an object of the original patent, and not
depicted in the drawing,” does not answer the
essential inquiry under the “original patent”
clause of § 251, which is whether one skilled
in the art, reading the specification, would
identify the subject matter of the new claims
as invented and disclosed by the patentees. In
short, the absence of an “intent” even if
objectively evident from the earlier claims, the
drawings, or the origina objects of the
invention issimply not enough to establish that
the new claims are not drawn to the invention
disclosed in the original patent.

953 F.2d at 618-19, 21 USPQ2d at 1275.

Similarly, the disclosure requirement in. Amos must
be understood in light of Antares Pharma Inc., v.
Medac Pharma Inc. and Medac GMBH, 771 F.3d
1354, 112 USPQ2d 1865 (Fed. Cir. 2014). In
Antares Pharma, Inc., the court found "[n]owhere
does the specification disclose, in an explicit and
unequivocal manner, the particular combinations of
safety features claimed on reissue, separate from the
jet injection invention." Antares Pharma, Inc., 771
F.3d at 1363, 112 USPQ2d at 1871. Specifically, the
court stated “[a]lthough safety features were
mentioned in the specification, they were never
described separately from the jet injector, nor were
the particular combinations of safety features
clamed on reissue ever disclosed in the
specification.” Antares Pharma, Inc., 771 F.3d at
1363, 112 USPQ2d at 1871. In other words, the court
found that the patent only disclosed one invention,
which was a particular class of jet injectors, due to
the clearly repetitive use of “jet injector” inthetitle,
the abstract, the summary of the invention, and the
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entirety of the specification of the patent. Asaresuilt,
the claimsin the rei ssue patent to the saf ety features
on a generic injector (e.g., a non-jet injector) were
held to violate the original patent requirement of 35
U.S.C. 251.

To satisfy the original patent requirement where a
new invention is sought by reissue, “... the
specification must clearly and unequivocal ly disclose
the newly claimed invention asa separate invention.”
Antares Pharma, Inc., 771 F3d at 1363, 112
USPQ2d at 1871. Accordingly, claims drawn to an
invention comprising anewly claimed combination
of features that were only disclosed in the original
patent as suggested alternatives (and not asasingle
combination) or only as part of the original invention
and not as an invention separate from the original
invention would not satisfy the original patent
requirement. Seealso ForumUs Inc. v. Flow Valve,
LLC, 926 F.3d 1346, 1352, 2019 USPQ2d 221227
(Fed. Cir. 2019) (“nowhere do the written description
or drawings disclose that arbors are an optional
feature of theinvention. Even if aperson of ordinary
skill in the art would understand that the newly
claimed, arbor-lessinvention would be possible, that
isinsufficient to comply with the standard set forth
in Industrial Chemicals[315 U.S. 668 (1942)] and
Antares””). “The ‘origina patent’ standard and the
written description requirement are not the same.
Where the written description requirement is based
on what the skilled artisan would have understood
was within the possession of the inventor, recent
Federal Circuit case law indicates that the original
patent requirement under § 251 requires something
more” See Ex parte Sandwick, Appea No.
2018-008369, op. a 22 (PTAB July 23, 2019)
(Rejection under 35 U.S.C. 251 was affirmed
because the patent did not describe any fabrication
method other than casting. While one of ordinary
skill in the art would have understood that other
fabrication methods, such as injection molding or
3D printing, were possible or conventional, the
reissue claims that did not include casting did not
comply with the original patent requirement.)

Examiners should review the reissue application to
determine whether the original patent requirement
is satisfied, by considering if:

(A) the claims presented in the reissue
application are described in the original patent
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specification and enabled by the original patent
specification such that 35 U.S.C. 112, first paragraph
Is satisfied;

(B) nothing inthe original patent specification
indicates an intent not to claim the subject matter of
the claims presented in the reissue application; and

(C) the newly claimed invention is clearly and
unequivocally disclosed in the specification asa
separate invention with the claimed combination of
features.

Examiners should discuss any possible reection
under 35 U.S.C. 251 based on failure to meet the
original patent requirement with their TQAS or
SPRS.

The presence of the disclosurein the original patent
should evidence that applicant intended to claim or
that applicant considered the material now claimed
to be the invention.

The original patent specification would indicate an
intent not to claim the subject matter of the claims
presented in the reissue application in a situation
analogous to the following:

The origina patent specification discloses that composition X
isnot suitable (or not satisfactory) for molding an item because
composition X failsto provide quick drying. The patent issues
with claims directed only to composition Y. After the patent
issues, itisfound that composition X would be desirable for the
molding in spite of the failure to provide quick drying, because
of some other newly recognized benefit from composition X.
The addition of a claim to composition X or a method of use
thereof would not be permitted in areissue application, because
the original patent specification contained an explicit statement
that composition X or a method of use thereof was not
contemplated as the invention.

One should understand, however, that the mere
failure to claim a disclosed embodiment in the
original patent (absent an explicit statement in the
original patent specification of unsuitability of the
embodiment) would not be grounds for prohibiting
aclaim to that embodiment in the reissue.

II. FAILURETO TIMELY FILE A CONTINUING
APPLICATION PRIOR TO ISSUANCE OF
ORIGINAL PATENT

Where a restriction (or an election of species)
requirement was made in an application and

Rev. 07.2022, February 2023



§1412.01

applicant permitted the elected invention to issue as
a patent without filing a continuing application on
the non-elected invention(s) or on non-claimed
subject matter distinct from the elected invention,
the non-elected invention(s) and non-claimed,
distinct subject matter cannot be recovered by filing
a reissue application. A reissue applicant’s failure
to timely file a continuing application is not
considered to be error causing a patent granted on
the elected claims to be partialy inoperative by
reason of claiming less than the applicant had aright
to claim. Accordingly, this is not correctable by
reissue of the original patent under 35 U.S.C. 251.
See In re Watkinson, 900 F.2d 230, 14 USPQ2d
1407 (Fed. Cir. 1990); InreW&iler, 790 F.2d 1576,
229 USPQ 673 (Fed. Cir. 1986); In re Orita, 550
F.2d 1277, 1280, 193 USPQ 145, 148 (CCPA 1977);
seedso InreMead, 581 F.2d 251, 198 USPQ 412
(CCPA 1978). In this situation, the reissue claims
should be rejected under 35 U.S.C. 251 for lack of
any defectintheoriginal patent and lack of any error
in obtaining the original patent. In addition, amended
reissue claims that clearly fall within the scope of
the origina non-elected claims should also be
regjected under 35 U.S.C. 251. See Ex parte
Sandwick, Appeal No. 2018-008369, op. a 25
(PTAB July 23, 2019) (“narrower reissue claimsfall
clearly within the scope of the broader origina
non-elected claims, and thus within the scope of the
non-elected and restricted inventions that should
have been properly pursued in a divisiona
application, whether claimed more broadly or more
narrowly.”). Compare with In re Doyle, 293 F.3d
1355, 63 USPQ2d 1161 (Fed. Cir. 2002) where the
court permitted the patentee to file a reissue
application to present a so-called linking claim, a
claim broad enough to read on or link the invention
elected (and patented) together with the invention
not elected. The non-elected invention(s) were
inadvertently not filed as adivisional application.

[11. OVERLOOKED ASPECTS

Claimsto separate i nventions/embodi ments/species
that were disclosed but never covered by the claims
in the original application prosecution are claimsto
overlooked aspects. In other words, the reissue
claims are drawn to a separate invention or separate
species or embodiment that was not covered by a
claim (e.g., ageneric claim) at any point during the
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prosecution of the original application. For example,
if al the claims were drawn to species A in the
original application, reissue claimsdrawn to species
B are considered claims to overlooked aspects,
assuming that there was not a generic claim that
covered both species A and B in the origina
application. Stated another way, an added limitation
that “was within the scope of at least one original
clam” cannot be an overlooked aspect. In re
General Electric Co., 789 F. App’x 857, 861 (Fed.
Cir. 2019) (unpublished) (“Because the origina
claims encompassthejet assembly subcombination,
that subcombination is not an overlooked aspect of
the invention.”)

Claims to overlooked aspects are not subject to
recapture because the claims are, by definition,
unrelated to subject matter that was surrendered
during the prosecution of the original application.
In the decision of In re Youman, 679 F.3d 1335,
102 USPQ2d 1862 (Fed. Cir. 2012), the Federal
Circuit explained:

Whereas the recapture rule applies when
surrendered subject matter is being reclaimed,
overlooked aspects by definition were never
clamed and thus never surrendered. See
Mostafazadeh, 643 F.3d at 1360 [98 USPQ2d
a 1644]. Rather, as we explained in
Mostafazadeh, "overlooked aspects' is a
separate inquiry under reissue that is
independent of whether or not the recapture
rule applies.
679 F.3d at 1347, 102 USPQ2d at 1870.

The overlooked aspects inquiry is only applicable
when an examiner determines that the broadening
aspect(s) of that reissue claim relate(s) to subject
matter that applicant previously surrendered during
the prosecution of the original application (which
became the patent to be reissued) in step 2 of the
recapture analysis. See MPEP § 1412.02, subsection
I1.B. Recapture analysis would not need to be
continued for claims drawn to overlooked aspects.

“Overlooked aspects, however, are not merely
incidental features of the originally claimed
invention. Rather, they are distinct elements which
‘were never claimed and thus never surrendered.’”
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Ex parteYeo, Appeal No. 2020-001116, op. at 10-11

(PTAB March 2, 2020) (quoting Youman , 679 F.3d
at 1347). In determining whether areissue clam s
drawn to overlooked aspects, the examiner must first
determine if the claim meets the origina patent
requirement of 35 U.S.C. 251. “A reissue claim that
does not meet the original patent (‘ same invention’)
requirement under § 251 cannot be an overlooked
aspect of the invention because it is not directed to
the disclosed invention of the patent. Therefore, as
afirst step, to determining whether reissue claim 6
is directed to an ‘overlooked aspect, we must
determine whether rei ssue claim 6 meetsthe original
patent (‘ sameinvention’) requirement under § 251.”
Yeo at 34. See subsection | above for guidance on
the original patent requirement. In Yeo, the board
found that reissue claim 6 did not meet the original
patent requirement, and therefore, was not drawn to
an overlooked aspect. Yeo at 34-41. For reissue
claim 9, the board found the claim met the original
patent requirement but was not drawn to an
overlooked aspect because originally filed claim 1
covered the subject matter of reissue claim 9. Yeo
at 41-43.

If the examiner determines that claims are drawn to
overlooked aspects, the examiner should state which
claims are drawn to overlooked aspects on the
record.

Note the following exampleillustrating the above:

Assumethat, inthe original prosecution of the patent, applicant
clamed a method of making glass lens, where the ion
implantation step used a molten bath to diffuse ions into the
lens, and that step was amended to recite a pressure of 50-60
PSI and temperature between 150-200 degrees C to define the
invention over the art. The pressure and temperature range are
surrender generating limitations for any molten bath ion
implantation claim, and if such limitations are completely or
substantially eliminated by reissue, recapture will bar such
claims. See MPEP § 1412.02. However, if in the original
application, applicant had failed to claim adisclosed embodiment
to plasmaion implantation (i.e., using a plasma stream rather
than a molten bath to provide the ions), and the original
application was not subject to any restriction requirement, that
is a proper 35 U.S.C. 251 error, which can be corrected by
reissue. Applicant can, in a reissue application, add a set of
claimsto plasmaion implantation, without including the “ 50-60
PSI and temperature between 150-200 degrees C” limitations.
The “50-60 PS| and 150-200 degrees C" limitations are totally
irrelevant to plasma implantation. Also, if in the original
application that was not subject to any restriction requirement,
applicant failed to claim the disclosed method of placing two
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lenses made by the invention in a specified series to modulate
alaser for cutting chocolate, that too isaproper 35 U.S.C. 251
error, which can be corrected by reissue. In thislens placement
method, it does not matter how the specific lens having the
implanted ion gradient was made, and the “50-60 PSI and
temperature between 150-200 degrees C” limitations are again
not relevant.

Hester Industries, Inc. v. Sein, Inc., 142 F.3d 1472,
1482-83, 46 USPQ2d 1641, 1649-50 (Fed. Cir.
1998), addressed this concept of overlooked aspects,
stating:

[T]hisprinciple[i.e., avoidance of the recapture
rule], in appropriate cases, may operate to
overcome the recapture rule when the reissue
clams are materially narrower in other
overlooked aspects of the invention.

142 F.3d at 1482-83, 46 USPQ2d at 1649-50.

See dlso B.E. Meyers & Co. v. United Sates, 47
Fed. Cl. 200, 56 USPQ2d 1110 (Fed. Cl. 2000),
where the Court of Federal Claims permitted the
complete removal of alimitation that was added to
obtain the patent, where the replacement limitation
provided a separate invention. In  Meyers, the
patented invention pertained to night vision devices.
The original patent application, as filed, contained
only claims that included a pulsing infrared Light
Emitting Diode (LED). The broadening reissue
application sought claims that did not include the
pulsing LED. The Meyers court found that the
reissued claims were to an independent invention
that used a light source funneled through a lens
system, which had nothing to do with any type of
pulsing circuitry.

Even though claims drawn to overlooked aspects
are not subject to recapture, the failure to present
such claims may not be a proper error under 35
U.S.C. 251. Specifically, where a restriction (or an
election of species) requirement was made in an
application and applicant permitted the elected
invention to issue as a patent without filing a
continuing application on the non-elected
invention(s) or on non-claimed subject matter
distinct from the elected invention, the non-elected
invention(s) and non-claimed, distinct subject matter
cannot be recovered by filing a reissue application.
See subsection |1 above for more information.

Rev. 07.2022, February 2023



§1412.02

1412.02 Recapture of Canceled Subject
Matter [R-07.2022]

A reissuewill not be granted to “recapture” claimed
subject matter which was surrendered in an
application to obtain the original patent. Greenliant
Systems, Inc. v. Xicor LLC, 692 F.3d 1261, 103
USPQ2d 1951 (Fed. Cir. 2012); InreMostafazadeh,
643 F.3d 1353, 98 USPQ2d 1639 (Fed. Cir. 2011);

North American Container, Inc. v. Plastipak
Packaging, Inc., 415 F.3d 1335, 75 USPQ2d 1545
(Fed. Cir. 2005); Pannu v. Sorz Instruments Inc.,
258 F.3d 1366, 59 USPQ2d 1597 (Fed. Cir. 2001);
Hester Industries, Inc. v. Sein, Inc., 142 F.3d 1472,
46 USPQ2d 1641 (Fed. Cir. 1998); In re Clement,
131 F.3d 1464, 45 USPQ2d 1161 (Fed. Cir. 1997);
Ball Corp. v. United Sates, 729 F.2d 1429, 1436,
221 USPQ 289, 295 (Fed. Cir. 1984); In re
Wadlinger, 496 F.2d 1200, 181 USPQ 826 (CCPA
1974); InreRichman, 409 F.2d 269, 276, 161 USPQ
359, 363-364 (CCPA 1969); In reWllingham, 282
F.2d 353, 127 USPQ 211 (CCPA 1960). The
guestion as to whether a reissue patent violates the
rule against recapture of subject matter surrendered
during original prosecution is a question of law.
Mostafazadeh, 643 F.3d at 1358, 98 USPQ2d at
1642.

Claimsto separate inventions/embodi ments/species
that were not claimed in the original application
prosecution (i.e., “overlooked aspects’) are not a
part of arecapture analysis. For this reason, none of
the examples bel ow involve amending claimsto add
overlooked aspects. See MPEP § 1412.01, subsection
I11, for more information on overlooked aspects.

. DEFINITIONS

Broadening Claim - A reissue claimis*broadened”
where at least one limitation of the patent claimsis
either completely eliminated or isonly presented in
a broader way in the reissue claim relative to the
broadest patented claim(s); sce MPEP § 1412.03 for
guidance as to the nature of a "broadening claim."”

Canceled Claim — A clam canceled from the
original application to abtain the patent for which
reissue is being sought. In the context of recapture
case law, claims are considered canceled if the
claims were deleted and not replaced or were
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replaced (either through cancellation or anendment)
by other claims that are more specific than the
canceled claims in at least one aspect in order to
define the invention over the art of record in the
prosecution of the original application. In other
words, claimsreplacing canceled claims can be new
claimsthat are narrower than the canceled claims or
amended claimsthat are narrower than the canceled
version of the claims.

Original Application - The "origina application"
includes the prosecution record of the application
that issued as the patent for which the reissue
application was filed. In addition, the “original
application” includes the patent family’s entire
prosecution history. MBO Laboratories, Inc. v.
Becton, Dickinson & Co., 602 F.3d 1306, 1316-17,
94 USPQ2d 1598 (Fed. Cir. 2010). For example,
surrender may occur because of the prosecution
history of related applications.

Original Claim —A claim that was presented in the
original application prior to surrender. See In re
Youman, 679 F.3d 1335,1346 n.4, 102 USPQ2d
1862,1870 n.4 (Fed. Cir. 2012).

Other or Unrelated AspectsLimitations —
Limitationsthat are not related to surrendered subject
matter or surrender generating limitations.

Overlooked Aspects - Clams to separate
inventions/embodiments/species that were never
presented in the original application. See MPEP §
1412.01, subsection 111, for more information on
overlooked aspects.

Patent Claim — A claim in the patent for which
reissue is being sought. Some court decisions use
the phrase "original patent claim" for patent claim.
Patent claims are the claims in effect as of the date
of filing of the reissue application. See 37 CFR

1.173(g).

Recapture — A doctrine based upon the error
requirement in 35 U.S.C. 251 that preventsareissue
applicant from claiming subject matter surrendered
during the prosecution of the original application.

Surrender Generating Limitation (SGL) or
Surrendered Subject Matter — SGL is a
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“limitation” presented, argued, or stated to makethe
clams patentable over the art (in the original
application) and “generates’ the surrender of claimed
subject matter. A SGL or surrendered subject matter
can be created by presentation of new/amended
claims to define the invention over the art or an
argument/statement by applicant that alimitation of
the claim(s) (including a limitation in an original
claim) defines the invention over the art. A patent
owner (reissue applicant) is bound by the argument
that applicant relied upon to overcome an art
rejection in the original application for the patent to
be reissued, regardless of whether the Office adopted
the argument in alowing the claims. Greenliant
Systems, Inc. v. Xicor LLC, 692 F.3d 1261, 1271,
103 USPQ2d 1951, 1958 (Fed. Cir. 2012).

[I. THREE STEP TEST FOR RECAPTURE:

In Clement, 131 F.3d at 1468-70, 45 USPQ2d at
1164-65, the Court of Appealsfor the Federal Circuit
set forth athree step test for recapture analysis. In
North American Container, 415 F.3d at 1349, 75
USPQ2d at 1556, the court restated this test as
follows:

We apply the recapture rule as a three-step
process:

(1) first, we determine whether, and in
what respect, the reissue claims are broader in
scope than the original patent claims;

[NOTE: if the claims are not broader
in scope than the origina patent claims,
there is no recapture; if the claims are
broader in scope, then proceed to step (2).]

(2) next, we determine whether the broader
aspects of the reissue claims relate to subject
matter surrendered in the original prosecution;
and

[NOTE: if the broader aspects of the
reissue claims do not relate to surrendered
subject matter, thereisno recapture; if the
broader aspects of the reissue claims do
relate to surrendered subject matter, then
proceed to step (3).]

1400-27

§1412.02

(3) finally, we determine whether the
reissue claims were materially narrowed in
other respects, so that the claims may not have
been enlarged, and hence avoid the recapture
rule.

[NOTE: if the reissue clams were
materialy narrowed in aspects related to
the surrendered subject matter, thereisno
recapture; if the claimswere not materialy
narrowed in related aspects or were
narrowed in unrelated aspects, there is

recapture.]

In  North American Container, the court cited
Pannu, 258 F.3d at 1371, 59 USPQ2d at 1600;
Hester, 142 F.3d at 1482-83, 46 USPQ2d at
1649-50; and Clement, 131 F3d at 1468, 45
USPQ2d at 1164-65 as casesthat |ead to, and explain
the language in, the North American Container
recapture test.

A. TheFirst Step - s There Broadening?

In every reissue application, the examiner must first
review each claim for the presence of broadening,
as compared with the scope of the claims of the
patent to be reissued. A reissue claim is broadened
where some limitation of the patent claims is no
longer required in the reissue claim; see MPEP §
1412.03 for guidance as to the nature of a
“broadening claim.” If the reissue claim is not
broadened in any respect as compared to the patent
claims, the analysis ends; there is no recapture.

B. The Second Step - Does Any Broadening Aspect
of the Reissued Claim Relate to Surrendered Subject
Matter?

Where aclaimin areissue application is broadened
in some respect as compared to the patent claims,
the examiner must next determine whether the
broadening aspect(s) of that reissue claim relate(s)
to subject matter that applicant previously
surrendered during the prosecution of the original
application (which became the patent to be reissued).
The “original application” includes the patent
family’s entire prosecution history. MBO
Laboratories, Inc. v. Becton, Dickinson & Co., 602
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F.3d 1306, 94 USPQ2d 1598 (Fed. Cir. 2010). Each
limitation of the patent claims, which is omitted or
broadened in the reissue claim, must be reviewed
for this determination. This involves two sub-steps.

1. TheTwo Sub-Steps:

(A) Onemust first determine whether applicant
surrendered any subject matter in the prosecution of
the original application that became the patent to be
reissued.

If an original patent claim limitation now being
omitted or broadened in the present reissue
application was originally relied upon by applicant
in the original application to make the claims
allowable over the art, the omitted limitation relates
to subject matter previously surrendered by
applicant. The reliance by applicant to define the
original patent claims over the art can be by
presentation of new/amended claims to define over
the art, or an argument/statement by applicant that
alimitation of the claim(s) defines over the art. To
determine whether such reliance occurred, the
examiner must review the prosecution history of the
original application (of the patent to bereissued and
any related application(s)) for surrender of claimed
subject matter which may result in recapture. The
prosecution history includes the rejections and
applicant’s arguments made therein.

With respect to whether applicant surrendered any
subject matter, it isto be noted that a patent owner
(reissue applicant) is bound by the argument that
applicant relied upon to overcome an art rejection
in the original application for the patent to be
reissued, regardless of whether the Office adopted
the argument in allowing the claims. Greenliant
Systems, Inc. v. Xicor LLC, 692 F.3d 1261, 1271,
103 USPQ2d 1951, 1958 (Fed. Cir. 2012). As
pointed out by the court, “[i]t does not matter
whether the examiner or the Board adopted acertain
argument for allowance; the sole question iswhether
the argument was made.” 1d.

If applicant did not surrender any subject matter in
the prosecution of the original application, the
analysis ends and there is no recapture.

(B) If applicant did surrender subject matter in
the original application prosecution, the examiner
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must then determine whether any of the broadening
of thereissue claimsisin the areaof the surrendered
subject matter. The examiner must analyzeall of the
broadening aspects of the reissue claimsto determine
if any of the omitted/broadened limitation(s) are
directed to limitations relied upon by applicant in
theoriginal application to make the claimsallowable
over the art.

With respect to the “second step” in the recapture
analysis, it isto be noted that if the reissue claim(s),
are broadened with respect to the previously
surrendered subject matter, then recapture will be
present regardless of other unrelated narrowing
l[imitations. In the decision of In re Mostafazadeh,
643 F.3d 1353, 98 USPQ2d 1639 (Fed. Cir. 2011),
the Federal Circuit stated:

[T]he recapture rule is violated when a
limitation added during prosecution is
eliminated entirely, even if other narrowing
limitations are added to the claim. If the added
l[imitation is modified but not eliminated, the
claims must be materially narrowed relative to
the surrendered subject matter such that the
surrendered subject matter is not entirely or
substantially recaptured. Id. at 1361.

The situation in Mostafazadeh involved substantial
recapture of the surrendered subject matter, which
was determined under the third step of the recapture
analysis. See subsection I1I.C below for more
explanation. The focusin the analysis of the second
step must be on the subject matter that was
surrendered during the original  application
prosecution in the context of the then-existing claims
(i.e., the original claims).

When an examiner determines that the broadening
aspect(s) of that reissue claim relate(s) to subject
matter that applicant previously surrendered during
the prosecution of the original application (which
became the patent to be reissued) in step 2 of the
recapture analysis, the overlooked aspects inquiry
may be applicable. See MPEP § 1412.01, subsection
[1.

2. Examples of the Second Step Analysis:

(A) Example (1) - Argument without
amendment:
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In Hester, supra, the Federal Circuit held that the
surrender that forms the basis for impermissible
recapture “can occur through argumentsalone.” 142
F.3d at 1482, 46 USPQ2d at 1649. For example,
limitation A of the patent claims is omitted in the
reissue claims and no other amendments are made.
This omission provides a broadening aspect in the
reissue claims, as compared to the claims of the
patent. If the omitted limitation A was argued in the
original application to make the application claims
alowable over the art in the application, then the
omitted limitation relatesto subject matter previousy
surrendered in the original application, and recapture
will exist. Accordingly, where claims are broadened
in areissue application, the examiner should review
the prosecution history of the original patent file for
recapture, even where the claims were never
amended during the prosecution of the application
which resulted in the patent. Note: The argument
that the claim limitation defined over the rejection
must have been specific as to the limitation relied
upon, rather than a genera statement regarding the
claimsasawhole. A genera “boiler plate” sentence
in the origina application will not, by itself, be
sufficient to establish surrender and recapture.

An example of agenera “boiler plate’ sentence of
argument is:

In closing, it is argued that the limitations of
clams 1-7 distinguish the claims from the
teachings of the prior art, and claims 1-7 are
thus patentable.

An argument that merely states that all the
limitations of the claims define over the prior art
will also not, by itself, be sufficient to establish
surrender and recapture. An exampleis:

Claims 1-5 set forth a power-train apparatus
which comprises the combination of
A+B+C+D+E. The prior art of record does not
disclose or otherwise teach, providing a
material-transfer apparatus as defined by the
limitations of claim 1, including an A member
and a B member, both connected to a C
member, with all three being aligned with the
D and E members.
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This statement issimply arestatement of the entirety
of claim 1 asalowed. No measure of surrender could
be gleaned from such "boiler-plate” applicant
arguments.

In both of the above examples, the argument does
not provide an indication of what specific limitations,
e.g., specific element or step of the claims,
cooperative effect, or other aspect of the claims, are
being relied upon for patentability. Thus, applicant
has not surrendered anything by the argument.

(B) Example (2) - Amendment of the claims
without argument:

The limitation omitted in the reissue claim(s) was
added in the origina application claims for the
purpose of making the application claims allowable
over aregjection or objection madein the application.
Even though applicant made no argument on the
record that the limitation was added to obviate the
rejection, the nature of the addition to the claim can
show that the limitation was added in direct reply to
the rejection. This too will establish the omitted
limitation as relating to subject matter previously
surrendered. To illustrate this, note the following
example:

The original application claims recite
limitations A+B+C, and the Office action
rejection combines two references to show
A+B+C. In the amendment replying to the
Office action, applicant adds limitation D to
A+B+C in the claims, but makes no argument
as to that addition. The examiner then alows
the claims. Even though there is no argument
as to the addition of limitation D, it must be
presumed that the D limitation was added to
obviate the rejection. The subsequent deletion
of (omission of) limitation D in the reissue
claims would be presumed to be a broadening
in an aspect of the reissue claims related to
surrendered subject matter. Accordingly, the
reissue claimswould be barred by the recapture
doctrine (absent the addition of a materially
narrowing limitation related to the surrendered
subject matter). The above result would be the
same whether the addition of limitation D in
the origina application was by way of
applicant’'s amendment or by way of an
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examiner’'s amendment with authorization by
applicant.

(C) Example (3) - Who can make the
surrendering argument?

Assume that the limitation A omitted in the reissue
claims was present in the claims of the original
application. The examiner’s reasons for allowance
in the origina application stated that it was that
limitation A which distinguished over a potential
combination of references X and Y. Applicant did
not present on the record a counter statement or
comment asto the examiner'sreasonsfor allowance,
and permitted the claims to issue.

Ex parte Yamaguchi, 61 USPQ2d 1043 (Bd. Pat.
App. & Inter. 2001)(precedential) held that a
surrender of claimed subject matter cannot be based
solely upon an applicant’s failure to respond to, or
failure to challenge, an examiner’s statement made
during the prosecution of an application. Applicant
is bound only by applicant’s revison of the
application  claims  (including  examiner's
amendments authorized by applicant) or a positive
argument/statement by applicant. An applicant’s
failure to present on the record a counter statement
or comment as to an examiner's reasons for
allowance does not give rise to any implication that
applicant agreed with or acquiesced in the
examiner’sreasoning for allowance. Thus, thefailure
to present a counter statement or comment as to the
examiner’s statement of reasons for allowance does
not give rise to any finding of surrender. The
examiner’sstatement of reasonsfor allowancein
the original application cannot, by itself,
providethe basisfor establishing surrender and
recapture.

It is only in the situation where applicant does file
comments on the statement of reasonsfor alowance,
that surrender may have occurred. Note thefollowing
scenarios in which an applicant files comments:

Scenario 1- Limitation C is Surrendered
Subject Matter: The examiner’s statement of
reasonsfor alowancein the original application
stated that it was limitation C (of the
combination of ABC) which distinguished over
a potential combining of references X and Y,
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in that limitation C provided increased speed
to the process. Applicant filed comments on
the examiner’'s statement of reasons for
alowance essentially supporting the examiner’s
reasons. Limitation C is thus established as
relating to subject matter previoudy
surrendered.

Scenario 2- Limitation C is Not Surrendered

Subject Matter: On the other hand, if
applicant’'s comments on the examiner's
statement of reasons for allowance contain a
counter statement that it islimitation B (of the
combination of ABC), rather than C, which
distinguishes the claims over the art, then
limitation B would constitute a surrender
generating limitation, and limitation C is not
surrender generating limitation.

Scenario 3- ThereisNo Surrender: If applicant
replies to the examiner’'s statement of reasons
for allowance with agenera statement that the
claims are allowable because the prior art of
record does not anticipate or render obvious
the claims as a whole, then there will be no
surrender.

C. TheThird Step- Arethe Reissue ClaimsMaterially
Narrowed in Other Respects, and Hence Avoid the
Recapture Rule?

Aspointed out above, thisthird step of therecapture
determination, as set forth in  North American
Container, considers the significance of the claim
limitations that were added and deleted, during
prosecution of the patent (to be reissued) to
determine whether the reissue claims should be
barred under the recapture doctrine.

In the decision of In re Mostafazadeh, 643 F.3d
1353, 98 USPQ2d 1639 (Fed. Cir. 2011), the Federal
Circuit stated that to avoid the recapture rule "the
claims must be materially narrowed relative to the
surrendered subject matter such that the surrendered
subject matter is not entirely or substantially
recaptured.” Id. at 1361, 98 USPQ2d at 1644. Under
thisthird step, it must be determined if thereisentire
or substantial recapture of the surrendered subject
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matter because there is no or insufficient material
narrowing to avoid the recapture rule.

The following discussion addresses analyzing the
reissue claims that have eliminated or modified a
surrender generating limitation, as determined under
step 2 analysis. In any broadening reissue
application, the examiner will determine, under steps
1 and 2 of the recapture analysison aclaim-by-claim
basis, whether the broadening relates to subject
matter that was surrendered during the examination
of the patent for which reissue is requested. Under
step 3, it must be determined if such reissue claims
are materially narrowed so as to escape the effects
of the recapture doctrine. Note, examiners should
consider any relevant preliminary applicant
arguments of record as part of the recapture
determination. See subsection VII, below,
“REBUTTAL BY THE REISSUE APPLICANT,”
which points out how the recapture finding of the
Office can be rebutted by applicant, in somelimited
instances, by showing that material narrowing is
present in the claims.

The modification of asurrender generating limitation
is broken down into two possibilities that will be
addressed below.

1) If asurrender generating limitation (SGL) has
been entirely eliminated from aclaim present in
the reissue application, then a recapture rejection
under 35 U.S.C. 251 may be proper. For example,
if aclaim limitation present in the original patent
that was added to overcome arejection or that was
argued by applicant to distinguish over the prior art
isentirely eliminated from aclaim in the reissue
application and not replaced by anew SGL-related
limitation, then arecapturerejection under 35 U.S.C.
251 is proper and must be made for that claim.

Such an omission in areissue claim, even if it
is accompanied by other limitations making the
reissue claim narrower than the patent claim in other
unrelated aspects, isimpermissible recapture.

Pannu, 258 F.3d at 1371-72, 59 USPQ2d at 1600.
But notethat evenif the SGL limitation in the patent
clamswas entirely eliminated, the rei ssue applicant
may have added a new limitation that relates to
surrendered subject matter. See the last paragraph
of this subsection below.
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2) If the SGL has not been entirely eliminated
from aclaim in the reissue application (i.e., the
amendment narrowing the claim or the argued
limitation has not been entirely eliminated from the
claim in the reissue application), but rather it has
been made |ess restrictive in the reissue application
claim (such that the claim isbroadened), the analysis
(based on In re Mostafazadeh, 643 F.3d 1353, 98
USPQ2d 1639 (Fed. Cir. 2011) and In re Youman,
679 F.3d 1335, 102 USPQ2d 1862 (Fed. Cir. 2012))
isasfollows:

It must be determined what portion of the
amendment or argued limitation has been
retained, and whether the retained portion
materially narrowsthe original claimsto avoid

recapture.

See Youman, 679 F.3d at 1346 n.4, 102 USPQ2d at
1870n.4 ("original claims are defined as'the claims
before surrender™). “[I]f the patentee modifies the
added [or argued)] limitation such that it is broader
than the patented claim yet till materially narrows
relativeto the original claim, the recapture rule does
not bar reissue.” Id. at 1347, 102 USPQ2d at 1870.
On the other hand, if the retained portion of the
modified limitation is“well known in the prior art,”
impermissible recapture has not been avoided. See

Mostafazadeh, 643 F.3d at 1361, 98 USPQ2d at
1644. It isto be noted that if the retained portion of
the modified limitation is well known in the prior
art, then impermissible recapture exists, evenin a
case where a further limitation which is not related
to the surrendered subject matter (i.e., alimitation
that does not materially narrow the claims) has been
added to define the claims over the art. 1d.

In both situations 1 and 2, even “[i]f the modified
limitation does not materialy narrow (or, in other
cases, the limitation is eliminated),” it may be that
“the reissued claims were materially narrowed in
other respects so that the claims have not been
enlarged, and hence avoid the recapture rule”
Youman, 679 F.3d at 1347, 102 USPQ2d at 1870.
In other words, even if the modified limitation does
not materially narrow, the reissue applicant may
have added a new limitation that still relates to
surrendered subject matter (e.g., same characteristic
or concept). The material narrowing must relate to
what was amended or argued by applicant in the
original application, to define the claim over the art.
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Greenliant Systems, Inc. et al v. Xicor LLC, 692
F.3d 1261, 1271, 103 USPQ2d 1951, 1958 (Fed.
Cir. 2012). Seealso InreGeneral Electric Co., 789
F. App'x 857, 860-61 (Fed. Cir. 2019) (unpublished)
(“The additional limitations identified by General
Electric, however, relate only to positioning of the
synthetic jet assembly. Any narrowing accomplished
by those limitations is thus unrelated to the
surrendered subject matter [the attachment-related
limitations] and therefore insufficient to avoid
recapture”). If the rei ssue applicant believesthat “the
reissued claims were materially narrowed in other
respects,” the reissue applicant should point out
explicitly what limitation has been added to the
claims to materially narrow and how it materially
narrows the claims.

1. ExampleAnalysis

The following examples are provided for analyzing
the reissue claims for recapture.

A. Comparing Reissue Claims Narrowed/Broadened
Vis-a-visthe Canceled Claims

1. ReissueClaimsAreSameor Broader in ScopeThan
Canceled Claimsin All Aspects:

The recapture rule bars the patentee from acquiring,
through reissue, claimsthat arein all aspects (A) of
the same scope as, or (B) broader in scope than,
those claims canceled from the original application
to obtain a patent. Ball Corp. v. United States, 729
F.2d at 1436, 221 USPQ at 295.

2. Reissue ClaimsAre Narrower in Scope Than
Canceled Claimsin at L east One Aspect:

The discussion below is directed to the situation
where the reissue claims are narrower than the
canceled claims in some aspect, but are broader
than the patent claims in some other aspect. Note,
as discussed abovein subsection I1.A, if the reissue
claims are equal in scope to, or narrower than, the
patent claims (as opposed to the canceled claims) in
all aspects, then there can never berecapture and the
discussion that follows is not applicable.

If the reissue claims are narrower in scope than the
claims canceled from the origina application by
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inclusion of the entirety of the limitation added to
define the original application claims over the art,
there will be no recapture, even if thereissue claims
are broader than the canceled claims in some other
aspect (i.e., an aspect not related to the surrender
made in the original application).

For exampl e, assume combination AB wasoriginally
claimed in the application, and the claim was
amended in response to an art rejection to add
element C, and thus, provide ABC (after which the
patent issued). The prosecution history of the original
application does not include any patentability
arguments based on limitation B aone or in
combination with A, C, or A and C. The reissue
claims are then directed to combination
ABbroadenedC The ABbroadenedC clams are

narrower in scope when compared with the canceled

claim subject matter AB with respect to the addition
of C (which was added in the application to
overcomethe art). Becausethereissue claim retains
surrender-generating limitation C and the broadening
was not in the area of the surrendered subject matter,
there is no recapture. On the other hand, if the
amendment paper that added element C in the
prosecution of the original application included
arguments that the combination of B and C defined
the claimed invention over the prior art (e.g., there
is synergistic effect of B and C), then there will be
recapture unlessthe claimismaterially narrowed in
a manner related to the surrendered subject matter.
See example (4) in subsection B below.

Asanother example, assume combination ABZ was
originally claimed in the application, and the claim
was amended in response to an art rejection to add
element C and thus provide ABZC (after which the
patent issued). The prosecution history of theoriginal
application does not include any patentability
arguments based on limitation Z. Thereissue claims
are then directed to combination ABC (i.e., element
Z isdeleted from the canceled claims, while element
C remains present). The ABC claims of the reissue
are narrower in scope as compared to the canceled
claim subject matter ABZ with respect to the
addition of C (which was added in the application
to overcome the art). Because the reissue claims
retain surrender-generating limitation C, thereis no

recapture.
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B. Comparing Reissue Claims Narrowed/Broadened
Vis-a-vis the Patent Claims

As pointed out above, where the reissue claims are
narrower than the patent claimsin al aspects, then
there can never be recapture. If reissue claims are
equa in scope to the patent claims, there is no
recapture asto those reissue claims. Where, however,
reissue claims are both broadened and narrowed as
compared with the patent claims, the nature of the
broadening and narrowing must be examined to
determine whether the reissue claims are barred as
being recapture of surrendered subject matter. If the
claims are “broader than they are narrower in a
manner directly pertinent to the subject matter...
surrendered during prosecution” (Clement, 131 F.3d
at 1471, 45 USPQ2d at 1166), then recapture will
bar the claims. This narrowing/broadening vis-a-vis
the patent is broken down into four possibilitiesthat
will now be addressed.

If aclaim is presented in a reissue application that
omits, in its entirety, the surrender-generating
limitation, that claim impermissibly recaptureswhat
was previously surrendered, and that claimisbarred
under 35 U.S.C. 251. Note, however, subsection VI,
below, “REBUTTAL BY THE REISSUE
APPLICANT,” which points out how the recapture
finding of the Office can be rebutted by applicant,
in some limited instances, by showing that material
narrowing is present in the claims.

1. Reissue ClaimsAre Broader by Entirely Omitting
Surrender Generating Limitation(s) and AreNar rower
in Unrelated Aspect(s):

In this case, there is recapture.

Recapture exists because there is no addition of a
new limitation that is related to the surrendered
subject matter or if thereis a new limitation that is
related to the surrendered subject matter but it fails
to materially narrow the claim (e.g., only adds what
isknown in the prior art).

Thissituation iswherethe patent claims are directed
to combination ABC and the reissue claims are
directed to ABD (whichisnot an overlooked aspect).
Element C was either a limitation added to AB to
obtain allowance of the original patent, or was
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argued by applicant to define over the art (or both)
in the prosecution of the original application. Thus,
addition of C (and/or argument asto C) hasresulted
in the surrender of any combination of A & B that
does not include subject matter related to C. Element
C is asurrender generating limitation. Element D,
on the other hand, is not related to the surrendered
subject matter. Thus, the reissue claim, which
completely eliminates C, is broadened in an area
related to the surrender. The narrowing of the claim
by the addition of D will not save the claim from
recapture because D isnot related to the surrendered
subject matter. If, however, element D were related
to the surrendered subject matter and materialy
narrowed the claim compared to the canceled claim,
recapture may be avoided. See example 4 below.

Reissue claims that are broader than the original
patent clams by entirely omitting the
surrender-generating limitation (element C, in the
example given) without a related replacement
limitation will be barred by the recapture rule even
though there is narrowing of the claims by adding
limitation(s) not related to the surrendered subject
matter. As stated in the decision of In re Clement,
131 F.3d at 1470, 45 USPQ2d at 1165, if the reissue
claim is broader in an aspect germane to a prior art
rejection, but narrower in another aspect compl etely
unrelated to the rejection (e.g., fails to materially
narrow the claim relative to the surrendered subject
matter), the recapture rule bars the claim. Pannu,
258 F.3d 1366, 59 USPQ2d 1597, provides a fact
situation in which this scenario was held to be

recapture.

2. Reissue ClaimsAreNarrower or Equal in Scope
in Area Related to Surrendered Subject Matter and
Are Broader in Unrelated Aspect(s):

In this case, thereis no recapture.

Thissituation iswhere the patent claims are directed
to combination ABCDE and the reissue claims are
directed to ABDE (element C is omitted). Assume
that the combination of ABCD was present in the
original application as it was filed, and element E
was later added to define over that art. No argument
was ever presented asto el ementsA-C defining over
the art.
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In this situation, the ABCDE combination of the
patent can be broadened (in the reissue application)
to omit element C, and thereby claim the
combination of ABDE, where element E (the
surrender generating limitation) isnot omitted. There
would be no recapture in this instance. (If an
argument had been presented as to element C
defining over the art, in addition to the addition of
element E, then the ABCDE combination could not
be broadened to entirely omit element C and thereby
clam combination of ABDE. This would be
recapture; see the discussion above as to surrender
and recapture based upon argument and see example
4 below.)

Additionally, the reissue claims are certainly
permitted to recite combination ABDEgpecific

(where surrender-generating element E is narrowed).
The patent claims can be broadened in an area not
directed to the surrender (by omitting element C)
and narrowed in the area of surrender (by narrowing
element E to Egpecific) Without violating the

recapture doctrine.

Asanother example, assumelimitation C was added
to application claims AB to obtain the patent to
ABC, and now the reissue application presents
claims to AC or ABproadC. Such reissue claims

avoid the effect of the recapture rule because they
arebroader in away that does not attempt to reclaim
what was surrendered earlier. Mentor Corp. v.
Coloplast, Inc., 998 F.2d 992, 994, 27 USPQ2d
1521, 1525 (Fed. Cir. 1993). Such clams are
considered to be broader in an aspect not “germane
to aprior art rejection,” and thus are not barred by
recapture. Note InreClement, 131 F.3d at 1470, 45
USPQ2d at 1165.

Reissue claims that are broader than the original
patent claims by deletion of a limitation or claim
requirement other than the “surrender-generating
limitation” will avoid the effect of recapture,
regardless of the nature of the narrowing in the
claims, and even if the claims are not narrowed at
all from the scope of the patent claims.
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3. Reissue Claims Retain Surrender Generating
Limitation(s) without Change and Are Narrower or
Broader in Unrelated Aspect(s):

In thisinstance, there is clearly no recapture. In the
reissue application, there has been no change in the
claims related to the matter surrendered in the
origina application for the patent.

In this instance, element C was added to the AB
combination to provide ABC and define over the
art, and the patent was issued. The reissue omits
element B and adds element Z, to thus claim ACZ.
There is no recapture because the surrender
generating element C has not been modified in any
way. (Note, however, that if, when element C was
added to AB, applicant argued that the association
of newly added C with B provides a synergistic
(unexpected) result to thus define over the art, then
neither element B nor element C could be entirely
omitted in the reissue application. Seethe discussion
above as to surrender and recapture based upon
argument and example 4 below.)

4, Reissue Claims Retain, in Broadened Form, the
Surrender Generating Limitation(s):

In this case, there may be recapture.

Assumethe combination AB wasoriginally claimed
in the application, and was amended in reply to an
art rgjection to add element C and thus provide the
combination ABC (after which the patent issued).
A reissue application is then filed, and the reissue
application claims are directed to the combination
ABCbroadened The ABCbroadened clams are

narrowed in scope when compared with the canceled
claim subject matter AB (e.g., the original claims),
because of the addition of Cprgadened- Thus, the

claims retain, in broadened form, the limitation
argued/added to overcome an art rejection in the
origina prosecution. In this instance, a recapture
rejection can be made even though ABCproadened
is narrower than canceled claim subject matter AB,
iIf Chroadened Was “well known in the prior art” or
otherwise failsto materially narrow the application
claimsto avoid recapture of the surrendered subject
matter. In Mostafazadeh, the panel explained that
“if reissue claims‘ materialy narrow[ed]’ theclaims
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relative to the origina claims” there is no
impermissible recapture, where“full or substantial
recapture of the subject matter surrendered during
prosecution is avoided.” See In re Mostafazadeh,
643 F.3d 1353, 1358, 98 USPQ2d 1639, 1642 (Fed.
Cir. 2011) (emphasis added). In other words, “if the
patentee modifies the added limitation such that it
isbroader than the patented claim yet still materially
narrows relative to the original claim, the recapture
rule does not bar reissue” InreYouman et al., 679
F.3d 1335, 1347, 102 USPQ2d 1862, 1870 (Fed.
Cir. 2012). Any recapture of surrendered subject
matter that was contained in prior art of the original
prosecution forms the ceiling for determining
whether the modified limitation is materially
narrowing. Id.

IV. REISSUE TO TAKE ADVANTAGE OF pre-AlA
35 U.S.C. 103(b):

For patents issued on an application subject to the
pre-AlA prior art regime (pre-AlA patents), a
patentee may file a reissue application to permit
consideration of process claims which qualify for
pre-AlA 35 U.S.C. 103(b) treatment if a patent is
granted on an application entitled to the benefit of
pre-AlA 35 U.S.C. 103(b), without an election
having been made as a result of error without
deceptive intent. See MPEP § 2147. Thisisnot to
be considered recapture. The addition of process
claims, however, will generally be considered to be
a broadening of the invention (Ex parte Wikdahl,
10 USPQ2d 1546 (Bd. Pat. App. & Inter. 1989)),
and such addition must be applied for within two
years of the grant of the original patent, or in an
appropriate  continuing  broadening  reissue
application claiming the benefit of a prior-filed
broadening reissue application filed within two years
of the grant of the original patent. See dlso MPEP §
1412.03 as to broadened claims.

V. REISSUE FORARTICLECLAIMSWHICHARE
FUNCTIONAL DESCRIPTIVE MATERIAL
STORED ONA COMPUTER-READABLE
MEDIUM:

A patentee may file a reissue application to permit
consideration of article of manufacture claims (not
presented in the patent to be reissued) which are
functional descriptive material stored on a
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computer-readable medium, where these article
claims correspond to the process or machine claims
which have been patented. The addition of these
“article” claims will generally be considered to be
a broadening of the invention (Ex parte Wikdahl,
10 USPQ2d 1546 (Bd. Pat. App. & Inter. 1989)),
and such addition must be applied for within two
years of the grant of the original patent. See aso
MPEP § 1412.03 as to broadened claims.

VI. REJECTION BASED UPON RECAPTURE:

Reissue claims which recapture surrendered subject
matter should be rejected using form paragraph
14.17.

9 14.17 Rejection, 35 U.S.C. 251, Recapture

Claim[1] rejected under 35 U.S.C. 251 asbeing animpermissible
recapture of broadened claimed subject matter surrendered in
the application for the patent upon which the present reissue is
based. See Greenliant Systems, Inc. et al v. Xicor LLC