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This is a decision on the Request far Reconsideration, filed May
22, 2003; which is properly considered under 37 CFR 1.378(e).
Petiticner reguests reconsideration of a grior decision which
refused teo aceept under § 1.378(b) the de ayed payment of a
maintenance fee in the above-identified patent.

The request Lo accept the delayed payment of the maintenance fee
is DENIED. Flease note; pursuant to 37 CFR 1.3781e),. this
decision is a final agency action within the meaning of § USC

§ 104 for purposes of seeking judicial review. See 37 CFR

1.378(g); MBPEF 100CZ.02,

BACEGROUND
The patent issued September 17, 1931. The grace period for
paying the 7 % yeal maintenance fee provided in 37 CFR 1.362(e)
explred at midnight on September 17, 1989, with no payment
applied to this patent A Notice of Patent Expiration was mailed
on October 26, 199%
A petition under 37 CFR 1.378 (b) to accept late payment of the
malntenance fee was filed on September 17, 2001, However, by
Notlice mailed Nevember 6, 2001, patentes was advised that the
petition as filed on Ss

[
: Septemper 17, 2001, was not considered on

the merits because it did not include the reguired fees. The

Notice set a twe-month period for reply, with extensions of +time

permitted. ©n May 6, 2002, petitioner filed the regulired fees
along with a four-month extension of time, Accordingly, the
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petition wa

s then considered ¢n the merits. By decision mailed
March 17, 2003,

the petiticn was dismissed.

The instant petiticn under 37 CFR 1.378(e) re uesting
reconsideration of the decision of March 17, 20032 was filed ob
May 22, 2003

RELEVANT STATUTE AND REGULATIONS

Lad
i
=

woale % 41 () provides that:

(1) The Director may accept the payment of any maintenance
fee required by subsection {(b) of this sectien which is made
within twenty-Iour months after the six-month grace period
1f the delay is shown to the satisfaction of tge Director to
have besen unintentional, or at any time after the six-month
grace period if the delay is shown to the satisfaction of

the Director to have been unaveoidable. ...

37 CFE 1.378(pb) further provides that:

Any petition to accept an unavoidablﬁ delayed anment af a
maintenance fee filed under paragraph (a) of this section
must include:
equired maintenance fee set forth in
} through (q);
{2} The surcharge set forth in § 1.20(i)(1); and
(3] A showing that the delay was unavoidable since
reasonable care was taken to ensure that the
maintenance fee would be paid timelg and that the
petition was filed prcmptf after the patenteze was
notified of, or ctherwise bacame aware of, the
expirallon of the patent. The showing must enumerate
the steps taken te ensure timely payment of the
maintenance fee, the date and the manner in which
patantee became aware of the expiration of the atent,
and the steps taken to filé the petition prompt%y.

In evaluating the showing, the unavoidable standard will be used.
Acceptance of a4 late maintenance fes under the unaveidable delay
Standard is considered under the same standard for reviying an
abandoned application under 35 U.5.C, 133. This is a very
stringent stangard. Decizions on reviving abandoned applications
on the basis of "unavoidable' delay have adopted the reasonahbly
prudent perscn standard in determining if the delay was
unavoidable:

The word ‘unavoldable' ,,. is applicable to.érdinar{_human
affairs, and requires no more or greater care or diligencs

than is generally used and cbserved by prudent and careful
men in relaticon to their most important business.

In _re Mattullath, 38 App. D.C. 497, 514-15 {1912} (gueting Ex
parte Pratt, 1887 Dec. Comm'r Baty 31, 32-33 (1887)) s see also
Winkler v. Ladd, 221 F., Supp. 550, 552; 138 U.5.P.Q. 666, 167-68
(DiDUC: 18863), aff'd, 143 Uos.P.0Q. 172 (B.C. Cir. 1963); Ex parts



Henrich, 1%13 Pec. Comm'r Pat. 139; 141 {1813). In addition,
decisions are made on a "case-by-case basis, taking all the facts
and circumstanges into agocount.” Smith, €71 F.2d at 538, 213

U,5.P.0Q. at 9%82. HNonstheless, a petition cannot be granted where
a petitioner has failed to meet his or her burden of establishing
that the delay was "unavgidable."™ Hairnes, &73 F. Supp. at

31le—-17, 5 U5, F.0.2d af 1131-32.,
OPINION

Petitioner maintains that the petition now includes a showing
that the delay was unavoidable since reasonable gare was taken to
ensure that the Maintenance Fee weould ke paid timely and that the
petiticn was filed promptly after the Patentes was notified of or
otherwise became aware of the expiration of the Patent.
Petitioner continues to argue that the delay was unavoidable due
to:

1. The death of the attorney who had been handling the
files and the conseguent disruption in the decketing and
reminder system that the attorney, Mr. Wiseman, had in place
for docketing due dates and payment dates for Maintenance
Fees and other expenses;

2. The untimely bankruptcy filing of Pyromid, Inc., the
previous record owner of tée present Patent;

3. The inaction eof the Bankruptcy Trustes; and

4. The difficulty in extricating the assets of Pyromid,
Ine. from the Bankruptey Court,

Fetitichner’'s arguments and evidence have been considered, but net
found sufficient to meet his burden of establishing unavoidable
delay. In essence, petitioner attributes the delay in paving the
7" year maintenance fee without surcharge by March 17, 1999, and
with surcharge by September 17, 1938, to 2 causes: 1) the death
of the attorney and ) the bankruptcy filing of the assignee
company. The record is unclear as to the rele of any subseguent
assirgnea,

EE THE ACTICONS OF ATTORNEY WISEMAN

It is well-established that a delay caused by the mistakes or
negligence of ong's wveluntarily chosen representative does nct
constitute unavoidable delay within the meaning af 35 U.B.CI 133,
Haines wv. Cuigg, 673 F.Supp. 314, 316-217; {(1987); Link w.
Wabkash, 370 U,5, 626, B33-634 (1962)., The Patent and Trademark
Cffice must relay on the actions or inactions of duly authorized
and voluntarily chosen representatives, and applicant is bound by
the conseguences of those acticns or inactiens. Thus; reliance
on an attorney per se does not provide petitioner with a showin
ef unavoidable delay within the meaning of 37 CFR 1.37B(b) and 3%
U.5.C. § 41 (e). BSee California Medical Products v. Technel Med.
Erod;, 921 F.Svupp. 1219, 1254, (D.Del. 19%5). Rather, such
reliance merely shifts the focus of the inquiry from petitiocner
to whether the atforney acted reasonably and prudently. Id.
Nevertheless, petitioner is bound by any errors that may have
been committed by the attorney. Caiifﬂrnia, supra.
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Petitioner states to shew that “attorney Wiseman took all
reasonable ard prudent stéps to insure that his clients were
timely remindsd of any fees due,” he was submitting a copy of a
letter sent to inventor Hait regarding another patent (Exhibirt
A). A5 this letter advises the inventsr that the patent is
expired for nocnpayment of the maintenancs fee, this letter is not
persudasive evidence that attorney Wiseman toock prudent gteps to
ensure that malntenanse fees were timely paid. A belated
notification of fees having not been paid and the patent
ceonsequently having expired does not reflect prudent and careful
steps in relatlon fo one's most important business. Petitioner
does net provide evidence of attorhey Wiseman having a system in
place tv ensure timely payment of maintenance fées.

he

o =
Petitioner submit: n docket reccrds or other evidence of
such a system.

b

i]

Petitioner further argues that attorney Wiseman’s filing of a
petiticn to reinstate on September 17, 2001, prior to his death
on November 13, 2001, shows thHat attorney Wiseman exercised the
due care of a reascnably prudent perscon.  Again, this dees not
establish that attorney Wiseman had a system in place to ensure
timely payment of ths maintenance fes. Moreover, petitioner does
not adeguately explain the dela¥ in filing a petition to
reinstate from the expiration of the patent on September 17, 1999
until September 17, 2001. MNor does petiticner explain the delay
in filing a pestit

iticn to reinstate from the mailing of the Notice
of Expiration of Patent mailed October 26, 1999, Thus;, this
evidence is not persuasive that attorney Wiseman acted reasonably
and prudently with regard tg the initia obligation to pay the

maintenance [ee timsly.

Petitioner argues that the evidence shows that thers were no
Srrors committed py attorney Wiseman. Yet it is undisputed that
attorney Wiseman made at least one error - he failed to timely
pay the maintenance fee.

This error was evident before the death of gttorney Wiseman,
Although evidencs cannet currently be obtained from him,
petitioner had the opportunity to obtain such information prior
to his deaths

Petitioner is bound by the actions of attorney Wiseman.
Petitioner has not shown that attorney Wisemah acted with the
required degree of care or diligence Such that his failure to
timely pay the maintenance fee should be considersd unavoidable.

EE THE BANKRUPTCY OF PYROMID

Petitioner has failed to meet his burden of showing that his
failure to pay the maintenance fee was due to financial hardship.
He states tﬁﬂL the payment was not made for the simple reason
that the Patentee and his company, Pyromid, Inc., did not have
a0y money;

Financial hardship may form the basis for a showing of

"unavoidable" delay. ~Such .a showling must establish that
petitioner (or ths party responsible for making the payment )

lacked the financial resources to timely pay the fee at issue or
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to file a petition to reinstate earlier. Such = showing must he
supported Ey a complete showing of the responsible person's
financial conditicn during the entire period between and,
including income, expsnses, assets, credit and obligations, which
made the delay in pavment of the maintenance fee unavoidable:,

Petitioner’s assertien is unsupparted. Petitioner merely states
that Chapter 11 bankruptcy was filed on & ril 21, 1999, prieor to
the expiraticn of the instant patent. Subseqguently, personal
bankruptcy was filed.

Petitioner states that the bankruptcy trustee took over the
company, and mads no effort to maintain the existing patents. In
this argument, petitioner sugdests that the bankruﬁtcy trustes
was responsible feor paying thé maintenance fee. Thus, the
actions of the bankrupicy trustee are material. If the control
of the patent had passed to the bankruptcy trustee during the
pericd for payment cof the maintenance fee, then the issue is
whether the bankruptcy estate had sufficient funds to maintain
the patent. If the bankruptcy trustee made a deliberate decisian
not to pay the maintenance fee then the delayed payment is
neither unintentional or unaveidable.

CONCLUSION

The prior decision which refused to accept under § 1.378(b} the
delayed payment of a maintenance fee for the above-identified
patent has been reconsidered. For the above stated reascons,
nowever, the delay in this case cannot be regarded as unavoildable
within the mesning of 35 USC 41 and 37 CFR 1. 3781H) .

Since this patent will not be réinstated, the maintenance fee and
the surcharge fee submitted by petitioner will be refunded.

As stated in 37 CFR 1.37B(e], no further reconsideration or
review of this matter will be undertaken.

This file is being forwarded te Files Repository.

Hewever, in regards to submitting such finaneis: iriformatiaon,
patentee is veminded that patsnt applications are generally published before a
patent issuess. Palentee should consider whether perscnal information is
necessary in a document to be included in a patent apprlication, bsfore

submitting the information ©6 tThe Offide. Tha Office does not require

the Soeial Security Numbper &% an inventor, and there is no need to includse
Eliig typs of persenal information in a ratent spplicaticn. Even where the
Office does require some degree of confidential information, applicant can
STIll ke steps to protest fthesr Brivesy., For example, & copy of & cancelled

check may be necessary —o show that a Payment was made, but the copy can he
redacted pefore it is submitted to the Office to bleok the routing number on
the check. In addition, slnce patent applicaticns are published with the
correspondence address of the soplization oh the patent applicaticn
publication, applicants, pazticularly thoss applicants who are not using a
patent afterney or patsnt agent, may wish te consider using a husiness address
rather than a home address to preserva privacy. See Reminder of the Froper
Procedure for Filing Confidential Informetion Pursuant to MPEP 724,02, 1282 b6
107 (May 18, 20040,
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