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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

- Inre: Docket No. PTO-P-2010-0030

)
)
)
For: Request for Comments on )
Proposed Changes to Restriction )
Practice in Patent Applications )
)
)
)

75 Fed. Reg. 113
(June 14, 2010)

The Honorable David J. Kappos
Under Secretary of Commerce for Intellectual Property

“and Director of the United States Patent and Trademark Office

Mail Stop Comments - Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Attn: Linda S. Therkorn

By email to:Restriction_comments@uspto.gov
Dear Under Secretary Kappos:

In reply to the Request for Comments on Proposed Changes to Restriction Practice in Patent
Applications published June 14, 2010, at 75 Fed. Reg. 113, at pages 33584-33587 (the
“Request”), Intellectual Ventures, LLC submits the following comments.

L Introductory Comments and Proposals

Intellectual Ventures, LLC, based in Bellevue Washington, is in the business of creating and
investing in new ideas. We create ideas in-house and seek to protect them through the patent
system. We work with inventors both inside and outside of the company—some of the brightest
minds of today’s inventive society—to create our new ideas. In addition, Intellectual Ventures
also builds upon our own ideas by licensing and acquiring intellectual property from industrial,
government and academic partnerships.

Our inventions span a diverse range of technologies, including software, semiconductors,
medical devices and biotechnology. Intellectual Ventures is in the business of ideas, and we rely
on a strong patent system to protect the innovation our company fosters. In short, we create, and
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invest in, inventions with the mission to energize and streamline an invention economy that will
drive innovation around the world.

Intellectual Ventures offers these comments with the goal of building a long-term
constructive partnership with the Patent and Trademark Office (“Office”) in its aim to improve
restriction practice. We support a strong patent system, and are a substantial customer of the
Office’s services.

We believe that appropriate and consistent standards for restriction practice are an important
* part of the patent system because they help achieve high-quality patents and public reliance upon
those patents, and we offer our comments in the furtherance of these goals.

In the Request, the Office identified five specific aspects of restriction practice for which it
sought comments. Before addressing each of the five aspects, we provide our overall view of the
current state of restriction practice. '

Intellectual Ventures appreciates the efforts of ‘the Office to review current restriction
practice and to seek alternatives to improve efficiency and consistency for the Office and the
- community. Our experience demonstrates that current restriction practice is inconsistent and
seemingly arbitrary. It is clear that examiners are imposing restriction requirements using
varying standards. A summary of our proposals follows.

a. Do Not Implement a PCT-style “Lack of Unity” Practice

We do not believe major revision of the MPEP is necessary in order to return consistency and
predictability back to restriction practice. We also do not believe that the replacement of current
restriction practice with a PCT-style “lack of unity” practice will reduce the Office’s workload or
case pendency. Indeed, we believe implementation of a “lack of unity” practice will not be easily
implemented by the community nor will it increase certainty. Further, without clear standards for
what constitutes a “lack of unity,” the PCT-style system might provide additional room for
abuse. '

b. Require Examiners to Follow the Law

Fundamentally, we believe a significant improvement in restriction practice—to the Office
and to the community—can be obtained by requiring examiners to follow the Patent Statute and
the Patent Office Rules of Practice. That is, examiners must be required to provide more than
mere conclusory statements when issuing a restriction requirement. We encourage the Office to
require examiners to establish that the inventions are both independent and distinct and support
any such allegation with a detailed analysis of each restricted claim. Further, examiners must be
required to provide evidence that they would incur a serious burden if restriction is not required.
It has become normal practice to merely cut-and-paste MPEP form paragraphs when asserting
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that a “serious burden” exists. Indeed, we have been informed by Office personnel that
examiners are being trained to do such that."

i. Examiners Are Using Certain MPEP Form Paragraphs That Are Not
Consistent with the Law and Impose Improper “Requirements” Upon
Applicants '

Some of the Office’s training materials, MPEP and internal memoranda’ provide guidance to
examiners that stray from the requirements clearly set forth in the Statute and Rules. During a
recent conversation with a Supervisory Patent Examiner, the undersigned was" told that
examiners are being trained to not provide any reasoning or evidence in support of the “serious
burden” requirement because “most applicants do not traverse restriction requirements, thus
saving the examiners extra work.” Further, the MPEP “Form Paragraphs™ that examiners are
required to use, improperly attempt to shift the burden of proof upon an apphcant and are,
therefore, not consistent with the Statute or Rules.

We have seen a strong trend of restrictions that require us to restrict between disclosed
figures or examples. These types of restriction requirements improperly restrict based on what is
disclosed as opposed to what is claimed. Some examiners have conceded that they do not read
the claims before issuing such restrictions.

Finally, many examiners attempt to require an applicant identify claims that encompass the
elected species or invention. Indeed, the MPEP form paragraphs include such a requirement.
This is improper practice because the examiner has the burden.of providing a clear demarcation
between restricted -inventions, as claimed. This is so the applicant can determine whether
inventions claimed in a continuing application are consonant with the restriction requirement and
therefore subject to the prohibition against double patenting rejections under 35 U.S.C. § 121.
See, for example, MPEP § 814(I). Moreover, requiring the applicant to identify claims that
encompass elected species is tantamount to forcing an applicant to create prosecution estoppel.

‘. Credit or Refund Applicant-Paid Excess Claim Fees

We encourage the Office to implement a policy to credit or refund to an applicant excess
claim fees paid prior to a restriction requirement. When an applicant files an application it pays
fees to the Office according to 37 CFR § 1.16. If an application contains an “excessive number
of claims,” the applicant is required to pay fees for the excess claims. When claims are subject to
a restriction requirement and an applicant isrequired to file a divisional application to have those
claims examined, the applicant is required to pay another basic filing fee. However, the applicant
had already paid the fees necessary to have such claims examined. Such fees should be credited
or refunded to the applicant.

! See, e.g., USPTO Memorandum from Robert Bahr, dated January 21, 2010, attached hereto as Appendix 1.
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d. Eliminate Incentives to Restrict

There are various incentives to restrict claims in applications, including reducing the
workload per application and potentially increasing the total number of “counts” the examiner
could be awarded. To reduce the incentive to restrict an application, we suggest the Office
consider revising the count system regarding the examination of divisional applications. A count
system that factored in the size of the application and the number of claims examined would
likely reduce the number of restriction requirements.

e. Optionally Select Up to Five “Inventions” in a Slngle Application for an
Additional Fee

In a manner similar to how the Office handles nucleotide sequences under MPEP § 804.03,
restriction practice could be improved by allowing an applicant to optionally select up to a
certain number (e.g., five) of restricted inventions for examination in a single application. The
applicant would pay a nominal examination fee for each group selected.

f. Constructive Election

The Office should instruct examiners that when practicing under 37 CFR § 1.145 and MPEP
§§ 819 and 821.03, they still must follow the law and demonstrate that the new claims are are
directed to “an invention distinct from and independent of the invention previously claimed.”

II.  What Should Be Included In An Office Action That Sets Forth A
Restriction Requirement?

We appreciate the request from the Office for suggestions to improve Office actions that set
forth a restriction requirement. Restriction practice has become increasingly complex and
inconsistent. Our practice has seen a dramatic increase in the number of restriction requirements
and a correspondingly dramatic increase in the number of traversals filed. We recently have filed
a number of Petitions to the Director for reconsideration of the restriction requirements, and
_ without a change to the current practice, we will continue to file such Petitions in the future. Like
the Office, we have an acute interest in seeing an improvement in the consistency and quality of
the restrictions. ‘

a. Office Actions Should Demonstrate that Restricted Inventions are
“Independent and Distinct” and Prov1de Evidence Supporting an
Allegation of “Serious Burden” :

i.  The Patent Statute and Patent Rules Require Inventions be “Independent
and Distinct,” not “Independent or Distinct”

It is noted that the Request uses both the phrase “independent and distinct” and the phrase
“independent or distinct.” Throughout the MPEP, the phrase “independent or distinct” is used
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when providing guidance to examiners. However, this is nof the standard. The Patent Statute and
Patent Rules require the Office to demonstrate that restricted inventions be both independent and
- distinct. Despite the long-standing practice within the Office of applying the incorrect
“independent or distinct” standard, Office practice today generally involves analyzing inventions
under the “distinct” standard. The word “distinct” is vaguely defined in the MPEP and has been
applied with enormous breadth in restriction practice. This broad and vague standard has
contributed to tremendous inconsistency in restriction requirements and uncertainty in
determining whether an examiner has correctly identified independent and distinct inventions.
We demonstrate this in detail below. |

1._ The Basis for Restriction Practice

The basis for restriction practice can be found in the Patent Statute and Patent Rules:

35USC. §121

If two or more independent and distinct inventions are claimed in one application,
the Director may require the application to be restricted to one of the inventions.
If the other invention is made the subject of a divisional application which
complies with the requirements of section 120 of this title it shall be entitled to the
benefit of the filing date of the original application. A patent issuing on an
application with respect to which a requirement for restriction under this section

~ has been made, or on an application filed as a result of such a requirement, shall

-not be used as a reference either in the Patent and Trademark Office or in the
courts against a divisional application or against the original application or any
patent issued on either of them, if the divisional application is filed before the
issuance of the patent on the other application. If a divisional application is
directed solely to subject matter described and claimed in the original application -
as filed, the Director may dispense with signing and execution by the inventor.
The validity of a patent shall not be questioned for failure of the Director to
require the application to be restricted to one invention (emphasis added).

The Patent Rules state:

37 CFR 1.141 Different inventions in one national application.

(a) Two or more independent and distinct inventions may not be claimed in one
national application, except that more than one species of an invention, not to
exceed a reasonable number, may be specifically claimed in different claims in
one national application, provided the application also includes an allowable
claim generic to all the claimed species and all the claims to species in excess of

. one are written in dependent form ( § 1.75) or otherwise include all the limitations
of the generic claim.

(b) Where claims to all three categories, product, process of making, and process
of use, are included in a national application, a three way requirement for
restriction can only be made where the process of making is distinct from the
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product. If the process of making and the product are not distinct, the process of
using may be joined with the claims directed to the product and the process of
making the product even though a showing of distinctness between the product
and process of using the product can be made (emphasis added).

37 CFR 1.142 Requirement for restriction.

(a) If two or more independent and distinct inventions are claimed in a single
application, the examiner in an Office action will require the applicant in the reply
to that action to elect an invention to which the claims will be restricted, this
official action being called a requirement for restriction (also known as a
requirement for division). Such requirement will normally be made before any
action on the merits; however, it may be made at any time before final action.

(b) Claims to the invention or inventions not elected, if not canceled, are
nevertheless withdrawn from further consideration by the examiner by the
election, subject however to reinstatement in the event the requ1rement for
_ restnctlon is withdrawn or overruled (emphasis added)..

2. The Office Unilaterally Lowered the Standard From “Independent
and Distinct” to “Dlstmct”

Section 802.01 was added to the MPEP in 1957. Section 802.01 acknowledged that
interpretation of the phrase “independent and distinct” is key to successful restriction practice
according to the Statute: “[t]his raises the question of the inventions as between which the

' Director may require restriction. This, in turn, depends on the construction of the expression
‘independent and distinct’ inventions.” These statements have been substantially maintained for
over 50 years up to the current Section 802.01 of the MPEP. Section 802.01 further explains:

“Independent”, of course, means not dependent>, or unrelated<. If “distinct”
means the same thing, then its use in the statute and in the rule is redundant. If
“distinct” means something different, then the question arises as to what the
difference in meaning between these two words may be. The hearings before the
committees of Congress considering the codification of the patent laws indicate
that 35 U.S.C. 121: “enacts as law existing practlce with respect to division, at the
same time introducing a number of changes.”

The report on the hearings does not mention as a change that is introduced, the
inventions between which the Director may properly require division.

. If section 121 of the 1952 Act were intended to direct the Director never to
approve division between dependent inventions, the word “independent” would -
clearly have been used alone. If the Director has authority or discretion to restrict
independent inventions only, then restriction would be improper as between’
dependent inventions, e.g., the examples used for purpose of illustration above.
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Such was clearly not the intent of Congress. Nothing in the language of the statute
and nothing in the hearings of the committees indicate any intent to change the
substantive law on this subject. On the contrary, joinder of the term “distinct”
with the term “independent”, indicates lack of such intent. The law has long been
established that dependent inventions (frequently termed related inventions) such
as used for illustration above may be properly divided if they are, in fact,
“distinct” inventions, even though dependent (emphasis added).

The Office states that it would restrict claims that it considers to be “independent” inventions
because such independent inventions are “accurately termed ‘distinct.”” > As a result, the Office
effectively concludes that “independent and distinct” really means just “distinct.” The MPEP
provides no explanation to support the Office’s view that Congress intended the lower standard
“distinct” when they drafted “independent and distinct.” This important change to the
 interpretation of the Patent Statute, as well as other phrases introduced by the Office into
restriction practice have lead to numerous errors and increasing confusion within the Office and
community, and a misapplication of the Statute and Rules.

In 1950, draft Section 120 “Divisional applications” of H.R. 9133 permitted restriction
between “two or more independent or distinct inventions claimed” (emphasis added). The Bill
was not acted on by Congress. In 1951, draft H.R. 3760 stated in Section 121: “two or more
independent and distinct inventions are claimed ...” (emphasis added) may be restricted. House
Bill 3760 was revised in H.R. 7794; however, it retained the “independent and distinct” language
for Section 121. Then H.R. 7794 passed the House and Senate and is now known as the 1952
' Patent Act. Clearly, Congress intended that the disjunctive “or” be changed to conjunctive

g

3. The Office Introduces the Extra-Statutory Phrase “Related But
Distinct” and Defines “Distinct” ’

- The Office amended Section 802.01 of the MPEP in 2005 to introduce the extra-statutory
phrase “related but distinct.” The Office’s rationale to restrict “related but distinct” inventions is
described as follows:

II. >RELATED BUI< DISTINCT

Two or more inventions are related (i.e., not independent) if they are disclosed as
connected in at least one of design (e.g., structure or method of manufacture),
operation (e.g., function or method of use), or effect. Examples of related
inventions include combination and part (subcombination) thereof; process and
apparatus for its practice, process and product made, etc. In this definition the

.2 MPEP 802.01 Rev. 3, June 1957
* Information obtamed from the Life Science Law & Industry Report, 3 LSLI 491 (May 8, 2009), attached hereto as
~ Appendix IL
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term related is used as an alternative for dependent in referring to inventions
other than independent inventions (emphasis added).

Related inventions are distinct if the inventions as claimed are not connected in at
least one of design, operation, or effect (e.g., can be made by, or used in, a
materially different process) and wherein at least one invention is PATENTABLE
(novel and nonobvious) OVER THE OTHER (though they may each be
unpatentable over the prior art). See MPEP § 806.05(c) (combination and
subcombination) and § 806.05() (related products or related processes) for
examples of when a two-way test is required for distinctness (emphasis added).

It is further noted that the terms “independent” and “distinct” are used in
decisions with varying meanings. All decisions should be read carefully to
determine the meaning intended.

According to the Office, inventions that are not independent (i.e., that are dependent or
“related”) will be restricted if they are distinct. Related inventions are “distinct” if they “are not
connected in at least one of design, operation, or effect (e.g., can be made by, or used in, a
materially different process) and wherein at least one invention is PATENTABLE (novel and
nonobvious) OVER THE OTHER (though they may each be unpatentable over the prior art).”

Therefore, test is effectively, whether claims are “distinct.” That is, they “are not connected
in at least one of design, operation, or effect (e.g., can be made by, or used in, a materially
different process); and wherein at least one invention is PATENTABLE (novel and nonobvious)
OVER THE OTHER.” It is not clear why the Office goes through the trouble of describing
“related but distinct” when “distinct” appears to be the Office’s sole standard. That is, the Office -
has already concluded that “independent” inventions are, by definition, “distinct.” See, for
example, MPEP §§ 806, 806.03, and 806.05:

Where two or more related inventions are claimed, the principal question to be
determined in connection with a requirement to restrict or a rejection on the
ground of double patenting is whether or notthe inventions as claimed are
distinct. If they are distinct, restriction may be proper. If they are not distinct,
restriction is never proper. (MPEP § 806.05, emphasis added)

The word “distinct” as used in 35 U.S.C. § 121 was not defined by Congress. Moreover,
Congress clearly did not intend simply to use the single word “distinct.” The Office’s definition
of distinct: “not connected in at least one of design, operation, or effect (e.g., can be made by, or
used in, a materially different process) and wherein at least one invention is PATENTABLE
(novel and nonobvious) OVER THE OTHER (though they may each be unpatentable over the
prior art)” has no basis in the legislative history. Unfortunately, this definition, without additional
specific Office guidance, opens the door for myriad examiner interpretations and applications. -
For example, examiner often state that inventions are “distinct” when “the inventions ean be
used in a materially different process.” When faced with a restriction formed on this basis, the
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applicant has no reasonable avenue to argue this point, other than argue that such a basis is not in
accord with the Statute. Moreover, since one could argue that any two things can be used in
materially different processes, such a basis has become commonplace and hence, “normal”
restriction practice. Importantly, this Office-created standard does not reliably determine whether
two or more claims in a single application recite independent and distinct inventions.

A. Examiners Typically Provide Only Conclusory Statements
Using MPEP Form Paragraphs

As demonstrated above, the test of whether claims recite “distinct” inventions is highly
subjective and provides an incentive for abuse. Office Actions that contain an allegation of
distinct inventions typically contain conclusory statements asserting, e.g., that the claims recite
inventions that “can be used in a materially different process.” Moreover, such conclusory
statements are copied from the MPEP’s form paragraphs. Often, the applicant is given no
specific evidence or reasoning why the claimed inventions are considered “distinct.”

MPEP Section 817 states “Form paragraphs 8.14-8.20.02 may bé used as appropriate o set
Jorth the reasons for the holding of independence or distinctness” (emphasis added). The USPTO
Memorandum of January 21, 2010, authored by Robert W. Bahr,* is an example of the Office’s
improper guidance for examiners. Specifically, the Memorandum states:

First, it is never appropriate to requ1re an election between species (or inventions)
that are not patentably distinct® (page 1, emphasis added). '

Second, form paragraphs 8.01 and 8.02 as set forth in the April 25, 2007 memo
and in OACS specify that the species are independent or distinct “because claims
to the dlfferent spec1es recite the mutually exclusive characteristics of such
species.”

To help ensure that all restriction requirements, including election of species
requirements, set forth the requisite burden, and to give the applicant notice of
why there is a burden, form paragraphs 8.01, 8.02, and 8.21 have been revised to
provide for the examiner to specify at least one applicable reason (page 2,
emphasis added).

Form Paragraph 8.01 states:
- 8.01 Requiring an Election of Species; Species Claim(s) Present

This application contains claims directed to the following patentably distinct
_species [1]. The species are independent or distinct because [2]. In addition, these
species are not obvious variants of each other based on the current record.

4 Attached as Appendix I
® We assume the Office’s use of “Patentably Distinct” is essentlally the same definition as used for “distinct” since
the definition of “distinct” includes the requirement that at least one invention be patentable over the other.
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The “Examiner Note” associated with Form Paragraph 8.01 states:
Examiner Note:

1. In bracket 1, identify the species and/or grouping(s) of patentably indistinct
species from which an election is to be made. The species may be identified as the
species of figures 1, 2, and 3, for example, or the species of examples I, II, and III,
respectively. Where the election requirement identifies a grouping of patentably
indistinct species, applicant should not be required to elect a specific species
within that grouping.

2. In bracket 2 insert the reason(s) why the species or grouping(s) of species are
independent or distinct. See MPEP § 806.04(b), § 806.04(f) and § 806.04(h). For
example, insert --the claims to the different species recite the mutually exclusive
characteristics of such species--, and provide a description of the mutually

exclusive characteristics of each species or grouping of species (page 3, emphasis
added).

Examiners cannot comply with the Patent Statute and Rules through rote use of MPEP form -

paragraphs. Indeed, it is our experience that of the numerous patent applications we file covering
a variety of technologies, the written basis for restriction requirements in these cases is largely
the same. This tells us that the improper practice is not confined to specific art units.

The Office must revise the MPEP form paragraphs according to statutory standards and must

encourage examiners to use propetly drafted form paragraphs as a guide in preparing restriction’

- requirements. Furthermore, the Office should consider subjecting to public comment any
proposed new or revised MPEP form paragraph. In effect, the drafters of MPEP form paragraphs
have been allowed to unilaterally change the standards for restriction practice.

1. A New Criterion for Distinctness is Introduced:
“Mutually Exclusive Characteristics”

As shown above, examiners are being instructed to utilize form paragraphs to “ensure ... that
all restriction requirements set forth the requisite burden ... .” Indeed, Form Paragraph 8.01

provides a new (or additional) standard for distinctness: whether the claims recite inventions (or -

species) that include “mutually exclusive characteristics.” This recently added criterion, or test,
for distinctness appears to have been added into Form Paragraph 8.01 via a USPTO
v Memorandum from John Love, Deputy Commissioner for Patent Examination Policy dated April
25,2007.° This criterion was maintained in Form Paragraph 8.01 by Robert Bahr in his USPTO
Memorandum of January 21, 2010

§ Attached hereto as Appendix I
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In addition, Form Paragraph 8.14.01 states:

Inventions [1] and [2] are directed to related [3]. The related inventions are
distinct if the (1) the inventions as claimed are either not capable of use together
or can have a materially different design, mode of operation, function, or effect;

~(2) the inventions do not overlap in scope, i.e., are mutually exclusive; and (3) the-
inventions as claimed are not obvious variants. See MPEP § 806.05(j). In the
instant case, the inventions as claimed [4]. Furthermore, the inventions as claimed
do not encompass overlapping subject matter and there is nothing of record to
show them to be obvious variants.

However, this explanation in MPEP Form Paragraph 8.14.01 is not consistent with the
Office’s own MPEP at Section 802.01 under the heading “Related But Distinct” quoted above.
For ease of comparison, the two are reproduced here.

Related inventions are distinct if the inventions as claimed are not connected in at
least one of design, operation, or effect (e.g., can be made by, or used in, a
materially different process) and wherein at least one invention is PATENTABLE
(novel and nonobvious) OVER.THE OTHER (though they may each be
unpatentable over the prior art) (Section 802.01, emphasis added).

The related inventions are distinct if the (1) the inventions as claimed are either

not capable of use together or can have a materially different design, mode of

operation, function, or effect; (2) the inventions do not overlap in scope, i.e., are

mutually exclusive; and (3) the inventions as claimed are not obvious variants
* (Form Paragraph 8.14.01, emphasis added).

It is apparent that the revisions to the MPEP and its. form paragraphs do not_provide
consistent guidance to examiners or to the community for Office actions that set forth a
restriction requirement. We encourage the Office to revise the MPEP and the form paragraphs to
be compliant with the Patent Statute.

ii. Examiners Should Be Required to Demonstrate Why a Serious Burden
Exists if Restriction is Not Required.

The second prong necessary to establish a restriction requirement is the demonstration of a
“serious burden” on the examiner if restriction is not required. MPEP § 808.02 states:

808.02 Establishing Burden [R-5]

* % %

Where the * inventions as claimed are shown to be independent or distinct under
the criteria of MPEP § 806.05(c) - § 806.06, the examiner, in order to establish
reasons for insisting upon restriction, must explain why there would be a serious
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burden on the examiner if restriction is not required. Thus the examiner must
show by appropriate explanation one of the following:

(A) Separate classification thereof: This shows that each invention has attained
recognition in the art as a separate subject for inventive effort, and also a separate
field of search. Patents need not be cited to show separate classification.

(B) A separate status in the art when they are classifiable together: Even though
they are classified together, each invention can be shown to have formed a
separate subject for inventive effort when the examiner can show a recognition of
separate inventive effort by inventors. Separate status in the art may be shown by
citing patents which are evidence of such separate status, and also of a separate
field of search.

(C) A different field of search: Where it is necessary to search for one of the
inventions in a manner that is not likely to result in finding art pertinent to the
other invention(s) (e.g., searching different classes/subclasses or electronic
resources, or employing different search queries, a different field of search is
shown, even though the two are classified together. The indicated different field
of search must in fact be pertinent to the type of subject matter covered by the
claims. Patents need not be cited to show different fields of search (emphasis
added).

Simply requiring examiners to comply fully with MPEP § 808.02 would be a significant help
to applicants. Many restriction requirements do not come with any justification for alleging a
“serious burden.” Indeed, in our experience, the majority of restriction requirements merely
include Form Paragraph 8.21.01 (found in MPEP § 817) as the alleged “justification”:

8.21.01 Conclusion to All Restriction Requirements: Different C'lassz'ﬁcation

Because these inventions are independent or distinct for the reasons given above
and there would be a serious burden on the examiner if restriction is not required
because the inventions have acquired a separate status in the art in view of their
different classification, restriction for examination purposes as 1ndlcated is proper
(emphasis added).

However, sometimes when an examiner attempts to demonstrate that a “serious burden”
exists, the examiner almost always provides the general search classification of the groups of =
inventions. Typically, no other information is provided. While we appreciate the examiner’s
effort to classify the restricted inventions, examiners must be reminded that restriction is never
proper when the groups are classified in the same class and field of search, and no other
justification is provided. See MPEP § 808.02 “Where, however, the classification is the same and
the field of search is the same and there is no clear indication of separate future classification and
field of search, no reasons exist for dividing among independent or related inventions.”
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In addition, the Office is instructing examiners to use form paragraphs to ensure
demonstration of the “serious burden” prong. See Form Paragraphs 8.01, 8.02 and 8.21 as
. described in the Robert W. Bahr USPTO Memorandum of January 21, 2010. For example:

Note that form ‘paragraphs 8.01 and 8.02 as set forth in MPEP Chapter 800 do not
include an explanation regarding burden, however the restriction requirement is to
be concluded with one of form paragraphs 8.21.01-8.21.03 as set forth in that
chapter. Revised form paragraphs 8.01 and 8.02 as set forth below include the
burden explanation; furthermore, revised form paragraph 8.21 consolidates and
replaces form paragraphs 8.21.01-8.21.03 and 8.22 as set forth in MPEP Chapter
800 (emphasis added). '

8.21 To Establish Burden AND Requirement for Election and Means for
Traversal for all Restriction, other than an Election of Species

There is a serious search and/or examination burden for the patentably distinct
species as set forth above because at least the following reason(s) apply:

(4]
(emphasis added)

In the Exéminer Note for paragraph 8.01, the following four burden explanations are
provided for the examiner:

4. In bracket 4 insert the applicable reason(s) why there is a search and/or
examination burden:

--the species or groupings of patentably indistinct species have acquired a
separate status in the art in view of their different classification

--the species or groupings of patentably indistinct species have acquired a
separate status in the art due to their recognized divergent subject matter

--the species or groupings of patentably indistinct species require a different field
of search (e.g., searching different classes/subclasses or electronic resources, or
employing different search strategies or search queries).

(emphasis added)

Clearly, examiners are being improperly instructed to satisfy their “serious burden”
requirement by simply reciting any. one of the four possible choices listed above. This is not
consistent with Statute or even the Office’s own MPEP. Based on this instruction, no
classification actually needs to be performed, no analysis of the field of search is performed, and
no analysis of whether the inventions have achieved a separate status in the art needs to be done.

As stated in the Introductory Comments of this paper, the undersigned was informed by a

Supervisory Patent Exar/niner that examiners are being taught to use only form paragraphs and
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not to provide any support for an allegation of “serious burden.” This is reportedly due to the
Office’s position that most applicants do not traverse restriction requirements and, therefore,
examiners can avoid justifying the “serious burden” requirement until an applicant traverses. It is
our experience that even under traversal and when pressed for evidence of “serious burden” most
examiners do not provide the required information and simply deem the restriction as “final”—
apparently hoping the applicant will drop the traversal. In this situation, an applicant is left to
decide whether to pay counsel to file a Petition, or simply comply with the improper
requirement. We believe most applicants simply comply because it is a less expensive alternative
‘to filing a Petition with the Director—especially when it is generally regarded that efforts to
traverse and petition a restriction requirement are not typically successful.

The Office and the patent community would greatly benefit from consistency in the standards
applied when determining whether claims are directed to “independent and distinct” inventions.
If the Office continues to utilize “distinct” as opposed to the statutory “independent and distinct,”
then the Office should issue a new clear and straightforward definition that does not open the
door to myriad interpretations and potential abuse by examiners. Further, there should be an
emphasis on requiring examiners to follow the MPEP and to demonstrate, with evidence, the
“distinctness” of the inventions, as well as the demonstration of a “serious burden.” Consistency
between the form paragraphs and the Statute, Rules and even the MPEP itself would improve the
practice. :

b. Lowering the Standards in the MPEP for Establishing “Serious Burden”
Will Add Further Uncertainty and Inconsistency

The removal of current standards for establishing serious burden, as is being considered by
the Office, will impose additional uncertainty and inconsistency on an applicant, and will create
more work for an examiner. Indeed, the Request notes that the Office is considering removing
the current standards for establishing “serious burden” and instructing examiners that a “serious
burden” can be established “when the prior .art applicable to one invention would not likely be
applicable to another invention (e.g., because of a different field of art or different effective filing -
date).” This proposed revision is completely unnecessary if the examiners are merely instructed
to follow the Law and Rules. '

The proposed revision appears to require an examiner to actually perform a search of all
claims in advance of requiring the restriction in order to determine whether “prior art applicable
to one invention is not likely applicable to another invention.” If the examiner performs a search
of prior art vis-a-vis all of the originally filed claims (as presumably would be necessary to meet
this standard), then there can be no future serious burden on an examiner since the search has
already been performed. |
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If the proposed revision does not require an examiner to perform a search prior to making the
allegation that “prior art applicable to one invention is not likely applicable to another
invention,” then such an allegation amounts to mere speculation. The Request implies that the
proposed revision: “when the prior art applicable to one invention would not likely be applicable
to another invention” could be satisfied by showing a “different field of art” or “different
effective filing date.” Therefore, the proposed revision would instruct examiners to establish
“serious burden” by merely alleging “different field of art” or “different effective filing date.”

We respectfully submit that this proposed revision is not an improvement to current practice.
Indeed, it is ripe for at least as much abuse as the current open-ended Office definition of
“distinct.” Moreover, it is not clear from the Request how a “different effective filing date”

would per se indicate that “the prior art applicable to one invention would not likely be.

applicable to another invention.” The Request did not provide examples of such a scenario.
Again, the idea behind 35 U.S.C. § 121 is to prevent an applicant from claiming two or more
independent and distinct inventions in one application. It is not clear how the mere determination
of “different effective filing date” indicates that two or more independent and distinct inventions
are being claimed in one application.

Further, the proposed revision provides no real concrete standard for an applicant to judge
whether an examiner is correct in his or her allegation. The allegation that prior art applicable to
one invention would not /ikely be applicable to another invention is not a determinative indicator
of independent and distinct inventions. One can imagine an examiner might always find prior art
that is applicable to one invention but would not likely be applicable to another invention.
Moreover, it is unknown what he term “applicable” actually means in this context. Does this
mean applicable under 35 U.S.C. § 102 or 35 U.S.C. § 103? If the examiner makes such an

_allegation regarding on the merits of a claim, then we submit that the examiner provide objective -

evidence to support the allegation. Again, if an examiner is required to do more than merely
allege “applicability” of the reference, then we believe then examiner will have to examine the
claims on the merits. And no “serious burden” can be demonstrated since the search has already
been performed on all claims.

Lastly, by allowing examiners to justify the “serious burden” by including language from a
newly revised form paragraph—as opposed ot providing objective evidence—does not further
the purpose of the Request, which is to “improve the quality and consistency of restriction
requirements.”

¢. “Examination Burden” is not Consistent with Historic Practices nor with
Patent Statute or Patent Rules

The Request indicates that the Office is considering tevising the MPEP to specify that “a
serious burden on the examiner” encompasses search burden and/or examination burden.” As
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shown above in the USPTO Memorandum from Robert W. Bahr, some MPEP form paragraphs
already utilize the “search and/or examination” burden as justification. This standard is clearly
not in accord with Statute or historical practice. Changing the MPEP to lower the burden level
for establishing a restriction requirement would mean that a restriction requirement could
conceivably be used in every patent application. The Request indicates that:

However, the determination of whether a claimed invention is allowable requires
both a search of the prior art and an examination of the application to determine
whether the claimed invention meets the statutory requirements for patentability.
The burden imposed by the examination of patentably distinct inventions is, in
many cases, as serious as the burden imposed by searching for such inventions.

We agree that the searching and examination of two applications is more burdensome than
searching and examination of a single application. However, this does not indicate that an
application contains claims to separately patentable inventions—which is the basis of the
restriction practice (see 35 U.S.C. § 121,37 CFR §§ 1.141, 1.142). We submit that this proposed
revision runs counter to statutory mandate. '

It is noted that the examiner must first make the case that separately patentable inventions are
claimed in a single application. In other words, the burden described by the Request is a burden

assumed after-the-fact. Examination of two applications does not establish that two “patentably

distinct” inventions actually exist in the application. Further, the proposed revision provides no
firm standard for an applicant to judge whether an examiner is correct in his allegation.
Examiners are always burdened with examination of an application during prosecution; however,
this is not a per se indicator of separately patentable inventions. One can imagine an examiner

might easily allege that an examination burden exists in an application, whether or not the claims -

are directed to two or more separately patentable inventions. This proposed revision of the
MPEP will certainly lead to less consistency and possibly significant abuse.

d. Restrictihg Claims Based on Non-Prior Art Issues Such as Under 35
US.C. §§ 101, 112, First Paragraph Does Not Indicate that an
Application per se Contains Claims to Separately Patentable Inventions

The Request also states that the Office is considering revising the MPEP to indicate that a
“serious burden” can be established when inventions “are likely to raise different non-prior art
issues under 35 U.S.C. §§ 101, 112, first paragraph” (emphasis added).

We agree that certain claims may raise different issues under 35 U.S.C. §§ 101, 112, first
paragraph. However, this is not a per se indicator that an application contains claims to
independent and distinct inventions—which is the basis of the restriction practice (see 35 U.S.C.
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§ 121, 37 CFR §§ 1.141, 1.142). We submit that this proposed revision runs counter to statutory
mandate.

Whether or not two or more claims are likely to satisfy both the written description and
enablement requirements is immaterial to the analysis of whether those claims recite separately
patentable inventions. The written description and enablement requirements are determined
based on whether the subject matter disclosed in the Specification is sufficient to satisfy the
requirements. The legal inquiry under § 112, first paragraph, examines the Specification text as
opposed to examining claim text. Claim text is examined to determine whether two or more
claims recite separately patentable inventions. What a Specification discloses is not a per se
indicator relevant to whether independent and distinct inventions are claimed.

Similarly to the above, an analysis of a claim for patentable subject matter eligibility under
35 U.S.C. § 101 is a legal inquiry that is distinct from the legal inquiry of whether two or more
claims recite independent and distinct inventions. Subject matter eligibility does not involve
determining whether two or more claims recite independent and distinct inventions. This also is
not an indicator relevant to restriction practice.

e. Grouping of Species Together

The Request notes that the Office is considering revising the MPEP to instruct examiners to
“group together species that are not patentably distinct-from each other.” It also states that “the
examiner should require election of either a single species [sic] or a single grouping of
patentably indistinct species, and the applicant should not be required to elect a specific species
within a grouping of patentably indistinct species.”

We agree with this proposed revision with the caveat that examiners be required according to
statute to set forth, in every restriction requirement, the evidence and reasoning for alleging
“independent and distinct” inventions as well as evidence and reasoning supporting the assertion
of a “serious burden,” as we have detailed supra.

Summary

The MPEP already mandates that examiners must cilways set forth the reasons why the
inventions are independent or distinct and why there would be a serious burden on the examiner
if restriction was not required. Changing the MPEP and its form paragraphs to guide examiners
based on statutory standards “independent and distinct” would be well-received by the
community. Lowering the standard for establishing “serious burden” using immaterial rationale
such as 35 U.S.C. §§ 101, 112, first paragraph, or using a purported “examination burden” would
lead to less consistency and empower examiner’s to restrict claims based on indeterminate
criteria. Moreover, the applicant has little recourse against such reasoning, other than to traverse,
which is generally regarded as unlikely to be successful.
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III. How Should The Process Of Traversing Or Requesting Reconsideration
Be Changed To Achieve More Consistent, Accurate, Timely and Cost-
Effective Review?

a. The Practice of “Requiring” an Applicant Identify Claims Encompassing
the Elected Invention is Improper and Must be Stopped

Rule 143 provides the authorization for an applicant to traverse a restriction requirement. The
MPEP’s “requirements” for traversing a restriction requirement have become increasingly
complex and can impose severe restrictions on an applicant’s ability to respond properly. For
example, MPEP § 818.03(b) mandates the examiner use of Form Paragraph 8.22 in every
restriction requirement. Form Paragraph 8.22 states:

8.22 Requirement for Election and Means for Traversal

Applicant is advised that the reply to this requirement to be complete must
include (i) an election of a species or invention to be examined even though the
requirement be traversed (37 CFR 1.143) and (i) identification of the claims
encompassing the elected invention.

The election of an invention or species may be made with or without traverse. To
reserve a right to petition, the election must be made with traverse. If the reply
does not distinctly and specifically point out supposed errors in the restriction
requirement, the election shall be treated as an election without traverse.

Should applicant traverse on the ground that the inventions or species are not
patentably distinct, applicant should submit evidence or identify such evidence
now of record showing the inventions or species to be obvious variants or clearly
admit on the record that this is the case. In either instance, if the examiner finds
one of the inventions unpatentable over the prior art, the evidence or admission
may be used in a rejection under 35 U.S.C.103( a) of the other invention (emphasis
added). ‘

The MPEP Form Paragraph 8.22 is at odds with the other requirements of the MPEP and the
Statute. By requiring an applicant to provide the claim listing that identifies the “claims
encompassing the elected invention,” the Office has taken the MPEP form paragraphs and
improperly given them the effect of the Statute or the Rules’. In addition, the MPEP fails to cite
any binding legal authority to support the “requirement” that an applicant must include “a listing
of all claims encompassing™ an elected species. Because the asserted “requirement” is stated in a
MPEP form paragraph, it does not impose a legal obligation on an applicant to provide such
listing.

7 By its own admission, the MPEP “does not have the force of law or the force of the rules in Title 37 of the Code of
Federal Regulatlons ” see MPEP Foreword)
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If the Office requires a listing of claims readable thereon, the Office should instruct
examiners to provide their own claim listing. The examiner must have already identified the
~ claims associated with the various species groups. As described above, the examiner typically
states as the basis for the restriction requirement “[t]he species are independent or distinct
because claims to the species recite the mutually exclusive characteristics of such species.” We
" believe this conclusory statement could not have been made without first identifying each
specific claim and its respective claim “characteristics.” Because the examiner must perform this
claim review in order to make the statement, the examiner must have drawn his own view of a
relationship of the claims to the various species. Thus, this information is already available to the
examiner. We believe that the “requirement” imposed on an applicant to provide the claim listing
to be an improper shifting of burden that is not in accord with Statute or MPEP § 814.

Moreover, by requiring an applicant to identify claims that “encompass” an elected invention
invites the applicant to make potentially claim scope-limiting statements in the record. Such pre-
issuance claim interpretation statements could possibly be used against an applicant under post-
issuance claim interpretation rules. Applicants are well-advised to not characterize their claims,
especially since the Office is required to identify the claims associated with each purported
spécies or group, See MPEP §§ 806.01, and 814. See, in particular MPEP § 806.04(e) wherein it

is stated “claims are definitions of inventions.” Since “inventions™ are to be restticted, “[the

- examiner must provide a clear and detailed record of the restriction requirement fo provide a
clear demarcation between restricted inventions so that it can be determined whether inventions
claimed in a continuing application are consonant with the restriction requirement and therefore
subject to the prohibition against double patenting rejections under 35 U.S.C. 1217 (MPEP §
814, emphasis added). A “clear demarcation” requires the examiner identify the claims

-associated with each group or specws

b. Itis Improper to Restrict the Clalms Based on Figures or Examples of the
Specification

We receive a significant number of restriction requirements that are based solely on the
allegation that patentably distinct inventions are disclosed in the figures or examples—not the
claims. We traverse each of these requirements, resulting in a minority (certainly not all) of such
restriction requirements being withdrawn or modified. However, the practice continues even
with the same examiners. Since the claims define the invention that an applicant seeks to patent
(see MPEP § 608.01(k)), MPEP § 806.01 requires an examiner to consider the claims:

806.01 Compare Claimed Subject Matter [R-3]

In passing upon questions of double patenting and restriction, it is the claimed
subject matter that is considered and such claimed subject matter must be
compared in order to determine the question of distinctness or independence.
>Howevet, a provisional election of a single species may be required where only
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generic claims are presented and the generic claims recite such a multiplicity of
species that an unduly extensive and burdensome search is necessary (emphasis
added).

By only referring to the figures of the as-filed application, examiners are requiring restriction
‘of inventions (or species) that are disclosed, as opposed to inventions (or species) that are
claimed. 1t is clear from the discussion above that an applicant may claim “more than one species
of an invention, not to exceed a reasonable number, may be specifically claimed in different
claims” in one national application (see 37 CFR § 1.141). See also 37 § CFR 1.146: “the
examiner may require the applicant in the reply to that action to elect a species of his or her
invention to which his or her claim will be restricted.... However, if such application contains
claims directed to more than a reasonable number of species...” (emphasis added). Clearly,
claims are to be restricted, not figures or examples. '

Restriction based on figures is a relatively recent phenomenon. Indeed, we believe a source
of the inconsistency and confusion is the USPTO Memorandum from John Love, dated April 25,
2007, that was supported by the USPTO Memorandum by Robert W. Bahr, dated January 21,
2010. Both are referenced above. In the Memoranda, regarding the “Examiner Note” associated
with at least Form Paragraph 8.01, examiners are instructed that “[tThe species may be identified
as the species of figures 1, 2 and 3, for example, or the species of examples I, II and III,
respectively” (emphasis added). As shown above, this is without any basis in law and confuses
both examiners and applicants, thus causing a great deal of improper and unnecessary restrictions
and traversals. | ‘

Restriction practice based on anything other than the claimed subject matter, e.g., figures and
examples, is improper and not in accord with the Statute, Rules, or even the Office’s own MPEP.
We encourage the Office to instruct examiners and management of the USPTO to cease the
practice of requiring restriction between figures or examples. '

IV.  How Could the Office Clarify Requirements for Restriction Between
Related Product Inventions or Related process Inventions Where the
Relationship is not Specifically Provided in MPEP Chapter 800?

The Request states that the Office is “considering providing for a new section in the MPEP to
address restriction between related product inventions or related process inventions not otherwise
provided for in MPEP Sec. Sec. 806 through 806.05(j).” Specifically, the Request states:

Specifically, the Office is considering explaining that to support a requirement
for restriction between two or more related product inventions, or between two or
more related process inventions, that are not otherwise provided for in MPEP Sec.
Sec. 806 through 806.05(j), there must be two-way distinctness (see MPEP Sec.
802.01) and a serious burden if restriction were not required. The Office is
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considering explaining that for such related product inventions or such related
process inventions, the inventions are distinct if: (1) The inventions as claimed
have mutually exclusive characteristics (see MPEP Sec. Sec. 806 through
806.05(%)); (2) the inventions as claimed are not obvious variants over each other;
and (3) each invention as claimed can be made by, or used in, a materially
different process or product. In an effort to reduce the number of improper
requirements for restriction between related product inventions or related process
inventions, the Office is considering explaining that where claims of an
application define the same essential characteristics of a single invention, e.g., the
claims vary from each other only in breadth or scope (ranging from broad to
detailed), the examiner should not require restriction between such claims
(emphasis added).

We agree with and applaud the Office for its efforts to reduce the number of improper
requirements for restriction between related product inventions or related process inventions.
Further, we commend the Office in its efforts to instruct examiners to consider explaining that
where claims of an application define the same essential characteristics of a single invention,

e.g., the claims vary from each other only in breadth or scope (ranging from broad to detailed),

the examiner should not require restriction between such claims.

Regarding the related product inventions or related process inventions, we do not believe the
proposed revision to the MPEP will provide clarity, consistency or reduced workload. Indeed,
the standard used in the proposed revision is essentially the same as described above for Form
Paragraph 8.14.01. As demonstrated above, the standard of distinctness defined by Form
Paragraph 8.14.01 is different from the definition in MPEP Section 802.01. If this revision is
implemented, examiners would receive guidance that is not consistent with the MPEP, Patent
Statute or the Patent Rules. The guidance offered to examiners would create more ambiguity
regarding the meaning of the term “distinct.” An easy solution would be for the Office to restate
the standard (as “independent and distinct”), maintain that standard in all Office guidance to
examiners, and require examiners to prove independence and distinctness instead of instructing
examiners to use form paragraphs as a way to satisfy their legal burden.

V. How Could the Office Modify Markush Practice?

The Request states:

First, if the examiner determines that the elected species is allowable, the Office is
considering specifying that the examination of the Markush-type claim will be
extended to the extent necessary to determine the patentability of the claim, i.e., to
determine whether any nonelected species is unpatentable for any reason (35
U.S.C. 101, 102, 103, or 112, or nonstatutory double patenting). If a nonelected
species is determined to be unpatentable, the Markush-type claim would be
rejected, and the search and examination would not be extended to cover all
nonelected species. ' '
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We agree with the analysis and support the Office’s efforts to clarify this aspect of Markush
practice.

The Request also states:

Next, the Office is considering revising the treatment of amended Markush-type
claims to clarify that whether an Office action may be made final is determined by
whether the conditions in MPEP Sec. 706.07 for making a second or subsequent
Office action final are met and is not dependent upon, whether the examiner
previously required a provisional election of species.

We agree with the analysis and support the Office’s efforts to clarify this aspect of Markush
practice. (

The Request also states: -

Lastly, the Office is considering situations where restriction may be proper
between a subcombination and a combination when a subcombination sets forth a
Markush grouping of alternatives. In particular, the Office is referring to a
subcombination that (1) encompasses two or more subcombination embodiments
within its scope, and (2) lists those embodiments using Markush-type claim
language, i.e., lists the embodiments as a group of alternatives from which a
subcombination embodiment is selected. For example, the Office is considering
whether restriction would be proper between a subcombination claim to an
individual DNA molecule selected from a list of alternative embodiments and a
combination claim to an array comprising a plurality of DNA molecules wherein
one or more of the DNA molecules are selected from the list of alternative
embodiments set forth in the subcombination claim. In such a situation, the
combination claim does not require all the elements of any particular claimed
subcombination to be present in the claimed array.

We believe the decision whether to restrict “between a subcombination and a combination
when a subcombination sets forth a Markush grouping of alternatives™ is entirely a fact-specific
determination. We do not believe every subcombination that sets forth a Markush grouping
should automatically be restricted from the combination. Indeed, the Office should reinforce
requirements that restricted inventions must be demonstrated, by the examiner, to be independent
and distinct and that a serious burden would exist in order to justify the restriction.”

Importantly, in the fact situation described in the Request, the Office states its justification -
for why it believes restriction is proper: “In such a situation, the combination claim does not
require all the elements of any particular claimed subcombination to be present in the claimed
array.” However, only do we believe this statement to be factually incorrect, but it is an
inaccurate paraphrasing of the actual test in MPEP § 806.05(c). The Office failed to also
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consider the other prong of the test set forth'in MPEP § 806.05(c). That is, whether “(B) the
subcombination can be shown to have utility either by itself or in another materially different
combination.” It is not apparent whether the Office simply ignored the second part of the test, or
if the Office is proposing modifying the test to include only the Office’s inaccurate paraphrasing
of the first prong.

While it is not clear in the example provided whether the combination claim is dependent
upon the subcombination claim, we take this opportunity to express our belief that it is improper
to restrict a dependent claim from its respective independent claim. Because a dependent claim,
by definition, includes all of the recitations of the claim from which it depends, the dependent
and independent claims cannot be considered to be independent and distinct inventions. See, for

“example, 37 CFR § 1.141(a); and MPEP 806.03:

§ 1.141 Different inventions in one national application.

(a) Two or more independent and distinct inventions may not be claimed in one
national application, except that more than one species of an invention, not to
exceed a reasonable number, may be specifically claimed in different claims in
one national application, provided the application also includes an allowable
claim generic to all the claimed species and all the claims to species in excess of
one are written in dependent form (§ 1.75) or otherwise include all the limitations
of the generic claim (emphasis added). :

- 806. 03 Single Embodiment, Claims Def ining Same Essential Features [R-3]

Where the claims of an application define the same essentlal characteristics of a
single disclosed embodiment of an invention, restriction therebetween should
never be required. This is because the claims are *>not directed to distinct
inventions; rather they are< different definitions of the same disclosed subject
matter, varying in breadth or scope of definition.

Where such claims *>are voluntarily presented< in different applications
**>having at least one common inventor or a common assignee (i.e., no
restriction requirement was made by the Ofﬁce)< disclosing - the same
embodiments, see MPEP § 804 - § 804.02.

Further, while not stated in the example provided, it appears that the claim the Office
considers a “combination” is a dependent claim to “an array comprising a plurality of DNA
molecules wherein one or more of the DNA molecules are selected from the list of alternative
embodiments set forth in the subcombination ‘claim.” The “subcombination” claim is an
independent claim to an “individual DNA molecule selected from a list of alternative
embodiments.” MPEP Section § 806.05(c) requires a “two-way distinctness” test to restrict such
claims. That is, “[tJhe inventions are distinct if it can be shown that a combination as claimed:
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(A) does not require the particulars of the subcombination as claimed for patentability (to show
novelty and unobviousness), and (B) the subcombination can be shown to have utility either by
itself or in another materially different combination. When these factors cannot be shown, such
inventions are not distinct.” Using this two-way test, and assuming the DNA molecules are
novel, it would be evident that the DNA molecule “subcombination” and the array
* “combination” would zot be distinct and should not be restricted. This is similar to Example I
given in MPEP § 806.05(c). '

The applicant could have drafted claims to each individual DNA molecule as opposed to
using a Markush-style claim. This is a matter of style, not substance. Claim scope remains the
same. Logically, if an individual DNA molecule presented in a single claim cannot be restricted
from the array claim, then a Markush claim to multiple DNA molecules should not be restricted.
Again, the Office should not automatically restrict between a combination and a subcombination
merely because the subcombination recites a Markush grouping. The restriction should never be
proper if the claims have a dependency relationship. .

The Office also stated in the Request:

Apart from these specific considerations, the Office invites suggestions from the
public regarding changes to the practice of requiring election/restriction of
Markush claims in a manner that balances the interests of the Office and those of
the public in the context of the current statutory and regulatory framework.

We appreciate the Office’s effort to solicit suggestions to improve the practice in a way that
balances the Office’s interests and those of the public. However, we believe it is in the best
interests of both the public and the Office to consistently follow the Statute and Rules. Further,
the Office’s own MPEP § 803.02 provides relevant guidance:

If the members of the Markush group are sufficiently few in number or so closely
related that a search and examination of the entire claim can be made without
serious burden, the examiner must examine all the members of the Markush group
in the claim on the merits, even though they may be directed to independent and
distinct inventions. In such a case, the examiner will not follow the procedure

described below and will not require provisional election of a single species. >See
MPEP § 808.02.<

Since the decisions in In re Weber, 580 F.2d 455, 198 USPQ 328 (CCPA 1978)
and In re Haas, 580 F.2d 461, 198 USPQ 334 (CCPA 1978), it is improper for the
Office to refuse to examine that which applicants regard as their invention, unless
the subject matter in a claim lacks unity of invention. In re Harnisch, 631 F.2d
716, 206 USPQ 300 (CCPA 1980); and Ex parte Hozumi, 3 USPQ2d 1059 (Bd.
~ Pat. App. & Int. 1984). Broadly, unity of invention exists where compounds
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included within a Markush group (1) share a common utility, and (2) share a
substantial structural feature essential to that utility (emphasis added).

Section 2172 of the MPEP states that: “the invention set forth in the claims must be
presumed, in the absence of evidence to the contrary, to be that which applicants regard as their
invention. In re Moore, 439 F.2d 1232, 169 USPQ 236 (CCPA 1971).” Because applicants chose
to claim their invention in a Markush-style, a presumption exists that the applicant intended each
specie listed in the Markush group to possess a “common utility” and “share a substantial
structural feature essential to that utility.” Restriction of a Markush group may be proper if the
examiner proves using objective evidence, as opposed to mere conclusory statements, that the
species in the grouping lack such characteristics. See In re Harnisch, 631 F.2d 716, 206 USPQ
300 (CCPA 1980), wherein the benefits of Markush-type claims are described:

The allowance of a Markush type claim under a true genus claim would appear to
be beneficial to the applicant without imposing any undue burden on the Patent
and Trademark Office or in any way detracting from the rights of the public. Such
a subgenus claim would enable the applicant to [*724] claim all the disclosed
operative embodiments and afford him an intermediate [**24] level of protection
in the event the true genus claims should be subsequently held invalid.

VI.  How Could the Office Improve Rejoinder Practice?

MPEP § 821.04 provides guidance to examiners regarding rejoinder practice. MPEP §
821.04 provides, in part:

821.04 Rejoinder [R-3]

**>The propriety of a restriction requirement should be reconsidered when all the
claims directed to the elected invention are in condition for allowance, and the
nonelected invention(s) should be considered for rejoinder. Rejoinder involves
withdrawal of a restriction requirement between an allowable elected invention
and a nonelected invention and examination of the formerly nonelected invention
on the merits. °

 The Request stated:

The Office is considering changes to rejoinder practice as part of an effort to
institute more uniform treatment of claims directed to nonelected subject matter
upon the determination that all claims to the elected invention are allowable. The
Office is considering whether to define “rejoinder” as the practice of withdrawing
a restriction requirement as between some or all groupings of claims and
reinstating certain claims previously withdrawn from consideration that occurs
when the following conditions are met: (1) All claims to the elected invention are
allowable; and (2) it is readily apparent that all claims to one or more nonelected
inventions are allowable for the same reasons that the elected claims are
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allowable. Claims that meet the second condition for rejoinder may include, for
example, those that (1) properly depend from an allowable elected claim; (2)
include all of the limitations of an allowable elected claim; or (3) require no
further search and/or examination. Claims that may not be eligible for rejoinder
would include, for example, those that require additional consideration of the
prior art or raise utility, enablement, or written description issues not considered
during examination of the allowable elected claims.

We agree with the most of the proposed changes to rejoinder practice that are mentioned
above. However, as discussed above, we do not believe that rejoinder of claims “that (1) properly
depend from an allowable elected claim; [or] (2) include all of the limitations of an allowable

“elected claim” is necessary because it is improper to restrict such dependent claims away from
the independent claim: Similarly, claims that require all the limitations of an elected claim should
not be restricted away from the elected claim. See, for example, 37 CFR § 1.141(a); and MPEP §
806.03.

We do not agree, however, that claims should not be rejoined due to “additional
consideration of the prior art or raise utility, enablement, or written description issues not
considered during examination of the allowable elected claims.” These considerations are
certainly relevant to the patentability of the non-elected claims, but are immaterial to whether
such non-elected claims recite a separately patentable invention from the elected claims. As
stated in the Request and in MPEP § 821.04, rejoinder practice is the practice where the
propriety of a restriction requirement is reconsidered upon allowance of the elected claims. If it
is determined that such non-elected claims are directed to an independent and distinct invention
and there would be a serious burden on the examiner if rejoinder was made, then rejoinder is not
necessary. However, if the examiner determines that a serious burden on the examiner would not
occur if non-elected claims were rejoined, then rejoinder of such claims should be made.

Lastly, the Request stated:

Separately, the Office is also considering instructing examiners that when all
claims directed to an elected invention are allowable, nonelected claims must be
considered for rejoinder and withdrawal of the restriction requirement. In making
this decision, examiners must reevaluate both aspects of the restriction
requirement, i.e., whether the nonelected invention(s) as now claimed are

- independent or distinct from the claim(s) to the allowable elected invention and
- whether there would be a serious burden if the nonelected inventions were
rejoined. : '

We agree with the Office’s proposed instructions to examiners, with the caveat that the
standard be changed from “independent or distinct” to “independent and distinct.”
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VII. What Other Areas of Restriction Practice Can the Office Improve and
How?

We appreciate the Office’s efforts to improving restriction practice and its efforts to solicit
ideas and suggestions from the community. We believe the suggestions provided hereinabove
will significantly improve the consistency, quality and predictability of restriction requirements.
Other suggestions not already discussed include:

a. Election of Species/Linking Claims

There seems to be considerable confusion regarding restriction of “species” vis-a-vis.

restriction of “inventions” and vis-a-vis “linking claims.” Many Office actions that set forth a
restriction requirement are based on “patentably distinct species” within dependent claims. The
independent claim usually is considered as a genus claim, and yet the dependent claim species
are treated as though they are “patentably distinct inventions.” In such a situation, restriction is
improper for the reasons set forth above regarding i 1mproper restrictions of dependent claims
from their independent claims.

Further, many restriction requirements confusingly interchange the terms “species” and
“inventions.” It is clear from 37 CFR § 1.141(a) that the Patent Rules intend to give “species” a
different meaning and treatment as compared to “inventions.” Consistent and appropriate use of
the terminology “species” and “inventions” will help improve restriction practice.

In addition, “linking claim” restriction practice is in effect the same as genus/species
restriction practice. MPEP § 806.04 indicates that a genus claim may “link a reasonable number
of species encompassed thereby.” However, under MPEP § 809, such a claim may be considered
as a “linking claim.” We recommend that the Office clarify the distinction between linking claim
restriction practice and genus/species restriction practice, or simply eliminate the confusing
“linking claim” restriction practice altogether.

b. Credit or Refund Applicant-Paid Excess Claim Fees

We encourage the Office to implement a policy to credit or refund to an applicant excess
claim fees paid prior to a restriction requirement. When an applicant files an application it pays
fees to the Office according to 37 CFR § 1.16. If an application contains an “excessive number
of claims,” the applicant is required to pay fees for the excess claims. When claims are subject to
a restriction requirement and an applicant files a divisional application, the applicant is requlred
to pay another basic filing fee

Under these cncumstances, an applicant should be entitled to a credit or a refund of the

excessive claim fees paid in the original application for claims subsequently filed in the
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divisional application. For example, in an original application “(A)” containing five independent
claims and 100 dependent claims, the non-small entity applicant pays excessive claim fees of
$4420 [$420 (two extra independent claims x $210) plus $4000 (80 extra dependent claims x
$50)]. If the examiner requires restriction and the applicant files a divisional application “(B)”
for two independent claims and 40 dependent claims, the excess claim fees for such divisional
application (B) would total $1000 (20 extra dependent claims x $50). After restriction, the
applicant will have paid a total of $5420 in excess claim fees.

However, after restriction, application (A) now contains three independent and 60 dependent;
and application (B) now contains two independent and 40 dependent claims. If applications (A)
and (B) were originally filed as two applications with this claim configuration, the tofal excess
- claim fees for such applications would be $3000: (A) 40 x $50 = $2000; and (B) 20 x $50 =
$1000. Therefore, because of the restriction, the applicant paid $2420 more in excess claim fees
than without the restriction requirement. This is a significant amount and the Office should
implement a policy whereby an applicant is able to obtain a credit or a refund of the excess claim
fees already paid in the applications. '

¢. Constructive Election

‘When claims are presented following an earlier restriction requirement, an examiner may
find that the new claims are directed to an invention other than the one elected. This practice is
generally described in MPEP §§ 819 and 821.03 and 37 CFR § 1.145. It is our experience, |
however, that examiners will hold as a matter of course that such newly presented claims are
directed to an invention other than the one elected. It is our experience that examiners will -
constructively elect claims even if the originally elected claims are canceled and new claims
added, no matter how similar the claim sets may be. The examiner will refuse to examine the
* new claims under the rubric of restriction practice. We have encountered examiners that simply
allege the new independent claim is directed to a different invention or directed to a non-elected
invention and they fail to provide any evidence to support their assertions. We encourage the
Office to instruct examiners to comply with 37 CFR § 1.145—to demonstrate that the new
claims are directed to “an invention distinct from and independent of the invention previously
claimed.”

VIII. Other Suggestions for Improvement

-a. Eliminate Incentives to Restrict

We believe various incentives exist for the Office to .restrict claims, including increased
revenue from divisional application filing fees. However, one of the largest incentives may come
from the examiner “Count System.”

t
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i.  Revise the “Count System” With Respect to Divisional Applications

An examiner facing an application containing a large number of claims has a strong incentive
to- force the restriction of claims. With relatively few applicants traversing restriction
requirements, an examiner can easily create a potential multiple “count” family. The examiner’s
work would be reduced over the entire family since each application has the same specification
and would likely involve the same prior art search and issues. Receiving those examination
“counts” depends, of course, on the applicant actually filing divisional applications on the non-
elected claims. Thus, for essentially little additional work, an examiner can turn a “two count”
application into a potential four, six or more count “family.” If the applicant does not file a
divisional application on the non-elected claims, the examiner still can receive the same count
number for examining the reduced claim set (i.e., the elected claims). Thus, the restriction gives
the examiner an easy vehicle to receive the same award for less work.

To reduce the incentive to restrict an application, we suggest the Office consider revising the
count system regarding the examination of divisional applications. For example, a count system
that factored in the size of the application and the number of claims examined would likely
reduce the number of restriction requirements.

b. Allow an Applicant to Optionally Select a Number of (e.g., five)
“Inventions” in a Single Application for an Additional Fee

In a manner similar to how the Office handles nucleotide sequences under MPEP § 804.03,
restriction practice could be improved by allowing an applicant to optionally select up to a
certain number (e.g., five) of restricted inventions for examination in a single apphcatlon The
applicant could pay a nominal examination fee for each group selected.

¢. Provide a Mechanism for Expedited Administrative Review of Traversed
Restriction Requirements

Currently, an applicant that is unhappy with a final restriction requirement may petition the
Technology Center Director (37 CFR § 1.144; MPEP § 1002.02(c)(2)). This is a costly and time
consuming process for any applicant. We recommend the Office provide the applicant with a
more time-sensitive and cost-effective administrative review procedure. For example, by filing a
simple request, the applicant could have the record reviewed by the Supervisory Patent
Examiner. If the applicant is still unhappy with the administrative review, the applicant then can
petition the Director.
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Consideration of the above comments is respectfully requested.

Respectfully submitted,
Intellectual Vengures, LL.C

ephen L. Malaska, Esq.
Vice President, Biotech Prosecution
Reg. No. 32,655

Date: August 13, 2010

Intellectual Ventures, LLC
- 3150 139th Ave SE

Building 4

Bellevue, WA 98005
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APPENDIX I

%/ UNITED STATES PATENT AND TRADEMARK OFFICE
VraT Co

Commissioner for Patenis

United States Patent and Trademark Office
P.Q. Box 1450

Alexandria, VA 22313:1450

www.upto.gov

MEMORANDUM
Date: January 21,2010
To: Aedhnokoty Center Directors

Paterit Examining Cotps

“From: Robert W. Bahr ,
Acting Associate Commissiorier
for Patent Examination Policy

Subject: Changes to Restriction Form Paragraphs

The purpose of this memorandum is-to clarify Office policy with respect to communicating election of
species requirements to applicants.and with respect to establishing burden in the context ofa restriction
tequirement. The guidance and form paragraphs.set forth herein supersede the April 25, 2007
memorandum regarding changes to restrigtion form paragraphs, form paragraphs 8.01, 8.02, and §:21
curréntly in the Office Action Couespondencc Subsystem (OACS) -and form; paragrdphs 8:01, 8.02,
8:21.01-8:21.03, and 8.22 currently in MPEP Chapter-800 (8" Ed., rev. 7, Tuly 2008).:

Formy paragraphs-8.01 and.8.02 concerning election.of species have caused confusion for some patent:
-examiners-and applicants: with regard to (1) whetherthe-applicant must-always ¢lect a single.species,
(2) why. the species ffom which-applicant is required to elect are. independent or distinct, and (3) why
there would be a borden on the'examinerifian clection of species were riot required,

First, if is.never appropriate to-requirg an election between.spegies (or inventions) that ‘are not patentably
‘dlstmut In sefting. forth the specie§ from: which an applicant is required 1o €lect, the examiner. should
group together species that are.niot patunablv distinct from each other. Form paraﬂraphs 8.01 and 8.02
have been tevised by adding references to’ ;,roupmg(s) of patentably indistinct species” so as'td permit
examiners (o require ¢lection of either a single: species or a single prouping of patentably indistinet

species. As explained in the examiner notes, where the election requiremient identifies -a grouping of”

patentablv indistinct species, applicant should not be required to elect.a specific species within that
grouping.

Sccond, form paragraphs 8.01 and 8.02 as:set forth-in the April 25, 2007 memo and in OACS specify that
the species arc independent or distinet “because claims to the different. species recite the mutually
exclusive characteristics of such species.” However, this exemplary language is inadequate in certain
cases, and it may be necessary to set forth additional details and/or different reasons to support the
requirement for election. Therefore, form paragraphs 8.01 and 8.02 have been revised to permit the

1
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APPENDIX I, continued

examiner to set forth an explanation as to why the species or grouping(s) of species are independent or
distinct.

Third, with regard to the burden requirement, form paragraphs 8.01 and 8.02 as set forth in the April 25,
2007 memo and in QACS presumethere is a burden to search and/or examine patentably distinet species
“due to their mutually exclusive characteristics,”™ and assert that at least one of several possible reasons
apply. Similarly, form paragraph 8.21, which concludes all restriction requirements other than those
sétting foith only an election of species,-explains that there would be a'serious search and/or examination
burden if restriction were not required because one or more of reasons listed therein apply. None of these
form paragraphs currently provide for the:.examiner to identify the specific reason(s) why there would be a
search and/or examination burden if restriction were not required in the application under cxamination,

As noted in MPEP §§ 803 and 808.02, if the examination and search of all:the claimg in an application
can be made without serious burden, restriction should not be required, even though they are drawn to
independent or distinct inventions, including species. To help ensure that all restriction requirements,
including election of species requirements, set forth the requisite burden, and to give the applicant notice
of why there is a burden, form paragraphs 8.01, 8.02, and 8.21 have been revised-to provide for the
examiner to specify at least one applicable reason. Possible applicable reasons are listed.in the examiner
notes to the form paragraphs, and are consistent with MPEP § 808.02:

Note: that form paragraphs 8.01 and 8.02 as set forth in MPEP Chapter 800 do not include an explanation
regarding burden, however the restriction requirement is'to be concluded with one of form paragraphs
8.21.01-8:21.03-as set forth in.that ¢hapter. Revised form paragraphs 8.01 and 8.02 as‘set forth below
include the burden explanation; furthermore, revised form paragraph 8.21 consolidates and replaces form
paragraphs:8.21,01-8.21.03 and 8.22 as set forth in MPEP Chapter 800.

The following foirm paragraphs will be‘available ascystom form paragraphs uniil the release of the next
QACS update. '

Revised form paragraphs 8.01, 8.02 and 8.21

4 8.01 Requiring an Election of SpeueS' Species Claim(s) Present

"THis application conlaing claims dircéted to, the following patentubly distinet species [1]. The species arc mdc.pmdcnt or distinet becatise
121. In uddifion, these species are notobvisus:ivariants.of each ofherbased on the current record.

Applicant'is required under 35 U.S.C. 131 {o elect a single disclosed species, or & single grouping of patentably indistinct species; for
prosecution on the merits to which the claims shall be restricted i no.generic claim is finally held to:bciallowable: Currently, 3] g generic.

Therc is & search and/or examination burden for thépaténtibly distinct spcucs as set forth above hecause at Jeast ihe 1ollowmg reason(s)
apply:

141,

‘Applicant is. advised ‘that the-reply 10 this requiveiment to. be complete must isclude (i) an electmn of & species.or a grouping of
patentably indistinet species to be examined ‘even though the requirement may be traversed (37 CFR 1.143) and (ii) identification of té
claims encompassing the elected. species or grouping of patentably indistinet spcues including any claims subsequently added. An
argument that arclaimis allowable or that all claims-are generit is considered nonresponsive inless accompanied by-an clection.

The clection may be made with or withotit lravérse, To preserve u right to petition, the election must be made with traverse. 1F the.reply
does not distinctly @nd specifically point out supposed errors in the election of species requirement, the ;Iccliun shall be treated as an election
without traverse: Traversal muost be presented 4t thé: time ol election in order 1o be considered timely. Failure 1o timely waverse the
requirement swill result in. the 1oss of right to petition under 37 CFR 1,144, If claims ure added after the election. applicant must indicate
which ofthese claims‘are readable on the elected specics or grouping of patentably indistinet species. )

Should applicant traverse on the ground thai the species, or groupings of patentably indistinet specics ffom which election is required, are
ot patentably distinel, applicant should submit evidence or identify such evidence now of record showing them to be obvious variants of

2
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APPENDIX I, continued

clearly admit on the record that this is the case. In either instance, if the examiner finds one of the species unpatentable over the prior arl. the
cvidenee or admission may be used i a rejection under 35 U.S.C. 103(a) of the other species.

Upoi the allowanee of a generic claim, applicant will be entitled to consideration of claims to addmoml species whichi depend from or
otherwise require all the limiiations of an allowable generic claim as provided by 37 CFR 1.141,

‘Examiner Note:
1. In bracket 1, identify the species andor grouping(s)-of patentably indistinet species from which an ¢lection is to be made, The specics
may be identified as the species of figures 1, 2, and 3, for example, or the species of examples [ I, and 111, respectively. Where the glection

requirement identifjes a grouping of patentably indistinet species, applicant should not be required to elect a specific species within that .

grouping,
2. In bracket 2 insert the reason(s) why the species or grouping(s) of specics are independént or distinet, Sec MPEP § 806.04(b). §
806.04() and § 806.04(h). For example, insert --the claims to the different species recite. the imutually exclusive characteristics of such
species--, and provide a description of the mutually exclusive chardcteristics of each species or grouping ol species.
3. In bracket3 juisert the appropriate generic claim information.
4 In bracket 4 insert the applicable reason(s) why-there is.a.search-and/or examination burden;

~the species or groupings of patentably indistinét species have acquiréd o separate Statas in the art in view. of their dilfergni
clagsification

=the species or groupings of patentably indistinct species have acquired a separate status, in the'art Jug to their recognized diverpent
subject matter )

© —the spécies or groupings ol patentably indistinct species require a differentfield-of search (¢.g., searching different clas

oF clectronic resources, or employing different search:strategies or searcly queries).
5. This form paragraph does not need to be, followed by form paragraph 8,21

4

subclasses

% 8.02 Requiring.an Election of Species; No Species Claim Present

Ciaim(s) 1] isfare generic to'the. Tollowing.disclosed patentably distinet species: 121 The speciesare mdupundem or distinet because [3].
In‘addition, these species are not obvious variants of each-other baged on'the current record,

Applicant, is required under 35 U.S.C. 121 1o elect a.single disclosed species; or'd single grouping of patentably. indistinet §pecics. for
prosecution.on the terits to which the claims. shall be restricted if no genéric Claimis finally Reld 10 be-allovvable.

There is & sedrch and/or examination burden for thé patentibly.distinet spécics as sei Torti abpve because 4t least the Tollowing reason(s)
apply:

4l

Applicant’ is advised that the reply to this requirement to. be complete must include (i) an election of a:species or.a grouping of
patentably indistinct species to-be examined cven though-the requirement inay be- traversed (37.CFR1L 143)and (i) identification of th¢
claims ‘encompassing the elected species or grouping of” pa\tcnmblv indistinet species, including any claims subsequeritly added. An

argument that @ claisi is dllowable- o that all claims are generic-is.considercd nobresponsive inless-accompanied-by an election,
The election may be made wilh'or withoul traverse: To'preserve aAight (o pétition. the eléction mist be made iwith traverse. 1f the reply
. does notdistinetly-and spicifically point out supposed-crrors in the slection of spocies requirement, theelection shall be weated as an election
sal raust. be presented at the time-of tion. in-order o be considered timely, Failure to timely raverse the
requirement will result in the loss of right to petition under 37 CFR 1,144, 1f claims are added aftey ihe clection. spplicari iust indicaie
whichof these:claims are readable on the elected species-or grouping-of p'mnmhl\ indistinet species.

Showild np;)hcam traverse o the-ground thal the species, or-groupings. of patentably indisiingt species Troni which glection i requiréd. sre
not patentibly-distict; spplicant shiould submit:evidence a7 identify.such evidence now of récord showing. them to be obviois variants or
clearly admit on the record thatthisds the case..In ither instance; if the'examiner finds eneof the sp»cm,unpdtcnldblc gver the.prior art, the
evidence or admission may be uised in a rejection ynder 35 03(a) of the:othierspecies.

Upon the allowanee of a’genéiic claim, applicant will titled to consnderauon of claims:to additional species which depend, from ar
otherwise require’ all the fimitations ot an allowable'gencric claim as provided by . 37GER 1, l'H

Examiner Note:

I This foim patagraph shoufd be used for:ihe election orspu.ncs fequirement-deseribed.in MPEP §:803:02 (Markush oroup) and MPEP §
808.01{a) where onl\' generic claims ate presented:

2 Inbrackei 1, insert the cldim number(s).

3. Inbracket'2, clearly identify the spccics andfor grouping(s) of patentubly mdmmcl specics {mm which an clection is 1o be'made, The
specics may be identified as the species of figures 1, 2. and 3, for.example, .or the species of examplesT, 11, and 111, respectively. Where the
election requirement idertifies a grouping of patentably indistinct specics, applicant should not be required to elect @ specific species within
that grouping.

4 To bracket 3 insert the reason(s) why the species or groupings of species s disclosed are ‘independent or distinet.  See MPEP §
806.04(h), § 806.04(H) and § 806.04(h). For cxample. -insert ~as disclosed the differcit, species have mutually exclusive characteristics:for
cach 1dcnnhcd species--. and provide a description of the mutually exclusive characteristics of cach speeies or grouping of species.

5. Inbracket 4 insert the applicable reason(sy why there isa search and/or examination burden:
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--the . specics or groupings of patentably Indistinet species have acquired a scparate statos in the art in view of their dilferent;
classification ‘

--the species or groupings of pateniably indistinet species: have acquired aseparate status in the art due 10 thiir recognized divergemt
subject matter

—the species or groupings of patentably indistinct species require.a different field of search (e.g., searching different classes /subrlasses
or electronic resources, or employing differcnt search strategics or search queries).
6. This form paragraph does not need ta be followed by form paragraph-8.21,

G 8.21 To Esiablish Burden AND Requirement for Election and Means for Traversal for all Restriciions,
other than an Election of Species
Restriction for examination purposes as indicated is proper because all these inventions listed in this dcuon are independent or distinel for
the reasons given above and there. would be a serious search and/or examination burden if restriction were not required because at ledst the
. Following reason(s) apply;

Applicant i§ advised that-the reply to this requirement to be complete. must include (i) an election of-a invention to be examined
gven though the fequirement may be traversed (37 CFR 1.143).and (ii) identification of the-claims enconpassing:the elected invention.

The election of anfinvention may be made with or withduit traverse; To reserve a nghl to petition. the: ‘Clection mitist be made Wit traverse,
1f the reply does not distinetly and specifically point-out supposed crrors in the restriction réquirement, the election shatl be weated ag an
clection withoul traverse, Traversal must bespresented at-(he time of election- in-order to'be considered timely; Failope to timely traverse the'
requiremcnt will cesull-in the loss Of right o petition under 37 CFR 12144, If cliims are added-afler the- clection, applicant must indicate
which of these claims:are readable upon the lected invéntion,

Shiould applicantitravérse on-the ground thar the-inveniions.are not patentably distinet; applicant ;th:ld_gibnwi& evidence oridentify Sucly
gvidence now of record showing the inventions to be obvious variants or clearly admit-on the record that this:is the case, In:cither instance, if
the examiner finds one of the-inventions unpateniablc-over the prior art, the evidence or admission may be used in a rejection under 35
1.8.C. 103(a) of the other invention,

Examiner Note:
I.  THIS FORM PARAGRAPH MUST BE ADDED IO ALL RESTRICTION REQUIREMENTS. other_than those containing. only
election ‘of species, with-or without an-action.oh the merits. ThisTorm:paragraph only needsito-be used once, after all resuiction: requirements
arg-set out: )
2. Tnbiacket I insert the applicable reason(s) why-therc s a.search and/or

xamination burden: '

~ihe inventions haye¢ xgc,qui‘r'e‘d 7 separate stausin the art i view ofaheirdifferdnn classiticalion

--the inventions have dequired o separate slatus in-thé ark de'to'theirrecognized divergeiit subject matter:

~-the inventions require a different field of search { earching differcat classes fsubclasses or clu,trom(, FESOUICES. OF. cmp]ovmg
different stdrch-stralegies or scar ¢h quories).
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APPENDIX II

LIFE SCIENCES
&INDUSTRY

VIOL. 2, NO. ¢

REPORT

MAY 8, 2000

When asked by BNA to discuss major issues in life sciences patent prosecutions, attor-
neys responded emphatically, “Restrictions. " Particular attention was paid to the PTO's in-
terpretotion of the phrase “independent and distinct’™ in the section of the patent law on
divigional applications. Attorneys told BNA that as a result of the interpretation many life
sclences patent applications may be unnecessarily restricted. Investigation by BNA and
comuments by life sciences attorneys show that the history of confusion over the interpreto-
tion rung deep. And a solution may be complicated. '

Life Sciences Patent Restrictions Depend on Meaning of Word ‘And’

5. Patent Law on divisionsl applicstions, 35
U.8.C. § 121, reads, *If twa or more independent
and distinet inventions ars dlaimed in ane applica-
tion, the Director may require the application to be re-
stricted to one of the inventions,™

The PTQ has long held that “indepandent and dis-
tinet™ means “independent or distinet.” A slide from the
Sept. 13, 2006, mesting of the PTO's Biotechnology?
Chenucal!?harmaceuncal Customer Partnesship (BCFj
meeting on restriction petitions referances 35 VB,
% 121 states, “Historically the phrase “twa or more inde-
pendent and distinet inventions® has been interpreted ta
mean two or mare independent or distind inventions.™

Karen Canssn, & parmer in the intellectual property
practice group afSheppan:I Mullin Richier & Hampton
1LP, Menlo Park, Calif., told BNA, *Many life sciences
patent applications, which typicelly include composi-
tion, method, assay, and device claims, ave probably be-
ing restricted unnecessarily as & result of the PTO’ use
of the ‘independent or distinct’ standand.” "

Jane M. Love, partnar and co-vice chair of the intel-
lectual property department of Wilmer Hsle, New York,
told BNA, "The FTO interpretation, which is brosder
than the pizin language, is s problem for spplicants
with claims in the ares of life sciences. There seem to

I See httpyiwww.cabic.conybep (91206,

be incressingly more restriction requirements among
claims in the life sciences technologies than in other
technelogies. This causes increased vost for applicants
1o prosecute claims in separate applications that could
have been retained in one spplicstion had there been a
different interpretstion of the language. I also causes
great delay in prosecution of the restricted subject mat-
ter since & new divisienal application would need to be
filed pricr to examination of the restricted claims.”
Love continred, “In seme cases, the mmber of re-
stricticn groups setout by the PTQ in one application is
high—it zan be ewver 20 groups, The PTO nften includes

. in their reasoning underlying thre restrietion pequire-

mert that it would be an ‘undue burden’ on the exam-
iner to search. However, over the past five or so years,
the search engines availsble to the public have im-
proved tremendonsty, and mucleic acid sequence data-
bases and peptide sequence datgbases have als¢ ime
proved dramatically.”

PT0’s Definitions. The PTO justifies its interpretation
af “independant and distinet™ in comments on restric-
fions and double patenting in Chapter 800 of the
Wanuasl of Patenting Examining Procedures:

11 *distiner™ means the same thing [45 Independant], then
1ts use In the statute and in the tule Is requndant. ... . If see-
fion 121 0f the 1852 Act ware Intendad to diract the Direc-
tor Dever to approve division between dependent Inven-

COPYRIGHT ® 2003 BY THE BUUREAU OF NATIONAL XFFAIRS, INC.

APPENDIX II, continued

185N 1935 T257

38

Intellectual Ventures, LLC; Comments on Proposed Changes to Restriction Practice



tions, the word “independent” would clearly have heen
used alone, If the Director has authority or discretion to ré-
strict independent inventions only, then restriction would
be improper as between dependent inventions, e.g., the ex-
amples used for purpose of illustration above. Such was
clearly not the intent of Congress. Nothing in the language
of the statute and nothing in the hearings of the committees
indicate any intent to change the substantive law on this
subject. On the contrary, joinder of the term “‘distinet” with
the term “‘independent” indicates lack of such intent. The
law has long been established that dependent inventions
(frequently termed related inventions) [may] be properly
divided if. they are, in fact, “distinct” inventions, even
though dependent.?

The MPEP goes on to characterize inventions as “dis-
finct if the inventions as claimed are not connected in at
least one of design, operation, or effect (e.g., can be
made by, or used in, a materially different process) and
wherein at least one invention is patentable (novel and
nonobvious) over the other (though they may each be
unpatentable over the prior-art).”

In an April 25, 2007, internal PTO memo from the -

deputy commissioner for patent examination policy on
comimunicating election of species ‘requirements and
establishing examination burden to applicants, a copy
of which was.obtained by BNA, the'PTO appeared to be
further standardizing resmctlon requirements- regard-
ing “independent and distinct.™®

The merno states that, while the then-current form re-
quired an examiner to prowde an explanation as to why
the:species are “independent or:distinct,” the new form
already provides the three most common reasons, fe-
quiring, the examiner only to identify the species and
the generic claims.

Patent Act's Legislative History. However, an examina-
tion of thelegislative history of the Patent Act of 1952,
‘which was the: first Tevision of U.S. patent law sirice
1836 and was codifiéd as Title 35 of the U,S: Code, sug-
gests'a different conclusion as:to the. meaning of “inde-
‘pendent and distinet” than the one armrived at by the
PTO.

The “Proposed. Revision. -and Amendment of the
Patent’Taws™ by the Hotise Judiciary Commmittee; whick
‘wasprinted by the Government Printing Office in 1950
during the -81st Congress, shows that the wording: 6f
Section 121 on divisional applications was, “If two, or
moré-independent:or- distinét, inventions are claimed in
one-application, the Director may. 1equ1re the applica-

“tion to be restricted to one of the inventions; ‘and the -

other fnvention or inventions may only be made the
sub;ect ‘of divisional applications.” The: phrase used {s
“independent or distinct:” The same phirase appears in
H.R. 9133%; introduced on July 17, 1950. The bill was
not.acted on in the 815t Congress,
H.R. 3760° was introduced in the House on April 18,
1951, in the 82nd Congress by Rep. Joseph R. Bryson
D: N o, chairman of a subcommittee of the House Judi-

2 MPEP, '‘Chapter 800 Restriction in Applications Filed Under

35 U.S.C. 111; Double Patenling,” Sée hitpy/fwww.usptop.gov/web/
ofﬁces/pac/mpep/old/EBRS 800;pdf.

3 Memorandum from PTO Depuity Conimissioner-for Patent
Examination Policy John Love to Technology Center Directors,
Re: Changes to Restriction Foim,Paragraphs, April 25, 2007,

*See hitp://www.ipmall.info/hosted resources/hpa/patenls/
patentact/file11.pdf.

5 See hitp://www.ipmall.info/hosted _resources/lipa/patents/’

_patentact/i ﬂe 14.pdf.

ciary Committee that was in charge of the patent law re-

visions. In this bill, the section reads, “If two or more

independent and distinct inventions are claimed in one
application, the Director may require the application to
be restricted to one of the inventions; and the other in-

wvention or inventions may only be made the subject of

divisional applications.” The 6phras(-‘- used in this bill and
in the revised bill H.R. 7794°, which was passed by the
House and Senate is * mdependent and distinct.””

In other words, “or” was changed to “and.”

In an address on the Patent Act of 1952, delivered at’

the Nov. 6, 1952, meeting of the New York Patent Law
Association priorto the new law’s taking effect, one of
the two people on the law’s drafting committee dis-
cussed “independent and distinct.”®

Giles S. Rich,? indicates in the speech that the change

from “or” to “and" was dehberate and that without a.

doubt “and” means *“an )
Rich said, “Section 121 is a tightening up of ‘the law

on division in favor of the patenteés. The. presént stat-

utes [i.e;, before the 1952 amendments] do not refer to
the subJect Note the conjuncnve éxpression ‘indepen-
dent and distinct inventions.' Requiring the. inventions

be both 1ndependent and distinct .makes it easier to

‘keep two of them in one case.”

Rich went on to specifically discuss the applicability
of'the section to.the double patentingissue.

T beliéve that one patent or-application may still be cited
-against the other for this purpose. You should not have two
patents on one invention, but you should not be lequjred to
show““invention”. in one over what is disclosed in the other
wliere they ate copending and where you have been forced
to file a plurality of applications on the theory that.aplural-
ity of inventions are being dldimed.

Rich-acknowledged that there should.not be two pat-

‘ents on one invention and his comments.on forcing the
filing of *a:plurality of applications on the:theory that a
plurality of inventions are being claimed” anticipate the
-complaints:dbout current PTO practices by life sciehces:

patent.attorneys.
Finally, while' some have suggested that the ‘switch

from “and” to “or” was a lypographlcal error, Rich’s:
‘highlighting of the phrase indicates that'it-was not;*°

. See http://wwwipmall.info/hosted . _resources/lipa/patents/
patentact/file12,pdf.
~ %The Senate report on the bill, which can be found at http:/ -
www.ipmall.infofhosted resourcea/hpa/palents/patentact/

sénate report_1979.htin, states the following about ‘Sections
120 and 121: “Sections 120 and 121 express in the statute cer-
taifimatters which exist it the law 1oday bt which had not be-
fore'been written into the statute, and.in so doing maké some
minor-changes in the concepts. involved.”

2The speech was reprinted in 1993 in a special issue of the:
Journal of the Patent and Trademark Office Soclety, Vol. 75, ‘PP

9A1though Bryson died. in 1953, Rich lived another 46

124

years, serving on'the'U.S. Courtof Appea.ls for the Federal Cir-

cuit where he sometimes commented in opinions on the his-
tory of the:drafting the. 1952, Patent Act. He also authored the,

opinion’ ih' State Street & Trust Co. v: Signature Financial

Group-Inc., 149 F.3d 1368 (Fed. Cir. 1998), whxch allowed the.

patentablhty of business methods. He died the following year

.at the age:0f 85; In March 2009, the Federal Circuit in In re Bil-

ski struck down the underpmnmgs of State Street, which attor-

neys indicated could have a negative effect on the life sciences:

industry (2 LSLR 947, 11/7/08).
16 Note also should be made .of Rich’s, use of the phrase
“conjunctive expression.’” A book currently. available to'read
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Calls to Reinterpret ‘And.’ The variance of the PTO’s
current practice with the evident intent of those who
drafted the legislation has been noted before. In an Oct.
15, 2007, letter to the PTO offering comments on pro-
posed rules related to the examination of patent appli-
cations that include claims containing alternative lan-
guage, Intellectual Property Owners Association Presi-
dent Marc S: Adler wrote,

We.note that in many cases the Office continues to restrict
applications where the inventions are independent or dis-
tinct from one another, which is contrary to the statements
made in the Proposed Rules and in the plain language of 35

U.S.C. 121. We encouraged. the Office to follow the lan--

guage of 35 U.S.C. 121 and only restrict claims which are

directed to inventions that. are both independent and dis-:

tinct.

In an April 9, 2008, letter commenting on the same
proposed rules, David E. Boundy of Cantor Fitzgerald,
New York, also noted that “as a practical matter, the ef-
fect of Chapter 800 of the MPEP is to permit restriction

if two inventions are independent or distinct. Chapter

800 should be redrafted to conform PTO policy fo stat-
ute.”

Even the PTO has considered reinterpreting its defi-
nition of “independent and distinct.” In the 2005
“Green Paper Concernmg Restriction Practices,”!? the
PTO presented four options for the mdependent and
distinct” standard, the last of which was as follows:

Under this option, the 35 U,S.C. § 121 standard would bere-

interpreted to require that inventions subject to restriction:
be both “independent and distinet” (rather than “indepen-

dent or distinict” per cuirent practice).

‘Some life sciences attorneys complained that in its
descnptlon of the options the PTO modified the defini-
tions of “independent” and of “distinct.” But, regaid:

less, the PTO rejected option-4, citing comments from.

reviewers that the proposal f01 ‘implementing such .a
standard was too- difficult and unpredictable to be prac:
tical.t?

In its response:to the PTO’s request for comments on.
the Green Paper, the govetnment affairs committee ‘of
the National Association of Patent-Practitioners wrote,

In contrast to the clear initent of the law, the:PTO has, on its.
own itiative, erroneously mterpl eted the law to apply a.

standard in, the alternative, viz, “independent or distinct.”
The PTOhas nio authomy to fail to adhere to that wiich

Congress has enacted as law. Therefore; we urge the PTO:

to follow the law-and apply the ‘independerit. and distinct!

standard for restriction, rather than nsk the possﬂnhty of

facing'challenges iin court.

on google com.that was'in the Harvard 11brary when Rich was
an:undergraduate. there, Reports of Cases' in Equity, Argued
and Determined in the. Court of Appeals [ofboulh Carolinal,
Nov. 1854 to May 1855, Vol.-17; indicates that, while “and” was

always considered “conjunctive,’ “or “was hiot, On p.-316.in,

the ‘case: Heyward v, Heyward, there, is the statement, “The
usual and natural expressxon of the word ‘or’ is: dls_]unctlve ?
More recently, Vrae Crabbe in a book titled Legislatlve Draft-

ing, Cavendish Press, 1993, indicates’that tlns classification.
still exists: “The use of the words ‘and’ and ‘or* has givenrise:

to many different problems The difference in'meaning lies'in
this: ‘or' is disjunctive:and ‘and" is conjunctive. *And’ connotes
togetherness; ‘or” tells you, take your.pick (pp: 34-5).”

137, S. Patent and Trademark Officeé, “Notice of Availability of’

and Request for Comments on Green Paper Concerning Restric-
tion Practice,” 70 Fed, Reg. 32761 (June 6, 2005) (request for com-

ments),
'2 See hitpy/fwww.uspto.goviweb/patents/greenpaper.pdf.

The NAPP derided the PTO’s “‘summary dismissal”
of option 4 in the Green Paper and urged the PTO to re-
consider it.

In a Sept. 14, 2005, letter responding to the Green Pa-
per, Lila Feisee, director for intellectual property for the
Biotechnology Industry Organization (BIO), also com-
plained about the dismissal of option 4. She wrote,

BIO finds the PTQO's proposal for implementing this option .

unnecessarily complicated. Standards for both indepen-
dence and distinctness already exist and standards for dis-
tinctness are-already being applied by examiners. All that is
necessary is additionally to apply standards for indepen-
dence and to ensure that both requirements are met before
an applicationis restricted.

Feisee concluded, “Thus, many BIO members see
merit in this prostal simply because it would result ini
fewer restriction requirements and consequently would
help minimize the costs associated with fragmentary
patent protection.”

Effect .on Life Sciences. Sheppard Mullin’s Canaan
told BNA that the PTO presumes the ferms “indepen-
dent” and “distinct” mean the same thing and therefore
are-redundant. *We disagree because you can have in-
dependent and. non-distinct and independent and dis-

‘tinct inventions. For example, if you have two separate

independent claims'that have the:same limitations, such
as'a diagnostic assay and a medical device that recite

‘the same structural limitations, then the inventions will
‘be independent butnot distinct. By contrast, if you have

a diagnostic assay with structural recitations and a.di-
agnostic method directed to the use of the assay, then

the inventions will be indepéndent and distinet.”

_ Canaan continued, “Under its current system, the
PTO will classify the assay and' medical device claims in

‘two different-search classifications and -assert that the
‘searches impose: & serious burden on the examiner. In
response, practitioners.may argue that the limitations

are-the same and therefore there is no serious burden,
but’ under current PTO practice, the fact that the two
claims fall under different.classifications is sufficient to
‘Warrant the serious burden.”

Canaan added that, under the current system, if the
medical device theoretically can he used for screening
as well as diagnostic purposes and the: assay can be
used only for diagnostic purposes, then the PTO: can
take the position that the medical device can be used in
a.rhaterially differert ‘proce,ss ‘which further supports
the restriction of the claims.™

Canaan concluded, “Conseguently, many life sci-
ences patent apphcatlons, which typically include com-
position, method, assay, and device claims, are prob-

-ably being: restricted unnecessarily as-a result of the

PTO’s use of the: mdependﬁnt ordistinct” standard.”
Don Pelto, a partner in the intellectual property, and

lifigation depar‘cment of Sheppard Mullin Richter &

Hampton LLP, Washington, added, <With respect to life

sciences companies, the PTO’s use of the term ‘or’ may
result inyrestriction where restriction is not necessary or

appropriate and: indeed my position is that thisis a real

problem for life sciences. companies—especially in: the.
‘current-economic environment where the: U.S. govern-
‘ment should be putting' money into the pockets of life

sciences companies to stimulate research and ‘the
economiy, rather than taking it out:”

Hans Sauer, BIO’s associate general counsel for intel-
‘lectual property, told BNA that it has been BIO’s view

that PTO restrictions actually generate more work for
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the agency, “more and repetitive work, work that could
be reduced if not eliminated if the clalms were pro-
cessed together.”

As for the motivation behind the PTO’s definition of
“independent and distinct” ‘meaning “independent or
distinct,” Sauer said that “the motivation runs through
the PTO’s activity since 2008, including its promulga-
tion of new rules that limit the number of claims and
continuations [1 LSLR 528, 9/28/07 and 3 LSLR 268,
3/27/09)]. The motivation is trying to save work.”

Sauer concurred with Love’s comment that the PTO’s
reasoning underlying the restriction requirement that it
would be an ‘undue burden’ on the examiner to search
should be mitigated by more efficient search engines.
“Genomic inventions can now be searched extremely
efficiently,” Sauer said.

Change Might Not Solve Problein. As to the effect on
PTO workloads and on backlogs if “independent and
distinct” -was defined by the PTO as “independent and
distinct,” Sauer said that on. the one hand, “since the
PTO has indicated that the increase of filings last year
was largely attributable to continuation applications
and that divisionals have not been a big part:of that, the
impact of the change might not be enormous.

“On the other hand,” Sauer continued, “there may be
some self-interest on the PTOQ’s part.in downplaymg the
impact on the backlog of divisionals, so-whit the PTO
has said here may be taken with a grain of salt.”

Janet MeLeod, a partner with Crowell & Moring LLP,
New York, told BNA that under the PTO’s znt@xpreta-
tion of ¢ mdependent and distinct,” an “undocumented
examnple ‘of an alternative process for making or using
‘the product is sufficient to show that the inventions are
distinct. Thus, a requirement for restriction between
claims, directed to-a product.and process of usirig the
product-may be supported by a simple allegation that,
‘for example, ‘the product as claimed ¢an be used in a
materially different process. such as a detection as-
say.’

_But'Mcleod cautioned that a change in interpreting
‘the phrase “mdependent and distinet” might not ben-
efit applicants for life sciences- -related patents because
‘the reworked interpretation still would be.contingent on
the. PTO’s definition of “independent.”

As previously noted, in thé 2005 Green Paper the
PTO presented the possx‘mllty of differing definitions of
“independent.” McLeod noted, “The MPEP describes
mdependent inventions as unconnected in design, op-
eration, and effect.’” However, the 2005 Green Paper

states that an examiner could estabhsh that inventions'

are independent by showing that the inventions do not
share a common feature, or that there is a common fea-
ture but it does not ‘define over the prior art and/or sat-
isfy the enablement or written. description require-
ments.’ If there is-a common feature and the elected in-
vention is found to be patentable, the examiner would
"then search a nonelected invention that requires the
common feature, .or the common feature itself. This
proposed methodology for examination would signifi-
cantly increase the time and cost of prosecution.”

McLeod concluded, “In addition, an applicant could

not be certain whether a requlrement for restriction
would be maintained or withdrawn umtil completion of
prosecution of the initially elected invention. An appli-
cant who is unwilling to risk loss of patent term.on im-
portant. embodiments of an invention would thus need
to file divisional applications well before & determind-
tion that the requirement would be maintained or with-
. drawn.” )
However, Love concludes, the problem with restric.

tions continues. “I'vé séen one.patent application with.

46 divisionals! Reconsideration of PTO% patent restrics
tign policies could be beneficial to life sciences, if it is
done the right way:"

In response to BNA’s request for comments on. the’
‘PTO’s inteipretation of “independent and distinct” and.

on the requests by patent and life sciences organiza-
tions that the PTO reconsider its interpretation of the
phrase, a PTO spokesperson May 4 e—malled BNA por-
tions of Chapter.800 of the MPEP.

By.Jorw T. -AQuING

‘The 2005 FDA. (Green Paper-on restrictions -can be:
found at http//www.uspto.gov/web/paténts/
greenpaper.pdf.

The NAPP and BIO comments on the Green Paper can
be found at-Fttpyjwww.uspto, gov/web/ofﬁces/pac/
dappjoplajcommentsjrestriction/napp.pdf and hitp:/
Wwww,uspto. gov/web/ofﬁces/pac/dapp/opla/comments/
restriction/bio; pdf, respectively.

Reproduced with permission‘from. Life Sciences Law:& Industry Report; 3 .SL1 491 {May. 8,2008)..
Copyright 2009 by The Bureau of National Affairs, Inc. (800-372-1033) <http:/fiwww.bna.com=

5809 COPYRIGHT, ® 2009 BY THE BUREAU OF NATIONAL AEFAIRS, {NC.

41

Intellectual Ventures LLC; Comments on Proposed Changes to Restriction Practice

LSLR

ISSN 1935-7257




APPENDIX III

UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
Unfted States Pafent and Trademark Office

P.0. Box 1450
. ) Alexandria, VA 22313-1450

MEMORANDUM sploger
Date: April 25, 2007
To: Technology Center Directors

Patent Examining: Corps
From: John LOVeOZ’Z

Deputy Cofimigioner for Patent Examination Policy
Subject: Changes to Restriction form paragraphs.

The ‘purpose of this memorandum is to clatify- Office policy with reéspect to communicatinig
election of species requirements to applicants and with respect to establishing burden in the:
‘context of election of species requirements and restriction requirements.

" Current form paragraphs 8.01 and 8.02.concerning élection of species have caused confusion for
some patent examinérs and. applicants. The current form paragraphs requiré an examiner to
provide an explanation as to why. the species are independent or distinct; the revised form
paragraphs provide such expla.natlon (i.e:, “the mutually-exclusive charactenstms”) Using the
revised form paragraphs, the examiner need only identify the specles arid identify the generic:
claim(s).(if present). However, as the Examiner Notes state, it is useful to describe the mutually
exclusive charactetistics of each species, if these characteristics are not réadily apparent by the
‘designation of the species by the figures-or examples inithe specification,

As noted.in MPEP §§ 803.and 808.02,. if the_examination and search of all the clainis in 4n
application can be made without serious burden, the examiner must éxamitie them on the merits,
everi though they are drawn to independent -or distinct inventions, including species. To help
..ensure that an election of species: requirement sets forth the requisite :burden, the statement of
search and examination-burden is now incorporated directly into form-paragtaphs 8.01 and 8.02.
These form ‘paragraphs have: been amended to include the three most common reasons for this.
burden in an election of species. In most cases at least two, if not all three, of these reasons will
apply for patentably distinct. specws If the applicant argues that-the restriction is: improper
because. there is no burden, the examiner should specify which one(s) of the reasons apply. The
examiner should be able fo readily identify with spec1ﬁclty which: reason(s) apply when.
zesponding to-applicant’s atgurnents, since the search and FAOM will have been done.

New form pa.tagraph 8:21 consolidates and ‘replaces previous form paragraphs 8:21.01- 8.21.03
and 8.22, This new form paragraph will be for use at-the end of all restfiction requirements.
‘which require restrictions between inventiotis. other than election of - spec1es, and lists the most
common reasons for thé search and examination butden, :

The next revision of the MPEP will be:amended to incorporate these:changes. Examiners should
seek assistance from knowledgeable TC personnel if questions arise.

Members of the MPEP Chapter 800 Review workgroup include:
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TC 1600- Julie Burke, Christopher Low  TC 1700- Gladys Corcoran

TC2100- Pat Salce TC 2800- Hien Phan, Bill Baumeister
TC 2600- Ken Vanderpuye TC 3600- Terry Melius, Vinnie Millin
TC 3700- Tom Hughes: OPLA- Kathleen Fonda, Karen Hastings

The following form paragraphs will be available as “custom form paragraphs”
until the release of next OACS update in July 2007,

Amended form paragraphs 8.01, 8.02 and new form paragraph-8.21
9 8.01 Requiring an Election of Species; Species Claim(s) Present

This application contains clalms directed to the following patentably distinct' species [1]. The species
are independent or distinct because -claims to the different species recité: the mutually exclusive
characteristics of such species. In addition, these species are:not-obvious variants of each other based on
the current record:

Applicant is required under 35 U.S. C. 121 to elect a single "disclosed ‘species for prosecution on the
merits to which the claims shall be restricted if no generic-claim is. finally held to be allowable.:Gurrently;
2] generic

There is an examination and search burden for these patentably distinct species due to their: mutually
exclusive characteristics. The species requlre a different field of search (e.g;, searching different
classes/subclasses or electronic: fesources, or smploying different search queries); and/or the prior art
apphcable 10 one specxes would not likely be applicable to another species; and/or the species are likely to.
raise different non-prior art issues under 35 U.S.C, 101 and/or:35 U.S.C. 112, first paragraph.’

Apphcant is ‘advised that the reply to this requirement to be complete must include (i) an
election of a species to be examined even though the requirement may be traversed (37 CFR1.143) and
(ii) identification of the claims encompassing the elected ‘species, mcludmg any-claimis subsequently
added.. An argument that:a claim is allowable:or that all claims are generic is considered nonresponsive
unless accompanied by:an election.

"The election-of the species may be made withor. without traverse. To. preserve. a right to. petition,.the
election must be made with traverse, If the reply does not distincfly. and specifically point out supposed
errors in the election.of species requirement, the- glection shall be treafed as. an election Without traverse.
Traversal must be presented at the time of election in .order to be considered timely. Failure to timely
traverse the requirement will result in the loss of right to pefition under 37 CFR 1:144. If claims are added
after the election, applicant must indicate which of these-claims are readable on the.glected:species.

Should applicant traverse on the ground that the species are not p‘atentably distinet, applicant should
submit evidence or identify such: evidence now of record showirig:the- species to be obvious variants or
clearly adinit on the record that this is the case. In either instance,if the examiner finds one of the species
unpatentable over the’ pnor art, the evidence or admission may be used in a rejection under 35 U.S.C.
103(a) of the other species.

Upon the allowance of a generic claim, applicant. will be entitled to consideration of claims to
additional species which depend from or otherwise reqmre all the limitations of an allowable generic
claim as provided by 37 CFR 1.141,

Examiner Note:

1. In bracket 1, xdentlfy the species. from which an election is to be made, The species are preferably
identified as the species of figires 1, 2, and 3; for example, or the species of examples I, 11, and IIJ,
respectively. It would be useful to descrlbe the mutually exclusive characteristics of ¢ach species if these
characteristics are not readily apparent, ‘Or, it may be useful to-explain.in.more detail why the:species are

2
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independent or distinct using, for example only, the definition of mdependent or distinct inventions at
MPEP § 802.01 or form paragraphs 8.14.01 or 8.20.02. However, it is not necessary to use form
‘paragraphs 8.14.01 or 8.20.02 here;

2. In bracket 2'insert the appropriate generic claim information,
3. This form paragraph does not need to be followed by form paragraph 8.21.

4. If applicant traverses the requirement on the basis that there is no search burden, the examiner will
explain specifically which reason(s) apply:

1 8.02 Requiring an Election of Species; No Species.Claim Present

Claim. {1] generic ‘to the following disclosed patentably distinet species; [2]: The species are
independent or distinct: because. as disclosed the different species have mutually exclusive characteristics
for each identified species. Tn addition, these species are not obvious variants-of each other based on the
current record. » )

Applicant is required under 35 U.S.C. 121 to elect a-single disclosed species for ‘prosecution on. the:
nmerits to which the claims shall be restricted if no generic claim is finally-held to be allowable.

"There js.an examination'and search burden for these patentably distinct species due to their mutually.
exclusive characteristics. The species require a different field of search (e.g,, ‘searching. different
classes/subclasses. or-electronic resources, :or employing different search queries); and/or the prior art. .
-applxoable to-otie specxes would not likely be:applicable to another species; and/or the species.are likely to-
‘raise different non-prior-art issues under 35 U.S.C..101 and/or 35°U.S.C. 112, first paragraph.

Appllcant is -advised that thie veply to this requirement to be complete must include (i) an.
election of a.speciés to be examined even though:the requireiment may be traversed (37 CFR 1.143) and-
|(if): identification: of-the. claims: encompassmg the elected species, mcludmg any claims subsequently
added. An argument that a claim is allowable:or that all claims aré genenc is:consideted ‘ionresponsive
unless accompanied by an.election.

The election of the species:may be made with or without traverse, To preserve aTight to petition, the:
election must be. made with traverse. If the reply does not-distinctly and specifically. point out supposed

. errors in the election of species requirement, the election shall be freated as an election without traverse.
Traversal must be presented at-the tiime of election .in order 16 be considered timely.. Failure to-timely
traverse the requirement will result'in.the loss of right to petition under 37 CFR 1.144, If claims are added’
after the election, applicant must indicate which of these claims are readable:on the elected species.

Should: apphcant traverse on thé ground that the species are:not patentably distinict, applicant should
submit evidence or identify such evidence now of record showing the specxes to be -obvious variants or
clearly adimit on thie record that thisis the case, In either instance, if the examiner finds one of the- species:
unpatentable over‘the: prlor art, the evidence or admission.may" be. used in_a rejection under 35 U.S.C.
103(a) of the'other species.

Upon the allowance of a generic claim, applicant “will ‘be. entitled to -consideration of .claims. to
additional species which depend from or otherw15e require: all :the. limitations :of ‘an-allowable generic

~claim as provided by:37 CFR L.141.
‘Examiner Note:
1. This form paragraph should be used for the election of requirement described ‘in MPEP .§ 803:02
(Markush group) and MPEP § 808: 01(a) where only generic ¢laims-are presented.

2. In bracket 2, clearly identify the species from which an election is to be made. The species may be
identified as the species of figurés 1, 2, and 3, for example, or the species of examples I, II, and 1II,

respectively. It would be useful to: descnbe the mutually exclusive characteristics of each species if these
characteristics are not readlly apparent, Or, it may be useful'to explain in more detail why the species are

3
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independent or distinct using, for example -only, the definition of independent or distinct inventions at
MPEP § 802.01 or form paragraphs 8.14.01 or 8.20.02. However; it is not necessary to use form
paragraphs 8.14.01 or 8.20.02 here,

3. This form paragraph does not need to be followed by form paragraph 8.21.

4, 1If applicant traverses the requirement on the basis that there is no search burden, the examiner will
explain specifically which reason(s) apply:

New form paragraph 8.21 replaces previous form paragraphs 8.2101 - 8.21, 03‘ and 8.22:

4 8.21 To Establish Burden AND Requiremeiit for Election and Means for
Traversal for all Restrictions; Oﬂlel" than an Election of Species

Restriction for examination purposes as.indicated is proper because all these iriventions listed in
this action are independent or distinet for the reasons given.above and there would be a serious search and
examination burden if restriction were not required because one-or mote of the followirg reasons apply:

(@) the inventions have acquired a s¢parate status.in the art in view of their different classification;

(b) the inventions. have acquzred a separate stafus.in the art due to their recognized divergent

subject matter;

() the inventions require a different field -of search (for example, searching different

classes/subclasses or electronic-resources; or employing different search queries);

(d) the prior art applicable to one invention. would not likely be applicable. t6 another invention;

(e) the inventions are likely to raise different non-prior art issues:under 35 U.S.C. 101 and/or 35

U.S.C. 112, first'paragraph.

N Applicant is advised that the reply to this requirement to be complete must include (i):an
‘election.of a invention to be examiined even: though: the  requirement may be traversed (37 CER 1.143)
and (ii) identification of the claims encompassing the elected invention,
“The clection of an invention may ‘be made with or without traverse. To reserve a right to petition, the
-¢lection must be madé with traverse. If:the: reply does not distinetly and specifically point out supposed
errors in-the restriction requirement, the election shall be treated as an election without traversé. Traversal
must be presented at the time of election: in order to be considered timely.. Failure-to timgly-traverse the
" requirement will result i the loss ofiright to petition under 37 CFR 1.144. If claims are added after the
¢lection, applicanit must indicate which of these:claims-are readable:on the elected invention.
If claims are added after the election, applicaint must indicate which:of these claiffis are readable upon
the-elected invention.

‘Should applicant traverse on'the.ground that the inventions are not patentably distinct,.applicant should
submit ¢vidence or identify sich evidence now of record showing the inventions to,be.obyious-variants of
clearly admit on the record that this is the case. In either instance, if ‘the: examiner finds one. of the
inventions unpatentable-over the prior art, the-evidence or admission may be used in & rejectlon under 35
U:S.C. 103(a) of the other invention.

-Exaniiner Note:

1. THIS FORM PARAGRAPH MUST BE ADDED TO ALL RESTRICTION REQUIREMENTS
.other than those containing only election of species, with or-without an action on the-merits. This form
paragraph only rieeds'to be used once, ‘afterall réstriction Tequirements are set.out;

2, If applicant traverses the requirement on' the ‘basis that ‘there: is ‘no- séarch burden; the
examiner will explain speclﬁcally which reason(s) apply.
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