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PER CURI AM

ORDER MAKI NG CRDER PRECEDENTI AL

Upon consideration of the record in this interference, it is



ORDERED t hat the ORDER DENYI NG GLAXO VELLCOVE | NC
M SCELLANEQUS MOTI ON 1 (Paper 39) is nmade precedenti al

FURTHER ORDERED that lines 1-2 of page 1 of the ORDER
(Paper 39) reading "TH S DOCUMENT WAS NOT WRI TTEN FOR PUBLI CATI ON
and is not binding precedent of the Board" be anended to read
"The opinion in support of the decision being entered today is

bi ndi ng precedent of the Trial Section."”

FRED E. McKELVEY, Seni or
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Adm ni strative Patent Judge
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Adm ni strative Patent Judge
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cc (via facsimle and first class mail):
Counsel for daxo Wellcone, Inc.:

Gerald M Murphy, Jr.

Raynond C. Stewart

Bl RCH, STEWART, KOLASCH, & BIRCH, LLP
8110 Gat ehouse Rd., Ste. 500 East
Fall s Church, Va. 22042

Tel : 703-205-8000
Fax: 703-205-8050 or 8060

Counsel for Cabilly (real party in interest, CGenentech, Inc.):

St even B. Kel ber

Pl PER, MARBURY, RUDN CK & WOLFE, LLP
1200 Nineteenth St., N W

Washi ngton, D.C. 20036-2430

Tel : 202-861-3900
Fax: 202-223- 2085



THI S DOCUMENT WAS NOT WRI TTEN FOR PUBLI CATI ON
and is not binding precedent of the Board
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Patent |Interference No. 104,532

ORDER
DENYI NG GLAXO VELLCOVE | NC. M SCELLANEQUS MOTI ON 1

Backgr ound
On 28 Septenber 2000, G axo Wellcone Inc. ("daxo") filed a

paper entitled "G.AXO VELLCOVE INC.'S M SCELLANEQUS MOTI ON 1"



(Paper 33). d axo noves for |eave to take additional discovery
to support prelimnary notions seeking judgnent against Cabilly
on the basis that Cabilly clainms corresponding to the count are
unpatentable for failing to neet the enablenment or witten
description requirenent of 35 USC § 112, f 1

According to @ axo, during the prosecution of the Cabilly
application the exam ner rejected clains of the Cabilly
application based on 35 USC § 112, f 1, but later withdrew the
rejection after subm ssion of a declaration ("the R dgeway
declaration”) and two interviews with counsel for Cabilly. @ axo
states that the Ri dgeway declaration "appears in the prosecution
hi story of the Cabilly application to have been the sol e factual
basi s upon which the attorneys for Cabilly and Genentech overcane
the [35 USC § 112, T 1] rejections that the Exam ner had
advanced."” It is Gaxo' s position that the R dgeway decl aration
provi des i nadequate details to allow 3G axo to prepare its
prelimnary notion for judgnent. (Paper 33 at 2-3). @ axo
requests additional discovery, including testinmony from M.
Ri dgeway and information relating to the interviews involving the
exam ner and Cabilly counsel. (Paper 33 at 3).

Di scussi on

@ axo seens to be under the inpression that it nust address

or rebut the R dgeway declaration in its prelimnary notion for



judgnment since it apparently believes that the exam ner relied on
the declaration in support of a decision to withdraw the

35 USC § 112, T 1, rejections. However, neither the Board nor

A axo is bound by an ex parte decision of the exam ner made
during prosecution of the involved Cabilly application. Conpare

Switzer v. Sockman, 333 F.2d 935, 942, 142 USPQ 226, 232 (CCPA

1964) and Sze v. Bloch, 458 F.2d 137, 141, 173 USPQ 498, 501

(CCPA 1972). \Wen considering a prelimnary notion for judgnent,
such as the one 3 axo says it intends to file, the Board | ooks
solely to the evidence in the interference. The Ri dgeway

decl aration has not been placed in evidence in the interference.
Any di scussion at the interviews involving the exam ner and
Cabilly counsel is not likely to be relevant, and in any event
has not been placed in evidence.

A axo has the burden of proving unpatentability vel non of
Cabilly's clainms. 37 CFR 8§ 1.637(a). To prove unpatentability,
A axo nmust file a prelimnary notion under 37 CFR 8 1.633(a). A
prelimnary notion under Rule 633(a) is not an appeal from an
exam ner's decision to allow a claim Rather, it is an
i ndependent request to the Board for entry of judgnent against a
party. In rendering a decision on a prelimnary notion for
judgment, the Board is not conpelled to defer to an exam ner's
decision to allowa claim |If Cabilly relies on the R dgeway

decl aration in opposing any 3 axo prelimnary notion for

3



judgnment, G axo will have an opportunity to cross-exam ne M.
Ri dgeway.

The di scovery requested by G axo does not appear to be
necessary for 3 axo to support its prelimnary notions for
judgment. Hence, it would inpose an unnecessary expense on
Cabilly that would be inconsistent with a just, speedy, and

i nexpensive resolution of the interference. 37 CFR 8§ 1.601.

Accordingly, d axo has not shown that the interest of justice
requires the requested discovery.
O der
Upon consi deration of the record of the interference, it is
ORDERED t hat d axo m scel | aneous notion 1 to take

addi tional discovery is DEN ED

Sal |y Gardner-Lane
Adm ni strative Patent Judge

18 Cctober 2000
Arlington, Va.
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