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ORDER AUTHORI ZI NG SUPPLEMENTAL PRELI M NARY MOTI ON PAPERS

The interference is before a Trial Section Mtions Panel for
consideration of two issues. The first issue is whether Lee has
di scharged an order to show cause why judgnent should not be
entered against it. The second issue is whether suppl enental
evi dence and briefing should be authorized in connection with a
prelimnary notion filed by MIntyre to substitute proposed

Count 2 for Count 1.

A Order to show cause
1. Backagr ound

The interference involves a Lee patent and a Mcintyre
application. There cane a tine during the interference when
times were set for taking action during the prelimnary notion
phase of the interference (Paper 17). TIME PERIOD 1 within which
prelimnary notions and prelimnary statenents were due was set
for 21 January 2000.

On 20 January 2000, Mcintyre tinely served and filed a
prelimnary MOTI ON TO REDEFI NE | NTERFERI NG SUBJECT MATTER
specifically to substitute proposed Count 2 for Count 1
(Paper 19). On the sane day, Mcintyre tinely filed its
prelimnary statenent (Paper 20).

During a conference call on 4 February 2000 (Paper 21,

page 1), it cane to the attention of the board that the



interference file did not contain a prelimnary statenment by Lee.
During the conference call, it was represented by counsel for Lee
that a prelimnary statenment had been filed by fax on 27 January
2000. Lee was ordered to imrediately fax a copy of the
prelimnary statenent to the board and counsel for Mlntyre.

As of the time of the conference call, Lee was a junior
party wi thout having tinely filed a prelimnary statenent. Even
if Lee had filed a prelimnary statenment on 27 January 2000, the
prelim nary statenent would not have been tinmely. Accordingly,
Lee was placed under an order to show cause why judgnment shoul d
not be entered against it (Paper 21).

Lee faxed a copy of its prelimnary statenent to the board
on 4 February 2000. The prelimnary statenment contained a
certificate of mailing indicating that it was being transmtted
to the board via fax on 31 January 2000 (not 27 January 2000 as
had been represented during the conference call).

I n due course, Lee filed a response (Paper 26) to the order
to show cause. It is alleged in the response that Lee "was
m st akenly of the opinion that *** [a] Settlenent Agreement ***
[said to have] been reached in principle between the parties ***
woul d take the place of and supplant this Interference
proceedi ng" (Paper 26, page 2). According to counsel for Lee, it

was not until the conference call on 4 February 2000 that counsel



for Lee understood that the settlenment agreenent did not suspend

the requirement for filing a prelimnary statenent.

2. Di scussi on

A junior party's failure to tinmely file a prelimnary
statenment can have serious consequences. Wthout a prelimnary
statenent, there is no basis upon which a junior party can
prevail on the issue of priority. |[If the junior party |ikew se
files no prelimnary notion, as occurred in this case, then the
junior party is exposed to entry of judgnent against it.

We believe that a party in an interference is well advised
not to assune that because settl enent nmay have been reached t hat
it need not conmply with tinmes for taking action. Rather, the
party should either (1) conply with tinmes set in the interference

or (2) request, or have its opponent request, entry of an adverse

judgment. In no case should a junior party assunme that an
agreenent "in principle" to settle somehow excuses the junior
party fromfiling a prelimnary statenent.

In this interference, Lee ultimately filed a prelimnary
statenment on 4 February 2000 (Paper 22). At that tinme, the only
mat t er pendi ng before the board was Mcintyre's prelimnary
notion. An opposition had not yet been filed given that

oppositions were due on or before 11 February 2000. Mlintyre did



not serve its prelimnary statenment having not received a
prelimnary statenent from Lee.

Whil e the case denonstrates that Lee did not pay close
enough attention to the times for taking action, it is manifest
that Mcintyre did not suffer any actual prejudice by Lee's
untimely filing of its prelimnary statenent.

In Iight of the |ack of actual prejudice, and our being
convi nced that counsel for Lee is not likely to overlook in the
future a date for filing prelimnary statenents, we deemthe
order to show cause to have been di scharged.

Whi l e we have excused Lee's failure to tinely file a
prelimnary statenent in this particular case, we wish to
enphasi ze the fact that involvenent in settlenent negotiations,
and even a high likelihood that settlenment may occur, under no
ci rcunmst ances excuses a party from neeting deadlines set by the
board. We nmmke this point because the activities which took
pl ace in this case are not a nodel for future behavior in other

cases. Conpare Key Pharmaceuticals v. Hercon Laboratories Corp.

161 F.3d 709, 715-16, 48 USPQd 1911, 1916 (Fed. Cir. 1998) and

Hocker son- Hal berstadt v. Converse Ing. 183 F. 3d 1369, 1374 (Fed.

Cir. 1999). W may not be so charitable after this opinion is

publ i shed.



3. Oder
Upon consideration of the order to show cause (Paper 21),
Lee's response thereto (Paper 26), MlIntyre's opposition
(Paper 27) and Lee's reply (Paper 28), it is
ORDERED t hat the order to show cause i gischarged
FURTHER ORDERED t hat, at this tinme, a judgnment shall

not be entered agai nst Lee.

B. Prelimnary notion to substitute a new count

1. Backgr ound

As noted earlier, the interference involves a patent of Lee

and an application of MlIntyre.

The subject matter of the count involves a blow ng agent for

maki ng expanded pol yol efin foans.

a.

Claim1l of the Lee patent reads as follows (enphasis added):

A bl owi ng agent for expandi ng an extrudabl e, expandabl e

pol yol efin foam product, said blow ng agent conpri sing
et hane and adifferent al kane selected fromthe group

consisting of ¢ G, G, G, G, and G hydrocarbons and
m xtures thereof, said ethane being present in said

bl owi ng agent in an amount of at |east about 40 percent

by wei ght based upon the total weight of said bl ow ng
agent .



An under st andi ng of the scope of claim1l, however, requires a
consi deration of Lee claim 2, which reads (enphasis added):

The bl owi ng agent of claim1 wherein said;CG, G,
Gy, G, and G al kanes are selected fromthe group
consi sting of nethane, fluorinated ethane, propane,
fluorinated propane, n-butane, isobutane, the pentanes,

t he hexanes, and m xtures thereof.

[***]

C.

Count 1, the sole count, reads:

A conposition of matter according to claims 1 or 6 of
Lee ' 728,

or
a conposition of matter according to clains 12 or 21 of
Mclntyre [***].

As is readily apparent, Count 1 includes at |east the
subject matter of Lee claim1l and Mcintyre claim21. Not so

apparent, is the scope of those two clains, and hence, the scope

of Count 1.

(1)
The terms "hydrocarbon” and "al kane" have definite meanings

in organic chem stry. A hydrocarbon is "[a] conmpound consisting



of carbon and hydrogen." Hackh's Chem cal Dictionary page 418
(3d ed. 1944). An "alkane" is "[a] group of aliphatic

hydrocar bons, GH,.,; cf. the nethane series" ld. at 32.

I n our opinion, the words "al kane" and "hydrocarbon” in Lee
claim1l are anbiguous. In the context of the specification and
certain dependent clainms, the word "al kane” in Lee claim1l
seem ngly cannot really nean "aliphatic hydrocarbon” and the word
"“hydrocarbon" seem ngly cannot really nmean hydrocarbon. Rather,
both terms include fluoro-substituted hydrocarbons, i.e.,
conpounds havi ng carbon, hydrogen and fluorine atons. One need
only consult the specification (col. 7, lines 29-39) and Lee
dependent claim2 to confirmthe meaning of al kane and
hydrocarbon as used in Lee claim1l. Since Lee dependent claim 2
shoul d be construed to include all the limtations of Lee
i ndependent claim1l, it follows that certain fluoro-substituted
al kanes fall within the scope of Lee claim1l.

Accordingly, a proper construction of the scope of Lee
claim1l is as follows:

A bl owi ng agent for expandi ng an extrudabl e, expandabl e
pol yol efin foam product, said blow ng agent conpri sing
et hane and a different al kaneor fl uoro-substituted

al kane selected fromthe group consisting of ;C G, G,
G, and G hydrocarbonsand G and G fluoro-substituted

hydr ocarbons and m xtures thereof, said ethane being
present in said blow ng agent in an amount of at | east



about 40 percent by wei ght based upon the total weight
of said bl ow ng agent.

We wi sh to enphasize that we have not read limtations
fromthe specification into Lee claim1l. Rather, we sinmply have
construed Lee claim11 in |light of the specification and Lee

dependent cl aim 2.

(2)
[***]

2. Di scussion
a.
We now cone to the sole prelimnary motion filed in

the interference. MlIntyre has noved to substitute proposed
Count 2 for Count 1. 37 CFR 8 1.633(c)(1) [Rule 633(c)(1)]. In
order to succeed on its notion, MlIntyre was required to conply
with the provisions of 37 CFR 8 1.637(c) (1) [Rule 637(c)(1)],

whi ch as applied to the facts of this case reads:

(c) A prelimnary notion under 8 1.633(c) shal
explain why the interfering subject matter shoul d
be redefined.

(1) A prelimnary notion seeking to ***
substitute a count shall
(i) Propose each count to be ***
substi tuted.

* % %



(iv) Designate the clains of any patent
involved in the interference which
define the sane patentable invention as
each proposed count.

(v) Show that each proposed count defines a
separate patentable invention from every
ot her count proposed to remain in
the interference.

Mcl ntyre's proposed Count 2 is identical to Mcintyre
claim21. According to its prelimnary notion, MlIntyre has
conplied with all relevant requirements of Rule 637(c)(1). A
cl ose reading of Rule 637, as a whole, will show that Mlintyre
did not neet all the requirenents.

Mclntyre did propose a new count. Rule 637(c)(1)(i).

Mcl ntyre sought to have all the Lee patent clains designated as
corresponding to proposed Count 2. Rule 637(c)(1)(iv). Indeed,
all of the Lee patent clains include the subject matter of
proposed Count 2. Accordingly, if MiIntyre were to prevail on
priority on the basis of proposed Count 2, all the Lee clains
woul d be unpatentable. 35 U.S.C. 8§ 102(g). Mlintyre was not
required to show that proposed Count 2 is patentably distinct for
Count 1 given that proposed Count 2 was to be substituted from
Count 1. Rule 637(c)(1)(v).

Overl ooked by MiIntyre is the requirenent of Rule 637(c)

that a nmoving party "shall explain why the interfering subject

- 10 -



matter should be redefined."” Basically, MIntyre was under sone
obligation to explain why the count should be nade narrower than

a Lee claimto be designated as corresponding to the count.

b.

Lee's opposition to the Mcintyre prelimnary notion al so
m sses the mark. According to Lee, the count should be
sufficiently broad to enconpass the broadest corresponding
pat ent abl e cl ai m of each party (Paper 25, page 2). 1In the
abstract, it may be difficult to quarrel with the argunment mde
by Lee. The devil is in the details and it should be manifest to
all that there is noper serule that the count ultimtely nust
be as broad as the broadest patent claimdesignated as
corresponding to the count. During the course of an
interference, a count nay be narrowed to exclude patentable
subject matter within the scope of a claimdesignated as
corresponding to the count where the claimis directed to nore
t han one patentabl e invention.

I n support of its argunment, Lee cites and relies oHeynes
v. Takaya 6 USPQ2d 1448 (Bd. Pat. App. & Int. 1988). According

t o Heynes:

[w] e agree with Takaya that *** [it] is entitled to a
count which is broad enough to enconpass Takaya's
br oadest patentable claimwhich is designated as
corresponding to the count. |Indeed, Takaya's position

- 11 -



is a fundanmental principle in interference practice, as
is set forth in the MPEP, § 2309.01 "Fornul ati on of
Counts", where three principles are set forth for the
formul ati on of counts. The second principle reads as
fol |l ows:
A count should normally be sufficiently broad as
to enconpass the broadest correspondi ng patentable
clai mof each of the parties.

6 USPQ2d at 1450.

For a variety of reasons, we disagree with, and decline to
follow, Heymes which in any event is not binding precedent of
this board.

Initially, we note the MPEP states "normally." Hence, even
under the then existing MPEP provisions, there was nper se rule
t hat a count nust be as broad as the broadest patentable clains
desi gnated as corresponding to the count.

The Heynes panel seens to have overl ooked the word
"normally" in the | anguage used in the MPEP in hol ding that
"Takaya *** is entitled to a count which is broad enough to
enconpass Takaya's broadest patentable claimwhich is designated
as corresponding to the count.” It appears that Lee has al so
given the MPEP provision too narrow a readi ng.

The relevant regul ations nmake it manifest thatHeymes and
Lee overstate the applicable principles. Rule 606 [37 CFR

8 1.606] includes the follow ng (enphasis added):

- 12 -



At the tinme an interference isinitially declared

(8 1.611), a count shall not be narrower in scope

t han any application claimthat is patentable over the

prior art and designated to correspond to the count or

any patent claimdesignated to correspond to the count.
Any single patent claimdesignated to correspond to the

count will be presuned, subject to a notion under

8 1.633(c), not to contain separate patentable

i nventi ons.

It is only at the tine that an interference is declared that
the count will be as broad as the broadest patentable claimof an
appl i cation designated as corresponding to a count and as broad
as the broadest claimof a patent designated as corresponding to
t he count.

In the Notice of Final Rule, Patent Interference
Proceedi ngs, 40 Fed. Reg. 48416, 48420 (Dec. 12, 1984), the
Conm ssi oner notes:

Under 8§ 1.606, at the tinme an interference is declared
bet ween a patent and an application, a count would not
be narrower in scope than any patent clai m which
corresponds to the count. Thus, a patent claimwuld
be presumed, subject to a notion under 8 1.633(c), not
to enbrace "separate patentable inventions.™

In this case, the broadest Lee patent claimand MlIntyre
application claimwere designated as corresponding to Count 1.

Here, however, Mlntyre apparently seeks to overcone the

- 13 -



presunption that the initial count is limted to a single
pat ent abl e i nvention. Accordingly, the count should be narrowed
only if McIntyre can establish that Lee claim1l is directed to
nore than one separate patentable invention (37 CFR 8 1.601(n)).

In this respect, attention is direct to the Notice of Final
Rul e, 49 Fed. Reg. at 48421, wherein the followi ng two exanpl es
are provi ded (bold added):

Exanple 17: It will be the practice of the PTO
under 8 1.606 to initially declare interferences with
counts which are identical to or broader than patent
claims which correspond to the counts. A single patent
clai mwoul d be presuned, subject to a notion under
8§ 1.633(c), not to define separate patentable
inventions. Patent G contains clains 1 (Markush group
of benzene or chloroform, 2 (benzene), and 3
(chloroform . Application AA contains patentable claim
33 (benzene). If an interference is declared,
initially it would be presuned by the PTO subject to a
| ater nmotion under 8§ 1.633(c), that benzene and
chl orof orm defi ne the sane patentable invention. There
woul d be one count (Markush group of benzene or
chloroform. Clains 1, 2, and 3 ofpatent G and claim
33 of application AA would be designated to correspond
to the count. |If a party believes benzene and
chl orof orm defi ne separate patentable inventions, that
party could file a nmotion under 8 1.633(c) to redefine
t he count and the clainms corresponding to the counts.



Exanpl e 18: Patent H contains clains 1 (Markush
group of benzene or chloroform, 2 (benzene), and 3
(chloroform . Application AB contai ns patentable
claims 11 (Markush group of benzene or chloroform, 12
(benzene), and 13 (chloroform. Benzene and chl oroform
initially woul d be presuned, subject to a notion under
8§ 1.633(c), to define the same patentable invention,
because they are recited as a Markush group in a single
patent claim |If an interference is declared, there
woul d be one count (Markush group of benzene or
chloroform. Claims 1, 2, and 3 ofpatent H and cl ai ns
11, 12, and 13 of application AB woul d be designated to
correspond to the count. |If a party believes benzene
and chl orof orm defi ne separate patentable inventions,
the party could nmove under 8§ 1.633(c) to substitute a
count (benzene) for (Markush group of benzene or
chloroform and to add a count (chloroform.

The scope of the count determ nes the adm ssible evidence on

the issue of priority. Case v. CPC International, Inc. 730 F.2d

745, 749, 221 USPQ 196, 199 (Fed. Cir. 1984) (count determ nes
scope of relevant evidence on issue of priority)Squires v.
Corbett, 560 F.2d 424, 433, 194 USPQ 513, 519 (CCPA 1977) (count
is merely a vehicle for contesting priority and determ nes what
evidence is relevant on the issue of priority). Lee does not
mai ntain that its best priority proofs are outside the scope of

Mclntyre claim 21, but otherwise within the scope of Count 1.



Rel evant to the issue in this case is a discussion in a

deci sion of the Conmm ssioner, reproduced in part i@odtfredsen

v. Banner, 598 F.2d 589, 592, 202 USPQ 7, 10 (CCPA 1979):

Where, as here, the parties both disclose the sane
t hree species, that fact does not justify including
t hose species in a single count as nmenber of a Markush
group if the Exam ner has determ ned that the three
species are patentably distinct inventions. |If such a
count were permtted, then the party who proved the
earliest date of invention as to any one of the menbers
of the group would be awarded priority as to the entire
count, i.e., as to all three nenbers. It is not
considered that such a result would be consonant wth
the primary purpose of an interference or with the
intent of 35 U.S.C. 135, since there would be no
determ nation of priority as toeach of the comon
[ patentably distinct] inventions claimed by the parties
[ enphasis in original]?

Theeuwes v. Bogentoft 2 USPQ2d 1378 (Commir Pat. 1986), not

cited by Lee, is not to the contrary. Nothing ifheeuwes

suggests that a count cannot be narrowed so as to be limted to a
singl e patentable invention and thereby exclude fromits scope a
second patentably distinct invention. The same is true of the

Conmi ssi oner's decision inDavis v. Uke 27 USPQ2d 1180, 1186-87

2 In our view, Heymes is not consistent with the views expressed in the
Commi ssi oner's decision as reproduced irGodtfredsen

- 16 -



(Commir Pat. & Tm 1993). The count nentioned in the

Conmi ssi oner' s Davi s opi ni on was an origi nal count?

C.

The difficulty with the McIntyre prelimnary notion and the
Lee opposition is that neither cone to grips with the argunent
which is nost rel evant under the circunstances. Wy should the
count be limted? O, in the words of Rule 637(c), Mlntyre has
not expl ained "why the interfering subject matter should be
redefi ned" and Lee has not explained why it should not be

redefi ned.

[***]

d.

It is not clear to us that the | anguage "explain why the
interfering subject matter should be redefined"” in Rule 637(c)
has previously been construed in a published opinion.

Accordingly, in an effort to avoid denying MiIntyre's prelimnary
nmotion on a technicality, we elect to permt Mlntyre to
supplenment its prelimnary notion and to permt Lee to suppl enent
its opposition. The issue to be addressed is whether Lee's

claim1l defines nore than one separate patentable invention.

3 In the event a count is narrowed during an interference and a
pat ent ee does not prevail on priority, presumably the patentee could seek to
recoup the non-involved subject matter claimed in its patent through reissue.

- 17 -



If it does, then perhaps the Mcintyre prelimnary notion could be
granted. On the other hand, if MlIntyre cannot sustain its
burden of proof, then the Mcintyre prelimnary notion should be

deni ed.

3. Oder
Upon consideration of Mlntyre's MOTI ON TO REDEFI NE

| NTERFERI NG SUBJECT MATTER (Paper 19), it is

ORDERED t hat on or beforel4 April 2000, Mcintyre is
authorized to supplenment its prelimnary notion.

FURTHER ORDERED t hat on or beforel0 May 2000, Lee is
aut horized to supplement its opposition to Mcintyre's prelimnary
and suppl enmentary prelimnary notion.

FURTHER ORDERED t hat on or before24 May 2000, Mlntyre

may file a reply.



FURTHER ORDERED t hat the prelimnary notion, as

suppl emented, will be decided w thout a hearing.

BRUCE H. STONER, Jr., Chief
Adm ni strative Patent Judge
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