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i

ESVRY

This is & decision on the petitton under 37 CFR 1L18L filed September 9, 2022, requesting that
the Director exercise supervisory thi,w vy and review the decision of Augast 18, 28

Director of Technology Center 1700 {Technoln 2y Center Director; w mhxcwwm refised to
withdraw finality of the Officr action issued on Janeary 4, 2022, and reopen prosecution of the
ingtant application,

The petition to withdraw finality of the Office action lssued January 4, 2022, and reopen
prosecution in the instant application is DENIED.

RELEVANT BACKGROUNE

The mstant application enterad the national stage on Janpary 21, 2020

Prosecutiom i the instant ¢ 1;\@ iwation resulted in a non-final Office action iwimz issued on
October 12, 2021, The Office action of Quiober 12, 2021, included, infer adin:

{1 aresinietion
requirement bebween Groops 'i and If on the basis of lack of umity; {2} an oral election of Grogp
lolams 24, 235, and 37 mroz.:ui 7&3} from an agent of recmd, without traverse; {3} drawing

vim‘c‘:;ons" {4} & rejection of clatm 27 under 33 USC § 112(a) a3 ’zsﬁh'-m @ x‘omp by with the
enablement requirement; {3} a rejection of claims 258 amsj 27 under 35 UL 24
;.stad fintte for failing to san‘-»:u_‘zar}_ v poit ont and distinetly clann the subject ~nai-,h.l

g which t:'i}a
inventor or a joint invenior regards as im ny mi‘m ’ \*\a arejeetion of claims 2?. Z:a 27, md
wander 35 US.C § 103 as being u v (L8, Patert N, 4.3
Ray™y, asav nkm by AfoM (P S IS Sieve Qt:i‘m\ and T \'im \,i
Equivalenis;)” here ﬁor “AZoMTY and {7 a rejection of claim 28 vnder 33 ULS
%\\ings m:hm\wik M*dc* Ray as ev;-'ima.w
CARTM BOO33.18, “Standard Test ¥
\-E. atevials;” hereinafter “ASTRM L

-

by +'\} w\-’i. zm“ i‘ur{‘qef ip view nf AST

\.{, o,
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A reply to the Oflice action of October | 2,, 2021, was fled on Decomber |, 2021, The reply
Becember 1, 2021, incladed { flan (1) a written traverse of 1?1?1‘&33‘&@{1(};& rf:q\.nrmten‘i;
aifivmation of the election f}'{ (,ﬂ'm;n i3

p IE (3) an amendment © the drawings; (4} claim
azmndnm-z’f,ﬁ; and 53 arguments direci d 1o the rejections under 35 US.C 8§ 112 and 103, An

information diselos

received on

weompanisd by the fee set forth in 37 CFR 117(p) was

A final Ofice action was fssued on January 4

The Office action of January 4
imncluded, nier ofin (1) a response o petitioner’s arguments presented in the re

v 1, 2{32}: {';-;} an 0%\*0.{‘.?.«.1}_ i :,i ain 25 { 3 na; >"*=on of elaim 27 under 33 U S .C

(“ by u;-ct wn of claim
Gy 35 i\( ', 12 i%k as t\emﬁ 1 iu‘muw for failing to ‘fmaniur*x podnt out and disti
i the subject matter M‘;\,n the invendor or a joint ventor regards as the fnvention; (3 a
reigotion of clatows 24, 28, and IV under 35 US.C. § 103 as being mspd‘iu ble over ]
enced by AZoM; and {6) a vejection of claim IR wnder 35 U S0 § 103 as being

unpatestable ander Ray as evidenced by AZoM, and further in view Qf ARTM.

An after-fival ve i} & he Qifice action of January 4, 2022, was {iled on March 3, 2022, The
repdy of Mareh 3, 2022, mciz ded a proposed claim amendment, a request for reconsideration of
the rejections zmder 33 URL§ 12 and 103, and a regquest for withdrawal of fnality of the
{3

fice action of January 4, ;{}22.

An advizory action was issued on Margh 22, 2022, The advisory action of Mareh 27

entered the claim amendment, but found that the request for reconsideration did not pla *i‘ e
apphication iy condition for allowances, The advisory action further maintained the .im:—.ﬁi‘iy of the

Office action of January 4, 2022,

)l\\\

A notiee of appeal and a petition under 37 CFR LIS were filed on May 20, 2022, The petition
of May 20, 2022, was dismissed by the Technology Center Director in 8 decision isaned an
:‘S‘l.igzlbl 16 D, 2022,

Agn appeal brief was filed on July 20, 2022

<

The instant petition under 37 CFR 1181 was filed on Septamber 8, 20232

AN CRaminer’ s answer way issued on Septeraber 13, 202

‘

A reguest for continued exanination {RCE) and & olaim amendment were filed on Movember 10
ATy

A Ft
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FISAR

STATUTES AND REGULATIONS

fad

SULB.C § 132(a) provides that

{a} Whenever, on examination, any olatm for a patent is rejected, or any
objection o reguirement made, the Divec oy shall notify, the application thereof,
stating the reasons for such refection, vy ohiection or ;».L;mmm cnt, together with
such information and referonces as may be useful in judging of the propriety of
continning the prosecution of his application; and I after receiving such notice,
the ahp‘airaz‘i‘ persisis in fus a,lwn* ;‘nr a patont, with or without amendent, the
application shall be reexamined. No amendment shaif introdncs new matier into
the disclosure of the Invention.

{by The Dnrector shall prescribe regalations to provide for the continned
examination of applications for patent at the request of the applicans. The Director
may establish appropriate fees for such s:em%waef exarnination and shall provide a
50 pereent reduction in such foes for small entities that qualify for reduced fees
under section 41y 1L

3T OFR LS provides that

{a} Un the second or any subsequent e‘f:afnimﬁon ov constderation by the
examingr the rejection or other action may be made final, whereupon applicant’s,
or {or ex parte roexaminations filed ander § 1.510, patent owner's reply is Himited
to appeal in the case of rejection of any c?mm {§ 4131 of this titleh, ov o

amendment as specificd im § 114 or § }.E 16, Petition may be taken to the
Director in the case of ’*Ema Hons or mgu amends not involved 1o the reje

any olaim {§ 1181 Reply t0 & final rejection or action woust cm‘s\;\t v ’s\f'z.‘.h

§ 1114 or paragraph {¢} of this secti ot §*(- final actions in
regxamingtion filed ander § 1.913, ree § 1,935

ction of

(b1 In making such final rejection, 'ti'ze;-: xammoer shall ro eat or state all

grounds of Yx}z.i,i‘ml then vonsidered applicable to the clains in the application,
clegrly stating the reasons i support thereof,

’\'G“s Replv 1o a fingd s‘a‘i&‘(‘}:io;} or action must inchude cancellation of or
appeal from the rejection of| each rejected claim. H any claim stands allowed, the
reply o g final rejection or action must comply with any reguirements or
objgctions as to form.

37 CFR L1 provides that
{a) I prosecution in an application is cinsed

continued examination of the application by ‘z?;
forthuin § 1.17{e) prior 0 the sarliest of!

an applicant may request
submission and the fee set




)
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Payment of the issue fee, unless g petition under § 1.313 ts granted;

h

SN ~ " . e By

{2} Abandonment of the applization; or
(3} The filing of & notice of appeal to the U

Federal Crronit under 35 UR.CL 141, o the commmencernent of 2 civil action under

IFUSL 145 or 383 anless the z‘.‘te;‘e(d or civil action s terminated

‘:‘* Prosecution in an appiu,anm 15 closed as used i this section means
that the apphication is under appeal, or that the last Offics action is @ final action
(& L1 13‘}‘ a notive of allowance (§ 1311}, or an action that otherwise clos
prosecution in the z:;ppi* cation,

{Cy A submission as used in this section *"u*udes, bt ks not imdted 1o, an
information disclosurs statement, an amendment to the writien description,
clamms, or drawings, pow argoments, or new svidence in support Gf“§“'i‘?i“t}‘i"’-i§’\i},§i}-‘,
Ifreply 1o an Offtce actioniunder 33 US.CL 132 is cutstanding, the submission
pust meet the ‘Vpivucun smentz of § 1L

{d) If av applicant Umely flles a submission and fee set forth in § 117
the Oifice will withdraw ihv finality of any Office action and the subniission will
te entered and considered. If an applicant files & request for continued
exarunation under this section afler sppeal, but pm}z to a decision on the appesl,
it will be ireated as a request 1o withdraw the a;\pwi and to reopen proseoution of
the apjﬂﬁ““ai‘uﬂ‘ efors the examiner, An appeal brief {§ 41.37 of this it ie} Or 2
vepiy brief (§ 41.41 of tus ttle), or related papers, will not be considered a
submission under this section.

f"?

o~
;
H

{2} The provistons of this section do not apply o

{1} A provisional application;

{2} An apphication for @ uiility or plamt patent filed under 35 UR.C 111
before hne §, 1995,

{3 '\‘1 tnternational application filed wnder 35 U.S.C. 383 before June 8,

ES035, or an international application that does not comply with 35 U.S.C 371
{4} Anapplication for a design patent;
{3} An international devﬁ g '-i;“{\‘iiv oy or
{0} A patent under recxamingtion,

-1
././

1181 {a; provides that;

Petition may be taken o the Directon
{1} From any action orre ;mz nent of any examiner in the ex parde
Qroseg ui on of an application, or in ex parie or mier parles {*i‘m“‘c*z*‘k‘m of a
eexamination proceeding which is not sublect to appeal to the Patend Trial an
Appeal Roard or 1o the cowt;
{2} In cases in which a statute or the rules specify that the matier is 1o be

s

determined divectly by or reviewsd by the Director; and
{3y o i hvvoke the supervisery authority of the Divecior in -ay-pg’(;)'p;'izs‘ze
circanmstances, For petitions invelving action of the Patent Trial and Appeal

Board, see §41.3 of ﬁ‘;s» title,

CFROLO7 provides in part:
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R
(b} A idormation disclosure staternent shall he considered by the Office
filed by the applicaut within any one of the Hhllowing time perinds:
{ 1 s Within three months of the filing date of a national application other
than a continued prosecution application under § 1.533(d);
{2} Within three months of the date of entey of the national stage us set
forth in § 1491 inan ;m~f-mnu-z¢ -p"siz"'@*mn;
{3} Before the woailing of a ﬁz\- Office action on the merits;
{4} Before the mailing of a first Offive action after the filing of a reguest
for continved exandnation under § 1.114; or
{3y Within three months of the date of publication of the international
registration under Hague Agreoment Article 1003) in an tuternational design
application,
(o1 Anwtormation disclosure statement shall be considered by the Ofﬁce
if filed atter the period specified in parages gw {h} of this section, provided that the
information disclosure statement is filed before the mailing date of any of a final
action under § 1113, a notice of allowance vader § 1.311, or an action that
otherwise closes prosecution in the application, and itis a wied by one of!
{1} The statemernt specified in paragraph { ‘;oi"‘; sectinn: or
(2) The feesetforth in § 117
QEINION
Petitioner requests withdrawal of the fiuality of the Otfice action of January 4, 2022, on the basis
that the Office action of Januvary 4, 2022, is the first “action on the merits” am; not a “secord or
subsequent action on the merits.”
i The request tn withdraw finality of the Office action of January 4, 2022, is rendered
moot by the filing of a request for continued examination.
The filing of a request for continued examination on ™ M}zber “}, 2022, vendered moot any

reguest o withdraw the finality of the (}E 1o action of Janw 202237 CFR L4

provides that an applicant may reguest continmed e.,‘(amrz“fma ¢ an a;"‘psz‘catmn if, jag

prosecution in an application is closed. 37 CFR 1.1 14¢h; defines prosecution of the z’s.ppimz—r-tmn

being closed for the purpeses of a reguest for continued examination as meavzizw that “the

apphication is under appeal, or that the last Office action is a fisal acton (§ 1.113), a notiee of
h

alfowance {'§ F.311), or an setion that otherwise closes prosecation in the application. See 37
CFR 1.1 14{b). When a request for continued examination In compliance with 37 (.‘.FR P4 s

b

{iled ufter appeal, but prior to a decision on the appeal, 1t will be troated as a vequest o withdraw
ne ppeal and to reopen prosecution of the apphication before the examiner. See
i Hr\ §§§

ke

JTCPR

In the nstant application, a request for continued sxamination, iz‘&s;:iudiwg a subnuission {a claim
2 i

amendment and accompanying argaments) and the fee set forth in 37 CFR 1.17(2), was timely



Y
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filed on Movember 10, 2022, As mmz»-uﬁ :d} the appeal has been withdrawn,
the finality of the Office action of January 4 1 withdrawn, and prosecution has
begn yeopened as g '.'>‘-3<;equen{:.e of the \;h g oz‘ the re ejuest ‘E‘:‘n‘ ontimied examination on
Noyember H, 2022, A determination that the finality of an Office action in an apphication wag
,z;_z'_zpr:f-per does not nune pro nme render null any previously filad request for continued
exansmaiion of an application. Accordingly, the petition is denied as moot,

¥
[
2

Nevertheless, petitioner’s argament that the Snality of the Office action of Jasuary 4, 2022

improper as the (ffice action of January 4, 2022, s not g “second or 3‘:..1?}35:{;1;6:1’;1‘2 Gon o the
merits” v unpersuasive,

1N The Office actinn of January 4, 3022, s g second or subsequent sction on the mevits
which may b made finall

Patitioner argues that the finality of the Office action of January 4, 2022, was improper because
Hwas, in fact, the first (fice action on the merits, Although an sarier {)fﬁee action was tssued
ot Cotober 12, 2021, petitioner asseris that the Office action of October 12, 2021, was not an
“action on the mmm"‘ dug 10 cortain features of the Office Action Summar},f {Form PTG-326)

accompanying the (ffice action. Primardly, petiticner states that the form set a two-month
shortened statutory period for rosponse, suggesting that the action was a restriction requirement,

refully considered by are

rather than an action on the merits, Petifioner’s arguments have been ¢
NOL persuasive,

{a} The Gffice action of Cetober 12, 2021, included a written revord of the resiriction
reguirement and » first action on the merits of the elected invention,

Petitiomer argues that the Office action of Qctober 12, 2021, should be considersd a re
requirement rather than a first action on the merits besause the Office action expressi
writien restriction requirement and reguir cd c.iinvmum of the election. This ari.:\m:cz::
JAREEE iv-r:s as the mworporation of the written iction requirement, oral eleetion, and
regquirement to affizm the oral olection in writing mmt‘k Office action is conaistert with the
guidelines for telephone restriction practice cutlined in The Somud of Potent Examining
FProcedure (MPEP) § 812,01

2

MPEP § 812,01 states in part (eruphasis added)

Han exaniner determines that a regaivernent for restriction should be mads inan
application, the examiner should formulate 1 draft of such restriction reguirement
including an indication of those claims considered 1o be Hinking and/or generic,
Thereupon, the examingr should telephone the attorney ar agent of record and
reguest an oval election, with ov without traverse. The examiner shoulid arrange for a
second wiephone call within a reasonable time, generalty within 3 working days, o

provide time for the attorney or agent to vonsider the requirement. I the attorney o agent
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objects 1o making an oval election, or fails to respond, a restriction requirement will he

mailed, and should contain reference to the upsucoesstul telephone eall, Whaen an oval
eis;ss:&mn is made, the examiner will then proceed {o incorporate inte the next Office
action a formal rostriction veguirement including the date of the election, the
afforney’s ar agent’s name, and a complely record of the telephone interview,
followed b&- 4 wmp fete activn on the clected Invention as clabmed, lnclading lnking
andfor generie claims if present,

EIR]

(emphasis addedy:

i
e
oy
ooy

ot

5 B further stg

o

s

\

in u«:muh Mans pp ieation \xE wi ondy a nonfinal written ¢ ¢ Hregnent 1o revinet is made,
1o action on the merits is given. A Z-month shortened sta tatory period will be set for

~

reply when a writien f‘eximhon regpiirement is made without an action on the merits. This

perind may be extended under the provisions of 37 CFR 11380 The Office action

making the restriction reguirement final abso m‘dm:ﬁa v includes an action on the merig

of the claums of the elected invention. See 37 CFR 1,143, o those applicatinns s‘-ﬂwrmn
8 requirement for restriction Iy made via telephone and applicant makes an oval
election of a single Invention, the written record of the restriction requivement will
be accompanisd by a complete action on the merits of the dlected clnims, See MPEP
§ 81201 The restriction requirement, should be made final as scon as reasonably
possible, [ the election is made with traverse, 1t 1s proper "s*aiav the restrigtior
requirement Snal after consideration of the reasons for raversal, See MPEPR § 3 101,

While the Office Action Summary (FTOA328) accompany ing the Oma 2 action of Ootober 21,
2021, may bave madvertently omifted checked bogres on items (3 and (8),' the Office Action
Summary (PTO-326) does not stand alone. The body of the Offics mt-ou cloarly inclades &
restriction requirenssnt based on lack of unity, an oral election of Group I {claims 24, 25, and 27
through "‘3; frovn an agent of record, Nassuma Naas, and a reguiver ML to atiinm the oral election
in writing.” The Office action then proceeds with an action on the werits of the elected invention
as clatmed, wz‘iuéir‘-p a drawing objec 1mn ard '
under 35 L8 § 112 andfor 38 ‘

siections of olaimas 24, 1.. cand 27 throogh 29
. * Theratorg, the Office action of Oetober

2021, ciear}} mciudss a swrition recor d f iv‘ estriction requirenent and 18 accomparded by 2
compiete action on the merits of the elected claims, consistent with MPEP §§ 810 and 812.01.

Loy

Petitioner further argues that the presence of a clalm rejzction in an action does not necessarily
make an Office action an “action on the merits” and that the Oiin.a action of October 12, 2021,
did mot include any evi

dence that it was an “action on the meriis.” This argament s not
porsuasive,

PQOheok box {33 on Fopu PTO-326 reads “An chmor Wk :smde by “‘1\ szsc:.m Wy \;mnxq G a restriction

requirement set forth (§mis s i it'i'“- few 3 i

o this senon.” Cheek be a
< Cffios aoti 13, aved (}k,?,U" 343 22 221, no

A L

2 heen ing onmm:s?d
y reguirement.”

_are snbjeet W oa

i pp TI3
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in patent prosecution, an “setion on the merits™ is understood 1o be an Offee action thay
addresses the substance or noc“z:(sb;i*t\ of the claivs. This is supported by numc

MPER Y Recause the Office action uf Ogetober 12, 2021, explicitly addresses 4
patentability of the elected claims, it is an action on the merits,

(b}  MPEP describes procedures for resolving errors in Office actions and these
provedures were available to petitioner following the ssuanse of the Office action of
Qetober 13, 2821,

MEPEP § 710,06 states (orphasis added )

Where the citation of & reference {8 incorrect or an UHfice action contains some
ather error that affects applicant’s ahility 9 reply o the Office action and
this erver s called fo the attention of the Office within 1 month of the mail
date of the getion, the Office will vestart the previously set period for reply to
run from the date the error is corrected, i i"i‘(}ii&:&i’i’.{} {e do s by appliesnt. If
iht* error is brought to the attention of the Office within the period for reply set in

he Office action but more than 1 t‘mnt‘z after i'he date of the Office action, the
mim will set a new pertod for reply, if roguested to do so by the applicant, to
substantially equal the time remaining in the reply period. For example, if the
error is broughy in the attention of the Office 5 woeks after matiing the action,
then the Ottice would set o new 2-month period for reply. The new period for
reply must be at lzast 1 month and would run from the date the error is corrected,
See MPEP § 707.058(g) for the manner of correcting the record where there has
Been an erroneous citation,

Where for any reason it becomes pecessary o remail any action (MPEP §
70713}, apphicant’s period for chi iiE tarted Lo covvespond o the
f

rematiing date of the action.

A supplementary action after u rejection explaining the references more explicitly

*

or giving t 1‘1 reasons move folly, sven though no further references are clied,
establishes a new date {rom which the statutory period runs.

I the error in clistion or other defective Office action is called to the attention of
e Office after the expiration of the period for reply, the period will not be

o

g MPEP &8 810 ("when oaly
5 706,01 (Margjestion, tovolving the merits of ¢
1 rejected, the primary examine
and expladn the basis for any nowp
reason relating to the merits thereod
the word “refect” st be used.™)

a rex,_;asz'm*ws" o re;st ot i3 made, no action oo the
e claim™), TO7 01 (“T action on the merits

f ndicaie how the refere o be applied any po 13
or art grounds of refection.”), TO7.07E O Where g ¢lalm is sm 13¢d {m any

it sk.uuxti be "rejected” and the groundd of rejecton fully and clearly stated, and

vz nonfinal writie
¥
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restarted and any appropu'a & extension fog will be required o render a reply
timsely. The Othice letier correcting ‘the ervor will note that the tme period for
reply remaing as set 1‘05:1‘%1 1 the previous Office action.

Pentioner argues that it is unreasonable to expect an apphicant o sevond guess the content of an
Gifive action and reguest clarification when 2 question arises. This argunent 15 0ot POrsuasive
MEPEP § TIO06 expli sets forth the procedures for requesting clarification from the Offie
when # polential error in an Office action may impact an applicant’s ability o reply 1o an Office
stom, Pelitioner did not call attention to the purported defect in the Office action of October 12,
lw zm‘:.;_i afier the expiration of the periad for ve ply; thevefore, the time period could not ha

been vestarted.’

3 1‘3\\‘«‘

DECISION

For the previously stated reasous, the petifion reguesting withdrawal of finality of the Office
action of January 4, 2022, is DENIED as moot.

This constitutes a finsl decision on the petition. No further requesta for reconsideration will he
entertained. See MPRF § 1002.02, Judicial review of this petition may be available vpon ety of

W

a final wy action in the instant application (e g, u final decision by the Patent Trial and

‘{‘@xdi Bo :A:d_;\

This application is being forwarsded to the Technology Center for action on the request for

s;?t}m.zmie{.: examingtion filed on November 10, 2022,

Sobert W, ?Szi 13
Beputy Commissionsr
for Patents

ofion is calfed to the atfention of the
and zay appropriats :
ror will pote that the tive period for replv

affer he evp:;a!‘ims af't
m"uis‘e
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