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501 Filing Papers With the U.S. Patent
and Trademark Office [R-3]

37 CFR1.1. Addresses for non-trademark correspondence
with the United Sates Patent and Trademark Office.

**>

(@) In general. Except as provided in paragraphs (a)(3)(i),
(@(3)(ii) and (d)(2) of this section, all correspondence intended
for the United States Patent and Trademark Office must be
addressed to either “Director of the United States Patent and
Trademark Office, PO. Box 1450, Alexandria, Virginia 22313-
1450" or to specific areas within the Office as set out in para
graphs (a)(1), and (a)(3)(iii) of this section. When appropriate,
correspondence should also be marked for the attention of a par-
ticular office or individual.<

(1) Patent correspondence.
(i) In general. All correspondence concerning patent

matters processed by organizations reporting to the Commissioner
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for Patents should be addressed to: Commissioner for Patents, PO
Box 1450, Alexandria, Virginia 22313-1450.
**>

(ii) Board of Patent Appeals and Interferences. See
§41.10 of thistitle. Notices of appeal, appeal briefs, reply briefs,
requests for ora hearing, aswell as all other correspondence in an
application or a patent involved in an appeal to the Board for
which an address is not otherwise specified, should be addressed
as set out in paragraph (a)(1)(i) of this section.<

* %
(2) [Reserved]
(3)  Office of General Counsel correspondence—

(i) Litigation and service. Correspondence relating to
pending litigation or otherwise within the scope of part 104 of this
title shall be addressed as provided in § 104.2.

(if) Disciplinary proceedings. Correspondence to
counsel for the Director of the Office of Enrollment and Disci-
pline relating to disciplinary proceedings pending before an
Administrative Law Judge or the Director shall be mailed to:
Office of the Solicitor, PO Box 16116, Arlington, Virginia 22215.

(iii) Solicitor, in general. Correspondence to the Office
of the Solicitor not otherwise provided for shall be addressed to:
Mail Stop8, Director of the United States Patent and
Trademark Office, PO Box 1450, Alexandria, Virginia 22313-
1450.

(iv) General Counsel. Correspondence to the Office of
the General Counsel not otherwise provided for, including corre-
spondence to the General Counsel relating to disciplinary pro-
ceedings, shall be addressed to: General Counsel, United States
Patent and Trademark Office, PO Box 1450, Alexandria, Virginia
22313-1450.

(v) Improper  correspondence.  Correspondence
improperly addressed to a Post Office Box specified in paragraphs
(@(3)(i) and (a)(3)(ii) of this section will not be filed elsewherein
the United States Patent and Trademark Office, and may be
returned.

**>
(4)  Office of Public Records correspondence.

(i) Assignments. All patent-related documents sub-
mitted by mail to be recorded by Assignment Services Division,
except for documents filed together with a new application,
should be addressed to: Mail Stop Assignment Recordation Ser-
vices, Director of the United States Patent and Trademark Office,
P.O. Box 1450, Alexandria, Virginia 22313-1450. See § 3.27.<

(ii) Documents. All requests for certified or uncerti-
fied copies of patent documents should be addressed to: Mail Stop
Document Services, Director of the United States Patent and
Trademark Office, PO. Box 1450, Alexandria, Virginia 22313-
1450.

>

(5) Office of Enrollment and Discipline correspondence.
All correspondence directed to the Office of Enrollment and Dis-
cipline concerning enrollment, registration, and investigation mat-
ters should be addressed to Mail Stop OED, Director of the United
States Patent and Trademark Office, PO. Box 1450, Alexandria,
Virginia 22313-1450.<
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(b) Patent Cooperation Treaty. Letters and other communi-
cations relating to international applications during the interna-
tional stage and prior to the assignment of anational serial number
should be additionally marked “Mail Stop PCT.”

(c) For reexamination proceedings.

(1) Requests for ex parte reexamination (original
reguest papers only) should be additionally marked “Mail Stop Ex
parte Reexam.”

(2) Requests for inter partes reexamination (original
reguest papers) and all subsequent inter partes reexamination cor-
respondence filed in the Office, other than correspondence to the
Office of the General Counsel pursuant to § 1.1(a8)(3) and
§1.302(c), should be additionally marked “Mail Stop Inter partes
Reexam.”

(d) Maintenance fee correspondence.—

(1) Payments. Payments of maintenance fees in patents
not submitted electronically should be mailed to: United States
Patent and Trademark Office, PO. Box 371611, Pittsburgh, Penn-
sylvania 15250-1611.

(2) Other correspondence. Correspondence related to
maintenance fees other than payments of maintenance feesin pat-
ents is not to be mailed to PO. Box 371611, Pittsburgh, Pennsyl-
vania 15250-1611, but must be mailed to: Mal Stop M
Correspondence, Director of the United States Patent and Trade-
mark Office, PO. Box 1450, Alexandria, Virginia 22313-1450.

(e) Patent term extension. All applications for extension of
patent term under 35 U.S.C. 156 and any communications relating
thereto intended for the United States Patent and Trademark
Office should be additionally marked “Mail Stop Patent Ext.”
When appropriate, the communication should also be marked to
the attention of a particular individual, as where a decision has
been rendered.

**>

() [Reserved]<

37 CFR 1.4. Nature of correspondence and signature
reguirements.

(@) Correspondence with the Patent and Trademark Office
COMprises:

(1) Correspondence relating to services and facilities of
the Office, such as genera inquiries, requests for publications
supplied by the Office, orders for printed copies of patents, orders
for copies of records, transmission of assignments for recording,
and the like, and

**>

(2) Correspondencein and relating to aparticul ar applica-
tion or other proceeding in the Office. See particularly the rules
relating to the filing, processing, or other proceedings of national
applications in subpart B, 88 1.31 to 1.378; of international appli-
cationsin subpart C, 88 1.401 to 1.499; of ex parte reexaminations
of patents in subpart D, 88 1.501 to 1.570; of extension of patent
term in subpart F, 88 1.710 to 1.785; of inter partes reexamina-
tions of patents in subpart H, 88 1.902 to 1.997; and of the Board
of Patent Appeals and Interferencesin part 41 of thistitle.<
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(b) Since each file must be complete in itself, a separate
copy of every paper to befiled in apatent, patent file, or other pro-
ceeding must be furnished for each file to which the paper per-
tains, even though the contents of the papers filed in two or more
files may be identical. The filing of duplicate copies of correspon-
dence in the file of an application, patent, or other proceeding
should be avoided, except in situations in which the Office
requires the filing of duplicate copies. The Office may dispose of
duplicate copies of correspondence in the file of an application,
patent, or other proceeding.

(c) Since different matters may be considered by different
branches or sections of the United States Patent and Trademark
Office, each distinct subject, inquiry or order must be contained in
a separate paper to avoid confusion and delay in answering papers
dealing with different subjects.

** >

(d)(1)Handwritten signature. Each piece of correspondence,
except as provided in paragraphs (d)(2), (d)(3), (e) and (f) of this
section, filed in an application, patent file, or other proceeding in
the Office which requires a person’s signature, must:

(i) Bean origina, that is, have an origina handwritten
signature personally signed, in permanent dark ink or its equiva-
lent, by that person; or

(ii) Be adirect or indirect copy, such as a photocopy or
facsimile transmission (8§ 1.6(d)), of an original. In the event that a
copy of the origina isfiled, the original should be retained as evi-
dence of authenticity. If a question of authenticity arises, the
Office may require submission of the original.

(2) Ssignature. An S-signature is a signature inserted
between forward slash marks, but not a handwritten signature as
defined by § 1.4(d)(1). An S-signature includes any signature
made by electronic or mechanical means, and any other mode of
making or applying a signature not covered by either a handwrit-
ten signature of § 1.4(d)(1) or an Office Electronic Filing System
(EFS) character coded signature of 8 1.4(d)(3). Correspondence
being filed in the Office in paper, by facsimile transmission as
provided in 8 1.6(d), with a signature in permanent dark ink or its
equivalent, or via the Office Electronic Filing System as an EFS
Tag(ged) Image File Format (TIFF) attachment, for a patent appli-
cation, patent, or a reexamination proceeding may be S-signature
signed instead of being personally signed (i.e., with a handwritten
signature) as provided for in paragraph (d)(1) of this section. The
requirements for an S-signature under this paragraph (d)(2) are as
follows.

(i) The S-signature must consist only of letters, or
Arabic numerals, or both, with appropriate spaces and commas,
periods, apostrophes, or hyphens for punctuation, and the person
signing the correspondence must insert his or her own S-signature
with afirst single forward slash mark before, and a second single
forward dash mark after, the S-signature (e.g., /Dr. James T.
Jones, Jr./); and

(ii) A registered practitioner, signing pursuant to
88 1.33(b)(1) or 1.33(b)(2), must supply his/her registration num-
ber, either as part of the S-signature, or immediately below
or adjacent the S-signature. The number (#) character may
only be used as part of the S-signature when appearing before a
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practitioner’s registration number; otherwise the number character
may not be used in an S-signature.
(iii) The signer’s name must be:

(A) Presented in printed or typed form preferably
immediately below or adjacent the S-signature, and

(B) Reasonably specific enough so that the identity
of the signer can be readily recognized.

(3) EFS character coded signature. Correspondence in
character coded form being filed via the Office Electronic Filing
System for a patent application or patent may be signed electroni-
cally. The electronic signature must consist only of letters of the
English aphabet, or Arabic numerals, or both, with appropriate
spaces and commas, periods, apostrophes, or hyphens for punctu-
ation. The person signing the correspondence must personally
insert the electronic signature with a first single forward slash
mark before, and a second single forward slash mark after, the
electronic signature (e.g., /Dr. James T. Jones, Jr./).

(4) Certifications. (i) Section 10.18 certifications: The
presentation to the Office (whether by signing, filing, submitting,
or later advocating) of any paper by a party, whether a practitioner
or non-practitioner, constitutes a certification under § 10.18(b) of
this chapter. Violations of § 10.18(b)(2) of this chapter by a party,
whether a practitioner or non-practitioner, may result in the impo-
sition of sanctions under § 10.18(c) of this chapter. Any practitio-
ner violating 8 10.18(b) of this chapter may also be subject to
disciplinary action. See §§ 10.18(d) and 10.23(c)(15) of this chap-
ter.

(if) Certifications as to the signature: (A) Of another:
A person submitting a document signed by another under para-
graphs (d)(2) or (d)(3) of this section is obligated to have areason-
able basis to believe that the person whose signature is present on
the document was actualy inserted by that person, and should
retain evidence of authenticity of the signature.

(B) Sdf certification: The person inserting a signa-
ture under paragraphs (d)(2) or (d)(3) of this section in a docu-
ment submitted to the Office certifies that the inserted signature
appearing in the document is his or her own signature.

(C) Sanctions: Violations of the certifications as to
the signature of another or a person’s own signature, set forth in
paragraphs (d)(4)(ii)(A) and (B) of this section, may result in the
imposition of sanctions under § 10.18(c) and (d) of this chapter.

(e) Correspondence requiring a person’s signature and relat-
ing to registration practice before the Patent and Trademark Office
in patent cases, enrollment and disciplinary investigations, or dis-
ciplinary proceedings must be submitted with an original hand
written signature personally signed in permanent dark ink or its
equivalent by that person.<

(f) When a document that is required by statute to be certi-
fied must be filed, a copy, including a photocopy or facsimile
transmission, of the certification is not acceptable.

(g9) An applicant who has not made of record a registered
attorney or agent may be required to state whether assistance was
received in the preparation or prosecution of the patent applica-
tion, for which any compensation or consideration was given or
charged, and if so, to disclose the name or names of the person or
persons providing such assistance. Assistance includes the prepa-
ration for the applicant of the specification and amendments or
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other papers to be filed in the Patent and Trademark Office, as
well as other assistance in such matters, but does not include
merely making drawings by draftsmen or stenographic servicesin
typing papers.

>

(h) Ratification/confirmation/evidence of authenticity: The
Office may require ratification, confirmation (which includes sub-
mission of a duplicate document but with a proper signature), or
evidence of authenticity of a signature, such as when the Office
has reasonable doubt as to the authenticity (veracity) of the signa-
ture, e.g., where there are variations of a signature, or where the
signature and the typed or printed name, do not clearly identify
the person signing.<

I GENERAL MAILING ADDRESSES

The U.S. Patent and Trademark Office (Office) has
three separate general mailing addresses. The
addresses are as follows:

A. For Patent Applications and Patent-Related
Papers

Correspondence in patent-related matters under the
direction of the Commissioner for Patents should be
addressed to:

Commissioner for Patents
PO. Box 1450
Alexandria, Virginia 22313-1450

Such correspondence includes: patent applications,
replies to notices of informality, requests for exten-
sion of time, notices of appeal to the Board of Patent
Appeals and Interferences (the Board), briefs in sup-
port of an appeal to the Board, requests for oral hear-
ing before the Board, >applications for< extensions of
term of patent, requests for publication of Statutory
Invention Registration (SIR), requests for reexamina-
tion, statutory disclaimers, certificates of correction,
petitions to the Commissioner for Patents, submission
of information disclosure statements, petitions to
institute a public use proceeding, petitions to revive
abandoned patent applications, and other correspon-
dence related to patent applications and patents which
is processed by organizations reporting to the Com-
missioner for Patents.

Certain patent-related correspondence requires
immediate Office attention. Examples are:

(A) Petitions for express abandonment to avoid
publication under 37 CFR 1.138(c);
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(B) Petitions to withdraw an application from
issue under 37 CFR 1.313(c);

(C) Request for expedited examination of a
design application (rocket docket); and

(D) Papers required by the Office of Patent Publi-
cation to be hand-carried or faxed to the Office of
Patent Publication.

Applicants are encouraged to transmit these types
of correspondence by facsimile transmission *>(see
MPEP § 502.01) or, where permitted (items B and D
only),< hand-carry them to the appropriate area of the
Office for processing. **>(see MPEP § 502)<

B. For Trademark Applications and Trademark-
Related Papers

Correspondence in trademark-related matters under
the direction of the Commissioner for Trademarks or
the Trademark Trial and Appeal Board should be
addressed to:

Commissioner for Trademarks
**>pP 0. Box 1451
Alexandria, VA 22313-1451<

Such correspondence includes all trademark appli-
cations and other trademark-related mail, except for
trademark documents sent to the Assignment Division
for recordation, >correspondence for the Office's
Madrid Processing Unit,< requests for certified and
uncertified copies of trademark documents, and fil-
ings submitted electronically. See 37 CFR 2.190.

>

Correspondence to be delivered by the United
States Postal Service to the Office's Madrid Process-
ing Unit must be mailed to:

Commissioner for Trademarks

PO. Box 16471

Arlington, VA 22215-1471

Attention MPU<

C. For Other Correspondence

Patent and trademark documents sent to the Assign-
ment Division for recordation>(Mail Stop Assign-
ment Recordation Services)<, requests for certified or
uncertified copies of patent and trademark docu-
ments>(Mail Stop Document Services)<, and for cor-
respondence for which an address is not otherwise
specified in 37 CFR 1.1, should be addressed to:

Rev. 3, August 2005

Director of the United States Patent and Trademark
Office

PO. Box 1450

Alexandria, VA 22313-1450

[I. SEPARATE MAILING ADDRESSES FOR
CERTAIN CORRESPONDENCE

The Office has separate mailing addresses for cer-
tain correspondence:

(A) Certain court-related correspondence (e.g.,
summons and complaint) being delivered to the
Office via the U.S. Postal Service (USPS) must be
addressed:

General Counsel

United States Patent and Trademark Office
P.O. Box 15667

*>Arlington<, VA 22215

(B) Correspondence directed to the Office of
Enrollment and Discipline (OED) Director relating to
disciplinary proceedings pending before an Adminis-
trative Law Judge or the Director must be addressed:

Office of the Salicitor
PO. Box 16116
Arlington, Virginia 22215

(C) Payments of maintenance fees in patents
being delivered to the Office via the USPS should be
addressed:

United States Patent and Trademark Office
PO. Box 371611
Pittsburgh, Pennsylvania 15250-1611

(D) A deposit account replenishment being deliv-
ered to the Office viathe USPS should be addressed:

Director of the United States Patent and Trademark
Office

P.O. Box 70541

Chicago, Illinois 60673

Persons filing correspondence with the Office
should check the rules of practice, the Official
Gazette, or the Office’'s Internet Web site (http://
Www.uspto.gov) to determine the appropriate mailing
address for such correspondence.
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[11. HAND-DELIVERY OF PAPERS

Patent-related papers ** may be hand-carried to the
Office. If the correspondence is hand-carried to the
Office, >with limited exceptions (see subsection I.A.,
above)< it must be delivered to**:

* % >

Customer Service Window
Randol ph Building

401 Dulany Street
Alexandria, VA 22314<

See MPEP § 502.

Trademark-related papers may * be filed at the
“walk-up” window located **>in the Trademark
Assistance Center, Madison East, Concourse Level,
Room C55, 600 Dulany Street, Alexandria, VA
22314.<

As provided in 37 CFR 1.4(c), matters that are to
be considered by different branches or sections of the
USPTO must be contained in separate papers. Thefol-
lowing form paragraph may be used to notify the
applicant of this requirement when the applicant has
filed a single paper containing distinct subjects,
inquiries, or orders.

9 5.01.01 Separate Paper Required

The[1] submitted [2] should have been submitted as a separate
paper as required by 37 CFR 1.4(c). The paper has been entered.
However, al future correspondence must comply with 37 CFR
14.

Examiner Note:

1. Inbracket 1, indicate the item required to be separately sub-
mitted, such as an affidavit, petition, or other appropriate docu-
ment.

2. If the applicant is a pro se inventor, include a copy of the
rule.

Those who correspond with the USPTO are
strongly encouraged not to include correspondence
which will have to be directed to different areas (e.g.,
Patents and Trademarks) of the Office in a single
envelope. Including multiple papers in a single enve-
lope increases the likelihood that one or more of the
paperswill be delayed before reaching the appropriate
area. Placing the papers in separately addressed enve-
lopes will reduce the number of actions being per-
formed by the USPTO unnecessarily or
inappropriately. **
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>Pursuant to 37 CFR 1.1, correspondence intended
for the USPTO must be mailed to PO. Box 1450,
Alexandria, VA 22313-1450, except as otherwise pro-
vided.< Except for certain mail addressed incorrectly
to the Office of the *>General Counsel (see 37 CFR
1.1(a)(3)(v))<, there will be no penalty for addressing
a document to the wrong area within the Office, as
long as one of the approved addresses is used. Use of
the specific addresses listed within 37 CFR 1.1 is
strongly encouraged because it will facilitate the pro-
cess both for the Office and the filer. Accordingly, a
new application incorrectly addressed to the Director
will be treated the same as if the application was
addressed to the specific Commissioner.

All mailed communications are received by the
Incoming-Mail Section of the Office of Initial Patent
Examination (OIPE), which opens and distributes all
official mail.

Special mail stops have been established to allow
the forwarding of particular types of mail to appropri-
ate areas of the Office as quickly as possible. A list of
these mail stops is published weekly in the Official
Gazette. Only the specified type of document for a
particular mail stop should be placed in an envelope
addressed to that mail stop.

If any documents other than the specified type iden-
tified for each department are addressed to that
department, they will be significantly delayed in
reaching the appropriate area for which they were
intended.

502  Depositing Correspondence [R-3]
37 CFR 1.5. Identification of patent, patent application, or
patent-related proceeding.

(@) No correspondence relating to an application should be
filed prior to receipt of the application number from the Patent and
Trademark Office. When aletter directed to the Patent and Trade-
mark Office concerns a previoudly filed application for a patent, it
must identify on the top page in a conspicuous location, the appli-
cation number (consisting of the series code and the serial num-
ber; eg., 07/123,456), or the serial number and filing date
assigned to that application by the Patent and Trademark Office,
or the international application number of the international appli-
cation. Any correspondence not containing such identification
will be returned to the sender where areturn address is available.
The returned correspondence will be accompanied with a cover
letter which will indicate to the sender that if the returned corre-
spondence is resubmitted to the Patent and Trademark Office
within two weeks of the mail date on the cover letter, the
original date of receipt of the correspondence will be considered
by the Patent and Trademark Office as the date of receipt of the
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correspondence. Applicants may use either the Certificate of
Mailing or Transmission procedure under 8 1.8 or the Express
Mail procedure under § 1.10 for resubmissions of returned corre-
spondence if they desire to have the benefit of the date of deposit
in the United States Postal Service. If the returned correspondence
is not resubmitted within the two-week period, the date of receipt
of the resubmission will be considered to be the date of receipt of
the correspondence. The two-week period to resubmit the returned
correspondence will not be extended. In addition to the applica-
tion number, all letters directed to the Patent and Trademark
Office concerning applications for patent should also state the
name of the applicant, the title of the invention, the date of filing
the same, and, if known, the group art unit or other unit within the
Patent and Trademark Office responsible for considering the | etter
and the name of the examiner or other person to which it has been
assigned.

(b) When the letter concerns a patent other than for purposes
of paying a maintenance fee, it should state the number and date
of issue of the patent, the name of the patentee, and the title of the
invention. For letters concerning payment of a maintenance feein
a patent, see the provisions of § 1.366(c).

(c) [Reserved]

(d) A letter relating to a reexamination proceeding should
identify it as such by the number of the patent undergoing reexam-
ination, the reexamination request control number assigned to
such proceeding, and, if known, the group art unit and name of the
examiner to which it been assigned.

(e) **>[Reserved]<
(f) When a paper concerns a provisional application, it

should identify the application as such and include the application
number.

37 CFR 1.6. Receipt of correspondence.

(a) Date of receipt and Express Mail date of deposit. Corre-
spondence received in the Patent and Trademark Office is
stamped with the date of receipt except as follows:

(1) The Patent and Trademark Office is not open for the
filing of correspondence on any day that is a Saturday, Sunday, or
Federal holiday within the District of Columbia. Except for corre-
spondence transmitted by facsimile under paragraph (8)(3) of this
section, or filed electronically under paragraph (a)(4) of this sec-
tion, no correspondence is received in the Office on Saturdays,
Sundays, or Federal holidays within the District of Columbia.

(2) Correspondence filed in accordance with § 1.10 will
be stamped with the date of deposit as “Express Mail” with the
United States Postal Service.

(3) Correspondence transmitted by facsimile to the Patent
and Trademark Office will be stamped with the date on which the
complete transmission is received in the Patent and Trademark
Office unless that date is a Saturday, Sunday, or Federal holiday
within the District of Columbia, in which case the date stamped
will be the next succeeding day which is not a Saturday, Sunday,
or Federal holiday within the District of Columbia.

(4) [Reserved]

(b) [Reserved]
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(c) Correspondence delivered by hand. In addition to being
mailed, correspondence may be delivered by hand during hours
the Office is open to receive correspondence.

(d) Facsimile transmission. Except in the cases enumerated
below, correspondence, including authorizations to charge a
deposit account, may be transmitted by facsimile. The receipt date
accorded to the correspondence will be the date on which the
complete transmission is received in the United States Patent and
Trademark Office, unless that date is a Saturday, Sunday, or Fed-
eral holiday within the District of Columbia. See § 1.6(8)(3). To
facilitate proper processing, each transmission session should be
limited to correspondence to be filed in a single application or
other proceeding before the United States Patent and Trademark
Office. The application number of a patent application, the control
number of areexamination proceeding, the interference number of
an interference proceeding, or the patent number of a patent
should be entered as a part of the sender’s identification on a fac-
simile cover sheet. Facsimile transmissions are not permitted and,
if submitted, will not be accorded a date of receipt in the follow-
ing situations:

(1) Correspondence as specified in § 1.4(e), requiring an
original signature;

(2) Certified documents as specified in § 1.4(f);

(3) Correspondence which cannot receive the benefit of
the certificate of mailing or transmission as specified in
§1.8(a)(2)(i)(A) through (D) and (F), and §1.8(a)(2)(iii)(A),
except that a continued prosecution application under § 1.53(d)
may be transmitted to the Office by facsimile;

(4) **>Color drawings submitted under 88 1.81, 1.83
through 1.85, 1.152, 1.165, 1.173, or 1.437;<

(5) A request for reexamination under § 1.510 or § 1.913;

(6) Correspondence to be filed in a patent application
subject to a secrecy order under 88 5.1 through 5.5 of this chapter
and directly related to the secrecy order content of the application;

(7) [Reserved]

(8) [Reserved]

(9) **>In contested cases before the Board of Patent
Appeals and Interferences except as the Board may expressly
authorize.<

() **>[Reserved]<

(f) Facsimile transmission of a patent application under
§ 1.53(d). In the event that the Office has no evidence of receipt of
an application under § 1.53(d) (a continued prosecution applica-
tion) transmitted to the Office by facsimile transmission, the party
who transmitted the application under § 1.53(d) may petition the
Director to accord the application under § 1.53(d) afiling date as
of the date the application under § 1.53(d) is shown to have been
transmitted to and received in the Office,

(1) Provided that the party who transmitted such applica-
tion under § 1.53(d):

(i) Informs the Office of the previous transmission of
the application under § 1.53(d) promptly after becoming aware
that the Office has no evidence of receipt of the application under
§1.53(d);

(ii) Supplies an additional copy of the previously
transmitted application under § 1.53(d); and
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(iii) Includes a statement which attests on a persona
knowledge basis or to the satisfaction of the Director to the previ-
ous transmission of the application under § 1.53(d) and is accom-
panied by a copy of the sending unit's report confirming
transmission of the application under § 1.53(d) or evidence that
came into being after the complete transmission and within one
business day of the complete transmission of the application under
§1.53(d).

(2) The Office may require additional evidence to deter-
mine if the application under § 1.53(d) was transmitted to and
received in the Office on the date in question.

All applications (provisional and nonprovisional)
may be sent to the U.S. Patent and Trademark Office
by mail (see MPEP § 501), or they may be hand-car-
ried to the Customer >Service< Window. >New utility
patent applications and provisional applications can
aso be filed via the Office’s Electronic Filing System
(EFS). See MPEP 8 1730, subsection 11.B.< A contin-
ued prosecution application (CPA) filed under
37 CFR 1.53(d) (available for design applications
only), amendments, and other papers may be sent to
the U.S. Patent and Trademark Office by mail (see
MPEP § 501), by facsimile (see MPEP § 502.01) or
hand-carried to the Customer >Service< Window.
Any correspondence sent to the U.S. Patent and
Trademark Office should include the sender’s return
address and ZIP Code designation. For correspon-
dence hand-delivered to the Office, see subsection Il.
below.

**>See 37 CFR 2190 and MPEP § 501 for
addresses pertaining to trademark correspondence.<

All correspondence related to a national patent
application aready filed with the U.S. Patent and
Trademark Office must include the identification of
the application number or the serial number and the
filing date assigned to the application by the Office.
Any correspondence not containing the proper identi-
fication set forth in 37 CFR 1.5(a) will be returned to
the sender by OIPE. Each paper should be inspected
to assure that the papers being returned contain either
an “Office Date” stamp or a TC date stamp. A minor
error in the identification of the application can be
corrected by the Office provided the correct identifi-
cation can be quickly discovered. Examples of minor
errors are transposed numbers, typographical errors,
and listing the parent application number. The failure
to give any application number is not a minor error.
The Office often experiences difficulty in matching
incoming papers with the application file to which
they pertain because insufficient or erroneous infor-

mation is given. This applies especialy to amend-
ments, powers of attorney, changes of address, status
letters, petitions for extension of time, and other peti-
tions.

**

It would be of great assistance to the Office if all
incoming papers pertaining to a filed application car-
ried the following items:

(A) Application number (checked for accuracy,
including series code and serial no.).

(B) Art Unit number (copied from most recent
Office communication).

(©) Filing date.

(D) Name of the examiner who prepared the most
recent Office action.

(E) Title of invention.

(F) Confirmation number (see MPEP § 503).

Applicants may be reminded of this provision by
including form paragraph 5.01.

1 5.01 Proper Heading for Incoming Papers

It would be of great assistance to the Office if al incoming
papers pertaining to a filed application carried the following
items:

1. Application number (checked for accuracy, including series
code and serial no.).

2. Art Unit number (copied from most recent Office communi-
cation).

3. Filing date.

4. Name of the examiner who prepared the most recent Office
action.

5. Title of invention.

6. Confirmation number (see MPEP § 503).

The Office prefers identifying indicia to be pro-
vided on the drawings. If such identifying indicia is
provided, it must be placed on the front of each sheet
of drawings ** within the top margin. See 37 CFR
1.84(c). The identifying indicia should include the
title of the invention, inventor’'s name, application
number, and confirmation number (see MPEP § 503).
If the Office has not yet assigned an application num-
ber and confirmation number to the application, the
docket number (if any) used by the applicant to track
the application should be provided.

When the Office receives replacement sheets of
drawings for patent applications after the application
has been filed, a cover letter identifying the drawings
by application number should accompany them. The
application number and other identifying indicia
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should be placed on each sheet of drawings in accor-
dance with 37 CFR 1.84(c). >Each drawing sheet sub-
mitted after the filing date of the application must be
identified as either “Replacement Sheet” or “New
Sheet” pursuant to 37 CFR 1.121(d).<

It is requested that the submission of additional or
supplemental papers on a newly filed application be
deferred until an application number has been
received.

Documents which have no particular time or
seguence requirements should be filed in the Office
with materials submitted in reply to the statutory or
regulatory requirements. Examples are certified cop-
ies of foreign documents to support priority in patent
applications, changes of power of attorney, or changes
in mailing address following first action.

All letters relating to a reexamination proceeding
should identify the proceeding involved by patent
number and reexamination request control number.

I POST
DENCE

ALLOWANCE CORRESPON-

All post allowance correspondence, except for
petitions under 37 CFR 1.313(c), should be addressed
“Mail Stop Issue Fee” Any petition filed under 37
CFR 1.313(c) to withdraw an application from issue
after payment of the issue fee should be clearly
marked “Petition under 37 CFR 1.313(c)” and be
either hand-carried to the Office of Petitions ** or
submitted by facsimile to the **>Office of Petitions at
(571) 273-0025. All other types of petitions, if trans-
mitted by facsimile transmission to the Office, must
be directed to the central facsimile number ((571)
273-8300).<

Any paper filed after receiving the Issue notifica-
tion should include the indicated patent number.

Since an alowed application may be issued as a
patent within about four weeks of payment of the
issue fee, al post alowance correspondence should
be filed prior to the date of issue fee payment to
ensure the papers reach the appropriate USPTO offi-
cia for consideration before the date the application
issues as a patent. See MPEP § 2732 for a discussion
of the patent term adjustment impact of submitting
amendments or other papers after a notice of allow-
ance has been mailed.

If the above suggestions are adopted, the process-
ing of both new and alowed applications could pro-
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ceed more efficiently and promptly through the U.S.
Patent and Trademark Office.

[I.  HAND-DELIVERY OF PAPERS

No officia paper which relates to a pending appli-
cation may be personally delivered to a TC except
papers that are directed to an application subject to a
secrecy order pursuant to 35 U.S.C. 181, or are
national security classified and that are directed to
Licensing and Review. Effective December 1, 2003,
al official patent application related correspondence
for organizations reporting to the Commissioner for
Patents (e.g., TCs, the Office of Patent Publication,
and the Office of Petitions) that is hand-carried (or
delivered by other delivery services) must be deliv-
ered to the Customer >Service< Window, with a few
exceptions.

Correspondence for Which Centralized Delivery of
Hand-Carried Papers|s Not Required

The following types of patent application related
correspondence may be delivered to the specific loca
tion where they are processed instead of the Customer
>Service< Window. >Before hand-carrying papers to
a gspecific location or a particular office within the
USPTO, the office should be called to obtain its cur-
rent location. Applicants should check the USPTO
web site for the current telephone number.< Any such
correspondence carried ** to the Customer >Service<
Window will be accepted **> and routed< to the
appropriate office, thereby incurring a delay before
being processed. **>Correspondence which is not
related to a specific patent or patent application, such
as question on policy, on employment, or other gen-
era inquiry< may ** be hand-carried to the current
designated locations depending on the substance of
the correspondence.

**>

(A) Access Reguests - Requests for access to
patent application files may be hand-carried to the
File Information Unit (FIU) in Room 2E04, 2900
Crystal Drive (South Tower), Arlington, VA 22202.
Requests for access to patent application files that are
maintained in the Image File Wrapper system and that
have not yet been published may also be hand-carried

to the Public Search Facility on the 1% floor of the
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Madison East Building, 600 Dulany Street, Alexan-
dria, VA 22314.

(B) Patent Term Extensions under 35 U.S.C. 156 -
Applications for patent term extension under
35U.S.C. 156 may be hand-carried to the Office of
Patent Legal Administration (OPLA) in Room 07D85
of the Madison West Building, 600 Dulany Street,
Alexandria, VA 22314. At the guard station in Madi-
son West, the security guard should call the OPLA at
(571) 272-7744 or (571) 272-7746 for delivery assis-
tance.

(C) Assignments to be Recorded - Assignments
may be hand-carried to the Office of Public Records

Customer Service Window on the 2" floor of the
South Tower Building, 2900 Crystal Drive, Arlington,
VA 22202.

(D) Office of General Counsel - Correspondence
for the Office of General Counsel may be hand-car-
ried to the Office of General Counsel in Room 10C20
of the Madison East Building, 600 Dulany Street,
Alexandria, VA 22314. At the guard station in Madi-
son East, the security guard should call the Office of
General Counsel at (571) 272-7000 for delivery assis-
tance.

(E) Solicitor’'s Office - Correspondence for the
Solicitor’s Office may be hand-carried to the Solici-
tor's Office in Room 8C43 of the Madison West
Building, 600 Dulany Street, Alexandria, VA 22314.
At the guard station in Madison West, the security
guard should call the Solicitor’s Office at (571) 272-
9035 for delivery assistance.

(F) Interference Related Correspondence - Corre-
spondence relating to interferences may be hand-car-

ried to the 1% floor lobby of Madison East Building,
600 Dulany Street, Alexandria, VA 22314, where a
drop-off box for hand-carried documents to be filed
with the Board of Patent Appeals and Interferences
(Board) is located. Customers need to pass through
the magnetometer and have the materials passed
through the x-ray sensor before placing them in the
drop-off box. The drop-off box is for Interference
related correspondence only. Boxes are not permitted
in the drop-off box. Box materials should be hand-
carried to Madison East, Room 9B55-A using the fol-
lowing procedures. At the guard station in Madison
East, the security guard should call the Board at (571)
272-9797 to obtain authorization to allow entry into
the building for delivery to Room 9B55-A. Access to

Room 9B55-A is available from 8:30 am to 4:45 pm
only. Documents/boxes hand-carried to the drop-off
box or to Room 9B55-A after 4:45 pm will receive the
next day’s filing date. Customers desiring a stamped
return receipt for their filing need to personally bring
their filing and postcard to Room 9B55-A during the
hours stated above, or |eave the postcard with the fil-
ing (postcard must include correct postage mail stamp
and the address where the postcard is to be mailed).
The Board will stamp the filing date and mail the
postcard to the customer.

(G) Secrecy Order - Applications subject to a
secrecy order pursuant to 35 U.S.C. 181, or are
national security classified, and correspondence
related thereto, may be hand-carried to Licensing and
Review in Room 4B31 of the Knox Building, 501
Dulany Street, Alexandria, VA 22314. At the guard
station in Knox, the security guard should call Licens-
ing and Review at (571) 272-8203 for delivery assis-
tance.

(H) Expedited Foreign Filing License Petitions -
Petitions for foreign filing license pursuant to 37 CFR
5.12(b) for which expedited handling is requested and
petitions for retroactive license under 37 CFR 5.25
may be hand-carried to Licensing and Review in
Room 4B41 of the Knox Building, 501 Dulany Strest,
Alexandria, VA 22314. At the guard station in Knox,
the security guard should call Licensing and Review
at (571) 272-8187 for delivery assistance.

(1) Petitionsto Withdraw from Issue - Petitions to
withdraw from issue may be hand-carried to the

Office of Petitions on the 71" floor of the Madison
West Building, 600 Dulany Street, Alexandria, VA
22314. At the guard station in Madison West, the
security guard should call the Office of Petitions at
(571) 272-3282 for delivery assistance. Hand-carried
papers will be accepted between the hours of 8:30 am
to 3:45 pm.

(J) Documents Requested by the Office of Patent
Publication - Documents requested by the Office of
Patent Publication may be hand-carried to the Office
of Patent Publication in Room 8A24, 2900 Crystal
Drive (South Tower Building), Arlington, VA 22202,
during business hours.<

1. “EXPRESSMAIL” SERVICE

There are two types of “Express Mail” delivery
offered by the U.S. Postal Service — " Post Office to
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Addressee” and “ Post Office to Post Office.” The only
type of service which can be used for * Express Mail”
directed to the U.S. Patent and Trademark Office is
the “Post Office to Addressee” service of the U.S.
Postal Service. 37 CFR 1.10. This service providesfor
the use of a mailing label which clearly indicates the
date on which a particular paper or fee was deposited.

The addresses that should be used for “Express
Mail” sent to the U.S. Patent and Trademark Office
are set forth in 37 CFR 1.1 (see MPEP § 501).

“Post Office to Post Office” Express Mail does not
provide for delivery but instead is retained at the
postal facility of the addressee for pickup. The Postal
Service does not notify the addressee that this type of
Express Mail has been received and is awaiting
pickup. If not picked up, this mail is held for 15 days
and then returned to the sender.

Therefore, since the U.S. Patent and Trademark
Office does not have resources for picking up any
mail, including Express Mail, the “ Post Office to Post
Office” Express Mail will not reach the U.S. Patent
and Trademark Office.

See MPEP § 513 for the use of the Express Mail
Mailing procedure of 37 CFR 1.10.

502.01 Correspondence Transmitted by

Facsimile [R-3]

37 CFR 1.6. Receipt of correspondence.

*kkk*k

(d) Facsimile transmission. Except in the cases enumerated
below, correspondence, including authorizations to charge a
deposit account, may be transmitted by facsimile. The receipt date
accorded to the correspondence will be the date on which the
complete transmission is received in the United States Patent and
Trademark Office, unless that date is a Saturday, Sunday, or Fed-
eral holiday within the District of Columbia. See § 1.6(8)(3). To
facilitate proper processing, each transmission session should be
limited to correspondence to be filed in a single application or
other proceeding before the United States Patent and Trademark
Office. The application number of a patent application, the control
number of areexamination proceeding, the interference number of
an interference proceeding, or the patent number of a patent
should be entered as a part of the sender’s identification on a fac-
simile cover sheet. Facsimile transmissions are not permitted and,
if submitted, will not be accorded a date of receipt in the follow-
ing situations:

(1)  Correspondence as specified in § 1.4(e), requiring
an original signature;
(2)  Certified documents as specified in § 1.4(f);

Rev. 3, August 2005

MANUAL OF PATENT EXAMINING PROCEDURE

(3)  Correspondence which cannot receive the benefit
of the certificate of mailing or transmission as specified in
§1.8(8)(2)(i)(A) through (D) and (F), and 8 1.8(a)(2)(iii)(A),
except that a continued prosecution application under § 1.53(d)
may be transmitted to the Office by facsimile;

(4) **>Color drawings submitted under 8§ 1.81, 1.83
through 1.85, 1.152, 1.165, 1.173, or 1.437;<

(5) A request for reexamination under §1.510 or
§1.913;

(6) Correspondence to be filed in a patent application
subject to a secrecy order under 88 5.1 through 5.5 of this chapter
and directly related to the secrecy order content of the application;

(7) [Reserved]

(8) [Reserved]

(9) **>In contested cases before the Board of Patent

Appeals and Interferences except as the Board may expressly
authorize.<

*kkkk

The date of receipt accorded to any correspondence
permitted to be sent by facsimile transmission, includ-
ing a continued prosecution application (CPA) filed
under 37 CFR 1.53(d) (for design applications only),
isthe date the compl ete transmission is received by an
Office facsimile unit, unless the transmission is com-
pleted on a Saturday, Sunday, or Federal holiday
within the District of Columbia. Correspondence for
which transmission was completed on a Saturday,
Sunday, or Federal holiday within the District of
Columbia, will be accorded a receipt date of the next
succeeding day which is not a Saturday, Sunday, or
Federal holiday within the District of Columbia. For
example, a facsimile transmission to the Office from
Cdlifornia starting on a Friday at 8:45 p.m. Pacific
time and taking 20 minutes, would be completed at
9:05 p.m. Pacific time. The complete transmission
would be received in the Office around 12:05 am.
Eastern time on Saturday. The receipt date accorded
to the correspondence is thedate of the following
business day, which in this case, would be Monday
(assuming that Monday was not a Federal holiday
within the District of Columbia). Note however, that
if the Certificate of Transmission isavailable (for doc-
uments not proscribed by 37 CFR 1.8(a)(2)), then the
above facsimile may be considered timely filed on
Friday if it contains a Certificate of Transmission and
isin compliance with 37 CFR 1.8(a)(2)(i)(B) and (ii).

37 CFR 1.6(d) specifies the types of correspon-
dence which may be transmitted by facsimile. These
would include CPAs filed under 37 CFR 1.53(d)

500-10



RECEIPT AND HANDLING OF MAIL AND PAPERS

(available for design applications only), amendments,
declarations, petitions, information disclosure state-
ments (IDS), terminal disclaimers, notices of appeal
and appeal briefs, requests for continued examination
(RCEs) under 37 CFR 1.114, assignment documents,
issue fee transmittals and authorizations to charge
deposit accounts. The situations where transmissions
by facsimile are prohibited are identified in 37 CFR
1.6(d)(1)-(9). Prohibitions cover situations where
originals are required as specified in 37 CFR 1.4(e)
and (f), and situations where accepting a facsimile
transmission would be unduly burdensome on the
Office. Asa courtesy, the Office will attempt to notify
senders whenever correspondence is sent to the Office
by facsmile transmission that falls within one of
these prohibitions. Senders are cautioned against sub-
mitting correspondence by facsimile transmission
which is not permitted under 37 CFR 1.6(d) since
such correspondence will not be accorded a receipt
date.

An applicant filing a CPA for a design application
only by facsimile transmission must include an autho-
rization to charge the basic filing fee to a deposit
account or to a credit card, or the application will be
treated under 37 CFR 1.53(f) as having been filed
without the basic filing fee (as fees cannot otherwise
be transmitted by facsimile).

Thereisaspecial receipt procedure for filing a CPA
by fax, whereby the Office will fax back a receipt of
the CPA filing if applicant submits the Office receipt
form along with the CPA filing.

37 CFR 1.6. Receipt of correspondence.

*kkk*

(f) Facsimile transmission of a patent application under
§ 1.53(d). In the event that the Office has no evidence of receipt of
an application under § 1.53(d) (a continued prosecution applica-
tion) transmitted to the Office by facsimile transmission, the party
who transmitted the application under § 1.53(d) may petition the
Director to accord the application under § 1.53(d) afiling date as
of the date the application under § 1.53(d) is shown to have been
transmitted to and received in the Office,
(1)  Provided that the party who transmitted such appli-
cation under § 1.53(d):

0] Informs the Office of the previous transmission
of the application under § 1.53(d) promptly after becoming aware
that the Office has no evidence of receipt of the application under
§ 1.53(d);

(ii)  Supplies an additiona copy of the previously
transmitted application under § 1.53(d); and

500-11

502.01

(iii)  Includes a statement which attests on a personal
knowledge basis or to the satisfaction of the Director to the previ-
ous transmission of the application under § 1.53(d) and is accom-
panied by a copy of the sending unit's report confirming
transmission of the application under § 1.53(d) or evidence that
came into being after the complete transmission and within one
business day of the compl ete transmission of the application under
§1.53(d).

(2) The Office may require additional evidence to
determine if the application under § 1.53(d) was transmitted to
and received in the Office on the date in question.

37 CFR 1.6(f) provides for the situation in which
the Office has no evidence of receipt of a CPA trans-
mitted to the Office by facsimile transmission.
37 CFR 1.6(f) requires a petition be filed requesting
that the CPA be accorded a filing date as of the date
the CPA is shown to have been transmitted to and
received in the Office. The showing must include,
inter alia, a copy of the sending unit’s report confirm-
ing transmission of the application or evidence that
came into being after the complete transmission of the
application and within one business day of the com-
plete transmission of the application.

l. CENTRALIZED FACSIMILE NUMBER
FOR OFFICIAL PATENT APPLICATION
RELATED CORRESPONDENCE

A. Central Number

Effective December 1, 2003, all patent application
related correspondence transmitted by facsimile must
be directed to the central facsimile number, ** with a
few exceptions below. >The central facsimile number
is (571) 273-8300.< Replies to Office actions includ-
ing after-fina amendments that are transmitted by
facsimile must be directed to the central facsimile
number. Unofficial correspondence such as draft pro-
posed amendments for interviews may continue to be
transmitted by facsimile to the Technology Centers
(TCs). Office personnel should not use their personal
facsimile numbers for official application related cor-
respondence. Office personnel that inadvertently
receive official application related correspondence on
a personal facsimile number must either route (do not
forward) the correspondence to the official central
>facsimile< number or they may, with applicant’s (or
applicant’s representative) permission, make the fac-
simile amendment part of an examiner’s amendment.
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B. Correspondence Which May Be Sent by Fac-
simile to Other Than the Central Facsimile
Number

**>For each Office location listed below, only the
particular type of correspondence indicated may be
transmitted to the specific facsimile number at that
Office location. All other types of facsimile transmit-
ted correspondence must be sent to the central facsim-
ile number ((571) 273-8300).

(1) Office of Initial Patent Examination (OIPE)

-- Request for corrected filing receipt: (703) 746-
9195 facsimile number

-- Response to Notice to File Missing Parts: (703)
746-4060 facsimile number

(2) PCT Operations and PCT Legal Administra-
tion

Correspondence subsequent to filing in an inter-
national application before the U.S. Receiving Office,
the U.S. International Searching Authority, or the U.S.
International Preliminary Examining Authority:

-- Papers in international applications; (571) 273-
3201 facsimile number

-- Response to Decisions on Petition: (571) 273-
0459 facsimile number

Note: An international application for patent or a
copy of the international application and the basic
national fee necessary to enter national stage, as spec-
ified in 37 CFR 1.495(b), may not be submitted by
facsimile. See 37 CFR 1.6(d)(3) (referencing 37 CFR
1.8(a)(2)(i)(D) and (F)). Subsequent correspondence
may be transmitted by facsimile in an application
before the U.S. Receiving Office, the U.S. Interna-
tional Searching Authority, or the U.S. International
Preliminary Examining Authority, but it will not
receive the benefit of any certificate of transmission
(or mailing). See 37 CFR 1.8(a)(2)(i)(E). Correspon-
dence during the national stage, subsequent to the
mailing of the Notice of Acceptance of Application
Under 35 U.S.C. 371 and 37 CFR 1.495, are handled
in the same manner as a U.S. national application.

(3) Office of Patent Publication

Payment of an issue fee and any required publica-
tion fee by authorization to charge a deposit account
or credit card, and drawings: (703) 746-4000 facsim-
ile number
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Note: Although submission of drawings by fac-
simile may reduce the quality of the drawings, the
Office will generaly print the drawings as received.

(4) Office of Pre-Grant Publication

Petitions for express abandonment to avoid publi-
cation under 37 CFR 1.138(c)>,< and Requests for
express abandonment under 37 CFR 1.138:. (703)
305-8568 facsimile number

(5) Electronic Business Center (EBC)

Requests for Customer Number Data Change
(PTO/SB/124), and Requests for a Customer Number
(PTO/SB/125): (571) 273-0177 facsimile number

(6) Assignment Branch

Assignments or other documents affecting title:
(571) 273-0140 facsimile number

Note: Customers may submit documents directly
into the automated Patent and Trademark Assignment
System and receive the resulting recordation notice at
their facsimile machine. (Assignment documents sub-
mitted through the Electronic Patent Assignment Sys-
tem also permit the recordation notice to be faxed to
customers.) Credit card payments to record assign-
ment documents are acceptable, and use of the Credit
Card form (PTO-2038) is required for the credit card
information to be separated from the assignment
records. Only documents with an identified patent
application or patent number, a single cover sheet to
record a single type of transaction, and the fee paid by
an authorization to charge a USPTO deposit account
or credit card may be submitted via facsimile. Addi-
tional information regarding the submission of assign-
ment documents via facsimile may be obtained from
the USPTO web site at http://www.uspto.gov/web/
offices/ac/ido/opr/ptasfax.pdf

(7) Central Reexamination Unit (CRU)

Inter partes reexamination correspondence,
except for the initial request: (571) 273-0100 facsim-
ile number

Note: All ex parte reexamination correspondence,
except for the initial request, may be sent by facsimile
transmission to the central facsimile number.

(8) Board of Patent Appeals and Interferences

Correspondence related to pending interferences
permitted to be transmitted by facsimile (only where
expressly authorized, see 37 CFR 1.6(d)(9)): (571)
273-0042 facsimile number
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Note: Correspondence should not be transmitted
to this number if an interference has not yet been
declared.

(9) Office of the General Counsel

Correspondence permitted to be transmitted by
facsimile to the Office of the General Counsel: (571)
273-0099 facsimile number

(10) Office of the Solicitor

Correspondence permitted to be transmitted by
facsimile to the Office of the Solicitor: (571) 273-
0373 facsimile number

(112) Licensing and Review

Petitions for a foreign filing license pursuant to
37 CFR 5.12(b), including a petition for a foreign fil-
ing license where there is no corresponding U.S.
application (37 CFR 5.13): (571) 273-0185 facsimile
number

Note: Correspondence to be filed in a patent
application subject to a secrecy order under 37 CFR
5.1 to 5.5 and directly related to the secrecy order
content of the application may not be transmitted via
facsimile. See 37 CFR 1.6(d)(6).

(12) Office of Petitions

Petitions to withdraw from issue: (571) 273-0025
facsimile number

Note: All other types of petitions must be directed
to the central facsimile number (571) 273-8300. Peti-
tions sent to the central facsimile number should be
marked “ Special Processing Submission.” <

[I. CORRESPONDENCE RELATIVE TO
PATENTS AND PATENT APPLICATIONS
WHERE FILING BY FACSIMILE TRANS
MISSION ISNOT PERMITTED

(A) A document that is required by statute to be
certified;

(B) A national patent application specification
and drawing (provisional or nonprovisional) or other
correspondence for the purpose of obtaining an appli-
cation filing date, other than a continued prosecution
application filed under 37 CFR 1.53(d);

(C) *>Color drawings< submitted under 37 CFR
1.81, 1.83-1.85, 1.152, 1.165, >1.173,< or 1.437
except when submitted with the issue fee;

(D) Correspondence in an interference which an
Administrative Patent Judge orders to be filed by
hand or “Express Mail”;
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(E) Agreements between parties to an interfer-
ence under 35 U.S.C. 135(c);

(F) Correspondence **>in contested cases before
the Board of Patent Appeals and Interferences, unless
expressly authorized by the Board<;

(G) Correspondence to be filed in a patent appli-
cation subject to a secrecy order under 37 CFR 5.1-
5.5 and directly related to the secrecy order content of
the application;

(H) An international application for patent;

() A copy of the international application and
the basic national fee necessary to enter the national
stage, as specified in 37 CFR 1.495(b);

(J) A request for reexamination under 37 CFR
1.510 or 37 CFR 1.913.

** Applicants are reminded that the facsimile pro-
cess may reduce the quality of the drawings, and the
Office will generally print the drawings as received.

See MPEP § 1834.01 for a discussion concerning
facsimile transmissionsin PCT applications.

502.02 Correspondence Signature Re-

quirements [R-3]

37 CFR 1.4. Nature of correspondence and signature
requirements.

*kkk*k

**>

(d)(1)Handwritten signature. Each piece of correspondence,
except as provided in paragraphs (d)(2), (d)(3), (e) and (f) of this
section, filed in an application, patent file, or other proceeding in
the Office which requires a person’s signature, must:

(i) Bean origina, that is, have an origina handwritten
signature personally signed, in permanent dark ink or its equiva-
lent, by that person; or

(ii) Be adirect or indirect copy, such as a photocopy or
facsimile transmission (8 1.6(d)), of an original. In the event that a
copy of the origina isfiled, the original should be retained as evi-
dence of authenticity. If a question of authenticity arises, the
Office may require submission of the original.

(2) Ssignature. An S-signature is a signature inserted
between forward slash marks, but not a handwritten signature as
defined by § 1.4(d)(1). An S-signature includes any signature
made by electronic or mechanical means, and any other mode of
making or applying a signature not covered by either a handwrit-
ten signature of 8 1.4(d)(1) or an Office Electronic Filing System
(EFS) character coded signature of § 1.4(d)(3). Correspondence
being filed in the Office in paper, by facsimile transmission as
provided in § 1.6(d), with a signature in permanent dark ink or its
equivalent, or via the Office Electronic Filing System as an
EFS Tag(ged) Image File Format (TIFF) attachment, for a
patent application, patent, or a reexamination proceeding may be
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S-signature signed instead of being personally signed (i.e., with a
handwritten signature) as provided for in paragraph (d)(1) of this
section. The requirements for an S-signature under this paragraph
(d)(2) are asfollows.

(i) The S-signature must consist only of letters, or
Arabic numerals, or both, with appropriate spaces and commas,
periods, apostrophes, or hyphens for punctuation, and the person
signing the correspondence must insert his or her own S-signature
with afirst single forward slash mark before, and a second single
forward slash mark &fter, the S-signature (e.g., /Dr. James T.
Jones, Jr./); and

(if) A registered practitioner, signing pursuant to
88 1.33(b)(1) or 1.33(b)(2), must supply his/her registration num-
ber, either as part of the S-signature, or immediately below or
adjacent the S-signature. The number (#) character may only be
used as part of the S-signature when appearing before a practitio-
ner’s registration number; otherwise the number character may
not be used in an S-signature.

(iii) The signer’s name must be:

(A) Presented in printed or typed form preferably
immediately below or adjacent the S-signature, and

(B) Reasonably specific enough so that the identity
of the signer can be readily recognized.

(3) EFS character coded signature. Correspondence in
character coded form being filed via the Office Electronic Filing
System for a patent application or patent may be signed electroni-
caly. The electronic signature must consist only of letters of the
English aphabet, or Arabic numeras, or both, with appropriate
spaces and commas, periods, apostrophes, or hyphens for punctu-
ation. The person signing the correspondence must personaly
insert the electronic signature with a first single forward slash
mark before, and a second single forward slash mark after, the
electronic signature (e.g., /Dr. James T. Jones, Jr./).

(4) Certifications. (i) Section 10.18 certifications: The
presentation to the Office (whether by signing, filing, submitting,
or later advocating) of any paper by a party, whether a practitioner
or non-practitioner, constitutes a certification under § 10.18(b) of
this chapter. Violations of § 10.18(b)(2) of this chapter by a party,
whether a practitioner or non-practitioner, may result in the impo-
sition of sanctions under § 10.18(c) of this chapter. Any practitio-
ner violating § 10.18(b) of this chapter may also be subject to
disciplinary action. See 88 10.18(d) and 10.23(c)(15) of this chap-
ter.

(ii) Certifications as to the signature: (A) Of another:
A person submitting a document signed by another under para
graphs (d)(2) or (d)(3) of this section is obligated to have areason-
able basis to believe that the person whose signature is present on
the document was actually inserted by that person, and should
retain evidence of authenticity of the signature.

(B) Sdif certification: The person inserting a signa-
ture under paragraphs (d)(2) or (d)(3) of this section in a docu-
ment submitted to the Office certifies that the inserted signature
appearing in the document is his or her own signature.

(C) Sanctions: Violations of the certifications as to
the signature of another or a person’s own signature, set forth in
paragraphs (d)(4)(ii)(A) and (B) of this section, may result in the
imposition of sanctions under § 10.18(c) and (d) of this chapter.
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(e) Correspondence requiring a person’s signature and relat-
ing to registration practice before the Patent and Trademark Office
in patent cases, enrollment and disciplinary investigations, or dis-
ciplinary proceedings must be submitted with an original hand
written signature personally signed in permanent dark ink or its
equivalent by that person.<

(f) When a document that is required by statute to be certi-
fied must be filed, a copy, including a photocopy or facsimile
transmission, of the certification is not acceptable.

*kkkk

>

(h) Ratification/confirmation/evidence of authenticity: The
Office may require ratification, confirmation (which includes sub-
mission of a duplicate document but with a proper signature), or
evidence of authenticity of a signature, such as when the Office
has reasonable doubt as to the authenticity (veracity) of the signa-
ture, e.g., where there are variations of a signature, or where the
signature and the typed or printed name, do not clearly identify
the person signing.<

Correspondence filed in the Office, which requires
a person’s signature, >may be filed with one of three
types of signatures. (A) handwritten signature; (B)
“S-signature;” and (C) Office Electronic Filing Sys-
tem (EFS) character coded signature. See 37 CFR
1.4(d).

l. HANDWRITTEN SIGNATURE

A person’s handwritten signature< may be an origi-
nal, or a copy thereof. The word original, as used
herein, is defined as correspondence which is person-
aly signed in permanent *>dark ink or its equivalent<
by the person whose signature appears thereon. >Dark
ink or equivalent permits traditional ink and newer
non-liquid gel type ink technologies. Since incoming
correspondence is electronically stored and scanned
as ablack and whiteimage, adark color is required so
that the scanned image is legible.< Where copies of
correspondence are acceptable, photocopies or fac-
simile transmissions may be filed. For example, a
photocopy or facsimile transmission of an original of
an amendment, declaration (e.g., under 37 CFR 1.63
or 1.67), petition, issue fee transmittal form, authori-
zation to charge a deposit account or a credit card,
may be submitted in a patent application. Where cop-
ies are permitted, second and further generation cop-
ies (i.e., copy of a copy) are acceptable. For example,
a client may fax a paper to an attorney and the attor-
ney may then fax the paper to the Office, provided the
paper is eligible to be faxed (see MPEP § 502.01).
The original, if not submitted to the Office, should be
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retained as evidence of proper execution in the event
that questions arise as to the authenticity of the signa-
ture reproduced on the photocopy or facsimile-trans-
mitted correspondence. If a question of authenticity
arises, the Office may require submission of the origi-
nal.

>37 CFR 1.4(d)(1) covers al handwritten sigha-
tures, except for the handwritten signatures on the
types of correspondence covered by 37 CFR 1.4(e).
The requirement in 37 CFR 1.4(d)(1) of permanent
dark ink or its equivalent relates to whether a hand-
written signature is compliant and is not limiting on
the type of handwritten signature that is covered by
37 CFR 1.4(d)(1). Thus, 37 CFR 1.4(d)(1) would
cover handwritten signatures in red ink or in pencil;
although, under 37 CFR 1.4(d)(1) neither would be
acceptable since red ink is not dark, and pencil is not
permanent. A scanned image of a document that con-
tains a handwritten signature filed via the Office's
EFS is permitted as a copy under 37 CFR
1.4(d)(1)(ii). A signature applied by an electric or
mechanical typewriter directly to paper is not a hand-
written signature, which is applied by hand. Accord-
ingly, if atypewriter applied signature is used, it must
meet the requirements of 37 CFR 1.4(d)(2). Adding
forward slashes to a handwritten (or hand-printed) ink
signature that is personaly applied will not cause the
signature to be treated under 37 CFR 1.4(d)(2). Such a
signature will be treated under 37 CFR 1.4(d)(1) or (e)
with the slashes ignored. The end product from a
manually applied hand stamp or from a signature rep-
lication or transfer means (such as by pen or by
screen) appears to be a handwritten signature, but is
not actually handwritten, and would be treated under
37 CFR 1.4(d)(2). An €electronic reproduction of a
handwritten signature, e.g., scanned, that is electroni-
cally applied to a document is not a personally signed
origina document under 37 CFR 1.4(d)(1)(i) and
reproductions of such correspondence cannot be cop-
iesunder 37 CFR 1.4(d)(2)(ii).

[I. SSIGNATURE

The second type of signature is an S-signature. See
37 CFR 14(d)(2). An S-ssignature is a signature
inserted between forward slash marks, but not a hand-
written signature as defined by 37 CFR 1.4(d)(1) or
(e), or an EFS character coded signature as defined by
37 CFR 1.4(d)(3). An S-signature includes any signa-
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ture made by electronic or mechanical means, and any
other mode of making or applying a signature not
covered by either a handwritten signature of 37 CFR
1.4(d)(2) or (e), or an EFS character coded signature
of 37 CFR 1.4(d)(3). The S-signature can be used
with correspondence filed in the Office in paper, by
facsimile transmission as provided in 37 CFR 1.6(d),
or via the Office EFS as an EFS Tag(ged) Image File
Format (TIFF) attachment, for a patent application, a
patent, or a reexamination proceeding. 37 CFR 1.4(d)
does not authorize filing correspondence by e-mail.

An S-signature must consist only of letters, or Ara-
bic numerals, or both, with appropriate spaces and
punctuation (i.e.,, commas, periods, apostrophes, or
hyphens). “Letters’ include English and non- English
alphabet letters, and text characters (e.g., Kanji). Non-
text, graphic characters (e.g., a smiley face created in
the True Type Wing Dings font) are not permitted.
“Arabic numeras’ arethe numeraso, 1, 2, 3, 4, 5, 6,
7, 8, and 9, which are the standard numerals used in
the United States. To accommodate as many varieties
of names as possible, a signer may select any combi-
nation of letters, Arabic numerals, or both, for his or
her S-signature under 37 CFR 1.4(d)(2)(i). The person
signing the correspondence must insert his or her own
S-signature with a first single forward slash mark
before, and a second single forward slash mark after,
the S-signature (e.g., /Dr. James T. Jones, Jr./). Addi-
tional forward slashes are not permitted as part of the
S-signature. The presentation of just letters and Ara-
bic numerals as an S-signature without the S-signa-
ture being placed between two forward slashes will be
treated as an unsigned document.

Commas, periods, apostrophes, and hyphens are
often found in names and will therefore be found in
many S-signatures. These punctuation marks and
appropriate spaces may be used with letters and Ara
bic numeralsin an S-signature. A sample S-signature
including punctuation marks and spaces, between two
forward slashes, is: /John P. Doe/. Punctuation marks,
per se, are not punctuation and are not permitted with-
out proper association with letters and Arabic numer-
als. An S-signature of only punctuation marks would
be improper (e.g., /- - -/). In addition, punctuation
marks, such as question marks (e.g., /???), are often
utilized to represent an intent not to sign a document
and may be interpreted to be a non-bona fide attempt
at asignature, in addition to being improper.
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Script fonts are not permitted for any portion of a
document except the S-signature. See 37 CFR
1.52(b)(2)(ii). Presentation of atyped name in a script
font without the typed name being placed between the
required slashes does not present the proper indicia
manifesting an intent to sign and will be treated as an
unsigned document.

37 CFR 1.4(d)(2)(i) aso defines who can insert an
S-signature into a document. 37 CFR 1.4(d)(2)(i)
requires that a person, which includes a practitioner,
must insert his or her own signature using letters and/
or Arabic numerals, with appropriate commas, peri-
ods, apostrophes, or hyphens as punctuation and
spaces. The “must insert his or her own signature”
requirement is met by the signer directly typing his or
her own signature using a keyboard. The requirement
does not permit one person (e.g., a secretary) to type
in the signature of a second person (e.g., a practitio-
ner) even if the second person directs the first person
to do so. A person physically unable to use a key-
board, however, may, while simultaneously reviewing
the document for signature, direct another person to
press the appropriate keys to form the S-signature.

For consistency purposes, and to avoid raising a
doubt as to who has signed, the same S-signature
should be utilized each time, with variations of the
signature being avoided. The signer should review
any indicia of identity of the signer in the body of the
document, including any printed or typed name and
registration number, to ensure that the indicia of iden-
tity in the body of the document is consistent with
how the document is S-signed. Knowingly adopting
an S-signature of another is not permitted.

While an S-signature need not be the name of the
signer of the document, the Office strongly suggests
that each signer use an S-signature that has his or her
full name. The Office expects that where persons do
not sign with their name it will be because they are
using an S-signature that is the usual S-signature for
that person, which ishis or her own signature, and not
something that is employed to obfuscate or misiden-
tify the signer. Titles may be used with the signer’'s S
signature and must be placed between the slash marks
(e.g., /Dr. John Doe/), or with the printed or typed ver-
sion of the name.

37 CFR 1.4(d)(2)(ii) requires that a practitioner
signing pursuant to 37 CFR 1.33(b)(1) or (b)(2) must
place his or her registration number, either as part of,
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or adjacent, his or her S-signature. A number charac-
ter (#) may only be used in an S-signature if it is prior
to a practitioner’s registration number that is part of
the S-signature. When a practitioner is signing as an
assignee, or as an applicant (inventor) pursuant to
37 CFR 1.33(b)(3) or (b)(4), a registration number is
not required and should not be supplied to avoid con-
fusion as to which basis the practitioner is signing,
e.g., asapractitioner or as the assignee.

The signer’s name must be (A) presented in printed
or typed form preferably immediately below or adja
cent the S-signature, and (B) reasonably specific
enough so that the identity of the signer can be readily
recognized. See 37 CFR 1.4(d)(2)(iii)(A). The printed
or typed name requirement is intended to describe any
manner of applying the signer’s name to the docu-
ment, including by a typewriter or machine printer. It
could include a printer (mechanical, electrical, opti-
cal, etc.) associated with a computer or a facsimile
machine but would not include manual or hand print-
ing. See 37 CFR 1.52(a)(1)(iv). The printed or typed
name may be inserted before or after the S-signature
isapplied, and it does not have to be inserted by the S-
signer. A printed or typed name appearing in the let-
terhead or body of a document is not acceptable asthe
presentation of the name of the S-signer.

[I1. EFSCHARACTER CODED SIGNATURE

The third type of an acceptable signature estab-
lished by 37 CFR 1.4(d)(3) isthe EFS character coded
signature, which is an electronic signature, for corre-
spondence submitted via EFS in character coded form
for a patent application, e-IDS or an assignment cover
sheet signed consistent with 37 CFR 3.31. The elec-
tronic signature must consist only of letters of the
English alphabet, or Arabic numerals, or both, with
appropriate spaces and commas, periods, apostrophes,
and hyphens as punctuation. Letters of the English
aphabet are the upper and lower case letters A
through Z.

EFS character coded signatures are signatures
inserted into EFS menus in the Office’'s EFS software.
The signature is inserted into transmittal, assignment,
declaration, power of attorney, fee transmittal and e-
IDS forms. These forms are identified in the list of
EFS files transmitted as XML files. Scanned images
of oaths and declarations with ink signatures (37 CFR
1.4(d)(1)) and S-signatures (37 CFR 1.4(d)(2)) may
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aso be filed as an attachment in an EFS filing,
and can be distinguished on the EFS file list as TIFF
files.

IV. CERTIFICATIONS

37 CFR 1.4(d)(4)(i) establishes that the presenta-
tion to the Office (whether by signing, filing, submit-
ting, or later advocating) of any paper by a party,
whether a practitioner or non- practitioner,
consgtitutes a certification under 37 CFR 10.18(b) of
this chapter.

37 CFR 1.4(d)(4)(ii)(A) establishes certifications as
to the signature of another for a person submitting a
document signed by another under 37 CFR 1.4(d)(2)
or (d)(3). Thus, the submitting person is obligated to
have a reasonable basis to believe that the person
whose signature is present on the document actually
inserted the signature on the document. Such reason-
able basis does not require an actual knowledge but
does require some reason to believe the signature is
appropriate. For example, where a practitioner e-mails
a 37 CFR 1.63 declaration to an inventor for signature
by the inventor and receives an executed declaration
by the inventor in return from the inventor, reasonable
basis would exist. Where an assignee was involved in
the transmission of the declaration form and/or the
executed declaration, an additional showing of chain
of custody (e.g., email chain with attached docu-
ments from the inventor to the assignee to the practi-
tioner filing the declaration) involving the assignee
would be required. Additionally, evidence of authen-
ticity should be retained. This may involve retaining
the e-mails sent to the inventor and any cover letter or
e-mail (with the signed document as an attachment)
back to the practitioner from the inventor in the exam-
plerelating to execution of a37 CFR 1.63 declaration.

37 CFR 1.4(d)(4)(ii)(B) establishes that a person
inserting a signature under 37 CFR 1.4(d)(2) or (d)(3)
in adocument submitted to the Office certifiesthat the
inserted signature appearing in the document is his or
her own signature. This is meant to prohibit a first
person from requesting a second person to insert the
first person’s signature in adocument. While the certi-
fication is directed at the person inserting another S-
signature, the person requesting the inappropriate
insertion may also be subject to sanctions.

37 CFR 1.4(d)(4)(ii)(C) establishes that violations
of the certifications as to the signature of another or a
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person’'s own signature, set forth in 37 CFR
1.4(d)(4)(ii)(A) and (B), may result in the imposition
of sanctions under 37 CFR 10.18(c) and (d).

V. RATIFICATION, CONFIRMATION, OR
EVIDENCE OF AUTHENTICITY

Pursuant to 37 CFR 1.4(h), the Office may addi-
tionally inquire in regard to a signature so as to iden-
tify the signer and clarify the record where the
identity of the signer is unclear. An example of when
ratification or confirmation of a signature may be
required is when there are variations in a signature or
whenever a name in an S-signature is not exactly the
same as the name indicated as an inventor, or a practi-
tioner of record. Hence, whatever signature is adopted
by a signer, that signature should be consistently used
on all documents. Also addressed is the treatment of
variations in a signature or where a printed or typed
name accompanies the S-signature or the EFS charac-
ter coded signature but the identity of the signer is
unclear. In such cases, the Office may require ratifica-
tion or confirmation of a signature. Ratification
requires the person ratifying to state he/she personally
signed the previously submitted document as well as,
if needed, the submission of acompliant format of the
signature. Confirmation includes submitting a dupli-
cate document, which is compliantly signed if the pre-
vious sighature was noncompliant (as opposed to
unclear).

In lieu of ratification, the Office may require a
resubmission of a properly signed duplicate docu-
ment. Resubmission of a document may be required,
for example, where ratification alone is inappropriate,
such as where the image of the signature is of such
poor quality (e.g., illegible font) that the Office is
unable to store or reproduce the document with the
signature image.

Ratification or confirmation alone does not provide
ameans for changing the name of a signer. For exam-
ple, when an inventor changes her/his name and the
inventor desires to change her/his name in the appli-
cation, such change must be accompanied by a peti-
tion under 37 CFR 1.182 and, preferably, an
Application Data Sheet (ADS). See MPEP
8§ 605.04(c).

In addition, the Office may require evidence
of authenticity where the Office has reasonable
doubt asto the authenticity (veracity) of the signature.
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Evidence of authenticity may include evidence estab-
lishing achain of custody of adocument from the per-
son signing the document to the person filing the
document. Proper evidence of a chain of custody will
aid in avoiding the impact of repudiation of a signa-
ture.

Where there has been a bona fide attempt to follow
the rule, but where there is some doubt as to the iden-
tity of the signer of a signed document, the Office
may require ratification of the signature. Note, ratifi-
cation would only be an effective remedy if the signer
was a proper party to have executed the document to
be ratified. For example, a practitioner of record may
ratify his or her signature on an amendment, but not
the signature of a secretary who is not a practitioner or
inventor in the application. A registered practitioner
may, however, ratify the amendment made by another
registered practitioner but may not ratify a document
required to be signed by an inventor, such as a
37 CFR 1.63 declaration. Similarly, an inadvertent
typographical error or simple misspelling of a name
will be treated as a bona fide attempt to follow the
rule, which would require ratification only where
there is some doubt as to the identity of the signer
rather than be treated as an unsigned paper requiring
resubmission. Where there is an obvious typographi-
cal error so that the Office does not have some doubt
as to the identity of the signer (and therefore notifica-
tion to applicant is not needed), further action by
applicant would not be required and, where appropri-
ate, the obvious error will be noted in the record.

The inadvertent failure to follow the format and
content of an S-signature will be treated as a bona fide
attempt at a signature but the paper will be considered
as being unsigned correspondence. Examples of cor-
respondence that will be treated as unsigned are (A)
the S-signature is not enclosed in forward slashes, (B)
the S-signature is composed of non-text graphic char-
acters (e.g., a smiley face) and not letters and numer-
as, and (C) the S-signature is not a name and there is
no other accompanying name adjacent or below the S-
signature so that the identity of the signer cannot be
readily recognized.

If the signer, after being required to ratify or resub-
mit a document with a compliant signature, repeats
the same S-signature in reply without appropriate cor-
rection, the reply will not be considered to be a bona
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fide attempt to reply, and no additional time period
will be given to submit a properly signed document.

VI. CERTIFICATION OF DOCUMENTS RE-
QUIRED BY STATUTE<

When a document that is required by statute to be
certified must be filed (such as a certified copy of a
foreign patent application pursuant to 35 U.S.C. 119
or acertified copy of an international application pur-
suant to 35 U.S.C. 365) a copy of the certification,
including a photocopy or facsimile transmission, will
not be acceptable. The requirement for an origina
certification does not apply to certifications such as
required under 37 CFR 1.8 since these certifications
are not required by statute.

502.03 Communicationsviathelnternet

[R-2]

The Office published a Patent Internet Usage Pol-
icy to

(A) establish a policy for use of the Internet by
the Patent Examining Corps and other organizations
within the USPTO,

(B) address use of the Internet to conduct inter-
view-like communications and other forms of formal
and informa communications,

(C) publish guidelines for locating, retrieving, cit-
ing, and properly documenting scientific and techni-
cal information sources on the Internet,

(D) inform the public how the USPTO intends to
use the Internet, and

(E) establish aflexible Internet policy framework
which can be modified, enhanced, and corrected as
the USPTO, the public, and customers learn to use,
and subsequently integrate, new and emerging Inter-
net technology into existing business infrastructures
and everyday activities to improve the patent applica-
tion, examining, and granting functions.

See Internet Usage Palicy, 64 *>FR< 33056 (June
21, 1999). The Articles of the Patent Internet Usage
Policy pertinent to communications via electronic
mail are summarized below. See MPEP § 904.02(c)
for information pertinent to Internet searching, and
MPEP § 707.05(e) for information pertaining to the
citation of electronic documents. See aso MPEP
§ 713.04 for recordation of e-mail interviews.
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l. < CONFIDENTIALITY OF PROPRI-
ETARY INFORMATION (ARTICLE 4)

If security and confidentiality cannot be attained
for a specific use, transaction, or activity, then that
specific use, transaction, or activity shall NOT be
undertaken/conducted.

All use of the Internet by Patent Organization
employees, contractors, and consultants shall be con-
ducted in a manner that ensures compliance with con-
fidentiality requirements in statutes, including
35U.SC. 122, and regulations. Where a written
authorization is given by the applicant for the USPTO
to communicate with the applicant via Internet e-mail,
communications via Internet e-mail may be used.

Backup, archiving, and recovery of information
sent or received viathe Internet isthe responsibility of
individual users. The OCIO does not, and will not, as
a normal practice, provide backup and recovery ser-
vices for information produced, retrieved, stored, or
transmitted to/from the Internet.
>

Il. < COMMUNICATIONS VIA THE IN-
TERNET AND AUTHORIZATION (AR-
TICLE 5)

Communications via Internet e-mail are at the dis-
cretion of the applicant.

Without a written authorization by applicant in
place, the USPTO will not respond via Internet e-mail
to any Internet correspondence which contains infor-
mation subject to the confidentiality requirement as
set forth in 35 U.S.C. 122. A paper copy of such cor-
respondence will be placed in the appropriate patent
application.

Thefollowing is asample authorization form which
may be used by applicant:

“Recognizing that Internet communications are not
secure, | hereby authorize the USPTO to communi-
cate with me concerning any subject matter of this
application by electronic mail. |1 understand that a
copy of these communications will be made of record
in the application file.”

A written authorization may be withdrawn by fil-
ing a signed paper clearly identifying the original
authorization. The following is a sample form which
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may be used by applicant to withdraw the authoriza-
tion:

“The authorization given on , tothe USPTO
to communicate with me via the Internet is hereby
withdrawn. | understand that the withdrawal is effec-
tive when approved rather than when received.”

Where a written authorization is given by the
applicant, communications via Internet e-mail, other
than those under 35 U.S.C. 132 or which otherwise
require a signature, may be used. In such case, a
printed copy of the Internet e-mail communications
MUST be given a paper number, entered into the
Patent Application Locating and Monitoring System
(PALM) and entered in the patent application file. A
reply to an Office action may NOT be communicated
by applicant to the USPTO via Internet e-mail. If such
areply is submitted by applicant via Internet e-mail, a
paper copy will be placed in the appropriate patent
application file with an indication that the reply is
NOT ENTERED. >For Image File Wrapper (IFW)
processing, see IFW Manual.<

USPTO employees are NOT permitted to initiate
communications with applicants via Internet e-mail
unless there is a written authorization of record in the
patent application by the applicant.

All reissue applications are open to public inspec-
tion under 37 CFR 1.11(a) and all papersrelating to a
reexamination proceeding which have been entered
of record in the patent or reexamination file are
opento public inspection under 37 CFR 1.11(d).
USPTO employees are NOT permitted to initiate
communications with applicant in a reissue applica
tion or a patentee of a reexamination proceeding via
Internet e-mail unless written authorization is given
by the applicant or patentee.
>

IIl. < AUTHENTICATION OF SENDER BY A
PATENT ORGANIZATION RECIPIENT
(ARTICLE 6)

The misrepresentation of a sender’s identity (i.e.,
spoofing) is a known risk when using electronic com-
munications. Therefore, Patent Organization users
have an obligation to be aware of this risk and con-
duct their Internet activities in compliance with estab-
lished procedures.

Internet e-mail must be initiated by a registered
practitioner, or an applicant in a pro se application,
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and sufficient information must be provided to show
representative capacity in compliance with 37 CFR
1.34. Examples of such information include the attor-
ney registration number, attorney docket number, and
patent application number.

>

IV. < USE OF ELECTRONIC MAIL SER-
VICES (ARTICLE 7)

Once e-mail correspondence has been received
from the applicant, as set forth in Patent Internet
Usage Policy Article 4, such correspondence must be
responded to appropriately. The Patent Examiner may
respond to an applicant’'s e-mail correspondence by
telephone, fax, or other appropriate means.
>

V. <INTERVIEWS(ARTICLE 8)

Internet e-mail shall NOT be used to conduct an
exchange of communications similar to those
exchanged during telephone or personal interviews
unless a written authorization has been given under
Patent Internet Usage Policy Article 5 to use Internet
e-mail. In such cases, a paper copy of the Internet e-
mail contents MUST be made and placed in the patent
application file, as required by the Federal Records
Act, in the same manner as an Examiner Interview
Summary Form is entered.
>

VI. <POLICY GUIDANCE AND CLARIFICA-
TIONS (ARTICLE 13)

Within the Patent Organization, any questions
regarding Internet usage policy should be directed to
the user’s immediate supervisor. Non-USPTO person-
nel should direct their questions to the Office of the
Deputy Commissioner for Patent Examination Policy.

502.04 Duplicate Copies of Correspon-

dence[R-2]
37 CFR 1.4. Nature of correspondence and signature
requirements.
**>

(b) Since each file must be complete in itself, a separate
copy of every paper to befiled in a patent, patent file, or other pro-
ceeding must be furnished for each file to which the paper per-
tains, even though the contents of the papers filed in two or more
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files may be identical. The filing of duplicate copies of correspon-
dence in the file of an application, patent, or other proceeding
should be avoided, except in situations in which the Office
requires the filing of duplicate copies. The Office may dispose of
duplicate copies of correspondence in the file of an application,
patent, or other proceeding.<

*kkkk

When the Office does not require duplicate copies
of a paper, the filing of multiple copies may cause a
delay in processing by the Office. Accordingly, the
Office may discard duplicate copies of correspon-
dencefiled in an application or patent file.

503 Application Number and Filing

Receipt [R-3]

37 CFR 1.54. Parts of application to be filed together;
filing receipt.

(a) Itisdesirablethat all parts of the complete application be
deposited in the Office together; otherwise, a letter must accom-
pany each part, accurately and clearly connecting it with the other
parts of the application. See § 1.53(f) and (g) with regard to com-
pletion of an application.

(b) Applicant will be informed of the application number
and filing date by a filing receipt, unless the application is an
application filed under § 1.53(d).

Application numbers consisting of a series code
and a serial number are assigned by the Office of Ini-
tial Patent Examination (OIPE) immediately after
mail has been opened.

The following series codes are assigned to the
applications identified below:

(A) 0V - *>11</ - for nonprovisiona applica
tions (utility, plant, and reissue),
- The 01 series code was used from year 1925 to
1934,
02 — 1935 to 1947,
03 — 1948 to 1959,
04 — 1960 to 1969,
05— 1970 to 1978,
06 — 1979 to 1986,
07 — 1987 to 1992,
08 — 1993 to 1997,
09 — 1998 to Nov. 2001, *
10 — Dec. 2001 to *>Nov. 2004, and
11 — Dec. 2004 to present;<
(B) 29/ - for design applications;
(C) 60/ - for provisional applications;
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(D) 90/ - for ex parte reexamination proceedings;
and

(E) 95/ - for inter partes reexamination proceed-
ings.

If a self-addressed postcard is submitted with a
patent application, that postcard will be provided with
both the receipt date and application number prior to
returning it to the addressee. The application number
identified on such a postcard receipt is merely the pre-
liminary assignment of an application humber to the
application, and should not be relied upon (e.g., with
respect to foreign filings) as necessarily representing
the application number assigned to such application.
See 37 CFR 1.53(b).

The identifying data on the postcard should
include:

(A) applicant’s name(s);

(B) title of invention;

(C) number of pages of specification, claims (for
nonprovisional applications), and sheets of drawing;

(D) whether oath or declaration is included;

(E) alist of any additional forms included with
the application (e.g., application transmittal form,
application data sheet, fee transmittal form, and/or
provisional application cover sheet); and

(F) amount and manner of paying the fee.

A return postcard should be attached to each patent
application for which areceipt is desired.

It isimportant that the return postcard itemize all of
the components of the application. If the postcard
does not itemize each of the components of the appli-
cation, it will not serve as evidence that any compo-
nent which was not itemized was received by the
United States Patent and Trademark Office (USPTO).

It should be recognized that the identification of an
application by application number does not necessar-
ily signify that the USPTO has accepted the applica-
tion as complete (37 CFR 1.53(a)).

OIPE mails afiling receipt to the attorney or agent,
if any, otherwise to the applicant, for each application
filed which meets the minimum requirements to
receive a filing date. The filing receipt includes the
application number, filing date, a confirmation num-
ber, a suggested classin the U.S. Patent Classification
System (see MPEP § 902.01), and the number of an
art unit where the application islikely to be examined.
The filing receipt also includes other information
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about the application as applicable, such as continuing
data, national stage data, foreign priority data, foreign
filing license data, entity status information, and the
date the Office anticipates publishing the application
under 35 U.S.C. 122(b). The filing receipt represents
the official assignment by the USPTO of a specific
application number and confirmation number to a par-
ticular application. See 37 CFR 1.54(b). The applica-
tion number officially assigned to an application on
the filing receipt may differ from the application num-
ber identified on a postcard receipt submitted with
such application, and, as between inconsistent filing
receipts and postcard receipts, the application number
on the filing receipt is controlling.

The confirmation number is a four-digit number
that is assigned to each newly filed application. The
confirmation number, in combination with the appli-
cation number, is used to verify the accuracy of the
application number placed on correspondence filed
with the Office to avoid misidentification of an appli-
cation due to a transposition error in the application
number. The confirmation number may be found in
the upper left-hand corner of the filing receipt. The
confirmation number will also be available through
the Patent Application Information Retrieval (PAIR)
system (http://pair.uspto.gov). The Office eventually
plans to include the application’s confirmation num-
ber (in addition to the application number) on all
Office actions and notices concerning the application.
The confirmation number must be used when submit-
ting an electronic filing system (EFS) copy of the
application for publication to verify that the applica-
tion number correctly identifies the application for
which a copy is being submitted for publication. The
Office also recommends that applicants include the
application’s confirmation number (in addition to the
application number) on al correspondence submitted
to the Office concerning the application.

A continued prosecution application (CPA) filed
under 37 CFR 1.53(d) (design applications only) will
be assigned the application number of the prior appli-
cation for identification purposes.

A nonprovisional application, other than a CPA
filed under 37 CFR 1.53(d), is entitled to afiling date
as of the date of receipt of the specification, including
clams, and any required drawing. See 37 CFR
1.53(b). Thefiling receipt will be mailed at thetime a
determination is made that the application meets the
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minimum reguirements to receive a filing date. The
oath or declaration **>, basic filing fee, and for non-
provisional applications filed on or after December 8,
2004, search fee and examination fee as set forth in
37 CFR 1.16,< may be filed later than the remaining
application papers, but if so, they must be accompa-
nied by the required surcharge >(if appropriate, see
MPEP § 506)<. See 37 CFR 1.53(f). If the oath or
declaration, **>basic< filing fee, **>and/or any
required search fee and examination fee with the
appropriate surcharge< are not timely filed, the appli-
cation will be abandoned.

A provisional application is entitled to afiling date
as of the date of receipt of the specification and any
required drawing(s). See 37 CFR 1.53(c). A cover
sheet (37 CFR 1.51(c)(1)), which may be an applica-
tion data sheet (37 CFR 1.76) or a cover letter, identi-
fying the application as a provisional application is
required to prevent the provisional application from
being treated as a nonprovisional application. 37 CFR
1.53(c)(2).

Each application which meets the minimum
requirements to receive a filing date is given a filing
date. It is important, when referring to application
files, to identify them by their filing dates and confir-
mation numbers as well as by application numbers.

Attorney docket numbers must be limited to a max-
imum of 12 characters to prevent truncation. The
Patent Application Locating and Monitoring (PALM)
system data base allows a maximum of 12 characters
for the attorney docket numbers. Spaces, slashes, and
hyphens will no longer be included in the entered
docket number on the officia filing receipt. In an
application where CASE or NAVY-CASE appears
before the first character in the docket number, only
the characters after CASE or NAVY-CASE will be
entered on the official filing receipt.

The application papers are **>processed by OIPE
and added to the Office's Image File Wrapper (IFW)
system.<

Applications which are entitled to a filing date and
are filed, whether by regular mail*>, by< “Express
Mail” under 37 CFR 1.10, by hand-delivery>, by the
Office's Electronic Filing System (EFS),< or other-
wise, will not be returned to applicant even if
requested. See 37 CFR 1.59. Accordingly, applicants
must be careful not to file applications which are not
intended to be filed, e.g., duplicates of applications
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aready filed. Note that 37 CFR 1.26(a) provides that
a change of purpose after the payment of a fee, as
when a party desires to withdraw the filing of a patent
application for which the fee was paid, will not entitle
the party to arefund of such fee. See MPEP § 607.02.

RETURN POSTCARD

If areceipt for any item (e.g., paper or fee) filed in
the USPTO is desired, it may be obtained by enclos-
ing with the paper a self-addressed postcard specifi-
cally identifying the item. To ensure the receipt of
return receipt postcards, users must either: (A) pur-
chase already stamped postcards from the United
States Postal Service (USPS) or affix postage stamps
to their postcards; or (B) if a postage meter is used,
ensure that the meter postmark does not show the
date. Any return receipt postcard containing a dated
meter postmark may not be delivered by the USPS to
the address provided on the postcard. >Users are
reminded that they are solely responsible for placing
the proper postage on self-addressed postcards that
are submitted to the USPTO for the purpose of obtain-
ing a receipt for correspondence being filed in the
USPTO. Users should check with the USPS regarding
postage and what size cards are acceptable to the
USPS. Any return receipt postcard that does not con-
tain sufficient postage or is not acceptable may not be
delivered by the USPS to the address provided on the
postcard, and, if returned to the USPTO, may be dis-
carded.<

The USPTO will stamp the receipt date on the
postcard and place it in the outgoing mail. A postcard
receipt which itemizes and properly identifies the
items which are being filed serves as prima facie evi-
dence of receipt in the USPTO of al the items
listed thereon on the date stamped thereon by the
USPTO.

The identifying data on the postcard should be so
complete as to clearly identify the item for which a
receipt is requested. For example, the postcard should
identify the applicant’s name, application number
(if known), confirmation number (if known), filing
date, interference number, title of the invention, etc.
The postcard should also identify the type of paper
being filed, e.g., new application, affidavit, amend-
ment, notice of appeal, appeal brief, drawings, fees,
motions, supplemental oath or declaration, petition,
etc.,, and the number of pages being submitted. If
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anew application is being filed, all parts of the appli-
cation being submitted should be separately listed on
the postcard, e.g., the number of pages of specifica
tion (including written description, claims and
abstract), number of claims, number of sheets of
drawings, number of pages of oath/declaration, num-
ber of pages of cover sheet (provisiona application).

The postcard receipt will not serve as prima facie
evidence of receipt of any item which is not ade-
quately itemized on the postcard. For example,
merely listing on the postcard “a complete applica-
tion” or “patent application” will not serve as a proper
receipt for each of the required components of an
application (e.g., specification (including claims),
drawings (if necessary), oath or declaration and the
application filing fee) or missing portions (e.g., pages,
sheets of drawings) of an application if one of the
components or portion of a component is found to be
missing by the USPTO. Each separate component
should be specifically and properly itemized on the
postcard. Furthermore, merely incorporating by refer-
encein the postcard receipt, theitemslisted in atrans-
mittal letter will not serve as prima facie evidence of
receipt of those items.

The person receiving the item(s) in the USPTO will
check the listing on the postcard against the item(s)
being filed to be sure they are properly identified and
that al the items listed on the postcard are presently
being submitted to the USPTO. If any of the items
listed on the postcard are not being submitted to the
USPTO, those items will be crossed off and the post-
card initialed by the person receiving the items.

Upon return of a postcard receipt from the USPTO,
the postcard receipt should be promptly reviewed by
the person who filed the items to ensure that every
item specifically denoted on the postcard was
received by the USPTO. If the postcard receipt has
been annotated to indicate that a particular item
denoted on the postcard was not received by the
USPTO, the postcard receipt will not serve as prima
facie evidence of receipt of that item in the USPTO.

504  Assignment

Examination

of Application for

The Office of Initial Patent Examination assigns a
nonprovisional application to the art unit to which it
appearsto belong. Provisional applications will not be
examined.

500-23

505 “Office Date’

[R-3]

37 CFR 1.6. Receipt of correspondence.

(a) Date of receipt and Express Mail date of deposit. Corre-
spondence received in the Patent and Trademark Office is
stamped with the date of receipt except asfollows:

(1) The Patent and Trademark Office is not open for the
filing of correspondence on any day that is a Saturday, Sunday, or
Federal holiday within the District of Columbia. Except for corre-
spondence transmitted by facsimile under paragraph (a)(3) of this
section, or filed electronically under paragraph (a)(4) of this sec-
tion, no correspondence is received in the Office on Saturdays,
Sundays, or Federal holidays within the District of Columbia.

(2) Correspondence filed in accordance with § 1.10 will
be stamped with the date of deposit as “Express Mail” with the
United States Postal Service.

(3) Correspondence transmitted by facsimile to the Patent
and Trademark Office will be stamped with the date on which the
complete transmission is received in the Patent and Trademark
Office unless that date is a Saturday, Sunday, or Federal holiday
within the District of Columbia, in which case the date stamped
will be the next succeeding day which is not a Saturday, Sunday,
or Federal holiday within the District of Columbia.

(4) [Reserved]

Samp of Receipt

*kkk*k

The United States Patent and Trademark Office
(Office) stamps papers and fees with the date of their
receipt in the Office. The stamp is referred to as the
“Office Date” stamp.

When the last day for taking any action or paying
any fee in the Office falls on a Saturday, Sunday, or a
Federal holiday within the District of Columbia, the
action or the fee is considered timely if the action is
taken or the fee is paid on the next succeeding busi-
ness day.

Effective November 29, 1999, Public Law 106-113
amended 35 U.S.C. 119(e)(3) to extend the period
of pendency of a provisiona application to the next
succeeding business day if the day that is 12 months
after the filing date of a provisional application falls
on a Saturday, Sunday, or Federal holiday within the
Digtrict of Columbia. See also 37 CFR 1.7(b).
35 U.S.C. 119(e)(3) as amended by Public Law 106-
113 applies to any provisional application filed on or
after June 8, 1995 but has no effect on any patent
which is the subject of litigation in an action com-
menced before November 29, 1999.

New patent applications filed in accordance with
37 CFR 1.10 will be stamped by the Office with the
date of deposit as “Express Mail” with the United
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States Postal Service. For example, if a new patent
application is deposited in “Express Mail” in accor-
dance with 37 CFR 1.10 on a Saturday and the United
States Postal Service gives it a date of deposit of Sat-
urday, the Office will accord and stamp the correspon-
dence with the Saturday date. 37 CFR 1.6(a)(2).

If an application includes the necessary compo-
nents for a filing date (see 37 CFR 1.53(b)-(d) and
MPEP 8§ 506), the “ Office Date” stamp establishesthe
“filing date.” Applications will not be accepted and
stamped in the Technology Centers. They must be
date stamped at the Customer **>Service< Window.
See MPEP § 502.

506 Completeness of Original Applica-
tion [R-3]
37 CFR 1.53. Application number, filing date, and

completion of application.

(@) Application number. Any papers received in the Patent
and Trademark Office which purport to be an application for a
patent will be assigned an application number for identification
puUrposes.

(b) Application filing requirements - Nonprovisional appli-
cation. The filing date of an application for patent filed under this
section, except for a provisional application under paragraph (c)
of this section or a continued prosecution application under para-
graph (d) of this section, is the date on which a specification as
prescribed by 35 U.S.C. 112 containing a description pursuant to
§1.71 and at least one claim pursuant to § 1.75, and any drawing
required by § 1.81(a) arefiled in the Patent and Trademark Office.
No new matter may be introduced into an application after its fil-
ing date. A continuing application, which may be a continuation,
divisional, or continuation-in-part application, may be filed under
the conditions specified in 35U.S.C. 120, 121 or 365(c) and
§1.78(a).

(1) A continuation or divisional application that names as
inventors the same or fewer than all of the inventors named in the
prior application may be filed under this paragraph or paragraph
(d) of this section.

(2) A continuation-in-part application (which may dis-
close and claim subject matter not disclosed in the prior applica
tion) or a continuation or divisional application naming an
inventor not named in the prior application must be filed under
this paragraph.

(c) Application filing requirements - Provisional applica-
tion. The filing date of a provisiona application is the date on
which a specification as prescribed by the first paragraph of
35U.S.C. 112, and any drawing required by § 1.81(a) arefiled in
the Patent and Trademark Office. No amendment, other than to
make the provisional application comply with the patent statute
and al applicable regulations, may be made to the provisional
application after the filing date of the provisional application.

(1) A provisiona application must also include the cover
sheet required by § 1.51(c)(1), which may be an application data
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sheet (§ 1.76), or a cover letter identifying the application as a
provisional application. Otherwise, the application will be treated
as an application filed under paragraph (b) of this section.

(2) An application for patent filed under paragraph (b) of
this section may be converted to a provisiona application and be
accorded the original filing date of the application filed under
paragraph (b) of this section. The grant of such arequest for con-
version will not entitle applicant to a refund of the fees that were
properly paid in the application filed under paragraph (b) of this
section. Such a request for conversion must be accompanied by
the processing fee set forth in § 1.17(q) and be filed prior to the
earliest of:

(i) Abandonment of the application filed under para-
graph (b) of this section;

(ii) Payment of the issue fee on the application filed
under paragraph (b) of this section;

(iii) Expiration of twelve months after the filing date of
the application filed under paragraph (b) of this section; or

(iv) Thefiling of arequest for a statutory invention
registration under § 1.293 in the application filed under paragraph
(b) of this section.

(3) **>A provisional application filed under paragraph
(c) of this section may be converted to a nonprovisional applica-
tion filed under paragraph (b) of this section and accorded the
original filing date of the provisional application. The conversion
of a provisiona application to a nonprovisional application will
not result in either the refund of any fee properly paid in the provi-
sional application or the application of any such fee to the filing
fee, or any other fee, for the nonprovisional application. Conver-
sion of a provisional application to a nonprovisional application
under this paragraph will result in the term of any patent to issue
from the application being measured from at least the filing date
of the provisional application for which conversion is requested.
Thus, applicants should consider avoiding this adverse patent term
impact by filing a nonprovisional application claiming the benefit
of the provisional application under 35 U.S.C. 119(e) (rather than
converting the provisional application into anonprovisional appli-
cation pursuant to this paragraph). A request to convert a provi-
sional application to a nonprovisional application must be
accompanied by the fee set forth in 8 1.17(i) and an amendment
including at least one clam as prescribed by the second
paragraph of 35U.S.C. 112, unless the provisional application
under paragraph (c) of this section otherwise contains at least one
claim as prescribed by the second paragraph of 35 U.S.C.112. The
nonprovisional application resulting from conversion of a provi-
sional application must aso include the filing fee, search fee, and
examination fee for anonprovisional application, an oath or decla-
ration by the applicant pursuant to 88 1.63, 1.162, or 1.175, and
the surcharge required by § 1.16(f) if either the basic filing fee for
a nonprovisiona application or the oath or declaration was not
present on the filing date accorded the resulting nonprovisional
application (i.e., thefiling date of the original provisional applica-
tion). A request to convert a provisional application to a nonprovi-
sional application must also be filed prior to the earliest of:

(i) Abandonment of the provisional application filed
under paragraph (c) of this section; or
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(if) Expiration of twelve months after the filing date of
the provisional application filed under paragraph (c) of this sec-
tion.<

(4) A provisiona application is not entitled to the right of
priority under 35 U.S.C. 119 or 365(a) or § 1.55, or to the benefit
of an earlier filing date under 35 U.S.C. 120, 121 or 365(c) or
§1.78 of any other application. No claim for priority under
35U.S.C. 119(e) or § 1.78(a)(4) may be made in adesign applica-
tion based on a provisiona application. No request under § 1.293
for a statutory invention registration may be filed in a provisional
application. The requirements of 88 1.821 through 1.825 regard-
ing application disclosures containing nucleotide and/or amino
acid sequences are not mandatory for provisional applications.

(d) Application filing requirements - Continued prosecution
(nonprovisional) application.

(1) A continuation or divisional application (but not a
continuation-in-part) of a prior nonprovisional application may be
filed as a continued prosecution application under this paragraph,
provided that:

(i) Theapplication isfor a design patent:

(if) The prior nonprovisiona application is a design
application that is complete as defined by § 1.51(b); and

(iii) The application under this paragraph is filed
before the earliest of:

(A) Payment of the issue fee on the prior applica-
tion, unless a petition under § 1.313(c) is granted in the prior
application;

(B) Abandonment of the prior application; or

(C) Termination of proceedings on the prior appli-
cation.

(2) Thefiling date of a continued prosecution application
is the date on which a request on a separate paper for an applica-
tion under this paragraph is filed. An application filed under this
paragraph:

(i) Must identify the prior application;

(ii) Discloses and claims only subject matter disclosed
in the prior application;

(iii) Names as inventors the same inventors named in
the prior application on the date the application under this para-
graph wasfiled, except as provided in paragraph (d)(4) of this sec-
tion;

(iv) Includes the request for an application under this
paragraph, will utilize the file jacket and contents of the prior
application, including the specification, drawings and oath or dec-
laration from the prior application, to constitute the new applica-
tion, and will be assigned the application number of the prior
application for identification purposes; and

(v) Isarequest to expressly abandon the prior applica-
tion as of thefiling date of the request for an application under this
paragraph.

(3) **>Thefiling fee, search fee, and examination fee for
a continued prosecution application filed under this paragraph are
the basic filing fee as set forth in § 1.16(b), the search fee as set
forth in 8 1.16 (1), and the examination fee as set forth in
§1.16(p).<

(4) An application filed under this paragraph may be filed
by fewer than al the inventors named in the prior application, pro-
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vided that the request for an application under this paragraph
when filed is accompanied by a statement requesting deletion of
the name or names of the person or persons who are not inventors
of the invention being claimed in the new application. No person
may be named as an inventor in an application filed under this
paragraph who was not hamed as an inventor in the prior applica-
tion on the date the application under this paragraph was filed,
except by way of correction of inventorship under § 1.48.

(5) Any new change must be made in the form of an
amendment to the prior application as it existed prior to the filing
of an application under this paragraph. No amendment in an appli-
cation under this paragraph (a continued prosecution application)
may introduce new matter or matter that would have been new
matter in the prior application. Any new specification filed with
the request for an application under this paragraph will not be con-
sidered part of the original application papers, but will be treated
as a substitute specification in accordance with § 1.125.

(6) The filing of a continued prosecution application
under this paragraph will be construed to include awaiver of con-
fidentiality by the applicant under 35 U.S.C. 122 to the extent that
any member of the public, who is entitled under the provisions of
§ 1.14 to access to, copies of, or information concerning either the
prior application or any continuing application filed under the pro-
visions of this paragraph, may be given similar access to, copies
of, or similar information concerning the other application or
applicationsin the file jacket.

(7) A request for an application under this paragraph is
the specific reference required by 35 U.S.C. 120 to every applice
tion assigned the application number identified in such request.
No amendment in an application under this paragraph may delete
this specific reference to any prior application.

(8) In addition to identifying the application number of
the prior application, applicant should furnish in the request for
an application under this paragraph the following information
relating to the prior application to the best of his or her ahility:

(i) Titleof invention;
(ii) Name of applicant(s); and
(iii) Correspondence address.

(9) **See § 1.103(b) for requesting a limited suspension

of action in an application filed under this paragraph.
(e) Failureto meet filing date requirements.

(1) If an application deposited under paragraph (b),
(c), or (d) of this section does not meet the requirements of such
paragraph to be entitled to afiling date, applicant will be so noti-
fied, if a correspondence address has been provided, and given a
period of time within which to correct thefiling error. If, however,
a request for an application under paragraph 