Chapter 600 Parts, Form, and Content of Application

60t  Content of Provisional and Nonprovisiona
Applications

601.01 Complete Application

601.01(a) Nonprovisional Applications Filed Under
35U.S8.C. 111(a)

601.01(b) Provisional Applications Filed Under
I5U.8.C. 111(b)

601.01(c) Conversion to a Provisional Application

601.01(d) Application Filed Without All Pages
of Specification

601.01{(e) Nonprovisional Application Filed Without
at Least One Claim

601.01(f) Applications Filed Without Drawings

601.01(g) Applications Filed Without All Figures

of Drawings

601.01(h) Forms

601.02  Power of Attorney or Authorization of Agent

601.03  Change of Correspondence Address

601.04  National Stage Requirementsofthe United Statesas
a Designated Office

602  Original Oath or Declaration

602.01 Oath Cannot Be Amended

602.02  New Oath or Substitute for Original

602.03 Dedfective Oath or Declaration

602.04 Foreign Executed Oath

602.04(a) Foreign Executed Oath Is Ribboned to Other
Application Papers

602,05 Oath or Declaration — Date of Execution

602.05(a) Oath or Declaration in Continuation

and Divisional Applications

Non—English Oath or Declaration

Oath or Declaration Filed in United States as a

Designated Office

603  Supplemental Qath or Declaration

602.06
602.G7

603.01 Supplemental Oath or Declaration Filed After
Allowance

664  Administration or Execotion of Oath

604.01 Seal

604.02  Venue

604.03(a) Notarial Powers of Some Military Officers

604.04 Consul

604.04(a) Consul — Omission of Certificate

60406 By Attorney in Case

605  Applicant

605.01 Applicani’s Citizenship

60502  Applicant’s Residence

605.03 Applicant’s Post Office Address

605.04{(a) Applicant’s Signature and Name

605.04(b) One Full Given Name Required

605.04(c) Inventor Changes Name

605.04(d) Applicant Unable to Write

605.04(e) May Use Title With Signature

605.04(f) Signature on Joint Applications — Order of Names
605.04(g} Correction of Inventorship
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605.05 Administrator, Executor, or Other Legal
Representative
605.07  Joint Inventors

606  Title of Invention

606.01 Examiner May Require Change in Title

607  Filing Fee

607.02 Returnability of Fees

608  Disclosure

608.01 Specification

608.01(a) Arrangement of Application

608.01(b) Abstract of the Disclosure

608.01(c) Background of the Invention

608.01(d) Brief Summary of Invention

608.01(e) Reservation Clauses Not Permitted

608.01(f) Brief Description of Drawings

608.01(g) Detailed Description of Invention

608.01(h} Mode of Operation of Invention

608.01(i) Claims

608.01(j) Numbering of Claims

608.01(k) Statutory Requirement of Claims

608.01(1) Original Claims

608.01(m) Form of Claims

608.01(n) Dependent Claims

608.01(0) Basis for Claim Terminology in Description

608.01(p) Completenecss

608.01(q) Substitute or Rewritten Specification

608.01(r) Derogatory Remarks About Prior Art in
Specification

608.01(s} Restoration of Canceled Matter

608.01(t) Use in Subsequent Application

608.01(n) Use of Formetly Filed Incomplete Application

608.01(v) Trademarks and Names Used in Trade

608.02 Drawing

608.02(2) New Drawing —When Required

608.02(b) Informal Drawings

608.02(c) Drawing Print Kept in File Wrapper

608.02(d) Complete Hlustration in Drawings

608.02(¢) Examiner Determines Completeness of Drawings

608.02(f) Modifications in Drawings

608.02(g) llustration of Prior Art

608.02(k) Additional, Duplicate, or Substitute Drawings

608.02(i) 'Hansfer of Drawings From Prior Applications

608.02(m) Drawing Prints

608.02(n) Duplicate Prints in Patentability Report Cases

608.02(0) Dates Entered on Drawing

608.02(p) Correction of Drawings

608.02(q) Conditions Precedent to Amendment of Drawing

608.02(r) Separate Letter to Draftsperson

608.02(t) Cancelation of Figures

608.02(v) Drawing Changes Which Require Sketches

608.02(w) Drawing Changes Which May Be Made Without
Applicant’s Sketch

608.02(x) Disposition of Orders for Amendment of Drawing

608.02(y) Return of Drawing
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608.02(z) Allowable Applications Needing Drawing
Corrections or Formal Drawings

608.03 Models, Exhibits, Specimens

608.03(a) Handling of Models, Exhibits, and Specimens

608.04 New Matter

608.04(a) Matter Not in Original Specification, Claims, or
Drawings _

608.04¢b) New Matter by Preliminary Amendment

608.04{c) Review of Examiner’s Holding of New Matter

608.05 Deposit of Computer Program Listings

609  Information Bisclosure Statement

601  Content of Provisional and
Nonprovisional Applications

35US.C 11 Application
(a) IN GENERAL -~

(1) WRITTEN APPLICATION.—An application for pat-
ent shall be made, or authorized to be made, by the inventor, except as
otherwise provided in this title, in writing to the Commissioner.

(2) CONTENTS.~Such application shall include—

(A) a specification as preseribed by section 112 of this
title;

(B) adrawing as prescribed by section 113 of this title; and

{C) an oath by the applicant as prescribed by section 1135
of this title.

{3) FEE AND OATH.—The application must be accompa-
nied by the fee required by law. The fee and oathmay be sebmitted after
the specification and any required drawing are submitted, within such
period and under such conditions, including the payment of a surcharge,
as may be prescribed by the Commissioner.

(4) FAILURE TO SUBMIT—Upon failure to sub_mit_the
fee and cath within such prescribed period, the application shall be
regarded as abandoned, untess it is shown to the satisfaction of the
Commissioner that the delay in submitting the fee and oath was
unavoidable or unintentional. The filing date of an application shall be
the date onwhich the specificationand any required drawing are received
in the Patent and Trademark Office.

(b) PROVISIONAL AFPLICATION.—

(1) AUTHORIZATION.—A provisional application for
patent shall be made or authorized to be made by the inventor, except as
otherwise provided in this title, in writing to the Commissioner. Such
application shall include—

(A) aspecification as prescribed by the first paragraph of
section 112 of this title; and

(B} adrawing as prescribed by section 113 of this title.

(2) CLAIM.—A claim, as required by the second through
fifth paragraphs of section 112, shall not be required in a provisional
application.

(3) FEE.—{A)Theapplication must be accompanied by the
fee required by law.

(B) The fee may be submitted after the specification and
any required drawing are submitted, within such period and under such
conditions, including the payment'of a surcharge, as may be prescribed
by the Commissioner.

(C) Upen faikure to submit the fee within such prescribed
period, the application shall be regarded as abandoned, unlessitisshown
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to the satisfaction of the Commissioner that the delay in submittirig the
fee was unavoidable or unintentional. '

4}  FILING DATE—The filing date of a provisicnal ap-
plication shall be the date on which the specification and any required
drawing are received in the Patent and Trademark Office.

(5) ABANDONMENT—The provisional application shall
be regarded as sbandened 12 months after the filing date of such
application and shall not be subject to revival thereafter.

(6) OTHER BASIS FOR PROVISIONAL APPLICA-
TION.—Subject to all the conditions in this subsection and section
119(e) of this title, and as prescribed by the Commissioner, an
application for patent filed under subsection (a) may be treated as a
provisional application for patent.

(7} NO RIGHT OF PRIORITY OR BENEFIT OF EAR-
LIESTFILING DATE.—A provisional application shall not be entitled
to the right of priodty of any other application under section 119 or
365(a} of this title or to the benefit of an earlier filing date in the United
States under section 120, 121, or 363(c) of this tite.

(8) APPLICABLE PROVISIONS.—The provisions of this
title relating to applications for patent shall apply to provisional
applications for patent, except as otherwise provided, and except that
provisional applications for patent shall not be subject to sections 115,
131, 135, and 157 of this title,

37 CFR 1.51.  General requisites of an application.

() Applications for patents must be made to the Commissioner
of Patents and Trademarks.

(b) A complete application filed under § 1.53(b) comprises:

(1) Aspecification as prescribedby35 U.8.C. 112, including
a claim or claims, see §§ 1.71 to 1.77;

{2) An oath or declaration, see § 1.63 and § 1.68;

(3) Drawings, when necessary, see §8 1.81 to 1.85; and

(4) The prescribed filing fee, see § 1.16.

{c) A complete provisional application filed under § 1.53(c)

comprises:
(1} A cover sheet identifying:
(i) The application as a provisional application,
(i) Thename or names of the inventor or inventors, (see
§ 1.41(2)(2)),
(iii} The residence of each named inventor,
{iv} The title of the invention,
{v} The name and registration number of the attorney or
agent (if applicable),
(vi) The docket number used by the person filing the
application to identify the application (if applicable),
(vii) The correspondence address, and
(viii)The name of the U.8, Government agency and
Government contract number (if the invention wasmade by an agency of
the 13.S. Government or under a contract with an agency of the U.S.
Government);
(2) A specification as prescribed by the first paragraph of
35 U.S.C. 112, 5ee § 1.71;
(3) Drawings, when necessary, see §§ 1.81 to 1.85; and
(4) The prescribed filing fee, see § 1.16.

(d) Apphicants are encouraged to file an information disclosure
statement in nonprovisional applications. See § 1.97 and § 1.98. No
information disclosure statement may be filed in a provisional applica-
tion.

600 — 2
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GUIDELINES
NONPROVISIONAL
DER35US.C. 111(a)

FOR DRAFTING A
PATENT APPLICATION UN.

The following guidelines illustrate the preferred lay-
out and content of patent applications filed under
35 U.S.C. 111(a). These guidelines are suggested for the
applicant’s use. See also 37 CFR 1.77 and MPEP
§ 608.01(a).

Arrangement and Contents of the Specification

The following order of arrangement is preferable in
framing the specification. Except for the reference to the
“microfiche appendix” and the drawings, each of the let-
tered items should appear in upper case, without under-
lining or bold type, as section headings. If no text follows
the section heading, the phrase “Not Applicable” should
follow the section heading.

(A) Title of the invention,

(B) Cross—reference to related applications.

(C) Statement regarding federally sponsored re-
search or development.

(D) Reference to a “Microfiche appendix.” (See
37 CFR 1.96 (¢)).

(E) Background of the invention.

(1) Field of the invention.
(2) Description of related art including infor-

mation disclosed under 37 CFR 1.97 and 37 CFR 1.98.

(F) Brief summary of the invention,

(G) Brief description of the several views of the
drawing,

(H) Detailed description of the invention.

() Claim(s) (commencing on a separate sheet).

(J) Abstract of the Disclosure (commencing on a
separate sheet).

(K) Drawings.

(L) Sequence Listing (See 37 CFR 1.821 through
1.825).

Content

(A) Title of the Invention: (See 37 CFR 1.72(a).)
The title of the invention should be placed at the top of
the first page of the specification. It should be brief but
technically accurate and descriptive preferably from two
to seven words.

(B) Cross—Reference to Related Applications: (See
37 CFR 1.78 and MPEP § 201.11.)
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(C) Statement Regarding Federally Sponsored Re-
search or Development: (See MPEP § 310).

(D) Reference to a “Microfiche Appendix™; (See
37 CFR 1.96(c) and MPEP § 608.05). The total number
of microfiche and total number of frames should be
specified,

(E) Background of the Invention: The specifica-
tion should set forth the Background of the Inveation in
two parts:

(1)} Field of the Invention: A statement of the
field of art to which the invention pertains. This
statement may include a paraphrasing of the applicable
U.S. patent classification definitions. The statement
should be directed to the subject matter of the claimed
invention. This item may also be titled “Technical Field”.

(2) Description of the Related Art Including
Information Disclosed Under 37 CFR 1.97 and 1.98: A
paragraph(s) describing to the extent practical the
information known to the applicant, including refer-
ences to specific documents where appropriate. Where
applicable, the problems involved in the information
disclosed which are solved by the applicant’s invention,
should be indicated. This item may also be titled
“Background Information”.

(F) Brief Summary of the Invention: A brief
summary or general statement of the invention as set
forth in 37 CFR 1.73. The summary is separate and
distinct from the abstract and is directed toward the
invention rather than the disclosure. as a whole. The
summary may point out the advantages of the invention
or how it solves problems previously existent in the art
(and preferably indicated in the Background of the
Invention). In chemical cases the summary should point
out in general terms the utility of the invention. If
possible, the nature and gist of the invention or the
inventive concept should be set forth. Obijects of the
invention should be treated briefly and only to the extent
that they contribute to an understanding of the inven-
tion.

(G) Brief Description of the Several Views of the
Drawing(s): A reference to and brief description of each
Figure in the drawing(s) as set forth in 37 CFR 1.74.

(B) Detailed Description of the Invention: A
description of the preferred embodiment(s) of the
invention as required in 37 CFR.1.71. The description
should be as short and specific as is mecessary to
adequately and accurately describe the invention.
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Where elements or groups of clements, com-
pounds, and processes, which are conventional and
generally widely known in the field to which the
invention pertams, form a part of the invention de-
scribed and their exact nature or type is not necessary for
an understanding and use of the invention by a person
skilled in the art, they should not be described in detail.
However, where particularly complicated subject matter
is involved or where the elements, cbmpou’nds, or
processes may not be commonly or widely known in the
field, the specification should refer to another patent or
readily available publication which adequately describes
the sub]ect matter.

(1) Claim(s): (See 37 CFR 1.75 and MPEP
§ 608.01(m).) The claim or claims must commence on a
separate sheet. See 37 CFR 1.52(b). Where a claim sets
forth a plurality of elements or steps, each element or
step of the claim should be separated by a line
indentation. There may be plural indéntations to further
segregate subcombinations or related steps.

Reference characters corresponding to elements
recited in the detailed description and the drawings may
be used in conjunction with the recitation of the same
element or group of elements in the claims. The
reference characters, however, should be enclosed
within parentheses so as to avoid confusion with other
numbers or characters which may appear in the claims.
The use of reference characters is to be considered as
having no effect on the scope of the claims.

Claims should preferably be arranged m order of
scope so that the first claim presented is the -least
restrictive. All dependent claims should be grouped
together with the claim or claims to which they refer to
the extent practicable. Where separate species are
claimed, the claims of like species should be grouped
together where possible. Similarly, product and process
claims should be separately grouped. Such arrangements
are for the purpose of facxhtatmg classification and
examination.

The form of claim requlred in 37 CFR 1.75(e) is
particularly adapted for the description of improve-
ment—type inventions. Such a claim is to be considered a
combination claim and should be drafted w1th thiS
thought in mind.

In drafting claims in accordance wﬂh 37 CFR

1.75(e), the preamble is to be considered to positively:

and clearly include all the elements or steps recited
therein as a part of the claimed combination.
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(1) Abstract. of the Disclosure: (See 37 CEFR
1.72(b) and MPEP § 608.01(b).) - The abstract must
commence on a separate sheet. See 37 CER 1.52(b).

(K) Drawings: (See 37 CFR 1.81 and 37 CFR
1.83—1.85, and MPEP§ 608.02).

-~ (1)} Sequence Llstmg (See 37 CFRl 821 1 825)

Oath or Declamtwn

(See 37 CFR 1.63, 1.68, and 1.69.) Where one or more

previously filed foreign applications are cited or men-

tioned in the oath or declaration, complete identifying
data, including the application number as well as the
country and date.of filing, should be provided.

GUEDELINES FOR DRAFTING A PROVESIONAL AP-
PLICATION UNDER 35 U S.C. }Il(b)

A provisional application-should preferably conform
to the arrangement guidelines for nonprovisional ap-
plications. The specification must, however, comply with
the first paragraph of 35 U.S.C. 112 and refer to draw-
ings, where necessary for an understanding of the inven-
tion. Unlike an application filed under 35 U.S.C. 111(a),
a provisional application does not need claims. Further-
more, no oath or declaration is required. See MPEP
§ 201.04(b).

A cover sheet providing identifying information is re-
quired for a complete provisional application. In accor-
dance with 37 CFR 1.51(c)(1) the cover sheet must state
that it is for a provisional application; it must identify
and give the residence of the inventor or inventors, and it
must give a title of the invention. The cover sheet must
also give the namie and registration number of the attor-
ney or agent {if applicable), the docket number used by
the person filing the application (if applicable) and the
correspondence address. If there is a governmental in-
terest, the cover sheet must include a statement as to
rights to inventions made under Federally sponsored re-
search and development (See MPEP § 310). 37 CFR
1.51(c)(1)(viii) requires the name of the Government
agency and the contract number, if the invention was de-
veloped by or while under contract w1th an agency of the
U.S. Government. '

Unlike applications filed under 35 U.S.C. 111(a), pro-
visional applications should not include an information
disclosure statement. See 37 CFR 1.51(d). Since no sub-
stantive examination is made, such statements are un-
necessary. The Office will not accept an information dis-
closure statement in a provisional application. Any such
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statement received, will be returned or disposed of at the
convenience of the Office.

This cover sheet information enables the Office to
prepare a proper filing receipt and provides the Office of
Initial Patent Examining (OIPE) with most of the infor-
mation needed to process the provisional application.
See MPEP § 201.04(b) for a sample cover sheet,

THE APPLICATION

The specification must be filed in or translated into
the English language and must be legibly written either
by a typewriter or mechanical printer in permanent dark

ink or its equivalent. Except for the drawing, the applica-
tion papers (specification, including -clajms, abstract,

oath or declaration, and all papers which are to become
part of the permanent records of the Patent and Trade-
mark Office) must have each page plainly written on only
one side of a sheet of paper. The sheets of paper must be
the same size and either 21.0 cm. by 29.7 cm. (DIN A4) or
21.6 cm. by 27.9 cm. (8 1/2 by 11 inches). Each sheet must
include a top margin of at least 2.0 cm. (3/4 inch), a left
side margin of at least 2.5 cm. (1 inch), a right side margin
of at least 2.0 cm. (3/4 inch) and a bottom margin of at
least 2.0 cm. (3/4 inch), and no holes should be made in
the sheets as submitted. The lines of the specification,
and any amendments to the specification, must be 1 % or
double spaced. The pages of the specification including
claims and abstract must be numbered consecutively,
starting with 1, the numbers should be centrally located
above or, preferably, below the text. See 37 CFR 1.52(b)
and MPEP § 608.01.

The parts of the application may be included in a
single document.

Determination of completeness of an application is
covered in MPEP § 506 and § 601.01 — § 601.01(g).

The elements of the application are secured together
in a file wrapper, bearing appropriate identifying data
including the application number and filing date (MPEP
§ 719).

Note

Provisional applications, MPEP § 201.04(b).

Divisional applications, MPEP § 201.06.

Continuation applications, MPEP § 201.07.

Continued  prosecution  applications,
§201.06 (d).

Reissue applications, MPEP § 1401.

Design applications, MPEP Chapter 1500.

MPEP
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Plant applications, MPEP Chapter 1600,
Reexamination, MPEP Chapter 2200.

A model, exhibit, or specimen is not required as part
of the application as filed, although it may be required in
the prosecution of the application (37 CFR 1.91 and
1.93, MPEP § 608.03).

37.CFR 159  Expungement of information or capy of papers
in application file.

(a)(1) Information in an application will not be expunged and
returned, except as provided in paragraph (b) of this section. See
§ 1.618 for return of unauthorized and improper papers in interfer-
erces,

(2) Information forming part of the original disclosure {ie,

.. written specification mc!udmg theclaims, drawings, and any prehmmary

‘amendment specifically incorporated into an executed oath or declara-
tionunder§§ 1.63 and 1.175) will not be expunged from the application
file.

(b) Information,other thanwhat isexcluded by paragraph (2)(2)
of this section, may be requested to be expunged and returned to
applicant upon petition under this paragraph and payment of the
petition fee set forth in § 1.17(). Any petition to expunge and retum
information from an application must establish to the satisfaction of the
Commissioner that the retumn of the information is appropriate.

{c) Upon request by an applicant and payment of the fee
specified in § 1.19(b), the Office will furnish copies of an application,
unless the application has been disposed of (see § 1.53(e), (£ and (g)).
The Office cannot provide or certify copies of an application that has
been disposed of.

See, however, MPEP § 201.14(c), § 604.04(a), and
§ 724.05 with regard to the return of papers. Copies of

an application will be provided by the PTO upon request
and payment of the fee set forth in 37 CFR 1.19(b) unless
the application has been disposed of (see 37 CFR 1.5(e),
(f) and (g).

All applicants are requested to include a preliminary
classification on newly filed patent applications. The
preliminary classification, preferably class and subclass
designations, should be identified in the upper right~
hand corner of the letter of transmittal accompanying
the application papers, for example “Proposed Class 2,
subclass 129.”

601.01  Complete Application
37 CFR 1.53.  Application number, filing date, and completion
of application,

(8) Application number. Any papers received in the Patent and
Trademark Office which purport to be an application for a patent will be
assigned an application number for identification purposes.

{b) Application filing requirements — Nonprovisional application.
Thefiling date of anapplication for patent filed under thissection, except
for a provisional application under paragraph (c) of this section or a
continued prosecution application under paragraph (d) of this section, is
the date on which a specification as preseribed by 35 U.S.C. 112
containing a description pursvant to § 1.71 and at least one claim
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pursuant to § 1.75, and any drawing required by § 1.81(a) are filed in the
Patent and Trademark Office. No new matter may be introduced intoan
application after its filing date. A continuing appiication, whichmaybea
continuation, divisional, or continuation —in—part application, may be
fited under the conditions specified in35 11.5.C. 120,121 or 365(c)and §
1.78(a). _

(1) A continuation or divisional application that names as
inventors the samne or fewer than all of the inventors named in the prior
application may be filed under this paragraph or paragraph (d) of this
section.

(2) A continuation-in-part application {which may dis-
close and claim subject matter not disclosed in the prior application

or a continuation or divisional application naming an inventor not
named in the prior application must be filed under this paragraph.
(c) Application filing requirements ~ Provisional application.
The filing date of a provisional application is the date on which a
specification as prescribed by the first paragraph of 35 U.S.C, 112, and
anydrawingrequiredby § 1.81(a)are filed in the Patent and Trademark
Office. No amendment, other than to make the provisional application
comply with the patent statute and all applicable regulations, may be
made to the provisional application after the filing date of the provisional
application.

(1) A provisional application must also include the cover
sheet requiredby § 1.51(¢)(1) oracoverletter identifying the application
asaprovisional application, Otherwise, the applicationwill be treated as
an application filed under paragraph (b) of this section.

{2) An application for patent filed under paragraph (b) of
this section may be converted to a provisional application and be
accorded the original filing date of the application filed under paragraph
(b} of this section,

(i) Provided that a petition requesting the conversion,
with the fee set forth in § 1.17(q), is filed prior to the earliest of:
{A) Abandonmentofthe application filed under para-
graph (b) of this section; .
(B) Payment of the issue fee on the application file
under paragraph (b} of this section;
{C) Expiration of twelve months after the filing date of
the application fited under paragraph (b} of this section; or
(D) The filing of a request for a statutory invention
registrationunder § 1.293 in the application filed under paragraph (b) of
this section. ‘
(ii} Thegrantofanysuchpetitionwillnotentitleapplicant
to arefund of the fees which were properly paid in the application filed
under paragraph (b) of this section.

{3} A provisional application is not entitled to the right of

priority under 35 U.S.C. 119 0r 365{a) or § 1.55, or tothe benefit of an
eather filing date under 35 U.8.C. 120, 121 or 365(c) or § 1.78 of any
other application. No claim for priorityunder§ 1.78(a)(3) maybe made
in a design application based on a provisional application. No request
under § 1.293 for a statutory invention registration may be filed in a
provisional application. The requirements of §§ 1.821 through 1.823
regarding application disclosures containing nuclectide and/or amino
acid sequences are not mandatory for provisional applications.

(d) Application filing requirements — Continued prosecution
(nonprovisional) application.

(1) A continuation or divisional application (but not a
continuation—in—part) of a prior nonprovisional application may be
filed as a continued prosecution application under this paragraph,
provided that:

(i) The prior nonprovisional application is either:
(A) Complete as defined by § 1.51(b) ; or
{(B) The national stage of an international application
in compliance with 35 U.S.C. 371; and
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{ii} The application under this paragraph is filed before
the earliest of:
~{A) Payment of the issue fee on the prior application,
unless a petition under § 1.313(b)(5) is granted in the prior application;
(B) Abandonment of the prior application; or
(C) Termination of proceedings on the prior applica-
tion.

(2} The filing date of a continued prosecution application is
the date onwhich a request on a separate paper for an application under
this paragraph is filed. An application filed under this paragraph:

(i} Must identify the prior application;

(ii} Discloses and claims only subject matter disclosed in
the prior application; ' .

(iil) Names as inventors the same inventors named in the
prior application on the date the application under this paragraph was
filed, except as provided in paragraph (d)(4) of this section;

(iv) Includes the request for an application under this
paragraph, will utilize the filejacket andcontents of the priorapplication,
including the specification, drawings and oath or declaration from the
prior application, to constitute the new application, and will be assigned
the application number of the prior application for identification
purposes; and

(v) Isarequesttoexpresslyabandonthe priorapplication
as of the filing date of the request for an application under this
paragraph. ]

(3} The filing fee for a continued prosecution application
fited under this paragraph is:

{i)y The basic filing fee as set forth in § 1.16; and

(ii) Anyadditional§ 1.16fee ducbased onthe number of
claims remaining in the application after entry of any amendment
accompanying the request for an application under this paragraph and
entry of any amendments under § 1.116 unentered in the prior
application which applicant has requested tobe enteredin the continued
prosecution application.

(4) Anapplication filed under this paragraph maybe filed by
fewer than all the inventorsnamed inthe prior application, provided that
the request for an application under this paragraph when filed is
accompanied by astatement requesting deletion of the name ornamesof
the person or persons who are not inventors of the invention being
claimed in the new application. No person may be named as an inventor
in an application filed under this paragraph who was not named as an
inventor in the prior application on the date the application under this
paragraph was filed, except by way of 2 petition under § 1.48.

(5) Any new change must be made in the form of an
amendment to the prior application as it existed prior to the filing of an
application under this paragraph. No amendment in an application
under this paragraph (a continued prosecution application) may
introduce new matter or matter that would have been new matter in the
prior application. Any new specification filed with the request for an
application under this paragraph will not be considered part of the
original application papers, but will be treated as a substitute specifica-
tion in accordance with § 1.125,

(6) The filing of a continued prosecution application under
this paragraph will be construed to include a waiver of confidentiality by
the applicant under 35 ¥1.5.C. 122 to the extent that any member of the
public, who is entitled under the provisions of § 1.14 to access to, copies
of, or information concerning either the prior application or any
continuing application filed under the provisions of this paragraph, may
be given similar access 0, copies of, or similar information concerning
the other application or applications in the file jacket.

{7} Arequest for an application under this paragraph is the
specific reference required by 35 U.S.C. 120 to every application
assigned the application number identified in such request. No
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amendment in an application under this paragraph may delete this
specific reference to any prior application.

(8) In addition to identifying the application number of the
prior application, applicant should furnish in the request for an
application under this paragraph the following information relating to
the prior application to the best of his or her ability:

(i) 'Fitle of invention;
(i} Name of applicant(s); and
(iif) Correspondence address,

{9) Envelopes containing only requests and fees for filing an
application under this paragraph should be marked “Box CPA.”
Requests for an application under this paragraph filed by facsimile
transmission should be clearly marked “Box CPA.”

{e) Failure to meet filing date requirements.

(1) If an application deposited under paragraph (b), {c}, or
{d) of this section does not meet the requirements of such paragraph to
be entitled to a filing date, applicant will be so notified, if a COTTESpON-
denceaddress has been provided, and given a time period within which to
correct the filing error,

(2} Any request for review of a notification pursuant to
paragraph (e)(1) of this section, or a nofification that the original
application paperslack a portion of the specification or drawing(s), must
be by way of a petition pursuant to this paragraph. Any petition under
this paragraph must be accompanied by the fee set forthin § 1,17(i) inan
application filed under paragraphs (b} or (d) of this section, and the fee
set forth in § 1.17(q) in an application filed under paragraph (¢) of this
seclion. In the absence of a timely (§ 1.181(f)) petition pursuant to this
paragraph, the filing date of an application in which the applicant was
notified of a filing error pursuant to paragraph (¢)(1) of this section will
be the date the filing error is corrected.

(3} If an applicant is notified of a filing error pursoant to
paragraph{e)(1) of this section, but fails to correct the filing errorwithin
the given time period or otherwise timely (§ 1.181(f)} take action
pursuant to this paragraph, proceedings in the application will be
considered terminated. Where proceedings in an application are
terminated pursuant to this paragraph, the application may be disposed

" of, and any filing fees, less the handling fze set forthin § 1.21(n), will be
refunded,

(5} Completion of application subsequent to filing —
Nonprovisional (including continued prosecution) application. If an
application which has been accorded a filing date pursuant to paragraph
{b) of this section, including a continuation, divisional, or continuation
in—part application, does not include the appropriate filing fee or an
oath or declaration by the applicant pursnant to § 1.63 or § 1.175, or, ifan
application which has been accorded a filing date pursuant to paragraph
(d) of this section does not include the appropriate filing fee, applicant
will be so notificd, if a correspondence address has been provided, and
givenaperiod of time withinwhichtofile the fee, oathor declaration, and
thesurcharge as setforthin § 1.16(e)in order to prevent abandonment of
theapplication. See § 1.63(d} concerning the submission of 4 copy of the
oath or declaration from the prior application for a continuation or
divisional application. Ifthe required filing fecisnot timely paid, orifthe
processing and retention fee set forth in § 1.21(1) is not paid within one
year of the date of mailing of the notification required by this paragraph,
the application may be disposed of. The notification pursuant to this
paragraph maybe madesimultancously with any notification pursuant to
paragraph (e)ofthissection. Ifnocorrespondence addressisincludedin
the application, applicant has two months from the filing date to file the
basicfiling fee, the cathor declaration in an application under paragraph
(b} of this section, and the surcharge as set forth in § 1.16(e) in order to
preventabandonmentofthe application; or, ifnobasicfiling fee hasbeen
paid, oneyear from the filing date to pay the processing and retention fee
set forthin § 1.21(}) to prevent disposal of the application.
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(2) Completion of application subseguent to filing —Provisional
application. ifa provisional application which has been accorded a filing
date pursuant to paragraph {c) of this section does not include the
appropriate filing fee or the cover sheet required by § 1.51(c}(1),
applicant will be so notifed, if a correspondence address has been
provided, and given a period of time within which to file the fee, cover
sheet, and the surcharge as set forth in § 1.16(1) in order to prevent
abandonment of the application. If the required filing fee is not timely
paid, the application may be disposed of. The notification pursuant to
this paragraph may be made simultancously with any notification
pursuant to paragraph (¢) of this section. If no correspondence address
is included in the application, applicant has two months from the filing
date to file the basic filing fee, cover sheet, and the surcharge as set forth
in § 1.16(1) in order to prevent abandonment of the application.

(h) Subsequent treatment of application — Nonprovisional (in-
cluding continued prosecution) application. An application for a patent
filed under paragraphs (b) or (d) of this section will not be placed on the
fites for examination until all its required parts, complying with the rules
relating thereto, are received, except that certain minor informalities
may be waived subject to subsequent correction whenever required.

(i) Subsequent treatment of application ~ Provisional applica-
fion. A provisional application for a patent filed under paragraph (c) of
this section will not be placed on the files for examination and will
become abandoned no later than twelve months after its filing date
pursuant to 35 U.S.C. 111(b)(1).

(i) Filing date of international application. 'The filing date of an
international application designating the United States of America is
treated as the filing date in the United States of America under PCT
Article 11(3), except as provided in 35 U.S.C. 102(e).

37 CFR 1.53 relates to application numbers, filing
dates, and completion of applications. 37 CFR 1.53(a)
indicates that an application number is assigned for
identification purposes to any paper which purports to
be an application for a patent, even if the application
is incomplete or informal. The remaining sections of
37 CFR 1.53 treat nonprovisional applications filed un-
der 35 U.S.C. 111(a) separately from provisional ap-
plications filed under 35 U.S.C. 111(Db).

37 CFR 1.53(d) sets forth the filing date requirements
for a continued prosecution application (CPA). A CPA is
a nonprovisional application which must be filed on or
after December 1, 1997. Only a continuation or division-
al application (but not a continuation- in—part) may be
filed as a CPA. See MPEP § 201.06(d).

601.01(a) Nonprovisional Applications
Filed Under 35 U.S.C. ii1(a)

The procedure for filing a nonprovisional application
under 35 U.S.C. 111(a) is set forth in 37 CFR 1.53(b) and
37 CFR 1.53(d). 37 CFR 1.53(b) may be used to file any
original, reissue, or substitute nonprovisional applica-
tion and any continuing application, i.e., continuation,
divisional, or continuation—in—part. Under 37 CFR
1.53(b), a filing date is assigned to a nonprovisional
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application as of the date a specification containing a de-
scription and claim and any necessary drawings are filed
in the Patent and Trademark Office. Failure to meet any
of the requirements in 37 CFR 1.53(b) will result in the
application being denied a filing date. The filing date to
be accorded such an application is the date on which all
of the requirements of 37 CFR 1.53(b) are met.

37 CFR 1.53(d) may be used to file either a continua-
tion or a divisional application (but not a continuation—
in—part) of a prior nonprovisional application. The
prior nonprovisional application must be either (1) com-
plete as defined by 37 CFR 1.51(b), or (2) the national
stage of an international application in compliance with
35 U.S.C. 371. Any application filed under 37 CFR
1.53(d) must disclose and claim only subject matter dis-
closed in the prior nonprovisional application and must
name as inventors the same or less than all of the inven-
tors named in the prior nonprovisional application. Un-
der 37 CFR 1.53(d), the filing date assigned is the date
on which a request, on a separate paper, for an applica-
tion under 37 CFR 1.53(d) is filed. An application filed
under 37 CFR 1.53(d) must be filed before the earliest
of:

(A) payment of the issue fee on the prior applica-
tion, unless a petition under 37 CFR 1.313(b)(5) is
granted in the prior application;

(B) abandonment of the prior application; or

(C) termination of proceedings on the prior
application.

The filing fee for an application filed under 37 CFR
1.53(b) or 37 CFR 1.53(d) and the oath or declaration for
an application filed under 37 CFR 1.53(b) can be sub-
mitted after the filing date. However, no amendment
may introduce new matter into the disclosure of an ap-
plication after its filing date.

37 CFR 1.53(e) provides for notifying applicant of any
application which is incomplete under 37 CFR 1.53(b) or
37 CFR 1.53(d) and giving the applicant a time period to
correct any omission. If the omission is not corrected
within the time period given, the application will be re-
turned or otherwise disposed of and a handling fee set
forth in 37 CFR 1.21(n) will be retained from any refund
of a filing fee.

37 CFR 1.53(f) provides that, where a filing date has
been assigned to an application filed under 37 CFR
1.53(b) or 37 CFR 1.53(d), the applicant will be notified
if a correspondence address has been provided and be
given a period of time in which to file the missing fee,
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oath or declaration, and to pay the surcharge due in or-
der to prevent abandonment of the application. The
time period usually set is 2 months from the date of noti-
fication by the Patent and Trademark Office. This time
period may be extended under 37 CFR 1.136(a).

If the required basic filing fee is not timely paid, or the
processing and retention fee set forth in 37 CFR 1.21()
is not paid within 1 year of the date of mailing of the noti-
fication, the application will be disposed of. The notifica-
tion under 37 CFR 1.53(f) may be made simultaneously
with any notification pursuant to 37 CFR 1.53(¢). if no
correspondence address is included in the application,
applicant has 2 months from the filing date to file the fee,
oath or declaration and to pay the surcharge as set forth
in 37 CFR 1.16(e) in order to prevent abandonment of
the application or one year from the filing date to pay the
processing and retention fee set forth in 37 CFR 1.21(1)
to prevent disposal of the application.

Copies of an application will be provided by the PTO
upon request and payment of the fee set forth in 37 CFR
1.19(b) uniess the application has been disposed of (see
37 CFR 1.53(¢) and (f)). The basic filing fee or the proc-
essing and retention fee must be paid in a nonprovisional
application, if any claim for benefits under 35 U.S.C.
120, 121, or 365(c) based on that application is made in a
subsequently filed copending nonprovisional applica-
tion. 37 CFR 1.78(a)(1).

37 CFR 1.53(h) indicates that a patent application will
not be forwarded for examination on the merits until all
required parts have been received. 37 CFR 1.53(j) indi-
cates that international applications filed under the Pat-
ent Cooperation Treaty which designate the United
States of America are considered to have a United States
filing date under PCT Article 11(3), except as provided
in 35 U.8.C. 102(e), on the date the requirements of PCT
Aurticle 11(1) (i) to (iii) are met.

In accordance with the provisions of 35 U.S.C. 111(a)
and 37 CFR 1.53(b), a filing date is granted to an applica-
tion for patent, which includes at least a specification
containing a description pursuant to 37 CFR 1.71 and at
least one claim pursuant to 37 CFR 1.75, and any draw-
ing referred to in the specification or required by 37 CFR
1.81(a), which is filed in the Patent and Trademark Of-
fice, If an application which has been accorded a filing
date does not inctude the appropriate filing fee or oath
or declaration, applicant will be so notified and given a
period of time within which to file the missing parts to
complete the application and to pay the surcharge as set
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forth in 37 CFR 1.16(e) in order to prevent abandon-
ment of the application,

Applicants should submit a copy of the notice(s) to file
missing parts and the notice(s) of incomplete applica-
tions with the reply submitted to the Patent and Trade-
mark Office. Applicants should also include the applica-
tion number on all correspondence to the Office. These
measures will aid the Office in matching papers to ap-
plications, thereby expediting the processing of applica-
tions.

In order for the Office to so notify the applicant, a cor-
respondence address must also be provided in the ap-
plication. The address may be different from the post of-
fice address of the applicant. For example, the address of
applicant’s registered attorney or agent may be used as
the correspondence address. If applicant fails to provide
the Office with a correspondence address, the Office will
be unable to provide applicant with notification to com-
plete the application and to pay the surcharge as set forth
in 37 CFR 1.16(¢). In such a case, applicant will be con-
sidered to have constructive notice as of the filing date
that the application must be completed within 2 months
from the filing date before abandonment occurs per
37 CFR 1.53(f). This time period may be extended pur-
suant fo 37 CFR 1.136.

The oath or declaration filed in reply to such a notice
under 37 CFR 1.53(f} must be executed by the inventors
and must identify the specification and any amendment
filed with the specification which is intended to be part of
the original disclosure. If an amendment is filed with the
oath or declaration filed after the filing date of the ap-
plication, it may be identified in the oath or declaration
but may not include new matter. No new matter may be
included after the filing date of the application. See
MPEP § 608.04(b). If the oath or declaration improperly
refers to an amendment containing new matter, a sup-
plemental oath or declaration will be required pursuant
to 37 CFR 1.67(b), deleting the reference to the amend-
ment containing new matter. If an amendment is filed on
the same day that the application filed under 37 CFR
1.53(b) is filed and is referred to in the original oath or
declaration filed with or after the application, it consti-
tutes a part of the original application papers and the
question of new matter is not considered. Similarly, if the
application papers are aitered prior to execution of the
oath or declaration and the filing of the application, new
matter is not a consideration since the alteration is con-

~ sidered as part of the original disclosure,
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An amendment which adds additional disclosure sub-
mitted with a request for a continuation—in~part ap-
plication filed prior to December 1, 1997 under former
37 CFR 1.62 is automatically considered a part of the
original disclosure of the application by virtue of the
rule. Therefore, the oath or declaration filed in such an
application must identify the amendment adding addi-
tional disclosure as one of the papers which the inven-
tor(s) has “reviewed and understands” in order to com-
ply with 37 CFR 1.63. If the original oath or declaration
submitted in a continuation—in—part application filed
prior to December 1, 1997 under former 37 CFR 1.62
does not contain a reference to the amendment filed
with the request for an application under former 37 CER
1.62, the examiner must require a supplemental oath or
declaration referring to the amendment.

37 CFR 1.63 requires that an oath or declaration iden-
tify the specification to which it is directed. The declara-
tion form suggested by the Office includes spaces for fill-
ing in the names of the inventors, title of invention, ap-
plication number, filing date, foreign priority applica-
tion information and United States priority application
information. While this information should be provided,
it is not essential that all of these spaces be filled in in or-
der to adequately identify the specification in com-
pliance with 37 CFR 1.63(a)(2).

The following combinations of information supplied
in an oath or declaration filed on the application filing
date with a specification are acceptable as minimums for
identifying a specification and compliance with any one
of the items below will be accepted as complying with
identification requirement of 37 CFR 1.63:

(A) name of inventor(s), and reference to an
attached specification which is both attached fo the oath
or declaration at the time of execution and submitted
with the oath or declaration on filing;

(B} name of inventor(s), and attorney docket
number which was on the specification as filed; or

(C) name of inventor(s), and title which was on
the specification as filed.

Filing dates are now granted on applications filed
without an oath or declaration in compliance with
37 CFR 1.63, the oath or declaration being filed later
with a surcharge. The following combinations of infor-
mation supplied in an oath or declaration filed after the
filed date are acceptable as minimums for identifying a
specification and compliance with any one of the items
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below will be accepted as complying with the identifica-
tion requirernent of 37 CFR 1.63:

(A) application number (consisting of the series
code and the serial number, e.g., 08/123,456);

(B) serial number and filing date;

(C) attorney docket number which was on the
specification as filed;

(D) title which was on the specification as faled
and reference to an attached specification which is both
attached to the oath or declaration at the time of
execution and submitted with the oath or declaration; or

(E) title which was on the specification as filed
and accompanied by a cover letter accurately identifying
the application for which it was intended by either the
application number (consisting of the series code and the
serial number, e.g., 08/123,456), or serial number and
filing date. Absent any statement(s) to the contrary, it
will be presumed that the application filed in the PTO is
the application which the inventor(s) executed by
signing the cath or declaration.

Form Paragraphs 6,05 and 6.05.20 may be used to
notify applicant that the oath or declaration is defective
because the specification has not been adequately iden-
tified. '

1 6.05 Oath or Declaration Defective, Heading
The oath or declaration is defective. A new cath or declaration in
comptiance with 37 CFR 1.67(a) identifying this application by applica-
tion numberand filing date isrequired. See MPEP §§ 602.01 and 602.02.
The cath or declaration is defective because:

Examiner Note:

1. Oneormore of the appropriate form paragraphs 6.05.01 10 6.05.20
must follow this paragraph.

2. Ifnoneoitheform paragraphs apply, then anappropriate explana-
tion of the defect should be given immediately following this paragraph.

$ 6.05.20 Specification Not Identified

The specification towhich the cath or declaration is directed has not
been adequately identified. See MPEP § 601.01(a).

Examiner Note:
1. This paragraph must be preceded by form paragraph 6.05.

Any specification that is filed attached to an oath or
declaration on a date later than the application filing
date will not be compared with the specification sub-
mitted on filing. Absent any statement(s) to the contrary,
the “attached” specification will be presumed to be a
copy of the specification and any amendments thereto
which were filed in the Office in order to obtain a filing
date for the application.
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Any variance from the above guidelines will only be
considered upon the filing of a petition for waiver of the
rules under 37 CFR 1.183 accompanied by a petition fee
(37 CFR 1.17(h)).

Further an oath or declaration attached to a cover let-
ter referencing an incorrect application may not become
associated with the correct application and, therefore,
could result in the abandonment of the correct applica-
tion.

Supplemental oaths or declarations in accordance
with 37 CFR 1.67 will be required in applications in
which the oaths or declarations are not in compliance
with the other requirements of 37 CFR 1.63 but contain
sufficient information to identify the specifications to
which they apply as detailed above.

A copy, such as a photocopy or facsimile transmission,
of an originally executed oath or declaration is accept-
able and may be filed (sce MPEP § 502.01). In the event
that a copy of the original is filed, the original should be
retained as evidence of authenticity. If a question of au-
thenticity arises, the Patent and Trademark Office may
require submission of the original. See 37 CFR
LA(d)(1)(ii).

See MPEP § 1896 for the identification requirements
for a declaration filed in a U.S. national stage application
filed under 35 U.S.C. 371.

The periods of time within which applicant must com-
plete the application may be extended under the provi-
sions of 37 CFR 1.136. Applications which are not com-
pleted in a timely manner will be abandoned.

601.01(b) Provisional Applications Filed
Under 35 U.S.C. 111(h)

A provisional application will be given a filing date in
accordance with 37 CFR 1.53(c) as of the date the writ-
ten description and any necessary drawings are filed in
the Office. The filing date requirements for a provisional
application set forth in 37 CFR 1.53(c) parallel the re-
quirements for a nonprovisional application set forth in
37 CFR 1.53(b), except that no claim is required.
Amendments, other than those required to make the
provisional application comply with applicable regula-
tions, are not permitted after the filing date of the provi-
sional application.
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When the specification or drawing are omitted,
37 CFR 1.53(e) requires that the applicant be notified
and given a time period in which to submit the missing
element to complete the filing, The filing date will be-
come the date of the completed submission. If the omis-
sion is not provided within the prescribed time, the ap-
plication will be returned or otherwise disposed of and
any fee submitted will be refunded less the handling fee
set forth in 37 CFR 1.21(n).

37 CFR 1.53(c)(1) requires all provisional applica-
tions be filed with a cover sheet or cover letter identifying
the application as a provisional application. The Office
will treat an application as having been filed under para-
graph (b), unless the application is clearly identificd as a
provisional application, A provisional application, which
is identified as such, but which does not have a complete
cover sheet as required by 37 CFR 1.51(c)(1) will be
treated as a provisional application. However, the com-
plete cover sheet and a surcharge will be required to be
submitted at a later date in conformance with 37 CFR
1.53(g).

When the provisional application does not have a
complete cover sheet or the appropriate fee, the appli-
cant will be notified pursuant to 37 CFR 1.53(g) and giv-
en a time period in which to provide the necessary fee or
cover sheet and to pay the surcharge as set forth in
37 CFR 1.16(1) in order to prevent abandonment of the
application. The time period will usually be set at
2 months from the date of notification. This time period
may be extended under 37 CFR 1.136(a). If the filing fee
is not timely paid, the provisional application will be dis-
posed of. If no correspondence address has been pro-
vided, applicant has 2 months from the filing date to file
the basic filing fee, cover sheet, and to pay the surcharge
as set forth in 37 CFR 1.16(1) in order to prevent aban-
donment of the provisional application. Copies of a pro-
visional application will be provided by the PTO upon re-
quest and payment of the fee set forth in 37 CFR 1.19(b)
unless the provisional application has been disposed of
(see 37 CFR 1.53(¢) and (g)).

The basic filing fee must be paid in a provisional ap-
plication, if any claim for benefits under 35 U.S.C. 119(e)
based on that application is made in a subsequently filed
copending nonprovisional application. 37 CFR
1.78(a)(3).

37 CFR 1.53(e){2) requires that any request for re-
view of a refusal to accord an application a filing date be
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made by way of a petition accompanied by the fee set
forth in 37 CFR 1.17(q) (sec MPEP § 506.02).

601.01(c) Conversion to a Provisional
Application

An application filed under 37 CFR 1.53(b) may be
converted to a provisional application in accordance
with the procedure described in 37 CFR 1.53(c)(2). The
procedure requires the filing of a petition requesting the
conversion and the petition fee set forth in 37 CFR
1.17(q). Filing of the petition in the application is re-
quired prior to the abandonment of the 37 CFR 1.53(b)
application, the payment of the issue fee, the expiration
of 12 months after the filing date of the 37 CFR 1.53 (b)
application, or the filing of a request for a statutory in-
vention registration under 37 CFR 1.293, whichever
event is earlier. The grant of any such petition does not
entitle applicant to a refund of the fees properly paid in
the application filed under 37 CFR 1.53(b).

601.01(d) Application Filed Without All
Pages of Specification

The Office of Initial Patent Examination (OIPE) re-
views application papers to determine whether all of the
pages of specification are present in the application. If
the application is filed without all of the page(s) of the
specification, but containing something that can be
construed as a written description, at least one drawing
figure, if necessary under 35 U.S.C. 113 (first sentence),
and, in a nonprovisional application, at least one claim,
OIPE will mail a “Notice of Omitted Items” indicating
that the application papers so deposited have been ac-
corded a filing date, but are lacking some page(s) of the
specification. '

The mailing of a “Notice of Omitted Items” will per-
mit the applicant to either: (1) promptly establish prior
receipt in the PTO of the page(s) at issue (generally by
way of a date—stamped postcard receipt (MPEP § 503));
or (2) promptly submit the omitted page(s) in a
nonprovisional application and accept the date of such
submission as the application filing date. An applicant
asserting that the page(s) was in fact deposited in the
PTO with the application papers must, within 2 months
from the date of the “Notice of Omitted Item(s)”, file a
petition under 37 CFR 1.53(e) with the petition fee set
forth in 37 CFR 1.17(i) (37 CFR 1.17(q) for a provi-
sional application), along with evidence of such deposit
(37 CFR 1.181(f)). The petition fee will be refunded if
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it is detérmined that the page(s) was in fact received by
the " PTO with =~ the
application papers deposited on filing. An applicant
desiring to submit the omitted page(s) in a
nonprovisional application and accept the date of such
submission as the application ﬁlﬁng date must, within 2
months from the date of the “Notice of Omitted
Item(s)”, file any omitted page(s) with an oath or decla-
ration in compliance with 37 CFR 1.63 and 37 CFR 1.64
referring to such page(s) and a petition under 37 CFR
1.182 with the petition fee set forth in 37 CFR 1.17(h),
requesting the later filing date (37 CFR 1. 181(f))

An applicant willing to accept the application as de-
posited in the PTO need not respond to the “Notice of
Omitted Items,” and the failure to file a petition under
37 CFR 1.53(e) or 37 CFR 1.182 (and the required peti-
tion fee) as discussed above within 2 months of the date
of the “Notice of Omitted Item(s)” (37 CFR 1.181(f))
will be treated as constructive acceptance by applicant of
the application as deposited in the PTO, Amendment of
the specification is required in a nonprovisional applica~
tion to renumber the pages consecutively and cancel any
incomplete sentences caused by the absence of the
omitted page(s). Such amendment should be by way of
preliminary amendment submitted prior to the first
Office action to avoid delays in the prosecution of the
application.

If the application does not contain anything that
can be construed as a written description, OIPE will mail
a Notice of Incomplete Application (PTO—1123) indi-
cating that the application lacks the specification re-
quired by 35 U.S.C. 112. Applicant may file a petition
under 37 CFR 1.53(e) with the petition fee set forth in
37 CFR 1.17(i) (37 CFR 1.17(q) for a provisional ap-
plication), asserting that: (1) the missing specification
was submitted; or (2) the application papers as depos-
ited contain an adequate written description under
35 U.S.C. 112, The petition under 37 CFR 1.53(e) must
be accompanied by sufficient evidence (37 CFR
1.181(b)) to establish applicant’s entitlement to the re-
quested filing date (e.g, a date—stamped postcard re-
ceipt (MPEP § 503) to establish prior receipt in the PTO
of the missing specification). Alternatively, applicant
may submit the omitted specification, including at least
one claim in a nonprovisional application, accompanied
by an oath or declaration in compliance with 37 CFR
1.63 and 37 CFR 1.64 referring to the specification being
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submitted and accept the date of such submissmn as the
" application filing date.

Original claims form part of the original disclosure
and provide their own written description. See In re
Anderson, 471 F2d 1237, 176 USPQ 331 (CCPA 1973).

As such, an application that contains at least one claim,

but does not contain anything which can be construed as

a written description of such claim(s), would be unusual.”

Tn instances in which a “Notice of Incomplete Ap-
plication’ has been mailed, further action by applicant is
necessary for the application to be accorded a filing date.
As such, the application will be retained in OIPE to await
such action. Unless applicant either completes the ap-
plication or files a petition under 37 CFR 1.53(e) with
the petition fee set forth in 37 CFR 1.17(i) (37 CFR
1.17(g) for a provisional application), within the period

set in the “Notice of Incomplete Application,” the ap-

plication will be processed as an incomplete application
under 37 CFR 1.53(e). '

In instances in which a “Notice of Omitted Items” has
been mailed, the application will be retained in OIPE for
a period of 2 months from the mailing date of “Notice of
Omitted [tems” to permit applicant to either: (1) estab-
lish prior receipt in the PTO of the page(s) or drawing(s)
at issue; or (2) promptly submit the omitted page(s) or
drawing(s) in a nonprovisional application and accept
the date of such submission as the application filing date.
As an applicant may, but is not required to, reply to such
a “Notice of Omitted Items,” extensions of time under
37 CFR 1.136 will not be applicable to this 2—month
time period. ‘

Unless applicant timely files a petition under 37 CFR
1.53(e) or 37 CFR 1.182 with the required petition fee,
the application will maintain the filing date as of the date
of deposit of the application papers in the PTO, and the
original application papers (i.e., the original disclosure
of the invention) will include only those application
papers present in the PTO on the date of deposit.
Nonprovisional applications that are complete under
37 CFR 1.51(b) will then be forwarded to the appropri-
ate examining group for examination of the application.
Provisional applications that are complete under

37 CFR 1.51(c) will then be forwarded to Files Reposito-

ry. The current practice for treating apphcatlons that are
not complete under 37 CFR 1.51(b) and (c) will
remain unchanged (37 CFR 1.53(f) and (g)). .
Any petition under 37 CFR 1.53(¢) or 37 CFR 1.182
not filed within the 2—month period set in the “Notice of
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Omitted Item(s)” may be dismissed as untimely.
37 CFR 1.181(#). Under the adopted procedure, the
PTO may strictly adhere to the 2—month period set forth
in 37 CFR 1.181(f), and dismiss as untimely any petition
not filed within the 2—month period. This strict adher-
ence to the 2-month period set forth in
37 CFR 1.181(f) is justified as such applications will now
be forwarded for examination at the end of the 2—month
period. It is further justified in instances in which appli-
cant seeks to submit the omitted page(s) or drawing(s) in
a nonprovisional application and request the date of
- such submission as the application filing date as: (1) ac-
cording the application a filing date later than the date of
deposit may affect the date of expiration of any patent
issuing on the application due to the changes to
35 U.S.C. 154 contained in Public Law 103~465, § 532,
108 Stat. 4809 (1994); and (2) the filing of a continua-
tion—in~part application is a sufficiently equivalent
mechanism for adding additional subject matter to avoid
the loss of patent rights.
The submission of omitted page(s) or drawing(s) in a
- nonprovisional application and acceptance of the date of
such submission as the application filing date is tanta-
mount to simply filing a new application. Thus, appli-
cants should consider filing a new application as an alter-
native to submitting a petition under 37 CFR 1.182
(with the petition fee under 37 CFR 1.17(h)) with any
omitted page(s) or drawing(s), which is a cost effective
alternative in instances in which a nonprovisional ap-
plication is deposited without filing fees. Likewise, in
view of the relatively low filing fee for provisional
applications, and the PTO’s desire to minimize the proc-
essing of provisional applications, the PTO will not grant
petitions under 37 CFR 1.182 to accept omitted page(s)
or drawing(s) and accord an application filing date as of
the date of such submission in provisional applications.
The applicant should simply file a new completed provi-
sional application.

601.01(e) Nonprovisional Application Filed
Without At Least One Claim

35 U.S.C. 111(a)(2) requires that an application for
patent include, inter alia, “a specification as prescribed
by section 112 of this title,” and 35 U.S.C. 111(a)(4) pro-
vides that the “filing date of an application shall be the
date on which the specification and any required draw-
ing are received in the Patent and Trademark Office.”

600 — 13

601.01(e)

35 US.C. 112, first paragraph, provides, in part, that
“[t]he specification shall contain a written description of
the invention,” and 35 U.S.C. 112, second paragraph,
provides that “[t]he specification shall conclude with one
or more claims particularly pointing out and distinctly
claiming the subject matter which the applicant regards
as his invention.” Also, the Court of Appeals for the Fed-
eral Circuit stated in Litton Systems, Inc. v. Whirlpool
Corp.:
Both statute, 35 U.S.C. 111 [(a)), and federal regula-
tions, 37 CFR 151 [(b)], make clear the requirement
that an application for a patentmust include . , . a specifi-
cation and claims. . .. The omission of any ore of these

component parts makesa patent application incomplete
and thus not entitled to a filing date.

728 F2d 1423, 1437, 221 USPQ 97, 105 (Fed. Cir.
1984)(citing Gearon v. United States, 121 E Supp 652,
654, 101 USPQ 460, 461 (Ct. CL 1954), cert. denied, 348
U.S. 942, 104 USPQ 409 (1955))(empbhasis in the origi-
nal).

Therefore, in an application filed under 35 U.S.C.
111(a), a claim is a statutory requirement for according
a filing date to the application, 35 U.S.C. 162 and
35 U.S.C. 171 make 35 U.S.C. 112 applicable to plant
and design applications, and 35 U.S.C. 162 specifically
requires the specification in a plant patent application to
contain a claim. 35 U.S.C. 111(b)(2), however, provides
that “{a] claim, as required by the second through fifth
paragraphs of section 112, shall not be required in a pro-
visional application.” Thus, with the exception of provi-
sional applications filed under 35 U.S.C. 111(b), any ap-
plication filed without at least one claim is incomplete
and not entitled to a filing date.

If a nonprovisional application does not contain at
least one claim, a “Notice of Incomplete Application”
will be mailed to the applicant(s) indicating that no filing
date has been granted and setting a period for submitting
a claim. The filing date will be the date of receipt of at
least one claim. See In re Mattson, 208 USPQ 168
(Comm’r Pat. 1980). An oath or declaration in com-
pliance with 37 CFR 1.63 and 37 CFR 1.64 referring to
the claim being submitted is also required.

As 37 CFR 1.53(c)(2) permits the conversion of an
application filed under 35 U.S.C. 111(a) to an applica-
tion under 35 U.S.C. 111(b), an applicant in an applica-
tion, other than for a design patent, filed under
35 US.C. 111(a) on or after June 8, 1995, without at
least one claim has the alternative of filing a petition un-
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der 37 CFR 1.53(c)(2) to convert such application into
an application under 35 U.S.C. 111(b), which does not
require a claim to be entitled to its date of deposit as a
filing date. Such a petition, however, must be filed prior
to the expiration of 12 months after the date of deposit of
the application under 35 US.C. 111(a), and comply
with the other requirements of 37 CFR 1.53(c)(2). See
MPEP § 601.01(c).

The treatment of an application subsequent to the
mailing of a “Notice of Incomplete Application” is dis-
cussed in MPEP § 601.01(d).

601.01() Applications Filed Without
Drawings

35 U.S.C. 111(a)(2)(B) and 35 US.C. 111(b)}(2)(B}
each provide, in part, that an “application shall include
. . . a drawing as prescribed by section 113 of this title”
and 35 U.S.C. 111(a)(4) and 35 U.S.C. 111{b)(4) each
provide, in part, that the “filing date . . . shall be the date
on which . . . any required drawing are received in the
Patent and Trademark Office.” 35 U.S.C. 113 (first sen-
tence) in turn provides that an “applicant shall furnish a
drawing where necessary for the understanding of the
subject matter sought to be patented.”

Applications filed without drawings are initially in-
spected to determine whether a drawing is referred to in
the specification, and if not, whether a drawing is neces-
sary for the understanding of the invention. 35 U.S.C.
113 (first sentence).

It has been PTO practice to treat an application that
contains af least one process or method claim as an ap-
plication for which a drawing is not necessary for an un-
derstanding of the invention under 35 U.S.C. 113 (first
sentence). The same practice has been followed in com-
position applications. Other situations in which draw-

“ings are usually not considered necessary for the under-
standing of the invention under 35 US.C. 113 (first
sentence) are:

(A) Coated articles or products: where the inven-
tion resides solely in coating or impregnating a conven-
tional sheet (e.g., paper or cloth, or an article of known
and conventional character with a particular composi-
tion), unless significant details of structure or arrange-
ment are involved in the article claims;

(B) Articles made from a particular material or
composition: where the invention consists in making an
article of a particular material or composition, unless
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significant details of structure or arrangement are
involved in the article claims; - o

(C) Laminated structures: where the claimed
invention involves only laminations of sheets (and
coatings) of specified material unless significant details
of structure or arrangement {other than the mere order
of the layers) are involved in the article claims; or - -

(D) Ariicles, apparatus, or systems where sole distin-
guishing feature is presence of a particular material: where
the invention resides solely in the use of a particular
material in an otherwise old article, apparatus or system
recited broadly in the claims, for example:

{1) A hydraulic system distinguished solely by
the use therein of a particular hydraulic fluid;

(2) Packaged sutures wherein the structure and
arrangement of the package are conventional and the
only distinguishing feature is the use of a particular
material.

A nonprovisional application having at least “one
claim, or a provisional application having at least some
disclosure, directed to the subject matter discussed
above for which a drawing is usually not considered es-
sential for a filing date, not describing drawing figures in
the specification, and filed without drawings will simply
be processed for examination, so long as the application
contains something that can be construed as a written de-
scription. A nonprovisional application having at least
one claim, or a provisional application having atleast
some disclosure, directed to the subject matter discussed-
above for which a drawing is usually not considered es-
sential for a filing date, describing drawing figure(s) in
the specification, but filed without drawings will be
treated as an application filed without all of the drawing
figures referred to in the specification as discussed in
MPEP § 601.01(g), so long as the application contains
something that can be construed as a written description.
In a situation in which the appropriate examining group
determines that drawings are necessary under 35 U.S.C.
113 (first sentence) the filing date issue will be reconsid-
ered by the PTO. The application will be returned to the
Office of Initial Patent Examination (OIPE) for mailing
of a “Notice of Incomplete Application.”

If a nonprovisional application does not have at least
one claim directed to the subject matter discussed above
for which a drawing is usually not considered essential
for a filing date, or a provisional application does not
have at least some disclosure directed to the subject mat-
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ter discussed above for which a drawing is usually not
considered essential for a filing date, and is filed without
drawings, OIPE will mail a “Notice of Incomplete Ap-
plication” indicating that the application lacks drawings
and that 35 U.S.C. 113 (first sentence) requires a draw-
ing where necessary for the understanding of the subject
matter sought to be patented.

Applicant may file a petition under 37 CFR 1.53(e)
with the petition fee set forth in 37 CFR 1.17(i)
(37 CFR 1.17(q) for a provisional application), assert-
ing that (1) the drawing(s) at issue was submitted, or
(2) the drawing(s) is not necessary under 35 U.S.C. 113
(first sentence) for a filing date. The petition must be ac-
companied by sufficient evidence to establish applicant’s
entitlement to the requested filing date (e.g., a date—
stamped postcard receipt (MPEP § 503) to establish
prior receipt in the PTO of the drawing(s) at issue). Al-
ternatively, applicant may submit drawing(s) accompa-
nied by an oath or declaration in compliance with
37 CFR 1.63 and 1.64 referring to the drawing(s) being
submitted and accept the date of such submission as the
application filing date. .

In design applications, OIPE will mail a “Notice of In-
complete Application” indicating that the application
lacks the drawings required under 35 U.S.C. 113 (first
sentence). The applicant may: (1) promgtly file a peti-
tion under 37 CFR 1.53(e) with the petition fee set forth
in 37 CFR 1.17(i), asserting that the missing drawing(s)
was submitted; or (2) promptly submit drawing(s) ac-
companied by an oath or declaration in compliance with
37CFR 1.63 and 37 CFR 1.64 and accept the date of such
submission as the application filing date. 37 CFR
1.153(a) provides that the claim in a design application
“shall be in formal terms to the ornamental design for
the article (specifying name) as shown, or as shown and
described.” As such, petitions under 37 CFR 1.53(e) as-
serting that drawings are unnecessary under 35 U.S.C.
113 (first sentence) for a filing date in a design applica-
tion will not be found persuasive.

The treatment of an application subsequent to the
mailing of a “Notice of Incomplete Application” is dis-
cussed in MPEP § 601.01(d).

601.01(g) Applications Filed Without All
Figures of Drawings

The Office of Initial Patent Examination (OIPE) re-
views application papers to determine whether all of the
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figures of the drawings that are mentioned in the specifi-
cation are present in the application. If the application is
filed without all of the drawing figure(s) referred to in
the specification, and the application contains some-
thing that can be construed as a written description, at
least one drawing, if necessary under 35 U.S.C. 113
(first sentence), and, in a nonprovisional application, at
least one claim, OIPE will mail a “Notice of Omitted
Item(s)” indicating that the application papers so depos-
ited have been accorded a filing date, but are lacking
some of the figures of drawings described in the specifi-
cation.

The mailing of a “Notice of Omitted Item(s)” will per-
mit the applicant to either: (1) promptly establish prior
receipt in the PTO of the drawing(s) at issue (generally
by way of a date—stamped postcard receipt (MPEP
§ 503)); or (2) promptly submit the omitted drawing(s) in
a nonprovisional application and accept the date of such
submission as the application filing date. An applicant
asserting that the drawing(s) was in fact deposited in the
PTO with the application papers must, within 2 months
from the date of the “Notice of Omitted Item(s),” file a
petition under 37 CFR 1.53(¢) with the petition fee set
forthin 37 CFR 1.17(i) (37 CFR 1.17(q) for a provisional
application), along with evidence of such deposit (37
CFR 1.181(f)). The petition fee will be refunded if it is
determined that the drawing(s) was in fact received by
the PTO with the application papers deposited on filing.
An applicant desiring to submit the omitted drawings in
a nonprovisional application and accept the date of such
submission as the application filing date must, within
2 months from the date of the “Notice of Omitted
Item(s),” file any omitted drawing(s) with an oath or dec-
laration in compliance with 37 CFR 1.63 and 37 CFR
1.64 referring to such drawing(s) and a petition under 37
CFR 1.182 with the petition fee set forth in 37 CFR
1.17(h), requesting the later filing date (37 CFR
1.181(f)).

An applicant willing to accept the application as de-
posited in the PTO need not respond to the “Notice of
Omitted Item(s),” and the failure to file a petition under
37 CFR 1.53(e) or 37 CFR 1.182 with the required peti-
tion fee as discussed above within 2 months of the date of
the “Notice of Omitted Item(s)” (37 CFR 1.181(f)) will
be treated as constructive acceptance by applicant of the

-application as deposited in the PTO. Amendment of the

specification is required in a nonprovisional application
to cancel all references to the omitted drawing, both in
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the brief and detailed descriptions of the drawings and
including any reference numerals shown only in the
omitted drawings. In addition, a separate letter is re-
quired in a nonprovisional application to renumber the
drawing figures consecutively (showing the proposed
changes in red ink), if necessary, and amendment of the
specification is required to correct the references to the
drawing figures to correspond with any relabeled draw-
ing figures, both in the brief and detailed descriptions of
the drawings. Such amendment and correction to the
drawing figures, if necessary, should be by way of prelim-
inary amendment submitted prior to the first Office ac-
tion to avoid delays in the prosecution of the application,

The treatment of an application subsequent to the
mailing of a “Notice of Omitted Item(s)” is discussed in
MPEP § 601.01(d).

601.01(k) Forms

The following forms used by the Office of Initial Pat-
ent Examination {OIPE) to notify applicants of defects
are reproduced on the following pages.

“Notice. of Omitted Item(s) in a Nonprovisional
Application Filed Under 37 CFR 1.53(b),” Form
PTO~1669;

“Notice to File Missing Parts of Application —
Filing Date Granted” Form PTO-1533;
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“Notice of Incomplete Nonprovisional Application
Under 37 CFR 1.53(b),” Form PTO-1123;

“Notice to File Missing Parts of Application, No
Filing Date,” Form PTO~1532;

“Notice of Informal Application” Form PTO~152;

“Notice To File Corrected Application Papers
Filing Date Granted,” Form PTO-1660;

“Notice of Omitted Item(s) in a Provisional Ap-
plication Filed Under 37 CFR 1.53(c),” Form
PTO-1672.

“Notice to File Missing Parts of Provisional Ap-
plication Filed Under 37 CFR 1.53(c) Filing Date
Granted” Form PTO=1627;

“Notice of Incomplete Provisional Application
Under 37 CFR 1.53(c),” Form PTO-1626;

“Notice to File Missing Parts of Provisional Ap-
plication Filed Under 37 CFR 1.53(c), No Filing Date,”
Form PTO— 1628,

“Notice of Improper Application Filed Under
37 CFR 1.60,” Form PTO—1534;

“Notice to File Missing Parts of Application Filed
Under 37 CFR 1.60 Filing Date Granted;” Form
PTO-1607;

“Notice to File Missing Parts of Application Filed
Under 37 CFR 1.60 No Filing Date,” Form PTO—1608;
and '

“Notice of Improper FWC Filing Under 37 CFR
1.62 No Filing Date Granted,” Form PTO—1673.
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7/ %™\ | UNITED STATES DEPARTMENT OF COMMERCE
: '\ / - Patant and Trademark Office
e ot Addrass: COMMISSIONER OF PATENTS AND TRADEMARKS
Washinglon, £.¢, 20231

Lappuicanion pumesr _ siLnGmEcEPT BATE . . FIRGT NAMED APPLIGANT ~ : ATTY. DOCKET NO.MTTTLE

DATE MAILED:

NOTICE OF OMITTED ITEM(S) IN A NONPROVISIONAL APPLICATION
: FILED UNDER 37 GFR 1.53(b) T

“Afiling dete has been assigned to the above-identified application papers; howaver, the following item(s) apﬁear to
have bean omitted from the application: . .

O 1. Pages - . of the specification (description and plaims).
2. Figures : describad the specification. : S
3. Other: _ . :

Should applicant contend that the above-noted item{s) was in fact deposited in the Patent and Trademark Office
(PTO) with the application papers, a copy of this Notice and a patitions (and $130.00 petition fow (37 CER 1.17(}),
which will be refunded if it is determined that the item was in fact received by the PTO) with evidence of such deposit
must be filed within TWOQ MONTHS of the date of this Notice.

- il Should applicant desire to supply the omitted tem(s) and accept the date that such omitted item(s) were fited in
the PTQ as the filing date of the above-dentified application, & copy of this Notice, the omitted items (with a
supplemental oath or declaration In compliance with 37 CFR 1.63 and 1,64 referring to such itema), and a petition
undar 37 CFR 1.182 (with the $130.00 petition fee (37 CFR 1.17(h)) requesting the later filing date must be filed
within TWO MONTHS of the date of this Notice, :

ilt, The faliure to file a petition {(and petition fee) under the abova options (1) or (it} within TWOQ MONTHS of the date of
this Notice (37 CFR 1.181()) will be treated as a constructive acceptance by the applicant of the application as
deposited in the PTQ. THIS TWO MONTH PERIOD IS NOT EXTENDABLE UNDER 37 CFR 1.136 {a) or (b). inthe
absence of a imely petition in reply to this Notice, the application will maintain a filing date as of the date of deposit of
the application papers In the PTO, and origing! application papere {l.e., the original disctozure of the invention) will
include only those application papars present in the PTO on the date of deposit,

in the event that applicant elects not to take action pursuant to options {I) or (i) above (thereby constructively electing -
option HI), amendment of the specification to renumber the pages consecutively and cancal incomplete sentances
caused by any omitted page(s), and/or amendment of the spacification to cancel all referancas to any omitted
drawing(s), relabel the drawing figures to be numbered consecutively (if necessary), and correct the references In tha
specification to the drawing figures to correspond with any relabalied drawing figures, i recquired. Any drawing
changes should be accompanied by a copy of the drawing figures showing the proposed changes in red ink. Such
amendmant and/or correction to the drawing figures, if nacessary, should be by way of preliminary amendmaent
submitted prior to the first Office actlon to avold delays in the prosecution of the application,

Pirect the reply and any questions about this notice to "Attention: Box Missing Parts.”

Englosed:
"Notice to File Missing Parts of Apgtication,” Form PTO-1533.
£ Other:

A copy of this notice MUST be returned with the repiy.

Customer Service Center
- initial Patent Examination Division (703) 308-1202

FORM PTO-1889 (Rev. 7/97) PART 1 - ATTORNEY/APPLICANT COPY
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£ Y™ UNITED STATES DEPARTMENT OF COMMERCE
' : Patant and Tradamark Office
Address: COMMISSIONER OF PATENTS AND TRADEMARKS

‘ Vvashinglon, D.C. 20231

I APBLICATION NUMBER FILINGIREGEIFT DATE .

DATE MAILED:

NOTICE TO FILE MISSING PARTS OF APPLICATION
Flilng Date Sranted -

An Application Numbar and Filing Date have baen assignad to this application. The ltemse indicated balow, howaver,
are missing. Applicant is given TWO MONTHS FROM THE DATE OF THIS NOTICE within which to file all required
itams and pay any feses requirsd below to aveid abandonment. Extensions of time may be obtained by filing & petition
accompaniad by the extension fes under the provisions of 37 CFR 1.136(a). 1f any of items § or 3 through 5 are
inticatad as missing, the SURCHARGE aet forth In 37 CFR 1.16(e0} of [0 $85.00 for a small entity In
compliance with 37 CFR 1.27, or 0 2¢30.00 for a non-small entity, must also be timeily submitted In roply to
this NOTICE to avold abandomment, )

sl ioqulmd Homs on fhfs form are fifed within the pam’od sed above, the iotal amount owed by applicant as a

O small entity (statement flisd) L non-small entity Is $___ .
L1 1. The statutory basic fiting fee is: - '
LI issing.
3 insufficient.

Applicant must submit $____________ to complete the basic filing fee and/or file & small entity
stalemant claiming such status (37 CFR 1.27). Lo .
‘[] 2. Additional claim feas of : '
]

for : - independent claims over 3,
$ for dependent claims over 20.
$ for muitiple dependent clalm surcharge.

Applicant must either submit the additlonal claim faes or cancel additlonal cleims for which fees are due.
{3 3. The oath or declaration: ‘ ‘ . -
is missing or unexacuted.
[ does not cover tha newiy submitted items, .
L3 does notidentify the application to which it applies. , )
3 doas notinclude the city and state or forelgn country of applicant’s residence. C
An cath or daclaration in compliance with 37 CFR 1,83, Including residencs information and identifying the
spplication by the above Application Number and Filing Date Is raquirad,
4. The signature(s) to the oath or declaration is/ere by a person other than inventor or parson qualified under
37 CFR 1.42, 1.43, or 1.47. - . o
A properly signad oath or declaration in compliance with 37 CFR 1.63, identifying the application by the above
Application Number and Filing Date, Is required., .
1 5. The signatura of the foliowing joint inventor(a) is missing from the oath or deciaration:

An oath or declaralion I compliance with 37 CFR 1.63 listing the names of all Inverdors and signed by the
omittad invantor(s), Identiving this application by the abave Application Number and Filing Date, Is roquirad.
6. A $50.00 processing fas is required since your check was returned without payment (37 CFR 1.214(m)).
1 7 Your filing receipt was malled in error bacause vour chack was returnad without paymaent.
3 7. The application does not comply with the Saquence Rulas.
See attached “Notice to Comply with Sequence Rules 37 CFR 1.821 - 1.825.”
] 8 OTHER:
Diract the reply and any questions about this notice to *Aitentlon: Box Missing Pars.”

A copy of this potice MUST be refurned with the reply.

Customer Service Center :
Initial Patent Examination Division (703) 308-1202

FORM PTO-1833 (Rav. 7/97) -PART 1 - ATTORNEY/APPLIGANT COPY
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£ % | UNITED STATES DEPARTMENT OF COMMERCE
;'\ j Patent and Trademark Office
e o Addreas;: COMMISSIONER OF PATENTS AND TRADEMARKS
I Washington, D.C. 20234 ‘

! APPLICATION NUMBER FILING/RECEPT DATE : FIRST NAMED APPLICANY

ATTY. DOCKET NOSTITLE - I

DATE MAILED:

NOTICE OF INGOMPLETE NONPROVISIONAL APPLICATION
- UNDER 37 CFR 1.53(b)

A filing date has NOTA been ass!ghed to th_e above identified application papers for the reason(s) indicatad below.

All of the items noted below and & newly exe'cumd oath or dectaration.covering the items, unleés otherwise
indicated, must be submiitad within TWO MONTHS of the date of this Notice, or proceedings on'the
application will be terminated (37 CFR 1.53(e)). . ’ R

The filing date will be the date of recaipt of all iteme required below, unless otherwise indicated. Any assertions
that the items required below were submitted, or are not necessary for a flling date, must be by way of petition
directed to the attention of the Office of Petiticns accompanied by the $130.00 petition fes (37 CFR 1.17(0). i

the petition states that the application Is complete, a raquest for refund of the petition fee may be included in the

petition.

B 4. the specification {description and claimas):
a, is missing. .
£l b. does notinciude a written description of the Invention.
€. does not include at least one claim as prescribed by 35 U.8.C. 112.
A complete specification (Including at feest one claim in a nonprovisional application) as prescribed by
35 U.8.C. 112 s requirad. : :
3 2 The application was deposited without drawings. 35 U.8.C. 113 (first sentence) requires a drawing
-"where necessary for the understanding of the subjact matter sought to be patented.” :
Applicant should reconsider whether drawings are necessary under 35 U.8.C. 113 (first sentence). .

£3 3. oTHER!

Additional observations on the above-identified application papers:

Ll 1. Pages ___ . of the specification are missing.
02 Figures described in the specification are missing.

Direct the reply and any questions about this notice to "Attention: Box Missing Parts.”

logsed: .
"General Information Concerning Patents.” Seepage_ |
“Notice to File Missing Parts of Application,” Form PTO-1532.
"Checklist for Patent Applications.” ) ’
Other:

A copy of this notice MUST be returned with the reply.

Customer Service Center
Initial Patent Examination Division (703) 308-1202

FORM PTO-1123 (Rev. 7/87) PART t - ATTORNEY/APPLICANT COPY

600 — 19 July 1998



601.61(h) MANUAL OF PATENT EXAMINING PROCEDURE

F Y™ | UNITED STATES DEPARTMENT OF COMMERCE
: \ } Patent and Trademark Cffice
’ brypom et

. Addresa COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231

T

LappuicaTion MUMBER __ FILINGREGEIPT DATE i FIRST NAMED APPLICANT

ATTY. DOCKET NO./TITLE i

DATE MAILED:

NOT!CE TO FILE MISSING PARTS OF APPUCATION

No Flling Date
(Enclosure to Form PTC-1123)

The raquired itams noted betow SHOUL.E} ba filad along with any items raquired on the “Notice of Incomplete -
Application.” Tha filing date of this application will be the date of recesipt of the items raquired on the "Notice of
Incomplatae Application.” The items noted below must be filed no later than TWO MONTHS FROM THE FILING DATE
ACCORDED. THIS APPLICATION. If any of itoms 1 and 3 mrough £ below are sutimitied after the filing date
accorded this application, the SURCHARGE set forth in 37 CFR 1.18{e) of [1$65.00 for a amall entity In

compllance with 37 CFR 1.27, or [1$430.00 for a non-small sntity, must alzo be fimaly submitted In mpiy ta this
NOTICE to avold abardonmaent.

- it all roguired Homs on this form and on the "Neotlee of Incomplete Application™ are ﬂlod togothar, tha {otal
amount owed by applimnt as s C] asmalf aniity {statement ﬂl@d) tam | non-smaﬂ iz g .
1 1. The statutory basic filing tee is:
£31 missing or unexecuted.
insufficient.
Applicantmustsubmit8____ = o complete the basic filing fee andéor ﬂa a small anmy ) (
statamant claiming such status {37 CFR 1.27). Y
] 2. Additional claim fees of L o )
$ for independent claims over 3.
$ . for _ : depandant claims over 20, )
$ for multiple dependent claim surcharge. '
Applicant must aither submit the edditional claim feas or cancal additionel claims for which feos ana dua
7] 3. The oath or daclaration:
] is missing OF unaxecuted, ’
[ doeas not cover the itams required on "Notlce of Ineomplete App!lcaﬂon
[ doas not idontify the application to which it applies.
{71 does notinciude the post office address and the city and state or foreign country of applicant's fasidanca
An oath or declaration in compliance with 37 CFR 1.63, including residence information and identitying
the application by the above Application Number and filing date Is required.
7] 4. The signature{s) to the oath or declaration isfare by & person other than the inventor or person qualmad under
' 37 CFR 1.42,1.43, or 1.47.
A proparly signed oath or declaration in compliance with 37 CFR 1.63, refernng {o the above Application
Number and filing date is required.
) 5. The signatura of the fallowing joint inventor(s) is missing from the oath or declaration:

An oath or declaration in compliance with 37 CFR 1.63 listing the names of all Inventors and signed by the
omitied invantor(s), identifying ihis application by the above Application Mumber and filing dats, is required.
[} 6. A$50.00 processing fee is requirad sincs your check wae returnad \Mthout payment {37 CFR 1.21(m)).
1 7. The application does not comply with the Sequence Rules,

Ses aftached "Notice to Comply with Saquance Rules 37 CFR 1.821 - 1.825.%
[0 8 Othan

Direct the reply and any questions about this notice to "Altention: Box Missing Parts.”
A copy of this notice MUST be returned with the reply.

Customer Service Center
Initial Patent Examination Division {703) 308-1202

FORM PTO-1532 (Rev. 7/97) PART 1 - ATTORNEV/APPLICANT COPY
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PARTS, FORM, AND CONTENT OF APPLICATION 601.01(h)

£\ UNITED STATES DEPARTMENT OF COMMERCE

\ j Patent and Trademark Office
mme®  Address: COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231

Application Number:
Attactiment to Paper Number:

NOTICE OF INFORMAL APPLICATION

This application is considered to be informal since it does not comply with the regulations for the reason(s)
Indicated below. The period within which to correct the informalities noted below and avoid abandonment
is set in the accompanying Office action. :

A. A new oath or declaration, Identifying this agplicallon by the arplication number is recuired.
The oath or declaration does not comply with 37 CFR 1.63 In that it:

. does not identify the residence (e.?., city and either state or foreign countay} of each inventor,

. does not identify each inventor by full name, including the family name and at least one given

name without abbreviation. _

. does not identlly the complete post office address of each inventor.

. does not identify the citizenship of each inventor.

. doas not state whether the inventor is a sole or joint inventor.

. does not state that the person making the oath or declaration: '

] has reviewed and understands the contents of the specification, including the
claims, as amended by any amendment specifically referred to in the oath or declaration.
L1 believes the named inventor or inventors to be the original and the first inventor or
inventors of the subject matter which is claimed and for which a patent is sought.
gclér;oglge‘g essathe uty to disclose information which Is material to patentability as defined
in .50,

[ 7. does not identify the foreign apglication for ?atent or inventor’s certificate on which priority is
claimed pursuant to 37 Ci-R 1.55, and any foreign application having a filing date before that
of the application on which priorit?( is claimed, by specilying the application number,
country, day, month, and year of its ﬂling. .

€18, does not state that the person making the oath or dectaration acknowledges the duty to
disclose information which is material to patentability as defined in 37 CFR 1.56 which became
avallable between the filing date of the prior aﬁplication and the national or PCT international filing
date of the continuation—in--part aPplicatlon which discloses and claims subject matter in addition to
that disclosed in the prior appiication (37 CFR 1.63(e)). ' :

[ 9. contains non-initialed alterations (37 CFR 1.52(c)).

0coo ad
DUIBW pO-s

B. Applicant Is required to provide:

2 1. Proof of authority of the legal representative under 37 CFR 1.44.
3 2. An abstract in compliance with 37 CFR 1.72(b).

¢. CIOTHER:

FORM PTO-152(Rev. 7/97) PART 1 - ATTORNEY/APPLICANT COPY

600 ~ 21 July 1998



601.01(h) ' 'MANUAL OF PATENT EXAMINING PROCEDURE

f \ UNITED STATES DEPARTMENT OF COMMERCE
j . Patent and Trademark Office )
-u,..« " Addrese: COMMISSIONER OF PATENTS AND TRADEMARKS
. Washington, D.C, 20231
! APPLICATION NUMBER FILINGRECEIFT DATE ’ - FIRST NAMED APPL!E.’._AN? ATTY, DDCKET NOJTITLE - I

DATE MAILED:

NOTICE TO FILE CORRECTED APPLICATION PAPERS
Filing Date Granted.

This application has been actorded an Application Number and Filing Date, The application, howaever, is informal since it
does not comply with the regulations for the reason(s) indicated below. Applicant is given TWO MONTHS FROM THE
DATE OF THIS NOTICE within which to corract the informalities indlcated below.

The required item(s) identifiad below must be timaly submitted to avold abandonment:
£3 1. An Abstract, commencing on a separate sheet (37 CFR 1’. 72(8)). .
{1 2. The Claimy(s) commenclng on a separats sheet (37 CFR 1.75(h)).

B a [ﬁ substitute spocification in compHlance with 37 CFR 1.52 bacause:
All sheets must be the same slze and sither A4 {21 om x 28.7 cm) or 8-4/2" x 1 1"
Papers are not flexible, strong, smooth, non-shiny, durable, and white,
Papars are not typewritten of machanically printed in permanent derk Ink on one side.
Papeors contain hand lettering.
Papers contain improper margins, Each sheet must have a left margin of at loast 2.5 om (17 and top,
bottom and right margins of at least 2.0 cm (3/4°).
Lins spacing on the shaats Is not 1-1/2 or double-spaced.
The pages of spacification including the absatract and claims are not consacmlvely numbered starting with
the number "1.”
The pages of specification do not contam page numbers cen’caily located within tha top or, preferab!y.
bcttom margin :

O 00 oop

] s Subsﬁtute draWEngs in comp!iance with 3? CFR 1,84 because:
“the drawings or copy of drawings are not sultakie for electronic reproduction.
All drawing shaets must be the same size and elther A4 (21em 1 28.7 cm) ar 8-1/2" % 11",
{71 Each sheet must include a top and left margin of at least 2.5 cm {1}, a right margin of at least 1.5 cm (8/16")
and a bottom margin of at least 1.0 em (3/8").

£1 5. Page{s) are not of sufficient clarity, contrast and quality for elactronic reproduction.
New typewritten or machanically printad pages of sufficiant clarity, contrast and quslity for electronic reproduction,
together with a statament that the new pages contain the same matarial as thosa on deposit ara reguired.

1 6. An new oath or deciaration in compliance with 37 CFR 1.63 setting forth the residence (cily and state or foreign
country) of each applicant (or laga! representative under 37 CFR 1.42 or 1.43 of each applicant).

[0 7. An English transiation of the non-English tanguage application, the $130.00 fae set forth in 37 CFR 1.17(k}, unless
previously submitted, and a statement that the transiation is acourate (37 CFR 1.52(d)).

[ g OTHER:

Direct the reply and any questions about this notice to “Attantion: Box Missing Parts.”
A copy of this notice MUST be returned with the reply.

Customer Service Center
tnilial Patent Examination Division (703) 308-1202

FORM PTQ-18680 (Rev. 7/97) PART 1 - ATTORNEY/APPLICANT COPY

July 1998 600 — 22
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PARTS, FORM, AND CONTENT OF APPLICATION 601.01(h)

F Y UNITED STATES DEPARTMENT OF COMMERCE
'% ,} Patent and Trademark Office
aren o# Address: COMMBSSIONER OF PATENTS AND TRADEMARKS
: o ) ) Washington, D.C. 20231 :
[ APPUCATION NUMBER  FIINGRECEI®T DATE FIRST NAMED APPLICANT ATTY, DOGKET NO.FITLE i

DATE MARLED:

NOTICE OF OMITTED ITEM(S) IN A PROVISIONAL APPLICATION
FILED UNDER 37 CFR 1.83(c)

A filing date has been assigned to the above-identified PROVISIONAL APPLICATION; however, the
following #tem(s) appear to have been omifted from the application: : T

3 1. Pages of the specification (description and claims).
L} 2. Figures described in the specification.
O 3. Other:

Shouid applicant contend that the above-noted item(s) was in fact deposited in the Patent and Trademark
Office (PTO) with the provisional application papers, a copy of this Notice and a petition (and $50.00
petition fee (37 CFR 1.17(q)}, which will be refunded if it is determined that the item: was in fact received by
the PTO), with evidence of such deposit must be filed within TWO MONTHS of the date of this Notice.

The failure to file a petition (and petition fee) within TWO MONTHS of the date of this Notice (37 CFR

1. 181(0) wilt be trealed as a constructive acceptarnice by the applicant of the provisional application as
deposited in the PTO. THIS TWO MONTH PERIOD 1S NOT EXTENDABLE UNDER 37 CFR 1.136 (a) or
{b). In the absence of a timely petition in reply to this Notice, the application will maintain a filing date as of
the date of deposh of the application papers in the PTQ, and original appiication papers (i.e., the original
disclosure of the invention)} will include only those application papers present in the PTO on the date of
deposit. : )

Direct the reply and any questions about this notice to “Atftention: Box Missing Parts.”

Enciosed: )
] "Naotice to File Missing Parts of Provisional Application,” Form PTO-1870.
[ Other___ . ‘ .

A copy of this notice MUST be refurned with the reply.

Customer Service Center
Initiat Patent Examination Division {703} 308-1202

FORM PTO-1672 (Rev. 7/87) : PART 1 - ATTORNEY/APPLICANT COPY

600 — 23 July 1998



602.01(h) MANUAL OF PATENT EXAMINING PROCBDURB

F " AN UMITED STATES DEPARTMENT OF COMMERCE

N j Patent and Trademark Office
Py ot Addross: COMMISSIONER QF PATENTS AND TRADEMARKS
: : . _ Washington, 0.¢. 20234
TCATION NUMBER  FILINGARECGERT GAT T FIRET NAMED APPLIGANT ATTY. DOGRET NoTE ]

DATE MAILED:

NOTICE TO FILE MISSING PARTS OF PROVISIONAL APPLICATION
Filed Under 37 CFR 1.83(c)
Fillng Date Granted

An Application Number and Filing Date have bean assignad to this provislonal application. Tha itams Indicatod below,
howaver, ara missing. Applicant Is given TWO MONTHS FROM THE DATE OF THIS NOTICE within which to file ali
required items and pay fees required below to avoid abandenment. Extensions of fime may bes obtained by filing a
petition accompaniad by the extension fae under the provisions of 37 CFR 1.136(a). It any of Hems 1 or 2 are
Indicated as missing, the SURCHARGE sot forth In 37 CFR 1.180) of 1 $25.50 for » small entity in compliance
with 37 CFR 1.27, or[[] $80.00for s non-smatl ent%ty, must also be timealy submittad in reply to this NOTICE to

avoid abandonmant,
i afl required ltoms on this form are filed within the pericd set above, the fofal amount owsd by applicant es a
M smalf ontity (statement filod) 3 non-small anifty is § .
o 1. The statutory provisional application basic filing fes ls:
[} missing.
3 insufficient.
Applicant must submit 3, to complete the basic filing fea and/or file a small. entity

statormant claliming such stalus (37 CFR 1.27).
{1 2. The provisional application cover sheet under 37 CFR 1.51(¢){1) is raquired identifying:
[ either the city and state or city and foreign country of the residence of aach inventor,
[ the tide of the invention.
Il 3. The application was filad in & languags other than English.
Applicant must file an Engiish {ranslation of the application, the $130.00 set forth In 37 CFR 1.17(K), unless
provicusly submitted, and a statement that the translation is acourate (37 CFR 1.52(d)).
4, . A $50.00 processing fee is required since your chack was returnad without payment (37 CFR 1.21 (m}).
5. Your filing receipt was malled in srror because your check was returnad without payment.
6. The drawings contained in the application cannot be scanned or proparly stored baecause they.
do not comply with the size requirements (8 1/2 by 11 inchas or 21.0 by 29.7 cm).
L3 are not clear enough or in permanent ink.
7. The spacification cannot ba acanned or proparly storad. Paga(e)
] do not contain writing on only one side of the pags.
L | do not comply with the size requirements (8 1/2 by 11 inches or 21.0 by 20.7 cm).
M are not clear enough or in permanent ink.
Replacemant page(s), togather with a statoment that the replacement paga(s) cortain no new matter, are
required,
1 8. Othen

0O DOoo

Diract the roply and any questions about this notice to "Attention: Box Missing Parts.”

A copy of this notice MMUST be returned with the reply.

Customer Service Center
Initial Patent Examination Division (703) 308-1202

FORM PY0O-1827 (Rev. 7/97) - PART 1 - ATTORNEY/APPLICANT COPY
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PARTS, FORM, AND CONTENT OF APPLICATION 601.01(h)

UNITED STATES DEPARTMENT OF COMMERCE

. Patent and Trademayk Office
j Address: COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231

f“\

‘va

i APBLICATION NUMBER FILNGRECEPT DATE : FIRST NAMELD ARPPLICANT . ATTY, DOGRET NOLTTLE

DATE MAILED:

NOTICE OF INCOMPLETE PROVISIONAL APPLICATION
UNDER 37 CFR 1.83(c)

A mmg date has NOT bean assigned to the above-identified PROVISIONAL APPLICATION papers for
the reason(s) indicated below. .

All of the items noted below, unless otherwise indicated, must be submitted w;thm TWE MONTHS of
the date of this Notice, or proceedings on the application will be terminated (37 CFR 1.53(e)).

The filing date will be the date of recaipt of all lems required below, unless otherwise indicated.

Any assertions that the lems required were submilted, or are not necessary for a filing date, must

be by way of petition directed to the attention of the Ofiice of Petitions accompamed by the $50,00 petit!on
fea. (37 CFR 1.17(q)). Ifthe petition states that the application Is complete, a request for refund of the
petition fee may be inchuded in the petition.

O 1. The specification (written description) is missing.
A complefte specification as prescribad by 35 U.S.C. 112, first paragreph, Is required.
[0 2. The application was deposied without drawings. 35 L.8.C. 113 {first sentence) requires a drawing
“where necessary for the understanding of the subject matter sought to be patented.” -
Applicant should reconsider whether drawmgs are nacessary under 35 U 8.C. 113
(first sentence).
[0 3. Gther:

Additional observations on the above-identified appiication papers;

£1 1. Pages ‘of the specification are mlssmg
1 2. pPigures described in the specification are missing.

Direct the reply and any questions about this notlce fo "Attention: Box M:ssmg Paris.”
Enclosed: .

O “General information Concerning Patents.” See page .

O “Notice to File Missing Paris of Provisionat Application,” Form PTO-1828.

0 =Checklist for Patent Applications.”

1 Other:

A copy of this notice MUST be returned with the reply.

Customer Service Cemter
initial Patent Examination Division (703) 308~? 202

FORM PFTO-1826 (Rev 7/87) - PART 1 . ATTORNEY/APPLICANT COPY

600 — 25 Tuly 1998
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601.01(h) MANUAL OF PATENT EXAMINING PROCEDURE

Patont and Trademark Office
Address: COMMISSIONER OF PATENTS AND TRADEMARKS

. & @\ UNITED STATES DEPARTMENT OF COMMERGE
, /
' Washington, D.C. 20231

1 APPLICATION NUMBER FRINGRECEIFT DATE FIRST NAMED APPLICANT ATTY. DOQUCKET NOJTITLE

DATE MAINLED:

NOTICE TO FILE MISSING PARTS OF PROVISIONAL APPLICATION
Filed Unider 37 CFR 1.53(c)

Mo Filing Date
{Enclosure to Form PTO-1626)

The raguired items noted below SHCOULD be filed along with any items requirad on the "Nofice of incomplete Provisional
Application.” The filing date of this PROVISIONAL APPLICATION will ba the date of receipt of the items requirad on the
"Natice of Incomplete Provisional Application.”. The items noted below must be filed no iater than TWO MONTHS FROM
THE FILING DATE ACCORDED THIS APPLICATION. If ltems 1 or 2 below are submittad after the filing date
accordad this application, the SURCHARGE set forth in 37 CFR 1.18¢%) of [13$26.00 for a small entity in
compliance with 37 CFR 1.27, or [0 $50.00 for a2 non-small entity. must also be timely submitted in roply to this
NOTICE to avoid abandonmene. ]

IF all required items on this form and on the “Notce of Incompleie Appllcam:n are ﬂled together, the total
amount owed by appilcant as a L1 small entity (statemam fitad) U non-small antity Iz $

B4, the statutory provisional application basic filing fee is:
] missing.
[ insufficlent.
Applicant must submit 8 to compleie the basic flling fee and/or file a small eniity
statemont claiming such status {37 CFR 1.27).
El2 The provigionai application cover sheet under 37 CFR 1.61(¢)(1) is required identifying:
[} either the cily and state or city and foreign country of the residence of each inventor.
1 the &itie of the invention.
El3. The apptication was fited in a language other than English.
Applicant must file an English transfation of the application, the $130.00 set forth in 37 CFR 1.17(k), unfass
previously submifted, and a statermnent that the transiation is accurate (37 CFR 1.52(d)).
Cla. A $50.00 processing fee is required since your check was returned without payment (37 CFR 1.21 (m)).
5. Your filing receipt was mailed in error bacause your check was returned without payment.
6. The drawi ngs contained in the application cannot be scanned or properly stored because they:
[ do not comply with the size requirements (8 1/2 by 11 inches or 21.0 by 28.7 cm).
[ are not clear enough or in permanent ink.
El7. The specification cannot be scanned ot property stored. Page(s)
[ do not contain writing on only one side of the page.
[ do not comply with the size requirements (8 1/2 by 11 inches or 21.0 by 20.7 cm).
M) are not clear enough or in permanent ink.
Reaplacement page(s), together with a statement that the replacement page(s) contain no naw matter, are
raquired.

[ 8 oTHER:

Diract the reply and any questions about this notice to “Attention: Box Missing Parts.”

A copy of this notice MUST be returned with the reply.

Custemer Sewvice Center
initiai Patent Examination Division (703} 308-1202

FORKN PTO-1828 (Rov, 7/97) PART 1 - ATTORNEY/APPLICANT COPY
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PARTS, FORM, AND CONTENT OF APPLICATION

b \ UNITED STATES DEPARTMENT OF COMMERCE
. 3 « | Potent and Trademark Office

Address: COMMISSIONER OF PATENTS AND TRADEMARKS
‘% - j Waghington, D.C. 20231

i APPLICATION NUMBER I FHLINQRECEIPT BATE E FIAST NAMED APPLICANT E ATTORNEY DOCKET NO/TITLE

DAYE MAILED:

NOTICE OF IMPROPER APPLICATION FILED UNDER 37 CFR 1.60

601.00 (k)

Afiling date has NOT been assigned ta the above-identified application since 37 CFR 1.60 has not been complied with for the reason(s)

indlcated below.

Al ofthe itams noted below, unless otherwise indicated, rrustbe submitted within TWO MONTHS FROM THE DATE OF THIS NOTICE,
orthe application may be retumned or otherwise disposed of. Any fee which has been submitted will be refunded less a $130.00 handling

feo {37 CFR 1.60{c)).

The filing date will be the date of receipt of the tems reguired below untess otherwise indicated. Any assertions that the items required
below were submitted, or explaining the delay in supplying the omitted items, must be by way of petition directed 1o the altention of the
Office of the Assistant Commissioner for Patents, Any such petition must be accompanied by the $130.00 petitionfee (37 CFR 1.1 7(i}).

If the petition states that the application is completa, a raguest for refund of the petition fee may be included in the pefition.

{1 1. A copy of the specification {description and claims) filad in the parent application;
L] is missing.
] has page{s) missing.
{7 has the description of the inveniion missing.
[71 has clalm(s) missing.

] 2. A copy of the drawings as flled In the parent application is missing.

L1 3. A copy of any amendments referred 1o in the o'ath or declaration filed to complete the parent application Is missing.

. [3- 4. A statement that the appiication papers filed are & true copy of the prior application and that no amendmaents referred to in
the oath or declaration flled in the prior application introduced new matter is missing. Such statement must be made by the
appllcant or applicant’s attorney or agent and must be a verified statement if made by & person not registered to practice
before the United States Patent and Trademark Office.

O 5. OTHER:

Direct the response and any gquestions about this notice to “Attention: Box Missing Paris.”

Enclosed:

1 “Notice 1o Fite Missing Parts of Application Filed Under 37 CFR 1.60" Form PTO-1608.

0O “Checklist for Patent Applications.”
[1 Other:

A copy of this notice MUST be returned with the response.

Customer Service Canter
Initial Patent Examination Division (703) 308-1202

FORM PTO-1534 (REV.7-96) PART 1-ATTORNEYIAPPLICANT COPY

& .8 GPO: 1886404486,

600 — 27
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601.01(h)

MANUAL OF PATENT EXAMINING PROCEDURE

o
\ URIITED STATES DEPARTMENT OF COMMEREE
. « | Patent and Trademark Office
f% | j Address: COMMISSIGNER OF PATENTS AND TRADEMARKS
Sraran o

Washington, 3.C. 20231

| APPLICATION NUMBER | FILING/RECEIPT DATE | FIRGT NAMED APPLICANT | ATTORNEY DOCKET NOSTITLE ]

DATE MAILED:

NOTICE TO FILE MISSING PARTS OF APPLICATION FILED UNDER 37 GFR 1.60
’ ' Filing Date Granted . )

A filing date has been granted to this application filed under 37 CFR 1.80. However, the items indicated balow are missing.
The required itams and fees identified below must ba timely submitted ALONG WITH THE PAYMENT OF A SURCHARGE
fortemstandBofs.______  fora(3largs entity or 0 small entity incompliance with 37 CFR 1.27

(37 CFR 1.18 (0}). Applicant is given TWO MONTHS FROM THE DATE OF THIS NOTICE within which to fite all reguirad
ltems and pay any fees required above to avold abaridenment. Extensions of time may be obtained by fiting a petition
accompanied by the extension'fee under the provisions of 37 CFR 1.136(a). ' -

if alt requirad items on this form ave fiiad within the parlod set above, the total amount owed by applicant ag
all) large antity, () smaif entity {varified statemeant filed), is § . o

€1 1. The statutory basic fillng fee is:
il missing.
£1 insufficient. . .
Appilcant must submit $___ — fo complete the basic filing fee andfor file a verifled small entily statamant
claiming such status (37 CFR 1.27).

C] 2 Addifionaiclaimfeesof$___ ., Including any multiple dependent claim fees, ars required,
Applicant must either submit the additlonal claim fees or cancel the additional claims for which fees are due,

L1 3. The application was filed under 37 CFR 1.80, The copy of the oxecuted cath or declaration
fram the pricr application is missing,
A eopy of the oath or daclaration filed to complete the prior application Is required.

{1 4. The application doas not comply with the Sequence Rules, .
See attached “Notice to Comply with Sequence Rules 37CFR 1.821-1.825.7

] 5. OTHER:

Direct the respanse and any questions about this notice to “Attention: Box Miasing Parts.”

A copy of this notice MUST be returned with the response.

Customer Service Center
Initial Patent Examination Division (703) 308-1202

FORM PTO-1807 (REV.7-08) PART 1-ATTORNEV/APPLICANT COPY

# U8 GPO; 1998-404-490/40520

July 1998
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PARTS, FORM, AND CONTENT OF APPLICATION 661.01 (h)

or
LUMITED STATES DEPARTMENT OF COMMERCE
« | Patent and Teadomarl Office
k Adfdress: COMMISSIONER DF PATENTS AND TRADEMARKS

Washington, (0. 20231

[ aevtcaTonsumeen | FILINGRRCEIPT DATE | FIABT NAMED APPLICANT i ATTORNEY DOCKET NO/TITLE |

DATE MAILED:

HNOTICE TO FILE MISSING PARTS OF APPLICATION FILED UNDER 37 CFR 1.60
No Fillng Date
(Enclosure to Form PTO-1534)

Retulred ems 1-4 balow SHOULD be fifed, if possible, with any ilems required on the enclosed "Notice of \mproper Application.” if
concurrent filing of all required items I3 not possible, the items fisted below must be filed rio fater than TWO MONTHS from the filing
date accorded this apptication. The filing date will be the date of recelpt of the items required on the “Notice of Improper Application.”
i tams 1 and 3 below are submitted after the filing date, THE PAYMENT OF ASURCHARGEOFS ____ fora

1 tange entity £ smalt entity (in compliance with 37 CFR 1.27) is required (37 CFA 1.16(8)).

Applicant must fite all the required items indicated below within TWO MONTHS from any filing date granted to éavold abandonment.
Extenslons of time may be obtained by filing a petition accompanied by the extanslon fee under the provisions of 837 CFR 1.138(a).

if alf required Home noted on thie form and on the “NMotlce of Improper Application” ara filed fogether, the fotal amount
owed by applicent 8s a [J largs antity (] smalf entity (vorifled statoment filed) is § .

{3 1. The statutory baske fillng fee Is:
£} missing.
1 insufficlent, .
Applicant must submit & to complete the basic filing fee and/or file a veritiad small entity staternent claiming
such stalus (37 CFR 1.27).

[J 2.Additionsiclaimtessof .., including any required multiple dependent claim feos, are required.
Applicant must submit the additional claim feas or cancel the addilional claims for which fees are due.

"} 4. The application was filed under 37 CF8 1.60. The copy of the executed oath or dectaration from the prior
application lg missing.
A copy of the executed oath or declaration filed in the prior complete application Is required.

O 4.7The appiication does not comply with the Sequence Aules, :
See atiached “Notice 1o Comply with Sequence Aules 37 CFR 1.821-1.825.7.

U 5.0THER:

Direct the response and any gquestions about this notice to “Attention: Box Missing Paris.”

A copy of this notlce MUST be returned with the response.

Customar Service Cantar
Initial Patent Examination Division (703) 308-1202

FORM PYO-1608 (Rev.7-56} PART t-ATTORNEVAPPLIGANT COPY

¥ U5 GPO: 1906-404-496/40536
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Q‘\ VAHTED STATES DEPARTMENT OF COMPMERGE
. + | Pagant and Tradomark Office

P Addresy COMMISSIONER OF PATENTS AND TRADEMARKS
%’a,, o) j Washington, D.C. 20231

| aePucarionnumsen | FILINGIRECEIPT DATE | FIRST NAMED APPLIGANT { AVTORNEY DOCKET NOTIE ]

DATE MAILED:

NOTICE OF IMPROPER FWC FILING UNDER 37 CFR 1.62
No Filing Date Granted

The above-identified application was deposited under 37 CFR 1.62 as a file wrapper continuing application, but is improper and
has not been granted a filing date for reasons shown below:

The filing date will ke the date of receipt of the items required below uniess otherwise indicated, provided the items are tited before the
payment of the lssue fee, abandonment of, ortermination of proceedings on the prior application. Any asserlions that the itams requirad
below were submitted or are not necessary for a filing date must be by way of petition directed 1o the attantion of the Office of Assistant
Commissioner for Patents. Any such petition must be accompanied by the $130.00 patition fee (37 CER 1.1 7(i). 1 the petition alleges
that no defect exists, a request for refund of the petition fee may be included in the petition.

Altof tha below-noted omissions and/or any petition must be submitted within TWO MONTHS of the date of this notice (37 CFR 1,.181()
or the application may be returned or otherwise disposed of and the ling fee, If subrnitted, will be refunded less the $130.00 handiing
fea (37 CFR 1.21{n}). THIS TIME LIMIT MAY NQT BE EXTENDED PURSUANT TO 37 CFR 1.1386.

] 1. The application does not include the correct application number, or serial number and filing date, of the prior application.

[’} 2.The application, which is not a continualion-in-part, was not filed by the same or less than all the inventors named In the prior
application and no petition: for correction of inventorship was fited.

7 8. The application doea not identify the names of all the inventars (37 CFR 1.41 (a)). The application uses “sf al” but only one
inventor was named in the prior application.

L) 4 The request does not include a signature of the invenior{s), assignee of the antire intarest, or registerad attormey or agent.

[} 5. The application was not filed before the payment of the issue fee, abandonment of, or termination of praceedings on the
prior application:

a) The issue fee was paid on the prior applicationon__ . .
b} The prior application was abandoned, or proceedings terminated o . ...
¢} The prior application was abandoned by the filing of application number on

. on under 37 CFR 1.62. '

L1 8. OTHER:

Direct the response and any questions about this notice to "Attention: Box Missing Parts.”

A copy of this notice MUST be returned with the response.

Customer Service Center
Initial Patent Examination Division (703} 308-1202

£0RM PTO-1673 (AEV 7-96) PART +-ATTORNEY/APPLICANT COPY

¥ U S GRO. 19945-404-496/40524
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PARTS, FORM, AND CONTENT OF APPLICATION 602

601.02 Power of Attorney or Authorization
of Agent

The attorney’s or agent’s full post office address (in-
cluding ZIP code number) must be given in every power
of attorney or authority of agent. The telephone number
of the attorney or agent should also be included in the
power. The prompt delivery of communications will
thereby be facilitated.

Usually a power of attorney or authorization of agent
is incorporated in the oath or declaration form. (See
MPEP § 402.)

601.03 Change of Correspondence Address

Where an attorney or agent of record (or applicant, if
he or she is prosecuting the application pro.se) changes
his or her correspondence address, he or she is responsi-
ble for promptly notifying the Patent and Trademark

Office of the new correspondence address (including

ZIP code number). The notification should also include
his or her telephone number. A change of correspon-
dence address may not be signed by an attorney or agent
not of record (see MPEP § 405).

Unless the correspondence address is designated as
the address associated with a Customer Number, a sepa-
rate notification must be filed in each application for
which a person is intended to receive communications
from the Office. See MPEP § 403 for Customer Number
Practice. In those instances whete a change in the corre-
spondence address of a registered attorney or agent is
necessary in a plurality of applications, the notification
filed in each application may be a reproduction of a
properly executed, original notification, The original no-
tice may either be sent to the Office of Enrollment and
Discipline as notification to the Attorney’s Roster of the
change of address, or may be filed in one of the applica-
tions affected, provided that the notice includes an au-
thorization for the public to inspect and copy the original
notice in the event one of the applications containing a
copy matures into a patent and the application contain-
ing the original paper is either pending or has become
abandoned. Alternatively, the paper containing the orig-
inal signature may be retained by applicant. See MPEP
§ 502.02. The copies submitted in each affected applica-
tion must identify where the original paper is located.

Special care should be taken in continuation or divi-
sional applications to ensure that any change of corre-
spondence address in a prior application is reflected in

the continuation or divisional application. For example,
where a copy of the oath or declaration from the prior
application is submitted for a continuation or divisional
application filed under 37 CFR 1.53(b) and the copy of
the oath or declaration from the prior application desig-
nates an old correspondence address, the Office may not
recognize, in the continuation or divisional application,
the change of correspondence address made during the
prosecution of the prior application. Applicant is re-
quired to identify the change of correspondence address
in the continuation or divisional application to ensure
that communications from the Office are mailed to the
current correspondence address. 37 CFR 1.63(d)(4).
See MPEP § 711.63(c) for treatment of petitions to re-
vive applications abandoned as a consequence of failure
to timely receive an Office action addressed to the old
correspondence address.
~ The required notification of change of correspon-
dence address need take no particular form. However, it
should be provided in a manner calling attention to the
fact that a change of address is being made, Thus, the
mere inclusion, in a paper being filed for anothér pus-

pose, of an address which is different from the previously

provided correspondence address, without mention of
the fact that an address change is being made would not
ordinarily be recognized or deemed as instructions to
change the correspondence address on the file record.

The obligation (see 37 CFR 10.11) of a registered at-
torney or agent to notify the Attorney’s Roster by letter
of any change of his or her address for entry on the regis-
ter is separate from the obligation to file a notice of
change of address filed in individual applications. See
MPEP § 402.

601.04 National Stage Requirements of
the United States as a Designated
Office

See MPEP Chapter 1800, especially MPEP
§ 1893.01 for requirements for entry into the national
stage before the Designated Office or Elected
Office under the Patent Cooperation Treaty (PCT).

602  Original Oath or Declaration

35US.C. 25 Declaration in ieu of oath.

{a) TheCommissioner may by rule preseribe that any document
to be filed in the Patent and Trademark Office and which is required by
any law, rule, or other regulation to be under oath may be subscribed to
byawritten declarationinsuch form as the Commissioner may prescribe,
such declaration to be in Heu of the gath otherwise required.

660 — 31 July 1998
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{b) Whenever such written declaration is used, the document
must warn the declarant that willful false statements and the like are
punishable by fine or imprisonment, or both (18 U.S.C. 1001).

35US8.C 26,  Effect of defective execution.

Any document to be fited in the Patent and Trademark Office and
which is required by any law, rule, or other regulation to be executed ina
specified manner may be provisionally accepted by the Commissioner
despite a defective execution, provided a properly executed document is
submitted within such time as may be prescribed.

35 US.C. 115 Oath of the applicant.

" 'The applicant shall make oath that he believes himself to be the
original and first inventor of the process, machine, manufacture, or
composition of matter, or improvement thereof, for which he solicits a
patent; and shall state of what country he is a citizen. Such oath may be
made before any person within the United States authorized by law to
administer caths, or, when made in a foreign country, before any
diplomatic or consular officer of the United States authorized to
administer oaths, or before any officer having an official seal and
authorized to administer oaths in the foreign country in which the
applicant may be, whose authority is proved by certificate of a diplomatic
or consular officer of the United States, or apostille of an official
designated by a foreign country which, by treafy or convention, accords

like effect to apostilles of designated officials in the United States, Such

oath is valid if it complies with the laws of the state or country where
made. When the application is made as provided in the title by a person
other than the inventor, the cath may be so varied in form that it canbe
made by him.

37 CFR 1.63.  Qath or declaration.

{a) An oathor declaration filed under § 1.51(b){2) as a part of
an application must:

(1) Be executed in accordance with either § 1.66 or § 1.68;

(2} Identify the specification to which it is directed;

(3) Identify eachinventorby: full name, including the family
name, and at least one given name without abbreviation together with
anyother given name orinitial, and the residence, post office address and
country of citizenship of each inventor; and

(4} Statewhethertheinventorisasole orjointinventor ofthe
invention claimed.

(b} In addition to meeting the requirements of paragraph (a),
the oath or declaration must state that the person making the oath or
declaration,

(1} Has reviewed and understands the contents of the
specification, including the claims, as amended by any amendment
specifically referred o in the cath or declaration;

© (@) Believes the named inventor or inventors to be the
original and first inventor or inventors of the subject matter which is
claimed and for which a patent is sought; and

(3) Acknowledges the duty to disclose to the Office all
information known to the person to be material to patentability as
defined in § 1.56.

(¢} Inaddition to meeting the requirements of paragraphs (a)
and (b) of thissection, the vath or declaration in any application in which
a claim for foreign priority is made pursuant to § 1.35 must identify the
foreignapplicationforpatentorinventor’s certificate onwhich priority is
claimed, and any foreign application having a filing date before that of
the application onwhichpriorityisclaimed, byspecifyingthe application
number, country, day, month, and year of its filing,

July 1998

(d)(1) A newly exccuted oath or declaration is not required under
§ 1.51(b)}(2) and § 1.53(f) in a continuation or divisional application,
provided that:

(i) The prior nonprovisional application contained an
oath or declaration as prescribed by paragraphs (a) through (c) of this
section: '

(i) Thecontinuationordivisional application wasfiledby
all or by fewer than all of the inventors named in the prior application;

(iii) The specification and drawings filed in the continua-
tion or divisional application contain no matter that would have been
new matter in the prior application; and B

(iv} Acopyof the executed oath or declaration filed in the
prior application, showing the signature or an indication thereon that it
was signed, is submitted for the continuation or divisional application.

(2) The copy of the executed oath or declaration submitted
under thisparagraph for acontinuation or divisional application must be
accompanied by a statement requesting the deletion of the name or
names of the person or personswho are not inventors in the continuation
or divisional application.

(3) Wherethe executed oath or declaration of which acopyis
submitted for a continuation or divisional application was originally filed
in a prior apphication accorded status under § 1.47, the copy of the
executed oath or declaration for such prior application must be
accompanied by:

(i} A copy of the decision granting a petition to accord
§ 1.47 status to the prior application, unless all inventors or legal
representatives have filed an oath or declaration tojoin in an application
accorded status under § 1.47 of which the continuation or divisional
application claims a benefit under 35 U.S.C, 120, 121, or 365(c); and

(ii) If one or more inventor(s) or legal representative(s)
who refused to join in the prior application or could ot be found or
reached has subsequently joined in the prior application or another
application of which the continuation or divisional application claims a
benefit under 35 U.8.C. 120, 121, or 365(c), a copy of the subsequently
executed oath(s) or declaration(s) filed by the inventor or legal
representative to join in the application. .

(4) Where the power of attorney (or authorization of agent)
or correspondence address was changed during the prosecution of the
prior application, the change in power of attorney {or authorization of
agent) or correspondence address must be identified int the continuation
or divisional application. Otherwise, the Office may not recognize in the
continuation or divisional application the change of power of attorney
(or authorization of agent} or correspondence address during the
prosecution of the prior application.

(5) A newly executed oath or declaration must be filed ina
continuation or divisional application naming an inverdor not named in
the prior application.

{e) A newly executed oath or declaration must be filed in any
continuation—In—part application, which application may name all,
more, or fewer than all of the inventors named in the prior application.
The oath or declaration in any continuationin—part application must
also state that the person making the oath or declaration acknowledges
the duty to disclose io the Office all information known to the person to
be material to patentability as defined in § 1.56 which became available
between the filing date of the prior application and the national or PCT
international filing date of the continuation—in—part application,

37 CFR 1.68.  Declaration in lieu of oath.

Any document to be filed in the Patent and Trademark Office and
which is required by any law, rule, or other regulation to be under cath
may be subscribed to by a written declaration. Such declaration may be
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used inlieu of the oath otherwise required, if, and only if, the declarant is
on the same document, warned that willful false statements and the like
are punishable by fine or imprisonment, or both (18 U.S.C. 1001) and
may jeopardize the validity of the application or any patent issuing
thereon. The declarant must set forth in the body of the declaration that
all statements made of the declarant’s own knowledge are true and that
all statements made on information and belief are believed to be true.

I8 U.S.C. 1001. Statements or entries generally.

Whoever, in any matter within the jurisdiction of any department or
agency of the United States knowingly and willfully falsifies, conceals, or
covers up by any trick, scheme, or device a material fact, or makes any
faise, fictitious or fraudulent statements or representations, or makes or
usesany falsewriting or document knowing the same to contain anyfalse,
fictitious or fraudulent statement or entry, shall be fined not more than
$10,000 or imprisoned not more than five years, or both,

STATUTORY DECLARATIONS

Patent and Trademark Office personnel are autho-
rized to accept a statutory declaration under 28 U.S.C.
1746 filed in the Patent and Trademark Office in lieu of
an “oath” or declaration under 35 U.S.C. 25 and 37 CFR
1.68, provided that the statutory declaration otherwise
complies with the requirements of law.

Section 1746 of Title 28 of the United States Code
provides:

Whenever, under any law of the United States or un-
- deranyrule, regulation, order, orrequirement made pur-
suant to law, any matter is required to be supported, evi-
denced, established, orprovedbysworndeclaration, veri-
fication, certificate, statement, oath or affidavit, in writ-
ing of the person making the same (other than a deposi-
tion, or an oath of office, or an oath required to be taken
before a specified official other than notary public), such
matter may, with like force and effect, be supported, evi-
denced, established, or proved by the unsworn declara-
tion, certificate, verification, or statement, in writing of
such person which is subscribed by him, as true under
penalty of perjury, and dated, in substantially the follow-
ing form:

[1] If executed without the United States:
“Ideclare {orcertify, verify, or state) under penaityof
perjury under the laws of the United States of America
* thatthe foregoingistrueandcorrect. Executedon{date).

(Signature).”

[2] If executed within the United States its territories,
possessions, or commonwealths:

600 — 33

“I declare (or certify, verify, or state) under penalty
of perjury that the foregoing istrue and correct. Execut-
ed on (date).

(Signature).”

Qaths and declarations submitted in applications filed
after May 1, 1975 must make reference to applications
for inventor’s certificates on which priority is claimed
and any filed prior to the filing date of an application on
which priority is claimed.

A 37 CFR 1.68 declaration need not be ribboned to
the other papers, even if signed in a country foreign to
the United States. When a declaration is used, it is un-
necessary to appear before any official in connection
with the making of the declaration. It must, however,
since it is an integral part of the application, be main-
tained together therewith.

By statute, 35 U.S.C. 25, the Commissioner has been
empowered to prescribe instances when a written decla-
ration may be accepted in lieu of the oath for “any docu-
ment to be filed in the Patent and Trademark Office”, -

The filing of a written declaration is acceptable in lieu
of an original application oath that is informal.

If all foreign applications have been filed within
12 months of the U.S. filing date, applicant is required
only to recite the first such foreign application of which
priority is claimed, and it should be clear that the foreign
application referred to is the first filed foreign applica-
tion. The applicant is required to recite all foreign ap-
plications filed prior to the application on which priority
is claimed. It is required to give the foreign application
number and name of the country or office in which filed,
as well as the filing date of the first filed foreign applica-
tion.

In the oath, the jurat must be filled out, and the word
“sole” or “only” must appear if there is but one inven-
tor, and “joint” if two or more inventors. :

When joint inventors execute separate oaths or decla-
rations, each vath or declaration should make reference
to the fact that the affiant is a joint inventor together
with each of the other inventors indicating them by
name. This may be done by stating that he or she does
verily believe himself or herself to be the original, first
and joint inventor together with “A” or “A & B, et¢.” as
the facts may be.

A seal is usually impressed on an cath. See MPEP
§ 604 and § 604.01 and 37 CFR 1.66. However, oaths

executed in many states including Alabama, Louisiana, ‘

July 1998
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Maryland, Massachusetts, New Jersey, New York,
Rhode Island, South Carolina, and Virginia need not be
impressed with a seal.

If a claim is presented for matter not originally
claimed or embraced in the original statement of inven-
tion in the specification a supplemental oath or declara-
tion is required, 37 CFR 1.67, MPEP § 603.

A provisional application does not require an oath or
declaration to be complete. See 37 CFR 1.51(¢).

The following form paragraphs may be used to indi-
cate errors in the oath or declaration.

9 6.5 CQath or Declaration Defective, Heading
The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by applica-
tion number and filing date istequired. See MPEP §§ 602.01 and 602.02.
The oath or declaration is defective because:

Examiner Note:

1. Oneormore of the appropriate form paragraphs 6.05.01 10 6.05.20
must follow this paragraph.

2.  Ifnoneoftheformparagraphs apply, then an appropriate explana-
tion of the defect should be given immediately following this paragraph,

1 6.05.01 Improper Execution
1t was not executed in accordance with either 37 CFR 1.66 or 1.68,

Examiner Note:
‘This paragraph must be preceded by form paragraph 6.05.

1 6.05.04 Sole or Joint Designation Omitted

It does not state whether the inventoris a sole or joint inventor of the
invention claimed.

Examiner Note:
This paragraph must be preceded by form paragraph 6.05.

1 6.05.05 “Reviewed and Understands” Statement Omitted

Tt does not state that the person making the oath or declaration has
reviewed andunderstands the contents of thespecification, including the
claims, as amended by any amendment specifically referred tointhe oath
or declaration.

Examiner Note:
This paragraph must be preceded by form paragraph 6.05.

9 6.05.06 Original and First Omitted

Tt does not state that the person making the oath or declaration
believes the named inventor-or inventors to be the original and first
inventor orinventorsof the subject matter whichisclaimed and forwhich
a patent is sought.

July 1998

Examiner Note:
This paragraph must be preceded by form paragraph 6.05.

1 6.05.07 Duty To Disclose Omiited

It does not state that the person making the oath or declaration
acknowledges theduty to disclose to the Office all information known to
the person to be material to patentability as defined in 37 CFR 1.56.

Examiner Note:
This paragraph must be preceded by form paragraph 6.05.

1 6.05.08 Identzﬁcatzon of Foreign Applications Omitted

1t does not identify the foreign application for patent or inventor’s
certificate onwhich priority is claimed pursuantto 37 CFR 1.35, and any
foreign application having a filing date before that of the application on
which priority is claimed, by specifying the application number, country,
day, month and year of its filing.

Examiner Note:
This paragraph must be preceded by form paragraph 6.03.

9 6.05.09 Duty To Disclose in C—I—P Omitted

It does not state that the person making the oath or declaration in a
continuation-in—part application filed under the conditions specified
in 35 U.8.C. 120 which discloses and claims subject matter in addition to
that disclosed in the prior copending application, acknowledges the duty
to disclose to the Office ail information known to the person to be
material to patentability as defined in 37 CFR 1.56 which became
available between the filing date of the prior application and the national
or PCT international filing date of the continuation—in—part applica-
tion.

Examiner Note:
This paragraph must be preceded by form paragraph 6.03,

1 6.05.15 Not in Permanent Ink |
The [1] is not in permanent ink, or its equivalent in quality, as
required under 37 CFR 1.52(a).

Examiner Notes

1. Inbracket 1, insert either signature or oath/dcc!aratwn

2. This paragrayh must be preceded by form paragraph 6,03,

3. If other portions of the disclosure are not in pexmanent ink, use
form paragraph 6.32.

1 6.05.16 Non—Initialed/Non—Dated Alterations

Non—initialed and/or non — dated alterations have been made tothe
oath or declaration. See 37 CFR 1.52(c).

Examiner Note:
This paragraph must be preceded by form paragraph 6.05.

T 60517 Declaration Clause Omitted

The clause regarding “willful false statements ..” tequired by
37 CFR 1.68 has been omitted.

Examiner Note:
This paragraph must be preceded by form paragraph 6.05.
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{.] Addiionat U.S, or PCT Intamnational spplicelion numbars are Bsted on a supplemental privrity.date shest PTO/SD/0ZB altached horeto,

and Tradamark Offics connected tharewith: ™ tustomer Number
OR

As a namad Inventor, | hareby appolat the foliowing registered praciillonar(s) o prosesido this

T] Regitersd practiioner(a) name/registmion number fsted betow 0
Regiztratlon Regtatration
Hame Nimber Name Humber

Sontion and to § ¢t aff business in the Pateny

B . Plove Cusiomer
Mumber Bar Code

Labalhomn

Dlreci all r:arrasml‘l'rﬁi““m fo: [:‘:l Customer Numbar
or Bar Code Labal

Name

l OR [] Comespondence address below

| Addrass

‘| Address

State

7P

City

Country

I're!ephona l

Fax

purdshabls by fin

appiicatlon ar any patont

o tharaon.

1 horeby declare thal af stalements made hatoln of my own knowledge are true and that all slatements made on knformation and beflef are
ballaved to b tme, and {urther that these siataments wore made with the knowled

ga thal withul false atafements and the like so made are
mant, or both, under 18 U.S.C, 1004 and that such wiWul falsa stetomenis may jaoparikze the valldity of the

Mame of Sole or Flirst Invenior:

Cla petition has baen filed for this unsigned invantor

Givan Nams {first and middia i anyl) Famdly Name or Sumame o]
I;wéntor'a
Slgnature Data
Resldence: Clty State Coatntry Citlzenship
Post Office Addrasa
Post Office Address
| Cly State 2iP Gountry

DAddiﬁonal Inventors are being named an the

—Supplemental Additional Inventor(s) sheet(s) PTO/SB/02A aftached here!og

+
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PARTS, FORM, AND CONTENT OF APPLICATION

602.01 QOath Cannot Be Amended

The wording of an oath or declaration cannot be
amended, altered or changed in any manner after it has
been signed. If the wording is not correct or if all of the
required affirmations have not been made, or if it has not
been properly subscribed to, a new oath or declaration
must be required. However, in some cases, a deficiency
in the oath or declaration can be corrected by a supplemen-
tal paper and a new oath or declaration is not necessary.

For example, if the oath does not set forth evidence
that the notary was acting within his or her jurisdiction at
the time he or she administered the oath, a certificate of
the notary that the oath was taken within his or her juris-
diction will correct the deficiency. See MPEP § 602 and
§ 604.02.

Applicant may be so advised by using Form Paragraph
6.03.

T 6.03 Qath, Declaration Cannot Be Amended

Anewoath or declaration is required because [1]. The wording of an
oath or declaration cannotbe amended. Hthewordingisnotcorrectorif
all of the required affirmations have not been made or if it has not been
propetly subscribed to, a new oath or declaration is required. The new
oath ordeclaration must properly identify the application of whichitisto
form a part, preferably by application number and filing date in the body
of the oath or declaration. See MPEP §§ 602.01 and 602.02.

Examiner Note:

1. Thisformparagraphisintended primarily for use in proseapplica-
tions.

2. Use form paragraph 6.05 and one or more of form paragraphs
6.05.0% to 6.05.20for adefective oath or deciarationina case where there
is a power of attorney.

602.02 New QOath or Substitute for Original

In requiring a new oath or declaration, the examiner
should always give the reason for the requirement and
call attention to the fact that the application of which it is
to form a part must be properly identified in the body of
the new oath or declaration, preferably by giving the ap-
plication number and the date of filing. Any one of the
combinations of information identified in MPEP
§ 601.01(a) as acceptable for an oath or declaration filed
after the filing date may be used.

Where neither the original oath or declaration, nor
the substitnte oath or declaration is complete in itself,
but the two taken together give all the required data, no
further oath or declaration is needed,
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602.03  Defective Oath or Declaration

In the first Office action the examiner must point out
every deficiency in a declaration or oath and require that
the same be remedied. Applicant may be informed of de-
ficiencies in the declaration or oath by Form Paragraphs
6.05 and 6.05.01 — 6.05.20.

The following Form Paragraph 6.05 must be used to
introduce one or more of Form Paragraphs 6.05.01 ~
6.05.20, which explain errors in the oath or declaration.

§ 605 Oath or Declaration Defective, Heading
The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by applica-
tion numberand filing date isrequired. See MPEF §§ 602.01 and 602.02.
The oath or declaration is defective because:

Examiner Note:
1. Oneormore of the appropriate form paragraphs 6.05.01 to0 6.05.20

must follow this paragraph.
2. linoneof the form paragraphsapply, then an appropriate explana-
tion of the defect should be given immediately following this paragraph.

However, when an application is otherwise ready for
issue, an examiner with full signatory authority may
waive the following minor deficiencies:

Minor deficiencies in the body of the oath or declara-
tion where the deficiencies are self—evidently cured in
the rest of the oath or declaration, as in an oath or declaration
of plural inventors couched in plural terms except for use of
“sole inventors” is asserted. In re Searles, 422 F2d 431, 437,
164 USPQ 623, 628 (CCPA 1970).

If the above is waived, the examiner with full signatory
authority should write in the margin of the declaration or
oath a notation such as “Reference to the sole inventor
rather than joint inventors waived; Application ready for
issue.” and his or her initials and the date.

Of course, requirements of the statute, e.g., that the
applicant state his or her citizenship or believes himself
or herself to be the original and first inventor or that the
oath be administered before a person authorized to ad-
minister oaths or that a declaration pursuant to
35US.C 25 or 28 U.S.C. 1746 contain the language re-
quired therein, cannot be waived.

If the defect cannot be waived, Form Paragraph 6.46
should be used when the application is allowable.

T 6.46 Application Allowed, Substitute Declaration Needed
Applicant is now required to submit a substitute declaration or oath
fo correct the deficiencies set forth [1]. The substitute oath or
declaration must be filed within the THREE MONTH shortened
statutory period set for reply in the “Notice of Allowability” (PTOL~37
or PTO~37}, Extensions of Hme may be obtained under the provisions
of 37 CFR 1.136(a). Failure to timely file the substitute declaration {or
oatlywill resultin ABANDONMENT of the application. The transnittal
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letter accompanying the declaration {or oath) should indicate the

following in the upper right hand corner: Issue Baich Number, date of

the “Notice of Allowance” (PTOL—85), and application number.

Examiner Note:
In the bracket, insert appropriate information, e.g., ——in this
communication——, ~-in the Office action mailed ——,0r

—-in the PTO— 152 attached to Paper No.___~-.

602.04 Foreign Executed Oath

An oath executed in a foreign country must be proper-
ly authenticated. See MPEP § 604 and 37 CER 1.66.

Where the authority of the foreign officer is not certi-
fied, Form Paragraphs 6.05 (reproduced in MPEP
§ 602.03) and 6.05.13 may be used.

T 6.05.13 Auwthority of Foreign Officer Not Certified

It does not include an apostille, a consular certificate, or the position
of authority of the officer signing an apostille or consular certificate, see
37 CFR 1.66(a).

Examiner Note:

This paragraph applies only to foreign executed oaths and must be
preceded by form paragraph 6.03. '

602.04(a) Foreign Executed Oath Is Ribboned
to Other Application Papers

37 CFR 1.66.  Officers authorized to administer oaths.

EE L 23

(b) When the oath is taken before an officer in a country foreign
to the United States, any accompanying application papers, except the
drawings, must be attached together with the éath and a ribbon passed
one or more times through all the sheets of the application, except the
drawings, and the ends of said ribbon brought together under the seal
before the latter is affixed and impressed, or cach sheet must be
impressed with the official seal of the officer before whom the oath is
taken. If the papers as filed are not propesly ribboned or ¢ach sheet
impressed with the seal, the case will be accepted for examination, but
before it is allowed, duplicate papers, prepared in compliance with the
foregoing sentence, must be filed.

Where the papers are not properly ribboned, use
Form Paragraphs 6.05 (reproduced in MPEP § 602.03)
and 6.05.14.

1 6.05.14 No Ribbon Properly Attached
1t does ntot have a ribbon properly attached.

Examiner Note:

'This paragraph applies only to foreign executed oaths and must be
preceded by form paragraph 6.05.

U.S. ACCESSION TO HAGUE CONVENTION ABOL-
ISHING THE REQUIREMENT OF LEGALIZATION
FOR FOREIGN PUBLIC DOCUMENTS

On Oct. 15, 1981, the Hague “Convention Abolishing
the Requirement of Legalization for Foreign Public
Documents” entered into force between the United
States and 28 foreign countries as parties to the Conven-
tion. Subsequently, additional countries have become
parties to the Convention. The Convention applies. to
any document submitted to the United States Patent and
Trademark Office for filing or recording, which is sworn
to or acknowledged by a notary public in any one of the
member countries. The Convention abolishes the certifi-
cation of the authority of the notary public in a member
country by a diplomatic or consular officer of the United
States and substitutes certification by a special certifi-
cate, or apostille, executed by an officer of the member
country. Accordingly, the Office will accept for filing or
recording a document sworn to or acknowledged before
a potary public in 2 member country if the document
bears, or has appended to it, an apostiile certifying the
notary’s authority. The requirement for a diplomatic or
consular certificate, specified in 37 CFR 1,66, will not ap-
ply to a document sworn to or acknowledged before a
notary public in a member country if an apostille is used,

The member countries that are parties to the Conven-
tion are:

Andorra, Angolal, Anguilla, Antigua and Barbuda,
Argentina, Armenia?, Aruba, Australia, Austria, Baha-
mas, Barbados, Belarus?, Belgium, Belize, Bermuda,
Bosnia-—ﬂerzegovina3, Botswana, British Antarctic Ter-
ritory, British Virgin Islands, Brunei, Cayman Islands,
Comoros Islands (formerly Moroni)!, Croatia3, Cyprus,
Dijibouti {formerly Affars and Issas)!, Dominical, El Sal-
vador, Falkland Islands, Fiji, Finland, France, French
Guiana, French Polynesia, Guadeloupe, Germany, Gi-
braltar, Greece, Grenada!, Guernsey (Bailiwick of),
Hong Kong, Hungary, Isle of Man, Istael, Italy, Japan,
Jersey (Bailiwick of), Kiribati (formerly Gilbert Is-
lands)l, Latvia, Lesotho, Liechtenstein, Luxembourg,
Macedonia®, Malawi, Malta, Marshall- Islands; Marti-
nique, Mauritius, Mexico, Montserrat, Mozambique!,
Netherlands, Netherlands Antilles (Curacao, Bonaire,
St. Martin, St. Eustatius and Saba), New Caledonia,
Norway, Panama, Portugal, Reunion, Russian Federa-
tion?, St. Christopher (Kitts) and Nevis, St. Georgia and
South Sandwich Islands, St. Helena, St. Lucia, St. Pierre
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and Miquelon, St. Vincent and the Grenadines, San Ma-
rino, Seychelles, Slovenia3, Solomon Islands (formerly
British Solomon Islands)!, South Africa, Spain, Suri-
name, Swaziland, Switzerland, Tonga, Turkey, Turks and
. Caicos, Tuvalu (formerly Ellice Islands)!, United King-
dom, United States, Vanuatu (formerly New Hebrides)!,
Wallis and Futuna.
The Convention prescribes the following form for the
apostilie:

Model of Certificate

The certificate will be in the form of a square with
sides at least 9 centimeters long.

APOSTILLE
{Convention de La Haye du Oct. 5, 1961)

This public document

2 hasbeensignedby ...........oiiiiiiiiiieiinn...
3. actinginthe capacityof ............oooiiiiina...
4. bears the seal/stampof...................cceun...

9. Seal/stamyp: 10. Signature:

LR R R PrrarresarRrean e reberanenes e

B e e e e

Note that a declaration in lieu of application oath
(37 CFR 1.68) need not be ribboned to the other papers.
It must, however, be maintained together therewith,

602.05(a)

602.65 Oath or Declaration — Date of
Execution

The Office no longer checks the date of execution of
the oath or declaration and the Office will no longer re-
quire a newly executed oath or declaration based on an
oath or declaration being stale (that is when the date of
execution is more than 3 months prior to the filing date
of the application) or where the date of execution has
been omitted. However, applicants are reminded that
they have a continuing duty of disclosure under
37 CFR 1.56.

602.05(a) Oath or Declaration in Continua-
tion and Divisional Applications

A continuation or divisional application filed under
37 CFR 1.53(b) (other than a continuation—in—part
{CIP)) may be filed with a copy of the oath or declaration
from the prior nonprovisional application. See 37 CFR
1.63(d)(1)(iv).

A copy of an oath or declaration from a prior applica-
tion may be submitted with a continuation or divisional
application even if the oath or declaration identifies the
application number of the prior application. However, if
such a copy of the oath or declaration is filed after the fil-
ing date of the continuation or divisional application and
an application number has been assigned to the continu-
ation or divisional application (see 37 CFR 1.5(a)), the
cover letier accompanying the oath or declaration
should identify the application number of the continua-
tion or divisional application. The cover letter should
also indicate that the oath or declaration submitted is a
copy of the oath or declaration from a prior application
to avoid the oath or declaration being incorrectly
matched with the prior application file. Furthermore,
applicant should also label the copy of the oath or decla-
ration with the application number of the continuation

!This country achieved independence. No declaration has been made on the continuation in force of the Convention.

20n September 4, 1991, the Union of Soviet Socialist Republics (USSR) deposited an instrument of accession to the Convention.
The Convention was 1o have entered into force for the USSR on April 1, 1992. Prior to that date, the USSR dissolved. Three mem-
bers of the Newly Independent States (NIS), the Russian Federation, the Belarus Republicand Armenia have informed the deposita-
1y for the Convention that the Convention applies in those jurisdiction. It is not clear whether other NIS countries are applying the
Convention. Even if other NIS countries were to consider the Convention to apply, it may not be operational. Each jurisdiction
must designate an authority competent 1o issue the Convention certificate (apostille) before the Convention can be operational,
SFormer Yugoslavia was a party to the Convention. Slovenia, Macedonia, Bosnia—Herzegovina and Croatia have informed the de-
positary that they consider the Convention to apply and have designated a competent authority to issue the Convention certificate

(apostille).
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or divisional application in the event that the cover letter
is separated from the copy of the oath or declaration.

A copy of the oath or declaration from a prior
nonprovisional application may be filed in a continua-
tion or divisional application even if the specification for
the continuation or divisional application is different
from that of the prior application, in that revisions have
been made to clarify the text or other changes have been
made provided the changes do not constitute new matter
relative to the prior application. If the examiner deter-
mines that the continuation or divisional application
contains new matter relative to the prior application, the
examiner should notify the applicant in the next Office
action that a new oath or declaration and a surcharge set
forth in 37 CFR 1.16(e} are required and that the ap-
plication should be redesignated as a continuation—in~
part.

A continuation or divisional application of a prior ap-
plication accorded status under 37 CFR 1.47 will be ac-
corded status under 37 CFR 1.47 if a copy of the decision
according 37 CFR 1.47 status in the prior application is
filed in the continuation or divisional application, unless
an oath or declaration signed by all of the inventors is in-
cluded upon filing the continuation or divisional applica-
tion. An oath or declaration in an application accorded
status under 37 CFR 1.47 is generally not signed by ali of
the inventors. Accordingly, if a copy of an oath or decla-
ration of a prior application is submitted in a continua-
tion or divisional application filed under 37 CFR 1.53(b)
and the copy of the oath or declaration omits the signa-
ture of one or more inventors, the Office of Initial Patent
Examination (OIPE) should send a “Notice to File Miss-
ing Parts” requiring the signature of the nonsigning in-
ventor, unless a copy of the decision according status un-
der 37 CFR 1.47 is also included at the time of filing of
the continuation or divisional application. If OIPE mails
such a Notice, a copy of the decision according status un-
der 37 CFR 147, together with a surcharge under
37 CFR 1.16(e) for its late filing, will be an acceptable re-
ply to the Notice. Alternatively, applicant may submit an
oath or declaration signed by the previously nonsigning
inventor together with the surcharge set forth in 37 CFR
1.16(e} in reply to the Notice.

If an inventor named in a prior application is not an
inventor in a continuation or divisional application filed
under 37 CFR 1.53(b), the continuation or divisional ap-

plication may either be filed (1) with a copy of an oath or

declaration from a prior application and a statement re-
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questing the deletion of the name or names of the person
or persons who are not inventors of the invention being
claimed in the continuation or divisional application
(see 37 CFR 1.63(d)), or (2) a newly executed oath or

declaration naming the correct inventive entity. If an in-

ventor named in a prior application is not an inventor in
a continuation or divisional application filed under
37 CFR 1.53(d), the request for filing the continuation or
divisional application must be accompanied by a state-
ment requesting the deletion of the name or names of
the person or persons who are not inventors of the inven-
tion being claimed in the continuation or divisional ap-
plication (see 37 CFR 1.53(d)(4)).

A continuation or divisional application filed under
37 CFR 1.53(b) of a prior application in which a petition
under 37 CFR 1.48 to add an inventor was filed should be
filed with a copy of the executed declaration naming the
correct inventive entity from the prior application or a
newly executed declaration naming the correct inventive
entity. A copy of any decision under 37 CFR 1.48 from
the prior application is not required to be filed in the
continuation or divisional application. -

602.06

37 CFR 1.69,  Foreign language oaths and declarations.

{a) Whenever an individual making an oath or declaration
cannot understand English, the cath or declaration mustbeinalanguage
that such individual can understand and shall state that such individual
undersiands the content of any documents to which the oath ar
declaration relates.

(b) Unlessthe text of any oathor declaration in a language other
than English is a form provided or approved by the Patent and
Trademark Office, it must be accompanied by an English translation
together with a statement that the translation is accurate, except that in
the case of an oath or declaration filed under § 1.63, the translation may
be filed in the Office no later than two months from the date applicant is
notified to file the transtation.

Non—English Oath or Declaration

37 CFR 1.69 requires that oaths and declarations be
in a language which is understood by the individual
making the oath or declaration, i.e., a language which the
individual comprehends. If the individual comprehends
the English language, he or she should preferably use it.
If the individual cannot comprehend the English lan-
guage, any oath or declaration must be in a language
which the individual canp comprehend. If an individual
uses a language other than English for an oath or decla-
ration, the oath or declaration must include a statement
that the individual understands the content of any docu-
ments to which the oath or declaration relates. If the
documents are in a language the individual cannot
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comprehend, the documents may be explained to him or
her so that he or she is able to understand them.

The Office will accept a single non~English language
oath or declaration where there are joint inventors, of
which only some understand English but all understand
the non—English language of the oath or declaration.

602.07 Oath or Declaration Filed in United
~ States as a Designated Office

-See MPEP § 1893.01.
603 Supplemental Oath or Declaration

37 CFR 1.67.  Supplemental oath or declaration.

(a) A supplemental oath or declaration meeting the require-
ments of § 1,63 may bé required to be filed to correct any deficiencies or
inaccuracies present in an earlier filed oath or declaration.

_(b) A supplemental oath or declaration meeting the require-
ments of § 1.63 must be filed when a claim is presented for matter
originally 'shown -or described but not substantially embraced in the
statement of invention or claims originally presented or when an oath or
declaration submitted in accordance with § 1.53(1) after the filing of the
specification and any required drawings specifically and improperly
refers to an amendment which includes new matter. No new matter may
be introduced into a nonprovisional application after its filing date even
if a supplemental oath or declaration is filed, In proper situations, the
oathordeclaration here required maybe made oninformation and belief
by an applicant other than the inventor.

{©) A supplemental oath or declaration meeting the require-
mentsof §1.63must alsobe filed if the application was altered after the
oath or declaration was signed or if the oath or declaration was signed:
(1) In blank; (2) Without review thereof by the person making the oath
or declaration; or (3) Without review of the specification, including the
claims, as required by § 1.63(b)(1).

37 CFR 1.67 requires in the supplemental oath or dec-
laration substantially all the data called for in 37 CFR
1.63 for the original oath or declaration. As to the pur-
pose to be served by the supplemental oath or declara-
tion, the examiner should bear in mind that it cannot be
availed of to introduce new matter into an application,

When an inventor who executed the original declara-
tion is refusing or cannot be found to execute a required
supplemental declaration, it is possible that the require-
ment may be suspended or waived in accordance with
37 CFR 1.183.

A new oath may be required by using Form Paragraph
6.06.

T 6.06 New Oath for Subject Matter Not Originally Claimed

This application presents a claim for subject matter not originally
claimed or embraced in the statement of the invention. [1]. A
supplemental oath or-declaration is required under 37 CFR 1.67. The
new oathor declaration must properly identify the application of whichit
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is to form a part, preferably by application number and filing date in the
body of the oath or declaration. See MPEP §§ 602.01 and 602.02,

Examiner Nate:

Explain new claimed matter in bracket 1. The brief summary of the
invention must be commensurate with the claimed invention and may be
reguired to be modified. See MPEP § 608.01(d) and 1302, and 37 CFR
1.73.

603.01  Suppiemental Qath or Declaration

Filed After Allowance

Since the decision in Cutter Co. v. Metropolitan Electric
Mfg. Co., 275 F. 158 (2d Cir, 1921}, many supplemental
oaths and declarations covering the claims in the case
have been filed after the case is allowed. Such oaths and
declarations may be filed as a matter of right and when
received they will be placed in the file by the Office of
Patent Publication, but their receipt will not be acknowl-
edged to the party filing them. They should not be filed
or considered as amendments under 37 CFR 1.312, since
they make no change in the wording of the papers on file.
See MPEP § 714.16.

604  Administration or Execution of Oath

37CFR 1.66.  Officers authorized to administer oaths.

(a) The oath or affirmation may be made before any person
within the United States authorized by law to administer oaths, An oath
made in a foreign country, may be made before any diplomatic or
consular officer of the United States authorized to administer oaths, or
before any officer having an official seal and authorized to administer
oaths in the foreign country in which the applicant may be, whose
authority shall be proved by a certificate of a diplomatic or consular
officer of the United States, or by an apostille of an official designated by
a foreign country which, by treaty or convention, accords like effect to
apostilles of designated officials in the United States. The cath shall be
attested in all casesin this and other countries, by the proper official seal
of the officer before whom the oath or affirmation is made. Such oath or
affirmation shall be valid as to execution if it complieswith the laws of the
State or country wheére made. When the person before whom the oathor
affirmation is made in this country is not provided with a seal, his official
character shall be established by competent evidence, as by a certificate
from a clerk of a court of record or other proper officer having a seal.

See MPEP § 602.04(a) for foreign executed oath.
604.01  Seal

When the person before whom the oath or affirmation
is made in this country is not provided with a seal, his or
her official character shall be established by competent
evidence, as by a certificate from a clerk of a court of re-
cord or other proper officer having a seal, except as
noted in MPEP § 604.03(a), in which situations no seal is
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necessary. When the issue concerns the authority of the
person administering the oath, the examiner should re-
quire proof of authority. Depending on the jurisdiction,
the seal may be either embossed or rubber stamped. The
latter should not be confused with a stamped legend indi-
cating only the date of expiration of the notary’s commis-
sion.

See also MPEP § 602.04(a) on foreign executed oath
and seal. In some jurisdictions, the seal of the notary is
not required but the official title of the officer must be on
the oath. This applies to Alabama, California (certain
notaries), Louisiana, Maryland, Massachusetts, New
Jersey, New York, Ohio, Puerto Rico, Rhode Island,
South Carolina, and Virginia.

1 605 Qath or Declaration Defective, Heading
The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by applica-
tion number and filing date isrequired. See MPEP §8 602.01 and 662.02.
The oath or declaration is defective becavse:

Examiner MNote:

1. Oneormore of the appropriate form paragraphs 6.05,01106.05.20
must follow this paragraph.

2. Inoneofthe formparagraphs apply, then anappropriate explana-
tion of the defect should be given immediately following this paragraph,

1 6.05.11 Notary Signature

Tt does not include the notary’s signature, or the notary’s signature is
in the wrong place.

Examiner Note:
This paragraph must be preceded by form paragraph 6.05.

1 6.05.12 Notary Seal and Venue Omitted
It does not include the notary’s seal and venue.

Examiner Note:
This paragraph must be preceded by form paragraph 6.05.

604,02 Venue

That portion of an oath or affidavit indicating where
the oath is taken is known as the venue., Where the
county and state in the venue agree with the county and
state in the seal, no problem arises. If the venue and seal
do not correspond in county and state, the jurisdiction of
the notary must be determined from statements by the
notary appearing on the oath. Venue and notary jurisdic-
tion must correspond or the oath is improper. The oath
should show on its face that it was taken within the juris-
diction of the certifying officer or notary. This may be
given either in the venue or in the body of the jurat.
Otherwise, a new oath or declaration, or a certificate of
the notary that the oath was taken within his or her juris-
diction, must be required. Ex parte Delavoye, 1906 C.D.
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320, 124 O.G. 626 {Comm’r Pat. 1906); Ex parte Irwin,
1928 C.D. 13, 367 O.G. 701 (Comm’r Pat. 1928).

Form Paragraph 6.07 may be used where the venue is
not shown.

% 6.07 Lack of Venue

The oath lacks the statement of venue. Applicant is required to
furnish either a new oath or declaration in proper forne, identifying the
application by application number and filing date, or a certificate by the
officer before whom the original oath was taken stating that the oath was
executed within the jurisdiction of the officer before whom the oath was
takenwhen the oathwasadministered. Thenewoathor declaration must
properly identify the application of which it i3 to form a part, preferably
by application number and filing date in the body of the oath or
declaration. See MPEP §§ 602,01 and 602.02.

Where the seal and venue differ, applicant should be
notified by using the “Notice of Informal Application”
form.

604.03(a) Notarial Powers of Some Military
Officers

Public Law 506 (81st Congress, Second Session) Ar-
ticle 136: (a) The following persons on active duty in the
armed forces .. . shall have the general powers of anotary
publicand of a consul of the United States, in the perfor-
mance of all notarial acts to be executed by members of
any of the armed forces, wherever they may be, and by
other persons subject to this code {Uniform Code of Mil-
itary Justice] outside the continental limits of the United
States:

(A) All judge advocates of the Army and Air
Force;

(B) Alilaw specialists;

(C} All summary courts—martial;

(D) All adjutants, assistant adjutants, acting adju-
tants, and personnel adjutants;

(E) All commanding officers of the Navy and
Coast Guard;

(F) Al staff judge advocates and legal officers,
and acting or assistant staff judge advocates and legal
officers; and

(G) Allother persons designated by regulations of
the armed forces or by statute.

(H) The signature without seal of any such person
acting as notary, together with the title of his office, shall
be prima facie evidence of his authority.
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604.04 Consul

On Oct. 15, 1981, the “Hague Convention Abolishing
the Requirement of Legalization for Foreign Public
Documents” entered into force between the United
States and 28 foreign countries as parties to the Conven-
tion. Subsequently, additional countries have become
parties to the conventions. See MPEP § 604.04(a).

When the oath is made in a foreign country not a
member of the Hague Convention Abolishing the Re-
quirement of Legalization for Foreign Public Docu-
ments, the authority of any officer other than a diplomat-
ic or consular officer of the United States authorized to
administer oaths must be proved by certificate of a diplo-
matic or consular officer of the United States. See
37 CFR 1.66, MPEP § 604. This proof may be through an
intermediary, e.g., the consul may certify as to the au-
thority and jurisdiction of another official who, in turn,
may certify as to the authority and jurisdiction of the offi-
cer before whom the oath is taken.,

604.04(a) Consul — Omission of
Certificate

Where the oath is taken before an officer in a foreign
country other than a diplomatic or consular officer of the
United States and whose authority is not authenticated
or accompanied with an apostilie certifying the notary’s
authority (see MPEP § 602.04(2)), the application is nev-
ertheless accepted for purposes of examination. The ex-
aminer, in the first Office action, should note this infor-
mality and require authentication of the cath by an ap-
propriate diplomatic or consular officer, the filing of
proper apostille, or a declaration (37 CFR 1.68}.

Form Paragraph 6.08 may be used to notify applicant.

T 6.08 Consul—Omission of Certificate

The oath is objected to as being informal. It lacks authentication by a
diplomaticor consular officer of the United States; 37 CFR 1.66(a). This
informality canbe overcome either by forwarding the original oath tothe
appropriate officer for authentication or by filing either a declaration
under 37 CFR 1.68, or anew properly authenticated oath under 37 CFR
1.66. The new oath or declaration must properly identify the application
ofwhich it is to form a part, preferably by application number and filing
date inthe body of the oath or declaration. If, however, authentication of
the original oath is desired, applicant should request return of the cath
for this purpose. Such request must be accompanied by an order for a
copy of the oath tobe retained inthe file until the properly authenticated
oath is returned. After the oath has been authenticated, it should be

At the time of the next Office action, the request for
return of the oath, together with the application file and
the copy of the oath, is submitted to the Group Director.
If the request is approved by the Group Director, the
oath will be returned to the applicant by the examining
group. A copy of the original oath will be retained in
the file.

604.06 By Attorney in Case

The language of 37 CFR 1.66 and 35 U.8.C. 115 is such
that an attorney in the case is not barred from adminis-
tering the oath as notary. The Office presumes that an
attorney acting as notary is cognizant of the extent of his
or her authority and jurisdiction and will not knowingly
jeopardize his or her client’s rights by performing an ille-
gal act. If such practice is permissible under the law of
the jurisdiction where the oath is administered, then the
oath is a valid oath.

The law of the District of Columbia prohibits the
administering of oaths by the attorney in the case. If the
oath is known to be void because of being administered
by the attorney in a jurisdiction where the law holds this
to be invalid, the proper action is to require a new oath or
declaration and refer the file to the Office of Enrollment
and Discipline. (Riegger v. Beierl, 1910 C.D, 12, 150 O.G.
826 (Comm’r Pat. 1910)). See 37 CFR 1.66 and MPEP
§ 604.

605  Applicant

37CFR 1.41.  Applicant for patent.
(a) A patent is applied for in the name or names of the actua}
inventor or inventors,

(I} The inventorship of a nonprovisional application is that
tnventorship set forth in the oath or declaration as prescribed by § 1.63,
except as provided for in § 1.53(d}(4) and § 1.63(d). M an oath or
declaration as prescribed by § 1.63 i$ not filed during the pendency of a
nonprovisional application, the inventorship is that inventorship set
forth in the application papers filed pursuant to § 1.53(b), unless a
petition under this paragraph accompanied by the fee set forth in
§ L17¢i) is filed supplying or changing the name or names of the
inventor or inventors,

{2} The inventorship of a provisional application is that
inventorship set forth in the cover sheetasprescribed by § 1.51(c)(1). ¥
a cover sheet as prescribed by § L51(c)(1) is not filed during the
pendency of a provisional application, the inventorship is that
inventorship set forth in the application papers filed pursuant to §
1.53¢c), unless a petition under this paragraph accompanied by the fee
set forth in
§ 1.17(q) is filed supplying or changing the name or names of the inventor
Or IRVeRHors,

(3} Inanonprovisional application filed without an oath or
declaration as prescribed by § 1.63 or a provisional application filed

returned promptly to the Patent and Trademark Office.  See MPEP without a cover sheet as prescribed by § 1.51(c)(1), the name ornames of
§8 602.01 and 602.02. person o1 persons believed to be the actual inventor or inventors should
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605.01

be provided for identification purposes when the application papers
pursuantto § 1.53¢(b) or {c) are filed. 1f no name of a person believed to
be an actual inventor is so provided, the application should include an
applicant identifier consisting of alphanumeric characters. ~

(b} Unless the contrary is indicated the word “applicant” when
used fn these sections refers to the inventor or joint inventors who are
applying for a patent, or to the person mentioned in §§1.42,1.43, or 1.47
who is applying for a patent in place of the inventor.

{¢} Any person authorized by the applicant may file an applica-
tion for patent on behalf of the inventor or inventors, but an oath or
declaration for the application (§ 1.63) can only be made in accordance
with § 1.64,

(d) A showing may be required from the person filing the
application that the filing was authorized where such authorization
comes into question.

37 CFR 1.45.  Joint inventors.

{a) Jointinventors must apply for a patent jointly and each must
tmake the required oath or dectaration; neither of them alone, nor less
than the entire number, can apply for a patent for an invention invented
by them jointly, except as provided in § 1.47,

(b Inventors may apply for a patent jointly even though

(2) Each inventor did not make the same type or amount of
contribution, or

(3) Eachinventor did not make a contribution to the subject
matter of every claim of the application,

{¢) I multiple inventors are named in a nonprovisional applica-
tion, each named inventor must have made acontribution, individually or
jointly, to the subject matter of at least one claim of the. application and
the application will be considered to be a joint application under 35
U.8.C. 116, If muitipte inventors are named in a provisional application,
¢ach named inventor must have made a contribution, individually or
jointly, to the subject matter disclosed in the provisional application and
the provisional application will be considered to be a joint application
under 35 U.S.C. 116,

37 CFR 1.41 and 37 CFR 1.53 were amended effective
December 1, 1997, to remove the requirement that the
name(s) of the inventor(s) be identified in the applica-
tion papers in order to accord the application a filing
date. 37 CFR 1.41(a)(1) now defines the inventorship of
a nomprovisional application as that inventorship set
forth in the oath or declaration filed to comply with the
requirements of 37 CFR 1.63, except as provided for in
37 CFR 1.53(d)(3) and 37 CFR 1.63(d). The oathor dec-
laration may be filed on the filing date of the application
or on a later date. If an oath or declaration is not filed
during the pendency of a nonprovisional application, the
inventorship is that inventorship set forth in the applica-
tion papers filed pursuant to 37 CFR 1.53(b), unless a
petition under 37 CFR 1.41(a) accompanied by the fee
set forth in 37 CFR 1.17(i) is filed supplying the name or
names of the inventor or inventors.

Where no inventor(s) is named on filing, the Office re-
quests that an alphanumeric identifier be submitted for
the application. The use of very short identifiers should
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be avoided to prevent confusion, Without supplying at
least a unique identifying name the Office may have no
ability or only a delayed ability to match any papers sub-
mitted after filing of the application and before issuance
of an identifying application number with the applica-
tion file. Any identifier used that is not an inventos’s
name should be specific, alphanumeric characters of rea-
sonable length, and should be presented in such a man-
per that it is clear fo application processing personnel
what the identifier is and where it is to be found. It is
strongly suggested that applications filed without an exe-
cuted oath or declaration under 37 CFR 1.63 or 37 CFR
1.175 include the name of the person(s) believed to be
the inventor for identification purposes. Failure to ap-
prise the Office of the application identifier being used
may result in applicants having to resubmit papers that
could not be matched with the application and proof of
the earlier receipt of such papers where submission was
time dependent. '
For correction of inventorship, see MPEP § 201.03.

37 CFR 1.46.  Assigned inventions and patents.

In case the whole or a part interest in the invention or in the patent to
be issued is assigned, the application must still be made or authorized to
be made, and an oath or declaration signed, by the inventor or one of the
persons mentioned in §§ 1,42, 1.43, or 1.47. However, the patent may be
issued to the assignee or jointly to the inventor and the assignee as
provided in § 3.81. :

This section concerns filing by the actual inventor. If
the application is filed by another, see MPEP § 409.03.
For assignments of application by inventor, sece MPEP

§ 301. For an inventor who is dead or insane, see MPEP
§ 409,

605.01

The statute (35 U.S.C. 115) requires an applicant, in a
nonprovisional application, to state his or her citizen-
ship. Where an applicant is not a citizen of any country, a
statement to this effect is accepted as satisfying the statu-
tory requirement, but a statement as to citizenship ap-
plied for or first papers taken out looking to future citi-
zenship in this (or any other) country does not meet the
requirement,

Form Paragraphs 6.05 and 6.05.03 may be used to
notify applicant that the applicant’s citizenship is
omitted.

§ 6.05 Oath or Declaration Defective, Heading
The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by applica-
tion number and filing date is required. See MPEP §§ 602.01 and 602.02.
The oath or declaration is defective because:

Applicant’s Citizenship
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Examiner Note:

1. Oneormoreof the appropriate form paragraphs 6,05.01 10 6.05.20
must follow this paragraph.

2. Ifnoneofthe form paragraphs apply, then an appropriate explana-
tion of the defect should be given immediately following this paragraph.

W 6.05.03 Citizenship Omitted
1t does not identify the citizenship of each inventor.

Examiner Note:
This paragraph must be preceded by form paragraph 6.03

605.02  Applicant’s Residence

Applicant’s place of residence, that is, the city and
either state or foreign country, is required to be included
in the cath or declaration in a nonprovisional applica-
tion for compliance with 37 CFR 1.63. In the case of an
applicant who is in one of the U.S. Armed Services, a
statement to that effect is sufficient as to residence. For
change of residence, see MPEP § 719.02(b). Applicant’s
residence must be included on the cover sheet for a pro-
visional application.

If the residence is not included in the oath or declara-
tion as filed, the Office of Initial Patent Examination
(OIPE) will normally so indicate on a form PTO~152,
“Notice of Informal Application,” so as to require a new
oath or declaration when the form is sent out with an Of-
fice action. If the examiner notes that the residence has
not been included in the oath or declaration, Form Para-
graphs 6.05 (reproduced in MPEP § 605.01) and 6.05.02
should be used.

T 6.05.02 Residence Gmitted
. It does not identify the city and either state or foreign country of
residence of each inventor,

Examiner Note:
1. This paragraph must be preceded by form paragraph 6.05.

605.03  Applicant’s Post Office Address

For nonprovisional applications filed prior to Decem-
ber 1, 1997, each applicant’s post office address was re-
quired by 37 CFR 1.33(a) to be supplied on the oath or
declaration, if not stated elsewhere in the application.
Effective December 1, 1997, 37 CFR 1.63 has been
amended to require the post office address of each in-
ventor to be stated in the oath or declaration. Appli-
cant’s post office address means that address at which he
or she customarily receives his or her mail. Either appli-
cant’s home or business address is acceptable as the post
office address. The post office address should include
the ZIP Code designation.
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605.03

‘The object of requiring each applicant’s post office
address is to enable the Office to communicate directly
with the applicant if desired; hence, the address of the at-
torney with instruction to send communications to appli-
cant in care of the attorney is not sufficient.

In situations where an inventor does not execute the
oath or declaration and the inventor is not deceased,
such as in an application filed under 37 CFR 1.47, the in-
ventor’s most recent home address must be given to en-
able the Office to communicate directly with the inven-
tor as necessary.

If an oath or declaration was filed prior to December
1, 1997 and the post office address was incomplete or
omitted from the oath or declaration, attachment form
PTO-152, “Notice of Informal Application” or Form
Paragraph 6.09.01 may be used to notify applicant of the
deficiency of the post office address,

T 6.09.00 - Post Office Address Omitted, Residence Given

Applicant bas not given a post office address anywhere in the
application papexs as required by 37 CFR 1.33(a), which was in effect at
the time of filing of the oath or declaration. Astatementoverapplicant’s
signature providing a complete post office address is required.

Examiner Note:

1. This form paragraph should only be used where the Post Office ad-
dress has been omitted in an oath or declaration filed prior to December
1,1997. Use form paragraphs 6.05 and 6.05.19 if the oath or declaration
was filed on or after December 1, 1997.

2. Ifboth the post officc address and residence are incomplete, not
uniform or omitted, use form paragrapbs 6.05 and 6,05.02,

Oaths or declarations filed on or after December 1,
1997 must include the post office address of each inven-
tor. 37 CFR 1.63(a)(3). The Office of Initial Patent Ex-
amination (OIPE) will normally indicate the omission of
an inventor’s post office address on attachment form
PTO~152, “Notice of Informal Application,” requiring
a new oath or declaration when the form is sent out with
an Office action. If the examiner notes that the post of-
fice address has not been included in an oath or declara-
tion filed on or after December 1, 1997, other than a copy
of an oath or declaration from a prior application which
complied with 37 CFR 1.63 at the time that it was origi-
nally filed, Form Paragraphs 6.05 (reproduced in MPEP
§605.01) and 6.05.19 may be used to notify applicant that
the post office address has been omitted from the oath or
deciaration.

% 6.05.19 Post Office Address Omitted

It does not identify the post office address of each inventor. A post
office address is an address at which an inventor customarily receives his
or her mail and maybe cither a home orbusiness address. The post office
address should include the ZIP Code designation.
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605.04(a)

Examiner Note: .
This paragraph must be preceded by form paragraph 6.03.

605.04(a) Applicant’s Signature and Name

37 CFR 1.64.  Person making oath or declaration.

{2) The oath or declaration must be niade by all of the actual
inventors except as provided for in §§ 1.42, 1.43, or 1.47.

(b) If the person making the oath or declaration is not the
inventor (§§ 1.42, 1.43, or 1.47), the oath or declaration shall state the
relationship of the person to the inventor and, upon information and
belief, the facts which the inventor is required to state.

EXECUTION OF OATHS OR DECLARATIONS OF
PATENT APPLICATIONS

United States patent applications which have not
been prepared and executed in accordance with the re-
quirements of Title 35 of the United States Code and
Title 37 of the Code of Federal Regulations may be aban-
doned. Although the statute and the rules have been in
existence for many years, the Office continues to receive
a number of applications which have been improperly
executed and/or filed. Since the improper execution and/
or filing of patent applications can ultimately result in a
loss of rights, it is appropriate to emphasize the impor-
tance of proper execution and filing.

It is improper for an applicant to sign an oath or decla-
ration which is not attached to or does not identify a
specification and/or claims.

Attached does not necessarily mean that ali the papers
must be literally fastened. It is sufficient that the specifi-
cation, including the claims, and the oath or declaration
are physically located together at the time of execution.
Physical connection is not required, Copies of declara-
tions are accepted. See MPEP § 502.01 and § 502.02.

The provisions of 35 U.S.C. 363 for filing an internation-
al application under the Patent Cooperation Treaty (PCT)
which designates the United States and thereby has the ef-
fect of a regularly filed United States national application,
except as provided in 35 U.S.C. 102(e), are somewhat dif-
ferent than the provisions of 35 US.C. 111. The oath or
declaration requirements for an international application
before the Patent and Trademark Office are set forth in
35 US.C. 371(c){4) and 37 CFR 1497.

37 CFR 1.52(c) states that “[a]ny interlineation, era-
sure, cancellation or other alteration of the application
papers filed should be made on or before the signing of
any accompanying oath or declaration pursuant to § 1.63
referring to those application papers and should be
dated and initialed or signed by the applicant on the
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same sheet of paper. Application papers containing al-
terations made after the signing of an oath or declaration
referring to those application papers must be supported
by a supplemental oath or declaration under § 1.67(c).
After the signing of the oath or declaration referring to
the application papers, amendments may only be made
in the manner provided by § 1.121.”

In summary, it is emphasized that the application filed
must be the application executed by the applicant and it
is improper for anyone, including counsel, to alter, re-
write, or partly fill in any part of the application, includ-
ing the oath or declaration, after execution of the oath or
declaration by the applicant. This provision should par-
ticularly be brought to the attention of foreign applicants
by their United States counsel since the United States
law and practice in this area may differ from that in other
countries,

Any changes made in ink in the application or oath
prior to signing should be initialed and dated by the ap-
plicants prior to execution of the oath or declaration.
The Office will not consider whether noninitialed and/or
nondated alterations were made before or after signing
of the oath or declaration but will require a new oath or
declaration. Form Paragraph 6.02.01 may be used to call
poninitialed and/or nondated alterations to applicant’s
attention.

§ 6.02.01 Non-—Initigled andfor Non—Dated Alterations in
Application Papers

The application is objected to because of alierations which have not'

been initialed and/for dated as is required by 37 CFR 1.52(c). Aproperly
executed oath or declaration which complies with 37 CFR 1.67(a) and
identifies the application by application number and filing date is
required.

The signing and execution by the applicant of oaths or
declarations in certain applications may be omitted,
MPEP § 201.06 and § 201.07.

For the signature on a reply, sec MPEP § 714.01(a) to
§ 714.01(d).

605.04(b) One Full Given Name Required

37 CFR 1.63(a}(3) requires that each inventor be
identified by full name, including the family name, and at
least one given name without abbreviation together with
any other given name or initial in the oath or declaration.
For example, if the applicant’s full name is “Jobn Paul
Doe,” either “Fohn P. Doe” or “J. Paul Doe” is accept-
able. '

Form Paragraphs 6.05 (reproduced in MPEP § 602.03)
and 6.05.18 may be used to notify applicant that the oath
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or declaration is defective because the full given name of
each inventor has not been adequately stated.

§ 6.05.18 Full Given Name Is Not Set Forth

The full name of each inventor (family name and at least one given
naime together with any initial) has not been set forth.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

In an application where the name is typewritten with a
middle name or initial, but the signature is without such
middie name or initial, the typewritten version of the
name will be used. Except for correction of a typographi-
cal or transliteration error in the spelling of an inventor’s
name, a request to have the name changed to the signed
version or any other corrections in the name of the inven-
tor(s) will not be entertained, unless accompanied by a
petition under 37 CFR 1,182 together with an appropri-
ate petition fee. The petition should be directed to the
attention of the Office of Petitions. Upon granting of the
petition, the application should be sent to the Office of
Initial Patent Examination (OIPE) for correction of its
records, unless the application is an 09/ series applica-
tion, in which case the application should be sent to the
assigned examining group for correction to the PALM
bib—data sheet by the examining group’s technical sup-
port staff, If the application is assigned, it will be for-
warded by OIPE or the examining group’s technical sup-
port staff to the Assignment Division for a change in the
assignment record.

When a typographical or transliteration error in the
spelling of an inventor’s name is discovered during pend-
ancy of an application, a petition is not required, nor isa
new oath or declaration under 37 CFR 1.63 needed. The
Patent and Trademark Office should simply be notified
of the error and reference to the notification paper will
be made on the previously filed oath or declaration by
the Office.

When any correction or change is effected, the file
shoulid be sent to OIPE for revision of its records and the
change should be noted on the original oath or declara-
tion by writing in red ink in the left column “See Paper
No. __for inventorship changes.” See MPEP §§ 201.03
and 605.04(g).

605.04(c) Inventor Changes Name

In cases where an inventor’s name has been changed
after the application has been filed and the inventor de-
sires to change his or her name on the application, he or

605.04(f)

she must submit a petition under 37 CFR 1.182. The
petition should be directed to the attention of the Office
of Petitions. The petition must inclade an appropriate
petition fee and an affidavit signed with both names and
setting forth the procedure whereby the change of name
was effected, or a certified copy of the court order.

If the petition is granted, the application should be
sent to the Office of Initial Patent Examination (OIPE)
for change of name on the file wrapper and in the PALM
database, unless the application is an 09/ series applica-
tion, in which case the application should be sent to the
assigned examining group for correction to the PALM
bib—data sheet by the examining group’s technical sup-
port staff, If the application is assigned, applicant should
submit a corrected assignment document along with a
cover sheet and the recording fee as set forth in 37 CFR
1.21(h) to the Assignment Division for a change in the
assignment record.

605.04(d) Applicant Unable to Write

If the applicant is unable to write, his or her mark as
affixed to the oath or declaration must be attested to by a
witness. In the case of the oath, the notary’s signature to
the jurat is sufficient to authenticate the mark.

605.04(e) May Use Title With Signature

It is permissible for an applicant to use a title of nobil-
ity or other title, such as “Dr.”, in connection with his sig-
nature. The title will not appear in the printed patent.

605.04(f) Signature on Joint Applications —
Order of Names

The order of names of joint patentees in the heading
of the patent is taken from the order in which the type-
written names appear in the original oath or declaration.
Care should therefore be exercised in selecting the pre-
ferred order of the typewritten names of the joint inven-
tors, before filing, as requests for subsequent shifting of
the names would entail changing numerous records in
the Office. Since the particular order in which the names
appear is of no consequence insofar as the legal rights of
the joint applicants are concerned, no changes will be
made except when a petition under 37 CFR 1.182 is
granted. The petition should be directed to the attention
of the Office of Petitions. The petition to change the or-
der of names must be signed by either the attorney or
agent of record or all the applicants. It is suggested that
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605.04(g)

all typewritten and signed names appearing in the ap-
plication papers should be in the same order as the type-
written names in the oath or declaration.

In those instances where the joint applicants file sepa-
rate oaths or declarations, the order of names is taken
from the order in which the several oaths or declarations
appear in the application papers unless a different order
is requested at the time of filing.

605.04(g) Correction of Inventorship

When the Office is notified of a typographical or
transliteration error in the spelling of an inventor’s
name, or a petition is granted approving a correction ora
change in the order of the names of the inventors, or in-
ventors are added or deleted under 37 CFR 1.48, the
change should be noted in red ink in the left margin of
the original oath or declaration. The notation should
read “See Paper No. __ for inventorship changes.”
The application (other than 09/ series applications)
should be sent to the Office of Initial Patent Examina-
tion (OIPE) for correction on the file wrapper label and
the PALM database regarding the inventorship. A brief
explanation on an “Application Division Data Base
Routing Slip” (available from the examining group tech-
nical support staff} should accompany the application
file to OIPE. For 09/ series applications, the examiner
should have the examining group’s technical support
staff enter the correction in the PALM database and
print a new PALM bib—data sheet, which will then be
placed in the file wrapper.

605.05 Administrator, Executor, or Other

Legal Representative

In an application filed by a legal representative of the
inventor, the specification should not be written in the
first persoun.

For prosecution by administrator or executor, see
MPEP § 409.01(a).

For prosecution by heirs, see MPEP §409.01(a) and
§ 409.01(d).

For prosecution by representative of legally incapaci-
tated inventor, see MPEP § 409.02.

For prosecution by other than inventor, see MPEP
§ 409.03.
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605.07 Joint Inventors

35US8.C. 116, Inventors

When an invention is made by two or more persons jointly, they shall
apply for patent jointly and each make the required oath, except as
otherwise provided in this title. Inventors may apply for a patent jointly
even though (1) they did not physicallywork together or at the same time,
(2} each did not make the same type or amount of contribution, or (3)
each did not make a contribution to the subject matter of every claim of
the patent.

35 U.5.C. 116, as amended by Public Law 98—622, rec-
ognizes the realities of modern team research. A re-
search project may include many inventions. Some in-
ventions may have contributions made by individuals
who are not involved in other, related inventions.

35 U.S.C. 116 allows inventors to appiy for a patent
jointly even though

(A) they did not physically work together or at the
same time,

(B) each did not make the same type or amount of
contribution, or

(C) each did not make a contribution to the
subject matter of every claim of the patent,

Items (A) and (B) adopt the rationale stated in deci-
sions such as Monsanto Co. v. Kamp, 269 F. Supp. 818,
824, 154 USPQ 259, 262 (D.D.C. 1967).

Item (C) adopts the rationale of cases such as SAB In-
dustric AB v. Bendix Corp., 199 USPQ 95 (E.D.
Va. 1978).

With regard to item (A), see Kimberly—Clark Corp. v.
Procter & Gamble Distributing Co., 973 F2d 911,
916~17, 23 USPQ 2d 1921, 192526 (Fed. Cir. 1992)
(some guantum of collaboration or connection is re-
quired in order for persons to be “joint” inventors under
35 U.S.C. 116, and thus individuals who are completely
ignorant of what each other has done until years after
their individual independent efforts cannot be consid-
ered joint inventors).

Like other patent applications, jointly filed applica-
tions are subject to the requirements of 35 U.S.C. 121
that an application be directed to only a single invention.
If more than one invention is included in the application,
the examiner may require the application fo be re-
siricted to one of the inventions. In such a case, a
“divisional” application complying with 35 U.8.C. 120
would be entitled to the benefit of the earlier filing date
of the original application.

It is possible that different claims of an application or
patent may have different dates of inventions even
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though the patent covers only one independent and dis-
tinct invention within the meaning of 35 US.C. 121.
When necessary, the Patent and Trademark Office or a
court may inquire of the patent applicant or owner con-
cerning the inventors and the invention dates for the sub-
ject matter of the various claims.

GUIDELINES

37 CFR. 1.45.  lJoint inventors.

HhEEE

{(b) Inventors may apply for a patent jointly even though
{1} Theydidnotphysicallywork togetherorat the sametime,
{2) Eachinventor did not make the same type or amount.of
contribution, or
(3) EBach inventor did not make a contribution to the subject
matter of every claim of the application,

() Ifmultiple inventorsarc named in a nonprovisional applica-
tion, eachnamed inventormust have made a contribution, individuallyor
juintly, to the subject matter of at least one claim of the application aid
the application will be considered to be a joint application under
35 US.C. 116. If multiple inventors are named i a provisional
application, each named jnventor must have made a contribution,
individually or jeintly, to the subject mater disclosed in the provisional
application and the provisional application will be considered to be a
joint application under 35 U.S.C. 116.

Since provisional applications may be filed without
claims, 37 CFR 1.45(c) states that each inventor named
in a joint provisional application must have made a con-
tribution to the subject matter disclosed in the applica-
tion.

The significant features resulting from the amend-
ments to 35 U.S.C. 116 by Public Law 98—622 are the
following:

(A) The joint inventors do not have to separately
“sign the application,” but only need apply for the patent
jointly and make the required oath or declaration by
signing the same; this is a clarification, but not a change
in current practice.

(B) Inventors may apply for a patent jointly even
though “they did not work together or at the same time,”
thereby clarifying (a) that it is not necessary that the
inventors physically work together on a project, and
(b) that one inventor may “take a step at one time, the
other an approach at different times.” (Monsanto Co.
v. Kamp, 269 F. Supp. 818, 824, 154 USPQ 259, 262
(D.D.C. 1967)).

(C) Inventors may apply for a patent jointly even.

though “each did not make the same type or amount of
coniribution,” thereby clarifying the “fact that each of
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the inventors play a different role and that the contribu--
tion of one may not be as great as that of another does
not detract from the fact that the invention is joint, if
each makes some original contribution, though partial,
to the final solution of the problem.” Monsanto Co. v.
Kamp, 269 F. Supp. at 824, 154 USPQ at 262.

(D) Inventors may apply for a patent jointly even
though “each did not make a contribution to the subject
matter of every claim of the patent.”

(E) Inventors may apply for a patent jointly as
long as each inventor made a contribution, i.e., was an
inventor or joint inventor, of the subject matter of at
feast one claim of the patent; there is no requirement
that all the inventors be joint inventors of the subject
matter of any one claim.

(F) If an application by joint inventors includes
more than one independent and distinct invention,
restriction may be required with the possible result of a
necessity to change the inventorship named in the
application if the elected invention was not the invention
of all the originally named inventors.

(G) The amendment to 35 U.S.C. 116 increases
the likelihood that different claims of an application or
patent may have different dates of invention; when
necessary the Office or court may inquire of the patent
applicant or owner concerning the inventors and the
invention dates for the subject matter of the various
claims.

Pending nonprovisional applications will be permitted
to be amended by complying with 37 CFR 1.48 io add
claims to inventions by inventors not named when the
application was filed as long as such inventions were dis-
closed in the application as filed since 37 CFR 1.48 per-
mits correction of inventorship where the correct inven-
tor or inventors are not named in an application for pat-
ent through error without any deceptive intention on the
part of the person being added as an inventor. This is
specially covered in 37 CFR 1.48(c).

Under 35 U.S.C. 116, an examiner may reject claims
under 35 U.S.C. 102(f) only in circumstances where a
named inventor is not the inventor of at least one claim
in the application; no rejection under 35 U.S.C. 102(f) is
appropriate if a named inventor made a contribution to
the invention defined in any claim of the application.

Under 35 U.S.C., 116, considered in conjunction with
35 U.S.C. 103(c), a rejection may be appropriate under
35 U.5.C. 102(f)/103 where the subject matter, i.e., prior
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art, and the claimed invention were not owned by, or sub-
ject to an obligation of assignment to, the same person at
the time the invention was made. '

Applicants are responsible for correcting, and are re-
quired to correct, the inventorship in compliance with
37 CFR 1.48 when the application is amended to change
the claims so that one (or more) of the named inventors
is no longer an inventor of the subject matter of a claim
remaining in the application.

In requiring restriction in an application filed by joint
inventors, the examiner should remind applicants of the
necessity to correct the inventorship pursuant to 37 CFR
1.48 if an invention is elected and the claims to the inven-
tion of one or more inventors are canceled.

The examiner should not inquire of the patent appli-
cant concerning the inventors and the invention dates
for the subject matter of the various claims until it
becomes necessary to do so in order to properly examine
the application.

If an application is filed with joint inventors, the ex-
aminer should assume that the subject matter of the vari-
ous claims was commonly owned at the time the inven-
tions covered therein were made, unless there is evi-
dence to the contrary. If inventors of subject matter, not
commonly owned at the time of the later invention, file a
joint application, applicants have an obligation pursuant
to 37 CFR 1.56 to point out the inventor and invention
dates of each claim and the lack of common ownership at
the time the later invention was made in order that the
examiner may consider the applicability of 35 U.S.C.
102(£)/103 or 35 U.S.C. 102(g)/103. The examiner should
assume, uniess there is evidence to the contrary, that ap-
plicants are complying with their duty of disclosure. It
should be pointed out that 35 U.8.C. 119(a) benefit may
be claimed to any foreign application as long as the U.S,
named inventor was the inventor of the foreign applica-
tion invention and 35 U.8.C. 119(a)—(d) requirements
are met. Where two or more foreign applications are
combined in a single U.S. application, to take advantage
of the changes to 35 U.S.C. 103 0r 35 U.S.C. 116, the U.S.
application may claim benefit under 35 U.S.C. 119(a) to
each of the foreign applications provided all the require-
ments of 35 U.S.C. 119(a)—(d} are met. One of the con-
ditions for benefit under 35 U.S.C. 119(a) is that the for-
eign application must be for “the same invention” as the
application in the United States. Therefore, a claim in
the U.S. application which relies on the combination of
prior foreign applications may not be entitled to the
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benefit under 35 U.S.C. 119(a) if the subject matter of
the claim is not sufficiently disclosed in the prior foreign
application. Cf Studiengesellschaft Kohle m.b.H. v. Shell
Oil Co., 112 F.3d 1561, 42 USPQ2d 1674 (Fed. Cir. 1997).
For example: '

If foreign applicant A invents X and files a foreign
application; foreign applicant B invents Y and files
separate foreign application. A+B combine inventions
X+Y and A and B are proper joint inventors under
35 U.8.C. 116 and fite U.S. application to X+Y. The
U.S. application may claim benefit under 35 US.C.
119(a) to each of the foreign applications provided
the requirements of 35 U.8.C. 119(a)-(d) are met.

606

37 CER 1.72.  Title and abstract.

(a) The title of the invention, which should be as short and
specific as possible, should appear as a heading on the first page of the
specification, if it does not otherwise appear at the beginning of the
application.

Title of Invention

e o Aok

606.01 Examiner May Require Change in

Title

Where the title is not descriptive of the invention
claimed, the examiner should require the substitution of
a new title that is clearly indicative of the invention to
which the claims are directed. Form Paragraphs 6.11.and
6.11.01 may be used.

% 611 Title of Invention Is Not Descriptive

The title of the invention is not descriptive. A new title is required
that is clearly indicative of the invention towhich the claims are directed.

Examiner Note:
If a change in the title of the invention is being suggested by the
examiner, follow with form paragraph 6.11.01.

1 6.11.01 Title of Invention, Suggested Change
The following title is suggested: “[1]”

This may result in slightly longer tities, but the loss in
brevity of title will be more than offset by the gain in its
informative value in indexing, classifying, searching, etc.
If a satisfactory title is not supplied by the applicant, the
examiner may, at the time of allowance, change the title
by examiner’s amendment or by initialing, in red ink, ei-
ther the face of the file wrapper or, for 09/ series applica-
tions, the PALM bib--data sheet.
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If a change in title is the only change being made by the

examiner at the time of allowance, a separate examiner’s

amendment need not be prepared. The change in title
will be incorporated in the notice of allowance. This will
be accomplished by placing an “X” in the designated
box on the notice of allowance form and entering there-
under the title as changed by the examiner.

However, if an examiner’s amendment must be pre-
pared for other reasons, any change in title will be incor-
porated therein.

Inasmuch as the words “improved,” “improvement
of,” and “improvement in” are not considered as part of
the title of an invention, the Patent and Trademark Of-
fice does not include these words at the beginning of the
title of the invention.

607 . Filing Fee

Patent application filing fees are set in accordance
with 35 U.S.C. 41 and are listed in 37 CFR 1.16.

See MPEP § 608.01(n) for multiple dependent claims.

When filing a nonprovisional application, a basic fee
entitles applicant to present 20 claims including not
more than 3 claims in independent form. If claims in ex-
cess of the above are included at the time of filing, an
additional fee is required for each independent claim in
excess of three, and a fee is required for each claim in
excess of 20 claims (whether independent or depen-
dent). Fees for a proper multiple dependent claim are
calculated based on the number of claims to which the
multiple dependent claim refers, 37 CFR 1.75(c), and a
separate fee is required in each application containing a
proper multiple dependent claim, For an improper mul-
tipie dependent claim, the fee charged is that charged for
a single dependent claim.

Upon submission of an amendment (whether entered
or not) affecting the claims, payment of fees for those
claims in excess of the number previously paid for is re-
quired.

The Office of Initial Patent Examination (OIPE) has
been authorized to accept all applications, otherwise ac-
ceptable, if the basic fee is submitted, and to require payment
of the deficiency within a stated period upon notification of
the deficiency.

Amendments before the first action, or not filed in re-
ply to an Office action, presenting additional claims in
excess of the number already paid for, not accompanied
by the full additional fee due, will not be entered in whole
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or in part and applicant will be so advised. Such amend-
ments filed in reply to an Office action will be regarded
as not responsive thereto and the practice set forth in
MPEP § 714.03 will be followed,

The additional fees, if any, due with an amendment
are calculated on the basis of the claims (total and inde-
pendent) which would be present, if the amendment
were entered. The amendment of a claim, unless it
changes a dependent claim to an independent claim or
adds to the number of claims referred to in a multiple de-
pendent claim, and the replacement of a claim by a claim
of the same type, unless it is a multiple dependent claim
which refers o more prior claims, do not require any
additional fees.

For purposes of determining the fee due the Patent
and Trademark Office, a claim will be treated as depen-
dent if it contains reference to one or more other claims
in the application. A claim determined to be dependent
by this test will be entered if the fee paid reflects this de-
termination.

Any claimwhich isin dependent form but which isso
worded that it, in fact, is not a proper dependent claim,
as for example it does not include every limitation of
the claim on which it depends, will be required to be
canceled as not being a proper dependent claim; and
cancelation of any further claim depending on such a
dependent claim will be similarly required. The appli-
cant may thereupon amend the claims to place them in
proper dependent form, or may redraft them as inde-
pendent claims, upon payment of any necessary addi-
tional fee.

After a requirement for restriction, nonelected claims
will be included in determining the fees due in
connection with a subsequent amendment unless such
claims are canceled.

An amendment canceling claims accompanying the
papers constituting the application will be effective to di-
minish the nuomber of claims to be considered in calculat-
ing the filing fees to be paid.

The additional fees, if any, due with an amendment
are required prior te any consideration of the amend-
ment by the examiner.

Money paid in connection with the filing of a pro-
posed amendment will not be refunded by reason of
the nonentry of the amendment. However, unentered
claims will notbe counted when calculating the fee due
in subsequent amendments.
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Amendments affecting the claims cannot serve as the
basis for granting any refund.
See MPEP § 1415 for reissue application fees.

607.02 Returnability of Fees

37CFR 1.26.  Refunds. ‘

{#) Any fee paid by actual mistake or in excess of that required
will be refunded, but a mere change of purpose after the payment of
money, aswhenaparty desirestowithdraw an application, an appeal,ora
request for oral hearing, will not entitle a party to demand sucha return.
Amounts of twenty—five doflars or less will not be returned unless
specifically requested within a reasonable time, nor will the payer be
notified of such amounts; amounts over twenty—five doliars may be
returned by check or, if requested, by credit to a deposit account.

(b) [Reserved] '

(¢} If the Commissioner decides not to institute a reexamina-
tion proceeding, arefund of §1,690will be made to the requester of

the proceeding. Reexamination requesters should indicate whether any

refund should be made by check or by credit to a deposit account.

Since 37 CFR 1.26(a) precludes refund of an applica-
tion filing fee when applicant desires to withdraw an ap-
plication, any request by applicant not to process or
charge an application filing fee because the application
was not intended to be filed must be in the form of a peti-
tion under 37 CFR 1.183 requesting suspension of the
rules to the extent that the filing fee not be processed or
charged. Any such petition must include the fee set forth
in 37 CFR 1.17(h) and must be accompanied by an ex-
press abandonment of the application in accordance
with 37 CFR 1.138. In order for such a petition to be
granted, it must ordinarily be filed and acted upon prior
to the date on which the application filing fee is pro-
cessed or charged by the Office with regard to the
application.

All questions pertaining to the return of fees are
referred to the Refunds Section of the Receipts Division
of the Office of Finance. No opinions should be ex-
pressed to attorneys or applicants as to whether or not
fees are returnable in particular cases. Such questions
may also be treated, to the extent appropriate, in deci-
sions on petition decided by various Patent and Trade-
mark Office officials.

608  Disclosure

In return for a patent, the inventor gives as consider-
ation a complete revelation or disclosure of the inven-
tion for which protection is sought. All amendments or
claims must find descriptive basis in the original disclo-
sure, or they involve new matter. Applicant may rely for
disclosure upon the specification with original claims

and drawings, as filed. See also 37 CFR 1.121, subsec-
tions (a)(6) and (b)(2)(iii) and MPEP § 608.04.

If during the course of examination of a patent ap-
plication, an examiner notes the use of language that
could be deemed offensive to any race, religion, sex, eth-
nic group, or nationality, he or she should object to the
use of the language as failing to comply with the Rules of
Practice. 37 CFR 1.3 proscribes the presentation of pa-
pers which are lacking in decorum and courtesy. There is
a further basis for objection in that the inclusion of such
proscribed language in a Federal Government publica-
tion would not be in the public interest. Also, the inclu-
sion in application drawings of any depictions or carica-
tures that might reasonably be considered offensive to
any group should be similarly objected to, on like author-

ity.
The examiner should not pass the application to issue

until such language or drawings have been deleted, or

questions relating to the propriety thereof fully resolved.
For design application practice, see MPEP § 1504.

608.01 Specification

35US.C. 22, Printing of papers filed.
The Commissioner may require papers filed in the Patent and
Trademark Office to be printed or typewritten,

37CFR 171, Detailed description and specification of the
invention. : -

{a) The specification must include a written description of the
invention or discovery and of the manner and process of making and
using the same, and is required to be in such full, clear, concise, and exact
terms as to enable any person skilled in the att or science to which the
invention or discovery appertains, or with which it is most nearly
connected, to make and use the same. '

{b) The specification must set forth the precise invention for
which a patent is solicited, in such manner as to distinguish it from other
inventions and from what is old. It must describe completely a specific
embodiment of the process, machine, manufacture, composition of
matter or improvement invented, and must explain the mode of
operation or principle whenever applicable, The best mode contem-
plated by the inventor of carrying out his invention must be set forth.

(c) In the case of an improvement, the specification must
particularly point out the part or parts of the process, machine,
manufacture, or composition of matter to which the improvement
relates, and the description should be confined to the specific improve-
ment and to such parts as necessarily cooperate with it or as may be
necessary to a complete understanding or description of it.

(d) Acopyrightormask work notice may be placed ina design or
utility patent appleation adjacent to copyright and mask work material
contained therein. The notice may appear at any appropriate portion of
the patent application disclosure. For notices in drawings, see § 1.84(a),
Thecontent ofthe natice mustbe limited to only those elements required
by law. For example, “© 1983 John Doe” (17 U.S.C. 401) and “N John
Doe” (17 U.S.C. 909) would be properly limited and, under cirrent
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statutes, legally sufficient notices of copyright and mask work, respec-
tively. Inclusion of acopyright or mask work notice willbe permitted only
if the authorization language set forth in paragraph (e) of this section is
included at the beginning (preferably as the first paragraph) of the
specification.

(e) The authorization shall read as follows:

A portion of the disclosure of this patent document con-
tains material which is subject to {copyright or mask work}
protection, The {copyright or mask work} owner has no objec-
tion to the facsimile reproduction by anyone of the patent docu-
ment or the patent disclosure, as it appears in the Patent and
Trademark Office patent file or records, but otherwise reserves
all {copyright or mask work} rights whatsoever.

Certain cross notes to other related applications may
be made. References to foreign applications or to ap-
plications identified only by the attorney’s docket num-
ber should be required to be canceled. See 37 CFR 1.78
and MPEP § 202.01.

37 CFR 1.52.  Language, paper, writing, margins.

(a) The application, any amendments or corrections thereto,
and the cath or declaration must be in the English language except as
provided for in § 1.69 and paragraph (d) of this section, or be
accompanied by a translation of the application and a translation of any
corrections or amendments into the English language together with a
statement that the translation is accurate. All papers which are to
become a part of the permanent records of the Patent and Trademark
Office must be legibly written either by a typewriter or mechanical
printer in permanent dark ink or its equivalent in portrait orientation on
flexible, strong, smooth, non—shiny, durable, and white paper, All of the
application papers must be presented in a form having sufficient clarity
and contrast between the paper and the writing thereon to permit the
direct reproduction of readily legible copies in any number by use of
photographic, electrostatic, photo—offset, and microfilming processes
and electronic reproduction by use of digital imaging and optical
character recognition. If the papers are not of the required quality,
substitute typewritten or mechanically printed papers of suitable quality
will be required. See § 1.125 for filing substitute typewritten or
mechanically printed papers constituting a substitute specificationwhen
required by the Office,

(b) Except for drawings, the application papers (specification,
including claims, abstract, oath or declaration, and papers as provided
for in this part) and also papers subsequently filed, must have each page
plainly written on only one side of a sheet of paper, with the claim or
claims commencing on a separate sheet and the abstract commencing on
aseparate sheet, See §§ 1.72(b) and 1.75(h). The sheets of paper must
be the same size and either 21.0 cm. by 29.7 cm. (DIN size A4) or
21.6 cm.by27.9 em.(81/2by11 inches). Eachsheetmustincludeatop
marginofatleast2,0 em. (3/4 inch),aleftsidemarginofatleast2.5 cm.
{1 inch), aright side margin of at least 2.0 cm. (3/4 inch), and a bottom
marginofatleast2.0 cm.(3/4 inch),andnoholesshould bemade in the
sheets as submiited. The lines of the specification, and any amendments
to the specification, rrust be 1 1/2 or double spaced. The pages of the
specification including claims and abstract must be numbered consecu-
tively, starting with 1, the numbers being centrally located above or
preferably, below, the text. See § 1.84 for drawings.

(c) Any interlineation, erasure, cancellation or other alteration
of the application papers filed should be made on or before thesigning of
any accompanying oath or declaration pursuant to § 1.63 referring to

those application papers and should be dated and initialed or signed by
the applicant on the same sheet of paper. Application papers containing
alterations made after the signing of an oath or declaration referring to
those application papers must be supported by a supplemental oath or
declaration under § 1.67(c). After the signing of the oath or declaration
referring tothe application papers, amendments may onlybe made inthe
manner provided by § 1.121.

(d) Anapplication may be filed in alanguage other than English.
An English translation of the non—English~language application, a
statement that the translation is accurate, and the fee set forth in
§ 1.17(k) are required to be filed with the application or within such time
as may be set by the Office.

37CFR 1.58.  Chemical and mathematical formulae and
tables.

{a) Thespecification, includingtheclaims, maycontainchemical
and mathematical formulas, but shall not contain drawings or flow
diagrams. The description portion of the specification may contain
tables; claims may contain tables only if necessary to conform to
35 U.S.C. 112 or if otherwise found to be desirable.

(b} [Reserved]

(¢} Chemical and mathematical formulae and tables must be
presentedincompliancewith§ 1.52(a) and (b), exceptihat chemicaland
mathematical formulae or tables may be placed in a fandscape orienta-
tion if they cannot be presented satisfactorily in a portrait orientation.
Typewriiten characters used in such formulae and tables must be chosen
from ablock {(nonscript) type font or lettering style having capital letters
whichare atleast0.21 cm. (0.08 inch) high (e.g, elite type). A space at
least 0.64 ¢m, (1/4 inch) high should be provided between complex
formulae and tables and the text. Tables should have the kines and
columns of data closely spaced to conserve space, consistent with a high
degree of legibility.

37 CER 1.52(b) requires that the pages of the specifi-
cation including claims and abstract must be numbered
consecutively, starting with 1, the numbers being central-
ly located above or preferably, below, the text. The lines
of the specification, and any amendments to the specifi-
cation, must be 1 1/2 or double spaced.

Except for drawings, all application papers (specifica-
tion, including claims, abstract, oath or declaration, and
other papers), and also papers subsequently filed, must
have each page plainly written on only one side of a sheet
of paper. The claim or claims must commence on a sepa-
rate sheet (37 CFR 1.75(h}) and the abstract must com-
mence on a separate sheet (37 CFR 1.72(b)).

Except for drawings, all application papers which are
to become a part of the permanent record of the Patent
and Trademark Office must be on sheets of paper which
arc the same size and are either 21.0 cm. by 29.7 cm.
(DIN size A4) or 21.6 cm. by 27.9 cm. (8 1/2 by 11 inches).
Each sheet must include a top margin of at least 2.0 cm.
(3/4 inch), a left side margin of at least 2.5 cm. (1 inch), a
right side margin of at east 2.0 cm. (3/4 inch), and a bot-
tom margin of at least 2.0 cm. (3/4 inch), and no holes
should be made in the sheets as submitted.
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Applicants must make every effort to file patent ap-

plications in a form that is clear and reproducible. If the
papers are not of the required quality, substitute type-
written or mechanically printed papers of suitable quali-
ty will be required. See 37 CFR 1.125 for filing substitute
typewritten or mechanically printed papers constituting
a substitute specification required by the Office. All pa-
pers which are to become a part of the permanent re-
cords of the Patent and Trademark Office must be legibly
written either by a typewriter or mechanical printer in
permanent dark ink or its equivalent in portrait orienta-
tion on flexible, strong, smooth, nonshiny, durable, and
white paper. Typed, mimeographed, xeroprinted, multi-
graphed or nonsmearing carbon copy forms of reproduc-
tion are acceptable.

Where an application is filed with papers that do not
comply with 37 CFR 1.52(a) or (b), the Office of Initial
Patent Examination will mail a “Notice to File Corrected
Application Papers” (PTC 1660) indicating the deficien-
¢y and setting a time period within which the applicant
must correct the deficiencies to avoid abandonment.
The failure to submit application papers in compliance
with 37 CFR 1.52(a) or (b) does not effect the grant of a
filing date, and original application papers that do not
comply with 37 CFR 1.52(a) or (b} will be retained in the
application file as the original disclosure of the inven-
tion. The PTO will not return papers simply because they
do not comply with 37 CFR 1.52(a) or (b).

Legibility includes ability to be photocopied and pho-
tomicrographed so that suitable reprints can be made
and ability to be electronically reproduced by use
of digital imaging and optical character recognition..
This requires a high contrast, with black lines and a white
background. Gray lines and/or a gray background sharp-
ly reduce photo reproduction quality. Legibility of some
application papers may become impaired due to abra-
sion or aging of the printed material during examination
and ordinary handling of the file. It may be necessary to
require that legible and permanent copies be furnished
at later stages after filing, particularly when preparing
for issue.

Some of the patent application papers received by the
Patent and Trademark Office are copies of the original,
ribbon copy. These are acceptable if, in the opinion of
the Office, they are legible and permanent.

The paper used must have a surface such that amend-
ments may be written thereon in ink. So—called “Easily
Erasable” paper having a special coating so that erasures
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can be made more easily may not provide a “permanent”
copy, 37 CFR 1.52(a). If a light pressure of an ordinary
(pencil) eraser removes the imprint, the examiner should,
as soon as this becomes evident, notify applicant by use
of Form Paragraph 6.32 that it will be necessary for appli-
cant to order a copy of the specification and claims to be
made by the Patent and Trademark Oftice at the appli-
cant’s expense for incorporation in the file. It is not nec-
essary to return this copy to applicant for signature.

1 6.32 Application on Easily Erasable Paper

The application papers are objected to because they are not a
permanent copy as required by 37 CFR 1.52(a), Reference is made to
[1l.

Applicant is required either (1) to submit permanent copies of the
identified parts or (2) to order a photocopy of the above identified parts
tobemade by the Patent and Trademark Office at applicant’s expense for
incorporation in the file. See MPEP § 608.01.

Examiner Note:

Inthe bracket, identify: 1) all of the specification; 2} certain pages of
the specification; 3) particular claim(s); 4) the oath or declaration; 5) etc.

See In re Benson, 1959 C.D. 5, 744 O.G. 353 (Comm’r
Pat. 1959). Reproductions prepared by heat—sensitive,
hectographic, or spirit duplication processes are also not
satisfactory.

The specification is sometimes in such faulty English
that a new specification is necessary, but new specifica-
tions encumber the record and require additional read-
ing, and hence should not be required or accepted unless
it is clear to the examiner that acceptance of a substitute
specification would facilitate processing of the applica-
tion. See 37 CFR 1.125. See also MPEP § 608.01(q).

Form Paragraph 7.29 may be used where the disclo-
sure contains informalities.

4 7.29 Disclosure Objected to, Minor Informalities

The disclosure is objected to because of the following informalities:
{11

Appropiiate correction is required.

Examiner Nete:

Use this paragraph to point out minor informalities such as spelling
errors, inconsistent terminology, numbering of elements, etc,, which
should be corrected, See form paragraphs 6.28 to 6.32 for specific
informalities.

The specification does not require a date.

If a newly filed application obviously fails to disclose
an invention with the clarity required by 35 US.C. 112,
revision of the application should be required. See
MPEP § 702.01.

As the specification is never returned to applicant un-
der any circumstances, the applicant should retain a line
for line copy thereof, each line, preferably, having been
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consecutively numbered on each page. In amending, the
attorney or the applicant requests insertions, cancella-
tions, or alterations, giving the page and the line.

37 CFR 1.52(c) relating to interlineations and other
alterations is strictly enforced. See In re Swanberg,
129 USPQ 364 (Comm’r Pat. 1960).

Form Paragraphs 6.29—6.31 should be used where
appropriate. -

Y 6.29 Specification, Spacing of Lines

The spacing of the lines of the specification is such as to make reading
and entry of amendments difficult. New application papers with lines
double spaced on good guality paper are required.

1 6.30 Numerous Errors in Specification

35U.8.C. 112, first paragraph, requires the specification tobe written
in“full, clear, concise, and exactterms.” The specification is replete with
termswhich are not clear, concise and exact. The specification shouldbe
revised carefully in order to comply with 35 U.S.C. 112, first paragraph.
Examples of some unclear, inexact or verbose terms used in the
specification are: {1].

Y 6.31 Lengthy Specification, Jitmbo Case

The lengthy specification has not been checked to the extent
necessary to determine the presence of all possible minor errors.
Applicant’s cooperation is requested in correcting any errors of which
applicant may become aware in the specification.

Examiner Note:

This paragraph is applicable in so ~called “Jumbo cases” (more than
20 pages, exclusive of claims).

USE OF METRIC‘SYSTEM OF MEASUREMENTS IN
PATENT APPLICATIONS

In order to minimize the necessity in the future for
converting dimensions given in the English system of
measurements to the metric system of measurements
when using printed patents as research and prior art
search documents, all patent applicants should use the
metric (S.1.) units followed by the equivalent English
units when describing their inventions in the specifica-
tions of patent applications.

‘The initials S.I. stand for “Le Systéme International
d’ Unités,” the French name for the International Sys-
tem of Units, a modernized metric system adopted in
1960 by the International General Conference of
Weights and Measures based on precise unif measure-
ments made possible by modern technology.
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FILING OF NON~-ENGLISH LANGUAGE APPLICA-
TIONS

37 CFR 1.52.  Language, Paper, Writing, Margins.

OB R K

(d) . Anapplication maybe filedin a language other than English,
An English translation of the non—English~language application, a
statement that the translation is accurate, and the fee set forth in
§ 1.17(k) are required to be filed with the application or within such time
as may be set by the Office.

The Patent and Trademark Office will accord a filing
date to an application meeting the requiremenis of
35 U.S.C. 111(a), or a provisional application in accor-
dance with 35 U.S.C. 111(b), even though some or all of
the application papers, including the written description
and the claims, is in a language other than English and
hence does not comply with 37 CFR 1.52.

An English translation of the non—English language
papers, a statement that the translation is accurate, the
filing fee, the oath or declaration (if necessary) and fee
set forth in 37 CFR 1.17(k) should either accompany the
application papers or be filed in the Office within the
time set by the Office.

A subsequently filed English translation must contain
the complete identifying data for the application in or-
der to permit prompt association with the papers initially
filed, Accordingly, it is strongly recommended that the
original application papers be accompanied by a cover
letter and a self—addressed return postcard, each con-
taining the following identifying data in English: (a) ap-
plicant’s name(s); (b} title of invention; (¢) number of
pages of specification, claims, and sheets of drawings; (d)
whether oath or declaration was filed and (e) amount
and manner of paying the filing fee.

The translation must be a literal translation and must
be accompanied by a statement that the translation is ac-
curate. The transiation must also be accompanied by a
signed request from the applicant, his or her attorney or
agent, asking that the English translation be used as the
copy for examination purposes in the Office. If the En-
glish translation does not conform to idiomatic English
and United States practice, it should be accompanied by
a preliminary amendment making the necessary changes
without the introduction of new matter prohibited by
35U.8.C. 132, Inthe event the English translation is not
timely filed in the Office, the application will be regarded
as abandoned.

It should be recognized that this practice is intended
for emergency situations to prevent loss of valuable
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rights and should not be routinely used for filing applica-
tions. There are at least two reasons why this should not
be used on a routine basis. First, there are obvious dan-
gers to applicant and the public if he or she fails to obtain
a correct literal translation. Second, the filing of a large
number of applications under the procedure will create
significant administrative burdens on the Office.

ILLUSTRATIONS IN THE SPECIFICATION

Graphical illustrations, diagrammatic views, flow-
charts, and diagrams in the descriptive portion of the
specification do not come within the purview of 37 CEFR
1.58(a), which permits tables and chemical formulas in
the specification in lieu of formal drawings. The examin-
er should object to such descriptive illustrations in the
specification and request formal drawings in accordance
with 37 CFR 1.81 when an application contains graphs in
the specification.

Since the December 7, 1976, issue of patents, all tables
and mathematical equations and clemical formulas, or
portions thereof, have been reproduced for printing by a
computer process developed by the Data Base Contrac-
tor. Those portions of chemical formulas which cannot
be reproduced by the process, such as dotted, curved,
broken and wedge—shaped lines, must be drawn by hand
on the photocomposed page. There are, however, some
chemical structures which cannot be reproduced be-
cause they are either too complex or involve too many
lines which cannot be generated by the computer pro-
cess. The camera copy process, which is used to insert
these types of structures onto the printed patent page, is
both time consuming and costly to the Office. Because of
the reduction factor and failure to comply with the
guidelines set forth in 37 CFR 1.52(a) and 37 CFR
1.58(a) the reproduction of these structures is often
poot.

Therefore, the specification, including any claims,
may contain chemical formuias and mathematical equa-
tions, but should not contain drawings or flow diagrams
or diagrammatic views of chemical structures. The de-
scription portion of the specification may contain tables;
claims may contain tables only if necessary o conform to
3508.C 112,

See MPEP § 601.01(d) for treatment of applications
filed without all pages of the specification.
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608.01(a) Arrangement of Application

37 CFR 1.77.  Arrangement of application elements.
(a) Theelementsofthe application, ifapplicable, shouid appear
in the following order:

(1) Utility Application Transmittal Form.

(2) Fee Transmittal Form.

(3) Title of the invention; or an introductory portion stating
the name, citizenship, and residence of the applicant, and the title of the
invention.

(4) Cross—reference to related applications.

(5) Statement regarding federally sponsored research or
development.

(6) Reference to a “Microfiche appendix.” (See § 1.96 (c)).
The total number of microfiche and total number of frames should be
specified.

(7) Background of the invention.

(8) Brief summary of the invention.

(9) Brief description of the several views of the drawing.

(10) Detailed description of the invention.

{11) Claim or claims.

(12} Abstract of the Disclosure.

(13} Drawings.

{14} Executed oath or declaration.

{15} Sequence Listing (See §§ 1.821 through 1.825).

(b) The elements set forth in paragraphs (a)(3) through (a)(5),
(a)(7) through (a)(12) and (a){15) of this section should appear in upper
case, without underlining or bold iype, as section headings. If no text
follows the section heading, the phrase “Not Applicable” should follow
the section heading.

For design patent specification, see MPEP § 1503.01.

For plant patent specification, see MPEP § 1605.
For reissue patent specification, see MPEP § 1411.

The following order of arrangement of specification
elements is preferable in framing the nonprovisional
specification and, except for the reference to a “Micro-
fiche Appendix”, each of the lettered items should ap-
pear in upper case, without underlining or bold type, as
section headings. If no text follows the section heading,
the phrase “Not Applicable” should follow the section
heading. It is recommended that provisional applica-
tions follow the same general format, although claims
are not required.

(A) Title of the Invention.
(B} Cross—References to Related Applications.
(C) Statement Regarding Federally Sponsored
Research or Development.
(D) Reference to a “Microfiche Appendix.” (See
37 CFR 1.96.)
(E) Background of the Invention.
(1) Field of the Invention.
(2) Description of the related art including
information disclosed under 37 CFR 1.97and 1.98.
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(F) Brief Sumnmary of the Invention.

(G) Brief Description of the Several Views of the
Drawings.

(H) Detailed Description of the Invention.

(I}  Claim or Claims.

(J) Abstract of the Disclosure.

(K} Drawings.

(L) Sequence Listing (See 37 CFR 1.821-1.825).

Applicant (typically a pro se) may be advised of the
proper arrangement by using Form Paragraph 6.01 or
6.02.

1 601 Arrangement of Specification

The following guidelines illustrate the preferred layout and content
for patent applications. These guidelines are suggested for the
applicant’s use,

Arrangement of the Specification

The following order or arrangement is preferred in framing the
specification and, except for the reference to a “Microfiche Appendix”
and the drawings, cach of the lettered items should appear in upper case,
without underling or bold type, assection headings. If no text follows the
section heading, the phrase “Not Applicable” should follow the section
heading:

(a) Title of the Invention,

(b) Cross—Reference to Related Applications.

{¢) Statement Regarding Federally Sponsored Researchor Development.
(d) Reference to a “Microfiche Appendix™ (see 37 CFR 1.96),

(e) Background of the Invention.

1. Field of the Invention,

2. Description of Related Art including information disclosed under
37 CFR 1.97 and 1.98.

(f) Brief Summary of the Invention.

(z) Brief Description of the Several Views of the Drawing(s).

(l} Detailed Description of the Invention.

(i) Claim or Claims (commencing on 2 separate sheet).

(i) Abstract of the Disclosure {commencing on a separate sheet).
{k) Drawings.

(I} Sequence Listing (see 37 CFR 1.821 —1.825).

Examiner Note:
In this paragraph an introductory sentence will be necessary. This
paragtaph is intended primarily for use in pro se applications.

T 6.02 Content of Specification
Content of Specification

(a) Title of the Invention: See 37 CFR 1.72(a). The title of the inven-
tion should be placed at the top of the first page of the specificatiod, It
should be brief but technically accurate and descriptive, preferably from
two to seven words.

(b} Cross—References to Related Applications: See 37 CFR 1.78 and
MPEP § 201 11
() : :

ment: See MPEP § 310

(d} Reference t icrofiche ": See 37 CFR 1.96(c) and
MPEP § 608.05. The total number of m;crof:che and the total number
of frames should be specified.

{e) Backgroundofthe Invention: The specificationshould set forth the
Background of the Invention in two parts:

{1) Field of the Invention: A statement of the field of art towhich the in-
vention pertains. This statement may include a paraphrasing of the ap-
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plicable U.S. patent classification definitions of the subject matter of the
claimed invention. This item may also be titled “Technical Field.”
(2) Pescription of the Related Ast: A description of the related art
knowntothe applicant and including, if applicable, references tospecific
related art and problems involved in the prior art which are solved by the
apphcant’s invention. This item may also be titled “Background Art.”
1 ion: Abriefsummaryor generai state-
ment of the invention as set forth in 37 CFR 1.73. The summary is sepa-
rate and distinet from the abstract and is directed toward the invention
rather than the disclosure as a whole. The summary may point out the
advantages ofthe invention or how itsolves problems previously existent
inthe ptior art (and preferably indicated in the Background of the Inven-
tion). In chemical cases it should point out in general terms the utility of
the invention. Ifpossible, the nature and gist of the invention or the in-
ventive concept should be set forth, Objects of the invention should be
treated briefly and only to the extent that they contribute to an under-
standmg of the mvemson
(2) i : A refer-
ence to and brief description of the drawmg(s) as set forth in 37
CFR 1.74.
{h) Detailed Description of the Invention: A description of the pre-
ferred embodiment(s) of the invention as required in 37 CFR 1.71. The
description should be as short and specific as is necessary to describe the
invention adequately and accurately, Where elements or groups of ele-
ments, compounds, and processes, which are conventional and generally
widely known in the field of the invention described, and their exact na-
ture or type is not necessary for an understanding and use of the inven-
tion by a person skilled in the art, they should not be described in detail.
However, where particularly complicated subject matter is involved or
where the elements, compounds, or processes may not be commonly or
widelyknownin the field, the specificationshould refer to another patent
or readily available publication which adequately describes the subject
matter,
(i) Claim.or Claims: See 37 CFR 1.75 and MPEP § 608.01(m). The
claim or claims must commence on a separate skeet (37 CFR L.52(b)).
Where a claim sets forth a plurality of elements or steps, cach element
orstep of the claim should be separated by aline indentation. There may
be plural indentations to further segregate subcombinations or related
steps. See 37 CFR 1.75.
(i) Abstract of the Disclosure: A brief narrative of the disclosure as a
whole in a single paragraph of 250 words or less commencing on a sepa-
rate sheet following the claims.
(k) Drawings: See 37 CFR 1.81, 1.83—1.85, and MPEP § 608.02.

{8 Sequence Listing: See 37 CFR 1,821-1.825,
Examiner Note;

In this paragraph an introductory sentence will be necessary. This
paragraph is intended primarily for use in pro se applications. See also
“pro se” form paragraphs in Chapter 1700 of the Manual of Patent
Examining Form Paragraphs.

608.01(b) Abstract of the Disclosure

37CFR 1.72  Title and abstract,

LT

{b) Abrief abstract of the technical disclosure in the specifica-
tion must commence on aseparate sheet, preferably following the claims
under the heading “Abstract of the Disclosure.” The purpose of the
abstract is to enable the Patent and Frademark Office and the public
generally to.determine quickiy from a cursory inspection the nature and
gist of the techmical disclosure. The abstract shalf not be used for
interpreting the scope of the claims.

In all applications which lack an abstract, the examin-
er in the first Office action should require the submission
of an abstract directed to the technical disclosure in the
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specification. See Form Paragraph 6,12 (below). Appli-
cants may use either “Abstract” or “Abstract of the Dis-
closure” as a heading.

If the abstract contained in the application does not
comply with the guidelines, the examiner should point
out the defect to the applicant in the first Office action,
or at the earliest point in the prosecution that the defect
is noted, and require compliance with the guidelines.
Since the abstract of the disclosure has been interpreted
to be a part of the specification for the purpose of
compliance with paragraph 1 of 35 US.C. 112 (In re
Armbruster, 512 £2d 676, 67879, 185 USPQ 152, 154
(CCPA 1975)), it would ordinarily be preferable that the
applicant make the necessary changes to the abstract to
bring it into compliance with the guidelines. See Form
Paragraphs 6.13—6.16 (below).

Replies to such actions requiring either a new abstract
or amendment to bring the abstract into compliance with
the guidelines should be treated under 37 CFR 1.111(b)
practice like any other formal matter. Any submission of
a new abstract or amendment to an existing abstract
should be carefully reviewed for introduction of new
matter, 35 U.S.C. 132, MPEP § 608.04.

Upon passing the application to issue, the examiner
should make certain that the abstract is an adequate and
clear statement of the contents of the disclosure and gen-
erally in line with the guidelines. The abstract shall be
changed by the examiner’s amendment in those
instances where deemed necessary. This authority and
responsibility of the examiner shall not be abridged by
the desirability of having the applicant make the neces-
sary corrections. For example, if the application is other-
wise in condition for allowance except that the abstract
does not comply with the guidelines, the examiner gener-
ally should make any necessary revisions by examiner’s
amendment rather than issuing an Ex parte Quayle action
requiring applicant to make the necessary revisions.

Under current practice, in all instances where the
application contains an abstract when sent to issue, the
abstract will be printed on the patent.

GUIDELINES FOR THE PREPARATION OF PATENT
ABSTRACTS

Background

The Rules of Practice in Patent Cases require that
each application for patent include an abstract of the dis-
closure, 37 CFR 1.72(b).

MANUAL OF PATENT EXAMINING PROCEDURE

The content of a patent abstract should be such as to
enable the reader thereof, regardless of his or her degree
of familiarity with patent documents, to ascertain quick-
ly the character of the subject matter covered by the tech-
nical disclosure and should include that which is new in
the art to which the invention pertains,

The abstract is not intended nor designated for
use in interpreting the scope or meaning of the claims,
37 CFR 1.72(b).

Content

A patent abstract is a concise statement of the techni-
cal disclosure of the patent and should include that which
is new in the art to which the invention pertains.

If the patent is of a basic nature, the entire technical
disclosure may be new in the art, and the abstract should
be directed to the entire disclosure.

If the patent is in the nature of an improvement in old
apparatus, process, product, or composition, the ab-
stract should include the technical disclosure of the im-
provement.

In certain patents, particularly those for compounds
and compositions, wherein the process for making and/
or the use thereof are not obvious, the abstract should set
forth a process for making and/ot a use thereof.

If the new technical disclosure involves modifications
or alternatives, the abstract should mention by way of ex-
ample the preferred modification or alternative.

The abstract should not refer to purported merits or
speculative applications of the invention and should not
compare the invention with the prior art.

Where applicable, the abstract should include the fol-
lowing: (1) if a machine or apparatus, its organization
and operation; (2) if an article, its method of making; (3)
if a chemical compound, its identity and use; (4) if a mix-
ture, its ingredients; (5) if a process, the steps. Extensive
mechanical and design details of apparatus should not be
given.

With regard particularly to chemical patents, for com-
pounds or compositions, the general nature of the com-
pound or composition should be given as well as the use
thereof, e.g., “The compounds are of the class of alkyl
benzene sulfonyl ureas, useful as oral anti—diabetics.”
Exemplification of a species could be illustrative of
members of the class, For processes, the type reaction,
reagents and process conditions should be stated, gener-
ally illustrated by a single example unless variations are
necessary.
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Language and Format

The abstract must commence on a separate sheet, pre-
ferably following the clairas, under the heading “Abstract
of the Disclosure.” Form Paragraph 6.16.01 (below) may
be used if the abstract does not commence on a separate
sheet.

The abstract should be in narrative form and generally
limited to a single paragraph within the range of 50 to
250 words. The abstract should not exceed 25 lines of
text. Abstracts exceeding 25 lines of text should be
checked to see that it does not exceed 250 words in length
since the space provided for the abstract on the comput-
er tape by the printer is limited. If the abstract cannot be
placed on the computer tape because of its excessive
length, the application will be returned to the examiner
for preparation of a shorter abstract. The form and legal
phraseology often used in patent claims, such as
“means” and “said”, should be avoided. The abstract
should sufficiently describe the disclosure to assist
readers in deciding whether there is a need for consult-
ing the full patent text for details.

The language should be clear and concise and should
not repeat information given in the title. It should avoid
using phrases which can be implied, such as, “This disclo-
sure concerns,” “The disclosure defined by this inven-
tion,” “This disclosure describes,” etc.

. Responsibility

Preparation of the abstract is the responsibility of the
applicant. Background knowledge of the art and an ap-
preciation of the applicant’s contribution to the art are
most important in the preparation of the absiract. The
review of the abstract for compliance with these guide-
lines, with any necessary editing and revision on allow-
ance of the application, is the responsibility of the ex-
aminer. :

Sample Abstracts

(1) A heart valve which has an annular valve body defining an
orifice and a plurality of struts forming a pair of cages on opposite sides of
the orifice. A spherical closure member is captively held within the cages
and is moved by blood flow between open and closed positions in check
valve fashion. A slight teak or backflow is provided in the closed position
bymaking the orifice slightly larger than the closure member. Blood flow
is maximized in the open position of the valve by providing an inwardly
convex contour on the orifice —defining surfaces of the body. Anannular
rib is formed in a channel around the periphery of the valve body to
anchor a suture ring used to secure the valve within a heart.
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{2} A method for sealing whereby heat is applied to seal,
overlapping closure panels of a folding box made from paperboard
having an extremely thin coating of moisture--proofing thermoplastic
material on opposite surfaces. Heated airis directed at the surfaces tobe
bonded, the temperature of the air at the point of impact on the surfaces
being above the char point of the board. The duration of application of
heat is made so brief, by a corresponding high rate of advance of the
boxes through the air stream, that the coating on the reverse side of the
panelsremainssubstantially non—tacky. Thebondisformedimmediate-
ly after heating within a perfod of time for any one surface pointless than
the total time of exposure to heated air of that point. Under such
conditions the heat applied to soften the thermoplastic coating is
dissipated after completion of the bond by absorption into the board
acting as a heat sink without the need for cooling devices.

(3) Amidesareproducedbyreacting anester ofacarboxylic acid
with an amine, using ascatalystan alkoxide of an atkalimetal. Theesteris
first heated to at least 75 Cunder a pressure of no more than 500 mm., of
mercury to remove moisture and acid gases which would prevent the
reaction, and then converted to an amide without heating to initiate the
reaction.

Y% 612 Abstract Missing (Background)

This application does not contain an abstract of the disclosure as
required by 37 CFR 1.72(b). Anabstract onaseparate sheet isrequired.

Examiner Note:
For pro se applicant, consider form paragraphs 6.14 to 6.16.

1 6.13 Abstract Objected To: Minor Informalities

The abstract of the disclosure is objected to because [1]. Correction
is required. See MPEP § 608.01(b).

Examiner Note:

" Inbracket 1, indicate the informalities that should be corrected, Use
this paragraph for minor informalities such as the inclusion of legal
phraseclogy, undue fength, ete,

T 6.14 Abstract of the Disclosure: Content

Applicant is reminded of the proper content of an abstract of the
disclosure.

A patent abstract is a concise statement of the technical disclosure of
the patent and should include that which is new in the art to which the
invention pertains. I the patentis of a basic nature, the entire technical
disclosure may be new in the art, and the abstract should be directed to
the entire disclosure. If the patent is in the nature of an improvement in
ant old apparatus, process, product, or composition, the abstract should
include the technical disclosure of the improvement. In certain patents,
particularly those for compounds and compositions, wherein the process
formaking and/or the use thereof ave not obvious, the abstractshould set
forth a process for making and/or use thereof. If the new technical
disclosure involves modifications or alternatives, the abstract should
mention by way of example the preferred modification or alternative.

The abstract should not refer to purported merits or speculative
applications of the invention and should not compare the invention with
the prior art.

Where applicable, the abstract should include the following:

(1} if a machine or apparatus, its organization and operation;
(2) if an article, its method of making;

(3) if a chemical compound, its identity and use;

(4) i a mixture, its ingredients;

(5) if a process, the steps.

Extensive mechanical and design details of an apparatus should not
be included in the abstract.
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Examiner Note:
See form paragraph 6.16.

1 615 Abstract of the Disclosure: Chemical Cases

Applicant is reminded of the proper content of an abstract of the
disclosure,

In chemical patent abstracts for compounds or compositions, the
general nature of the compound or composition should be given aswell
asits use, e.g., “The compounds are of the class of alkyl benzene sulfonyl
ureas, useful as oral anti—diabetics.” Exemplification of aspecies could
be iflustrative of members of the class. For processes, the type reaction,
reagenisand process conditionsshould be stated, generallyillustrated by
a single example unless variations are necéssary.

Complete revision of the content of the abstract is required on a
separate sheet.

T 6.16 Abstract of the Disclosure: Language

Applicant is reminded of the proper language and format for an
abstract of the disclosure. .

The abstract should be in narrative form and generally limited to a
single paragraph on a separate sheet within the range of 50to 250 words.
It is important that the abstract not exceed 250 words in length since the
space provided for the abstract on the computer tape used by the printer
is limited. The form and legal phraseology often used in patent claims,
such as “means” and “said,” should be avoided. The abstract should
describe the disclosure sufficiently to assist readers in deciding whether
there is a need for consulting the full patent text for details.

The language should be clear and concise and should not repeat
information given in the title, ¥t should avoid using phraseswhichcanbe
implied, such as, “Yhe disclosure concerns,” “The disclosure defined by
this invention,” “The disclosure describes,” etc.

Exansiner Note:
See also form paragraph 6.14.

T 6.16.01 Absiract of the Disclosure: Placement

The abstractofthe disclosure doesnot commence on a separate sheet
inaccordance with 37 CFR 1.52(b)(1). A new abstractof the disclosureis
required and mustbe presented on aseparate sheet, apartfromany other
text.

Examiner Note;

This paragraph should only be used for applications filed on or after
September 23, 1596,

608.01(c) Background of the Invention

The Background of the Invention ordinarily com-
prises two parts:

(1) Field of the Invention: A statement of the field
of art to which the invention pertains. This statement
may include a paraphrasing of the applicable U.S. patent
classification definitions. The statement should be
directed to the subject matter of the claimed invention.

(2) Description of the related art including infor-
mation disclosed under 37 CFR 1.97 and 37 CFR 1.98: A
paragraph(s) describing to the extent practical the state
of the prior art or other information disclosed known to
the applicant, including references to specific prior art or
other information where appropriate. Where applica-
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ble, the problems involved in the prior art or other
information disclosed which are solved by the applicant’s
invention should be indicated. See also MPEP
§ 608.01(a), § 608.01(p) and § 707.05(b).

608.01(d) Brief Summary of Invention.

37 CER 1.73.  Summary of the invention.

Abrief summary of the invention indicating its nature and substance,
which may include a statement of the object of the invention, should
precede the detailed description. Such summary should, when set forth,
be commensurate with the invention as claimed and any object recited
should be that of the invention as claimed.

Since the purpose of the brief summary of invention is
to apprise the public, and more especially those inter-
ested in the particular art to which the invention relates,
of the nature of the invention, the summary should be di-
rected to the specific invention being claimed, in contra-
distinction to mere generalities which would be equally
applicable to numerous preceding patents. That is, the
subject matter of the invention should be described in
one or more clear, concise sentences or paragraphs. Ster-
eotyped general statements that would fit one case as
well as another serve no useful purpose and may well be
required to be canceled as surplusage, and, in the ab-
sence of any illuminating statement, replaced by state-
ments that are directly on point as applicable exclusively
to the case at hand. :

The brief summary, if properly written to set out the
exact nature, operation, and purpose of the invention,
will be of material assistance in aiding ready understand-
ing of the patent in future searches. The brief summary
should be more than a mere statement of the objects of
the invention, which statement is also permissible under
37 CFR 1.73.

The brief summary of invention should be consistent
with the subject matter of the claims. Note final review of
application and preparation for issue, MPEP § 1302.

608.01(e) Reservation Clauses Not Permitted

37 CFR 1.79.  Reservation clauses not permitted,

A reservation for a future application of subject matter disclosed
but not claimed in a pending application will not be permitted in the
pending application, but an application disclosing unclaimed subject
matter may contain a reference to a later filed application of the same
applicant or owned by a common assignee disclosing and claiming that
subject matter, '
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608.01(f) Brief Description of Drawings

37 CFR 1.74.  Reference to drawings.

When there are drawings, there shall be a brief description of the
several views of the drawings and the detailed description of the
invention shall refer to the different views by specifying the numbers of
the figures, and to the different parts by use of reference letters or
numerals (preferably the latter).

The Office of Initial Patent Examination (OIPE) will
review the specification, including the brief description,
to determine whether all of the figures of drawings de-
scribed in the specification are present. If the specifica-
tion describes a figure which is not present in the draw-
ings, the application will be treated as an application
filed without all figures of drawings in accordance with
MPEP § 601.01(g), unless the application lacks any
drawings, in which case the application will be treated as
an application filed without drawings in accordance with
MPEP § 601.01(f).

The examiner should see to it that the figures are cor-
rectly described in the brief description of the drawing,
that all section lines used are referred to, and that all
needed section lines are used.

The specification must contain or be amended to con-
tain proper reference to the existence of drawings exe-
cuted in color as required by 37 CFR 1.84.

37 CFR 1.84.  Standards for drawings.
(a) Drawings. Therearetwoacceptablecategories forpresenting
drawings in utility patent applications:

(1) Black ink. Black and white drawings are normally re-
quired. India ink, or its equivalent that secures solid black lines, must be
used for drawings, or

(2) Color. On rare oceasions, color drawings may be neces-
sary as the only practical medium by which to disclose the subject matter
soughttobe patented in a utility patent application or the subject matter
of a statutory invention registration. The Patent and Trademark Office
will accept color drawings in utility patent applications and statutory
invention registrations only after granting a petition filed under this
paragraph explaining why the color drawings are necessary. Any such
petition must include the following:

(i) The fee set forth in § L.E7(i);

(i} Three (3) sets of color drawings; and

(iii) Thespecificationmustcontainthe followinglanguage
as the first paragraph in that portion of the specification relating to the
brief description of the drawing:

The file of this patent contains at least one drawing execut-
ed in color. Copies of this patent with color drawing(s) will be
provided by the Patent and Trademark Office upon request and
payment of the necessary fee.

H the language is not in the specification, a proposed amendment to
insert the language must accompany the petition.

608.01(g)
608.01(g) Detailed Description of Invention

A detailed description of the invention and drawings
follows the general statement of invention and brief de-
scription of the drawings. This detailed description, re-
quired by 37 CFR 1.71, MPEP § 608.01, must be in such
particularity as to enable any person skilled in the perti-
nent art or science to make and use the invention without
involving extensive experimentation. An applicant is or-
dinarily permitted to use his or her own terminology, as
long as it can be understood. Necessary grammatical
corrections, however, should be required by the examin-
er, but it must be remembered that an examination is not
made for the purpose of securing grammatical perfec-
tion, ‘

The reference characters must be properly applied, no

single reference character being used for two different

parts or for a given part and a modification of such part.
In the latter case, the reference character, applied to the
given part, with a prime affised may advantageously be
applied to the modification. Every feature specified in
the claims must be illustrated, but there should be no su-
perfluous illustrations,

The description is a dictionary for the claims and
should provide clear support or antecedent basis for all
terms used in the claims. See 37 CFR 1.75, MPEP
§ 608.01(i), § 608.01(0), and § 1302.01.

For completeness, see MPEP § 608.01(p).

USE OF SYMBOL “Phi” IN PATENT APPLICATION

The Greck letter “Phi™ has long been used as a symbol
in equations in all technical disciplines. It further has
special uses which include the indication of an electrical
phase or clocking signal as well as an angular measure-
ment. The recogaized symbols for the upper and lower
case Greek Phi characters, however, do not appear on
most typewriters. This apparently has led to the use of a
symbol composed by first striking a zero key and then
backspacing and striking the “cancel” or “slash” key to
result in an approximation of accepted symbols for the
Greek character Phi. In other instances, the symbol is
composed using the upper or lower case letter “O” with
the “cancel” or “slash” superimposed thereon by back-
spacing, or it is simply handwritten in a variety of styles.
These expedients result in confusion because of the vari-
ety of type sizes and styles available on modern type-
writers,
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In recent years, the growth of data processing has seen
the increasing use of this symbol (“0”) as the standard
representation of zero. The “slashed” or “canceled”
zero is used to indicate zero and avoid confusion with
the upper case letter “O” in both texit and drawings.

Thus, when the symbol “@” in one of its many varia-
tions, as discussed above, appears in patent applications
being prepared for printing, confusion as to the intended
meaning of the symbol arises, Those (such as examiners,
attorneys, and applicants) working in the axt can usually
determine the intended meaning of this symbol because
of their knowledge of the subject matter involved, but
editors preparing these applications for printing have no
such specialized knowledge and confusion arises as to
which symbol to print. The result, at the very least, is
delay until the intended meaning of the symbol can be as-
certained.

Since the Office does not have the resources to con-
duct a technical editorial review of each application be-
fore printing, and in order to eliminate the problem of
printing delays associated with the usage of these sym-
bols, any question about the intended symbol will be re-
solved by the editorial staff of the Office of Patent Publi-
cation by printing the symbol @ whenever that symbol is
used by the applicant. Any Certitficate of Correction ne-
cessitated by the above practice will be at the patentee’s
expense (37 CFR  1.323) because the intended symbol
was not accurately presented by the Greek upper or low-
er case Phi letters (#,¢) in the patent application.

608.01(h) Mode of Operation of Invention

The best mode contemplated by the inventor of car-
rying out his or her invention must be set forth in the
description. See 35 U.S.C. 112. There is no statutory
requirement for the disclosure of a specific example. A
patent specification is not intended nor required to be
a production specification. Spectra—Physics, Inc. v
Coherent, Inc., 827 E2d 1524, 1536, 3 USPQ2d 1737,
1745 (Fed. Cir. 1987); In re Gay, 309 FE2d 768,
135 USPQ 311 (CCPA 1962). The absence of a specific
working example is not necessarily evidence that the
best mode has not been disclosed, nor is the presence
of one evidence that it has. In re Honn, 364 F2d 454,
150 USPQ 652 (CCPA 1966). In determining the ade-
quacy of a best mode disclosure, only evidence of con-
cealment (accidental or intentional) is to be consid-
ered. That evidence must tend to show that the quality
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of an applicant’s best mode disclosure is so poor as to
effectively result it concealment. Spectra—Physics,
Inc. v. Coherent, Inc., 827 FE2d 1524, 1536, 3 USPQ2d
1737, 1745 (Fed. Cir. 1987); In re Sherwood,
613 E2d 809, 204 USPQ 537 (CCPA. 1980).

The question of whether an inventor has or has not
disclosed what he or she feels is his or her best mode is a
question separate and distinct from the guestion of suffi-
ciency of the disclosure. Spectra—Physics, Inc. v. Co-
herent, Inc., 827 F.2d 1524, 1532, 3 USPQ2d 1737, 1742
(Fed. Cir. 1987); In re Glass, 492 F2d 1228, 181 USPQ 31
(CCPA 1974); In re Gay, 309 F2d 708, 135 USPQ 311
(CCPA 1962). See 35 U.S.C. 112 and 37 CFR 1.71(b).

If the best mode contemplated by the inventor at the
time of filing the application s not disclosed, such defect
cannot be cured by submitting an amendment seeking to
put into the specification something required to be there
when the application was originally filed. In re Hay,
534 F2d 917, 189 USPQ 790 (CCPA 1976). Any pro-
posed amendment of this type should be treated as new
matter.

Patents have been held invalid in cases where the pat-
entee did not disclose the best mode known to him. See
Chemcast Corp. v. Arco Indus. Corp,, 913 F2d 923. 16
USPQ2d 1033 (Fed. Cir. 1990); Dana Corp. v. IPC Ltd.
Partnership, 860 F2d 415, 8 USPQ2d 1692 (Fed. Cir.
1988); Spectra—Physics, Inc. v. Coherent, Inc., 821 F2d
1524, 3 USPQ2d 1737 (Fed. Cir. 1987).

For completeness, see MPEP § 608.01(p) and § 2165
to § 2165.04,

608.01(1)

37 CFR 1.75. Claims

(a} The specification must conclude with a claim particularly
pointing out and distinctly claiming the subject matter which the
applicant regards as his invention or discovery,

(b) More than one claim may be presented provided they differ
substantially from each other and are not unduly multiplied.

{¢) One or more claims may be presented in dependent form,
referring back to and fyrther limiting another claim or claims in the
same application. Any dependent claim which refers to more than one
otherclaim (“multiple dependentclaim™ } shall refer tosuch otherclaims
in the alternative only. A multiple dependent claim shall not serve as
a basis for any other multiple dependent claim, For fee calculation
purposes under § 1.16, a multiple dependent claim will be considered
tobe that number of claims towhich direct reference is made therein. For
fee calculation purposes, also, any claim depending from a multiple
dependent claimwili be considered to be that number of claims to which
direct reference is made in that multiple dependent claim. In addition
to the other filing fees, any original application which is filed with, or is
amended to include, multiple dependent claims must have paid therein
the fee set forth in § 1.16(d). Claims in dependent form shall be

Claims
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construed to include all the limitations of the claim incorporated by
reference into the dependent claim. A multiple dependent claim shal
be construed to incorporate by reference all the limitations of each of
the particular claims in relation to which it is being considered.

{d}(1} The claim or claims must conform to the invention as set
forth in the remainder of the specification and the terms and phrases
used in the claims must find clear support or antecedent basis in the
description so that the meaning of the terms in the claims may be
ascertainable by reference to the description (See § 1.58(a).)

{2) See§§1.141t01.146 astoclaiming different inventions in
one application.

(e) Where the nature of the case admits, as in the case of an
improvement, any independent claim should contain in the following
order, {1) a preamble comprising a general description of ail the
elements or steps of the claimed combination which are conventional or
known, (2) a phrase such as “wherein the improvement comprises,” and
(3) those elements, steps and/or relationships which constitute that
_ portion of the claimed combination which the applicant considers as the
new or improved portion.

(f) 1fthere are several claims, they shall be numbered consecu-
tively in Arabic numerals.

(g} The least restrictive claim should be presented as claim
number 1, and all dependent claims should be grouped together with the
claim or claims to which they refer to the extent practicable.

(h) The claim or claims must commence on a separate sheet.

(i) Whereaclaimsetsforth a plurality of elements or steps, each
element or step of the claim should be separated by a line indentation.

For numbering of claims, see MPEP § 608.01(j).
For form of claims, see MPEP § 608.01(m).

For dependent claims, sce MPEP § 608.01(n).
For examination of claims, see MPEP § 706.
For claims in excess of fee, see MPEP § 714.10.

608.01(j) Numbering of Claims

37 CFR 1.126.  Numbering of claims.

The original munbering of the claims must be preserved throughout
the prosecution. When claims are canceled the remaining claims must
notbe renumbered. When claims are added, they must be numbered by
theapplicant consecutivelybeginningwith the number next following the
highest numbered claim previously presented (whether entered or not).
When the application is ready for aliowance, the examiner, if necessary,
will renumber the claims consecutively in the order inwhich they appear
or in such order as may have been requested by applicant.

In a single claim case, the claim is not numbered.
Form Paragraph 6.17 may be used to notify applicant.

T 6.17 Numbering of Claims, 37 CER 1.126

The numbering of clatims is not accordance with 37 CFR 1.126, which
requires the original numbering of the claims tobe preserved throughout
the prosecution. When claims are canceled, the remaining claims must
not be renumbered. When new claims are presented, they must be
numbered consecutively beginning with the number next following the
highestnumbered claims previously presented (whetherentered or not).

Misnumbered claim[1] been renumbered [2].

Examiner Note:
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1. Inbracketl,insertappropriate claimnumber(s) and — —has——or
~~ have ~—., ~

2. Inbracket 2, insert correct claim number(s) and —~ —, respectively
- — if more than one claim is involved.

608.01 (k) Statutory Requirement of Claims

35 U.S.C. 112 requires that the applicant shall particu-
larly point out and distinctly claim the subject matter
which he or she regards as his or her invention. The por-
tion of the application in which he or she does this forms
the claim or claims. This is an important part of the ap-
plication, as it is the definition of that for which protec-
tion is granted.

608.01(1) Original Claims

In establishing a disclosure, applicant may rely not
only on the description and drawing as filed but also on
the original claims if their content justifies it.

Where subject maiter not shown in the drawing or de-
scribed in the description is claimed in the case as filed,
and such original claim itself constitutes a clear disclo-
sure of this subject maitter, then the claim should be
treated on its merits, and requirement made to amend
the drawing and description to show this subject matter.
The claim should not be attacked either by objection or
rejection because this subject matter is lacking in the
drawing and description. It is the drawing and descrip-
tion that are defective, not the claim,

It is, of course, to be understood that this disclosure in
the claim must be sufficiently specific and detailed to
support the necessary amendment of the drawing and
description. ‘

608.01(m) Form of Claims

The claim or claims must commence on a separate
sheet and should appear after the detailed description of
the invention. While there is no set statutory form for
claims, the present Office practice is to insist thaf each
claim must be the object of a sentence starting with “I (or
we) claim”, “The invention claimed is” (or the equiva-
lent). If, at the time of allowance, the guoted terminolo-
gy is not present, it is inserted by the clerk. Each claim
begins with a capital letter and ends with a period. Peri-
ods may not be used elsewhere in the claims except for
abbreviations. See Fressola v. Manbeck, 36 USPQ2d 1211
(D.D.C. 1995). Where a claim sets forth a plurality of
elements or steps, each element or step of the claim
should be separated by a line indentation, 37 CFR
L.75(1).
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There may be plural indentations to further segregate
subcombinations or related steps. In general, the printed
patent copies will follow the format used but printing
difficulties or expense may prevent the duplication of
unduly complex claim formats.

Reference characters corresponding to elements re-
cited in the detailed description and the drawings may be
used in conjunction with the recitation of the same ¢le-
ment or group of elements in the claims. The reference
characters, however, should be enclosed within paren-
theses so as to avoid confusion with other numbers or
characters which may appear in the claims. The use of
reference characters is to be considered as having no ef-
fect on the scope of the claims. ‘

Many of the difficulties encountered in the prosecu-
tion of patent applications after final rejection may be
alleviated if each applicant includes, at the time of filing
or no later than the first reply, claims varying from the
broadest to which he or she believes he or she is entitled
to the most detailed that he or she is willing to
accept.

Claims should preferably be arranged in order of
scope so that the first claim presented is the least
restrictive. All dependent claims should be grouped to-
gether with the claim or claims to which they refer to the
extent practicabie. Where separate species are claimed,
the claims of like species should be grouped together
where possible. Similarly, product and process claims
should be separately grouped. Such arrangements are
for the purpose of facilitating classification and ex-
amination.

‘The form of claim required in 37 CFR 1.75(¢) is par-
ticularly adapted for the description of improvement—
type inventions. It is to be considered a combination
claim. The preamble of this form of claim is considered
to positively and clearly include all the elements or steps
recited therein as a part of the claimed combination.

For rejections not based on prior art, see MPEP
§ 706.03.

The following form paragraphs may be used to object
to the form of the claims.

MANUAL OF PATENT EXAMINING PROCEDURE

1 6.18.0] Claims: Placement

Theclaimsin this application donot commence on a separate sheet in
accordance with 37 CFR 1.52(b){1). Appropriate correction is required
in response to this action,

Examiner Neofe:

This paragraph should only be used for applications filed on or after
September 23, 1996.

4 7.29.01 Claims Objected to, Minor Informalities
Claim[1] objected to because of the following informalities: {2].
Appropriate correction is required.

Examiner Note:

1. Use this form paragraph to point out minor informalities such as
spelling errors, inconsistent terminology, etc., which should be cor-
rected.

2. Hthe informalities render the claim(s) indefinite, use form para-
graph 7.34.01 instead to reject the claim(s) under 35 U.S.C. 112, second
paragraph.

9 7.29.02 Claims Objected to, Reference Characters Not En-
closed Within Parentheses

The claims are objected to because they include reference characters
which are not enclosed within parentheses.

Reference characters corresponding to elements recited in the
detailed description of the drawings and used in conjunction with the
recitation of the same element or group of elements in the claims shouid
be enclosed within parentheses so as to avoid confusion with other

numbers or characters which may appear in the claims. See MPEP
§ 608.01(m).

Examiner Note:
1. Use of this paragraph is optional. You may instead choose to cor-
rect the error yourself at time of allowance by informal examiner’s
amendment,
2. Ifthelack of parentheses renders the claim(s) indefinite, use form
paragraph 7.34.01 instead to reject the claim(s) under 35 U.8.C. 112, sec-
ond paragraph.
% 7.29.03 Claims Objected to, Spacing of Lines

The claims are objected to because the lines are crowded too closely
together, making reading and entry of amendments difficult, Substitute
claims with lines one and one—half or double spaced on good quality
paper are required. See 37 CFR 1.52(b}.

Amendments to the claims must be in compliance with
37 CFR 1.121(a)}(2). Form paragraphs 6.33 and 6.34 may
be used to inform applicant of nonentry of amendments
to the claims.

1 633 Amendment to the Claims, Addition of More Than 5
Words, 37 CFR 1.121

The reply filed on [17 is not fully responsive to the prior Office action
and the amendment to the claims has not been entered, because the

amendment requests the addition of more than five words in at least one
claim. See 37 CFR 1.121{a)(2){i} below:

(i} Instructions for insertions and deletions: A claim may be
amended by specifying only the exact matter to be deleted or
inserted by an amendment and the precise point where the
deletion or insertion is to be made, where the changes are
limited to:

(A) Deletions and/or

{B) The addition of no more than five (5) words in any one
claim; or
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The a_m_endfnent to the claims should be made in accordance with
37 CFR 1.121{a){2)(ii) which states:

(i) Claim cancellation or rewriting: A claim may be amended
by directions to cancel the claim or by rewriting such claim with
undeslining below the matter added and brackets around the
matter deleted. The rewriting of a claim in this form will be
construed as directing the deletion of the previous version of
thatclaim. If apreviously rewritten claim is again rewritten, un-
derlining and bracketing will be applied relative to the previous
version of the claim, with the parenthetical expression “twice
amended,” “three times amended,” gtc,, following the original
claim number. The original claim number followed by that par-
enthetical expression must be used for the rewritten claim. No
intcr!i’neationsordeletionsofanyprioramendmentmayappear
inthe currentlysubmitted version of the claim. A claimcanceled
by amendment {not deleted and rewrilten) can be reinstated
only by a subsequent amendment presenting the claim as a new
¢laim with a new claim number. '

Since the above—mentioned reply appears to be bona fide, applicant
is given TIME PERIQD of ONE (1) MONTH or THIRTY (30) DAYS
from the mailing date of this notice, whichever is longer, within which to
sapply an amendment in compliance with 37 CFR 1.121 in order to avoid
abandonment. EXTENSIONS OF THIS TIME PERIOD MAY BE
GRANTED UNDER 37 CFR 1.136(2)

Examiner Note:
1. Inbracket 1, insert the filing date of the reply.

Y 6.34 Amendment of the Claims, Underlining or Brackets
Used and Intended To Be Printed in Patent

The amended claims of this application contain underlining or
brackets that are apparently intended to appear in the printed patent or
are properly part of the claimed material. The brackets or underlining as
used by the applicant are not intended to indicate amendments or
changes in the claims as provided in 37 CFR 1.121(a)(2)(ii).

Since underlining and brackets are normally used to indicate
insertionsanddeletions, itis confusing to use the same in instanceswhere
the applicant desires to have the underlining and brackets appear in the
published patent. If underlining or brackets are intended to appear as
part of the printed patent claim, such claim should be presented in
unamended form asanewclaim, i.e., without thedesignation (amended),
{twice amended), etc. as required by 37 CER 1.121(a)(1)(B).

. Since the above ~mentioned reply appears to be bora fide, applicant
is given TIME PERIOD of ONE (1) MONTH or THIRTY (30} DAYS
from the date of this notice, whichever is longer, within which to supply a
proper amendment in compliance with 37 CFR 1.121 in order to avoid
abandonment. EXTENSIONS OF THIS TIME PERIOD MAY BE
GRANTED UNDER 37 CFR 1.136(a).

Examiner Note:

Underlining and/or bracketing may be permitted: (a) where it is clear
that the underlining and/or bracketing is intended to be part of the elaim
and (b) when the underlining and bracketing indicates changes. For
example, in situations where H is intended to indicate heavy hydrogen
and applicant makes it clear that it is intended that the underlining
should be part of the claim, the examiner would not use the above form
paragraph.
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608.01(n) Dependent Claims

L. MULTIFLE DEPENDENT CLAIMS

37 CFR 1.75. Claim(s).

Heike e

(¢) One or more claims may be presented in dependent form,
referring back to and further Bmiting another claim or claimsin the same
application. Any dependent claim which refers to more than one other
claim (“multiple dependent claim”}shall referto such otherclaims in the
alternative only. A multiple dependent claim shall not serve as a basis for
any other multiple dependent claim. For fee caleulation purposes under
§ 1,16, amultiple dependent claim will be considered to be that number
of claims to which direct reference is made therein. For fee calculation
purposes, also, any claimdepending from a multiple dependent claim will
be considered to be that number of claims to which direct reference is
made in that multiple dependent claim. In addition to the other filing
fees, any original applicationwhich is filed with, orisamended toinclude,
multiple dependent claims must have paid therein the fee set forth in
§ 1.16(d). Claims in dependent form shall be construed to include all the
limitations of the claim incorporated by reference into the dependent
claim. A multiple dependent claim shall be construed to incorporate by
reference all the limitations of each of the particular claims in relation to
which it is being considered.

EhhR R

Generally, a multiple dependent claim is a dependent
claim which refers back in the alternative to more than
one preceding independent or dependent claim.

The second paragraph of 35 U.S.C. 112 has been re-
vised in view of the multiple dependent claim practice
introduced by the Patent Cooperation Treaty. Thus
35 U.S.C. 112 authorizes multiple dependent claims in
applications filed on and after January 24, 1978, as long
as they are in the alternative form (e.g., “A machine ac-
cording to claims 3 or 4, further comprising ——— ). Cu-
mulative claiming (e.g., “A machine according to claims 3
and 4, further comprising ———"} is not permitted. A
multiple dependent claim may refer in the alternative to
only one set of claims. A claim such as “A device as in
claims 1, 2, 3, or 4, made by a process of claims
5,6,7, or 8 is improper. 35 U.S.C. 112 allows reference
to only a particular claim. Furthermore, a multiple de-
pendent claim may not serve as a basis for any other mul-
tiple dependent claim, either directly or indirectly.
These limitations help to avoid undue confusion in de-
termining how many prior claims are actually referred to
in a multiple dependent claim.

A multiple dependent claim which depends from
another multiple dependent claim should be objected to
by using Form Paragraph 7.45,
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9 745 Improper Multiple Dependent Claims

Claim{1] objected to under 37 CFR 1.75(c) as being in improper
form because a multiple dependent claim [2]. See MPEP § 608.01(n).
Accordingly, the claim[3} not been further treated on the merits.

Examiner Note:
1. Inbracket2, insert ~-should refer to other claims in the alterna-
tive only— -, and/or, — ~cannot depend from any other multiple depen-
dent claim——.
2. Use this paragraph rather than 35 U.S.C, 112, fifth paragraph.
3. Inbracket 3, insest ——has—~ or ——s have——,

Assume each claim example given below is from a dif-

ferent application.,
A.  Acceptable Multiple Dependent Claim Wording

Claim 5. A gadget according to claims 3 or 4, further
comprising —=—

Claim 5. A gadget as in any one of the preceding
claims, in which ———

Claim 3. A gadget as in either claim 1 or claim 2, fur-
ther comprising ———

Claim 4. A gadget as in claim 2 or 3, further compri-
sing ———

Claim 16. A gadget as in claims 1, 7, 12, or 15, further
comprising ———

Claim 3. A gadget as in any of the preceding claims, in
which —~——

Claim 8. A gadget as in one of claims 4-7, in
which - - —

Claim 5. A gadget as in any preceding claim, in
which ———

Claim 10. A gadget as in any of claims 1—3 or 79, in
which - = —

Claim 11. A gadget as in any one of claims 1,2, or 7—10
inclusive, in which ———

B.  Unacceptable Multiple Dependent Claim Wording

1. Claim Dees Not Refer Back in the Altermative
Only

Claim 5. A gadget according to claim 3 and 4, further
comprising —~——

Claim 9. A gadget according to claims 1-3, in
which == - —

Claim 9. A gadget as in claims 1 or 2 and 7 or §,
which ———

Clajim 6. A gadget as in the preceding claims in
which ———

Claim 6. A gadget as in claims 1, 2, 3, 4 and/or 3, in
which —— -

MANUAL OF PATENT EXAMINING PROCEDURE

Claim 10. A gadget as in claims 1-3 or 7-9, in
which ———

2. Claim Does Not Refer to a Preceding Claim

Claim 3. A gadget as in any of the following claims, in
which ——— '

Claim 5. A gadget as in either claim 6 or claim 8, in
which ———

3. Reference to Two Sets of Claims to Different Fea-
tures

Claim 9. A gadget as in claim 1 or 4 made by the pro-
cess of claims 5, 6, 7, or 8, in which ———

4. Reference Back to Another Muliiple Dependernt
Claim

Claim 8. A gadget as in claim 5 (claim 5 is a multiple
dependent claim) or claim 7, in which ———

35 U.8.C. 112 indicates that the limitations or ele-
ments of each claim incorporated by reference into a
multiple dependent claim must be considered separate-
ly. Thus, a multiple dependent claim, as such, does not
contain all the limitations of ail the alternative claims to
which it refers, but rather contains in any one embodi-
ment only those limitations of the particular claim re-
ferred to for the embodiment under consideration.
Hence, a multiple dependent claim must be considered
in the same manner as a plurality of single dependent
claims.

C.  Restriction Practice

For restriction purposes, each embodiment of a multi-
ple dependent claim is considered in the same manner as
a single dependent claim. Therefore, restriction may be
required between the embodiments of a multiple depen-
dent claim, Also, some embodiments of a multiple de-
pendent claim may be held withdrawn while other em-
bodiments are considered on their merits.

D.  Handling of Multiple Dependent Claims by the Office
of Initial Patent Examination

The Office of Initial Patent Examination (OIPE) is re-
sponsible for verifying whether multiple dependent
claims filed with the application are in proper alternative
form, that they depend only upon prior independent or
single dependent claims and also for calculating the
amount of the filing fee. A new form, PTO—1360, has
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been designed to be used in conjunction with the current
fee calculation form PTC~—875.

E.  Hendling of Multiple Dependent Claims by the Fx-
amining Group Technical Support Staff

The examining group technical support staff is re-
sponsible for verifying compliance with the statute and
rules of multiple dependent claims added by amendment
and for calculating the amount of any additional fees re-
quired. This calculation should be performed on form
PTO~1369.

There is no need for an examining group technical sup-
port staff to check the accuracy of the initial filing fee since
this has already been verified by the Office of Initial Patent
Examination when granting the filing date.

If a multiple dependent claim (or claims) is added in
an amendment without the proper fee, either by adding
references to prior claims or by adding a new multiple
dependent claim, the amendment should not be entered
until the fee has been received. In view of the require-
ments for multiple dependent claims, no amendment
containing new claims or changing the dependency of
claims should be entered before checking whether the
paid fees cover the costs of the amended claims. The ap-
plicant, or his or her attorney or agent, should be con-
tacted to pay the additional fec. Where a letter is written
in an insufficient fee situation, a copy of the multiple de-
pendent claim fee calculation, form PTO—1360, should
be included for applicant’s information.

If an application filed prior to October 1, 1982, is
amended on or after October 1, 1982, to include a proper
multiple dependent claim for the first time, the fee set
forth in § 1.16(d) must be paid.

If such an application contained a proper multiple de-
pendent claim prior to October 1, 1982, the fee set forth
in § 1.16(d) does not apply.

Where the examining group techaical support staff
notes that the reference to the prior claims is improper in
an added or amended multiple dependent claim, a nota-
tion should be made in the left margin next to the claim
itself and the number 1, which is inserted in the “Dep.
Claim” colurn of that amendment on form PTO-1360,
should be circled in order to call this matter to the ex-
aminer’s attention.

608.01(n) -

F.  Handling of Multiple Dependent Claims by the Ex-
aminer

Public Law 94131, the implementing legislation for
the Patent Cooperation Treaty amended 35 U.S.C. 112
to state that “a claim in dependent form shall contain a
reference to a claim previously set forth.”  The require-
ment to refer to a previous claim had existed only in
37 CFR 1.75(c) before.

The following procedures are to be followed by ex-
aminers when faced with claims which refer to numeri-
cally succeeding claims:

If any series of dependent claims contains a claim with
an improper reference to a numerically following claim
which cannot be understood, the claim referring to a fol-
lowing claim should normally be objected to and not
treated on the merits.

However, in situations where a claim refers to a nu-
merically following claim and the dependency is clear,
both as presented and as it will be renumbered at issue,
all claims should be examined on the merits and no
objection as to form need be made. In such cases, the ex-
aminer will renumber the claims into proper order at the
time the application is allowed. (See Example B, below.)

Any unusual problems should be brought to the super-
visor’s attention.

Example A

(Claims 4 and 6 should be objecied to as not being un-
derstood and should not be treated on the merits.)
1. Independent
Dependent on claim 5
Dependent on claim 2
“...as in any preceding claim”
Independent
6. Dependent on claim 4

o Lo

Example B

Note: Parenthetical numerals represent the claim
numbering for issue should all claims be allowed.,

(All claims should be examined.)

1. (1) Independent

2. (5) Dependent on claim 5 (4)

3. (2) Dependent on claim 1 (1)

4. (3) Dependent on claim 3 (2)

5. (4) Dependent on either claim 1 (1) or claim 3 (2)

The following practice is followed by patent examin-
ers when making reference to a dependent claim either
singular or multiple:
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{A) When identifying a singular dependent claim
which does not include a reference to a multiple
dependent claim, either directly or indirectly, reference
should be made only to the number of the dependent
claim,

(B) When identifying the embodiments included
within a multiple dependent claim, or a singular depen-
dent claim which includes a reference to a muitiple
dependent claim, either directly or indirecily, each
embodiment should be identified by using the number of
the claims involved, starting with the highest, fo the extent
necessary to specifically identify each embodiment.

(C) When all embodiments included within a
multiple dependent claim or a singular dependent claim
which includes a reference to a muliiple dependent
claim, either directly or indirectly, are subject to a
common rejection, objection, or requirement, reference
may be made only to the number of the dependent claim.

The following table illustrates the current practice
where each embodiment of each claim must be treated
on an individual basis:

Claim  Claim dependency Identification

No.
All claims  Approved

practice

i Independent 1 1

2 Depends from 1 2/1 2

3 Depends from 2 3211 3

4 Depends from 2 0r 3 4/2/1 4{2
4/3/2/1 43

5 Depends from 3 31321 5

6 Dcpends from2,3,0r5 &2/1 6/2
6/3/2/1 6/3
6/5/3/2/1 6/5

7 Depends from 6 7/6/2/1 7/6/2

71631211 T/6/3
7/6/5/312f1  T/6/5

When all embodiments in a multipie dependent claim
situation (claims 4, 6, and 7 above) are subject to a com-
mon rejection, objection, or requirements, reference
may be made to the number of the individual dependent
claim only. For example, if 4/2 and 4/3 were subject to a
common ground of rejection, reference should be made
only to claim 4 in the statement of that rejection.
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The provisions of 35 U.S.C. 132 require that each
Office action make it explicitly clear what rejectlon, ob«
jection and/or requirement is applied to each claim em-
bodiment.

G, Fees for Multiple Dependent Cluims

1.  Use of Form PTO—-1360

To assist in the computation of the fees for multiple
dependent claims, a separate “Multiple ‘Dependent
Claim Fee Calculation Sheet,” form PTO-1360, has
been designed for use with the current “Patent Applica-
tion Fee Determination Record,” form PTO~-875. Form
PTO—1360 will be placed in the file wrapper by the Of-
fice of Initial Patent Examination (OIPE) where multi-
ple dependent claims are in the application as filed. If
multiple dependent claims are not included upon filing,
but are later added by amendment, the examining group
technical support staff will place the form in the file
wrapper. If there are multiple dependent claims in the
application, the total number of independent and de-
pendent claims for fee purposes will be calculated on
form PTO—1360 and the total number of claims and
number of independent claims is then placed on form
PTO-875 for final fee calculation purposes.

2.  Caiculation of Fees

(a) Proper Multipfe Dependent Claim

35 U.S.C. 41(a), provides that claims in proper multi-
ple dependent form may not be considered as single de-
pendent claims for the purpose of calculating fees. Thus,
a multiple dependent claim is considered to be that num-
ber of dependent claims to which it refers. Any prOpér_
claim depending directly or indirectly from a multiple
dependent claim is also considered as the number of de-
pendent claims as referred to in the multiple dependent
cialm from which it depends.

(#) Improper Multiple Dependent Claim

If any multiple dependent claim is improper, OIPE
may indicate that fact by placing an encircled numeral
“1” in the “Dep. Claims” column of form PTO—1360,
The fee for any improper multiple dependent claim,
whether it is defective for either not being in the alterna-
tive form or for being directly or indirectly dependent on
a prior multiple dependent claim, will only be one, since
only an objection to the form of such a claim will normal-
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ly be made. This procedure also greatly simplifies the cal-
culation of fees. Any claim depending from an improper
multiple dependent claim will also be considered to be
improper and be counted as one dependent claim.

(¢) Fee calculation example

ClaimNo. .......... . ... it Ind.  Dep.
1. Independent ..................... 1
2, Dependentonclaiml ..................... 1
3. Dependentonclaim?2 ..................... 1
4, Dependentonclaim2or3 ................. 2
5. Dependentonclaimd4 ..................... 2
6. Dependentonclaim$ ..................... 2
7. Dependent on claim 4,506 ............... @
8. Dependentonclaim7.......... e )]
9. Independent ............. ... ..... i
10. DependentonclaimlIor® ................. 2
11 Dependentonclaims 1and 9 .............. @
Total 2 13

1) Comments On Fee Calculation Example

Claim 1 — This is an independent claim; therefore, a
numeral “1” is placed opposite claim number 1 in the
“Ind.” column.

Claim 2 — Since this is a claim dependent on a single
independent claim, a numeral “1” is placed opposite
claim number 2 of the “Dep.” column.

Claim 3 — Claim 3 is also a single dependent claim,
so a numeral “1” is placed in the “Dep.” column.

Claim 4 — Claim 4 is a proper multiple dependent
claim. It refers directly to two claims in the alternative,
namely, claim 2 or 3. Therefore, a numeral “2” to indi-
cate direct reference to two claims is placed in the
“Dep.” column opposite claim number 4.

Claim 5 ~ This claim is a singularly dependent claim
depending from a multiple dependent claim. For fee cal-
culation purposes, such a claim is counted as being that
number of claims to which direct reference is made in the
multiple dependent claim from which it depends. In this
case, the multiple dependent claim number 4 it depends
from counts as 2 claims; therefore, claim 5 also counts as
2 claims. Accordingly, a numeral “2” is placed opposite
claim number 5 in the “Dep.” column,

Claim 6 — Claim 6 depends indirectly from a multiple
dependent claim 4. Since claim 4 counts as 2 claims,
claim 6 also counts as 2 dependent claims. Consequent-
ly, a numeral “2” is placed in the “Dep.” column after
claim 6,
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Claim 7 — This claim is a multiple dependent claim
since it refers to claims 4, 5, or 6. However, as can be seen
by looking at the “2” in the “Dep.” column opposite
claim 4, claim 7 depends from a multiple dependent
claim. This practice is improper under 35 U.S.C. 112 and
37 CFR 1.75(c). Following the procedure for calculating
fees for improper multiple dependent claims, a numeral
“1” is placed in the “Dep.” column with a circle drawn
around it to alert the examiner that the claim is improp-
er.

Clgim 8 ~ Claim 8 is improper since it depends from
an improper claim. If the base claim is in error, this error
cannot be corrected by adding additional claims depend-
ing therefrom. Therefore, a numeral “1” with a circle
around it is placed in the “Dep.” column.

Claim 9 — Here again we have an independent claim
which is always indicated with a numeral “1” in the
“Ind.” column opposite the claim nomber.

Claim 10 — This claim refers to two independent
claims in the alternative. A numeral “2” is, therefore,
placed in the “Dep.” column opposite claim 10.

Claim 11 — Claim 11 is a dependent claim which re-
fers to two claims in the conjunctive ( “1” and “9” ) rather
than in the alternative ( “1” or “9” ). This form is improp-
er under 35 U.S.C. 112 and 37 CFR 1.75(c). Accordingly,
since claim 11 is improper, an encircled number “1” is
placed in the “Dep.” cokunn opposite Claim 11.

ii) Calculation of Fee in Fee Example

After the number of “Ind.” and “Dep.” claims are
noted on form PTO 1360, each column is added. In this
exampie, there are 2 independent claims and 13 depen-
dent claims or a total of 15 claims. The number of inde-
pendent and total claims can then be placed on form
PTO~875 and the fee calculated.

II. TREATMENT OF IMPROPER DEPENDENT
CLAIMS

The initial determination, for fee purposes, as to
whether a claim is dependent must be made by persons
other than examiners; it is necessary, at that time, to ac-
cept as dependent virtually every claim which refers to
another claim, without determining whether there is ac-
tually a true dependent relationship. The initial accep-
tance of a claim as a dependent claim does not, however,
preclude a subsequent holding by the examiner that a
claim is not a proper dependent claim. Any claim which is
in dependent form but which is so worded that it, in fact
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is not, as, for example, it does not include every limita-
tion of the claim on which it depends, will be required to
be canceled as not being a proper dependent claim; and
cancelation of any further claim depending on such a de-
pendent claim will be similarly required, Where a claim
in dependent form is not considered to be a proper de-
pendent claim under 37 CFR 1.75(c), the examiner
should object to such claim under 37 CFR. 1.75(c) and re-
quire cancellation of such improper dependent claim or
rewriting of such improper dependent claim in indepen-
dent form. See Ex parte Porter, 25 USPQ2d 1144, 1147
(Bd. of Pat. App. & Inter. 1992) (A claim determined to
be an improper dependent claim should be treated as a
formal matter, in that the claim should be objected to
and applicant should be required to cancel the claim (or
replace the improper dependent claim with an indepen-
dent claim) rather than treated by a rejection of the claim
under 35 U.S.C. 112, fourth paragraph.). The applicant
may thereupon amend the claims to place them in proper
dependent form, or may redraft them as independent
claims, upon payment of any necessary additional fee.

Claims which are in improper dependent form for fail-
ing to further limit the subject matter of a previous claim
should be objected to under 37 CFR 1.75(c) by using
Form Paragraph 7.36.

1 7.36 Objection, 37 CFR 1.75(c), Improper Dependent Claim

Claim{1] objected to under 37 CFR 1.75(c), as being of improper
dependent form for failing to further limit the subject matter of a
previousclaim, Applicantisrequired tocancel theclaim(s), or amendthe
clalm(s) to place the claim(s) in proper dependent form, or rewrite the
claim(s} in independent form. [2}.

Examiner Note:

1. Inbracket?2, insertanexplanation of whatisin the claim andwhy
it does not constitute a further limitation,

2. Note Ex parte Porter, 25 USPQ2d 1144 (Bd. Pat. App. & Inter.
1992 for situations where a method claim is considered to be properly
dependent upon a parent apparatus claim and should not be objected to
or rejected under 35 US.C. 112, fourth paragraph. See also MPEP
§ 608.01(n), “Infringement Test” for dependent claims. The test for a
proper dependent claim is whether the dependent claim includes every
limitation of the parent claim. The test is pot whether the claims differin
scope. A proper dependent claim shall not conceivably be infringed by
anything which would not also infringe the basic claim,

. INFRINGEMENT TEST

The test as to whether a claim is a proper dependent
claim is that it shall include every limitation of the claim
from which it depends (35 U.8.C. 112, fourth paragraph)
or in other words that it shall not conceivably be in-
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fringed by anything which would not also infringe the ba-
sic claim.

A dependent claim does not lack compliance with

35 U.8.C. 112, fourth paragraph, simply because there is
a question as to (1) the significance of the further limita-
tion added by the dependent claim, or (2) whether the
further limitation in fact changes the scope of the depen-
dent claim from that of the claim from which it depends,
The test for a proper dependent claim under the fourth
paragraph of 35 U.S.C. 112 is whether the dependent
claim includes every limitation of the claim from which it
depends. The test is not one of whether the claims differ
in scope.

Thus, for example, if claim 1 recites the combination
of elements A, B, C, and D, a claim reciting the structure
of claim 1 in which D was omitted or replaced by E would
not be a proper dependent claim, even though it placed
further limitations on the remaining elements or added
still other elements.

Examiners are reminded that a dependent claim is di-
rected t0 a combination including everything recited in
the base claim and what is recited in the dependent
claim. It is this combination that must be compared with
the prior art, exactly as if it were presented as one inde-
pendent claim.

The fact that a dependent claim which is otherwise
proper might relate to a separate invention which would
require a separate search or be separately classified from
the claim on which it depends would not render it an im-
proper dependent claim, although it might result in & re-
guirement for restriction. '

The fact that the independent and dependent claims
are in different statutory classes does not, in itself, ren-
der the latter improper. Thus, if claim 1 recites a specific
product, a claim for the method of making the product of
¢laim 1 in a particular manner would be a proper depen-
dent claim since it could not be infringed without infring-
ing claim 1. Similarly, if claim 1 recites a method of mak-
ing a product, a claim for a product made by the method
of claim 1 could be a proper dependent claim. On the
other hand, if claim 1 recites a method of making a speci-
fied product, a claim to the product set forth in claim 1
would not be a proper dependent claim if the product
might be made in other ways. Note, that although
37 CFR 1.75(c) requires the dependent claim to further
limit a preceding claim, this rule does not apply to
product—by -—process claims,
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V. CLAIM FORM AND ARRANGEMENT
A singular dependent claim 2 could read as follows:
2. The product of claim 1 in which.. . .,

A series of singular dependent claims is permissible in
which a dependent claim refers to a preceding claim
which, in turn, refers to another preceding claim.

A claim which depends from a dependent claim should
not be separated therefrom by any claim which does not
also depend from said “dependent claim.” It should be
kept in mind that a dependent claim may refer back to
any preceding independent claim. These are are the only
restrictions with respect to the sequence of claims and, in
general, applicant’s sequence should not be changed.
See MPEP § 608.01(j). Applicant may be so advised by
using Form Paragraph 6.18.

IV. CLAIM FORM AND ARRANGEMENT
A singular dependent claim 2 could read as follows:
2. The product of claim 1 in which. ...

A series of singular dependent claims is permissible in
which a dependent claim refers to a preceding claim
which, in turn, refers {0 another preceding claim,

A claim which depends from a dependent claim should
not be separated therefrom by any claim which does not
also depend from said “dependent claim.” It should be
kept in mind that a dependent claim may refer back to
any preceding independent claim. These are are the only
restrictions with respect to the sequence of claims and, in
general, applicant’s sequence should not be changed.
See MPEP § 608.01(j). Applicant may be so advised by
using Form Paragraph 6.18.

9 6.18 Series of Singular Dependent Claims

A series of singular dependent claims is permissible in which a
dependent claim refers to a preceding claim which, in turn, refers to
another preceding claim.

A claim which depends from a dependent claim should not be
separated by any claim which does not also depend from said dependent
claim. Itshould be kept in mind that a dependent claim may refer to any
preceding independent claim. In general, applicant’s sequence will not
be changed, See MPEP § 608.01(n).

‘During prosecution, the order of claims may change
and be in conflict with the requirement that dependent
claims refer to a preceding claim. Accordingly, the num-
bering of dependent claims and the numbers of preced-
ing claims referred to in dependent claims should be
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carefully checked when claims are renumbered upon allow-
ance.

V. REJECTION AND OBJECTION

If the base claim has been canceled, a claim which is
directly or indirectly dependent thereon should be re-
jected as incomplete. If the base claim is rejected, the de-
pendent claim should be objected to rather than re-
jected, if it is otherwise allowable.

Form Paragraph 7.43 can be used to state the objec-
tion.

§ 7.43  Objection to Claims, Allowable Subject Motrer

Claim[1} objected to asbeing dependent upon a rejected base claim,
but would be allowable if rewritten in independent form including alf of
the limitations of the base claim and any intervening claims.

608.01(0) Basis for Claim Terminology in
Description

The meaning of every term used in any of the claims
should be apparent from the descriptive portion of the
specification with clear disclosure as to its import; and in
mechanical cases, it should be identified in the descrip-
tive portion of the specification by reference to the draw-
ing, designating the part or parts therein to which the
term applies. A term used in the claims may be given a
special meaning in the description. No term may be given
a meaning repugnant to the usual meaning of the term.

Usually the terminiology of the original claims follows
the nomenclature of the specification, but sometimes in
amending the claims or in adding new claims, new terms
are introduced that do not appear in the specification.
The use of a confusing variety of terms for the same thing
should not be permitted.

New claims and amendments to the claims already in
the case should be scrutinized not only for new matter
but also for new terminology. While an applicant is not
limited to the nomenclature used in the application as
filed, he or she should make appropriate amendment of
the specification whenever this nomenclature is de-
parted from by amendment of the claims so as to have
clear support or antecedent basis in the specification for
the new terms appearing in the claims. This is necessary
in order to insure certainty in construing the claims in the
light of the specification, Ex parte Kotler, 1901 C.D. 62,95
0.G. 2684 (Comn’r Pat. 1901). See 37 CFR 1.75, MPEP
§ 608.01(i) and § 1302.01."
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The specification should be objected to if it does not
provide proper antecedent basis for the claims by using
Form Paragraph 7.44.

9 7.44 Claimed Subject Matter Not in Specification

The specification Is objected to as failing to provide proper anteced-
ent basis for the claimed subject matter. See 37 CFR 1.75(d)(1) and
MPEP § 608.01(0). Correction of the following is required: {1}

608.01(p) Completeness

Newly filed applications obviously failing to dis-
close an invention with the clarity required are dis-
cussed in MPEP § 702.01.

A disclosure in an application, to be complete, must
contain such description and details as to enable any per-
son skilled in the art or science to which the invention
pertains to make and use the invention as of its filing
date. In re Glass, 492 E2d 1228, 181 USPQ 31 (CCPA
1974).

‘While the prior art setting may be mentioned in genes-
al terms, the essential novelty, the essence of the inven-
tion, must be described in such details, including propor-
tions and techniques, where necessary, as to enable
those persons skilled in the art to make and utilize the in-
vention.

Specific operative embodiments or examples of the
invention must be set forth. Examples and description
should be of sufficient scope as to justify the scope of the
claims. Markush claims must be provided with support in
the disclosure for each member of the Markush group.
Where the constitution and formula of a chemical com-
pound is stated only as a probability or speculation, the
disclosure is not sufficient to support claims identifying
the compound by such composition or formula.

A complete disclosure should include a statement of
utility. This usually presents no problem-in mechanical
cases, In chemical cases, varying degrees of specificity
are required.

A disclosure involving a new chemical compound or
composition must teach persons skilled in the art how to
make the compound or composition. Incomplete teach-
ings may not be completed by reference to subsequently
filed applications.

For “Guidelines For Examination Of Applications
For Compliance With The Utility Requirement of
35 U.S.C. 101,” see MPEP § 706.03(a)(1).

For “General Principles Governing Utility Rejec-
tions,” see MPEP § 2107,
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For a discussion of the utility requirement under
35 1.8.C. 112, first paragraph, in drug cases, see MPEP
§ 2107.02 and § 2164.06(a).

For “Procedural Considerations Related to Rejec-
tions for Lack of Utility,” see MPEP § 2107.01.

For “Special Considerations for Asserted Therapeu-
tic or Pharmacological Utilities,” see MPEP § 2107.02.

I. INCORPORATION BY REFERENCE

The Commissioner has considerable discretion in de-
termining what may or may not be incorporated by refer-
ence in a patent application. General Electric Co. v. Bren-
ner, 407 F.2d 1258, 159 USPQ 335 (D.C. Cir. 1968). The
incorporation by reference practice with respect to ap-
plications which issue as U.S. patents provides the public
with a patent disclosure which minimizes the public’s
burden to search for and obtain copies of documents in-
corporated by reference which may not be readily avail-
able. Through the Office’s incorporation by reference
policy, the Office ensures that reasonably complete dis-
closures are published as U.S. patents. The following is
the manner in which the Commissioner has elected to ex-
ercise that discretion. Section A provides the guidance
for incorporation by reference in applications which are
to issue as U.S. patents. Section B provides guidance for
incorporation by reference in benefit applications; i.e.,
those domestic (35 U.S.C. 120) or foreign (35 US.C.
119(a)) applications relied on to establish an earlier ef-
fective filing date.

A.  Review of Applications Which Are To Issue as Patents.

An application as filed must be complete in itself in or-
der to comply with 35 U.S.C. 112. Material nevertheless
may be incorporated by reference, Ex parte Schwarze,
151 USPQ 426 (Bd. App. 1966). An application for a pat-
ent when filed may incorporate “essential material” by
reference to (1) a U.S. patent or (2) a pending U.S. ap-
plication, subject to the conditions set forth below.

“Fissential material” is defined as that which is neces-
sary to (1) describe the claimed invention, (2) provide an
enabling disclosure of the claimed invention, or (3) de-
scribe the best mode (35 U.S.C. 112). In any application
which is to issue as a U.S. patent, essential material may
not be incorporated by reference to (1) patents or ap-
plications published by foreign countries or a regional
patent office, (2) non—patent publications, (3) a U.S.
patent or application which itself incorporates “essential
material” by reference, or (4) a foreign application.
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Nonessential subject matter may be incorporated by
reference to (1) patents or applications published by the
United States or foreign countries or regional patent of-
fices, (2) prior filed, commonly owned U.S. applications,
or (3) non—patent publications. Nonessential subject
matter is subject matter referred to for purposes of indi-
cating the background of the invention or illustrating the
state of the art,

Mere reference to another application, patent, or
publication is not an incorporation of anything therein
into the application containing such reference for the
purpose of the disclosure required by 35 U.S.C. 112, first
paragraph. In re de Seversky, 474 £2d 671,177 USPQ 144
(CCPA 1973). In addition to other requirements for an
application, the referencing application should include
an identification of the referenced patent, application,
or publication. Particular attention should be directed to
specific portions of the referenced document where the
subject matter being incorporated may be found, Guide-
lines for situations where applicant is permitted to fill in
a pumber for Application No. left blank in
the application as filed can be found in In re Fouche, 439
E2d 1237, 169 USPQ 429 (CCPA 1971) (Abandoned ap-
_ plications less than 20 years old can be incorporated by
" reference to the same extent as copending applications;
both types are open to the public upon the referencing
application issuing as a patent. See MPEP § 103),

1. Complete Disclosure Filed

If an application is filed with a complete disclosure, es-
seritial material may be canceled by amendment and may
be substituted by reference to a U.S. patent or an earlier
filed pending U.S. application. The amendment must be
accompanied by an affidavit or declaration signed by the
applicant, or a practitioner representing the applicant,
stating that the material canceled from the application is
the same material that has been incorporated by refer-
ence. S

If an application as filed incorporates essential mate-
rial by reference to a U.S. patent or a pending and com-
monly owned U.S. application, applicant may be re-
quired prior to examination to furnish the Office with a
copy of the referenced material together with an affida-
vit or declaration executed by the applicant, or a practi-
tioner representing the applicant, stating that the copy
. consists of the same material incorporated by reference
in the referencing application. However, if a copy of a
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printed U.S. patent is furnished, no affidavit or declara-
tion is required. S

Prior to allowance of an application that incorporates
essential material by reference to a pending U.S. ap-
plication, the examiner shall determine if the referenced
application has issued as a patent. If the referenced ap-
plication has issued as a patent, the examiner shall enter
the U.S. Patent No. of the referenced application in the
specification of the referencing application (see MPEP
§ 1302.04). If the referenced application has not issued
as a patent, applicant will be required to amend the dis-
closure of the referencing application to include the ma-
terial incorporated by reference. The amendment must
be accompanied by an affidavit or declaration executed
by the applicant, or a practitioner representing the appli-
cant, stating the amendatory material consists of the
same material incorporated by reference in the referenc-
ing application.

2. Improper Incorporation

The filing date of any application wherein essential
material is improperly incorporated by reference to a
foreign application or patent or to a publication will not
be affected because of the reference. In such a case, the
applicant will be required to amend the specification to
include the material incorporated by reference. The fol-
lowing form paragraphs may be used.

1 6.19 Incorporation by Reference, Foreign Patent or Applica-
tion

The incorporation of essential material in the specification by
reference to a forcign application or patent, or to a publication is
improper. Applicant is required to amend the disclosure to include the
material incorporated by reference. The amendment must be accompa-
nied by an affidavit or declaration executed by the applicant, or a
practitioner representing the applicant, stating that the amendatory
material consists of the same material incorporated by reference in the
referencing application. In re Hawkins, 486 F2d 569, 179 USPQ 157
(CCPA973), Inre Hawking, 486 E2d 579, 179 USPQ 163 (CCPA 1973);
In re Hawlins, 486 ¥.2d 577, 179 USPQ 167 (CCPA 1973).

T 6.19.01 Improper Incorporation by Reference, General

The attempt to incorporate subject matter into this application by
reference to [1] is improper because [2].

Examiner Note:

1. Inbracket 1, identify the documentsuch as an application orpatent
number or other identification.

2. Inbracket 2, give reason why it is improper,

The amendment must be accompanied by an affidavit
or declaration executed by the applicant, or a practition-
er representing the applicant, stating that the amendato-
ry material consists of the same material incorporated by
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reference in the referencing application. In re Hawkins,
486 F.2d 569, 179 USPQ 157 (CCPA 1973); In re Hawkins,
486 F.2d 579,179 USPQ 163 (CCPA 1973); In re Hawkins,
486 F.2d 577, 179 USPQ 167 (CCPA 1973).

Reliance on a commonly assigned copending applica-
tion by a different inventor may ordinarily be made for
the purpose of completing the disclosure. See In re Fried,
329 F2d 323, 141 USPQ 27 (CCPA 1964), and General
Electric Co. v. Brenner, 407 F2d 1258, 159 USPQ 335
(D.C. Cir. 1968).

Since a disclosure must be complete as of the filing
date, subsequent publications or subsequently filed ap-
plications cannot be relied on to establish a constructive
reduction to practice or an enabling disclosure as of the
filing date, White Consol. Indus., Inc. v. Vega Servo—Con-
trol, Inc., 713 E2d 788, 218 USPQ 961 (Fed. Cir. 1983); In
re Scarbrough, 500 E2d 560, 182 USPQ 298 (CCPA
1974); In re Glass, 492 F2d 1228, 181 USPQ 31 (CCPA
1974).

B. Review of Applications Which Are Relied on To
Establish an Earlier Effective Filing Date.

The limitations on the material which may be incorpo-
rated by reference in U.S. patent applications which are
to issue as U.S. pateats do not apply to applications re-
lied on only to establish an carlier effective filing date
under 35 U.S.C. 119 or 35 U.S.C. 120. Neither 35 U.S.C.
119(a) nor 35 U.8.C. 120 places any restrictions or limita-
tions as to how the claimed invention must be disclosed
in the earlier application to comply with 35 U.S.C. 112,
first paragraph. Accordingly, an application is entitled
to rely upon the filing date of an earlier application, even
if the earlier application itself incorporates essential ma-
terial by reference to another document. See Ex parte
Maziere, 27 USPQ2d 1705, 1706 —07 (Bd. Pat. App. & In-
ter. 1993).

The reason for incorporation by reference practice
with respect to applications which are to issue as U.S.
patents is to provide the public with a patent disclosure
which minimizes the public’s burden to search for and
obtain copies of documents incorporated by reference
which may not be readily available. Through the Office’s
incorporation by reference policy, the Office ensures
that reasonably complete disclosures are published as
U.S. patents. The same policy concern does not apply
where the sole purpose for which an applicant relies on
an ecaglier U.S. or foreign application is to establish an
earlier filing date. Incorporation by reference in the ear-
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lier application of (1) patents or applications published
by foreign countries or regional patent offices, (2) non-
patent publications, (3) a U.S. patent or application
which itself incorporates “essential material” by refer-
ence, or (4) a foreign application, is not criticalin the
case of a “benefit” application.

When an applicant, or a patent owner in a recxamina-
tion or interference, claims the benefit of the filing date
of an earlier application which incorporates material by
reference, the applicant or patent owner may be re-
quired to supply copies of the material incorporated by
reference. For example, an applicant may claim the
benefit of the filing date of a foreign application which
itself incorporates by reference another earlier filed for-
eign application. If necessary, due to an intervening ref-
erence, applicant should be required to supply a copy of
the earlier filed foreign application, along with an En-
glish language translation. A review can then be made of
the foreign application and all material incorporated by
reference to determine whether the foreign application
discloses the invention sought to be patented in the man-
ner required by the first paragraph of 35 U.S.C. 112 so
that benefit may be accorded. In re Gosteli, 872 F2d
1008, 10 USPQ2d 1614 (Fed. Cir. 1989).

Ii. SIMULATED OR PREDICTED TEST RESULTS
OR PROPHETIC EXAMPLES

Simulated or predicted test results and prophetical ex-
amples (paper examples) are permitted in patent ap-
plications. Working examples correspond to work actu-
ally performed and may describe tests which have actual-
ly been conducted and results that were achieved. Paper
examples describe the manner and process of making an
embodiment of the invention which has not actually
been conducted. Paper examples should not be repre-
sented as work actually done. No results should be repre-
sented as actual results unless they have actually been
achieved. Paper examples should not be described using
the past tense.

For Iiroblems arising from the designation of materi-
als by trademarks and trade names, sce MPEP
§ 608.01(v). '

608.01(g) Substitute or Rewritten
Specification
37 CFR 1.125.  Substitute specification.

{a) If the number or nature of the amendments or the legibility
of the application papers renders it difficult to consider the application,
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or to arrange the papers for printing or copying, the Office may require
the entire specification, including the claims, or any part thereof, be
rewritten.
(b) Asubstitute specification, excluding the claims, may be filed
at any point up to payment of the issue fee if it is accompanied by:
(1) Astatement that the substitute specification includes no
new matter; and
(2) A marked-up copy of the substitute specification show-
ing the matter being added to and the matter being deleted from the
specification of record.
(¢} Asubstitute specification submitted under this section must
be submitted in clean form without markings as to amended material.
(d) Asubstitute specification under this section is not permitted
in a reissue application or in a reexamination proceeding,

The specification is sometimes in such faulty English
that 2 new specification is necessary; in such instances, a
new specification should be required.

Form Paragraph 6.28 may be used where the specifica-
tion is in faulty English.

% 628 Idiomatic English

A substitute specification in proper idiomatic English and in
compliance with 37 CFR 1.52(a) and (b) is required. The substitute
specification filed must be accompantied by a statement that it contains
no new matter.

37 CFR 1.125(a) applies to a substitute specification
required by the Office. If the number or pature of the
amendments or the legibility of the application papers
renders it difficult to consider the application, or to ar-
range the papers for printing or copying, the Office may
require the entire specification, including the claims, or
any part thereof be rewritten.

Form Paragraph 6.28.01 may be used where the ex-
aminer, for reasons other than faulty English, requires a
substitute specification.

T 6.28.01 Substitute Specification Required by Fxaminer

A substitute specification excluding claims is required pursuant to
37 CFR 1.125(a) because [1].

A substitute specification filed under 37 CFR 1.125(a) must only
contain subject inatier from the original specification and any previously
entered amendnient under 37 CFR 1.121. If the substitute specification
contains additional subject matier not of record, the substitute specifica-
tion must be filed under 37 CFR 1,125(b) and must be accompanied by:
1) a statement that the substitite specification contains no new matter;
and 2) a marked—up copy showing the amendiments to be made via the
substitute specification refative to the specification at the time the
substitute specificatioit s filed.

Examiner Note:

1. Inbracket1,insertclear and concise examples of whya new specifi-
cation is required.

2. A new specification is required if the number or nature of the
amendments render it difficalt to consider the application or to arrange
the papers for printing or copying, 37 CFR 1.125.

3. See also form paragraph 13.01 for partial rewritten specification.
4. 37CFR1.125(b) provides applicants with the right of entry of sub-
stitute specifications, under the conditions set forth in the section, in ap-
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plications other than reissue applications (37 CFR 1.125(d)),that have
110t been required by the examiner.

37 CFR 1.125(b) applies to a substitute specification
voluntarily filed by the applicant. A substitute specifica-
tion, excluding claims, may be voluntarily filed by the ap-
plicant at any point up to the payment of the issue fee
provided it is accompanied by (1) a statement that the
substitute specification inchzdes no new matter, and (2) a
marked-up copy of the substitute specification showing
the matter being added to and the matter being deleted
from the specification of record. 37 CFR 1.125(b). The
Office will accept a substitute specification voluntarily
filed by the applicant if the requirements of 37 CFR
1.125(b) are satisfied.

37 CFR 1.125(c) requires a substitute specification
filed under 37 CFR 1.125(a) or (b) be submitted in clean
form without markings as to amended material.

Form Paragraph 6.28.02 may be used 1o notify appli-
cant that a substitute specification submitted under
37 CFR 1.125(b) has not been entered.

T 6.28.02 Substitute Specification Filed Under37CFR 1.125 (&)
Not Entered

The substitute specification filed [1] has Dot been entered because it
does not conform to 37 CFR 1.125(b) because: [2]

Examiner Note:
L Inbracket 2, insert statement of why the substitute specification is
improper, for example:
~— the statement as to a lack of new matter under 37 CFR
1.125(b} is missing——,
— - a marked—up copy of the substitute specification has not
been supplied (in addition to the clean copy)——;
—— a clean copy of the substitute specification has not been
supplied (in addition to the marked ~up copy}——; or,
—— the substitute specification has been filed:
= in a reissue application or in a reexamination proceedings,
37 CFR 1.125(d)~, or
— after payment of the issue fec—, or
— containing claims (to be amended}— —~ —.

A substitute specification filed under 37 CFR 1.125(b)
must be accompanied by a statement indicating that no
new matter was included. There is no obligation on the
examiner to make a detailed comparison between the
old and the new specificaiions for determining whether
or not new matter has beeh added. If, however, an ex-
aminer becomes aware that new matter is present, objec-
tion thereto should be made.

The filing of a substitute specification rather than
amending the original application has the advantage for
applicants of eliminating the need to prepare an amend-
ment of the specification. If word processing equipment
is used by applicants, substitute specifications can be eas-
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ily prepared. The Office receives the advantage of saving
the time needed to enter amendments in the specifica-
tion and a reduction in the number of printing errors.

A substitute specification is not permitted in a reissue
application or in a reexamination proceeding. 37 CFR
1.125(d). '

A substitute specification should normaily be entered.
See MPEP § 714.20.

For new matter in amendment, see MPEP § 608.04.

- For application prepared for issue, see MPEP
§ 1302.02. :

608.01(r) Derogatory Remarks About Prior
Art in Specification

The applicant may refer to the general state of the art
and the advance thereover made by his or her invention,
but he or she is not permitted to make derogatory re-
marks concerning the inventions of others. Derogatory
remarks are statements disparaging the products or pro-
cesses of any particular person other than the applicant,
or statements as to the merits or validity of applications
or patents of another person. Mere comparisons with the
prior art are not considered to be disparaging, per se.

608.01(s) Restoration of Canceled Matter

Canceled text in the specification can be reinstated
only by a subsequent amendment presenting the pre-
viously canceled matter as a new insertion. 37 CFR
1.121(a)(1)(iii). A claim canceled by amendment, which
was not deleted and rewritten, can be reinstated only by a
subsequent amendment presenting the claim as a new
claim with a new claim number. 37 CFR 1.121(a)(2)(ii).
See MPEP § 714.24.

608.01(t) Use in Subsequent Application

A reservation for a future application of subject mat-
ter disclosed but not claimed in a pending application
will not be permitted in the pending application. 37 CFR
1.79; MPEP § 608.01(e).

No part of a specification can normally be transferred
to another application. Drawings may be transferred to
another application only upon the granting of a petition
filed under the provisions of 37 CFR 1.182.
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608.01(u) Use of Formerly Filed Incomplete
Application

Parts of an incomplete application which have been
retained by the Office may be used as part of a complete
application if the missing parts are later supplied. See
MPEP § 506 and § 506.01.

608.01(v) Trademarks and Names Used in
Trade |

The expressions “trademarks” and “names used in
trade” as used below have the following meanings:

Trademark: a word, letter, symbol, or device adopted
by one manufacturer or merchant and used to identify
and distinguish his or her product from those of others.
It is a proprietary word, letter, symbol, or device pointing
distinctly to the product of one producer.

Names Used in Trade: a nonproprietary name by which
an article or product is known and called among traders
or workers in the art, although it may not be so known by
the public, generally. Names used in trade do not point to
the product of one producer, but they identify a single ar-
ticle or product irrespective of producer.

Names used in trade are permissible in patent applica-
tions if

(A) Their meanings are established by an accom-~
panying definition which is sufficiently precise and
definite to be made a part of a claim, or

(B) In this country, their meanings are well—
known and satisfactorily defined in the literature.

Condition (A) or (B) must be met at the time of filing
of the complete application.

TRADEMARKS

The relationship between a trademark and the prod-
uet it identifies is sometimes indefinite, uncertain, and
arbitrary. The formula or characteristics of the product
may change from time to time and yet it may continue to
be sold under the same trademark. In patent specifica-
tions, every element or ingredient of the product should
be set forth in positive, exact, intelligible language, so
that there will be no uncertainty as to what is meant. Ar-
bitrary trademarks which are liable to mean different
things at the pleasure of manufacturers do not constitute
such language. Ex Parte Kattwinkle, 12 USPQ 11 (Bd.
App. 1931).

However, if the product to which the trademark refers
is set forth in such language that its identity is clear, the
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examiners are authorized to permit the use of the trade-
mark if it is distinguished from common descriptive
nouns by capitalization. If the trademark has a fixed and
definite meaning, it constitutes sufficient identification
unless some physical or chemical characteristic of the ar-
ticle or material is involved in the invention. In that
event, as also in those cases where the trademark has no
fixed and definite meaning, identification by scientific or
other explanatory language is necessary. In re Gebauer—
Fuelnegg, 121 F2d 505, 50 USPQ 125 (CCPA 1941).

The matter of sufficiency of disclosure must be de-
cided on an individual case—by—case basis. In re
Metcalfe, 410 F2d 1378, 161 USPQ 789 (CCPA 1969).

Where the identification of a tradematrk is introduced
by amendment, it must be restricted to the characteris-
tics of the product known at the time the application was
filed to avoid any question of new matter,

If proper identification of the product sold under a
trademark, or a product referred to only by a name used
in trade, is omitted from the specification and such iden-
tification is deemed necessary under the principles set
forth above, the examiner should hold the disclosure in-
sufficient and reject on the ground of insufficient disclo-
sure any claims based on the identification of the prod-
uct merely by trademark or by the name used in trade. If
the product cannot be otherwise defined, an amendment
defining the process of its manufacture may be per-
mitted. Such amendments must be supported by satisfac-
tory showings establishing that the specific nature or
process of manufacture of the product as set forth in the
. amendment was known at the time of filing of the ap-
plication.

Although the use of trademarks having definite mean-
ings is permissible in patent applications, the proprietary
nature of the marks should be respected. Trademarks
should be identified by capitalizing each letter of the
mark (in the case of word or letter marks) or otherwise
indicating the description of the mark (in the case of
marks in the form of a symbol or device or other non-
textual form). Every effort should be made to prevent
their use in any manner which might adversely affect
their validity as trademarks.

Form Paragraph 6.20 may be used.

1 6.20 Trademarks and Their Use

The use of the trademark [1] has been noted in this application. It
should be capitalized wherever it appears and be accompanied by the
generic terminology.
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Although the use of trademarks is permissible in patent applications,
the proprietary nature of the marks should be respected and every effort
made to prevent their use in any manner which might adversely affect
their validity as trademarks.

Examiner Note:
Capitalize each letter of the word in the bracket or include a proper

trademark symbol, such as ™ or @ following the word.

The examiner should not permit the use of language
such as “the product X (a descriptive name) commonly
known as Y (trademark)” since such language does not
bring out the fact that the latter is a trademark. Lan-
guage such as “the product X (a descriptive name) sold
under the trademark Y” is permissible.

“The use of a trademark in the title of an application
should be avoided as well as the use of a trademark
coupled with the word “type”, e.g., “Band—Aid type
bandage.”

In the event that the proprietary trademark is a “sym-
bol or device” depicted in a drawing, either the brief de-
scription of the drawing or the detailed description of the
drawing should specify that the “symbol or device” is a
registered trademark of Company X.

The owner of a trademark may be identified in the
specification.

Group directors should reply to all trademark misuse
complaint letters and forward a copy to the editor of this
manual.

See Appendix I for a partial listing of trademarks and
the particular goods to which they apply.

INCLUSION OF COPYRIGHT OR MASK WORK
NOTICE IN PATENTS

37CFR 171

Detailed description and specification of the
invention ’

LEE ST

(d) Acopyrightormaskworknotice may beplaced ina design or
utility patent application adjacent to copyright and mask work material
contained therein. The notice may appear at any appropriate portion of
the patent application disclosure. For notices in drawings, see § 1.84(s).
The content of the notice must be limited to only those elements
provided for by law. For example, “©1983 John Doe”(17 U.8.C. 401} and
“*M* John Doe” (17 U.5.C. 909) would be propesrly limited and, under
current statutes, legally sufficient notices of copyright and mask work,
respectively. Inclusion of a copyright or mask work notice will be
permitted onlyif the authorization language set forth in paragraph (e) of
this section is included at the beginning (preferably as the first
paragraph} of the specification,

{e¢) The authorization shall read as follows:

A portion of the disclosure of this patent document contains
material which is subject to (copyright or mask work) protec-
tion. The (copyright or mask work) owner has no objection to
the facsimile reproduction by any-one of the patent document
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or the patent disclosure, as it appears in the Patent and Trade-
mark Office patent file or records, but otherwise reserves all
(copyright or mask work) rights whatsogves.

LR ESE]

37CFR1.84.  Standards Jor drawings

EERE RS

(s} Copyright or Mask Work Notice. A copyright or mask wark
notice may appear in the drawing, but must be placed within the sight of
the drawing immediately below the figure representing the copyright or
mask work material and be limited to letters having a print size of 32 cm.
to .64 cm, (1/8 to 1/4 inches) high. The content of the notice must be
limited to only those elements provided for by faw, For example, “ 91983
John Doe” (17U.8.C.401) and “*M* John Doe” (17 U.S.C. 909) would
be properly limited and, under current statutes, legally sufficient notices
of copyright and mask work, respectively. Inclusion of a copyright or
maskwork notice will be permitted only if the authorization language set
forth in § 1.71(e) is included at the beginning {preferably as the first
paragraph) of the specification.

EEES S ]

The Patent and Trademark Office will permit the in-
clusion of a copyright or mask work notice in a design or
utility patent application, and thereby any patent issuing
therefrom,which discloses material on which copyright
or mask work protection has previously been estab-
tished, under the following conditions:

(A) The copyright or mask work notice must be
placed adjacent to the copyright or mask work material.
Therefore, the notice may appear at any appropriate
portion of the patent application disclosure, including
the drawing. However, if appearing in the drawing, the
notice must comply with 37 CFR 1.84(s). If placed on
a drawing in conformance with these provisions, the
notice will not be objected to as extraneous matter under
37 CFR 1.84.

(B) The content of the notice must be limited to
only those elements required by law. For example,
“©1983 John Doe” (17 U.S.C. 401} and “*M* John Doe”
(17 US.C. 909) would be properly limited, and under
current statutes, legally sufficient notices of copyright
and mask work respectively.

(C) Inclusion of a copyright or mask work notice

will be permitted only if the following authorization in
37 CFR 1.71(e) is included at the beginning (preferably
as the first paragraph) of the specification to be printed
for the patent:

A portion of the disclosure of this patent document
contains material which is subject to (copyright or mask
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work) protection. The {copyright or mask work) owner
has noobjection to the facsimile reproduction by anyone
of the patent disclosure, as it appears in the Patent and
Trademark Office patent files or records, but otherwise
reserves all (copyright or mask work) rights whatsoever.

(D) Inclusion of a copyright or mask work notice
after a Notice of Allowance has been mailed will be
permitted only if the criteria of 37 CFR 1.312 have been
satisfied.

The inclusion of a copyright or mask work notice in a
design or utility patent application, and thereby any pat-
ent issuing therefrom, under the conditions set forth
above will serve to protect the rights of the author/inven-
tor, as well as the public, and will serve to promote the
mission and goals of the Patent and Trademark Office.
Therefore, the inclusion of a copyright or mask work no-
tice which complies with these conditions will be per-
mitted. However, any departure from these conditions
may result in a refusal to permit the desired inclusion. If
the authorization required under condition (C) above
does not include the specific language “(t)he (copyright
or mask work) owner has no objection to the facsimile re-
production by anyone of the patent document or the pat-
ent disclosure, as it appears in the Patent and Trademark
Office patent files or records, ...” the notice will be ob-
jected to as improper by the examiner of the application.
If the examiner maintains the objection upon reconsid-
eration, a petition may be filed in accordance with
37 CFR 1.181.

608.02 Drawing

35US.C. 113.  Drawings.

The applicant shall furnish a drawing where necessary for the
understanding of the subject matter to be patented. When the nature of
such subject matter admits of illustration by a drawing and the applicant
has not furnished such a drawing, the Commissioner may reqaire its
submission within a time period of not less than two months from the
sending of a notice thereof. Drawings submitted after the filing date of
the application may not be used (i} to overcome any insufficiency of the
specification due to lack of an enabling disclosure or otherwise
inadequate disclosure therein, or (ii) to suppiement the original
disclosure thereof for the purpose of interpretation of the scope of any
claim,

37 CFR 1.81.  Drawings requived in patent application.
(a) The applicant for a patent is required to furnish a drawing of
his or her invention where necessary for the understanding of the subject

matter sought to be patented; this drawing , or a high quality copy’

thereof, must be filed with the application. Since corrections are the

responsibility of the applicant, the original drawing(s) should be retained-

by the applicant for any necessary future correction.
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(b) Drawingsmayinclude illustrations whichfacilitate an under-
standing of the invention (for example, flow sheets in cases of processes,
and diagrammatic views), )

- (¢) Whenever the nature of the subject matter sought to he
patented admits of illustration by a drawing without its being necessary
for the understanding of the subject matter and the applicant has not
furnished such a drawing, the examiner will require its subrission within
atime period of not less than two months from the date of the sending of
a notice thereof.

(d) Drawings submitted after the filing date of the application
may notbe used to overcome any insufficiency of the specification due to
lack of an enabling disclosure or otherwise inadequate disclosure
therein, or tosupplement the original disclosure thereof for the purpose
of interpretation of the scope of any claim.

37 CFR 1.84.  Standards for drawings.
(a) Drawings. Therearetwoacceptable categoriesforpresenting
drawings i utility patent applications:

(1) Black ink. Black and white drawings are normally re-
quired. Fndia ink, or its equivalent that secures solid black lines, must be
used for drawings, or

(2) Color. On rare occasions, color drawings may be neces-
sary as the only practical medium by which to disclose the subject matter
sought to be patented in a utility patent application or the subject matter
of a statutory invention registration. The Patent and Trademark Office
will accept color drawings in utility patent applications and statutory
invention registrations only after granting a petition filed under this
paragraph explaining why the color drawings are necessary. Any such
petition must include the following:

(i) 'The fee set forth in § 1.17(i);

(i) Three (3) sets of color drawings; and

(iiiy Thespecification mustcontainthe followinglanguage
as the first paragraph in that portion of the specification relating to the
brief description of the drawing:

The file of this patent contains at least one drawing execut-
ed in color, Copies of this patent with color drawing(s) will be
provided by the Patent and Trademark Office upon request and
payment of the necessary fee. '

Ifthe language is not in the specification, a proposed amendment to
insert the language must accompany the petition,

(b) Photographs. '

(1} Black and white, Photographs are not ordinarily per-
mitted in utility patent applications. However, the Office will accept
photographs in utifity patent applications only after the granting of a
petition filed under this paragraph which requests that photographs be
accepted, Any such petition must include the following:

{1} The fee set forth in § 1.17(i); and

(i) Three (3) sets of photographs. Phatographs must
either be developed on double weight photographic paper or be
permanently mounted on bristol board. Fhe photographs must be of
sufficient quafity so that al details in the drawings are reproducible in the
printed patent,

(2) Color. Color photographs will be accepted in utility
patent applications if the conditions for accepting cofor drawings have
been satisfied. See paragraph (a)(2) of this section.

(c} Identification of drawings. Identifying indicia, if provided,
should include the application number or the title of the invention,
inventor's name, docket number (if any), and the name and telephone
number of a persontocall if the Office is unable to match the drawings to
the proper application. Thisinformation should be placed onthe back of
each sheet of drawings a minimum distance of 1.5 cm. (5/8 inch) down
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from the top of the page, In addition, a reference to the application
number, or, if an application number has not been assigned, the
inventor'sname, may be included in the left - hand corner, provided that
the reference appears within 1.5 om. (5/8 inch) from the top of the
sheet.

{d) Graphic forms in_drawings. Chemical or ‘mathematical
formulae, tables, and waveforms may be submitted as drawings and are
subject to the same requirements as drawings. Bach chemical or
mathematical formula must be Jabeled as a separate figure, using
brackets when necessary, to show that information is properly inte-
grated. Each gronp of waveforms must be presented as a single figure,
using a common vertical axis with time extending along the horizontal
axis, Each individual waveform discussed in the specification must be
identified with a separate letter designation adjacent to the vertical axis.

{e) Xype of paper. Drawings submitted to the Office must be
made on paper which is flexible, strong, white, smooth, nonshiny, and
durable, All sheets must be free from cracks, creases, and folds, Onlyone
side of the sheet shall be used for the drawing, Each sheet must be
reasonably free from erasures and must be free from alterations,
overwritings, and interlineations. Photographs musteitherbe developed
on double weight photographic paper or be permanently mounted on
bristol board. See paragraph (b) of this section for other requirements
for photographs.

{f) Size of paper. All drawing sheets in an application must be
the same size. One of the shorter sides of the sheet is regarded as its top.
The size of the sheets on which drawings are made must be;

(1) 210 cm. by 29.7 cm. (DIN size Ad), or

(2) 21.6 om. by 27.9 cm. (8 1/2 by 11 inches).

(g) Margins. The sheets must not contain frames around the
sight (i.e., the usable surface), but should have scan target points (ie.,
cross—hairs) printed on two catercorner margin corners. Each sheet
must include a top margin of atleast 2.5 om. (1 inch), a left side margin
of at least 2.5 cm, (1 inch), a right side margin of at least 1.5 cm.
(5/8 inchy), and a bottom margin of at least 1.0 cm. (3/8 inch), thereby
leaving a sight no greater than 17.0 cm. by 26.2 cm. on 21.0 cm. by
29.7 cm. (DIN size A4) drawing sheets, and a sight no greater than
17.6 cm.by24.4 em. (6 15/16by 95/8 inches)on21.6 cm. by 27.9 cm.
(8 1/2by 11 inch) drawing sheets.

(h) Views. The drawing must contain as many views as necessary
to show the invention. The views may be plan, elevation, section, or
perspective views. Detail views of portions of elements, on a larger scale
if necessary, may also be used. Allviews of the drawing must be grouped
together and arranged on the sheet(s) without wasting space, preferably
inan upright position, clearly separated from one another, and must not
be included in the sheets containing the specifications, claims, or
abstract. Views must not be connected by projection knes and must not
contain center lines. Waveforms of electrical signals may be connected by
dashed lines to show the relative timing of the waveforms,

(1) Ezplodedviews. Exploded views, with theseparatedparts
embraced by a bracket, to show the relationship or order of assembly of
vatious parts are permissible. When an explodedview is shownina figure
whichison the same sheet as another figure, the exploded view should be
placed in brackets.

(2) Partial views. When necessary, a view of alarge machine
ordevice inits entirety may be broken intopartiat views on asingle sheet,
or extended over several sheets if there is no loss in facility of
understanding the view. Partial views drawn on separate sheets must
always be capable of being linked edge to edge so that no partial view
contains parts of another partial view. A smaller scale view should be
included showing the whole formed by the partial views and indicating
the positions of the parts shown. When a portion of a view is enlarged for
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magnification purposes, the view and the enlarged view must each be
labeled as separate views.

{i) Where views on two or more sheets form, in effect, a
single complete view, the views on the several sheets must be so arranged
that the complete figure can be assembled without concealing any part of
any of the views appearing on the varicus sheets.

(i) A very long view may be divided into several parts
placed one above the oiher on 2 single sheet. However, the relationship
between the different parts must be clear and unambiguous,

(3) Sectional views. The plane upon which a sectional view is
taken should be indicated on the view from which the sectioniscutby a
broken line. The ends of the broken line should be designated by Arabic
or Roman numerals cotresponding to the view number of the sectional
view, and should have arrows to indicate the direction of sight. Hatching
must be used toindicate section portions of an object, and must be made
by regularly spaced oblique parallel lines spaced sufficiently apart to
enable the lines to be distinguished without difficulty. Hatching should
notimpede theclearreading of the reference charactersand lead lines.
it is not possible to place reference characters outside the hatched area,
the hatching may be broken off wherever reference characters are
inserted. Hatching must be atasubstantial angle to the surrounding axes
or principal lines, preferably 43°, A cross section must be set out and
drawn to show all of the materials as they are shown in the view from
which the cross section was taken. The parts in cross section must show
proper material(s) by hatching with regularly spaced parallel oblique
strokes, the space between strokes being chosen on the basis of the total
area to be hatched. The various parts of a cross section of the same itern
should be hatched in the same manner and should accurately and
graphically indicate the nature of the material(s) that is illustrated in
¢ross section. The hatching of juxtaposed different elements must be
angled in a different way. In the case of large areas, haiching may be
confined to anedging drawn around the entire inside of the cutline of the
area to be hatched. Different types of hatching should have different
conventional meanings as regards the nature of a material seen in cross
section.

(4) Alterpate position. A moved position may be shownbya
broken line superimposed upon a suitable view if this can be done
without crowding; otherwise, a separate view must be used for this
purpose.

(5) Modified forms. Modified forms of construction mustbe
shown in separate views, '

(i} Arrangement of views. One view must not be placed upon
another or within the outline of another. Al views on the same sheet
should stand in the same direction and, if possible, stand so that theycan
be read with the sheet held in an upright position. If viewswider than the
width of the sheet are necessary for the clearest illustration of the
invention, the sheet may be turned on its side so that the top of the sheet,
with the appropriate top margin tobe used as the heading space, isonthe
right~hand side. Words must appear in a horizontal, left—to-right
fashionwhen the page iseither upright or turned so that the top becomes
the right side, except for graphs utilizing standard scientific convention
to denote the axis of abscissas (of X)) and the axis of ordinates (of ).

() Viewfor Official Gazette. One of the views should be suitable
for publication in the Official Gazetée as the [Hustration of the invention.

(k) Scale.

(1) The scale to which a drawing is made must be large
enough to show the mechanism without crowding when the drawing is
reduced in size to two-thirds in reproduction. Views of portions of the
mechanism on a larger scale should be used when necessary to show
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details clearly. Two or more shests may be used if one does not give
sufficient room. The number of sheets should be kept to a minimum.

(2) Whenapproved by the examiner, the scale of the drawing
may be graphically represented. Indications such as “actual size” or
«“scale 1/2" on the drawings, are not permitted, since these lose their
meaning with reproduction in a different format.

(3) Elements of the same view must be in propartion to each
other, unless a difference in proportion is indispensable for the clarity of
the view. Instead of showing elements in different proportion, a
supplementary view may be added giving a larger—scale illustration of
the element of the initialview. The enlargedelement showninthe second
view should be surrounded by a finely drawn or “dot—dash” circle in the
first view indicating its location without obscuring the view.

() Characteroflines. numbers, and letters. All drawings
must be made by a processwhichwill give them satisfactoryreproduction
characteristics. Every line, number, and letter must be durable, clean,
black (except for color drawings), sufficiently dense and dark, and
uniformly thick and well—defined. The weight of all lines and letters
rmust be heavy enough to permit adequate reproduction. This require-
ment applies to all lines however fine, to shading, and to lines
representing cut surfaces in sectional views. Lines and strokes of
different thicknesses may be used in the same drawing where different
thicknesses have a different meaning,

(m) Shading. Theuseofshadinginviewsisencouragedifitaidsin
understanding the invention and if it does not reduce legibility. Shading
is used to indicate the surface or shape of spherical, cylindrical, and
conical elements of an object, Flat parts may also be lightly shaded. Such
shading is preferced in the case of parts shown in perspective, but not for
cross sections. See paragraph (R)(3) of this section, Spaced lines for
shading are preferred. These lines must be thin, as few in number as
practicable, and they must contrast with the rest of the drawings. Asa
substitute for shading, heavy lines on the shade side of objects can be
used except where they superimpose on each other or obscure reference
characters. Light should come from the upper left corner at an angle of
45°, Surface delineations should preferably be shown by proper shading.
Solid biack shading areas are not permitted, except when used to
represent bar graphs or color.

(n) Symbols. Graphical drawing symbols may be used for
conventional elements when appropriate. The elements for which such
symbols and labeled representations are used must be adequately
identified in the specification. Known devices should be illustrated by
symbols which have a universally recognized conventional rmeaning and
are generally acceptedin the art. Other symbolswhich are not umversally
recognized may be used, subject to approval by the Office, if they are not
likely to be confused with existing conventional symbols, and if they are
readily identifiable,

(0) Legends. Suitable descriptive legends may be used, or may
be required by the Examiner, where necessary for understanding of the
drawing, subject to approval by the Office, They should contain as few
words as possible.

(p) Numbers, letters, and reference characters.

(1) Reference characters (numerals are preferred), sheet
numbers, and view numbers must be plain and legible, and must not be
used in associationwith bracketsor inverted commas, or enclosed within
outlines, e.g., encircled, They must be oriented in the same direction as
the view so as to avoid having to rotate the sheet. Reference characters
should be arranged to follow the profile of the object depicted.

(2) The English alphabet must be used for letters, except
where another alphabet is customarily used, such as the Greek alphabet
to indicate angles, wavelengths, and mathematical formulas.
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(3) Numbers,letters, and reference characters must measure
ar least .32 cm. (1/8 inch) in height. They should not be placed in the
drawing so as to interfere with its comprehension. Thercefore, they
should not cross or mingle with the lines. They should not be placed upon
hatched orshaded surfaces. When necessary, suchasindicatingasurface
or Cross section, a reference character may be underlined and a blank
space maybeleftin the hatching or shading where the character occursso
that it appears distinct.

{4) Thesamepartofaninvention appearinginmore thanone
view of the drawing must always be designated by the same reference
character, and the same reference character must never be used to
designate different parts.

{5) Reference characters not mentioned in the description
shall not appear in the drawings. Reference characters mentioned in the
description must appear in the drawings.

(q) Leadlines. Lead lines are those lines between the reference
charactérs and the details refeired to. Such lines may be straight or
curved and should be as short as possible. They must otiginate in the
immediate proximity of the reference character and extend to the feature
indicated, Lead lines must not cross each other. Lead lines are required
for each reference character except for those which indicate the surface
or ctoss section on which they are placed. Such a reference character
must be underlined to make it clear that a lead line has not been left out
by mistake. Lead lines must be executed in the same way as lines in the
drawing. Sec paragraph (1) of this section.

(r} Arrqws. Arrows may be used at the ends of lnes, provided
that their meaning is clear, as follows:

(1) Onaleadline, a freestanding arrow to indicate the entire
section towards which it points;

{2} Onalead ling, an arrow touching a line to indicate the
surface shown by the line looking along the direction of the arrow; or

(3) Toshow the direction of mavement.

{5) Copyright or Mask Work Notice. A copyright or mask work
notice may appear in the drawing, but must be placed within the sight of
the drawing immediately below the figure representing the copyright or
maskwork material and be imited to letters having a print size of 32 cm.
to .64 cm. (1/8 to 1/4 inches) high. The content of the notice must be
limited to only those clements provided for by law. For example, “ ©1983
John Poe” (17U.8.C. 401} and “M. John Doe” (17 U.5.C. 909) would be
properly limited and, under current statutes, legally sufficient notices of
copyright and mask work; respectively. Inclusion of a copyright or mask
work notice will be permitted only if the authorization language set forth
in § L.71(e} is included at the beginning (preferably as the first
paragraph) of the specification.

{t) Numbering of sheets of drawings. The sheets of drawings
should be numbered in consecutive Arabic numerals, starting with 1,
within the sight as defined in paragraph (g) of this section. These
numbers, if present, must be placed in the middle of the top of the sheet,
butnotin the margin. The numbers can be placed on the right— hand side
if the drawing extends too close to the middle of the top edge of the
usable surface. The drawing sheet numbering must be clear and larger
than the numbers used as reference characters to avoid confusion. The
number of each sheet should be shown by two Arabicnumerals placed on
either side of an oblique line, with the first being the sheet number and
the second being the total number of sheets of drawings, with ro other
marking.

(u) Numbering of views,

{1} The different views must be numbered in consecutive
Arabic numerals, starting with 1, independent of the numbering of the
sheets and, if possible, in the order in which they appear on the drawing
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sheet(s). Partial views intended to form one complete view, on ene or
several sheets, must be identified by the same number followed by a
capital letter. View numbers must be preceded by the abbreviation
“FIG.” Where only asingle viewis used in anapplication to illustrate the
claimed invention, it must not be numbered and the abbreviation “FIG.*
must Rot appear. ‘

{2) Numbers and letiers identifying the views must be simple
and clear and must not be used in association with brackets, circles, or
inverted commas. The view numbers must be larger than the numbers
used for reference characters.

(v) Security markings. Authorized security markings may be
placed on the drawings provided they are outside the sight, preferably

centered in the top margin,

(w) Corrections. Any corrections on drawings submitted to the
Office must be durable and permanent.

{x) Holes. No holes should be made by applicant in the drawing
sheets. :

Drawings on paper are accepiable as long as they are
in compliance with 37 CFR 1.84. Corrections thereto
must be made in the form of replacement sheets since
the Office does not release drawings for correction. See
37 CFR 1.85.

Good quality copies made on office copiers are ac-
ceptable if the lines are uniformly thick, black, and solid.
Facsimile copies of drawings however, are not accept-
able (37 CFR 1.6(d)(4)).

Drawings are currently accepted in two different size
formats. It is, however, required that all drawings in a
particular application be the same size for ease of han-
dling and reproduction.

For design patent drawings, 37 CFR 1.152, see MPEP
§ 1503.02.

For plant patent drawings, 37 CFR 1.165, see MPEP
§ 1606.

For reissue application drawings,
§ 1413

For correction of drawings, see MPEP § 608.02(p).
Fo; prints, preparation and distribution, see MPEP § 508
and § 608.02(m). For prints, return of drawings, sce MPEP
§ 608.02(y).

For pencil notations of classification and name or ini-
tials of assistant examiner to be placed on drawings, see
MPEP § 719.03.

The filing of a divisional or continuation case under
the provisions of 37 CFR 1.53(b) (unexecuted case) does
not obviate the need for formal drawings. See MPFP
§ 608.02(b).

see MPEP
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DEFINITIONS

A number of different terms are used when referring
to drawings in patent applications. The following defini-
tions are used in this Manual. '

Original drawings: The drawing submitted with the ap-
plication when filed. It may be either a formal or an in-
formal drawing.

Substitute drawing: A drawing filed later than the filing
date of an application. Usually submitted to replace an
original informal drawing.

Formal drawing: A drawing in a form that complies
with 37 CFR 1.84. Formal drawings are stamped “ap-
proved” by the Draftsperson.

Informal drawing: A drawing which does not comply
with the form requirements of 37 CFR 1.84. Drawings
may be informal because they are not on the proper size
sheets, the quality of the lines is poor, or for other rea-
sons such as the size of reference elements. Such objec-
tions are made by the Draftsman on form PTO~948.

Drawing print: This term is used for the white paper
print prepared by the Micrographics Division of the
Office of Initial Patent Examination (OIPE) of all origi-
nal drawings. The drawing prints contain the notation
“Print of Drawing as originally filed” near the top, Draw-
ing prints should be placed on the top on the right—hand
flap of the application file wrapper.

Interference print: This term is used to designate
the copy prepared of the original drawings filed in file
cabinets separate from the file wrappers and are used to
make interference searches.

Plan: This term is used to illustrate the top view.

Elevation: This term is used to illustrate views showing
the height of objects.

The following Form Paragraphs should be used when
notifying applicants of drawing corrections.

1 6.38 Acknowledgment of Proposed Drawing Correction

The proposed drawing correction and/or the proposed substitute
sheets of drawings, filed on [1] have been [2].

Examiner Note:

1. Inbracket2, inserteither — —approved-- - or -~ —~disapproved——.
2. Ifapproved, form paragraph 6.39 and one or more of paragraphs
6.40 or 6.41 or 6.44 must follow.

3,  If disapproved, an explanation must be provided.

1 6.38.0] Proposed Drawing Correction Disapproved, Changes
Not Highlighted

The proposed drawing correction filed on {13 has been disapproved
because itisnot inthe form of a pen—and —ink sketch showing changesin
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red ink or with the changes otherwise highlighted. See¢ MPEP
§ 608.02(v).

1 6.3802 Proposed Drawing Correction Disapproved, New
Matter

The proposed drawing correction andfor the proposed substitute
sheets of drawings, filed on [1] have been disapproved because they
introduce new matter into the drawings. 37 CPR. 1.121(a}(6) states that
no amendment may introduce new matter into the disclosure of an
application. The original disclosure does notsupport the showing of [2].

Examiner Note:

In bracket 2, explain which feature(s} of the proposed drawing
correction constitute(s) new matter.

€ 6.39 PTO No Longer Makes Drawing Changes

The Patent and Trademark Office no longer makes drawing changes.
See 1017 O.G. 4. It is applicant’s responsibility to ensure that the
drawings are corrected. Corrections must be made in accordance with
the instructions below.

Examiner Note:

‘This paragraph is to be used whenever the applicant has filed a
request for the Office to make drawing changes. Form paragraph 6.40
must follow. '

i 6.46 Information on How To Effect Drawing Changes

INFORMATION ON HOW TO EFFECT DRAWING
CHANGES

1. Correction of Informalities —— 37 CFR 1.85; 1697 O.G. 36

New formal drawings must be filed with the changes incorporated
therein. The art unit number, application number (including series
code) and number of drawingsheets shouldbewritten on the reverse side
of the drawings. Applicant may delay filing of the new drawings until
receipt of the “Notice of Allowability” (PTOL~37 or PTO-37). If
delayed, the new drawings MUST be filed within the THREE MONTH
shortened statutory period set for replyin the “Notice of Allowability” to
avoid extension of time fees. Extensions of time may be obtained under
the provisions of 37 CFR 1.136(a) for filing the corrected drawings (but
not for payment of the issue fee). The drawings should be filed as a
separate paper with a transmittal letter addressed to the Official
Draftsperson.

2. Corrections other than Informalities Noted by Drafisper-
son on form PTO-948.

All changes to the drawings, other than informalities noted by the
Draftsperson, MUST be made in the same manner as above except that,
normatly, a highlighted {preferably red ink) sketch of the changes to be
incorporated into the new drawings MUST be approved by the examiner
before the application willbe allowed. Nochangeswill be permitted tobe
made, other than correction of informalities, unless the examiner has
approved the proposed changes.

Timing of Corrections

Applicant is required tosubmit acceptable corrected drawings within
the three month shortened statutory period set in the “Notice of
Aliowability”. Within that three month period, two weeks should be
allowed for review of the new drawings by the Office. H a correction is
determined to be unacceptable by the Office, applicant must arrange 1o
have an acceptable correction re~submitted within the original three
month period to avoid the necessity of obtaining an extension of time
with extension fees. Therefore, applicant should file corrected drawings
as 8001 as possible.
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- Failure to take corrective action within the set {or extended) period
will result in ABANDONMENT of the application.

' 641 Reminder That PTO No Longer Makes Drawing
Changes

Applicant is reminded that the Patent and Trademark Office no
longer makes drawing changes and that it is applicant’s responsibility to
ensure that the drawings are corrected in accordance with the instruc-
tions set forth in Paper No. [1], mailed on [2].

Examiner Note:

This paragraph is to be used when the applicant has been previously
provided with information on how to effect drawing changes (i.e., either
by way of form paragraph 6.40 or a PTO—948 hasbeen prev;ously sent).

1 6.42  Reminder That Applicant Must Make Drawing Changes

Applicant is reminded that in order to avoid an abandonment of this
application, the drawings must be cotrected in accordance wtth the
instructions set forth in Paper No. [1], mailed on [2].

Examiner Note:

This paragraph is to be used when allowing the application andwhen
applicant has previously been provided with information on howtoeffect
drawing changes (i.e., by way of form paragraph 6,40 or a PTO—9%48 has
been previously sent).

1 643 Drawings Contain Informalities, Application Allowed

The drawings filed on [1] are acceptable subject to correction of the
informalities indicated on the attached “Notice of Draftsperson’s Patent
Drawing Review,” PT0O~948. In order to avoid abandonment of this
application, correction is required.

Examiner Note:

Usethis para graphwhen allowing the application, particularlyat time
of first action issue. Form paragraph 6,40 or 6.41 must follow.

T 6.44  Drawing Informalities Previously Indicated

In order to avoid abandonment, the drawing informalities noted in
Paper No. [11, mailed on {2}, must now be corrected. Correction can
only be effecied in the manner set forth in the above noted paper.

Examiner Note:

Use this paragraph when allowing the application and applicant has
previously been informed of informalities in the drawings.

1 647  Examiner’s Amendment Involving Drawing Changes

The following changes to the drawings have been approved by the
examiner and agreed upon by applicant: {1]. In order to avoid
abandonmentofthe application, applicant must make these agreedupon
drawing changes,
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Examiner Note;

1. Inbracket 1, insert the agreed upon drawing changes.
2. Form paragraphs 6.39 and 6.40 must follow.

DRAWING SYMBOLS

37 CFR 1.84(n) indicates that graphic drawing sym-
bols and other labeled representations may be used for
conventional elements where appropriate, subject to ap-
proval by the Office. Also, suitable legends may be used,
or may be required, in proper cases.

The publications listed below have been reviewed by
the Office and the symbols therein are considered to be
generally acceptable in patent drawings. Although the
Office will not “approve” all of the listed symbols as a
group because their use and clarity must be decided on a
case-by—case basis, these publications may be used as
guides when selecting graphic symbols. Overly specific
symbols should be avoided. Symbols with unclear mean-
ings should be labeled for clarification.

These publications are available from the American
National Standards Institute Inc., 11 West 42nd Street,
New York, New York 10036.

The publications reviewed are the following:

Y32.2-1970 Graphic Symbols for Electrical & Elec-
tronics Diagrams

Y32.10-1967 (R1994) Graphic Symbols for Fluid
Power Diagrams

Y32.11-1961 (R1993) Graphic for Process Flow Dia-
grams in the Petroleum & Chemical Industries

Y32.14—1962 Graphic Symbols for Logic Diagrams

£32.2.3—1949 (R1994) Graphical Symbols for Pipe
Fittings, Valves and Piping

£32.2.4—-1949 (R1953) Graphic Symbols for Heating,
Ventilating & Air Conditioning

Z32.2.6-1950 (R1993) Graphic Symbols for Heat—
Power Apparatus
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The following symbols should be used to indicate various materials where the material is an important feature of the
invention. The use of conventional featizres is very helpful in making prior art searches. :

_Merac

ﬁw éxmw

See MPEP § 601.01{f) for treatment of applications
filed without drawings and MPEP § 601.01(g) for treat-
ment of applications filed without all figures of drawings.

ILLUSTRATION SUBSEQUENTLY REQUIRED

The acceptance of an application without a drawing
does not preclude the examiner from requiring an
illustration in the form of a drawing under 37 CFR
1.81(c) or 37 CFR 1.83(c). In requiring such a drawing,
the examiner should clearly indicate that the require-
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ment is made under 37 CFR 1.81(c) or 37 CFR 1.83(c)
and be careful not to state that he or she is doing so “be-
cause it is necessary for the understanding of the inven-
tion,” as that might give rise to an erroneous impression
as to the completeness of the application as filed. Ex-
aminers making such requirements are to specifically re-
quire, as a part of the applicant’s next reply, at least an
ink sketch or permanent print of any drawing proposed
in reply to the requirement, even though no allowable
subject matter is yet indicated. This will afford the ex-
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aminer an early opportunity to determine the sufficiency
of the illustration and the absence of new matter. See 37
CFR 1.121 and 37 CFR 1.81(d). The description should

of course be amended to contain reference to the new il-

lustration. This may obviate further correspondence
where an amendment places the case in condition for al-
Jlowance, except for the formal requirement relating o
the drawing. In the event of a final determination that
there is nothing patentable in the case, a formal drawing
will not be required.

BLACK AND WHITE PHOTOGRAPHS

37 CFR 1.84.  Standards for drawings.

L L1

(b} FPhotographs. .

(1) Black and white. Photographs are not ordinarily per-
mitted in utility patent applications. However, the Office will accept
photographs in utility patent applications only after the granting of a
petition filed under this paragraph which requests that photographs be
accepted. Any such petition must include the following:

(i) The fee set forth in § 1.17(i); and

(i) Three (3) sets of photographs, Photographs must
either be developed on double weight photographic paper or be
permanently mounted on bristol board. The photographs must be of
sufficient quality so thatall detailsin the drawings are reproducibie inthe
printed patent.

EEE 213

Photographs are not normally considered to be proper
drawings. Photographs are acceptable for a filing date
and are generally considered to be informal drawings.
Photographs may be acceptable as formal drawings when
a petition filed under the provisions of 37 CFR 1.84(b) is
granted. The petition must be accompanied by the fee
set forth in 37 CFR 1.17(i) and one set of the
photographs in question. The requirement of 37 CFR
1.84(b)(1)(i)) of three sets of black and white
photographs has been waived, and only one set of black
and white photographs is now required. See 1211 O.G.
34 (June 9, 1998). Photolithographs of photographs are
never acceptable. See Inre Myers, 1959 C.D. 2,738 O.G.
947 and In re Taggart, 1957 C.D. 6, 725 Q.G. 397.

PETITIONABLE SUBJECT MATTER

The Patent and Trademark Office is willing to accept
photographs or photomicrographs (not photolitho-
graphs or other reproductions of photographs made by
using screens) printed on sensitized paper in lieu of India
ink drawings, to illustrate inventions which are incapable
of being accurately or adequately depicted by India ink
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drawings, e.g., crystalline structures, metallurgical mi-
crostructures, textile fabrics, grain structures and orna-
mental effects. The photographs or photomicrographs
must show the invention more clearly than they can be
done by India ink drawings and otherwise comply with
the rules concerning such drawings.

Such photographs to be acceptable must be made on
photographic paper having the following characteristics
which are generally recognized in the photographic
trade: double weight paper with a surface described as
smooth; tint, white, or be photographs mounted on prop-
er size bristol board. _

See MPEP § 1503.02 for discussion of photographs
used in design patent applications.

COLOR DRAWINGS OR COLOR PHOTOGRAPHS

37 CFR 1.84.  Standards for drawings.
{a) Drawings. There are two acceptable categories for present-
ing drawings in utility patent applcations:

LEE LS

(2} Color. On rare occasions, color drawings may be neces-
sary as the only practical medium by which to disclose the subject matter
sought to be patented in a utility patent application or the subject matter
of a statutory invention registration. The Patent and Trademark Office
will accept color drawings in utility patent applications and statutory
invention registrations only after granting a petition filed under this
paragraph explaining why the color drawings are necessary. Any such
petition must include the following:

(i) The fee set forth in § 1.17¢1); _

(i) Three (3) sets of color drawings; and

(i} Thespecificationmustcontain thefollowinglanguage
as the first paragraph in that portion of the specification relating fo the
brief description of the drawing:

The file of this patent contains at least one drawing executed in
color. Copies of this patent with color drawing(s) will be pro-
vided by the Patent and Trademark Office upon request and
payment of the necessary fee.

If the language is not in the specification, a proposed amendment to
insert the language must accompany the petition.

(b} Photographs.

L e 813

{2} Color. Color photographs will be accepted in utility
patent applications if the conditions for accepting color drawings have
been satisfied. See paragraph (a)(2) of this section.

&k kg

Limited use of color drawings in utility patent applica-
tions is provided for in 37 CFR 1.84(a)(2) and (b)(2).
Unless a petition is filed and granted, the Draftsperson
will not approve color drawings or color photographs ina
utility or design patent application. The examiner must
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object to the color drawings or color photographs as be-
ing improper and require applicant either to cancel the
drawings or to provide substitute black and white draw-
ings,

Under 37 CFR 1.84(a)(2) and (b)(2), the applicant
must file a petition with fee requesting acceptance of the
color drawings or color photographs. The petition is de-
cided by a Supervisory Patent Examiner. See MPEP
§ 1002.02(d).

Where color drawings or color photographs are filed
in a continuing application, applicant must renew the
petition under 37 CFR 1.84(a)(2) and (b)(2) even
though a similar petition was filed in the prior applica-
tion. Until the renewed petition is granted, the examiner
must object to the color drawings or color photographs as
being improper.

In light of the substantial administrative and econom-
ic burden associated with printing a utility patent with
color drawings or color photographs, the patent copies
which are printed at issuance of the patent will depict the
drawings in black and white only. However, a set of color
drawings or color photographs will be attached to the
Letters Patent. Moreover, copies of the patent with color
drawings or color photographs attached thereto will be
provided by the Patent and Trademark Office upon spe-
cial request and payment of the fee necessary to recover
the actual costs associated therewith,

Accordingly, the petition must also be accompanied
by a proposed amendment to insert the following lan-
guage as the first paragraph in the portion of the specifi-
cation containing a brief description of the drawings:

The file of this patent contains at least one drawing exe-
cutedincolor, Copiesofthispatentwithcolor drawing(s)
will be provided by the Patent and Trademark Office
upon request and payment of the necessary fee.

It is anticipated that such a petition will be granted
only when the Patent and Trademark Office has deter-
mined that a color drawing or color photograph is the
only practical medium by which to disclose in a printed
utility patent the subject matter to be patented.

It is emphasized that a decision to grant the petition
should not be regarded as an indication that color draw-
ings or color photographs are necessary to comply with a
statutory requirement. In this latter respect, clearly it is
desirable to file any desired color drawings or color
photographs as part of the original application papers in
order to avoid issues concerning statutory defects (e.g.,

lack of enablement under 35 U.S.C. 112 or new matter
under 35 U.S.C, 132). The filing of the petition, however,
may be deferred until acceptable formal drawings are re-
quired by the examiner.

NOTIFYING APPLICANT

If the original drawings are informal but may be ad-
mitted for examination purposes, the Draftsperson indi-
cates on a 2—part form, PTO~948, what the informali-
ties are and that new corrected drawings are required. In -
either case, the informal drawings are accepted as satis-
fying the requirements of 37 CFR 1.51.

The examiners are directed to advise the applicants by
way of form PTO—948 (see MPEP § 707.07(a)) in the
first Cffice action of the conditions which the Draftsper-
son considers to render the drawing informal.

Drawing corrections should be made when the ap-
plication is in condition for allowance unless the examin-
er requires correction at an earlier date.

If the examiner discovers a defect in the content of the
drawing, the applicant should be notified by usmg a
Form Paragraph, where appropriate,

¥ 6.2! New Drawings, Compeient Drafisperson

New formal drawings are required in this dpplication because [1}.
Applicant is advised to employ the services of a competent patent
draftsperson outside the Office, as the Patent and Trademark Office no
fonger prepares new drawings.

T 6.22 Drawings Objected To
The drawings are objected to because [1]. Correction is required.

Examiner Note:
Follow with paragraph 6.27, if appropriate.

% 6.22.01 Drawings Objected To, Details Not Shown

The drawings are objected to under 37 CFR 1.83(a) because they fail
toshow [1] as described in the specification. Anystructural detail thatis
essential for a proper understanding of the disclosed inventionshouid be
shown in the drawing. MPEP § 608.02(d). Correction is required.

Examiner Note:

1.  Inbracket I, identify the structural details not shown in the draw-
ings.
2. Follow with form paragraph 6.27, if appropriate.

§ 6.22.02 Drawings Objected to, Different Numbers Refer to
Same Part

The drawings are objected to as failing to comply with 37
CFR. 1.84(p)(4) because reference characters“ [11” and “[2]” have both
been used to designate [3]. Correction is required.

Examiner Note:

1. Inbrackets 1 and 2, identify the numbers which refer to the same
part.
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2. Inbracket3, identify the part whichis referred toby different num-
bers.
3. Follow with form paragraph 6.27, if appropriate.

Y 6.22.03 Drawings Objected to, Different Parts Referred to by
Same Number

The drawings are objected to as failing to comply with 37
CFR 1.84(p)(4) because reference character “[1]” has been used to
designate both [2] and [3}. Correction is required.

Examiner Note:

1. Inbracketl,identify the numberwhichrefersto the different parts.
2. Inbrackets 2 and 3, identify the parts which are referred to by the
same number.

3. TFollow with form paragraph 6.27, if appropriate.

¥ 6.22.04 Drawings Objected to, Incomplete
The drawings are objected to under 37 CFR 1.83(b) because they are
incomplete. 37 CFR 1.83(b) reads as follows:

‘When the invention consists of an improvement on an old ma-
chine the drawing must when possible exhibit, in one or more
views, the improved portion itself, disconnected from the old
structure, and also in another view, so much onily of the old
structure as will suffice to show the connection of the invention
therewith,

Correction is required.

Examiner Note: -

1. Supplya fullexplanation, if it is not readily apparent how the draw-
ings are incomplete.
2. Follow with form paragraph 6,27, if appropriate.

1 6.22.05 Drawings Objected to, Modifications in Same Figure

The drawings are objected to under 37 CFR 1.84(h)(5) because
Figure{1] show(s) modified forms of construction in the same view.
Correction is required.

Examiner Note:

1. Inbrackets 1, insert the appropriate Figure number(s).
2. Follow with form paragraph 6.27, if appropriate.

% 6.22.06 Drawing.ﬁ Objected to, Reference Numbers Not in
Drawings
The drawings are objected to as failing to comply with 37

CFR 1.84(p){5) because they do not include the following reference
sign(s) mentioned in the description; [11. Correction is required.

Examiner Note:

f.  Inbracket 1, specify the reference characters which are not found
in the drawings, including the page and line number where they first oc-
cur in the specification.

2. Follow with form paragraph 6.27, if appropriate.

T 62207 Drawings Objected to, Reference Numbers Not in
Specification
The drawings are objected to as failing to comply with 37

CER 1.84(p}(5) because they include the following reference sign{s) not
mentioned in the deseription: [1]. Correction is required.
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Examiner Note:

1. Inbracket 1, specify the reference characters which are not found
in the specification, including the figure in which they occur,
2. Follow with form paragraph 6.27, if appropriate.

¥ 6.23 Subject Matter Admits of Hlustration

The subject matter of this application admits of illustration by a
drawing to facilitate understanding of the iovention. Applicant is
required tofurnisha drawingunder 37 CFR. 1.81. Nonew matter maybe
introduced in the required drawing.

Examiner Note:

When requiring drawings before examination use form paragraph
6.23.01 with a PTOL~-90 or PTO—90C form as a cover sheet,

T 6.23.01 Subject Matter Admits of Hlustration (No Examina-
tion of Claims)

The subject matter of this application admits of ittustration by a
drawing to facilitate understanding: of the invention. Applicant is
required to furnish a drawing under 37 CFR 1.81. No new matter maybe
introduced in the required drawing.

Applicant is given a TWO MONTH time period to submit a drawing
in compliance with 37 CFR 1.81. Extensions of time may be obtained
under the provisions of 37 CFR 1.136(a). Failure to timely submit a
crawing will result in ABANDONMENT of the application.

Examiner Note:

1. Useofthisform paragraph shouldbe extremely rare and lithited to
those instances where no examination can be performed due to lack of
anillustration of the invention resulting in a lack of understanding of the
claimed subject matter.

2, UseaPTOL~90 or PTO--90C form as a cover sheet for this com-
munication.

T 6.24 Informal Drawings

This application has been filed with informal drawings which are
acceptable for examination purposes only. Formal drawings will be
reguired when the application is allowed.

T 6.24.01 Photographs and Color Drawings, Petition Required

The drawings are considered to be informal because they fail to
complywith 37 CFR 1.84(a)(1) which requires black and white drawings
using India ink or its cquivalent.

Photographs and color drawings are acceptable only for examination
purposes unless a petition filed under 37 CFR 1.84(a)(2) or (b)}(1) is
granted permitting their use as formal drawings. In the event applicant
wishestouse the drawings currently on file as formal drawings, a petition
must be filed for acceptance of the photographs or color drawings as
formal drawings. Any such petition must be accompanied by the
appropriate fee as set forth in 37 CFR 1.17(3), three sets of drawings or
photographs, as appropriate, and, if filed under the provisions of 37 CFR
1.84(2)(2), an amendment to the first paragraph of the brief description
of the drawings section of the specification which states:
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The file of this patent contains at least one drawing executed in color.
Copies of this patent with color drawing(s) will be provided by the Patent
and Trademark Office upon request and payment of the necessary fee.

Color photographs will be accepted if the conditions for accepting
color drawings have been satisfied.

Examiner Notes

This form paragraph should be used after form paragraph 6.24 only if
the application contains photographs or color drawings as the drawings
required by 37 CFR 1.81.

% 6.25.01 Formal Drawings Suggested, Allowable Subject Mat-
ter Indicated

Since allowable subject matter has been indicated, applicant is
encouraged to submit formal drawings in response to this Office action.
The early submission of formal drawings will permit the Office to review
the drawings for acceptabilify and to resolve any informalities remaining
therein before the application is passed to issue. This will avoid possible
delays in the issue process.

9 6.26 Informal Drawings Do Not Permit Examination

The informal drawings are not of sufficient guality to permit
examination. Accordingly, new drawings are required in reply to this
Ofice action, :

Applicant is given a TWO MONTH time period to submit new
drawings in compliance with 37 CFR 1.81. Extensions of time may be
obtained under the provisions of 37 CFR 1,136(a). Failure to timely
submit new drawings will result in ABANDONMENT of the application.

Examiner Note;

1. Useofthis form paragraph should be extremely rare and limited to
those instances where no examination ¢an be performed due to the poor
qualityof the drawings resulting in a lack ofunderstanding of the claimed
subject matter,

2. Usea PTOL—900r PTO—90C form as a cover sheet for this cont-
munication.

1 627 Correction Held in Abeyance

Appticant is required to submit a proposed drawing correction in
reply to this Office action. However, formal correction of the noted
defect can be deferred until the application is allowed by the examiner.

DRAWING REQUIREMENTS

The first sentence of 35 U.S.C. 113 requires a drawing
to be submitted upon filing where such drawing is neces-
sary for the understanding of the invention. In this situa-
tion, the Iack of a drawing renders the application incom-
plete and, as such, the application cannot be given a filing
date until the drawing is received. The second sentence
of 35 U.S.C. 113 deals with the situation wherein a draw-
ing is not necessary for the understanding of the inven-
tion, but the case admits of illustration and no drawing
was submitted on filing. The lack of the drawing in this
situation does not render the application incomplete but
rather is treated much in the same manner as an infor-
mality. The examiner should require such drawings in al-
most all such instances. Such drawings could be required
during the processing of the application but do not have

to be furnished at the time the application is filed. The
applicant is allowed at least 2 months from the date of
the letter requiring drawings to submit them.

Handling of Drawing Requiremenis Under the First
Sentence of 35 US.C. 113

The Office of Initial Patent Examination (OIPE) will
make the initial decision in all new applications as to
whether a drawing is “necessary” under the first sen-
tence of 35 U.S.C. 113. A drawing will be considered
necessary under the first senterice of 35 U.S.C. 113 in all
cases where the drawing is referred to in the specifica-
tion and one or more figures have been omitted.

The determination under 35 US.C. 113 (first sen-
tence) as to when a drawing is necessary will be handled
in OIPE according to the following procedure. OIPE will
make the initial determination whether or not drawings
are required for the understanding of the subject matter
of the invention. Mechanical and electrical cases which
lack a drawing, but in which one appears to be needed for
an understanding of the invention, will be referred to the
Classification and Routing Unit of OIPE for advice. If
the Classification and Routing Unit cannot reach a
prompt and decisive response, the application will be re-
ferred to the supervisory patent examiner for a deter-
mination. When drawings are required, the application
is treated as incomplete and the applicant is so informed
by OIPE. The filing date will not be granted and appli-
cant will be notified to complete the application (37 CFR
1.53(e)). However, the practice with respect to chemical
cases is that, unless a drawing or drawing figure is specifi-
cally referred to in the specification of the application,
the application will initially be considered by the OIPE
formality examiner as being complete and will be given a
filing date. Only in those chemical cases wherein there is
areference in the specification to a drawing and no draw-
ing was present on filing will a chemical application ini-
tially be held incomplete and denied a filing date. 1f a
drawing is later furnished, a filing date may be granted as of
the date of receipt of such drawing,

If an examiner feels that a filing date should not have
been granted in an application because it does not con-
tain drawings, the matter should be brought to the atten-
tion of the supervisory patent examiner (SPE} for
review. If the SPE decides that drawings are required to
understand the subject matter of the invention, the SPE
should return the application to OIPE with a typed,
signed, and dated memorandum requesting cancellation
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of the filing date and identifying the subject matier re-
quired 1o be illustrated.

608.02(a) New Drawing — When Required

Utility and design patent applications should be taken
up for the first Office action without a request for formal
drawings unless the informal drawings are so unclear

that they do not facilitate an understanding of the inven- -

tion as to permit examination of the application. If at the
time of the initial assignment of an application to an ex-
aminer’s docket, or if at the time the application is taken
up for action, the supervisory patent examiner believes
the informal drawings to be of such a condition as to not
permit reasonable examination of the application, appli-
cant should be required to immediately submit formal
drawings. However, if the informal drawings do not per-
mit examination and the supervisory patent examiner
believes the drawings are of such a character as to render
the application defective under 35 U.S.C. 112, examina-
tion should begin immediately with a requirement for
formal drawings and a rejection of the claims as not being
in compliance with 35 U.S.C. 112, first paragraph, being
made.

Formal drawings should be required when the applica-
tion is allowed.

Forms PTOL~326 and PTOL—37 now provide items
for requiring formal drawings.

Form Paragraph 6.45 may aiso be used to inform appli-
cant that formal drawings are required.

1 6.45 Application Allowed, Formal Drawings Needed

Formal drawings are now required and must be filed within the
THREEMONTH shortened statutory period set for reply in the “Notice
of Allowability” (PTOL~37 or PTO—37). Extenstons of time may be
obtained under the provisions of 37 CFR 1.136{a). Failure to timely
submit the drawings will result in ABANDONMENT of the application.
The drawings should be submitted as a separate paper with a transmittal
letter which is addressed to the Official Drafisperson. The art unit
number, application number and number of drawing sheets should be
written on the reverse side of the drawings.

HANDLING OF DRAWING REQUIREMENTS UN-
DER THE SECOND SENTENCE OF 35 U.S.C. 113

35 U.S.C. 113 deals with the situation wherein the
drawing is not necessary for the understanding of the in-
vention, but the subject matter admits of illustration by a
drawing and the applicant has not furnished a drawing.
The lack of the drawing in this situation does not render
the application incomplete but rather is treated as an in-
formality. A filing date will be accorded with the original
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presentation of the papers, despite the absence of draw-
ings. In these situations, a drawing or further illustration
will normally be required by the examiner. This should
be done prior to examination in a separate letter. The ex-
aminer should require additional drawings, where ap-
propriate, as early as possible since the possession of the
additional drawings would facilitate the examination
process. A letter requiring drawings may contain word-
ing similar to the following:

The examiner has decided that the subject matter
of this application admits of illustration by a drawing
and that a drawing would facilitate the understanding of
the subject mat-ter disclosed. (Continue with a specific
mention of those items of which drawings are desired.)
Applicant is required to furnish a drawing under 37 CFR
1.81 (Incorporate in Office action or send a separate
letter setting a 2—month period for reply.)

The applicant should be given at least 2 months from
the date of a requirement to submit drawings made in a
separate letter. If the requirement for drawings is in-
cluded in an Office action, the time for supplying the
additional drawings will be the same as the time for reply
to the Office action.

RECEIPT OF DRAWING AFTER THE FILING DATE

If new matter is noticed by the examiner in a substitute
or additional drawing, the drawing should not be en-
tered. It should be objected to as containing new matter,
A new drawing without such new matter may be required
if the examiner feels a drawing is needed under 37 CFR
1.81 or 37 CFR 1.83. The examiner’s decision would be
reviewable by petition to the Commissioner under
37 CFR 1.181. The decision on such a petition would be
handled by the Group Director.

UNTIMELY FILED DRAWINGS

If a drawing is not timely received in reply to a letter
from the examiner who requires a drawing, the applica-
tion becomes abandoned for failure to reply.

For the handling of additional, duplicate, or substitute
drawings, see MPEP § 608.02(h).

608.02(h) Informal Drawings

37CFR 1.85.  Corrections to drawings.

(a) The requirements of § 1.84 relating to drawings will be
strictly enforced. A drawing not executed in conformity thereto, if
suitable for reproduction, may be admitted for examination but in such
case a new drawing rmust be furnished.

{b} ThePatentand Trademark Officewillnot release drawings in
applications having a filing date after January 1, 1989, or any drawings

July 1998



608.02(b)

from any applications after January 1, 1991, for purposes of correction.
If corrections are necessary, new corrected drawings must be submitted
within the time set by the Office. .

(¢} Whencorrected drawings are required to be submitted at the
time of allowance, the applicant is required to submit acceptable
drawings within three months from the mailing of the “Notice of
Allowability.” Within that threemonth period, two weeks should be
attowed for review of the drawings by the Drafting Branch, If the Office
finds that correction is necessary, the applicant must submit a new
corrected drawing to the Office within the original three - month period
to avoid the necessity of obtaining an extension of time and paying the
extension fee, Therefore, the applicantshould file corrected drawings as
soon as possible following the receipt of the Notice of Allowability. The
provisions with respect to obtaining an extension of time relates only to
the late filing of corrected drawings. The time limit for payment of the
issue fee is a fixed three--month period which cannot be extended as set
forth in 35 US.C. 151,

In instances where the drawing is such that the pro-
secution can be carried on without the corrections, appli-
cant is informed of the reasons why the drawing is ob-
jected to on Form PTO—948 or in an examiner’s action,
and that the drawing is admitted for examination pur-
poses only (see MPEP § 707.07(a)). To be fully respon-
sive, an amendment must include a request for drawing
corrections when the application is allowed or an appeal

is filed. See 37 CFR 1.111(b).

INFORMAL DRAWINGS

To expedite filing, applicants sometimes submit ap-
plications with informal drawings. Such applications are
accepted by the Office of Initial Patent Examination
(OIPE) for filing only, provided the informal drawings
are readable and reproducible. Applicant is notified on
Form PTO~-948 or in an Office action that formal draw-
ings, in compliance with 37 CFR 1.84 will be required
when the application is allowed. Form Paragraph 6.24
may be used for this purpose.

T 6.24 Informal Drawings

This application has been filed with informal drawings which are
acceptable for examination purposes only. Formal drawings will be
required when the application is allowed.

Alternatively, the examiner may check the appropri-
ate box on the Office Action Summary, PTOL—326.

HANDLING OF NEW DRAWINGS

In those situations where an application is filed with
informal drawings, applicants are requested to wait until
they receive their “Notice of Draftsperson’s Patent
Drawing Review” form, PTO~948, or the first Office ac-
tion utilizing form PTOL—326 or PTOL~37 from the

MANUAIL OF PATENT EXAMINING PROCEDURE

group art unit before submitting the formal drawings,
The letter of transmittal accompanying the formal draw-
ings should identify the group art unit indicated on form
PTO-948 or form PTOL—326. If the informal notifica-
tion appears on form PTOL-37, the date of the mailing
of the Notice of Allowance and Issue Fee as well as the
Issue Baich Number must be given. Also, each sheet of
the drawing should include the application number and
group art unit in the upper right margin. In the past,
some drawings have been misdirected because the group
art unit indicated on the filing receipt was used rather
than that indicated on the informal notice forms.

The Draftsperson is the judge of drawings, as to the
execution of the same, and the arrangement of the views
thereon, while the examiner is the judge as to the suffi-
ciency of the showing. The drawings received with an ap-
plication are inspected by the draftsperson. If the draw-
ing is satisfactory, he or she stamps on each sheet “Ap-
proved by Draftsman” and checks the approved box on
Form PTO—948. See also MPEP § 608.02.

RECEIPT OF SUBSTITUTE DRAWINGS

If substitute drawings are timely filed, the examining
group technical support staff should immediately send the
new substitute drawings with the file wrapper to the Draft-
sperson for approval as to form.

If the application is allowed on the first action, the ex-
aminer should require formal ~drawings using form
PTOL~37.

COMPARISON OF SUBSTITUTE DRAWINGS

In utility applications, the examination will normally
be conducted using any informal drawings presented.
The sufficiency of disclosure, as concerns the subject
maiter claimed, will be made by the examiner utilizing
the informal drawings. IT IS APPLICANT’S RESPON-
SIBILITY TO SEE THAT NO NEW MATTER IS8
ADDED when submitting substitute drawings since they
will not normally be reviewed by an examiner. Of course,
if the examiner notices new matter in the substitute
drawings, appropriate action {o have the new matter de-
leted should be undertaken.
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608.02(¢) Drawing Print Kept in File Wrapper

The drawing prints must always be kept on top of the
papers on the right side of the file wrapper so as to be vis-
ible upon opening the wrapper and to permit them to be
easily detached.

Applications may be sent to issue or to the Files Re-
pository without the original drawing, if any, if the draw-
ing cannot be located. For an application sent to issue
with missing drawings, see MPEP § 608.02(z). For aban-
doned applications sent to the Files Repository, a nota-
tion should be made on the Contents portion of the file
wrapper that the drawings were missing.

Upon initial processing, the original drawings are
placed in the center portion of the application file wrap-
per underneath the application papers by the Micro-
graphics Division. The formal drawings should be re-
tained in this position.

608.02(d) Complete Hllustration in Drawings

37 CFR 1.83.  Content of drawing.

(a) Thedrawinginanonprovisional applicationmustshowevery
feature of the invention specified in the claims. However, conventional
features disclosed in the description and claims, where their detailed
illustration is not essential for a proper understanding of the invention,
should be illustrated in the drawing in the form of a graphical drawing
symbol or a labeled representation {e.g., a Jabeled rectangular box).

(b} When the invention consists of an improvement on an old
machine the drawing must when possible exhibit, in one or more views,
the improved portion itself, disconnected from the old structure, and
also in another view, so much only of the old structure as will suffice to
show the connection of the invention therewith.

(¢) Where the drawings in a nonprovisional application do not
comply with the requirements of paragraphs (a} and (b) of this section,
the examiner shall require such additional illustration within a time
pexiod of not less than two months from the date of the sending of a
notice thereof. Such corrections are subject to the requirements of
§ 1.81(d).

Any structural detail that is of sufficient importance to
be described shouid be shown in the drawing. (Ex parfe
Good, 1911 C.D. 43, 164 O.G. 739 (Comm’r Pat. 1911).)

Form Paragraph 6.36 should be used to require
fllustration.

Y 6.36 Drawings Do Not Show Claimed Subject Matter

The drawings are objected to under 37 CFR 1.83(a). The drawings
must show every feature of the invention specified in the claims.
Therefore, the [1] must be shown or the feature(s) canceled from the
claim{s). No new matter should be entered.
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Examiner Note:
In bracket 1, insert the features that must be shown.,

See also MPEP § 608.02(a).

608.02(e) Examiner Determines
Completeness of Drawings

The examiner should see to it that the figures are cor-
rectly described in the brief description of the several
views of the drawing section of the specification, that the
reference characters are properly applied, that no single
reference character is used for two different paris or for
a given part and a modification of such part, and that
there are no superfluous illustrations.

608.02(f) Modifications in Drawings

Modifications may not be shown in broken lines on
figures which show in solid lines another form of the in-
vention, Ex parte Badger, 1901 C.D. 195, 97 O.G. 1596
(Comm’r Pat. 1901).

All modifications described must be ilfustrated, or the
text canceled. (Ex parte Peck, 1901 C.D. 136, 96 O.G.
2409 (Comny’r Pat. 1901).) This requirement does not
apply to a mere reference to minor variations nor to
well—known and conventional parts.

608.02(g) lilustration of Prior Art

Figures showing the prior art are usually unnecessary
and should be canceled. Ex parte Elliot, 1904 C.D, 103,
109 0O.G. 1337 (Comm’r Pat. 1904). However, where
needed to understand applicant’s invention, they may be
retained if designated by a legend such as “Prior Art.”

If the prior art figure is not labeled, Form Paragraph
6.36.01 may be used.

Y 6.36.01 Hlustration of “Prior Art”

Figure (1] should be designated by a legend such as — —Prior Art——
because only that which is old is illustrated. See MPEP § 608.02(g).
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608.02(h) Additional, Duplicate, or
Substitute Drawings

When an amendment is filed stating that substitute or
additional sheets of drawings are filed with the amend-
ment and such drawings have not been transmitted to the
examining group, the technical support staff in the ex-
amining group should call the Office of Initial Patent Ex-
amination (OIPE) before entering the amendment to as-
certain if the drawings were not received. In the next
communication of the examiner, the applicant is notified
if the drawings have been received and whether or not
the substitute or additional drawings have been entered
in the application.

Additional and substitute drawings, together with the
file wrapper, are routed through the Drafting Review
Branch where any defects in execution will be noted. If
there are none, they will be stamped, “Approved By
Draftsman.” When such drawings are considered by the
examiner, it should be kept in mind that the “Approved”
stamp applies only to the size and quality of paper, lines
rough and blurred, and other details of execution. The
additional or substitute drawing sheets should be en-
tered by the technical support staff after approval by
both the draftsman and the examiner.

The examiner should not overlook such factors as new
matter, the necessity for the additional sheets and con-
sistency with other sheets. The technical support staff
will routinely enter all additional and substitute sheets
on the file wrapper. Additional and substitute sheets of
drawings are also indicated on the face of the file wrap-
per under the heading “Parts of application separately
filed.” If the examiner decides that the sheets should not
be entered, applicant is so informed, giving the reasons.
The entries made by the technical support staff will be
marked “(N.E.).”

Form Paragraph 6,37 may be used to acknowledge cor-
rected or substituted drawings.

T 6.37 Acknowledgment of Corrected or Substitute Drawings

The corrected or substitute drawings were received on [1]. These
drawings are [2].

Examiner Note:

1. In bracket 2, insert either ——acceptable—~— or ——not accept-
able——.

2. If not acceptable, an explanation must be provided.

3. Ifnotacceptable because of informalities noted on PTO—948, use
form paragraph 6.43.
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Alternatively, PTOL-326 Office Action Summary in-
chudes a block for acknowledgment of corrected or substitute
drawings.

If an additional sheet of drawing is considered unnec-
essary and the original drawing requires alterations
which are taken care of in the proffered additional Sheet,
the latter may be used in lieu of the usual sketch required
in making the correction of the original drawing,

For return of drawing, see MPEP § 608.02(y).

- 608.02()) Transfer of Drawings From Prior

Applications

Transfer of drawings from a first pending application
to another will be made only upon the granting of a peti-
tion filed under 37 CFR 1.182 which must set forth a
hardship situation requiring such transfer of drawings.

608.02(m) Drawing Prints

Preparation and distribution of drawing prints is dis-
cussed in MPEP § 508.

Prints are made of the drawings of an acceptable ap-
plication. These prints are marked “Prints of drawing as
originally filed” and are entered in the application, given
a paper number, and kept on top of the papers on the
right side of the file wrapper, see MPEP § 719.01(b).

“All prints and inked sketches subsequently filed to be
part of the record are endorsed with the date of their re-
ceipt in the Office and given their appropriate paper
number. ' ‘

The print being thus an official paper in the record
should not be marked or in any way altered. The original
drawing, of course, should not be marked up by the ex-
aminer. Where, as in an electrical wiring case, it is desir-
able to identify the various circuits by different colors, or
in any more or less complex case, it is advantageous to
apply legends, arrows, or other indicia, an additional
print for such use should be made or ordered by the ex-
aminer and placed unofficially in the file.

Prints remain in the file at all times except as provided
in MPEP § 608.02(c).

INTERFERENCE PRENTS

A print is prepared of each drawing in all applications
having a filing date. This interference print is in addition
to the drawing print on white paper.

Primary examiners should place the classification and
the name of the examiner on the interference print,
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The interference prints are located above the drawing
prints on the right—hand portion of the file wrapper
when inifially received in the examining group.

After the application has been classified and assigned
to an examiner, the interference prints should be re-
moved and placed in the drawing cabinets.

If an application has several sheets of drawings, the in-
terference prints should be stapled together at their bot-
tom edges before being filed. If the number of sheets of
prints is too large to be stapled, a fastener should be
placed through the holes at the top.

The time when the interference prints are removed from
the drawing cabinets is determined by the Group Director.

The drawings filed by applicant remain in the file
wrapper.

608.02(n) Duplicate Prints in Patentability
Report Cases

I patentability report cases having drawings, the ex-
aminer to whom the case is assigned should normaily ob-
tain a duplicate set of the interference prints of the draw-
ing for filing in the group to which the case is referred.

When a case that has had patentability report pro-
secution is passed for issue or becomes abandoned, noti-
fication of this fact is given by the group having jurisdic-
tion of the case to each group that submitted a patent-
ability report. The examiner of each such reporting
group notes the date of allowance or abandonment on
his or her duplicate set of prints. At such time as these
prints become of no value to the reporting group, they
may be destroyed.

For patentability reports, see MPEP § 705 o
§ 705.01(f).

608.02(0) Dates Entered on Drawing

The Mail Center {Office Date) stamp and the “Cor-
rected” starnp applied by the Drafting Review Branch
are impressed on the back of the drawings. If the draw-
ings are filed in the examining group, the group date of
receipt stamp should be applied to the back of the draw-
ing near the top.

Approval by the Drafting Review Branch is indicated
by alegend associated with the “O.G. Fig. CL .. . Sub....”
stamp on the front of each sheet.
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608.02(p) Correction of Drawings

37 CFR 1.121.  Manner of making amendments

(2) Amendmentsinnonprovisionalapplications, otherthanreissue
applications: Amendments in nonprovisional applications, exchuding
reissue applications, are made by filing a paper, in compliance with
§ 1.32, directing that specified amendments be made.

L R

(3) Drawings.

(iy Amendmentsto the original application drawings are
not permitted. Any change to the application drawings must be by way of
a substitute sheet of drawings for each sheet changed submitted in
compliance with § 1.84.

(i) Whereachange to the drawings is desired, a sketch in
permanent ink showing proposed changes in red, to become part of the
record, must be filed for approval by the examiner and should be in a
separate paper.

R ROk R

For corrections which are deferrable, see MPEP
§ 608.02(b). For correction at allowance and issue, see
MPEP § 608.02(w) and MPEP § 1302.05.

A canceled figure may be reinstated. An amendment
should be made to the specification adding the brief de-
scription of the view if a canceled figure is reinstated.

608.02(q) Conditions Precedent to
Amendment of Drawing

No alterations will be permitted unless required by an
examiner’s letter in each case or proposed in writing by
applicant or his or her attorney or agent. In either case,
the alterations or corrections as indicated in the sketches
filed with the request of the applicant or his or her attor-
ney or ageni must be given written approval by the ex-
aminer before the drawing is corrected.

CORRECTION OF INFORMALITIES (DRAFTSPER-
SON’S GBJECTIONS ON PTO-948)

Form Paragraph 6.40 (reproduced in MPEP § 608.02),
the back page of PTO-948, and the back page of
PTOL—37, the “Notice of Allowability,” provide de-
tailed information on how to effect drawing changes.

In order to correct any informalities in the drawings,
applicants MUST comply with the requirements set forth
below. Failure to do so will result in ABANDONMENT of
the application.

File new drawings with the changes incorporated
therein. Applicant may delay filing of the new drawings
until the application is allowed by the examiner. If
delayed, the new drawings MUST be filed within the pe-
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riod set for reply in the “NOTICE OF ALLOWABIL-
ITY” (PYOL~37). The drawings should be filed as a
separate paper with a transmittal letter addressed to the
Official Drafisperson which indicates the following in
the upper right—hand corner:

Date of the Notice of Allowability
Issue Batch Number
Application Number

CORRECTIONS OTHER THAN INFORMALITIES
NOTED BY THE DRAFTSPERSON ON THE
PTO—948

All changes to the drawings, other than informalities
noted by the Draftsperson, MUST be made in the same
mannper as above except that, normally, a sketch of the
changes to be incorporated into the new drawings MUST
be approved by the examiner before the application will
be allowed. No changes will be permitted to be made,
other than correction of informalities, unless the ex-
aminer has approved the proposed changes.

608.02(r) Separate Letter to Draftsperson

Any proposal by the applicant for amendment of the
drawing to cure defects must be embodied in a separate
letter. Otherwise the case, unless in other respects ready
for issue, cannot be corrected, and applicant must be so
advised in the next action by the examiner.

For changes which may require sketches, see MPEP
§ 608.02(v).

608.02(t) Cancelation of Figures

Cancelation of one or more figures which do not
occupy entire sheets of the drawings is done by the tech-
nical support staff in the examining group who encloses a
figure and its legend with a red ink line. No portion of the
figure itself should be crossed by the red line. The words
“CANCEL per” and the date of the amendment direct-
ing the cancelation or the date that substitute sheets are
filed should be written in red ink within the red line. Can-
celation of an entire sheet of drawings is done by stamp-
ing the words “CANCEL per” in the top right corner of
the drawing. Canceled drawing sheets should be placed
at the hottom of the papers on the right side of the file
wrapper.

When the cancelation of some of the figures from one
sheet of drawings has left the remaining figures with an
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inartistic arrangement, the Drafisperson should be con-
sulted as to whether the remaining figures should be
transferred to other sheets already in the case or shown
in additional drawings. Cancelation of a figure may ne-
cessitate renumberiag of the remaining figures.

608.02(v) Drawing Changes Which Require
Sketches

When changes are to be made in the drawing itself,
other than mere changes in reference characters, desig-
nations of figures, or inking over lines pale and rough, a
print or pen—and—ink sketch must be filed showing such
changes in red ink or with the changes otherwise high-
lighted. Ordinarily, broken lines may be changed to full
without a sketch.

Sketches filed by an applicant and used for correction
of the drawing will not be returned. All such sketches
must be in ink or permanent prints.

608.0Z(w) Drawiﬁg Changes Which May Be
Made Without Applicant’s Sketch

Where an application is ready for issue except for a
slight defect in the drawing not involving change in struc-
ture, the examiner will prepare a letter indicating the
change to be made and note in pencil on the drawing the
addition or alteration to be made.,

The correction must be made at applicant’s expense,

As a guide to the examiner, the following corrections
are illustrative of those that may be made by penciling in
the change on the drawing without a sketch:

(A) Adding two or three reference characters or
exponents. '

(B) Changing one or two numerals or figure
ordinals. Garrett v. Cox, 233 £2d 343, 346, 110 USPQ 52,
54 (CCPA 1956).

(C) Removing superfluous matter.

(D) Adding or reversing directional arrows.

(E) Changing Roman Numerals to Arabic Nu-
merals to agree with specification.

(F) Adding section lines or brackets, where easily
executed.

(G) Changing lead lines.

(H) Correcting misspelled legends.
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608.02(x) Disposition of Orders for
Amendment of Drawing

. Where the correction of the drawing is approved by
the examiner, the application and drawing are for-
warded to the Publishing Division along with the Notice
of Allowance. '

CORRECTION NOT APPROVED

Where the correction is not approved, for example,

- because the proposed changes are erroneous, or involve

new matter or (although otherwise proper) do not in-

clude all necessary corrections, the case and request for

correciion of drawing are not approved. The examiner’s

reasons for not approving the corrections to the drawing
should be set forth in the next Office action.

608.02(y) Return of Drawing

If there is a formal drawing in the case, nonentered
drawings (except those originally filed) that have been
finally denied admission will be returned to the applicant
only at applicant’s request.

A request for return of nonentered drawings must be
filed within a reasonable time; otherwise, the drawing
may be disposed of at the discretion of the Commission-
er,

When a drawing is to be returned, the file, the examin-
er’s letter stating that the drawing is being returned, and
the drawing are taken to the Drafting Review Branch
where the letter will be stamped and the drawing re-
turned. The letter is mailed by the examining group,

Before drawings are returned, prints are made and
put in the application file.

608.02(z) Alowable Applications Needing
Drawing Corrections or Formal
Drawings

Allowable applications can be turned in for counting
and forwarding to the Publishing Division without the
drawings having been corrected, When sending allowed
applications to the Publishing Division which require
drawing corrections, use yellow tag form PTO-1364.
The approved formal drawings requiring correction
should be placed as the top papers in the center fold of
the file wrapper. The drawing correction instructions
should be stapled to the right outside flap of the file
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wrapper over the area having the search information.
Care should be taken to make certain that the correc-
tions have been approved by the examiner. Such approv-
al should be made by the examiner prior to counting the
allowance of the application.

The yellow tag procedure normally should be used
only where drawing corrections are involved, The yellow
tag procedure must be used where the Draftsperson has
objected to the drawing because of an informality such as
improper shading or pale lines and has indicated that
this can be corrected.

The yellow tag procedure should not normally be used
in other situations where corrected drawings have been
filed but have not been approved by the Draftsperson
unless the examiner is quite sure that the Draftsperson
will approve the new drawings or in the situation where
the application was examined utilizing an informal draw-
ing and the request for formal drawings was not made
until the Notice of Allowability was mailed. The yellow
tag procedure should not be used in design applications
where the drawings have not been approved by the
Draftsperson because of shading problems which can
arise. If the substitute drawings are not approved by the
Draftsperson, the application should be promptly taken
up for action by the examiner.

To: DRAFTING DIVISION via PUBLISHING
DIVISION
Return to: PUBLISHING DIVISION
CPK~3, Room 915

Serial No
0.G. Fig.
Class Subclass
PTO-1364 (OVER) U.S. DEPARTMENT OF COMMERCE
(Rev. 2-955) Patent & “frademark Office

APPLICATIONS HAVING LOST DRAWINGS

Ayellow tag is to be attached to the file wrapper and a
“Drawing Missing” memo is to be stapled to the face of
the file wrapper. The Notice of Allowability is verified
and printed using PAL M, and the Notice is mailed to the
applicant,

The application is then forwarded to Licensing and
Review or the Publishing Division, as appropriate, using
the PALM transaction code after the application has
been revised for issue.
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UTILITY PATENT APPLICATIONS RECEIVING
FORMAL DRAWINGS AFTER THE NOTICE OF
ALLOWABILITY

Where substitute drawings are received in utility pat-
ent applications examined with informal drawings and
the Notice of Allowability was mailed prior to the receipt
of the substitute drawings, the clerk should enter the sub-
stitute drawings into the application and forward the ap-
plication to the Publishing Division via Licensing and
Review, if appropriate, using the yellow tag procedure.
Submission to the examiner is not necessary unless an
amendment accompanies the drawings which changes
the specification, such as where the description of figures
is added or canceled.

BORROWING FILES FROM DRAFTING REVIEW
BRANCH

Alowed files requiring drawing corrections are sent to
the Draftsperson from the Publishing Division. At times,
examiners have a need to borrow these applications.

‘When borrowing applications, examining corps person-
nel must submit a request to the Office of Patent Publica-
tions Customer Service Center.

37 CFR 1322 AMENDMENTS

In handling 37 CFR 1.312 amendments, the examin-
ing corps should process drawings canceled in the
normal manner. If there are corrections to the drawing,
approval, if appropriate, is indicated by the examiner on
form PTOL—271 in conjunction with Form Paragraph
6.48; the paragraph sets the appropriate period for ef-
fecting the approved drawing change.

1 6.48 Drawing Changes in 37 CFR 1.312 Amendment

Applicant is hereby given ONE MONTH from the date of this letter
ar until the expiration of the period set in the “Notice of Allowance”
(PTOL~85) or “Notice of Allowability” (PTOL~37 or PTO-37),
whichever is longer, to file corrected drawings.

Examiner Note:
Use with the 37 CFR 1.312 amendment notice where there is a
drawing correction proposal or request.

Formal drawings may be required in an allowed ap-
plication by using Form Paragraph 6.25 in an Office ac-
tion or by checking the appropriate box on form letter
PTOL~-37.
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% 6.25 Formal Drawings Required, Application Allowed

The application havingbeen allowed, formal drawings are requiredin
response to this Office action.

Examiner Note:

Use this form paragraph gnly with the Notice of Allowability/Ex-
aminer’s Amendment.

608.03 Models, Exhibits, Specimens
35U8.C. 114 Models, specimens. .

The Commissioner may require the applicant to furnish a model of
convenient size to exhibit advantageously the several parts of his
invention. .

When the invention relates to a composition of matter, the Commis-

stoner may require the applicant to furnish specimens or ingredients for
the purpose of inspection or experiment.

37CFR 191  Models or exhibits not generally admitted as
part of application or patent.

(a) A maodel or exhibit will not be admitted as part of the record
of an application unless it:

(1) Substantially conforms to the requirements of § 1.52or
§ 1.84;
(2) TIs specifically required by the Office; or
(3) Is filed with a petition under this section including:
(i) The petition fee as set forth in § 1.17(i); and
(i) Anexplanation of why entry of the model or exhibitin
the file record is necessary 1o demonsirate patentability.

(b} Notwithstanding the provisions of paragraph (a) of this
section, a model, working model, or other physical exhibit may be
required by the Office if deemed necessary for any purpose in
examination of the application,

Models or exhibits are generally not admitted as part
of an application or patent unless the requirements of
37 CFR 1.91 are satisfied.

With the exception of cases involving perpetual mo-
tion, a model is not ordinarily required by the Office to
demonstrate the operativeness of a device. If operative-
ness of a device is questioned, the applicant must estab-
lish it to the satisfaction of the examiner, but he or she
may choose his or her own way of so doing.

A physical exhibit, not to be part of the application, is
generally not refused except when bulky or dangerous.
Such exhibit, if left with the examiner, may be disposed
of at the discretion of the Office.

37 CFR 1.93.  Specimens.

When the invention relates to acomposition of matter, the applicant
may be required to furnish specimens of the composition, or of its
ingredients or intermediates, for the purpose of inspection or experi-
ment.

See MPEP Chapter 2400 regarding treatment of bio-
technology deposits.
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608.03(a) Handling of Models, Exhibits, and
Specimens

All models and exhibits received in the Patent and
Trademark Office should be taken to the examining
group assigned the related application for examination.
The receipt of all models and exhibits which are tobe en-
tered into the application file record must be properly re-
corded on the “Contents” portion of the application file
wrapper.

A label indicating the application number, filing date,
and attorney’s name and address should be attached to
the model or exhibit so that it is clearly identified and
easily returned after prosecution of the application is
closed, if return is requested and the model or exhibit is
deemed not necessary for the examination of the ap-
plication. Seec 37 CFR 1.94.

If the model or exhibit cannot be conveniently stored
within the application file wrapper, it should not be ac-
cepted. :

608.03(a) Handling of Models, Exhibits, and
Specimens

All models and exhibits received in the Patent and
Trademark Office should be taken to the examining
group assigned the related application for examination.
The receipt of ali models and exhibits which are to be en-
tered into the application file record must be propexly re-
corded on the “Contents” portion of the application file
wrapper.

A label indicating the application number, filing date,
and attorney’s name and address should be attached to
the model or exhibit so that it is clearly identified and
easily returned after prosecution of the application is
closed, if return is requested and the model or exhibit is
deemed not necessary for the examination of the ap-
plication. See 37 CFR 1.94.

If the model or exhibit cannot be conveniently stored
within the application file wrapper, it should not be ac-
cepted.

Models and exhibits may be presented for demonstra-
tion purposes during an interview. The models and ex-
hibits should be taken away by applicant or his/her attor-
ney or agent at the conclusion of the inferview since
models or exhibits are generally not permitted to be ad-
mitted as part of the application or patent unless the re-
quirements of 37 CFR 191 are satisfied. Sec MPEP
§ 713.08. A full description of what was demonstrated or
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exhibited during the interview must be made of record.
See 37 CFR 1.133. Any model or exhibit that is left with
the examiner at the conclusion of the interview, which is
not made part of the application or patent, may be dis-
posed of at the discretion of the Office.

37CFR 1.94.  Return of models, exhibits or specimens.

Models, exhibits, or specimens in applications which have be- come
abapdoned, and also in other applications on conclusion of the
prosecution, may be returned to the applicant upon demand and at his
expense, unless it be deemed necessary that they be preserved in the
Office. Such physical exhibits in contested cases may be retarned to the
parties at their expense, If notclaimed withina reasonable time, they may
be disposed of at the discretion of the Commissioner,

Upon request by applicant for the return of a model or
exhibit, the model or exhibit will be returned to applicant
at applicant’s expense if (1) the examiner determines
that it is not necessary to preserve the model or exhibit in
the Office, and (2) the model or exhibit has not been ear-
lier disposed of by the Office. A letter should be written
to applicant by the examining group stating that the
model or exhibit is being returned under separate cover,
and the model or exhibit should be forwarded with a copy
of the letter and an address label to the Mail Center for
wrapping and return,

For disposition of exhibits which are part of the re-
cord, see MPEP § 715.07(d).

For plant specimens, see MPEP § 1607 and 37 CFR
1.166.

37 CFR 1.95.  Copies of exhibits.

Copies of models or other physical exhibits will not ordinarily be
furnished by the Office, and any model or exhibit in an application or
patent shall not be taken from the Office except in the custody of an
employee of the Office specially authorized by the Commissioner,

¢08.04 DMNew Matter

37 CFR 1,121 Manner of making amendments.

(a) Amendmentsinnonprovisionalapplications, other than reissue
applications: Amendments in nonprovisional applications, excluding
reissuc applications, are made by filing a paper, in compliance with
§ 1.52, directing that specified amendments be made.

Ededor

(6) No amendment may introduce new matter into the
disclosure of an application.

LEE T 2]

In establishing a disclosure, applicant may rely not
only on the specification and drawing as filed but also on
the original claims if their content justifies it. See MPEP
§ 608.01(1).
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While amendments to the specification and claims in-
volving new matter are ordinarily entered, such matter is
required to be canceled from the descriptive portion of
the specification, and the claims affected are rejected
under 35 1J.8.C. 112, first paragraph.

When new matter is introduced into the specification,
the amendment should be objected to under 35 U.S.C.
132 (35 U.S.C. 251 if a reissue application) and a require-
ment made to cancel the new matter. The subject matter
which is considered to be new matter must be clearly
identified by the examiner. If the new matter has been
entered into the claims or affects the scope of the claims,
the claims affected should be rejected under 35 U.S.C.
112, first paragraph, because the new matter is not de-
scribed in the application as originally filed.

A “pew matter” amendment of the drawing is ordi-
narily not entered; neither is an additional or substitute
sheet containing “new matter” even though stamped
APPROVED by the Draftsman and provisionally
entered by the examining group technical support staff.
See MPEP § 608.02(h).

The examiner’s holding of new matter may be peti-
tionable or appealable. See MPEP § 608.04(c).

For new matter in reissue application, see MPEP
§ 1411.02. For new matter in substitute specification, see
MPEP § 608.01(q).

Note: No amendment is permitted in a provisional ap-
plication after it receives a filing date.

608.04{a) Matter Not in Original
Specification, Claims,
or Drawings

Maiter not in the original specification, claims, or
drawings is usually new matter. Depending on circum-
stances such as the adequacy of the original disclosure,
the addition of inherent characteristics such as chemical
or physical properties, a new structural formula or a new
use may be new matter. See Ex parte Vander Wal, 109
USPQ 119, 1956 C.D. 11, 705 O.G. 5 (Bd. App. 1955)
(physical properties), Ex parte Fox, 128 USPQ 157, 1960
C.D. 28, 761 O.G. 906 (Bd. App. 1957) (new formula)
and Ex parte Ayers, 108 USPQ 444 (Bd. App. 1955) (new
use). For rejection of claim involving new matter, see
MPEP § 706.03(0).

For completeness of disclosure, see MPEFP
§ 608.01(p). For trademarks and tradenames, see MPEP
§ 608.01(v).
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608.04(b) New Matter by Preliminary
Amendment

An amendment is sometimes filed along with the filing
of the application. Such amendment does not enjoy the
status as part of the original disclosure in an application
filed under 37 CFR 1.53(b) accompanied by a signed
oath or declaration unless it is referred to in the oath or
declaration filed therewith. Once an oath or declaration
is submitted in an application filed under 37 CFR 1.53(b)
identifying the papers which the inventor(s) has “re-
viewed and understands” as required by 37 CFR 1.63,
the original disclosure of the application is defined and
cannot be altered merely by filing of a subsequent oath or
declaration referring to different papers. Where a
37 CFR 1.53(b) application is filed without a signed oath
or declaration and such application is accompanied by an
amendment, that amendment is considered a part of the
original disclosure. The subsequently filed oath or dec-
laration must refer to both the application and the
amendment. See MPEP § 714.09, If the original execut-
ed oath or declaration filed on the filing date of the ap-
plication fails to refer to the preliminary amendment
which was included with the application papers on filing,
the preliminary amendment will not be considered part
of the original disclosure. Any request to treat the pre-
liminary amendment as a part of the original disclosure is
by way of petition under 37 CFR 1.182, requesting that
the original oath or declaration be disregarded and that
the application be treated as an application filed without
an executed oath or declaration under 37 CFR 1.53(f).
Any such petition must be timely filed and be accompa-
nied by a newly executed oath or declaration (which
identifies the application and refers to the preliminary
amendment), the surcharge set forth in 37 CER 1.16(e},
and the $130.00 petition fee.

An amendment which adds additional disclosure filed
with a request for a continuation—in—part application
filed prior to December 1, 1997 under former 37 CFR
1.62 is automatically considered a part of the original dis-
closure of the application by virtue of the rule. There-
fore, the oath or declaration filed in such an application
must identify the amendment adding additional disclo-
sure as one of the papers which the inventor(s) has “re-
viewed and understands” in order to comply with
37 CER 1.63. If the original oath or declaration sub-
mitted in a continuation-in—part application filed
prior to December 1, 1997 under former 37 CFR 1.62
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does not contain a reference to the amendment filed
with the request for an application under former 37 CFR
1.62, the examiner must require a supplemental oath or
declaration referring to the amendment.

608.04(c) Review of Examiner’s Holding of
New Matter

Where the new matter is confined to amendments to
the specification, review of the examiner’s requirement
for cancelation is by way of petition. But where the al-
leged new matter is introduced into or affects the claims,
thus necessitating their rejection on this ground, the
question becomes an appealable one, and should not be
considered on petition even though that new matter has
been introduced into the specification also, 37 CFR
1.181 and 37 CFR 1.191 afford the esplanation of this
seemingly inconsistent practice as affecting new matter
in the specification.

608.05 Deposit of Computer Program
Listings
37CFR 196, Submission of computer program listings.

(a) General. Descriptions of the operation and general content
of computer program listings should appear in the description portion of
the specification. A computer program listing for the purpose of this
section is defined as & printout that lists in appropriate sequence the
instructions, routines, and other contents of a program for a computer.
The program listing may be either in machine or machine —independent
(object or source) language which will cause a computer to perform a
desired procedure or task such as solve a problem, regulate the flow of
waork in a computer, or control or monitor events, Computer program
listings may be submitted in patent applications as set forth in
paragraphs (b) and (c) of this section.

(b) Material which will be printed in the patent. If the computer
program Hsting is contained on ten printout pages or less, it must be
submitted either as drawings or as part of the specification,

(1) Drawings. Ifthe listing is submitted as drawings, it must be
submitted in the manner and complying with the requirements for
drawings as provided in § 1.84. At least one figure nemeralis required on
each sheet of drawing.

(2 Specification. (i) I the listing is submitted as part of the
specification, it must be submitted in accordance with the provisions of
§ 1.52, at the end of the description but before the claims.

{ii) Anylisting submitted as part of the specification must
be direct printouts (i.e., not copies) from the computer's printer with
dark solid black letters not less than 0.21 cm. high, on white, unshaded
and uniined paper, and the sheets should be submitted in a protective
cover, Any amendments must be made by way of submission of a
substitute sheet.

{¢) As an appendix which will not be printed. If a computer
program Hsting printout is eleven or more pages long, applicants must
submit such listing in the form of microfiche, referred to in the
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specification (see § 1.77(a)(6)). Such microfiche filed with a patent
application is to be referred to as a “microfiche appendix.” The
“microfiche appendix” wilt not be part of the printed patent, Reference
in the application to the “microfiche appendix” must be made at the
beginning of the specification at the location indicated in § 1.77{2)(6).

. Any amendments thereto must be made by way of revised microfiche.

(1) Availability of appendix. Such computer program listings
on microfiche will be available to the public for inspection, and
microfiche copies thereof will be available for purchase with the file
wrapper and contents, after a patent based onsuchapplication is granted
or the application is otherwise made publicly available.

(2) Submission requirernents. Except as modified or clarified
inthisparagraph (¢}(2), computer —generated information submiited as
a“microfiche appendix” to an application shall be in accordance with the
standards set forth in 36 CFR Part 1230 (Micrographics).

() Film submitted shall be a first generation (camera
film) negative appearing microfiche (with emulsion on the back side of
the film when viewed with the images right reading).

(i} Reduetion ratio of microfiche submitted should be
24:1 or a similar ratio where variation from said ratio is required in order
to fit the documents into the image area of the microfiche format used.

(iif) At least the left—most third (50 mm, x 12 mm.) of the
header ortitle area of each microfiche submittedshall beclear or positive
appearing so that the Patent and Trademark Office can apply an
applicationnumber andfilingdate theretoin aneye--readable form. The
middle portion of the header shall be used by applicant. to apply an
eye—readable application identification such as the title and/or the first
inventor’s name. The attorney’s docket nuntber may be included. The
final right—hand portion of the microfiche shall contain sequence
information for the microfiche, such as 1 of 4, 2 of 4, etc.

(iv) Additional requirements which apply specifically to
microfiche of filmed paper copy:

{A} The first frame of each microfiche submitted shali
contain a test target,

(B) The second frame of each microfiche submitted
must contain a fully descriptive title and the inventor’s name as filed,

{C) 'The pages or lines appearing on the microfiche
frames should be consecutively numbered.

{D) Pagination of the microfiche frames shall be from
left to right and from top to bottom.

(E) At a reduction of 24:1, resolution of the original
microfilm shall be at least 120 lines per mm. (5.0 target).

{F} Anindex,when included, should appear in the fast
frame (lower right hand corner when data is right~reading) of cach
microfiche.

{v} Microfiche generated by Computer Cutput Micro-
film,

(A) The first frame of each microfiche submitted
should contain a resolution test frame.

{B) The second frame of each microfiche submitted
must contain a fully descriptive title and the inventor's name as filed.

(C) The pages or lines appearing on the microfiche
frames should be consecutively numbered.

(D) It is preferred that pagination of the microfiche
frames be from Ieft to right and top to bottom but the alternative, i.e.,
from top to bottom and from left to right, is also acceptable.

(E} An index, when included, should appear on the fast
frame (ower right hand corner when data is right reading) of each
microfiche.
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Special procedures for presentation of computer pro-
gram listings in the form of microfiche in U.S. national
patent applications are set forth in 37 CFR 1.96. Use of
microfiche is desirable in view of the number of comput-
er program listings being submitted as part of the disclo-
sure in patent applications. Such listings are often sever-
al hundred pages in length. By filing and publishing such
computer program listings on microfiche rather than on
paper, substantial cost savings can result to the appli-
cants, the public, and the Patent and Trademark Office.

BACKGROUND

A computer program listing, as used in these rules,
means the printout that lists, in proper sequence, the in-
structions, routines, and other contents of a program for
a computer. The listing may be either in machine or ma-
chine—independent {object or source) programming
language which will cause a computer to perform a de-
sired task, such as solving a problem, regulating the flow
of work in computer, or controlling or monitoring
events. The general description of the computer pro-
gram listing will appear in the specification while the
computer program listing may appear either directly or
as a microfiche appendix to the specification and be in-
corporated into the specification by reference.

DISCUSSION OF THE BACKGROUND AND MAJOR
ISSUES INVOILVED

The provisions of 37 CFR 1.52 and 37 CFR 1.84 for
submitting specifications and drawings on paper have
been found suitable for most patent applications, How-
ever, when lengthy computer program listings must be
disclosed in a patent application in order to provide a
complete disclosure, use of paper copies can become
burdensome.

The cost of printing long computer programs in patent
documents is also very expensive to the Patent and
Trademark Office.

In the past, all disclosures forming part of a patent ap-
plication were presented on paper with the exception of
microorganisms. Under 37 CFR 1.96, several different
methods for submitting computer program listings, in-
cluding the use of microfiche, are set forth.

A computer program listing contained on ten printout
pages or less must be submitted either as drawings (in
compliance with 37 CFR 1.84) or as part of the specifica-
tion (in compliance with 37 CFR 1.52). A computer pro-
gram listing contained on eleven printout pages or more
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must be submiited as microfiche (in compliance with 37
CFR 1.96(c)).
Form Paragraphs 6.02.02 through 6.02.04 may be used

_ to notify the applicant of this requirement.

1 6.02.02 Microfiche Appendix Requirement (Computer Pro-
gram Listing in Specification)

The description portion of this application contains a computer
program listing consisting of more than ten {10) pages. In accordance
with 37 CFR 1.96(c), a computer program listing printout of more than
ten pages pust be submitted as a “microfiche appendix” conforming to
the standards set forth in 37 CER 1.96(c){(2) and must be appropriately
referenced in the specification (see 37 CFR 1.77(a}(6)}.- Accordingly,
applicant is required tocancel the computer program listing appearingin
thespecificationonpages {1], filea“microfiche appendix” incompliance
with 37 CFR 1.96(c) and insert an appropriate reference to the newly
added “microfiche appendix” at the beginning of the specification.

Examiner Note:

1. Thisformparagraph mustbe used whenever anapplication filedon
orafter September 23, 1996 containsacomputer program listing consist-
mgof mote than ten pages as part of the descriptive portion of the specifi-
cation.

2. Inbracket 1, insert the range of page numbers of the specification
which include the computer program listing.

% 6.0203 Computer Program Listing as Printout in Appendix
{Not More Than Ten Pages)

This application contains an appendix consisting of a computer
program fisting of no more than ten (10) pages. In accordance with 37
CFR 1.96(b), a computer program listing contained on ten (10) pagesor
less, must be submitted either as drawings or as part of the specification.
Accordingly, applicant is required to cancel the appendix and either
incorporate such listing in a drawing in compliance with 37 CFR 1.84
(identifying each page as a separate figure), or insert the computer
program listing In the descriptive portion of the specification. If the
listing is submitted as part of the specification, it must appear after the
detailed description of the invention but before the claims and must be in
the form of direct printouts from a computer’s printer with dark solid
black letters not less than 0.21 om. high, on white, unshaded and unlined
paper. The sheetsshould be submittedin a protective cover, See 37 CFR
1.96(b)(2).

Examiner Note:

This form paragraph must be used whenever an application filed on
or after September 23, 1996 contains & computer program listing
consisting of a paper printout appendix of no more than ten pages.

1 6.02.04 Computer Program Listing as Printout in Appendix
{More Thar Ten Pages)

This application contains an appendix consisting of a computer
program listing of more than ten (10) pages. Inaccordance with 37 CFR
1.96(c), 2 computer program listing contained on more than ten (10)
pages, must be submitted as a “microfiche appendix” conforming to the
standards set forth in 37 CFR 1.96(¢)}(2) and must be appropriately
referenced in the specification (see 37 CFR 1.77(a}(6)). Accordingly,
applicant is required tocancel the computer programlisting appearing in
the current appendix to the specification, file a “microfiche appendix” in
compliance with 37 CFR 1.96(c), and insert an appropriate reference to
the newly added “microfiche appendix” at the beginning’ of the
specification.
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Examiner Note:

This form paragraph must be used whenever an application filed on
or after September 23, 1996 coniains a computer program listing
consisting of a paper printout appendix of more than ten pages.

Copies of publicly available computer program list-
ings are available from the Patent and Trademark Office
on paper and on microfiche at the cost set forth in
37 CFR 1.19(a).

OTHER INFORMATION

The micrographic standards are set forth in 36 CFR
Part 1230,

A microfiche filed with a patent application will be re-
ferred to as a “Microfiche Appendix,” and will be identi-
fied as such on the front page of the patent but will not be
part of the printed patent. “Microfiche Appendix” de-
notes the total microfiche, whether only one or two or
more. One microfiche is equivalent t0 a maximum of ei-
ther 63 (9x7) or 98 (14x7) frames (pages), or less.

The face of the file wrapper will bear a label to denote
that a Microfiche Appendix is included in the applica-
tion. A statement must be included in the specification to
the effect that a microfiche appendix is included in the
application. The specification entry must appear at the
beginning of the specification immediately following any
cross—reference to related applications. 37 CFR 1.77
(2)(6). The patent front page and the Official Gazette
eniry will both contain information as to the number of
microfiche and frames of computer program listings ap-
pearing in the microfiche appendix.

When an application containing microfiche is re-
ceived in the Office of Initial Patent Examination
(OIPE), a special envelope will be affixed to the right
side of the file wrapper underneath all papers, and the
microfiche inserted therein. The application file will
then proceed on its normal course. A label which sticks
up above the file wrapper will be placed at the center sec-
tion of the face of the wrapper by OIPE. When the ap-
plication file reaches the Micrographics Division, the
Microfiche Appendix label will be placed on the face of
the file wrapper. When the Publishing Division of the
Office of Patent Publication receives the application file,
the person placing the patent number on the face of the
file, upon seeing the Microfiche Appendix label, will give
the file to the Supervisor who will call Micrographics Di-
vision and give the application number and patent num-
ber, and request copies of the microfiche. Micrographics
Division personnel will then put the patent number on
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the microfiche(s), making certain each microfiche is the
most recent, and numbering each correctly, e.g., 10f 1, 1
of 2, etc. Upon completion, two copies will be produced
and provided to Publishing Division — one for the grant
head and one for the file wrapper.

At the time of assembly, the Microfiche Appendix will
be placed inside the grant head behind the patent grant
for eyeletting, ribboning, and mailing to the patentee/at-
torney. During the signing of the grant heads by the At-
testing Officer, the patent will be checked to assure prop-
er assembly prior to mailing,

609 Information Disclosure Statement

37 CFR 1.97.  Filing of information disclosure statement.

(2) Inorderfor an applicant for a patent or for a refssue of 4 patent
1o have an information disclosure statement in compliance with § 1.98
considered by the Office during the pendency of the application, it must
satisty paragraph (b), (c), or {d)} of this section,

{b) Aninformation disclosure statement shall be considered by
the Office if filed by the applicant:

(1) Within three months of the filing date of a national
application;

(2) Within three months of the date of entry of the national
stage as set forth in § 1.491 in an international application; or

(3) Before the mailing date of a first Office action on the
merits,

whichever event occurs last.

(¢) Aninformation disclosure statement shall be considered by
the Office if filed by the applicant after the period specified in paragraph
(b) of this section, provided that the information disclosure statement is
filed before the mailing date of either 2 final action under § 1.113,0r 2
notice of allowance under § 1.311, whichever occurs first, and is
accompanied by either:

(1} Astatement as specified in paragraph () of this section;
or

(2) The fec set forthin § 1.17(p).

{d) Aninformation disclosure statement shall be considered by
the Office if filed by the applicant after the period specified in paragraph
{c) of this section, provided that the information disclosure statement is
filed on or before payment of the issue fee and is accompanied by:

(1) Astaterment as specified in paragraph (e) of this section;

(2) A petition requesting consideration of the information
disclosure statement; and

(3) 'The petition fee set forth in § 1.17(3).

(e) A statement under this section must state either;

(1) Thateach item of information contained in the informa-
tion disclosure statement was cited in a communication from a foreign
patent office in a counterpart foreign application not more than three
menths prior to the filing of the information disclosure statement; or

(2) Thatnoitem ofinformation containedin the information
disclosure statement was cited in a communication from a foreign patent
office in a counterpart foreign application, and, to the knowledge of the
personsigning the statement after making reasonable inquiry, noitemof
information contained in the information disclosure statement was
known to any individual designatedin§ 1.56{c) more thanthree months
prior to the filing of the information disclosure statement,

{f} No extensions of time for filing an information disclosure
statement are permitted under § 1,136. If a bona fide attempt is made to
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609 MANUAL OF PATENT EXAMINING PROCEDURE

comply with  §1.98, but part of the required content is inadvertently
omitted, additional time may be given to enable full compliance.

(g) Aninformationdisclosurestatementfiledinaccordancewith
this section shall not be construed as a representation that a séarch has
been made.

(h) The filing of an information disclosure statement shall not
be construed to be an admission that the information cited in the
statement is, or is considered to be, material to patentability as defined
in § 1.56(b).

(i} Information disclosure statements, filed before the grant
ofapatent, which donotcomply with this section and § 1.98 willbe placed
in the file, but will not be considered by the Office.

37 CFR 1.98.  Content of information disclosure statement.

(a) Anyinformation disclosure statement filed under §1.97shall
include: :
(1) A list of ail patents, publications or other information
submitted for consideration by the Office;

(2) Alegibie copyof:
(i) EachUS, and foreign patent;
(ii) Eachpublication or that portion which caused ittobe
listed; and
(iii) All other information or that portion which caused it
to be listed, except that ro copy of a U.S. patent application need be
included; and
(3) A concise explanation of the relevance, as it is preseatly
understood by the individual designated in § 1.56(c) most knowledge-
able about the content of the information, of each patent, publication, or
other information listed that is not in the English language. The concise
explanation may be either separate from the specification or incorpo-
rated therein.

(b) Each 1.8. patent listed in an information disclosure state-
mentshall be identified by patentee, patentnumber and issue date. Each
foreign patent or published foreign patent applicationshall be identified
by the country or patent office which issued the patent or published the
application, an appropriate document number, and the publication date
indicated on the patent or published application. Each publication shall
be identified by author (if any), title, relevant pages of the publication,
date and place of publication,

{¢} When the disclosures of two or more patents or publications
listed in an information disclosure statement are substantively curaula-
tive, a copy of one of the patents or publications may be submitted
without copies of the other patents or publications provided that a
statement is made that these other patents or publications are cumula-
tive. If a written English—language translaiion of a non—English
language document, or portion thereof, is within the possession, custody
or control of, or is readily available to any individual designated in
§ 1.56(c), a copy of the translation shall accompany the statement.

(d) Acopyof any patent, publication or other information listed
in an information disclosure statement is not required to be provided if it
was previously cited by or submitted to the Office in a prior application,
provided that the prior application is properly identified in the statement
and relied upon for an earlier filing date under 35 U.5.C. 120.

MINIMUM REQUIREMENTS FOR AN INFORMA-
TION DISCLOSURE STATEMENT

Information Disclosure Statements are not permitted
in provisional applications filed under 35 U.S.C. 111(b).
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Since no substantive examination is given in provisional
applications, a disclosure of information is unnecessary,
Any such statement filed in a provisional application will
be returned or destroyed at the option of the Office. In
applications filed under 35 U.S.C. 111(a), applicants and
other-individuals substantively involved with the prepa-
ration and/or prosecution of the application have a duty
to submit to the Office information which is material to
patentability as defined in 37 CFR 1.56. These individu-

als also may want the Office to consider informationfora

variety of other reasons; e.g., without first determining
whether the information meets any particular standard
of materiality, or because another patent office consid-
ered the information to be relevant in a counterpart or
related patent application filed in another countzy, or to
make sure that the exariner has an opportunity to con-
sider the same information that was considered by the in-
dividuals that were substantively involved with the prep-
aration or prosecution of a patent application.

An information disclosure statement filed in accor-
dance with the provisions of 37 CFR 1.97 and 37 CFR
1.98 provides the procedure available to an applicant to
submit information to the Office so that the information
will be considered by the examiner assigned to the ap-
plication. The requirements for the content of a state-
meunt have been simplified in the rules which became ef-
fective on March 16, 1992, to encourage individuals asso-
ciated in a substantive way with the filing and prosecu-
tion of a patent application to submit information to the
Office so the examiner can determine its relevance to the
claimed invention. The procedures for submitting an in-
formation disclosure statement under the rules are de-
signed to encourage individuals to submit information to
the Office promptly. '

In order to have information considered by the Office
during the pendency of a patent application, an informa-
tion disclosure statement in compliance with 37 CFR
1.98 as to content must be filed in accordance with the
procedural requirements of 37 CFR 1.97. The require-
ments as to content are discussed in A below. The re-
quirements based on the time of filing the statement are
discussed in B below. Examiner handling of information
disclosure statements is discussed in C below.

The Office has set forth the minimum requirements
for information to be considered in 37 CFR 1.97 and
37 CFR 1.98. Once the minimum requirements are met,
the examiner has an obligation to consider the informa-
tion. These rules provide certainty for the public by de-
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fining the requirements for submitting information to
the Office so that the Office will consider information
before a patent is granted. Information submitted to
the Office that does not comply with the requirements of
37 CFR 1.97 and 37 CFR 1.98 will not be considered by
the Office but will be placed in the application file.

The filing of an information disclosure statement shall
. not be construed as a representation that a search has
been made. 37 CFR 1.97(g). There is no requirement
that an applicant for a patent make a patentability
search. Further, the filing of an information disclosure
statement shall not be construed to be an admission that
the information cited in the statement is, or is considered
to be, material to patentability as defined in 37 CFR
1.56(b). 37 CFR 1.97(h). See MPEP § 2129 regarding
admissions by applicant.

Multiple information disclosure statements may be
filed in a single application, and they will be considered,
provided each is in compliance with the appropriate re-
quirements. Use of form PTQ 1449, “Information Dis-
closure Citation,” or PTO/SB/08A and 08B, “Informa-
tion Disclosure Statement,” is encouraged as a means to
provide the required list of information. See C(2) below.

Information which has been considered by the Office
in the parent application of a continued prosecution ap-
plication (CPA) filed under 37 CFR 1.53(d) or a file
wrapper continuing application (FWC) filed prior to De-
cember 1, 1997 under former 37 CFR 1.62 will be part of
the file before the examiner and need not be resubmitted
in the continuing application to have the information
considered and listed on the patent. Likewise, the ex-
aminer will consider information which has been consid-
ered by the Office in a parent application when examin-
ing (A) a continuation application filed under 37 CFR
1.53(b) or filed under former 37 CFR 1.60, (B) a divi-
sional application filed under 37 CFR 1.53(b) or filed un-
der former 37 CFR 1.60, or (C) a continuation—in—part
application (see MPEP § 201.06(b)) filed under 37 CFR
1.53(b), and a list of the information need not be sub-
mitted in the continuation, divisional, or continuation—
in—part application unless applicant desires the infor-
mation to be printed on the patent.

The examiner will consider the documents cited in the
international search report in a PCT national stage ap-
plication when the Form PCT/DO/EQ/903 indicates that
both the international search report and the copies of
the documents are present in the national stage file. In
such a case, the examiner should consider the documents
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from the international search report and indicate by a
statement in the first Office action that the information
has been considered. There is no requirement that the
examiner list the documents on a PTO—892 form.

In a national stage application, the following form
paragraphs may be used where appropriate to notify ap-
plicant regarding references listed in the search report of
the international application:

T 653 References Considered in 37 U.S.C. 371 Application
Based Upon Search Report — Prior to Allowance

The references cited in the Search Report f1] have been considered,
but will not be listed on any patent resulting from this application
because they were not provided on a separate list in compliance with 37
CFR 1.98(2)(1). In order to have the references printed on such
resulting patent, a separate listing, preferably on a PTO~1449 form,
must be filed within the set period for reply to this Office action.

Examiner Note:

1. This form paragraph may be used for PCT National Stage applica-
tions submitted under 35 USC 371 where the examiner hasobtainedcop-
ies of the cited references. For applications filed from US, JPO or EPO
search authoritics, the copies of the references should be supplied by
those offices under the trilateral agreement. However, if receipt of such
copies is not indicated on the PCT/DO/EO/Y03 form in the file, burden
is on the applicant to supply copies for consideration. See MPEF §
1893.03(g).

2. Instead of using this form paragraph, the examiner may fist the ref-
erences on a PTO—892, thereby notifying the applicant that the refer-
ences have been considered and will be printed on any patent resulting
from this application.

3. This form paragraph should only be used prior to atlowance when
a statutory period for reply is being set in the Office action.

4. Ifthe application is being allowed, form paragraph 6.54 should be
used with the Notice of Allowance instead of this form paragraph.

1 6.54 References Considered in 37 US.C. 371 Application
Based Upon Search Report — Ready for Allowance

The references cited in the Search Report [1] have been considered;
but will not be listed on any patent resulting from this application
because they were not provided on a separate list in compliance with 37
CFR 1.98(a)(1). In order to have the references printed on such
resulting patent, a separate listing, preferably on a PTO-1449 form,
must be filed within ONE MONTH of the mailing date of this
communication. NO EXTENSION OF TIME WILL BE GRANTED
UNDER EITHER 37 CFR 1136(a) OR (b) to comply with this
requirement.

Examiner Note:
1.  See the Examiner Note for form paragraph 6.53.

% 6.35 References Not Consideredin37U.8.C. 371 Application
Based Upon Search Report

The listing of references in the Search Report is not considered to be
aninformatien disclosure statement (IDS) complyingwith 37 CFR 1.98,
37 CFR 1.98(a)(2) requires a legible copy of each U.S. and foreign
patent, each publication or that portion which caused it to be listed. In
addition, eachIDS mustinclude alist of al patents, publications, orother
information submitted for consideration by the Office (see 37 CFR
1.98(a)(1) and (b)), and MFEP § 609 A{1) states, “the list ... must be
submitted on a separate paper.” Therefore, the references cited in the
Search Report hrave not been considered. Applicant is advised that the

July 1998



609 MANUAL OF PATENT EXAMINING PROCEDURE

date of submission of any item of information or any missing element(s)
will be the date of submission for purposes of determining compliance
with the requirements based on the time of filing the IDS, including all
“statement requirements of 37 CFR 1.97(e). See MPEP § 609 C(1).

Examiner Noge:

1. This form paragraph may be used in National Stage applications
subrnitted under 35 U.S8.C. 371 where the international searching au-
thority was not the US, EPO or JPO,

A, Content

An information disclosure statement must comply

* with the provisions of 37 CFR 1.98 as to content in order

to be considered by the Office. Each information disclo-

sure statement must comply with the applicable provi-
sions of A(1), A(2), and A(3) below.

A List of All Patents, Publications, or Other

Information

Each information disclosure statement must include a
list of all patents, publications, or other information sub-
mitted for consideration by the Office.

37 CFR 1.98(b) requires that each U.S. patent listed in
an information disclosure statement be identified by
patentee, patent number, and issue date. Each foreign
patent or published foreign patent application must be
identified by the country or patent office which issued
the patent or published the application, an appropriate
document number, and the publication date indicated
on the patent or published application. Each publication
must be identified by author (if any), title, relevant pages
of the publication, date and place of publication. The
date of publication supplied must include at least the
month and vear of publication, except that the year of
publication (without the month) will be accepted if the
applicant points out in the information disclosure state-
ment that the year of publication is sufficiently earlier
than the effective U.S. filing date and any foreign prior-
ity date so that the particular month of publication is not
in issue, The place of publication refers to the name of
the journal, magazine, or other publication in which the
information being submitted was published.

To comply with this requirement, the list may not be
incorporated into the specification but must be sub-
mitted in a separate paper. A separate list is required so
that it is easy to confirm that applicant intends to subrmit an
information disclosure statement and because it provides
a readily available checklist for the examiner to indicate
which identified documents have been considered. A
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copy of a separate list will also provide a simple means of
communication to applicant to indicate the listed docu- \

mentis that have been considered and those Hsted docu-
ments that have not been considered. Use of either form
PTO~1449, Information Disclosure Citation, or
PTO/SB/OBA and 08B, Information Disclosure State-
ment, is encouraged. See C(2) below.

AQ2)

In addition to the list, each information disclosure
statement must also include a legible copy of:

Eegible Copies

(A) Each U.S. and foreign patent;

(B) Each publication or that portion which caused
it to be listed; and

(C) All other information or that portion which
caused it to be listed, except that no copy of a U.S. patent
application need be inchuded.

There are exceptions to this general rule that a copy
must be provided. First, 37 CFR 1.98(d) states that a
copy of any patent, publication, or other information
listed in an information disclosure statement is not re-
quired to be provided if it was previously cited by or sub-
mitted to the Office in a prior application, provided that
the prior application is properly identified in the state-
ment and relied on for an earlier filing date under
35 U.S.C. 120. The examiner will consider information
cited or submitted to the Office and considered by the
Office in a prior application relied on under 35 U.S.C.
120. This exception to the requirement for copies of in-
formation does not apply to information which was
cited in an international application under the Pat-
ent Cooperation Treaty. If the information cited or sub-
mitted in the prior application was not in English, a con-
cise explanation of the relevance of the information to
the new application is not required unless the relevance
of the information differs from its relevance as explained
in the prior application. See A(3) below.

Second, 37 CFR 1.98(c) states that when the disclo-
sures of two or roore patents or publications listed in an
information disclosure statement are substantively cu-
mulative, a copy of one of the patents or publications
may be submitted without copies of the other patents or
publications provided that a statement is made that
these other patents or publications are cumulative. The
examiner will then consider only the patent or publica-
tion of which a copy is submitted and wiil so indicate on
the list, form PTO—1449, or PTO/SB/08A and 08B, sub-

600 ~ 104

/
\



PARTS, FORM, AND CONTENT OF APPLICATION 609

mitted, e.g., by crossing out the listing of the cumulative
information.

37 CFR 1.98(c) further states that if a written English
language translation of a non—English language docu-
ment, or portion thereof, is within the possession, custo-
dy or control of, or is readily available to any individual
designated in 37 CFR 1.56(c), a copy of the translation
shall accompany the statement. Translations are not re-
quired to be filed unless they have been reduced to writ-
ing and are actually translations of what is contained in
the non—English language information. If no translation
is submitted, the examiner will consider the information
in view of the concise explanation and insofar as it is un-
derstood on its face, e.g., drawings, chemical formulas,
English language abstracts, in the same manner that
non—English language information in Office search files
is considered by examiners in conducting searches.

A

Each information disclosure statement must further
include a concise explanation of the relevance, as it is
presently understood by the individual designated in 37
CFR 1.56(c} most knowledgeable about the content of
the information, of each patent, publication, or other in-
formation listed that is not in the English language. The
concise explanation may be either separate from the
specification or incorporated therein.

The requirement for a concise explanation of rele-
vance is limited to information that is not in the English
language. The explanation required is limited to the
relevance as understood by the individual designated in
37 CFR 1.56(c) most knowledgeable about the content
of the information at the time the information is sub-
mitted to the Office. If a translation of the information
into English is submitted with the foreign language infor-
mation, no concise explanation is required. An English—
language equivalent application may be submitted to ful-
fill this requirement if it is, in fact, a translation of a for-
eign language application being listed in an information
disclosure statement. There is no requirement for the
translation to be verified. Submission of an English lan-
guage abstract of a reference may fulfill the requirement
for a concise explanation. Where the information listed
is niot in the English language, but was cited in a search
report or other action by a foreign patent office in a
counterpart foreign application, the requirement for a
concise explanation of relevance can be satisfied by sub-
mitting an English—language version of the search

Cencise Explanation of Relevance
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report or action which indicates the degree of relevance
found by the foreign office. This may be an explanation
of which portion of the reference is particularly relevant,
to which claims it applies, or merely an “X”, “Y”, or “A”
indication on a search report. The requirement for a
concise explanation of non—English language informa-
tion would not be satisfied by a statement that a refer-
ence was cited in the prosecution of a United States ap-
plication which is not relied on under 35 U.S.C. 120.

If information cited or submitted in a prior applica-
tion relied on under 35 U.S.C. 120 was not in English, a
concise explanation of the relevance of the information
to the new application is not required unless the rele-
vance of the information differs from its relevance as ex-
plained in the prior application.

‘The concise explanation may indicate that a particular
figure or paragraph of the patent or publication is rele-
vant to the claimed invention. It might be a simple state-
ment pointing to similarities between the item of infor-
mation and the claimed invention. It is permissible but
not necessary to discuss differences between the cited in-
formation and the claims.

Applicants may, if they wish, provide a concise ex-
planation of why English—language information is being
submitted and how it is understood to be relevant. Con-
cise explanations are helpful to the Office, particularly
where documents are lengthy and complex and applicant
is aware of a section that is highly relevant to patentabili-
ty or where a large number of documents are submitted
and applicant is aware that one or more are highly rele-
vant to patentability,

B.  Time for Filing

The procedure and requirements for submitting an in-
formation disclosure statement are linked to four stages
in the processing of a patent application: (1) within 3
months of filing, or before first Office action, whichever
is later; (2) after the period in (1), but before final Office
action or a Notice of Allowance, whichever is earlier; 3
after the period in (2) but on or before the date the issue
fee is paid; and (4) after the period in (3) and up to the
time the patent application can be effectively withdrawn
from issue. The procedures and requirements apply to
applications filed under 35 U.S.C. 111(a) (utility), 161
(plants), 171 (designs), and 251 (reissue), as well as inter-
national applications entering the national stage under
35U8.C.371.
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The requirements based on the time when the in-
formation disclosure statement is filed are summarized
as follows. ‘

37 CFR 1.97

Requirements
None (always

Time when IDS is filed

(1) Within 3 montbhs of filing or

before first Office actionon . considered).
the merits, whichever is later,

(2) After (1) but before final ac-  1.97(¢) state-
tion or notice of allowance. ment or 1.17(p)

fee,

(3) After final action or notice of  1.97(e) state-
allowance and before pay- ment, petition,
ment of issue. and petition

fee.

Information Disclosure Statement Filed
BEFORE First Action on the Merits or
Within Three (3) Months of Actaal Filing
Bate (37 CFR 1.97(b))

An information disclosure statement will be consid-
ered by the examiner if filed:

(A) within 3 months of the filing date of a national
application;

(B) within 3 months of the date of entry of the
national stage as set forth in 37 CFR 1491 in an
international application; or

(C) before the mailing date of a first Office action
on the merits,

whichever event occurs last. An information disclosure
statement filed within this period requires neither a fee
nor a statement under 37 CFR 1.97(e).

The term “national application” includes continuing
applications (continuations, divisions, continuations—
in—part) so 3 months will be measured from the actual
filing date of an application as opposed to the effective
filing date of a continuing application.

All information disclosure statements that comply
with the content requirements of 37 CFR 1.98 and are
filed within 3 months of the filing date, including the fil-
ing date of a CPA, will be considered by the examiner, re-
gardless of whatever else has occurred in the examina-
tion process up to that point in time, Thus, in the rare
instance that a final Office action or a notice of allow-
ance is prepared and mailed prior to a date which is
3 months from the filing date, any information contained
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in a complete information disclosure statement filed
within that 3—month window will be considered by the
examiner, Since the preexamination processing of a CPA
is performed by the examining group rather than by the
Office of Initial Patent Examination (OIPE), it should
be expected that a first Office action will normaily issue
in a CPA (continuation) well within 3 months from the
filing date of the CPA request. The submission of an in-
formation disclosure statement after the first Office ac-
tion is mailed could delay prosecution. Therefore, appli-
cants are encouraged to file any information disclosure
statement in a CPA (especially continuation) as early as
possible, preferably at the time of filing of the CPA re-
quest or before the first Office action.

Likewise, an information disclosure statement will be
considered if it is filed later than 3 months after the filing
date but before the mailing date of a first Office action
on the merits. An action on the merits means an action
which treats the patentability of the claims in an applica-
tion, as opposed 10 only formal or procedural require-
ments, An action on the merits would, for example, con-
tain a rejection or indication of allowability of a claim or
claims rather than just a restriction requirement
(37 CFR 1.142) or just a requirement for additional fees
to have a claim considered (37 CFR 1.16(d)). Thus, if an
application was filed on January 2 and the first Office ac-
tion on the merits was not mailed until 6 months later on
July 2, the examiner would be required to consider any
proper information disclosure statement filed prior to
July 2.-

An information disclosure statement will be consid-
ered to have been filed on the day it was received in the
Office, or on an earlier date of mailing if accompanied by
a propetly executed certificate of mailing or facsimile
transmission under 37 CFR 1.8, or if it is in proper com-
pliance with the provisions for “Express Mail” delivery
under 37 CFR 1.10. An Office action is mailed on the
date indicated in the Office action,

B (%) Information Disclosure Statement Filed
After B(1), but BEFORE Mailing of Final
Action or Notice of Allowamce (37 CFR

1.97(e))

An information disclosure statement will be consid-
ered by the examiner if filed after the period specified in
B(1) above, but before (not on the same day as) the mail-
ing date of either '
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a final action under 37 CFR 1.113, e.g., final
rejection or notice of allowability, or
a notice of allowance under 37 CFR 1.311,

whichever occurs first, provided: (1) the information dis-
closure statement is accompanied by either a statement
as specified in 37 CFR 1.97(c); or (2) the fee set forth in
37 CFR 1.17(p). If a final action or notice of allowance is
mailed in an application and later withdrawn, the ap-
plication will be considered as not having had a final ac-
tion or notice of allowance mailed for purposes of con-
sidering an information disclosure statement.

An Ex parte Quayle action is not a final action under
37 CFR 1.113 as referred to in 37 CFR 1.97. Therefore,
an information disclosure statement filed after an
Ex parte Quayle action, but before mailing of a notice of
allowance, must comply with the provisions of 37 CFR
1.97(c) rather than those of 37 CFR 1.97(d). However,
where an Ex parte Quayle action is issued after a final re-
jection which has not been withdrawn, any information
disclosure statement filed after the Ex parfe Quayle ac-

tion must comply with the provisions of 37 CFR 1.97(d).

(A) If information submitted during the period
set forth in 37 CFR 1.97(c) with a statement under
37 CFR 1.97(e) is used in a new ground of rejection on
unamended claims, the next Office action will not be
made final since in this situation it is clear that applicant
has submitted the information to the Office promptly
after it bas become known and the information is being
submitted prior to a final determination on patentability
by the Office. The information submitted with a
statement under 37 CFR 1.97(¢) can be used in a new
ground of rejection and the next Office action made
final, however, if the new ground of rejection was
necessitated by amendment of the application by appli-
cant. Where the information is submitted during this
period with a fee, the examiner may use the information
submitted, e.g., printed publication or evidence of public
use, and make the next Office action final whether or not
the claims have been amended, provided that no other
new ground of rejection which was not necessitated by
amendment to the claims is introduced by the examiner.
See MPEP § 706.07(a). If a new ground of rejection is
introduced that is neither necessitated by an amendment
to the claims nor based on the information submitted
with the fee set forth in 37 CFR 1.17(p), the Office action
shall not be made final.
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(B) A statement under 37 CFR 1.97(¢) must state

either

(a)} that each item of information contained in
the information disclosure statement was cited in a
communication from a foreign patent office in a
counterpart foreign application not more than three
months prior to the filing of the statement, or

(b) that no item of information contained in
the information disclosure statement was cited in a
communication from a foreign patent office in a
counterpart foreign application, and, to the knowledge
of the person signing the statement after making
reasonable inquiry, no item of information contained in
the information disclosure statement was known to any
individual designated in 37 CFR 1.56(c¢) more than three
months prior to the filing of the statement.

A statement under 37 CFR 1.97(e) can contain either
of two statements. One statement is that each item of in-
formation in an information disclosure statement was
cited in a communication, such as a search report, from a
patent office outside the U.S. in a counterpart foreign
application not more than 3 months prior to the filing
date of the statement. Under this statement, it does not
matter whether any individual with a duty of disclosure
actually knew about any of the information cited before
receiving the search report. The date on the communica-
tion by the foreign patent office begins the 3—month pe-
riod in the same manner as the mailing of an Office ac-
tion starts a 3~—~month shortened statutory period for re-
ply. If the communication contains two dates, the mail-
ing date of the communication is the one which begins
the 3—month period. The date which begins the
3—month period is not the date the communication was
received by a foreign assaciate or the date it was received
by a U.S. registered practitioner. Likewise,the statement
will be considered to have been filed on the date the
statement was received in the Office, or on an earlier
date of mailing or transmission if accompanied by a
properly executed certificate of mailing or facsimile
transmission under 37 CFR 1.8, or if it is in compliance
with the provisions for “Express Mail” delivery under
37 CFR 1.10.

The term counterpart foreign patent application
means that a claim for priority has been made in either
the U.S. application or a foreign application based on
the other, or that the disclosures of the U.S. and foreign
patent applications are substantively identical (e.g., an
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application filed in the European Patent Office claiming
the same U.K. priority as claimed in the U.S. applica-
tion).

Communications from foreign patent offices in for-
eign applications sometimes include a list of the family of
patents corresponding to a particular patent being cited
in the communication. The family of patents may include
a United States patent or other patent in the English lan-
guage. Some applicants submit information disclosure
statements to the PTO which list and include copies of
both the particular patent cited in the foreign patent of-
fice communication and the related United States or
other English language patent from the family list. Since
this is to be encouraged, the United States or other
English language patent will be construed as being cited
by the foreign patent office for purposes of a statement
under 37 CFR 1.97(e)(1). The examiner should consider
the United States or other English language patent if
37 CFR 1.97 and 37 CFR 1.98 are complied with.

If an information disclosure statement includes a copy
of a dated communication from a foreign patent office
which clearly shows that the statement is being submitted
within 3 months of the date on the communication, the
copy will be accepted as the required communication. It
will be assumed, in the absence of evidence to the con-
trary, that the communication was for a counterpart
foreign application.

In the alternative, a statement can be made if no item
of information contained in the information disclosure
statement was cited in a communication from a foreign
patent office in a counterpart foreign application and, to
the knowledge of the person signing the statement after
making reasonable inquiry, neither was it known to any
individual having a duty to disclose more than 3 months
prior to the filing of the statement.

The phrase “after making reasonable inquiry” makes
it clear that the individual making the statement has a
duty to make reasonable inquiry regarding the facts that
are being stated. The statement can be made by a regis-
tered practitioner who represents a foreign client and
who relies on statements made by the foreign client as to
the date the information first became known, A regis-
tered practitioner who receives information from a cli-
ent without being informed whether the information was
known for more than 3 months, however, cannot make
the statement under 37 CFR 1.97(e)(2} without making
reasonable inquiry. For example, if an inventor gave a
publication to the attorney prosecuting an application
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with the intent that it be cited to the Office, the attorney
should inquire as to when that inventor became aware of
the publication and should not submit a statement under
37 CFR 1.97(e)(2) to the Office until a satisfactory re-
sponse is received. The statement can be based on pres-
ent, good faith knowledge about when information be-
came known without a search of files being made.

A statement under 37 CFR 1.97(e) need not be in the
form of an oath or a declaration under 37 CFR 1.68. A
statement under 37 CFR 1.97(e) by a registered practi-
tioner or any other individual that the statement was
filed within the 3~month period of either first citation
by a foreign patent office or first discovery of the infor-
mation will be accepted as dispositive of compliance with
this provision in the absence of evidence to the contrary.
For example, a statement under 37 CFR 1.97(e) could
read as follows:

“Iherebystate thateachitem ofinformation containedin
this Information Disclosure Statement was cited in a
communication fromaforeign patentoffice inacounter-
part foreign application not more than 3 months prior to
the filing of this statement.”, or

“I hereby state that no item of information in the Infor-
mationDisclosure Statementfiled herewithwascitedina
communication from aforeign patentoffice in a counter-
partforeignapplication, and, tomyknowledgeaftermak-
ing reasonable inquiry, noitem of information contained
in this Information Disclosure Statement was known to
any individual designated in 37 CFR 1.56(c) more than
3months prior tothefiling of thisInformation Disclosure
Statement.”

An information disclosure statement may include iwo
lists and two statements, similar to the above examples,
in situations where some of the information listed was
cited in a communication from a foreign patent office
not more than 3 months prior to filing the statement and
dome was not, but was not known more than 3 months
prior to filing the statement.

A copy of the foreign search report need not be sub-
mitted with the statement under 37 CFR 1.97(e), but an
individual may wish to submit an English—language ver-
sion of the search report to satisfy the requirement for a
concise explanation where non—English language infor-
mation is cited. The time at which information was
known to any individual designated in 37 CFR 1.56(c) is
the time when the information was discovered in associa-
tion with the application even if awareness of the materi-
ality came later. The Office wishes to encourage prompt
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evaluation of the relevance of information and to have a
date certain for determining if a statement under
37 CFR 1.97(e) can properly be made, A statement on
information and belief would not be sufficient. Examin-
ers should not remind or otherwise make any comment
about an individual’s duty of candor and good faith, but
questions about the adequacy of any statement received
in writing by the Office should be directed to the Office
of the Assistant Commissioner for Patents.

B3 Information Disclosure Statement Filed
After B(2), but Prior to Payment of Issue
Fee (37 CFR 1.97(3))

An information disclosure statement will be consid-
ered by the examiner if filed on or afier the mailing date
of either a final action under 37 CFR 1.113 or 2 notice of
allowance under 37 CFR 1.311, whichever occurs first,
but before or simultaneous with payment of the issue fee,
provided the statement is accompanied by:

(A) a statement as specified in 37 CFR 1.97(¢)
(see the discussion in B(2) above);
(B) a petition requesting consideration of the

information disclosure statement; and
(C) the petition fee set forth in 37 CFR 1.17(i).

These requirements are appropriate in view of the
late stage of prosecution when the information is being
submitted, i.e., after the examiner has reached a final de-
termination on the patentability of the claims presented
for examination. The petition should be directed to the
Group Director of the examining group handling the ap-
plication. The petition need do nothing more than re-
quest consideration of the information being submitted.
Payment of the petition fee (37 CFR 1.17(i)) and submis-
sion of the appropriate statement (37 CFR 1.97(¢)) are
the essential elements for having information consid-
ered at this advanced stage of prosecution, assuming the
content requirements of 37 CFR 1.98 are satisfied.

Form paragraph 6.52 may be used to inform the appli-
cant that the information disclosure statement is being
considered,

U 6.52  Information Disclosure Staterment, Petition Granted

The information disclosure statement (IDS) submitted on [1] was
filed after the mailing date of the [2] on [3], The submission is in
compliancewith the provisions of 37 CFR 1.97. Accordingly, the petition
isgranted and the information disclosure statement is being considered
by the examiner,
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Examiner Note:

1. This form paragraph may be used in an Office action only when
signed by a Supervisory Patent Examiner.

2, Inbracket 2, insert either — —final Office action—— or — ~Notice
of Allowance~—, as appropriate.

The requirements of 37 CFR 1.97 provide for consid-
eration by the Office of information which is submitted
within a reasonable time, i.e., within 3 months after an
individual designated in 37 CFR 1.56(c) becomes aware
of the information or within 3 months of the information
being cited in a communication from a foreign patent of-
fice in a counterpart foreign application, This undertak-
ing by the Office to consider information would be avail-
able throughout the pendency of the application until
the point where the patent issue fee was paid. If an appli-
cant chose not to comply, or could not comply, with the
requirements of 37 CFR 1.97(d}, a continuing applica-
tion could be filed to have the information considered by
the examiner. The parent application could be permitted
t0 become abandoned by not paying the issue fee re-
quired in the Notice of Allowance, for example, or by the
filing of a continued prosecution application under
37 CFR 1.53(d). All information disclosure statements
filed in the prior application that comply with the con-
tent requirements of 37 CFR 1,98 but have not been con-
sidered in the prior application will be considered by the
examiner in a continued prosecution application filed
under 37 CFR 1.53(d). No specific request that the pre-
viously submitted information disclosure statement be
considered in the continued prosecution application is
required. However, for file wrapper continuing (FWC)
applications filed prior to December 1, 1997 under for-
mer 37 CFR 1.62, in order to ensure consideration of in-
formation complying with the content requirements of
37 CFR 1.98 previously submitted in a parent applica-
tion which has not been considered in the parent applica-
tion, applicant must either specifically request that the
previously submitted information be considered in the
FWC or resubmit the information complying with
37 CFR 1.97 and 37 CFR 1.98 in the FWC. For continu-
ing applications filed under 37 CFR 1.53(b), in order to
ensure consideration of information previously sub-
miited in a parent application which has not been con-
sidered in the parent application, applicant must resub-
mit the information complying with 37 CFR 1.97 and 37
CFR 1.98 in the continuing application. It would not be
proper to make final a first Office action in the continu-
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ing application if the information submitted is used in a
new ground of rejection. '

B(4) Information Disclosure Statement Filed
AfterPayment of Issue Fee

After the issue fee has been paid on an application, it
is impractical for the Office to attempt to consider newly
submitted information. Information disclosure state-
ments filed after payment of the issue fee in an applica-
tion will not be considered but will merely be placed in
the application file. See C below. The application may
be withdrawn from issue at this point, however, pursuant
to 37 CFR 1.313(b)(5) so that the information can be
considered in a continuing application. In this situation,
a continued prosecution application under 37 CFR
1.53(d) could be filed even though the issue fee had al-
ready been paid. AH information disclosure statements
filed in the prior application that comply with the con-
tent requirements of 37 CFR 1,98 but have not been con-
sidered in the prior application will be considered by the
examiner in a continued prosecution application filed
under 37 CFR 1.53(d). No specific request that the pre-
viously submitted information disclosure statement be
considered in the continued prosecution application is
required. However, for file wrapper continuing (FWC)
applications filed prior to December 1, 1997 under for-
mer 37 CFR 1.62, in order to ensure consideration of in-
formation complying with the content requirements of
37 CFR 1.98 previously submitted in a parent applica-
tion which has not been considered in the parent applica-
tion, applicant must either specifically request that the
previously submitted information be considered in the
FWC or resubmit the information complying with 37
CFR 1.97 and 37 CFR 1.98 in the FWC. For continuing
applications filed under 37 CFR 1.53(b), in order to en-
sure consideration of information previously submitted
in a parent application which has not been considered in
the parent application, applicant must resubmit the in-
formation complying with 37 CFR 1.97 and 37 CFR 1.98
in the continuing application. Alternatively, for exam-
ple, a petition pursuant to 37 CFR 1.313(b)(3) could be
filed if applicant states that one or more claims are un-
patentable. This statement that one or more claims are
unpatentable over the information must be unequivocal.
A statement that a serious question as to patentability of
a claim has been raised, for example, would not be ac-
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ceptable to withdraw an application from issue under
37 CFR 1.313(b)(3). Form paragraph 13.09 may be used.

9 13.09 Information Disclosure Statement, Issue Fee Paid

Applicant’s information disclosure statement of [1] was filed after
the issue fee was paid, Information disclosure statements filed after
payment of the issue fee will not be considered, but will be placed in the
file. However, the application may be withdrawn from issue in order to
file a continuing application under 37 CFR 1.53(b} or 1.53(cl} upon the
grant of a petition filed under the provisions of 37 CFR 1.313(b)(5).
Alternatively, the other provisions of 37 CFR 1.313 may apply, e.g., 2
petition to withdraw the application from issue under the provisions of
37CFR 1.313(b)(3) may be filed together with anunequivocal statement
by the applicant that one or more claims are unpatentable over the
information contained in the statement. The information disclosure
statement would then be considered upon withdrawal of the application
from issue under 37 CFR 1.313(b)(3).

Examiner Note:
1. Forinformation disclosure (Prior Art) statements submitted after

the issue fee has been paid, use this paragraph with form PTOL—9%0or
PTO-90C.
2. Inbracket 1, insert the filing date of the IDS.

If an application has been withdrawn from issue under
one of the provisions of 37 CFR 1.313(b)(1}—(4), it will
be treated as though no notice of allowance had been
mailed and the issue fee had not yet been paid with re-
gard to the time for filing information disclosure state-
ments. Petitions under 37 CFR 1.313(b) should be di-
rected to the Office of Petitions in the Office of the Dep-
uty Assistant Commissioner for Patent Policy and
Projects.

B(5) Extensions of Time (37 CFR 1.97(5)

No extensions of time for filing an information disclo-
sure statement are permitted under 37 CFR 1.136(a) or
(b). If a bona fide attempt is made to comply with the con-
tent requirements of 37 CFR 1.98, but part of the re-
quired content is inadvertently omitted, additional time
may be given to enable full compliance.

C.  Examiner Handling of Information Disclosure State-
ments

Information disclosure statements will be reviewed
for compliance with the requirements of 37 CFR 1.97
and 37 CFR 1.98 as discussed in A and B above. Appli-
cant will be notified of compliance and noncompliance
with the rules as discussed below. ~

C) Noncomplying Statemeats

Pursuant to 37 CFR 1.97(i}, submitted information,
filed before the grant of a patent, which does not comply
with 37 CFR 1.97 and 37 CFR 1.98 will be placed in the
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file, but will not be considered by the Office. Information
submitted after the grant of a patent must comply with 37
CFR 1.501.

If an information disclosure statement does not com-
ply with the requirements based on the time of filing the
statement as discussed in B above, including the require-
ments for fees and/or statement under 37 CFR 1.97(e),
the statement will be placed in the application file, but
none of the information will be considered by the ex-
aminer. The examiner may use Form Paragraph 6.49
which is reproduced below to inform applicant that the
information has not been considered. Applicant may
then file a new information disclosure statement or cor-
rect the deficiency in the previously filed statement, but
the date that the new statement or correction is filed will
be the date of the statement for purposes of determining
compliance with the requirements based on the time of
filing the statement (37 CFR 1.97).

The examiner shouid write “not considered” on an in-
formation disclosure statement where none of the infor-
mation listed complies with the requirements, e.g., no
copies of listed items submitted, If none of the informa-
tion listed on a PTO-1449 or PTO/SB/0SA and 08B
form is considered, a diagonal line should also be drawn
in pencil across the form and the form placed on the right
side of the application file to instruct the printer not to
list the information on the face of the patent if the ap-
plication goes to issue. The paper confaining the disclo-
sure statement or list will be placed in the record in the
application file. The examiner will inform applicant that
the information has not been considered and the reasons
why by using form paragraphs 6.49 through 6.49.09. If the
improper citation appears as part of another paper, e.g.,
an amendment, which may be properly entered and con-
sidered, the portion of the paper which is proper for con-
sideration will be considered.

$ 6.49 Information Disclosure Statement Not Considered

The information disclosure statement filed [1] fails to comply with
the provisions of 37 CFR 1.97, 1.98 and MPEP § 609 because [2], Ithas
been placed in the application file, but the information referred to
therein has not been considered as to the merits. Applicant is advised
thatthe date of any resubmission of any item of information contained in
this information disclosure statement or the submission of any missing
element(s) will be the date of submission for purposes of determining
compliance with the requirements based on the time of filing the
statement, including all requirements for statements under 37 CFR
1.97(e). See MPEP § 609 1 C(1).

Examiner Note:

See MPEP § 609 for situations where the use of this form paragraph
would be appropriate.
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T 6.49.01 Information Disclosure Statement Not Considered,
After First Action, Before Final or Allowance, No Siatement

The information disclosure statement filed [1] fails to comply with
¥ CFR197(c) because it lacks a statement as specified in
37 CFR 1.97{e). It has been placed in the application file, but the
information referred to therein has not been considered.

% 6.49.02 Information Disclosure Statement Not Considered,
After First Action, Before Final or Allowance, No Fee

The information disclosure statement filed [1] fails to comply with
37CFR 1.97(c)because it lacksthe fee setforthin 37CFR 1.17(p). Ithas
been placed in the application file, but the information referred to
therein has not been considered.

T 6.49.03 Information Disclosure Staterent Not Considered,
After Final or Allowance, Issue Fee Not Paid No Statement

The information disclosure statement filed [1] fails 1o comply with
37 CFR197(d) because it lacks a statement as specified in
37 CFR 1.97(e). Tt has been placed in the application file, but the
information referred to therein has rot been considered.

Y 6.49.04 Information Disclosure Statement Not Considered,
After Final or Allowance, Issue Fee Not Paid No Petition Requesting
Consideration

The information disclosure statement filed [1] fails to comply with
37 CFR 1.97(d) because it lacks a petition requesting consideration of
the information disclosure statement. It has been placed in the
application file, but the information referred to therein has not been
considered.

9 6.49.05 Information Disclosure Statement Noi Considered,
After Final or Allowance, Issue Fee Not Paid No Petition Fee
The information disclosure statement filed [1] fails to comply with
37 CFR 1.97(d) because it lacks the petition fec set forth in
37 CFR 1.17(i). It has been placed in the application file, but the
information referred to therein has not been considered, :

% 6.49.06 Information Disclosure Statement Not Considered,
References Listed in Specification

The listing of references in the specification is not a proper
information disclosure statement. 37 CFR 1.98(b) requires a list of all
patents, publications, or other information submitted for consideration
by the Office, and MPEP § 609 A(1) states, “the list may not be
incorporated into the specification but must be submitted in a separate
paper.” Therefore, unless the references have been cited by the
examiner on form PTO—892, they have not been considered.

1 6.49.07 Iformation Disclosure Statement Not Considered,
No Copy of References

The information disclosure statement filed [1] fails to comply with
37CFR 1.98(a)(2), which requircsalegible copy of each U.S. and foreign
patent; each publication or that portion which caused it to be listed; and
ali other information or that portion which caused it to be listed. It has
been placed in the application file, but the information referred to
therein has not been considered.

T 6.49.08 Information Disclosure Statement Not Considered,
No List of References

The information disclosure statement filed {1] fails to comnply with
37 CFR 1.98(a)(1), which requires a list of all patents, publications, or
otherinformation submitted for consideration by the Office. It hasbeen
placed in the application file, but the information referred to therein has
not been considered.
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1 6.49.08 Information Disclosure Statement Not Considered,
No Explanation of Relevance

The information disclosure staterent fifed {1] fails to comply with
37 CFR 1.98(a}(3) because it does not inchude a concise explanation of
the relevance, as it Is presently understood by the individual designated
in 37 CFR 1.56{c) most knowledgeable about the content of the
information, of each patent listed that is notin the English language. It
has beén placed in the application file, but the information referred to
therein has not been considered.

If an information disclosure statement complies with
the requirements based on the time of filing the state-
ment as discussed in B above, including the require-
ments for fees andfor statement under 37 CFR 1.97(¢),
but part of the content requirements as discussed in A
above has been inadvertently omitted, the examiner may
set a 1 —month time period to correct the omission. Form
paragraph 6.51 may be used for this purpose.

1 6.51 Time for Completing Information Disclosure Statement

The information disclosure statement filed on {1} does not fully
comply with the requirements of 37 CFR 1.98 because: [2]. Since the
submission appears to be bona fide, applicant is given ONE (1) MONTH
from the date of thisnotice to supply the above — mentioned omissions or
corrections in the information disclosure statement. NOEXTENSION
OF THIS TIME LIMIT MAY BE GRANTED UNDER EITHER 37
CFR 1.136(a) OR (b). Failure to timely comply with this notice will
result in the above~mentioned information disclosure statement being
placed in the application file with the non—complying information not
being considered. See 37 CFR 1.97(i).

Examiner Note:

This practice does not apply where there has been a deliberate
omission of some necessary partof anInformation Disclosure Statement
or where the requirements based on the time of filing the statement, as
set forth in 37 CFR 1.97, have not been complied with.

If a statement fails to comply with requirements as dis-
cussed in this section for an item of information, that
item of information in the statement will not be consid-
ered and a line should be drawn through the citation to
show that it has not been considered. However, other
items of information that do comply with all the require-
ments will be considered by the examiner.

If information is listed in the specification rather than
in a separate paper, or if the other content requirements
as discussed in A above are not complied with, the infor-
mation need not be considered by the examiner, in which
case the examiner should notify applicant in the next Of-
fice action that the information has not been considered.
It should be noted, however, that no copy of a U.S. pat-
ent application is required to be submitted. See A(2)
above. Where a U.S. patent application is properly cited
on a separate list, the examiner should obtain access to
that file within the Office.
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C(2) Complying Statements

The information contained in information disclosure
statements which comply with both the content require-
ments as discussed in A above and the requirements
based on the time of filing the statement as discussed in
B above will be considered by the examiner.

Applicants, patent owners, reexamination requesters,
protestors, and others are encouraged to use form
PTO-1449, “Information Disclosure Citation,” or
PTO/SB/G8A and 08B “Information Disclosure State-
ment,” when preparing an information disclosure state-
ment. A copy of each form is reproduced in this section
to indicate how the form should be completed. The form
will enable persons to comply with the requirement to list
each item of information being submitted and to provide
the Office with a uniform Jisting of citations and with a
ready way to indicate that information has been consid-
ered. Examiners must consider all citations submitted in
conformance with the rules and this section, and their
initials when placed adjacent to the considered citations
on the list or in the boxes provided on a form PTO—1449
or PTO/SB/08A and 08B provides a clear record of which
citations have been considered by the Office. The ex-
aminer must also fill in his or her name and the date the
information was considered in blocks at the bottom of
the PTO—1449 or PTO/SB/0SA and 08B form. If the
citations are submitted on a list other than on 4 form
PTO~—1449 or PTO/SB/08A and 08B, the examiner may
write “all considered” and his or her initials to indicate
that all citations have been considered. If any of the cita-
tions are considered, a copy of the submitted list, form
PTO~1449, or PTQ/SB/08A and 08B, as reviewed by the
examiner, will be returned to the applicant with the next
communication. Those citations not considered by the
examiner will have a line drawn through the citation and
any citations considered will have the examiner’s initials
adjacent thereto. The original copy of the list, form
PTO—1449, or PTO/SB/08SA and 08B will be entered
into the application file. The copy returned to applicant

~ will serve both as acknowledgement of receipt of the in-

formation disclosure statement and as an indication as to
which references were considered by the examiner.
Forms PTO—326 and PTOL—37 include a box to indi-
cate the attachment of form PTO~1449 or PTO/SB/0SA
and 08B .
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Information which complies with requirements as dis-
cussed in this section but which is in a non—English lan-
guage will be considered in view of the concise explana-
tion submitted (A(3) above) and insofar as it is under-
stoed on its face, e.g., drawings, chemical formulas, in
the same manner that non—English language informa-
tion in Office search files is considered by examiners in con-
ducting searches. The examiner need not have the infor-
mation translated unless it appears to be necessary to do
so. The examiner will indicate that the non—English lan-
guage information has been considered in the same man-
ner as consideration is indicated for information sub-
mitted in English. The examiner should not require that
a transiation be filed by applicant. The examiner
should not make any comment such as that the non—
English language information has only been considered
to the extent understood, since this fact is inherent.

Since information is required to be submitted in a sepa-
rate paper listing the citations rather than in the specifica-
tion, there is no need to mark “All checked” or “Checked”
in the margin of a specification containing citations.

If a statement fails to comply with requirements as dis-
cussed in this section for an item of information, a line
should be drawn through the citation to show that it has not
been considered. The other items of information listed that
do comply with the rules and this section will be considered
by the examiner and will be appropriately initialed.

C3 Docaments Submiited As FPart of Appli-

cant’s Reply to Office Action

Occasionally, documents are submitted and relied on
by an applicant when replying to an Office action. These
documents may be relied on by an applicant, for exam-
ple, to show that an element recited in the claim is opera-
tive or that a term used in the claim has a recognized
meaning in the art. Documents may be in any form but
are typically in the form of an affidavit, declaration, pat-
ent, or printed publication.

To the extent that a document is submitted as evidence
directed to an issue of patentability raised in an Office ac-
tion, and the evidence is timely presented, applicant need
not satisfy the requirements of 37 CFR 1.97 and
37 CFR 1.98 in order to have the examiner consider the in-
formation contained in the document relied on by appli-
cant. In other words, compliance with the information dis-
closure rules is not a threshold requirement to have infor-
mation considered when submitted by applicant to support
an argument being made in a reply to an Office action.
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At the same time, the document suppiied and relied on
by applicant as evidence need not be processed as an item
of information that was cited in an information disclosure
statement. The record should reflect whether the evidence
was considered, but listing on a form (e.g., PTO-892,
PTO-1449, or PTO/SB/08A and 08B) and appropriate
marking of the form by the examiner is not required.

For example, if applicant submits and relies on three
patents as evidence in reply to the first Office action and
also lists those patents on a PTO--1449 or PTO/SB/08A
and 08B along with two journal articles, but does not file
a statement under 37 CFR 1.97(e) or the fee set forth in
37 CFR 1.17(p), it would be appropriate for the examin-
er to indicate that the teachings relied on by applicant in
the three patents have been considered, but to line
through the citation of all five documents on the
PTO-1449 or PTO/SB/08A and 08B and to inform ap-
plicant that the information disclosure statement did not
comply with 37 CFR 1.97(c).

D, Information Printed on Patent

A citation listed on form PTO—1449 or PTO/SB/08A
and 08B and considered by the examiner in accordance
with this section will be printed on the patent. A citation
listed in a separate paper, equivalent to but not on form
PTO—1449 or PTO/SB/08A and 08B, and considered by
the examiner in accordance with this section will be
printed on the patent if the list is on a separate sheet
which is cleatly identified as an information disclosure
statement and the list lends itself to easy capture of the
necessary information by the Office printing contractor,
i.e., each item of information is listed on a single line, the
lines are at least double—spaced from each other, the in-
formation is uniform in format for each listed item, and
the list inctudes a column for the examiner’s initials to in-
dicate that the information was considered. If a U.S. pat-
ent application number is listed on a PTO 1449 or PTO/
SB/OBA and 08B form orits equivalent and the examiner
considers the information and initials the form, the ap-
plication number will be printed on the patent.

Applicants may wish to list U.S. patent application num-
bers on other than a form PTO 1449 or PTO/SB/08A and
08B format to avoid the application numbers of pending
applications being published on the patent. If a citation is
not printed on the patent but has been considered by the
examiner in accordance with this section, the patented file
will reflect that fact as noted in C(2) above. -
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