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1501 Statutes and Rules Applicable

The right to a patent for a design stems from:

IS US.C. I71. Patents for designs.

Whoever invents any new, original and ornamental design for an
article of manufacture may obtain a patent therefor, subject to the
conditions and requirements of this title,

The provisions of this title relating to patents for inventions shall
apply to patents for designs, except as otherwise provided.

37 CFR 1.151.Rules applicable.

The rules relating to applications for patents for other inventions or
discoveries are also applicable to applications for patents for degigns
except as otherwise provided. (35 U.S.C. 171)

37CFR 1.152—1.155, which relate only to design pat-
ents, are reproduced in the sections of this chapter.

It is noted that design patent applications are not in-
cluded in the Patent Cooperation Treaty (PCT), and the
procedures followed for PCT international applications
are not to be followed for design patent applications.

The practices set forth in other chapters of this
Manual of Patent Examining Procedure (MPEP) are to be
followed in examining applications for design patents,
except as particularly pointed out in the chapter.

1502 Definition of a Design [R-2]

The design of an object consists of the visual charac-
teristics or aspects displayed by the object. It is the ap-
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Smce a desngn is mamfested in appear:

| J'-‘«ct matter of a dCSIgn patent apphcatmit may relate tof. A

the configuratlon or shape ofan object to the surface_ B
ornamentation on an object, or both. - S
‘Design is inseparable from the Ob]CCt to whlch itis ap-'y'
plied and cannot exist alone merely as a scheme of sur-
face ornamentation, It must be a defmlte, preconcelved
thing, capable of reproduction and not merely the

chance result of a method.
Wk

§ 15.43 Subject Matter of Design Patent

Since a design is manifested in appearance, the subject matterof a
Design Patent may relate to the configuration or shape of an object, to
the surface ornamentation on the object or both.

1502.01 Distinction Between Design
and Utility Patents [R~1]

In general terms, a “utility patent” protects the way
an article is used and works (35 U.S.C. 101}, while a “de-
sign patent” protects the way an article looks (35 U.S.C.
171). The ornamental appearance of an article includes
its shape/configuration or surface ornamentation upon
the article, or both, Both design and utility patents may
be obtained on an article if invention resides both in its
utility and ornamental appearance.

While utility and design patents afford legally sepa-
rate protection, the utility and ornamentality of an ar-
ticle is not easily separable. Invention is a blend of func-
tion and ornamental design. Articles of manufacture
typically possess both functional and ornamental charac-
teristics.

Some of the more common differences between de-
sign and utility patents are summarized below:

1. The term of a utility patent >on an application
filed on or after June 8, 1995< is * >20< years >mea-
sured from the U.S. filing date; or if the application con-
tains a specific reference to an earlier application under
35 U.S.C. 120, 121, or 365(c), 20 years from the earliest
effective U.S, filing date<, while the term of a design
patent is 14 years >measured from the date of grant<
(see 35 U.S.C. 173).

2, Maintenance fees are required for utility patents
(see 37 CFR 1.20), while no maintenance fees are re-
quired for design patents,

3. Design patent applications may include only a
single claim, while utility patent applications can have
multiple claims.
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4. Restnctron between plural dlstmct mventrons is

- discretionary on the part of the examiner in utrhty patent

applications (see MPEP § 803), while itis mandatory in .

design patent applications (see MPEP § 1510.01).
5. An international - application’ naming various
~ countries may be filed for utility patents under the Patent

Cooperation Treaty (PCT), while no such provrsron ex-

ists for design patents.

6. Foreign priority under 35 U. S C. 119>(a) (d)< - |

can be obtained for the filing of utility patent applica-
tions up to 1 year after the first filing in any country sub-
scribing to the Paris Convention, while this period is
only 6 months for design patent applications.

Other distinctions between design and utility patent
practice are detailed in this chapter. Unless otherwise

provided, the rules for applications for utility patents are

equally applicable to applications for patents for designs
(35U.S.C. 171 and 37 CFR 1.151).

1503 Elements of a Design Patent Application

A design patent application has essentially the
elements required of an application for a utility pat-
ent filed under 35 U.S.C. 101 (see Chapter 600). How-
ever, unlike the latter, a preamble still remains a require-
ment in a design patent application, and the arrange-
ment of the specification is as specified in 37 CFR 1.154.

A claim in a specific form is a necessary element of a
design patent application. See MPEP § 1503.01.

A drawing is an essential element of a design patent
application. See MPEP § 1503.02 for requirements
for drawing.

1503.01 Specification and Claim [R—2]

37 CFR 1.153.Title, description and claim, oath or declaration.

(2) The title of the design must designate the particular article. No
description, other than a reference to the drawing, is ordinarily required.
The claim shall be in formal terms to the ornamental design for the
article (specifying name) as shown, or as shown and described. ‘More
than one claim is neither required nor permitted.

(b)The oath or declaration required of the applicant must comply
with § 1.63.

37 CFR 1.154. Arrangement of specification.

The following order of arrangement should be observed in framing
design specifications:

(2) Preamble, stating name of the applicant and title of the design,

(b)Description of the figure or figures of the drawing.

(c) Description, if any.

(d)Claim.

(c)Signed oath or declaration (See § 1.153(b}).
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11 1 5. 05 Deszgn PatentApplwatton Ammgement
The followmg order of arrangement should be obse

: desrgn patent. apphcatlons

“(a): Preamble, statmg the name of the appllcant and the tltle of the : "_" .

(b) Descnptron of the figure or frgures of the drawmgs
{c) Description, if any.
(d) - Claim. - Sy

(e) Srgned oath or declaratron (See 37 CFR 1. 153(b))

PREAMBLE

The preamble must state the name. of the applrcant; o »
and the title of the design (37 CFR 1.153—1. 154). e
The title of the design identifies the article in whrch' ‘

~the design is embodied by the name generally known and

used by the public. A title descriptive of the actual article -
aids the examiner in developing a complete field of
search of the prior art and aids in the proper assrgnment
of new applications to the appropriate class, subclass,
and patent examiner, and the proper classification of the
patent upon allowance of the application. It also aids the
public in understanding the nature and use of the article
embodying the design after the patent has been pub-
lished. For example, a broad title such as “Adapter Ring”
provides little clue as to the nature and intended use of
the article embodying the design. Thus, applicants are
encouraged to provide a specific and descriptive title.

Following are examples of preferred and non-pre-
ferred titles:

Preferred Title: Rather than:
Stove Heating Device
- Vacuum Bottle Bottle
Microwave Oven Cooking
Appliance
Alarm for an Automobile  Electronic
Device

Since 37 CFR 1.153 requires that the title must desig-
nate the particular article, and since the particular article
is defined by the claim, it follows that the language of the
title and claim must correspond. When the language of
the title and claim do not correspond, the title should be
objected to under 37 CFR 1.153 as not corresponding to
the language of the claim.

However, it is emphasized that, under the second
paragraph of 35 US.C. 112 the claim defines “the sub-
ject matter which th nt regards as his invention”
(emphasis added) Thus, the examiner should afford the
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applicant substantial latitude in the language of the
title/claim. The examiner should only require amend-
ment of the title/claim if the language is clearly misdes-

criptive, inaccurate, or unclear (i.e., the language would

result in a rejection of the claim under 35 U.S.C. 112, sec-
ond paragraph; see MPEP § *>1503.03<).

Any amendment to the language of the title must also
be made in both the title and the claim. It is preferable
(but not required) that the amended language also be in-
corporated into the figure description. However, it is not
necessary to submit a new oath or declaration merely to
obtain correspondence in terminology between the title,
claim, and the oath or declaration.

§ 15.05.1 Title of Design Invention
The title of an article being claimed in a design patent must
correspond to the name of the article shown in solid lines in the drawings.

9 15.59 Amend Title
For [1*#], the title [2] amended throughout the application, original
oath or declaration excepted, to read: [3].

Examiner Note:
>1. In bracket 1, insert reason.
2.<In bracket 2, insert “must be” or “has been.”

DESCRIPTION

Any description of the design in the specification,
other than a brief description of the drawing, is generally
fiot necessary since as a general rule the illustration in
the drawing views is its own best description. Howev-
er, while not required, such a description is not prohib-
ited and may be incorporated, at applicant’s option, into
the specification or may be provided in a separate paper.

In addition to the figure descriptions, the following
types of statements are permissible in the specification:

1. Description of the appearance of portions of the
claimed design which are not illustrated in the drawing
disclosure.

2. Statement indicating that any broken line illustra-
tion in the drawing disclosure is not part of the design
sought to be patented.

3. Description denoting the nature and environmen-
tal use of the claimed design.

It is the policy of the Office to attempt to resolve
questions about the nature and intended use of the
claimed design prior to examination by making a Re-
quirement for Information (see Form Paragraph 15.56)
at the time of initial docketing of the application. This
will enable the application to be properly classified and
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docketed to the appropnate exammer and to be -
~searched when the application comes up - for examina-

tion in its normal course without the need for arejection
under 35 U.S.C. 112 prior to asearch of the priorart. Ex-
planation of the nature and intended use of the article -
may be added to the specn?xcatlon provxded it does not
constitute new matter. See MPEP § 1506. It may alter-
nately, at applicant’s optlon be submitted in a separate :
paper without amendment of the specification.

4. A “characteristic features” statement describing a
particular feature of the design that is considered a fea-
ture of novelty or nonobviousness over the prior art
(37 CFR 1.71(¢)).

9 15.47 Characteristic Feature Statement

A “characteristic features” statement describing a particular
feature of novelty or unobviousness in the claimed design may be
permissible in the specification. Such a statement should be in terms as
“The characteristic feature of the design resides in **>[1]"< or, if
combined with one of the figure descriptions, in texmssuchas > “... <
the characteristic feature of which resides in ** >[2]” <. While consider-
ation of the claim goes to the total or overall appearance, the use of a
“characteristic feature” statement may serve later to limit the claim.
(McGrady v. Aspenglas Corp., ** 208 USPQ 242 >(S.D.N.Y. 1980)<).

>Examiner Note:
In brackets 1 and 2, insert a brief but accurate description of the
design.<

The following types of statements are not permissible

in the specification:

a. A disclaimer statement directed to any por-
tion of the claimed design that is shown in sol-
id lines in the drawings. See Ex parte Reming-
ton, 114 O.G. 761, 1905 C.D. 28 (Comm’r
Pat. 1904); In re Blum, 153 USPQ 177 (CCPA
1967).

b. Statements which describe or suggest mod-
ifications of the claimed design which are not
illustrated in the drawing disclosure.

c. Statements describing matters which are
constructions unrelated to the design.

§ 15.60 Amend All Figure Descriptions
For [1*#] the figure descriptions [2] amended to read: [3].

Examiner Note:
>1, Inbracket 1, insert reason.
2.< In bracket 2, insert “must be” or “have been”.
>3. Inbracket 3, insert amended text.<
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§ 15.61 Amend Selected Figure Descriptions

For [1**] the description(s) of Fig(s). [2] [3] amended to read: =

[4]

Examiner Note:
>1. Inbracket 1, insert reason.
2. In bracket 2, insert selected Figure descriptions.
3.< Inbracket 3, insert “must be” or “have been,”
>4. In bracket 4, insert amended text.<

1503.02 Drawing [R—2]

37 CFR 1.152.Design drawing.

The design must be represented by a drawing that complies with the
requirements of § 1.84, and must contain a sufficient number of views to
constitute a complete disclosure of the appearance of the article.
Appropriate surface shading must be used to show the character or
contour of the surfaces represented. Solid black surface shading is ot
permittedexceptwhenusedtorepresentcoiorcontrast. Brokenlines
maybeused toshowvisible environmentalstructure, butmaynotbe
usedtoshowhiddenplanesandsurfaceswhichcannotbeseenthrough
opaque materials, Alternate positions of a design component, illus-
tratedbyfullandbrokenlinesinthesameviewarenotpermittedina
designdrawing.Photographsandinkdrawingsmustnotbecombined
in one application. Photographs submitted in lieu of ink drawings in
design patent applications must comply with § 1.84(b) and must not
disclose environmental structure but must be limited to the design for
the article claimed. Color drawings and color photographs are not
permitted in design patent applications.

Every design patent application must include a draw-
ing. It is of utmost importance that the drawing clearly
show the complete ornamental appearance of the entire
article such that nothing is left to conjecture.

In addition to the criteria for utility applications set
forth in 37 CFR 1.81-1.88, design drawings must also
comply with 37 CFR 1.152 as follows:

A, Views

Normally, drawing figures should be provided show-
ing the article, at a minimum, from each of its six normal
views. Additional perspective views should also be pro-
vided if helpful in disclosing the design.

Views that are merely duplicative of other views of
the article or that are merely plain and include no orna-
mentality may be omitted from the drawing if the specifi-
cation makes this explicitly clear. See MPEP § 1503.01.
For example, if the left and right sides of an article are
identical or symmetrical, a view should be provided of
one side and a statement made in the drawing descrip-
tion that the other side is identical/symmetrical; if the
bottom of an article has a plain bottom, a view of the bot-
tom may be omitted if the specification includes a state-
ment that the bottom is plain and unornamented.
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Whlle a sectxonal view wluch ‘more clearly brmgs out ] o
_elements of the design is. penmssnble (see Ex parte

Lohman, 1912 CD 336 ‘184 'OG 287 (Comm’r Pat.
1912)), a sectional view presented to show functional
features or for exhibiting mechanical features or interior
structure not part of the design should be rejected under
35U.S.C. 112, paragraph 2.

B. Surface Shading

The drawing should be appropriately surface shaded
to show clearly the character and contour of all surfaces
of any 3—dimensional aspects of the design Surface
shading is also necessary to distinguish between any
open and solid areas of the article.

Lack of appropriate surface shading in the drawing as
filed may render the design indefinite under 35 U.S.C.
112. Additionally, if the surface shape is not evident from
the disclosure as filed, the addition of surface shading af-
ter filing may comprise new matter and may prevent the
applicant from obtaining priority under 35 U.S.C. 120 of
any continuation--in-—part filed to correct the defect in
the original application.

C. Broken Lines

Structure that is not part of the claimed design but is
considered necessary fo show the environment in which
the article is used may be represented in the drawing in
broken lines. Additionally, a portion of an article that is
not considered part of the design may be shown in bro-
kenlines, Inre Zahn 204 USPQ 988 (CCPA 1980). A bro-
ken line showing is for illustrative purposes only and
forms no part of the claimed design.

However, broken lines are not permitted for the pur-
pose of indicating that a portion of an article is of lesser
importance in the design, In re Blum, ** 153 USPQ 177
(CCPA 1967). The use of broken lines indicates that the
environmental structure or the portion of the article de-
picted in broken lines forms no part of the design, and is
not to indicate the relative importance of parts of a de-
sign.

In general, when broken lines are used, they should
not intrude upon or cross the showing of the claimed de-
sign and should not be of heavier weight than the lines
used in depicting the claimed design. Where a broken
line showing of environmental structure must necessarily
cross or intrude upon the representation of the claimed
design, such an illustration should be included as a sepa-
rate figure in addition to the other figures which fully dis-
close the subject matter of the design.
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D. Surface Indicia. ]

The ornamental appearance ofan artlcle mcludes 1ts, : ‘

shape and configuration as well as any indicia, lettenng,

or other ornamentation embodied in the article (“sur- -

face indicia”). Surface indicia must be embodied in an
article of manufacture. Surface indicia, per se (i.e., not
embodied in a specific article of manufacture) is not
proper -subject matter for
35U.S.C. 171. See MPEP § 1507.

Surface indicia shown in a design drawing will nor-
mally be considered as prima facie evidence that the in-
ventor considered the surface indicia shown in the
drawing to be an integral part of the claimed design.

However, if the original disclosure of an application,
taken as a whole, indicates that the inventor intended
surface indicia to be merely exemplary or nonlimitative,
the examiner may afford applicant the opportunity to re-
move the surface indicia from the design or to show the
indicia in broken lines. For example, lettering on an ar-
ticle that is described in the specification as merely ex-
emplary of any lettering that could be applied to the ar-
ticle may be amended to be shown in broken lines with-
out raising the issue of new matter.

If the original drawing shows surface indicia, and the
disclosure, taken as a whole, does not indicate that the
inventor considered the indicia to be merely optional or
exemplary, an amendment canceling the indicia (or
showing the indicia in broken lines) would comprise new
matter.

if the examiner is uncertain from the application, as
filed, whether the inventor considered any surface indi-
cia to be part of the design or merely exemplary of other
indicia, the examiner may require the actual inventor to
provide an oath or declaration attesting to whether the
indicia was considered a part of the claimed design. It is
appropriate to request such information directly from
the inventor since onfy the actual named inventor is di-
rectly aware of his or her actual inventive intent.

E. Photographs

Drawings are normally required to be submitted in
black ink on white paper, 37 CFR 1.84(a). Photographs
are normally not permitted in design patent applica-
tions.

However, the Office will accept black and white
photographs in design patent applications only after
granting a petition filed under 37 CFR 1.84(b)(1) re-
questing that photographs be accepted. Petitions to ac-
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a design patent under

37 CFR1. 84(b)(1)(n) have been' included. If other provn-' SR
sions of 37 CFR 1. 84(b) for photographs have not been .
complied with (e.g., the photographs arenotondouble
weight photographic paper, are not properly mounted, kit

or details are not adequately reproduclble) such lackof

. comphance will not bar the grant of a petltlon to accept -

the photographs but rather will form the basis of subse-
quent objection to the content of the drawing.

Photographs submitted on double weight photo-
graphic paper must have the drawing figure number
entered on the face of the photograph. Photographs
mounted on Bristol board may have the figure number
shown in black ink on the Bristol board proximate the
corresponding photograph.

Photographs and ink drawings must not be com-
bined in one application. The introduction of both
photographs and ink drawings in a design application
would result in a high probability of inconsistencies be-
tween corresponding elements on the ink drawings as
compared with the photographs.

Color drawings and color photographs will not be ac-
cepted under any conditions in design patent applica-
tions. See 37 CFR 1.152,

1503.03 Design Claim [R—2}

The requirements for utility claims specified in
37 CFR 1.75 do not apply to design claims. Instead, the
form and content of a design claim is set forth in 37 CFR
1.153: '

37 CFR 1153 ... claim ...

(a) ... The claim shall be in formal terms to the ornamental design
for the article (specifying name) as shown or as shown and described.
More than one claim is neither required nor permitted,

Y

A design patent application may only include a
single claim. The single claim should normally be in
formal terms to “The ornamental design for (the article
as specified in the Title of the Invention) as shown.”
The description of the article in the claim should be
consistent in terminology with the title of the inven-
tion. See MPEP § 1503.01.
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tion of the design in the specification (see MPEP
§ 1503.01), or a proper showing of modified forms of
the design or other descriptive matter has been in-
cluded in the specification, the words “and described”
should be added to the claim following the term
“shown”; i.e., the claim should read “The ornamental
design for (the article as specified in the Tiile of the In-
vention) as shown and described”.

The claimed design is shown by solid lines in the
drawing, It is not permissible to show any portion of the
claimed design in dotted lines. There are no portions of
the claimed design which are immaterial or unimpor-
tant, and elements shown in dotted lines in the drawing
are not part of the claim. See MPEP § 1502.03(c) and In
re Blum, ** 153 USPQ 177 (CCPA 1967).

§ 15.45 Photographs as Informal Drawings

For filing date purposes, in those design patent applications ** >con-
taining< photographs for drawings contrary to the requirement for ink
drawings, the Application Division has been authorized to construe the
photographs as informal drawings rather than to hold the *>applica-
tions< incomplete as filed. By so doing, the Patent and Trademark
Office can accept applications without requiring applicants to file
petitions to obtain the original deposit date as the filing date. However,
37 CFR 1.84(b){1) requires that if black and whife photographs are filed
as formal drawings, a petition for acceptance *>of < such, the fee under
37CFR 1.17(h), and three sets of the photographs must be filed. Before
the phiotograpls in this application can be treated as formal drawings,
applicant must submit [1].

Examiner Note;
1. Inbracket 1,insert “apetition”, “thefee”, and/or “threefull setsof
photographs”.

§ 15.57 Not—Entered Drawings Returned

The non—entered drawings filed [1] will be returned to applicant(s)
upon proper request. Thesequestmustbefiled withinareasonable time.
Otheswise the drawing may be disposed of at the discretion of the
Commissioner (MPEP >§< 608.02(y)).

1504 Examination

In design patent applications, as in utility patent ap-
plications, novelty and unobviousness are necessary pre-
requisites to the grant of a patent. In the case of a design,
the inventive novelty or unobviousness resides in the
shape or configuration and/or surface ornamentation of
the subject matter which is claimed. This is in contradis-
tinction to the evaluation of novelty and nonobviousness
in utility patent applications, which involves evaluation
of such factors as the operation, function, advantages,
and properties of the article.
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When there is a properly"in_cluded special dfescrip-. '

Novelty and unobvxousness of'- a;\,demgn clalm must ‘
generally be determmed by a search'in ‘the pertment :
design classes. It is’ also mandatory that: the search be '
extended to the mechanical- classes encompassmg in-
ventions of the same general type Catalogs and trade
journals are also to be consulted :

1504.01 Statutory Su’bject Matter for
Designs [R=-2]

A. Icons and Surface Indicia

The language “new, original and ornamental desxgn
for an article of manufacture” set forth in 35 U.S.C. 171
has been interpreted by the case law to include at least
three kinds of designs: (1) a design for an ornament, im-
pression, print, or picture applied to an article of
manufacture (surface indicia); (2) a design for the shape
or configuration of an article of manufacture; and (3) a
combination of the first two categories. See Inre Schnell,
46 F2d 203, 8 USPQ 19 (CCPA 1931); Ex parte Donald-
son, 26 USPQ2d 1250 (Bd. Pat. App. & Int. 1992).

A picture standing alone is not patentable under
35 U.S.C. 171. The factor which distinguishes statutory
design subject matter from mere picture or ornamenta-
tion, per se (i.e., abstract design) is the embodiment of
the design in an article of manufacture. Consistent with
35 US.C. 171, case law and PTO practice (37 CFR
1.152), the design must be shown applied to an article of
manufacture.

A claim to a picture, * print, impression, etc. per se,
that is not embodied in an article of manufacture should
be rejected under 35 US.C. 171 as directed to
nonstatutory subject matter.

>1. Guidelines for Examination of Design Patent
Applications for Computer—Generated Icons

The following guidelines have been developed to as-
gist PTO personnel in determining whether design pat-
ent applications for computer—generated icons comply
with the “article of manufacture” requirement of
35 US.C 171,

(a). General Principle Governing Compliance with the
“Article of Manufacture” Requirement
Computer—generated icons, such as full screen dis-
plays and individual icons, are 2—dimensional images
which alone are surface ornamentation. See, e.g., Ex
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parte Strijland, 26 USPQ2d 1259 (Bd. Pat. App. & Int.
1992) (computer—generated icon alone is merely sur-
face ornamentation). The PTO considers designs for
computer—generated icons embodied in articles of
manufacture to be statutory subject matter eligible for
design patent protection under 35 U.S.C. 171. Thus, if
an application claims a computer—generated icon
shown on a computer screen, monitor, other display pan-
el, or a portion thereof, the claim complies with the “ar

ticle of manufacture” requirement of 35 U.S.C. 171.
Since a patentable design is inseparable from the object
to which it is applied and cannot exist alone merely as a
scheme of surface ornamentation, a computer—
generated icon must be embodied in a computer screen,
monitor, other display panel, or portion thereof, to satis-
fy 35 US.C. 171. See MPEP § 1502.

“We do not see that the dependence of the existenice
of a design on something outside itself is a reason for
holding it is not a design ‘for an article of manufacture.” ”
In re Hruby, 153 USPQ 61 (CCPA 1967) (design of water
fountain patentable design for an article of manufac-

ture). The dependence of a computer—generated icon

on a central processing unit and computer program for
its existence itself is not a reason for holding that the de-
sign is not for an article of manufacture.

(b). Procedures for Evaluating Whether Design Patent
Appflications Drawn (o Computer--Generated Icons
Comply with the “Article of Manufacture” Requirement

PTO personnel shall adhere to the following proce-
dures when reviewing design patent applications drawn
to computer—generated icons for compliance with the
“article of manufacture” requirement of 35 U.S.C, 171.

(1) Read the entire disclosure to determine what the
applicant claims as the design and to determine whether
the design is embodied in an article of manufacture.
37 CFR 1.71 and 1.152-1.154.

Since the claim must be in formal terms to the design
“as shown, or as shown and described,” the drawing pro-
vides the best deseription of the claim. 37 CFR 1.153,

(i) Review the drawing to determine whether a com-
puter screen, monitor, other display panel, or portion
thereof, is shown. 37 CFR 1,152,

Although a computer—generated icon may be em-
bodied in only a portion of a computer screen, monitor,
or other display panel, the drawing “must contain a suffi-
cient number of views to constitute a complete disclosure

nnnnnnnn sl tlo s skl ool 99 VT FEIEY 4 AL
of the appoaiance o the article.” 37 CFR 1.152. I addi-

tion, the drawing must comply with 37 CFR 1.84,
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(u) Review the title to determme whether it clearly :
describes the claimed subject matter. 37 CFR 1. 153.
The following titles do not adequately describe a de-
sign for an article of manufacture under 35 U.S.C. 171
“computer icon”; or “icon.” On the other hand, the fol-
lowing titles do adequately describe a design,fo‘r an ar-
ticle of manufacture under 35 U.S.C. 171: “computer
screen with an icon”; “display panel with a computer
icon”; “portion of a computer screen with an icon
1mage”, “portion of a display panel with a computer icon
image”; or “portion of a monitor displayed with a com-
puter icon image.”
(iii) Review the specification to determine whether a
characteristic feature statement is present. 37 CFR 1.71.
If a characteristic feature statement is present, deter-
mine whether it describes the claimed subject matterasa
computer—generated icon embodied in a computer
screen, monitor, other display panel, or portion thereof.
See McGrady v. Aspenglas Corp., 208 USPQ 242
(S.D.N.Y. 1980) (descriptive statement in design patent
application narrows claim scope).
(2) If the drawing does not depict a computer—
generated icon embodied in a computer screen, monitor,
other display panel, or a portion thereof, in either solid
or broken lines, reject the claimed design under
35 US.C. 171 for failing to comply with the article of
manufacture requirement.
(i) If the disclosure as a whole does not suggest or de-
scribe the claimed subject matter as a computer—gener-
ated icon embodied in a computer screen, monitor, oth-
er display panel, or portion thereof, indicate that:
— the claim is fatally defective under 35 U. S C.
171; and

-~ amendments to the written description, draw-
ings and/or claim attempting to overcome the
rejection will not be entered because they
would lack a written descriptive basis under
35 US.C. 112, first paragraph, and would
constitute new matter under 35 U.S.C. 132.

(ii) If the disclosure as a whole suggests or describes
the claimed subject matter as a computer—generated
icon embodied in a computer screen, monitor, other dis-
play panel, or portion thereof, indicate that the drawing
may be amended to overcome the rejection under
35 U.S.C. 171. Suggest amendments which would bring
the claim intc compliance with 35 U.S.C. 171.
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(3) Indicate all objections to the disclosure for failure -
to comply with the formal requirements of the Rules of -

Practice in Patent Cases. 37 CFR 1.71, 1.81~1.85, and
1.152—1.154. Suggest amendments which would bring
the disclosure into compliance with the formal require-
ments of the Rules of Practice in Patent Cases.

(4) Upon response by applicant:

(i) Approve entry of any amendments which have
support in the original disclosure; and

(ii) Review all arguments and the entire record, in-
cluding any amendments, to determine whether the
drawing, title, and specification clearly disclose a
computer—generated icon embodied in a computer
screen, monitor, other display panel, or portion thereof.

(5) If, by a preponderance of the evidence (see In re
Oetiker, 24 USPQ2d 1443 (Fed. Cir. 1992) (“After evi-
dence or argument is submitted by the applicant in re-
sponse, patentability is determined on the totality of the
record, by a preponderance of evidence with due consid-
eration to persuasiveness of argument.”)), the applicant
has established that the computer—generated icon is
embodied in a computer screen, monitor, other display
panel, or portion thereof, withdraw the rejection under
ISUS.C 171

i, Effect of the Guideiines on Pending Design Applica-
tions Drawn to Computer—Generated Icons

PTO personnel shall follow the procedures set forth
above when examining design patent applications for
computer—generated icons pending in the PTO as of
April 19, 1996.

BEl. Treatment of Type Fonts

Traditionally, type fonts have been generated by solid
blocks from which each letter or symbol was produced.
Consequently, the PTO has historically granted design
patents drawn to type fonts. PTO personnel should not
reject claims for type fonts under 35 U.S.C. 171 for fail-
ure to comply with the “article of manufacture” require-
ment on the basis that more modern methods of typeset-
ting, including computer—generation, do not require
solid printing blocks.<

B. Functionality vs, Ornamentality

A design for an article of manufacture that is dictated
purely by the function of the article lacks ornamentality
and should be rejected under 35 U.S.C. 171, See In
re Carletti, 328 F2d 10, 140 USPQ 653 (CCPA 1964);
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*USPQ 774 (Fed. Cir. 1986). -

Power Control Corp . Hybnnetzcs nc.,

‘The examiner shall, ‘upon makmg a prtma faczes ow- -

ing that the design of an article is dictated by its functlon L
make a rejection under 35 Us. C. 171 that the desngn R

lacks ornamentality. Such a re]ectlon is rebuttable' ‘
through presentation of evndence of ornamentahty, such
as an affidavit by the actual inventor attesting to the or-

namental concerns in making the mventlon and a show- -

ing of how the function of the article can be accom-
plished by substantively different designs. Mere argu-
ments by the attorney of record are of little value in es-
tablishing ornamental intent on the part of the inventor. -
Upon submission of any evidence of ornamentality, the
examiner must reevaluate all the evidence anew and
make a new determination whether the evidence of or-
namentality is sufficient to overcome the prima facie
showing of lack of ornamentality.

C. Hidden in Use

A design for an article of manufacture that is hidden
in its ultimate end use, where there is no evidence that its
ornamental appearance was of commercial concern
prior to reaching its uitimate end use, lacks ornamental-
ity and should be rejected under 35 U.S.C. 171. Seelnre
Stevens, 173 E.2d 1015, 81 USPQ 362 (CCPA 1949).

However, a design directed to an article of manufac-
ture that is hidden in its ultimate end use may be proper
subject matter for a design patent if there is some period
in the commercial life of the design when its ornamental-
ity has been shown to be a matter of concern. See In re
Webb, 916 E2d 1553, 16 USPQ2d 1433 (Fed. Cir. 1990).

The examiner shall, upon making a prima facie show-
ing that an article is hidden in its ultimate end use and
absent any evidence that the ornamentality was of actual
concern to prospective purchaser of the article, make a
rejection under 35 U.S.C. 171 that the design lacks orna-
mentality. Such a rejection is rebuttable through presen-
tation of objective evidence of ornamentality, such as a
showing that ornamentality of the article was of commer-
cial concern during the period of commercial life be-
tween its manufacture and ultimate hidden end use. A
showing that the actual appearance of the article (or a
similar article) is advertised or displayed to prospective
customers may comprise evidence that its ornamentality
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might be of actual concern. Affidavits or declarations

from actual customers attesting that ornamentality of

the article was of actual concern to them during the com-

mercial life of the article would comprise stronger evi-
dence. Upon submission of any objective evidence of or-
namentality, the examiner must reevaluate all the evi-
dence anew and make a new determination whether the
objective evidence of ornamentality is sufficient to over-
come the prima facie showing of lack of ornamentality.

4 15.08 35 U.S.C. 171 Rejection as Purely Functional

The claim is rejected under 35 U.S.C. 171 as not meeting the
requirements of ornamentality, the subject matter being obviously the
result of purely functional considerations.

% 15.09 35 U.S.C. I71 Rejection
The claim is rejected under 35 U.S.C. 171 for the reason that [1]>,
because [2] <.

Examiner Note:

Arejection onthe *>grounds < of lack of ornamentality includes the
more specificgrounds of functionality, frivelity, fraud, contrary to public
policy. The statutory basis for this rejection is 35 U.S.C. 171. (Sec MPEP
Chapter 1500). Also, identify the specific ground(s) not complied with
>in bracket 1< and give reasons why >in bracket 2<.

% 1541 Functional, Structural Features Not Considered

Attention is directed to the fact that design patent applications are
concerned solely with the ornamental appearance of an article of
manufacture. The functional andfor structural features atressed by
applicant in the papers are of no concern in design cases and are neither
permitted nor required, Function and structure fall under the realm of
utility patent applications.

94 15.44 Design Inseparable From Object to Which Applied
Design isinseparable from the object towhich it isapplied and cannot
exist alone merely as a scheme of ornamentation. It must be a definite
preconceived thing, capable of reproduction, and not merely the chance
result of a method. (35 U.S.C. 171; 35 U.S.C. 112, first and second

paragraphs.)

D. Offensive Subject Matter

Design applications which disclose subject matter
which could be deemed offensive to any race, religion,
sex, ethnic group, or nationality, such as those which in-
clude caricatures or depictions, should be rejected as not
meeting the requirements of ornamentality under
35 U.S.C. 171, Form Paragraph 15,10 should be used.

§ 15.10 Frivolous, Offensive Subject Matter

The disctosure, and therefose the claim in this application, is
rejected as being frivolous ** and therefore improper subject matter for
design patent protection under 35 U.S.C, 171, Such subject matter
*sdocs< not ** meet the requirements of ornamentality under
35 U.8.C. 171. Moreover, since 37 CFR 1.3 proscribes the presentation
of papers which are lacking in decorum and courtesy, and this includes
depictions or caricatures in the disclosure, *>drawings,< and/or
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">cla1m(s)< whlch mlght rcasonably be conSIdercd offenswe, such:' 4 b
subject matter as presented herein is decmed to bc clcarly contraty to.

37CFR'1.3, (See I">MPEP §< 608“)
1504.02 Novelty [R—2]

If the prior art discloses any article of substantially -
the same appearance as that of the claimed design, it is
immaterial in the evaluation of novelty what the use of
such an article is. Stated differently, it is not necessary
that the claimed design and prior art article be from
“analogous arts” when evaluating novelty.

In determining novelty with respect to design pat-
ents, the standard recognized by the courts is whether
the prior art shows an article of “substantially the same
appearance” to an ordinary observer. Absolute identity
of design is not required to support a rejection for lack of
novelty under 35 U.S.C. 102. See In re Glavas, 109 USPQ
50, 52 (CCPA 1956).

In evaluating a statutory bar based on 35 US.C.
102(b), the case law indicates that the experimental use
exception to a statutory bar for public use or sale (see
MPEP § 2 128.01) does not apply for designs patents. See
In re Mann, 861 F2d 1581, 8 USPQ2d 2030 (Fed. Cir.
1988).

Registration of a design abroad is considered to be
equivalent to patenting under 35 U.S.C. 119 and 102(d),
whether or not the foreign grant is published. (See Ex
parte Lancaster et al. 833 0.G. 8, 1966 C.D. 20 (Bd. App.
1965); Ex parte Marinissen, 842 O.G. 528, 155 USPQ 528
(Bd. App. 1966); Appeal No. 23948, Decided April 30,
1965, 833 O.G. 10, 1966 C.D. 22 (Bd. App. 1965);
Ex parte Appeal decided September 3, 1968, 866 0.G. 16
(Bd. App. 1966). The basis of this practice is that if the
foreign applicant has received the protection offered in
the foreign country, no matter what the protection is
called (“patent,” “Design Registration,” etc.), if the
United States application is timely filed, a claim for
priority will vest, If, on the other hand, the U.S. applica-
tion is not timely filed, a statutory bar arises under
35 US.C. 102(d) as modified by 35 U.S.C. 172. In order
for the filing to be timely for priority purposes and to
avoid possible statutory bars, the U.S. design patent
application must be made within 6 months of the foreign
filing. See also MPEP § 1504.10.

The laws of each foreign country vary in one or
more respects, **
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> The following table sets forth the dates on whlch de- Y 02(d) rejectlon as modlfied by'jv ' .8 ,
sign rights can be enforced i ina foreign country (INID - be noted that in many countl_'les the date'o egxstratnon
Code (24)) and thus, are also useable in a 35 US.C. or grant is the fllmg date o e o

DATE(S) WHICH CAN ALSOBE|

'COUNTRY OR 'USED FOR 35U.S.C.102(d) - R
ORGANIZATION PURPOSES! COMMENT -
: (INID CODE (24)) . T,
AT~-Austria Protection starts on the date of |
publication of the design in
the official gazette
AU ~ Austria Date of registration or grant
which is the filing date
BG - Bulgaria Date of registration or grant
which is the filing date
BX - Benelux (Belgium, Date on which corresponding
Luxembourg, and the application became complete
Netherlands and regular according to the
criteria set by the law
CA —-Canada Date of registration or grant
CH - Switzerland Date of registration or grant *Minimum requirements:
which is the filing date* deposit application, object,
and deposit fee
CL -~ Chile Date of registration or grant
CU-Cuba Date of registration of grant

which is the filing date

CZ ~ Czech Republic

Date of registration or grant
which is the filing date

DE - Germany Date of registration or grant* *The industrial design right
can be enforced by a court
from the date of registration
although it is in force earlier (as
from the date of filing—as defined |
by law). -
DK - Denmark Date of registration or grant
which is the filing date
EG - Egypt Date of registration or grant
which is the filing date.
ES - Spain Date of registration or grant
FI = Finland Date of registration or grant
which is the filing date
FR - France Date of registration or grant
which is the filing date

! Basedoninformation taken from the “Survey of Filing Procedures and Filing Requirements, aswell as of Examination Methods
and Publication Procedures, Relating to Industrial Designs” as adopted by the PCIPI Executive Coordination Commitiee of the
World Intelfectual Property Organization (WIPO) at its fifteenth session on November 25, 1994,
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ORGANIZATION ALSOBEUSEDFOR |~ COMMENT .
35U0.S.C. 102(d) PURP()SES‘ P T
(INID CODE (24)) 1
GB — United Kingdom Date of registration or grant | *Protection arises automatically
which is the filing date* - under the Design Right provision
when the design is created. Proof
of the date of the design creation .
needs to be kept in case the design
right is challenged. The protec~
tion available to designs can be
enforced in the courts following the
date of grant of the Certificate of
Registration as of the date of regis—
tration which stems from the date of
first filing of the design in the UK
or, if a priority is claimed under the
Convention, an another country.
HU — Hungary Date of registration or grant * *With retroactive effect as from the
filing date
P - Japan Date of registration or grant
KR =Republic of Rotea Date of registration or grant
MA - Morocco Date of registration or grant
which is the filing date
MC - Monaco Pate of registration or grant *Date of prior disclosure declared
which is the filing date* on deposit
NO - Norway Date of registration or grant
which is the filing date
OA — African Intellectual Date of registration or grant
Property Organization (OAPT) which is the filing date
(Benin, Buskina Faso, Cameroon
Central African Republic, Chad,
Congo, Cote d’Ivoire, Gabon,
Guinea, Mali, Mauritania, Niger,
Senega!, and Tog_o)
PT -~ Portugal Date of registration or grant
RO — Romania Date of registration or grant
which is the filing date
RU -- Rugsian Federation Date of registration or grant
which is the filing date

! Based on information taken from the “Survey of Filing Procedures and Filing Requirements, as well as of Examination Methods and
Publication Procedures, Relating to Industrial Designs” asadopted by the PCIPI Executive Coordination Committee of the World In-
teliectual Property Organization (WIPO) at its fifteenth session on November 25, 1994,
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1504.03
COUNTRY OR DATE(S) WHICH CAN ol e
ORGANIZATION ALSOBEUSEDFOR | COMMENT .
35U.S.C. 102(d) PURPOSES" : .
(INID CODE (24)) :
SE — Sweden Date of registration or grant
TN — Tunisia Date of registration or grant -
which is the filing date
TT - Trinidad and Tobago Date of registration or grant
‘ which is the filing date

WO ~ World Intellectual Property *
Organization (WIPQ)

Subject to Rule 14.2 of the Regulations
(on defects), the International Burcau
enters the international deposit in the
International Register on the date on
which is has in its possession

the application together with the

items required. Reproductions,
samples, or models pursuant to

Rule 12, and the prescribed fees.

! Based oninformation takenfromthe “Survey of Filing Proceduresand Filing Requirements, as well asof Examination Methods
and Publication Procedures, Relating to Industrial Designs” as adopted by the PCIPI Executive Coordination Committeeofthe
World Intellectual Property Organization (WIPO) at its fifteenth session on November 25, 1994.<

4 15.11 35 U.S.C. 102(a) Rejection

The clai is rejected under 35 U.8.C, 102(a) as clearly anticipated by
[1]because the invention was known or used by others in this country, or
patented or describedin a printed publication in this or a foreign country
before the invention thereof by the applicant >for patent<.

§ 15.12 35 U.S.C. 102(b) Rejection

Theclaim is rejected under 35 U.S.C. 102(b) asclearly anticipated by
[1] because the invention was patented or described in a printed
publication in this or a foreign country or in public use or >on< sale in
this country, more than one >(1)< year prior to the application for
patent in the United States.

9 15.13 35 U.S.C. 102(c) Rejection
The claim is rejected under 35 U.8.C. 102(c) because the invention
has been abandoned.

4 1514 35 U.5.C. 102(d) Rejection

The claim is rejected uader 35 U.S.C. 102(d), as modified by
35U.8.C. 172, as cleatly anticipated by { 1 ] because the invention was first
patented or caused to be patented, or was the subject of an inventor’s
certificate by the applicant or his legal representatives or assigns in a
foreign country prior to the date of the application for patent in this
countey, or on an application for patent or inventor’s certificate filed
more than six > (6)< months before the filing of the application in the
United States.

Rev. 2, July 1996

§ 15.15 35 U.S.C. 102(e} Rejection

The claim isrejected under 35 U.S.C. 102(e) as clearly anticipated by
[1] because the invention was described in a patent granted on an
application for patent by another filed in the United States before the
invention thereof by the applicant for patent.

4 15.16 35 U.S.C. 102(f) Rejection
Theclaimisrejected under35U.S.C. 102(f) because applicant didnot
himself invent the subject matter sought to be patented.

§ 1517 35 U.S.C. 102(g) Rejection

The claim is rejected under 35 U.S.C. 102(g) because, before the
applicant’s invention thereof, the invention was made in this country by
another who had not abandoned, suppressed or concealed it,

1504.03 Nonobviousness [R-2]

A claimed design that meets the test of novelty must
additionally be evaluated for nonobvicusness under
350.8.C103.
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A. Gathering the Facts
The basic factual inquiries guiding the evaluation of

obviousness, as outlined by the Supreme Court in Gra-
ham v. John Deere Co., 148 USPQ 459 (1966), are equally
applicable to the evaluation of design and utility patent-
ability:

1. Determining the scope and content of the prior
art;

2. Ascertaining the differences between the
claimed invention and the prior art;

3. Resolving the level of ordinary skill in the art; and

4, Bvaluating any objective evidence of
nonobviousness (i.e., so—called “secondary consider-
ations”).

1. Scope of the Prior Art

The scope of the relevant prior art for purposes of
evaluating obviousness under 35 U.S.C. 103 extends to
all “analogous arts.”

While the determination of whether arts are analo-
gous is basically the same for both design and utility in-
ventions, the case law (In re Glavas, 109 USPQ 50, 52
(CCPA 1956)) provides specific guidance for evaluating
analogous arts in the design context, which should be
used to supplement the general requirements for analo-
gous art as follows:

The question in design cases as distinguished
from utility cases is “not whether the references
sought to be combined are in analogous arts in the
mechanical sense, but whether they are so related
that the appearance of certain ornamental fea-
tures in one would suggest the application of
those features to the other.

Thus, if the problem is merely one of giving an
attractive appearance to a surface, it is immaterial
whether the surface in question is that of wall pa-
per, an oven door, or a piece of crockery. . ..

On the other hand, when the proposed com-
bination of references involves material modifica-
tions of the basic form of one article in view of
another, the nature of the articles involved is a
definite factor in determining whether the pro-
posed change involves [patentable] invention.”

Therefore, where the differences between the
claimed design and the prior art are limited to the ap-
plication of ornamentation to the surface of an article,
any prior art reference which discloses substantially the
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same surface ornamentatlon would be cons1dered analo-'
gous art. Where the differences are in the shape or form
of the article, the nature of the artlcles mvolved must also

be considered. x S

2. Differences Between the Prior Art and the Claimed
Design

Differences between the claimed design and the
prior art may comprise those of surface indicia or of
shape or form of the article of manufacture embodying
the design. Note that whether any particular ornamenta-
tion is embossed on or impressed in the surface to which
it is applied is considered a matter of choice well within
the skill of the ordinary designer. See In re Cornwall 109
USPQS57 (CCPA 1956). All differences between the
claimed design and the closest prior art reference should
be identified in any rejection of the design claim under
35 U.S.C. 103. If any differences are considered de mini-
mis or inconsequential from a design viewpoint, the re-
jection should so state.

3. Level of Ordinary Skill in the Art

In order to be unpatentable, 35 U.S.C. 103 requires
that an invention must have been obvious to a person
having “ordinary skill in the art” to which the subject
matter sought to be patented pertains. The “level of or-
dinary skill in the art” from which obviousness of a design
claim must be evaluated under 35 U.S.C. 103 has been
held by the courts to be the perspective of the “designer
of . .. articles of the types presented.” In re Nalbandian,
661 F.2d 1216, 211 USPQ 782, 784 (CCPA 1981); In re
Carter, 213 USPQ 625 (CCPA 1982).

4. Secondary Considerations

Secondary considerations, such as commercial suc-
cess and copying of the design by others, are relevant to
the evaluation of obviousness of a design claim just as in
a utility claim, Evidence of nonobviousness may be pres-
ent at the time a prima facie case of obviousness is evalu-
ated or it may be presented in rebuttal of a prior obvious-
ness rejection,

B. Prima Facie Obviousness

Once the factual inquiries mandated under Graham
v. Deere have been made, the examiner must determine
whether they support a conclusion of prima facie ob-
viousness.
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In determining prima facie obviousness, the proper -

standard is whether the design would have been obvious
to a designer of ordinary skill with the claimed type of ar-
ticle, In re Nalbandian, 661 F.2d 1214, 211 USPQ 782
(CCPA 1981).

The procedure for evaluatmg prima facie obvxousness
of a design is set forth in In re Rosen, 673 F2d 388, 213
USPQ 347 (CCPA 1982). Rosen states, essentially, that it
is the overall appearance, the visual effect as a whole of
the design, which must be taken into consideration. Ro-
sen additionally states, on a procedural level, that the ex-
aminer must first provide “a reference, a something in
existence, the design characteristics of which are basical-
Iy the same as the claimed design.” (213 USPQ at 350).

Such a basic reference (commonly called a “Rosen
reference”) is not required to be identical in all minutiae
to the claimed design. The design of the article in the
“Rosen reference” need only possess design characteris-
tics which are “basically the same as the claimed design.”
Rosen, supra. Once a reference meets the test as a “Rosen
reference,” ornamental features may reasonably be in-
terchanged with or added from those of other references
so long as the references “are so related that the appear-
ance of certain ornamental features in one would suggest
the application of those features to the other.” In re Ro-
sen, 213 USPQ at 350, quoting In re Glavas, 109 USPQ
50, 52 (CCPA 1956).

C. Rebuttal of the Prima Facie Case

In design cases as in utility cases, once a prima facie
case of obviousness has been established, the examiner
must consider any additional objective evidence of
nonobviousness and/or rebuttal evidence offered by ap-
plicant.

4 15.18 35 U.S.C. 103>(a)< Rejection (Single Reference)

The claim is refected under 35 US.C. 103>(a)< as >being<
unpatentable over [1]. Although the inventionis not identically disclosed
or described as set forth in 35 U.S.C. 102, if the differences between the
subject matter sought to be patenied and the prior art are such that the
subject matter as g whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which
said subject matter pertains, the invention is not patentable,

G 1519 35US.C. 103>(a)< Rejection (Multiple References)

The claim is rejected under 35 US.C, 103> (a)< as >being<
unpatentable over [1] in view of [2].

Although the invention is * >not < identically disclosed or described
as set forth in * >section < 102 of the statute, if the differences between
tite subject matter sought to be patented, and the prior art are such that
the subject matter as a whole would have been obvious at the time the
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mventlon was made toa person having ordma’

tentable

said subject matter pertams, the mventmn is not' ’

R 15 19. >0<1 Summaty Statement of Rejecuons

- The clalm stands rejected under [1]

Exammer Note ,

1. Use as summary statement of I‘CjéCthﬂ(S) in Office action.

2. Inbracket 1, insert appropnate basis for rejection, i.e., statutory
provisions, etc.

9 15.58 Claimed Design Is Patentable >(Ex parte Quayle

Actions) <
The claimed design is patentable over the references cited. -

1504.04 Considerations Under 35 U.S8.C. 112
[R-2]

The drawing in a design application is incorporated
into the claim by use of the claim language “as shown”.

Additionally, the drawing disclosure can be supple-
mented by narrative description in the specification
(see MPEP § 1503.01). This description is incorpo-
rated into the claim by use of the language “as shown
and described.” See MPEP § 1503.03.

A defect in the drawing or the narrative description
in the specification that renders the design unclear, con-
fusing, or incomplete supports a rejection of the claim
under 35 U.S.C. 112, first paragraph, as being based on
an inadequate disclosure and/or a rejection of the claim
under 35 U.S.C. 112, second paragraph, as failing to par-
ticularly point out and distinctly claim the design.

Defects in claim language give rise to a rejection of
the claim under the second paragraph of 35 U.S.C. 112
Typical examples include:

1. Use of phrases in the claim such as “substantially
as shown,” “or similar article,” “or the like,”or equiva-
lent terminology.

2. The designation of the design as collectively
shown in the drawing, referenced in the title and de-
scribed in the specification is such that it can not be de-
termined what article of manufacture is being claimed.
For example, a design claimed as an “Adapter Ring” in
which there are no distinguishing features in the drawing
to identify the field of endeavor of the article.

§ 15.21 Rejection, 35 U.S.C. 112, First and Second Paragraphs
The claim is rejected under 35 U.S.C. 112, first and second
paragrapha, as the claimed invention is not described in such full, clear,
coneise and exact teems as to enable any person skilled in the art to make
andusethesame, and/or for failing to particularly point out and distinetly
claim the subject matter which applicant regards as the invention,
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Examiner Note:

1. This paragraph shouid not be used when it is appropriate to make
one or more separate rejections under the first and/or the second
paragraph of 35 U.S.C. 112. In other words, separate rejections under
either the first paragraph or the second paragraph of 35 U.S.C. 112 are
preferred. This paragraph should only be used when either the first or
second paragraph of 35 U.S.C. 112 could be applicable, but due to some
question of interpretation, uncertainty exists as to whether the claimed
invention is sufficiently described in the enabling teachings of the
specification or the claim language is indefinite.

2. A fuli explanation should be provided with this rejection.

9 15.22 Rejection, 35 U.S.C. 112, 2nd Paragraph

Theclaimisrejected under35U.8.C. 112, second paragraph, asbeing
indefinite for failing to particularly point cut and distinctly claim the
subject matter which applicant regards as the invention.

Examiner Note:

1. Use this paragraph when claims are vague, indefinite, confusing,
incorrect or cannot be understood.

2. Add a full explanation of the rejection.

3. See also form paragraph 17.07

% 15.21.>0<] >Rejection< 35 U.S.C. 112 (>Second< Para-
graph *) *>(Information Requested) <

The claim is rejected as failing to particularly point out and distinctly
claim the invention as required in 35 US.C. 112, sccond paragraph. The
designation of the design s oo broad for the examiner 16 make a proper
examination of the claim *>under< 37 CFR 114

Agpplicant is therefore required to provide a sufficient explanation of
the design regarding its nature and intended use, 9o that a propey
classification and refiable searchcanbe made., Additionalinfosmation, if
available, regarding >analogous< fields of search, pertinent prior art,
advertising brochures and the filing of copending utility applications
would also *>prove< helpful. If a utility application has been filed,
please furnish its ¢>application< number.

This information should be submitied in the form of aseparate paper
and should not be inserted in the specification (37 CFR 1.56). See also
37 CFR 1.97, 1.98 and 1.99.

Examiner Note:S
1. Thisrejection maybe usedwhen the applicant failstorespond toa
request for information and as otherwise deemed appropriate.

% 15.56 *>Requirement< for Information

Apreliminary reviewof thisapplicationindicates thatthe designation
of the article claimed is sobroad that it will be difficult for the examiner to
make a proper examination of the claim as required by 37 CFR
*>»1.104<.

Please provide sufficient explanation to the claimed design invention
regarding its nature and intended use so that the most appropriate
docket assignment and pertinent search can be made. This information
should be submitied in the form of remarks only, and should not be
inserted in the specification,

Additional information regarding analogous fields of seasch, perti-
nent prior ast, advertising brochures, and the filing of copending utility
appflications would also prove helpful and should be included in the
response. Attention is also directed to 37CFR 1.56 and the procedure in
*=MPEP §< 609 ** as authorized by 37 CFR 1.97, 1.98 and 1.99.
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Fallurc to respond prxor to a first O£flce actlon on the merxts may -

resultin a rejectionunder:35 U.S.C. 112 *>in < such first Ofﬁce actionif . -
the cxammct is-unable to make a proper ¢ exammatlon - '

The) new case status of this application for the purposeof lssuanceofa
first Office action on the merits in filing date order, will continue under
the provisions of 37 CFR 1. 101 MPEP >§< 708. ‘

§ 15.66 Employ Services of Patent Attamey or Agent (Design
>Application Only<)

As the value of a design patent is largely dependent upon the skillful
preparation of the drawings and specification, applicant might consider
it desirable to employ the services of a registered patent attorney or
agent. The Patent and Trademark Office cannot aid in the selection of an
attorney or agent.

New Matter

In design patent applications, as in applications filed
under 35 U.S.C. 101, additional or amended illustrations
involving new matter is in violation of 35 U.S.C. 132;
37CFR 1.118.

In a design patent application, deletion of portions
of the original design may constitute new matter if the
original application as filed did not contain a disclo-
sure that the deleted information was not part of the
design. See MPEP § 1503.02(d).

If new matter is added to the disclosure, the claim
should be rejected under 35 U.S.C. § 112, paragraph
one, as lacking support in the original disclosure. See
Form Paragraph 15.51. If new matter is added to the
description or drawing, the specification should be ob-
jected to under 35 US.C. 132. See Form Paragraph
7.28.

While amendments involving new matter are ordi-
narily entered, such matter is required by the examiner
to be canceled from the specification, and the claim is re-
jected under 35 U.S.C. 112, first paragraph. While
amended drawings containing new matter are not ordi-
narily entered in utility applications (see MPEP
§ 608.04), since the drawing in a design application is
part of the claim, amended drawings in design cases in-
volving new matter are entered; the drawing should be
objected to under 35 U.S.C, 132, the new matter should
be required to be canceled, and the claim should be re-
jected under 35 U.S.C. 112, first paragraph. (See In re
Rasmussen, 211 USPQ 323 (CCPA 1981.)

9 15.20 Rejection, 35 U.S.C. 112, First Paragraph (New Matter)
The claim is rejected under 35 U.S.C. 112, first paragraph, as [1]
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Examiner Note:

Supply further explanation as appropriate. New matter rejections
should be made under this section of the statute when the claims depend
upon the new matter. See also Form Paragraph 15.51.

1504.05 Restriction [R—2])

General principles of utility restriction are set forth
in chapter 800 of the MPEP. These principles are also ap-
plicable to design restriction practice with the exception
of those differences set forth in this section.

Unlike a utility patent application, which can contain
plural claims directed to plural inventions, a design pat-
ent application may only have a single claim and thus
must be limited to a single invention to avoid introduc-
tion of a lack of clarity as to what is being claimed. There-
fore, the design patent examiner will require restriction
in each application which contains more than one inven-
tion.

Restriction may be required under 35 U.S.C. 121 if
subject matter in a design patent application as disclosed
in the drawing is either independent or distinct and is
able to support separate design patents.

A. Independent Inventions

Design inventions are independent if there is no ap-
parent relationship between two or more subjects dis-
closed in the drawings; that is, they are unconnected in
overall appearance; for example, a pair of eyeglasses and
a door handle; a bicycle and a camera; an automobile and
a bathtub. Also note examples in MPEP § 806.04. Re-
striction in such cases is clearly proper. This situation
may be rarely presented since design patent applications
are seldom filed containing disclosures of independent
subjects.

B. Distinct Inventions

Design inventions are distinct if the overall appear-
ance of two or more embodiments as disclosed in the
drawings are related, for example, two embodiments of a
vase, and are patentable (novel or unobvious) over each
other. Restriction in such cases is also clearly proper.
Distinct designs may constitute either multiple embodi-
ments of the same article or they may be related as a com-
bination and subcombination of the overall design. On
the other hand, if nondistinct inventions are claimed in
separate design patent applications, the issue of double
patenting must be raised. Note MPEP § 806.05 and
1504.06. In determining the question of distinciness un-
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der 35 U S.C. 121 ina des1gn patent apphcatlon, a search
of the prior art may be necessary :

1. Multiple Embodtments :

It is permissible, in a proper case, to illustrate more
than one embodiment of a design invention in a single
application. However, such embodiments may be pre-
sented only if they involve a single inventive concept and
are not patentably distinct from one another. See In re
*>Rubinfield<, 123 USPQ 210 ** (CCPA 1959). Em-
bodiments that are patentably distinct over one another
do not constitute a single inventive concept and thus may
not be included in the same design application, Ir: re Plat-
ner, 155, USPQ 222 (Comm’r Pat. 1967). The disclosure
of plural embodiments does not require or justify more
than a single claim, which claim must be in the formal
terms stated in MPEP § 1503.01. The specification
should make clear that multiple embodiments are dis-
closed and may particularize the differences between the
embodiments.

9 15.27 Restriction under 35 U.S.C 121

This application contains the following separate embodiments of
the disclosed design:

Embodiment 1: Figs. [1}

Embodiment 2: Figs, [2]

Multiple embodiments of a single inventive concept may be
included in the same design application only if they involve a single
inventive concepl. In re Rubinfield, 123 USPQ 210 (CCPA 1959).
Embodiments that are patentably distinct from one another do not
constitute a single inventive concept and thus may not be included in the
same design application. In re Plainer, 155 USPQ 222 >(Comm’r Pat.
1967)<.

The above disclosed embodiments define the following distinct
groups of >the disclosed < inventions:

Group I: Embodiment [3)

Group I1: Embodiment [4]

Restriction is required under 35 U.S.C. 121 to one of the above
identified patentably distinct groups of the disclosed inventions.

A response to this requirement must include an election of asingle
group for prosecution on the merits, even if this requirement is
traversed. Any response that does not include election of a single group
will be held non—responsive. Applicant is also requested to direct
cancellation of all drawing figures directed to non-elected groups.

Should applicant traverse this requirement on the grounds that the
embodiments comprise a single inventive concept or are not patentably
distinet, applicant should presentevidence or identify such evidence now
of record showing the embodiments to be obvious variations of one
another. If embodiments are determined not to be patentably distinct
andareaccordinglyretained inthe sameapplication, any rejection of one
embodiment over prior art will apply equally to all other embodiments.
Noargument asserting patentability based on features of other embodi-
mentswillbeconsidered once thoseembodimentshavebeen determined
to comprise a single inventive concept,

1500 - 16



o DESIGNPATENI‘S *

A shortened statutory penod of >ONE MONTH or< THIRI'Y

DAYS from the date of this letter> whichever is longer,< is setfor -

applicant to elect a single embodlment for prosecutlon on the merits.

9 15.28 Telephone Restriction under 35 US.C. 121

This application contains the following separate embodrments ofthe

disciosed design:
Embodiment 1: Figs. [1]
Embodiment 2: Figs. [2]

Multiple embodiments of a single inventive concept may be included -

in the same design application only if they involve a single inventive
concept. In re Rubinfield, 123 USPQ 210 (CCPA 1959). Embodiments
that are patentably distinct from one another do not constitute a single
inventive concept and thus may not be included in the same design
application. In re Platner, 155 USPQ 222 >(Comm’r Pat. 1967)<.
The above disclosed embodiments define the following distinct

groups of inventions:
Group I Embodiment [3]
Group II: Embodiment {4]

Restriction is required under 35 U.S.C. 121 o one of the above
identified patentably distinct groups of the disclosed inventions.

During telephone discussionwith [5] on[6], aprovisional electionwas
made [7)traverse to prosecute the invention of Group[8). Affirmation of
this election should be made by applicant in responding to this Office
action.

Group 9] is withdrawn from further consideration by the examiner,
37 CPR 1.42(b}, as being for a non—elected invention.

Examiner Note:
1. In bracket 7, ingert “with™ or “without”.

4% 15.31 Provisional Election Required (37 CFR 1.143)

Applicantis advised that the response to be complete mustinclude a
provisional election of one of the enumerated designs, even though the
requirement may be traversed, 37 CFR 1,143,

2. Segregable Parts — Combination/Subcombination

A design patent covers the entire design as a whole. It
is not limited to any part or portion of the design. Under
the so—called doctrine of segregable parts, the design in
its entirety (i.e., the combination) is distinct from parts
thereof (i.e., any subcombination). See Ex parte Sanford,
1914 CD 69; 204 O.G. 1346 (Comm’r Pat. 1914), and
Blumcraft of Pittsburgh v. Ladd, Comr. Pats, 144 USPQ
562 (D.D.C. 1965). Since separate inventions directed to
a combination and subcombination thereof require sep-
arate claims, restriction to one or the other is necessary
in a design patent application. See Ex parte Heckman,
135 USPQ 229 (PO Super. Exam. 1960); In re Kelly,
200 USPQ 560 ( Comni’r Pat. 1978).

Y 1529 Restriction Under 35 U.S.C. 121 {Segregable Parts)
Restriction to one of the foflowing inventions is required under 35
Us.C 121
Group | — *>Figs. < {1} drawn to a [2].
Group If — *>Figs.< [3] drawn to a [4].

1500 - 17

Exammer Note.

Add groups as necessary . : e
.- The inventions as grouped are dtstmct from cachtother smoe'under

. thc lawa design patentcovers on]y the invention disclosedinan entirety, :

and does not. extend to segregable paris; t the only way to protect such:

,segregable parts is to apply for separate patcnts (Expaﬂe Sanford, 1914- s
'C.D. 69; 204 O.G. 1346 >(Comm ¢ Fat. 1914);<and: Blumcraﬁ‘ of
> Pintsburg<v. Ladd, *>Comm’r <, 144 USPQ 562 >(D D,C.1965)<).- -

It is further noted that combmatlon/subcombmatlon subject matter:
must be supported by separate - claims, whcreas only a single claim is
permissible in a design patent. apphcatlon (In re *>Rubmﬁeld< 123
USPQ 210 >(CCFA 1959)<). ‘ ,

Exzaminer Note:

Add commients if necessary, _

Because the inventionsare distinct for the reason(s) given above, and
have acquired scparate status in the art, restriction for examination
purposes as indicated is proper (35 U.S.C. 121).

Applicantisreminded that the response to be complete must include
aprovisional election of one of the enumerated inventions, even though
the requirement may be traversed. 37 CFR 1.143.

In view of the above requirement, action on the merits is deferred
pending compliance with the requirement in accordance with Ex parte
Heckman, 135 USPQ 229.

Applicantisgiven**>ONEMONTH or THIRTY DAYS < fromthe
date of this letter>, whichever islonger, < to make an election to aveida
question of abandonment.

9 15.30 Restriction Under 35 US.C. 121 (Segregable Parts)
(Telephonic)
Restriction to one of the following inventions is required under
ISUSC 12t
Group I ~ *>Figs.< [1] drawn to a {2)].
Group Il - *>Figs.< [3] drawn to a [4].

Examiner Note:

Add groups as necessary.

The inventions as grouped are distinct from each other since under
the law a design patent covers only the invention disclosed as an entirety,
and does not extend to segregable parts; the only way to protect such
segregable parts is to apply for separate patents (Ex parte *>Sanford <,
1914 C.D.69; *>204< O.G. 1346 >(Comm’r Pat, 1914) < and Blumcraft
of *>Pitisburg< v. Ladd, *>Comm'r<, 144 USPQ 562 >(D.D.C.
1965)<. It is further noted that combination/ subcombination subject
matter mustbe supported by separate claims, whereasonly asingle claim
is perntigsible in a design patent application. (In re *>Rubinficld <, 123
USPQ 210 >(CCPA 1959<).

Exgminer Note:

*= [ngert additional < comments if necessary >, and continue<,

During a telephone discussion with {5] or [6], a provisional election
was made **>[7] < to prosecute the invention of Group [8]. Affirmation
of this election should be made by applicant in responding to this Office
action.

Group [9) withdrawn from further consideration by the examiner,
37 CFR 1.142(b), as being for a non--elected invention,
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9 15.34 Groups Withdrawn From Consideration After Traverse

Group [1] withdrawn from further consideration by the examiner,
37CFR 1.142(b), as being for anon—elected invention, the requirement
having been traversed in Paper No. {2].

% 15.36 Groups Withdrawn From Consideration Without
Traverse

Group [1] withdrawn from further consideration by the examiner,
37 CFR 1.142(b), as being for the non—elected invention. Election was
made without traverse in Paper No. [2].

9 15.37 Cancellation of Non—elected Groups, No Traverse

Inview of the fact that this application is in condition for allowance
except for the presence of Group [1] directed to an invention or
inventions non—elected without traverse and without right to petitien in
Paper No. [2], said *>Group(s) < have been cancelled.

1504.06 Double Patenting [R~2]

There are two types of double patenting rejections
which apply in the examination of design patent applica-
tions as in the examination of “Utility” applications
— the “same invention”—type and the “obwious-
ness” —type. See MPEP § 804. Double patenting may ex-
ist (1) between two or more design patent applications
and/or patents and (2) between a design patent applica-
tion and a “utility” application and/or patent.

A. Design — Design Double Patenting
The “same invention”—type double patenting re-
jection in design — design situation is based on
35 US.C. 171 which states in the singular that an in-
ventor “may obtain a patent” This has been inter-
preted as meaning only one patent thus prohibiting
twice claiming the same invention, see In re Thorington
et al. 163 USPQ 644 (CCPA 1969), In re Geiger et al.
165 USPQ 572 (CCPA 1970). This type of double pat-
enting rejection cannot be overcome by terminal dis-
claimer (see MPEP § 804.02).
The “obviousness—type” double patenting rejec-
tion in design — design situations procedurally the same
as where two utility cases are involved.

B, Design—Utility Double Patenting

A utility patent and a design patent may be based on
the same >subject< matter; however, there must be
clear patentable distinction between them,

Where the design invention as defined by the claim
as shown in the drawing views and the utility invention
as defined by the claim language cross read, double
patenting exists. This involves the same invention—
type double patenting: See Adidas Fabrique v.
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Andsmare Spartswaar Corp s 223 USPQ 1109 (D C
S.D. N.Y. 1984); | WZzhl et al. V. Rexnard, Inc.; 206 USPQ'
865 (3d Cir. 1980), Transmatzc, Inc. v. Gulton Industnes'

Inc., 202 USPQ 559 (6th Cir. 1979)). -

The Court of Appeals for the Federal C1rcu1t in
Carmen Industries Inc. v. Wahl et-al. 220 USPQ 481
(Fed. Cir. 1983) also supports the broader test of
double patenting between design .and utility claims
based on obvious variations. This type of double pat-
enting rejection may be overcome by a terminal dis-
claimer where same inventive entities or common own-
ership exist (See MPEP § 804.02.)

9 1523 35 US.C. 171 Double Patenting Rejection
The claim is rejected under 35 U.S.C. 171 on the ground of double
patentingoftheclaiminapplicant’s prior *¥>United States PatentNo.<

{1l

9 15.24 Obviousness>—~Type< Double Patenting Rejection
(Sole Reference)

The claim is rejected under the judicially created doctrine of the
obviousness—type double patenting of the claim in applicant’s >prior
U.8. Patent No. < [1]. Although the designs are not identical, they are not
patentably distinct from each other because [2}, *

HExaminer Note:

=1.< In bracket 1, insert “*prior U.S. Patent No,

»2.< Inbracket 2, “>an< expianation *>is< necessary,

=3, This form paragraph must be followed by form paragraph
15.24.06.<

9 15.25 Obviousness>—Type< Double Pateniing Rejeciion
(Multiple References)

The claim is rejected under the judicially created doctrine of the
obviousness~type double patenting of the claim(s) in applicant’s prior
U.S. Patent No. [1] in view of [2]. At the time * applicant made the

invention, it would have been obvious to [3%*] as demonstrated by {4].
£ 22

>Examiner Note:

>1. In brackets 3 and 4, insert explanation of basis for rejection.

2. This form paragraph must be followed by form paragraph
15.24.06.<

1504.10 Priority Under 35 U.S.C. 119
(a)=(d) [R-2]

35 U.S.C. 172. Right of priority.

The right of priority provided for by subsections (a) through (d) of
section 119 of thistitie and the time specified in section 102(d) shalibesix
mionths in the case of designs. The right of priority provided for by
section 119(e) of this title shall not apply to designs,
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The provisions of 35 U.S.C. 119(3)—"(d) apply
also to design patent applications. However, in order to .
obtain the benefit of an earlier foreign filing date, the
United States application must be filed within 6 months -

of the earliest date on which any foreign application for

the same design was filed. Design applications may not

make a claim for priority of a provisional application un-
der 37 CFR 1.78(2)(3).

9 15.01 Conditions Under 35 U.S.C. 119(a)—(d)

Applicant is advised of cenditions as specified in 35 US.C.
119(a)—(d). An application for a design patent for an invention filed in
this country by any person who has, or whose legal representatives have
previously filed an application for a design patent, or equivalent
protection for the same design in a foreign country which offers similar
privileges in the case of applications filed in the United States, or to
citizens of the United States, shall have the >same<effect as the same
application would have if filed in this country on the date on which the
application for patent for the same invention was first filed in such
>foreign< country, if the application in this country is filed within six
»(6)< months from the earliest date on which such foreign application
wag filed.

9 15.03 **Untimely Priorily Papers >Returned <

Receiptisacknowledged of the filingon 1] of acertified copyof the
[2] application refersed toin the oath or declaration. A claim for priority
cannot be based on said application, since the United States application
was filed more than six >(6) < months thereafter. (35 U.S.C. 172). The
papess are accordingly being retumed.

The United States will recognize claims for the right
of priority under 35 U.S.C. 119(a)--(d) based on applica-
tions filed under such bilateral or multilateral treaties as
the “Hague Agreement Concerning the International
Deposit of Industrial Designs” and the “Uniform Bene-
fux Act on Designs and Models.” In filing a claim for
priority of a foreign application previously filed under
such a treaty, certain information must be supplied to the
United States Patent and Trademark Office. In addition
to the application number and the date of filing of the
foreign application, the following information is re-
quired: (1) the name of the treaty under which the ap-
plication was filed, (2} the name of at least one country
other than the United States in which the application has
the effect of, or is equivalent to, a regular national filing
and (3) the name and location of the national or inter-
governmental authority which received the application.

8§ 15.02 Right of Priority Under 35 U.8.C. 119(b)

Wo application for design patent shall be entitled to the right of
priority under 35 U.S.C. 119(b) unless a claim therefor and a certified
copy of the original foreign application, specification and drawings upon
which it isbased are filed inthe U.S. Patent and Trademark Office before
the issue fee is paid, or at such time during the pendency of the
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~ be made by the patent offi ce, or other proper: authonty of the forelgn'vs.'_ R
country in which filed, and show the date of the appllcatlon and>of the T T
. filing< of the schIflcatlon ‘and othcr papers The Commnssnoner may . -

require a translation of the papers filed if not in the Engllsh language,:' S

. and such other mformatlon as - >dcemed< necessary

The notation requireme'nt o'n design patent'appﬁéé- .
tion file wrappers when forengn prlonty is, clalmed isset -
forth in MPEP § 202. 03

9 15.04 Priority Under Bilateral or Multilateral Treaties =~

The United Stateswill recognize claims for the right of priority under
35U.5.C. 119(a)~(d) based on applicationsfiled under suchbilateral or
multilateral treaties as The Hague Agreement Concerning the Internia-
tional Deposit of Industrial Designs, and the Benelux Designs Conven-
tion. In filing a claim for priority of a foreign application previously filed
under such a treaty, certain information must be supplied to the U.S.
Patent and Trademark Office. In addition to the application number and
the date of filing of the application, the following information is
requested: (1) the name of the treaty under which the application was
filed; (2) the name of at least one country other than the United Statesin
which the application has the effect of, or is equivalent to, a regular
national filing; and (3) the name and location of the national or
international governmental authority which received *>such<
application.

§ 15.52 Examination of Priority Papers

While the U.S, Patent and Trademark Office does *>not< normally
examine the priority papers to determine whether the applicant is in fact
entitled to the right of priority, in cases of a design patent application, the
priority papers will normally be inspected to determine that the foreign
application is in fact for the same invention as the application in the
United States (35 U.S.C. 119). Inspection of the papers herein indicates
that the prior >foreign< application was not for the same invention as
claimed in this application. Accordingly, the priority claim is improper,
and the papers are being returned.

Attention is also directed to the paragraphs dealing
with the requirements where an actual model was origi-
nally filed in Germany (MPEP § 201.14(b)).

See MPEP Chapter 200 and 37 CFR 1.78 for further
discussion of the practice and procedure urder 35 U.S.C.
119(a)-(d).

1504.20 Benefit Under 35 U.S.C. 120 [R~2]

If applicant is entitled under 35 U.S.C. 120 to the
benefit of an earlier U.S. filing date, the statement that,
“This is a division [continuation] of design Application
No.—-— ——, filed — ——.” should appear in the spec-
ification, either before or after the description of the
drawing figures.
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Attention is directed to the requirements for “contin:-

uing” applications set forth in MPEP § 201.07,

§ 201.08, and § 201.11. Note further that where the first.

application is found to be fatally defective under
35 U.S.C. 112 because of insufficient disclosure to sup-
port an allowable claim, a second design patent applica-
tion filed as an alleged “continuation—in—part” of the
first application to supply the deficiency is not en-
titled to the benefit of the earlier filing date. (See
Hunt Co. v. Mallinckrodt Chemical Works, 83 USPQ
277 at 281 (2d Cir. 1949) and cases cited therein). See
also In re Salmon et al. 217 USPQ 981 (Fed. Cir. 1983).

Unless the filing date of an earlier application is actu-
ally needed, for example, in the case of an interference or
to avoid intervening reference, there is no need for the
examiner to make a determination as to whether the re-
quirement of 35 U.S.C. 120 is met. Note the holdings in
In re Corba, 212 USPQ 825 (Comm’r Pat. 1981).

In both utility and design applications, applicants are
entitled to claim the benefit of the filing date of earlier
applications for later claimed inventions under
35 U.S.C. 120 only when the earlier application discloses
that invention in the manner required by 35 U.S.C. 112,
first paragraph. Thus, a claim including limitations di-
rected to the new matter added in a continuation—in—
part application is not entitled to the benefit of the filing
date of the parent application.

Where the conditions of 35 U.S.C. 120 are met, a de-
sign application may be considered a continuing applica-
tion of an earlier utility application. Conversely, this also
applies to a utility application relying on the benefit of
the filing date of an earlier filed design application.

In light of the KangaROOS USA, Inc. v. Caldor Inc.,
228 USPQ 32 (Fed. Cir. 1985) and In re Berkman,
209 USPQ 45 (CCPA 1981), the holdings in fn re
Campbell, 101 USPQ 406 (CCPA 1954) are no longer
controlling.

Note also In re Berkman, 209 USPQ 45 (CCPA
1981) where the benefit of a design patent application
filing date requested under 35 U.S.C. 120 was denied
in the later filed utility application of the same inven-
tor, The Court of Customs and Patent Appeals took
the position that the design application did not satisfy
35 U.S.C. 112, first paragraph, as required under
35U8.C. 120
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§ 15.26 Rule 60 (37 CFR 1.60) Requirement . -
Apphcant is remmded of the following requirement:. :
In 37 CFR 1.60 cases, applicant, in the amendment cancellmg the
non—elected inventions, should include dlrcctlons toenter “Thisisafl
**] of Application No. {2}, filed {3]” as the first sentence of the
specification following the preamble.

>Examiner Note:
In bracket 1, insert “division” or “continuation”, <

1505 Allowance and Term of
Design Patent [R—1]

35 US.C. 173. Term of design patent.
*%> Patents for designsshallbe granted for the termof fourteenyears
from the date of grant.<

37 CFR 1.155. Issue and term of design patents.

(a)If, onexamination, it shall appear that the applicantis entitled toa
design patent under the law, a notice of allowance will be sent to the
applicant, or applicant’s attorney or agent, calling for the payment of the
issue fee (§ 1.18(b)). If this issue fee is not paid within 3 months of the
date of the notice of allowance, the application shall be regarded as
abandoned.

(b)The Commissioner may accept the payment of the issue fee
fater than three months after the mailing of the notice of allowance
as though no abandonment had ever occurred if upon petition the
delay in payment is shiown to have been unavoidable. The petition
to accspt the delayed payment must be prompily fited afier the
applicant is notified of, or otherwise becomes aware of, the
abandonment, and must be accompanied by (1) the issue fee,
unless it has been previously submitted, (2) the fee for delayed
payment (§ 1.17(1)), and (3) a showing that the delay was
unavoidable, Such showing must be a verified showing if made by a
person not registered to practice before the Patent and Trademark
Office.

(c) The Commissioner may, upon petition, accept the payment of
the issue fee later than three months after the mailing of the notice
of allowance as though no abandonment had ever occurred if the
delay in payment was unintentional. The petition to accept the
delayed payment must be filed within one year of the date on
which the application became abandoned or be filed within three
months of the date of the first decision on a petition under
paragraph (b) of this section which was filed within one year of the
date of sbandonment of the application. The petition to accept the
delayed payment must be accompanied by (1) the issue fee, unless
it hag been previously submitted, (2) the fee for unintentionally
delayed payment (§ 1.17(m)), and (3) a statement that the delay
was unintentional. Such statement must be a verified statement if
made by a person not registered to practice before the Patent and
Trademark Office. The Commissioner may require additional
information where there is a question whether the abandonment
was unintentional. The three—manth period from the date of the
first decision referred to in this paragraph may be extended under
the provisions of § 1.136(a), but no further extensions under
§ 1.136(b) will be granied. Petitions to the Commissioner under
§ 1.183 to waive any time periods for requesting revival of an
unintentionafly abandoned application will not be considered, but
wilf be returned to the applicant.
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(d)Any petmon pursuant to paragraph (b) of thls sectlon not filed -

within sixmonths of the date of abandonment mustbeaccompamedbya

terminal disclaimer with fee under § 1.321 dedicating to the publica

terminal part of the term of any patent granted thereon equivalent tothe
period of abandonment of the application. The fi lmg and issue fees for
design applications are set forth in 37 CFR 1.16(f) and 1.18(f).

1509 Reissue of a Design Patent [R—2]

See MPEP Chapter 1400 for practice and proce-
dure in reissue applications.

Design Reissue **>fee, see 37 CFR 1.16(h). Issue
fee for issuing a reissue design patent, see 37 CFR
1.18(b).<

The term of a design patent may not be extended by
reissue, Ex parte Lawrence, ** 70 USPQ 326 (Comm’r
Pats. 1946).

1510 Reexamination

See MPEP Chapter 2200 for practice and procedure
for reexamination applications.

1511 Protest

See MPEP Chapter 1990 for practice and procedure
in protest.

1512 Relationship Between Design Patent,
Copyright, and Trademark

A. Design Patent/Copyright Overiap

There is an area of overlap between copyright and de-
sign patent statutes where the author/inventor can se-
cure both a copyright and a design patent. Thus an orna-
mental design may be copyrighted as a work of art and
may also be subject maiter of a design patent. The author/
inventor may not be required to elect between securing a
copyright or a design patent, (see In re Yardley, 181 USPQ
331). In Mazer v. Stein, 100 USPQ 325, the Supreme
Court noted the election of protection doctrine but did
not express any view on it since a design patent had been
secured in the case and the issue was not before the
Court.

B. Inclusion of Copyright Notice

It is the policy of the Patent and Trademark Office to
permit the inclusion of a copyright notice in a design pat-
ent application, and thereby any patent issuing there-
from, under the following conditions.

(1) A copyright notice must be placed adjacent to the
copyright material and, therefore, may appear at any ap-
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"."'proprrate portron of the patent ¢
~ ing the drawing. However if: appeanng on the drawmg e
' the notice must be limited in print size from 1/8inchto .

1/4 inch and. must be placed within the’ “sight” of the
drawing 1mmed1ately below the frgure representmg the

- copyright material. If plaoed on 'a;drawmg in confor-‘ o

mance with these provrsrons, the notice will not be ob-

jected to as extraneous matter under 37 CFR 1.84. ,

(2) The content of the copyrrght notice must be
limited to only those elements required by law. For ex-
ample, “© 1983 John Doe” would be legally sufficient
under 17 U.S.C. 401 and properly limited. ,

(3) Inclusion of a copyright notice will be permitted
only if the following waiver is included at the beginning
(preferably as the first paragraph) of the specification to
be printed for the patent:

A portion of the disclosure of this patent docu-
ment contains material to which a claim for copy-
right is made. The copyright owner has no objec-
tion to the facsimile reproduction by anyone of
the patent document or the patent disclosure, as it
appears in the Patent and Trademark Office pat-
ent file or records, but reserves all other copyright
rights whatsoever,

(4) Inclusion of a copyright notice after a Notice of
Allowance has been mailed will be permitted only if the
criteria of 37 CFR 1,312 have been satisfied.

Any departure from these conditions may result in a
refusal to permit the desired inclusion. If the waiver re-
quired under condition (3) above does not include the
specific fanguage “(t)he copyright owner has no objec-
tion to the facsimile reproduction by anyone of the pat-
ent document or the patent disclosure, as it appears in
the Patent and Trademark Office patent file or records,
....” the copyright notice will be objected to as improper.

The files of design patents D—243,821, D—243,824,
and D~243,920 show examples of an earlier similar pro-
cedure.

C. Design Patent/Trademark Overlap

A design patent and a trademark may be obtained on
the same subject matter. The CCPA, in In re Mogen
David Wine Corp., 140 USPQ 575 (CCPA. 1964), later re~
affirmed by the same court at 152 USPQ 593 (CCPA
1967), has held that the underlying purpose and essence
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of patent nghts are separate and dlstmct from those pe
taining to: tradematks, and that no nght accrumg from
one is dependent or condltloned by the nght concom— e
itant to the other. . , T

D. Inclasion of 'Ii‘ademarks in Desngn Patent i . (ED:
Applications - I

1. Specification o ' i g -
The use of trademarks in design patent appllcatnon v  With respect to copies of referencesi upplied toap-. o
specifications is permitted under limited circumstances. pllcant in a deslgn patent apphcatlon, see MPEP‘:]
See MPEP § 608.01 (v). This section assumes that the - § 707.05(a). ‘

proposed use of a trademark is a legal use under Federal Effective May 8, 1985, the Statutory Inventxon Regls-klr - |
trademarks law. tration (SIR), new 35 U.S.C. 157, and 37 CFR 1,293

= 1.297 replaced the former Defensive Publxcatton Pro-
2. Drawings gram (37 CFR 1.139). The Statutory Invention Registra-
Where trademarks are used in the drawing disclosure tion (SIR) Program applics to utility, plant, and desxgn
and there is no evidence of record that the trademark is applications. See MPEP Chapter 1100
owned by the applicant or assignee, applicant should be ‘
required to establish the legal right to use the ee0E000000006006000000000600C0
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