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spect to dmsron,
- of 'changes.”

~The: report en the heanngs does not mentton asa
change that is mtroduced ‘the: subjects between Whlch

the Commwoner may properly requu'e dmsnon

- Thé term “independent” as already pomted out i
means not dependent A large numbeér of subjects be=
tween wluch, prior to the 1952 Act, dmsnon had been. ;

as All decnsmns should be re/

: meanmg mtended o

proper, are dependent. subjects, such, for example,

‘ eombmatlon and a subcombination thereof; as proces's._/
and apparatus used in the practice of the: process; as

‘composition and the process in which the composition is

used; as process and the product made by such process,
etc. If section 121 of the 1952 Act were intended to direct
the Commissioner never to approve division between
dependent inventions, the word “independent” would
clearly have been used alone. If the Commissioner has
authority or discretion to restrict independent inven-
tions only, then restriction would be improper as be-
tween dependent inventions; e.g., such as the ones used
for purpose of illustration above. Such was clearly, how-
ever, not the intent of Congress. Nothing in the language
of the statute and nothing in the hearings of the commit-
tees indicate any intent to change the substantive law on
this subject. On the contrary, joinder of the term “dis-
tinct” with the term “independent”, indicates lack of
such intent. The law has long been established that de-
pendent inventions (frequently termed related inven-
tions) such as used for illustration above may be properly
divided if they are, in fact,“distinct” inventions, even
though dependent.

INDEPENDENT

The term “independent” (i.c., not dependent) means
that there is no disclosed relationship between the two or
more subjects disclosed, that is, they are unconnected in
design, operation, or effect, for example: (1) species un-
der a genus which species are not usable together as dis-
closed or (2) process and apparatus incapable of being
used in practicing the process.

DISTINCT

The term “distinct” means that two or more subjects
as disclosed are related, for example, as combination and
part (subcombination) thereof, process and apparatus
for its practice, process, and product made, etc., but are
capable of separate manufacture, use, or sale as claimed,

800 -3

;,802 02 Deﬁnition of Restriction

' Restnctlon, a genenc term, mcludes that practlce of

requiring an election between dlstmct mventlons, forex-

ample, electlon between combmatlon and subcombma- "
“tion mventlons, and the practice relating to an electlon o

between independent inventions, for example, and elee-'_ _
tion of species. :

803 Restriction — When Pi'oper
Under the statute an application' may properly be

required to be restricted to one of two or more claimed
inventions only if they are able to support sep-

arate patents and they are -either independent

(MPEP § 806.04 — § 806.04(j)) or distinct MPEP '
§ 806.05 — § 806.05(i)).

This is true where two or more of the members are S0.
unrelated and diverse that a prior art reference antici-
pating the claim with respect to one of the members
would not render the claim obvious under 35 U.S.C. 103
with respect to the other member(s).

In applications containing claims of that nature, the
examiner may require a provisional election of a single
species prior to examination on the merits. The provi-
sional election will be given effect in the event that the -
Markush—type claim should be found not allowable.
Following election, the Markush—type claim will be ex-
amined fully with respect to the elected species and fur-
ther to the extent necessary to determine patentability.
Should the Markush~type claim be found not allowable,
examination will be limited to the Markush—type claim
and claims to the elected species, with claims drawn to
species patentably distinct from the elected species held
withdrawn from further consideration.

As an example, in the case of an application with a
Markush—type claim drawn to the compound C-R,
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fully with respect to the elected specles and any specles

considered to be clearly unpatentable over the elected.l, o
species. If on examination the elected species is foundto -
be anticipated or rendered obvious by prior art, the Mar-i' ,
kush~—type claim and claims to the elected species shall -
be rejected, and claims to ‘the non—=elected species .

would be held withdrawngrom further consideration. As
in the prevailing practice, a second action on the rejected
claims would be made final.

On the other hand, should no prior art be found that
anticipates or renders obvious the elected species, the
search of the Markush~type claim will be extended. If

prior art is then found that anticipates or renders ob- .

vious the Markush—type claim with respect to a non—
elected species, the Markush—type claim shall be re-
jected and claims to the non—elected species held with-
drawn from further consideration. The prior art search,
however, will not be extended unnecessarily to cover all
non~-elected species. Should applicant, in response to
this rejection of the Markush—type claim, overcome the
rejection, as by amending the Markush~type claim to
exclude the species anticipated or rendered obvious by
the prior art, the amended Markush—type claim will be
reexamined. The prior art search will be extended to the
extent necessary to determine patentability of the Mar-
kush—type claim. In the event prior art is found during
the reexamination that anticipates or renders obvious
the amended Markush—type claim, the claim will be re-
jected and the action made final. Amendments sub-
mitted after the final rejection further restricting the
scope of the claim will not be entered.

If the members of the Markush group are sufficiently
few in number or so closely related that a search and ex-
amination of the entire claim can be made without seri-
ous burden, the examiner is encouraged to examine all
claims on the merits, even though they are directed to in-
dependent and distinct inventions. In such a case, the ex-
aminer will not follow the above procedure and will not
require restriction.

If the search and examination of an entire applica-
tion can be made without serious burden, the examiner
must examine it on the merits, even though it includes
claims to distinct or independent inventions.
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ofA/B,C,D, and E, the exammer may requu'e a provn
sional. electlon ofa smgle specnes, CA, CB CC CD or_"' '
CE. The Markush—type claim would then be exanuned'? :
restnctlon beMeen patentably dlstmct mventnqns L
nust be independent . (see R
- MPEP §802.01, § 806.04; § 808, 01) or dlstmct as clanmed.,_,

g (seeMPEP§80605 L
- (2) There must be aserious burden on the examiner .

PATENTABLY,DISTKNCT INVENTIONS

There are two critetia for a proper reqmrement for. 5

(1) The ifinvemioﬁs

- §806.05(7)); and

if restriction -is not ‘required (see MPEP § 803.02 -
§80604(a) 0),§808 Ol(a) and§80802) '

GUH:)ELINES, |

Examiners must provide reasons and/or examples to
support conclusions, but need not cite documents to sup-
port the requirement in most cases.

Where plural inventions are capable of being viewed
as related in two ways, both applicable criteria for dis-
tinctness must be demonstrated to support a restriction
requircment.

If there is an express admission that the clalmed in-
ventions are obvious over each other within the meaning
of 35 U.S.C. 103, restriction should not be required, I re
Lee, 199 USPQ 108 (Deputy Asst. Comm’r. for Pats
1978).

For purposes of the initial requirement, a serious
burden on the examiner may be prima facie shown if the
examiner shows by appropriate explanation either sepa-
rate classification, separate status in the art, or a differ-
ent field of search as defined in MPEP § 808.02. Thatpri-
ma facie showing may be rebutted by appropriate show-
ings or evidence by the applicant. Insofar as the criteria
for restriction practice relating to Markush~type claims
is concemned, the criteria is set forth in MPEP § 803.02.
Insofar as the criteria for restriction or election practice
relating to claims to genus—species, sece MPEP
§ 806.04(a) — (j) and MPEP § 808.01(a).

803.01 Review by Primary Examiner

Since requirements for restriction under Title
35 U.S.C. 121 are discretionary with the Commissioner,
it becomes very important that the practice under this
section be carefully administered. Notwithstanding the
fact that this section of the statute apparently protects
the applicant against the dangers that previously might
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have resulted from eompllanee w1th an 1mproper re-:'-,{_-j
quirement. for restnctlon, IT STILL REMAINS IM- :
- PORTANT FROM THE. STANDPOINT OF THE
PUBLIC INTEREST THAT NO REQUIREMENTS"
BE MADE WHICH MIGHT RESULT IN THE IS-
SUANCE OF TWO PATENTS FOR THE SAME IN- -
VENTION. Therefore, to guard against this possibility, _
the primary examiner must personally review and sign all

final requlrements for restnctlon
803.02 Restnetion e Markush Claims
PRA_CI‘ICE RE MARKUSH-TYPE CLAIMS

Since the decisions in I re Weber et al., 198 USPQ 328
(CCPA 1978); and In re Haas, 198 USPQ 334 (CCPA
1978), it is improper for the Office to refuse to examine
that which applicants regard as their invention, unless
the subject matter in a claim lacks unity of invention, In
re Hamish, 631 F.2d 716, 206 USPQ 300 (CCPA 1980); Ex
Parte Hozumi, 3 USPQ 2d 1059 (Bd. Pat. App. & Int.
1984). Broadly, unity of invention exists where com-
pounds included within a Markush group (1) share a
common utility and (2) share a substantial structural fea-
ture disclosed as being essential to that utility.

This subsection deals with Markush~type generic
claims which include a plurality of alternatively usable
substances or members. In most cases, a recitation by
enumeration is used because there is no appropriate or
true generic language. In many cases, the Markush—type
claims include independent and distinct inventions. This
is true where two or more of the members are so unre-
lated and diverse that a prior art reference anticipating
the claim with respect to one of the members would not
render the claim obvious under 35 U.S.C. 103 with re-
spect to the other member(s).

In applications containing claims of that nature, the
examiner may require a provisional election of a single
species prior to examination on the merits. The provi-
sional election will be given effect in the event that the
Markush—type claim should be found not allowable.
Following election, the Markush—type claim will be ex-
amined fully with respect to the elected species and fur-
ther to the extent necessary to determine patentability.
Should the Markush —type claim be found not allowable,
examination will be limited to the Markush—type claim
and claims to the elected species, with claims drawn to
species patentably distinct from the elected species hefd
withdrawn from further consideration.
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As an example, in: the case of an applxcatxon w1th a _'

'Markush-type cla!m drawn o the compound C—R AR

- whereinR =~ - g
isa radlcal selected from the group cons1stmg of A, B C SN
D, and E, the exammer may reqmre a provisional elee-:'_ S
tion of a smgle specnes, CA, CB ‘CC, CD, or CE. Thef'__--_‘i N

- Markush—type claim would then be examined fully with

_ respect to the elected species and any. specles eonsndered

tobe clearly unpatentable over the ¢lected specnes Hon '

~ examination the elected species is found to.be: antlcl-'

pated or rendered obvious by prior: art, the Markush— ~
type claim and claims to the elected species shall be re-
jected, and claims to the non—elected species would be
held withdrawn from further consideration. As in the
prevailing practice, a second action on the rejected
claims would be made final.

On the other hand, should no prior art be found that
anticipates or renders obvious the elected species, the
search of the Markush—type claim will be extended. If
prior art is then found that anticipates or renders ob-
vious the Markush—type claim with respect to a non—
elected species, the Markush—type claim shall be rejected
and claims to the non—elected species held withdrawn
from further consideration. The prior art search, howev-
er, will not be extended unnecessarily to cover ail non—
elected species. Should applicant, in response to this re-
jection of the Markush—type claim, overcome the rejec-
tion, as by amending the Markush —type claim to exclude
the species anticipated or rendered obvious by the prior
art, the amended Markush—type claim will be reex-
amined. The prior art search will be extended to the ex-
tent necessary to determine patentability of the Mar-
kush—type claim. In the event prior art is found during
the reexamination that anticipates or renders obvious
the amended Markush—type claim, the claim will be re-
jected and the action made final. Amendments sub-
mitted after the final rejection further restricting the
scope of the claim may be denied entry.

If the members of the Markush group are sufficiently
few in number or so closely related that a search and ex-
amination of the entire claim can be made without seri-
ous burden, the examiner must examine all claims on the
merits, even though they are directed to independent
and distinct inventions. In such a case, the examiner will
not follow the above procedure and will not require re-
striction.
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