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2201 Intreduction

Statutory basis for citation of prior patents or printed pub-
lications in patent files and reexamination of patents became
available on July 1, 1981, as a result of new sections 301-307 of
title 35 United States Code which were added by Public Law
96-517 enacted on December 12, 1980. The rules of practice
in patent cases relating to reexamination were initially pro-
mulgated on April 30, 1981, at 46 Fed. Reg. 24179-24180 and
on May 29, 1981, at 46 Fed. Reg. 29176-29187.
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CITATION OF PRIOR ART AND REEXAMINATION OF PATENTS

This chapter is intended to be primarily a guide for Patent
and Trademark Office personnel on the processing of prior
art citations and reexamination requests. Secondarily, it is to
also serve as a guide on the formal requirements for filing
such documents in the Office.

The flowchart shows the general provisions of both the ci-
tation of prior art and reexamination proceedings including
reference to the pertinent rule sections.

2202 Citation of Prior Art

35 U.S.C. 301. Citation of prior art.

Any person at any time may cite to the Office in writing prior art
consisting of patents or printed publications which that person believes to
have a bearing on the patentability of any claim of a particular patent. If the
person explains in writing the pertinency and manner of applying such prior
art to at least one claim of the patent, the citation of such prior art and the
explanation thereof will become a part of the official file of the patent. At the
written request of the person citing the prior art, his or her identity will be
excluded from the patent file and kept confidential.

37 CFR 1.501. Citation of prior art in patent files.

(a) At any time during the period of enforceability of a patent, any
person may cite to the Patent and Trademark Office in writing prior art
consisting of patents or printed publications which that person states to be
pertinent and applicable to the patent and believes to have a bearing on the
patentability of any claim of a particular patent. If the citation is made by the
patent owner, the explanation of pertinency and applicability may include an
explanation of how the claims differ from the prior art. Citations by the patent
owner under § 1.555 and by a reexamination requester under either § 1.510
or § 1.535 will be entered in the patent file during a reexamination
proceeding. The entry in the patent file of citations submitted after the date of
an order to reexamine pursuant to § 1.525 by persons other than the patent
owner, or a reexamination requester under either § 1.510 or § 1.535, will be
delayed until the reexamination proceedings have been terminated.

(b) If the person making the citation wishes his or her identity to be
excluded from the patent file and kept confidential, the citation papers must
be submitted without any identification of the person making the submission.

(c) Citation of patents or printed publications by the public in patent
files should either (1) reflect that a copy of the same has been mailed to the
patent owner at the address as provided for in § 1.33(c); orin the eventservice
is not possible (2) be filed with the Office in duplicate.

dedesfek g

Prior art in the form of patents or printed publications may
be cited to the Patent and Trademark Office for placement
into the patent files. Such citations may be made without pay-
ment of a fee. Citations of prior art may be made separate
from and without a request for reexamination.

The basic purpose for citing prior art in patent files is to
inform the patent owner and the public in general that such
patents or printed publications are in existence and should be
considered when evaluating the validity of the patent claims.
Placement of citations in the patent file along with copies of
the cited prior art will also ensure consideration thereof during
any subsequent reissue or reexamination proceeding.

2204

The citation of prior art provisions of 35 U.S.C. 301 and
37 CFR 1.501 do not apply to citations or protests filed in
pending applications.

2203 Persons Who May Cite Prior Art

The patent owner or any member of the public may submit
prior art citations of patents or printed publications to the
Patent and Trademark Office. 35 U.S.C. 301 states that “Any
person at any time may cite to the Office . ...”

“Any person” may be corporate and governmental entities
as well as individuals.

If a person citing prior art desires his or her identity to be
kept confidential, such a person need not identify himself or
herself.

“Any person” includes patentees, licensees, reexamina-
tion requesters, real parties in interest, persons without a real
interest, and personsacting for real parties in interest without
a need to identify the real party of interest.

The statute indicates that “at the written request of the
person citing the prior art, his or her identity will be excluded
from the patent file and kept confidential”. Although an at-
tempt will be made to exclude any such papersfrom the public
files, since the review will be mainly clerical in nature, com-
plete assurance of such exclusion cannot be given. Persons
citing art who desire to remain confidential are, therefore
advised to not identify themselves anywhere in their papers.

Confidential citations should include at least an unsigned
statement indicating that the patent owner has been sent a
copy of the citation papers. In the event that it is not possible
to serve a copy on the patent owner, a duplicate copy should
be filed with the Office.

Patent examiners should not, at their own initiative, place
or forward for placement in the patent file any citations of
prior art. Patent examiners are charged with the responsibil-
ity of making decisions as to patentability for the Commission-
er. Any activity by examiners which would appear to indicate
that patent claims are not patentable, outside of those cases
pending before them, is considered to be inappropriate.

2204 Time for Filing Prior Art Citation

Citations of prior art may be filed “at any time” under
35U.S.C. 301. However, this period has been defined by rule
(37 CFR 1.501(a)) to be “any time during the period of en-
forceability of a patent”. The period of enforceability is the
length of the term of the patent (normally 17 years for a utility
patent) plus the 6 years under the statute of limitations for
bringing an infringement action. Inaddition, if litigation is in-
stituted within the period of the statute of limitations, cita-
tions may
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be submitted after the statute of limitations has expired, as
long as the patent is still enforceable against someone. Also,
while citations of prior art may be filed at any time during the
period of enforceability of the patent, citations submitted
after the date of any order to reexamine by persons other than
the patent owner, or a reexamination requester who also
submits the fee and other documents required under 37 CFR
1.510, or in a response under 37 CFR 1.535, will not be en-
tered into the patent file until the pending reexamination
proceeding has been terminated (37 CFR 1.501(a)). There-
fore, if prior art cited by a third party is to be considered with-
out the payment of another reexamination fee, it must be
presented before reexamination is ordered.

The purpose of this rule is to prevent harassment of the
patent owner due to frequent submissions of prior art cita-
tions during reexamination proceedings.

2205 Content of Prior Art Citation

The type of prior art which may be submitted under
35U.8.C. 3011is limited to “written prior art consisting of pat-
ents or printed publications”.

An explanation is required of how the person submitting
the prior art considers it to be pertinent and applicable to the
patent, as well as an explanation why it is believed that the
prior art has a bearing on the patentability of any claim of the
patent. Citations of prior art by patent owners may also in-
clude an explanation of how the claims of the patent differ
from the prior art cited.

It is preferred that copies of all the cited prior patents or
printed publications and any necessary English translation be
included so that the value of the citations may be readily de-
termined by persons inspecting the patent files and by the ex-
aminer during any subsequent reexamination proceeding.

Allprior art citations filed by persons other than the pat-
ent owner must either indicate that a copy of the citation has
been mailed to, or otherwise served on, the patent owner at
the correspondence address as defined under 37 CFR 1.33(c),
or if for some reason service on the patent owner is not possi-
ble, a duplicate copy of the citation must be filed with the
Office along with an explanation as to why the service was not
possible. The most recent address of the attorney of record
may be obtained from the Office’s register of registered pat-
ent attorneys and agents maintained by the Office of Enrol-
Iment and Discipline pursuant to 37 CFR 10.5 and 10.11(a).

All citations submitted should identify the patent in which
the citation is to be placed by the patent number, issue date,
and patentee.

A cover sheet with an identification of the patent should
have firmly attached to it all other documents relating to the
citation so that the documents will not become separated
during processing. The documents should also contain, or
have placed thereon, an identification of the patent for which
they are intended.

Affidavits or declarations relating to the prior art docu-
ments submitted which explain the contents or pertinent
dates in more detail may accompany the citation.

A commercial success affidavit tied in with a particular
prior art document may also be acceptable.

No fee is required for the submission of citations under
37 CFR 1.501.

A prior art citation is limited to the citation of patents and
printed publications and an explanation of the pertinency and
applicability of the patents and printed publications. This may
include an explanation by the patent owner as to how the
claims differ from the prior art. It may also include affidavits
and declarations. The prior art citation cannot include any is-
sue which is not directed to patents and printed publications.
Thus, for example, a prior art citation cannot include a state-
ment as to the claims violating 35 U.S.C. 112, astatement as to
the public use of the claimed invention, or a statement as to
the conduct of the patent owner. A prior art citation must be
directed to patents and printed publications and cannot dis-
cuss what the patent owner did, or failed to do, with respect to
submitting and/or describing patents and printed publica-
tions, because that would be a statement as to the conduct of
the patent owner. The citation also should not contain argu-
ment and discussion of references previously treated in the
prosecution of the invention which matured into the patent or
references previously treated in a reexamination proceeding
as to the patent. -

If the prior art citation contains even one issue not di-
rected to patents and printed publications, it should not be en-
tered into the patent file, despite the fact that it may other-
wise contain a complete submission of patents and printed
publications with an explanation of the pertinency and appli-
cability. Rather, the prior art citation should be returned to
the sender as described in MPEP § 2206.

Examples of letters submitting prior art under 37 CFR
1.501 follow.
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IN THE UNITED STATES
PATENT AND TRADEMARK OFFICE

In re patent of
Joseph Smith

Patent No. 4,444,444
Issued: July 7, 1977
For: Cutting Tool

Submission of Prior Art Under 37 CFR 1.501

Hon. Commissioner of Patents and Trademarks
Washington, D. C. 20231

Sir:

The undersigned herewith submits in the
above identified patent the following prior
art (including copies thereof) which is per-
tinent and applicable to the patent and is
believed to have a bearing on the patent-
ability of at least claims 1 - 3 thereof:

Weid et al U.S. 2,585,416 April 15, 1933
McGee U.S. 2,722,794 May 1, 1934
Paulk et al U.S. 3,625,291 June 16, 1936

More particularly, each of the references
discloses a cutting tool strikingly similar
to the device of Smith in having pivotal
handles with cutting blades and a pair of
dies. It is felt that each of the refer-
ences has a bearing on the patentability of
claims 1-3 of the Smith patent.

Insofar as claims 1 and 2 are concerned,
each of the references clearly anticipates
the claimed subject matter under 35 USC 102.

As to claim 3, the differences between the
subject matter of this claim and the cutting
tool of Weid et al are shown in the device
of Paulk et al. Further, Weid et al suggests
that different cutting blades can be used in
their device. A person of ordinary skill in
the art at the time the invention was made
would have been led by the suggestion of
Weid et al to the cutting blades of Paulk et
al as obvious substitutes for the blades of
wWeid et al.

2205

Respectfully submitted,
(Signed)

John Jones

Certificate of Service
I hereby certify on this first day of June

1982, that a true and correct copy of the
foregoing "Submission of Prior Art" was
mailed by first-class mail, postage paid,
to:

Joseph Smith
555 Emery Lane
Arlington, VA 22202

(Signed)

John Jones

IN THE UNITED STATES
PATENT AND TRADEMARK OFFICE

In re patent of
Joseph Smith

Patent No. 4,444,444
Issued: July 7, 1977
For: Cutting Tool

missi rior Art Un F
Hon. Commissioner of Patents and Trademarks
Washington, D. C. 20231

Sir:

The undersigned heréwith submits in the
above identified patent the following prior
art (including copies thereof) which is per-
tinent and applicable to the patent and is

believed to have a bearing on the patent-
ability of at least claims 1 - 3 thereof:

Weid et al U.S. 2,585,416 April 15, 1933
McGee U.S. 2,722,794 May 1, 1934
Paulk et al U.S. 3,625,291 June 16, 1936

More particularly, each of the references
discloses a cutting tool strikingly similar
to the device of Smith in having pivotal
handles with cutting blades and a pair of
dies. While it is felt that each of the ref-
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ferences has a bearing on the patentability
of claims 1-3 of the Smith patent, the sub-
ject matter claimed differs from the refer-
ences and is believed patentable thereover

Insofar as claims 1 and 2 are concerned,
none of the references show the particular
dies claimed and the structure of these
claimed dies would not have been obvious to
a person of ordinary skill in the art at the
time the invention was made.

As to claim 3, while the cutting blades re-
quired by this claim are shown in Paulk et
al, the remainder of the claimed structure
is found only in Weid et al. A person of
ordinary skill :n the art at the time the
invention was made would not have found it
obvious to substitute the cutting blades of
Paulk et al for those of Weid et al. 1In
fact, the disclosure of Weid et al would
lead a person of ordinary skill in the art
away from the use of cutting blades such as
shown in Paulk et al.

The reference to McGee, while generally
similar, lacks the particular cooperation
between the elements which is specifically
set forth in each of claims 1-3.

Respectfully submitted,
(Signed)

William Green
Attorney for Patent Owner

2206 Handling of Prior Art Citation

Prior art citations received in the Patent and Trademark
Office will be forwarded by the Correspondence and Mail Di-
vision to the Reexamination Preprocessing Unit for handling.

If the prior art citation relates to a patent currently under-
going reexamination, the Reexamination Preprocessing Unit
should promptly forward the prior art citation to the examin-
ing group assigned with the reexamination proceeding.

Itis the responsibility of the Reexamination Preprocess-
ing Unit personnel where no reexamination proceeding is
present, or the examining group personnel where a reexami-
nation proceeding is present, to immediately determine
whether a citation forwarded to them meets the requirements

of the law and rules and to enter it into the patent file at the
appropriate time if it is proper.

If a proper citation is filed after the date of an order for
reexamination, the citation is retained in the examining group
by the group’s reexamination clerk until the reexamination is
terminated. Note 37 CFR 1.501(a)and MPEP § 2294. At that
time, the citations are processed for placement in the patent
file. Citations filed after the date of an order for reexamina-
tion will not be considered by the examiner during the reex-
amination.

CITATION QUALIFIES FOR ENTRY UNDER
37 CFR 1.501

I. Citations by third party
A. Prior to Order in Any Pending Reexamination Proceeding

If the citation is proper (i.e., limited to patents and
printed publications) and is filed prior to an order in a reex-
amination proceeding, it should be immediately entered into
the patent file. If the citation includes an indication of service
on the patent owner, the citation is merely timely entered and
no notice of such entry is sent to any party. If the citation does
not include an indication of service, the patent owner should
be notified that a citation of prior art has been entered into
the patent file. If a duplicate copy of the citation was filed, the
duplicate copy should be sent to the patent owner along with
the notification. If no duplicate copy is present, no copy will
be sent with the notification. Wording similar to the following
should be used: '

A citation of prior art under 35 U.S.C. 301 and 37 CFR
1.501 hasbeen filedon ____in your patent number ___en-
titled

This notification is being made to inform you that the
citation of prior art has been placed in the file wrapper of
the above identified patent.

The person submitting the prior art:

1. [ ] was not identified

2.[ ]is confidential

3.0 1is

B. After the Order in Any Pending Reexamination Proceeding

If the citation is proper but is filed after an order for reex-
amination in a pending reexamination, the citation is not en-
tered at the time because of the ongoing reexamination. The
patent owner and sender (if known) should be alerted of this
fact. Such notification is important to enable the patent
owner to consider submitting the prior art under 37 CFR
1.555 during the reexamination. Such notification will also
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enable the third party sender to consider the desirability of fil-
ing a separate request for reexamination. If the citation does
not include service of a copy on the patent owner and a dupli-
cate copy is submitted, the duplicate copy should be sent to
the patent owner along with the notification. If a duplicate
copy is not present, no copy will accompany the notification to
the patent owner. In this situation, the original copy (in stor-
age) should be made available for copying by the patent own-
er. If the citation includes service of a copy on the patent own-
er, the citation is placed in storage and not entered until the

2206

reexamination is terminated. The patent ‘owner and third
party sender (if known) should be given notice of this action.

I1. Citation filed by patent owner

If a proper prior art citation is filed by the patent owner, it
should be entered in the file. Thisis true whether the citation
is filed prior to or after an order for reexamination has been
mailed. No notification to the patent owner is necessary.

The following diagram shows the various situations which
can occur when a proper prior art citation is filed and the
action to be taken for each alternative situation:

PROCESSING OF CITATIONS OF PRIOR ART WHICH QUALIFY
FOR ENTRY UNDER 37 CFR 1.501

CITATION QUALIFIES UNDER 37 CFR 1.501

I

L |
FILED BY THIRD PARTY FILED BY PATENT OWNER
L 7
| | :
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| [ 8
NO SERVICE ISERVICE OF NO SERVICE SERVICE :
OF COPY OFCOPY | | OF COPY "
J I : : :
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¢ T IR 8 (]
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CITATION DOES NOT QUALIFY FOR ENTRY UNDER
37 CFR 1.501

L. Citation by third party

If the citation is not proper (i.e., it is not limited to pat-
ented or printed publications), it should not be entered in the
patent file. The sender (if known) and the patent ownerin
all cases should be notified that the citation is improper and
that it is not being entered in the patent file. The handling
of the citation will vary depending on the particular follow-
ing situation.

A. Service of Copy Included

Where the citation includes an indication of service of
copy on the patent owner and the identity of the third party
sender is known, the original citation paper should be re-
turned to the third party sender along with the notification of
nonentry. If the identity of the third party sender is not
known, the original citation papers should be discarded.

B. Service of Copy Not Included; Identity of Third Party Sender
Known

Where the citation does not include an indication of ser-
vice on the patent owner, the identity of the third party sender

is known, and a duplicate copy of the citation is present, the
original citation papers should be returned to the third party
sender and the duplicate copy should be sent to the patent
owner, along with the notification of nonentry. If the dupli-
cate copy required in 37 CFR 1.501(c) is not present, the origi-
nal citation papers should be sent to the PATENT OWNER
along with the notification of nonentry.

C. Service of Copy Not Included; Identity of Third Party Sender
Not Known

Where the citation does not include an indication of ser-
vice, the identity of the third party sender is not known, anda
duplicate copy of the citation is or is not present, the duplicate
copy (if present) should be discarded and the original citation
papers should be sent to the patent owner along with the noti-
fication of nonentry.

I1. Citation filed by the patent owner

If an improper prior art citation is filed by the patent own-
er, it should not be entered in the file. This is true whether
the citation is filed prior to or after an order for reexamina-
tion.

The patent owner should be notified of the nonentry, and
the citation papers should be returned to the patent owner
along with the notification.
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The following diagram shows the various situations which can occur when an improper prior art citation is filed and the action
tobe taken for each alternative situation. Any unusual problems should be brought to the attention of the Office of the Assistant
Commissioner for Patents.

PROCESSING OF CITATIONS OF PRIOR ART WHICH DO NOT QUALIFY
FOR ENTRY UNDER 37 CFR 1.501

CITATION DOES NOT QUALIFY FOR ENTRY
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2207 Entry of Court Decision in Patent File

The Solicitor’s Office processes notices under 35 U.S.C.
290 received from the clerks of the various courts and enters
them in the patent file.

It is, however, considered desirable to all parties con-
cerned that the entire court decision be supplied to the Patent
and Trademark Office for entry into the patent file. Such
entry of submitted court decisions is performed by the Files
Repository personnel unless a reexamination proceeding is
pending.

It is important for the Office to be aware of any prior
court proceedings in which a patent undergoing reexamina-
tion is or was involved, and any results of such proceedings.
37 CFR 1.565(a) requires the patent owner to provide the
Office with information regarding the existence of any such
proceedings and the results thereof, if known. Ordinarily,
no submissions of any kind by third parties filed after the
date of the order are placed in the reexamination or patent
file while the reexamination proceeding is pending. Howev-
er, in order to ensure a complete file, with updated status
information regarding prior proceedings regarding a patent
undergoing reexamination, the Office will accept at any
time copies of notices of suits and other proceedings in-
volving the patent and copies. of decisions or other court
papers, or papers filed in the court, from litigations or oth-
er proceedings involving the patent from the parties in-
volved or third parties for placement in the patent file.
However, such submissions must be without additional
comment. Persons making such submissions must limit the
submission to the notification and not include further ar-
guments or information. Any proper submission will be
promptly placed on record in the patent file. See MPEP
§ 2240 and § 2242 for handling of requests for reexamina-
tion of patents involved in litigation.

2208 Service of Citation on Patent Owner

A copy of any submission of a citation of prior art patents
or printed publications in a patent file should be served on
the patent owner so that the patent owner is fully informed
as to the content of his or her patent file wrapper. See
MPEP § 2206 for handling of prior art citations.

The service to the patent owner should be addressed to
the correspondence address as set forth in 37 CFR 1.33(c).

2209 Reexamination

Procedures for reexamination of issued patents began on
July 1, 1981, the date when the reexamination provisions of
Public Law 96-517 came into effect.

The reexamination statute and rules permit any person to
file a request for reexamination containing certain elements

and the fee required under 37 CFR 1.20(c). The Patent and
Trademark Office initially determines if “a substantial new
question of patentability” (35 U.S.C. 303(a)) is presented. If
such a new question has been presented, reexamination will
be ordered. The reexamination proceedings which follow the
order for reexamination are very similar to regular examina-
tion procedures in patent applications except for certain limi-
tations as to the kind of rejections which may be made, special
reexamination forms to be used, and time periods set to pro-
vide “special dispatch.” When the reexamination proceed-
ings are terminated, a certificate is issued which indicates
the status of all claims following the reexamination.

The following sections of this chapter explain the details
of reexamination.

The intent of the reexamination procedures covered in
this chapter include the following:

1. To provide procedures for reexamination of patents.

2. To implement reexamination in an essentially ex parte
manner.

3. To minimize the processing costs and complexities of
reexamination.

4. To maximize respect for the reexamined patent.

5. To provide procedures for prompt and timely determi-
nations by the Office in accordance with the “special dis-
patch” requirements of 35 U.S.C. 305.

The basic characteristics of reexamination are as follows:

1. Anyone can request reexamination at any time dur-
ing the period of enforceability of the patent.

2. Prior art considered during reexamination is limited to
prior art patents or printed publications applied under the ap-
propriate parts of 35 U.S.C. 102 and 103.

3. A substantial new question of patentability must be
presented for reexamination to be ordered.

4. If ordered, the actual reexamination proceeding is ex
parte in nature.

5. Decision on the request must be made within three
months from initial filing and remainder of proceedings must
proceed with “special dispatch.”

6. If ordered, a reexamination proceeding will be con-
ducted to conclusion and issuance of certificate.

7. The scope of a claim cannot be enlarged by amendment.

8. All reexamination and patent files are open to the pub-
lic.

2210 Request for Reexamination

35 U.S.C. 302. Request for reexamination,

Any person af any time may file a request for reexamination by the Office
of any claim of a patent on the basis of any prior art cited under the provisions
of section 301 of this title. The request must be in writing and mustbe accom-
panied by payment of a reexamination fee established by the Commissioner of
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