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201 Types of Applications

37 CFR 1.9 Definitions.
(a) A national application as used in this chapter means a U.S. national
application for patent which was either filed in the Office under 35 U.S.C.

111 orwhich resulted from an international application after compliance with
35US.C. 371 :

(b) An international application as used in this chapter means an
international application for patent filed under the Patent Cooperation

Treaty prior to entering national processing at the Designated Office stage.
L 2

National applications (35 US.C. 111) vs. National Stage
applications (35 U.S.C. 371)

Treatment of national applications under 35 U.S.C. 111 and
national stage applications under 35 U.S.C. 371 are similar but
not identical. Note the following examples:

(1) Restriction practice under MPEP § 806+ is applied to
national applications under 35 U.S.C. 111 while unity of inven-
tion practice under MPEP Chapter 1800 is applied to national
stage applications under 35 U.S.C. 371.

(2) National applications filed under 35 U.S.C. 111 with-
out an executed oath or declaration or filing fee are governed
by the notification practice set forth in 37 CFR 1.53(d) while
national stage applications filed under 35 U.S.C. 371 without
an oath or declaration or national stage fee must be com-
pleted within 22 months from the priority date as set forth in
37 CFR 1.494 and 1.495.

National patent applications fall under three broad types:
(1) applications for patent under 35 U.S.C. 101 relating to a
“new and useful process, machine, manufacture, or composi-
tion of matter, etc.”; (2) applications for plant patents under
35 U.S.C. 161; and (3) applications for design patents under
35 US.C. 171. The first type of patents are sometimes re-
ferred to as “utility” patents or “mechanical” patents when
being contrasted with plant or design patents. The special-
ized procedure which pertains to the examination of applica-
tions for design and plant patents are treated in detail in
Chapters 1500 and 1600, respectively. National applications
include original, plant, design, reissue, divisional, and continu-
ation applications (which may be filed under 37 CFR 1.53,
37 CFR 1.60, 37 CFR 1.62), and continuation-in-part appli-
cations (which may be filed under 37 CFR 1.53 or 37 CFR
1.62).

201.01 Sole

An application wherein the invention is presented as that
of a single person is termed a sole application.

201.02 Joint

A joint application is one in which the invention is pres-
ented as that of two or more persons. See MPEP § 605.07.

201.03 Correction of Inventorship in an
Application

Correction of inventorship is permitted by amendment
under 35 U.S.C. 116. If at least one of the correct inventors
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has been named in an application but it is discovered that cor-
rection of inventorship is necessary, applicants are advised to
consider abandoning the application and the filing of a contin-
uing application under 37 CFR 1.53 with the correct inventive
entity named. This will eliminate the need for a petition for
correction of inventorship under 37 CFR 1.48. See 35U.S.C.
120 and 37 CFR 1.78 regarding claiming the benefit of the fil-
ing date of a prior application.

As the statute, 35 U.S.C. 116, requires that a showing be
made that the inventorship error arose without any deceptive
intention, the Office policy as set forth in the notice, Patent
and Trademark Office Implementation of 37 CFR 1.56, dated
September 8, 1988, published in the Official Gazette on Octo-
ber 11, 1988 at 1095 O.G. 16, waiving inquiry in regard to the
practice of fraud on the Patent and Trademark Office or the
attempt thereof is not intended to waive inquiry as to any de-
ceptive intention on the part of the actual inventor(s) as set
forth in 37 CFR 1.48(a).

37 CFR 1.48 Correction of inventorship

(a)If the correct inventor or inventors are not named in an application for
patent through error without any deceptive intentions on the part of the
actual inventor or inventors, the application may be amended to name only
the actual inventor or inventors. Such amendment must be diligently made
and must be accompanied by: (1) a petition including a statement of facts
verified by the original named inventor or inventors establishing when the
error without deceptive intention was discovered and how it occurred; (2) an
oath or declaration by each actval inventor or inventors as required by § 1.63;
(3) the fee set forth in § 1.17(h); and (4) the written consent of any assignee.
When the application is involved in an interference, the petition shall comply
with the requirements of this section and shall be accompanied by a motion
under § 1.634.

(b) If the correct inventors are named in the application when filed and
the prosecution of the application results in the amendment or cancellation of
claims so that less than all of the originally named inventors are the actual
inventors of the invention being claimed in the application, an amendment
shall be filed deleting the names of the person or persons who are not
inventors of the invention being claimed. The amendment must be diligently
made and shall be accompanied by:

(1) A petition including a statement identifying each named inventorwho
is being deleted and acknowledging that the inventor’s invention is no longer
being claimed in the application, and

(2) The fee set forth in § 1.17(h).

(c) If an application discloses unclaimed subject matter by an inventor or
inventors not named in the application, the application may be amended
pursuant to paragraph (a) of this section to add claims to the subject matter
and name the correct inventors for the application.

37 CFR 1.48(2)

Under 37 CFR 1.48(a), if the correct inventor or inventors
are not named in an application for patent, the application
can be amended to name only the actual inventor or inventors
so long as the error in the naming of the inventor or inventors
occurred without any deceptive intentions on the part of the
actual inventor or inventors. 37 CFR 1.48 (a) requires that

the amendment be diligently made and be accompanied by (1)
a petition including a statement of facts verified by the origi-
nal named inventor or inventors establishing when the error
without deceptive intention was discovered and how it oc-
curred; (2) an oath or declaration by each actual inventor or
inventors as required by 37 CFR 1.63; (3) the fee set forth in
37 CFR 1.17(h); and (4) the written consent of any assignee.
Correction will be permitted, if diligently requested, in cases
where the person originally named as inventor was in fact not
the inventor or the sole inventor of the subject matter being
claimed. If such error occurred without any deceptive inten-
tion on the part of the true inventor, the Office has the au-
thority to substitute the true inventive entity for the erro-
neously named inventive entity. Instances where corrections
can be made include changes from: a mistaken sole inventor
to a different but actual sole inventor, a mistakenly identified
sole inventor to different, but actual, joint inventors; a sole
inventor to joint inventors to include the original sole inven-
tor, erroneously identified joint inventors to different but ac-
tual joint inventors; erroneously identified joint inventors toa
different, but actual, sole inventor. In each instance, howev-
er, the Office must be assured of the presence of innocent er-
ror, without deceptive intention on the part of the true inven-
tor or inventors, before permitting amendment.

The required “statement of the facts verified by all of the
original applicants” must include at the least, a recital of the
circumstances, including the relevant dates, of (1) the error in
naming the actual inventor or inventors and (2) the discovery
of the error. For those situations where the error in inventor-
ship included the execution of an oath or declaration under
37 CFR 1.63 naming an improper inventive entity the verified
statements by the original named inventors who had so ex-
ecuted the oath or declaration must explain whether they had
reviewed and understood the contents of the specification in-
cluding the claims as amended by any amendment specifically
referred to in the oath or declaration (as set forth in 37 CFR
1.63) and whether they had reviewed the oath or declaration
prior to its execution and if so how the error had occurred in
view of such reviews. Without such showing of circumstances,
no basis exists for a conclusion that the application had been
made in the names of the original sole or joint applicant(s)
“through error and without any deceptive intention,” and no
foundation is supplied for a ruling that the amendment to re-
move the names of those not inventors or include those to be
added as inventors was “diligently made.”

On the matter of diligence, attention is directed to the de-
cision of the CCPA in Van Otteren v. Hafner, 757 O.G. 1026,
126 USPQ 151 (CCPA 1960).

Petitions under 37 CFR 1.48(a) are generally decided by
the primary examiner with the following exceptions:

200-2



TYPES, CROSS-NOTING, AND STATUS OF APPLICATIONS

- In national applications filed under 35 U.S.C. 111,
37 CFR 1.53(d) wherein the petition has been filed prior to
issuance of the filing receipt in timely response to a Notice to
File Missing Parts of Application from Application Division
(decided in the Office of Special Programs)

-When the application is involved in an interference,
MPEP § 2334 (decided by the Board of Patent Appeals and
Interferences)

- In national stage applications filed under 35 U.S.C. 371 (de-
cided in the Office of Special Programs)

- When accompanied by a petition under 37 CFR 1.183 re-
questing waiver of a requirement under 37 CFR 1.48(a), gener-
ally the verified statement of facts by an original named inventor
(decided in the PCT International Division).

- Any attempt to effect a second conversion under 37 CFR
1.48(a) (decided by the Group Director).

- All petitions under 37 CFR 1.48 where a question of decep-
tive intent has been raised (e.g., submission of an executed dec-
laration under 37 CFR 1.63 where it is known at the time of its
execution and/or submission that the inventive entity set
forth therein is improper (decided in the Office of Special
Programs).

The provisions of 37 CFR 1.312 apply to petitions for cor-
rection of inventorship after allowance and before issue.
Where the petition is dismissed or is denied, the examiner
must determine whether a rejection under 35 U.S.C. 102(f) or
() is appropriate. If so, the application must be withdrawn
from issue and the rejection made.

When a typographical or transliteration error in the spell-
ing of an inventor’s name is discovered, a petition under
37 CFR 1.48(a) is not required, nor is a new oath or declara-
tion under 37 CFR 1.63 needed. The Patent and Trademark
Office should simply be notified of the error and reference to
the notification paper will be made on the previously filed
declaration by the Office.

When any correction or change is effected, the file should
be sent to the Application Division for revision of its records
and the change should be noted on the original oath or dec-
laration by writing in red ink in the left column “See Paper
No. __ for inventorship changes”. See MPEP § 605.04(g).

Where a person is substituted, added, or removed as an
inventor during the prosecution of an application before the
Patent and Trademark Office, problems may occur upon
applicant claiming U.S. priority in a foreign filed case. There-
fore, examiners should acknowledge any addition or removal
of inventors made in accordance with the practice under
37 CFR 1.48 and include Form Paragraph 2.14 in the next
communication to applicant or his attorney. (Copy on page
200-6)

201.03

The grant or denial of the petition may result in the loss of
inventorship overlap between a parent application and a con-
tinuing application and the consequent inability to claim
benefit in the continuing application of the parent applica-
tion’s filing date under 35 U.S.C. 120. Intervening references
must then be considered.

For correction of inventorship in a patent, see 37 CFR 1.324
and MPEP § 1481. A court order under 35 U.S.C. 256 for cor-
rection of the inventorship of a patent should be submitted to
the Certificate of Correction Branch along with the Office’s
certificate of correction form. Anew 37 CFR 1.63 declaration
is not required.

In cases when an inventor’s name has been changed after
the application has been filed, see MPEP § 605.04(c).

A petition under 37 CFR 1.48 will not be required where
an application is to issue with the correct inventorship based
on the allowed claims even though the application may have
been filed with an iicorrect inventorship based on the claims
as originally submitted.

Applications Filed Under 37 CFR 1.53(b)

Applicants should note that it is Office practice to delay
the issuance of the filing receipt (which lists the inventive en-
tity) in applications filed under 37 CFR 1.53(b) when a peti-
tion under 37 CFR 1.48(a) has been filed until decision there-
of. However, Certification Branch will provide a certified
copy of the application as filed with the original named inven-
tive entity prior to the issuance of a decision on the petition by
the Office of Special Programs, which copy may be sufficient
for many foreign filed applications claiming priority of the
U.S. application’s filing date.

The original named inventors for applications filed under
37 CFR 1.53(b) without an executed oath or declaration are
those named when filing the application such as in an accom-
panying transmittal letter or unexecuted oath or declaration.
The application as filed must be executed by the original
named inventors submitting a signed oath or declaration un-
der 37CFR 1.63 or if an error was made in the original naming
of the inventors, correction is required by way of petition un-
der 37 CFR 1.48(a). If correction is required, the petition
must be filed no later than the maximum period to respond to
the “Notice to File Missing Parts of Application, Filing Date
Granted” (i.e., 2 months from the filing date of the applica-
tion or 1 month from the mail date of the Notice, both with an
additional 4 months available under 37 CFR 1.136(a) and
possibly additional time under 37 CFR 1.136(b). Failure to
timely execute the application as originally filed or to timely
file the petition will result in abandonment of the application.
The petition, although decided by the Office of Special Pro-
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grams, should be mailed to the Special Handling Unit of
Application Division to be matched up with the application.

Example

Application filed naming A+B under 37 CFR 1.53(b)
without an executed declaration under 37 CFR 1.63. Claims 1
and 2 are present. B has contributed only to claim 2.

B refuses to execute declaration under §1.63.

Cancellation of claim 2 by preliminary amendment, sub-
mission of an executed declaration under 37 CFR 1.63 by A
only and a petition under 37 CFR 1.48(b) to delete B in re-
sponse to the “Notice to File Missing Parts of Application”
will result in abandonment of the application. The application
as filed must be executed. 37 CFR 1.48(b) is only applicable
when prosecution (on the merits) results in canceled claims.

A petition under 37 CFR 1.47 on behalf of B or refiling of
the application with only claim 1and naming only A are avail-
able remedies.

Example

Application filed naming A as the sole inventor without an
executed declaration under 37 CFR 1.63. Claim 1 is pres-
ented.

A Notice to File Missing Parts is mailed. In response
thereto, a Preliminary Amendment, adding claim 2 and a Peti-
tion under 37 CFR 1.48(c) with a declaration under 37 CFR
1.63 executed by A and B, requesting addition of B as a co-
inventor based on the Preliminary Amendment are sub-
mitted.

The 37 CFR 1.48(c) petition and declaration are an appro-
priate response to the Notice to File Missing Parts of Applica-
tion.

Declarations under 37 CFR 1.63 by the original named in-
ventors should not be executed or submitted merely to timely
complete filing requirements in response to a “Notice to File
Missing Parts of Application” where an error in inventorship
has been discovered or signed by someone who cannot prop-
erly make the averments therein. Additional time to respond
to the Notice with an appropriate petition under 37 CFR
1.48(b) to correct inventorship is available under 37 CFR
1.136(a) and possibly under 37 CFR 1.136(b).

Applications that are originally filed under 37 CFR 1.53(b)
with “et al” as part of the inventive entity (e.g., Jones et al)
have not named all the inventors as is required to obtain a fil-
ingdate (37 CFR 1.41(a)). A petition under 37 CFR 1.48(a)to
change inventorship (e.g., Jones + Smith)is not appropriate.
Theapplication as originally filed was incomplete and a notice
to that effect will be sent by the Application Division. Appli-
cants may simply respond to that Notice by supplying each in-

ventor’s name to obtain a filing date as of the date of receipt
by the Patent and Trademark Office of that response or may
petition to the Office of the Assistant Commissioner for Pat-
ents. Where the application as filed appears to set forth a
complete inventive entity, however, a petition under 37 CFR
1.48(a) is required for correction of inventorship since a high-
er level of scrutiny is appropriate.

Verified Statement of Facts

37 CFR 1.48(a) requires a verified statement of facts from
each original named inventor. Verification must be accom-
plished by an oath (such as by a notary) or a declaration which
refers to and incorporates the language of either 37 CFR 1.68
or 28 U.S.C. 1746 (MPEP § 602). Statements from others in-
cluding a registered United States patent attorney or agent
need only be over the attorney’s or agent’s signature. Any
statement from a foreign attorney or agent not registered be-
fore the U.S. Patent and Trademark Office must be verified.

Where a similar inventorship error has occurred in more
than one application for which correction is requested (e.g.,
parent and continuation thereof) wherein petitioner seeks to
rely on identical verified statements of facts and exhibits, only
one original set need be supplied if copies are submitted in all
other applications with a reference to the application contain-
ing the originals (original oaths or declarations under 37 CFR
1.63 and written consent of assignees along with separate peti-
tion fees must be filed in each application).

On very infrequent occasions, the requirements of

37 CFR 1.48(a) have been waived upon the filing of a petition
and fee under 37 CFR 1.183 (along with the petition and fee
under 37 CFR 1.48(a)) to permit the filing of a verified state-
ment of facts by less than all the original named inventors.
In re Cooper, 230 USPQ 638, 639 (Dep. Assist. Comm’r. Pat.
1986). However, such a waiver will not be considered unless
the facts of record unequivocally support the correction
sought, In re Hardee, 223 USPQ 1122, 1123 (Comm’r. Pat.
1984). As 37 CFR 1.48(a) is intended as a simple procedural
remedy and does not represent a substantive determination
as to inventorship, issues relating to the inventors’ or alleged
inventors’ actual contributions to conception and reduction to
practice are not appropriate for considerations in determin-
ing whether the record unequivocally supports the correction
sought.

Where the named inventors would have no knowledge of
how the error occurred and the nature of the error indicates
what the correct inventive entity should have been, such as a
clerical error made in the patent attorney’s or agent’s office in
transcribing instructions from a client, waiver under 37 CFR
1.183 would be appropriate if accompanied by a verified state-
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ment by the parties with firsthand knowledge of how the error
occurred and any supporting evidence. A statement from the
original named inventors stating that they have no knowledge
of how the error occurred and that they agree with the re-
quested correction may also be required.

In those situations where an original named inventor re-
fuses to submit a statement supporting the addition or dele-
tion of another inventor and that original named inventor has
assigned his or her entire right or interest to an assignee who
has given its consent to the requested correction, waiver
would be appropriate upon a showing of such refusal and as-
signment if the Patent and Trademark Office has issued a fil-
ing receipt. Waiver would not be granted if the application
had not had a filing receipt issued because all the inventors
have not signed an oath or declaration. Where no assignment
hasbeen executed by the inventors, or if deletion of the refus-
ing inventor is requested waiver will be granted absent un-
equivocal support for the correction sought.

Absent waiver where an original named inventor refuses
tofile a statement, an available remedy is to refile the applica-
tion naming the correct inventive entity. A petition under
37 CFR 1.48(a) would not then be required in the newly filed
application as no correction would be needed. Benefit of the
parent application’s filing date would be available under
35U.S.C. 120 provided there is at least one inventor overlap
between the two applications. (Note: a sole-to-sole correc-
tion would not obtain benefit under 35 U.S.C. 120.) Where
the desired correction is deletion of an inventor the applica-
tion may be refiled under the provisions of 37 CFR 1.60 and
37 CFR 1.62 as an alternative to filing under 37 CFR 1.53 and
35 U.S.C. 111 where the parent application is a complete
application under 37 CFR 1.51(a)(2) including the grant of any
petition under 37 CFR 1.47 (usually not the case with initial
filings under 37 CFR 1.53(b)). For addition of an inventor the
application must be filed under 37 CFR 1.53 and 35 U.S.C. 111.

Oath or Declaration

An oath or declaration under 37 CFR 1.63 by each actual
inventor must be presented. While each inventor need not
execute the same oath or declaration, each oath or declara-
tion executed by an inventor must contain a complete listing
of all inventors so as to clearly indicate what each inventor be-
lieves to be the appropriate inventive catity.

Where an application is filed with an executed 37 CFR
1.63 declaration naming an inventive entity that is in conflict
with another paper filed in the application, such as the trans-
mittal letter, the executed declaration will govern. However,
where an executed declaration has not been submitted with
the application papers and the application papers are in con-
flict as to the inventorship, each party identified as an inven-

201.03

tor on filing will be considered to have been named as part of
the inventive entity.

While 37 CFR 1.47 does not apply to the requirement for
verified statements from each originally named inventor,
37 CFR 1.47is available to meet the requirement for an oath
or declaration under 37 CFR 1.63 as for example where A, B,
and C were originally named and D who refuses to cooperate
istobe added. The verified statements need be supplied only
by A, B, and C. In those instances wherein petitions under
37 CFR 1.48(a) and 37 CFR 1.47 have been filed prior to is-
suance of the filing receipt, the Patent and Trademark Office
will first issue a decision on the petition under 37 CFR 1.48(a)
so as to determine the appropriate oath or declaration under
37 CFR 1.63 required for the petition under 37 CFR 1.47

The oath or declaration submitted subsequent to the filing
date of an application filed under 37 CFR 1.53(b) must clearly
identify the previously filed specification it is intended to ex-
ecute, see MPEP § 601.01. Where a specification is attached
to the oath or declaration the oath or declaration must be ac-
companied by a statement that the attached specification is a
copy of the specification and any amendments thereto which
were filed in the Office in order to obtain a filing date for the
application. Such statement must be a verified statement if
made by a person not registered to practice before the Office.

Fee

Where waiver under 37 CFR 1.183 isrequested in relation
to a requirement under 37 CFR 1.48(a) petition fees under
both 37 CFR 1.48(a) and 37 CFR 1.183 are required.

Where a similar error has occurred in more than one
application a separate petition fee must be submitted in each
application in which correction is requested.

If the petition fee has not been submitted or authorized
the petition will be dismissed and a rejection under 35 U.S.C.
102(f) or (g) considered.

Written Consent of Assignee

The written consent of every existing assignee must be
submitted. 37 CFR 1.48(a) does not limit assignees to those
who are recorded in the Patent and Trademark Office re-
cords. The Office employee deciding the petition should
check the file record for any indication of the existence of an
assignee (e.g., a small entity statement from an assignee.)

Where no assignee exists petitioner should affirmatively
state that fact. If thefile record including the petition is silent
as to the existence of an assignee it will be presumed that no
assignee exists. Such presumption should be set forth in the
decision to alert petitioners to the requirement.

The title of the party signing on behalf of a corporate as-
signee and the authority to do so should be set forth in the
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written consent. Consent of a corporate assignee may be
signed by an officer (e.g., president, vice president, secretary,
or treasurer) of the corporation or may include a statement in
oath or declaration form that the person signing the consent
has authority to do so. Further, the assignee must establish its
ownership of the application in accordance with 37 CFR 3.73.

Continuing Applications

On filing a continuing application under 37 CFR 1.60 or
37 CFR 1.62, it should not be assumed that an error in inven-
torship made in a parent application was in fact corrected
therein in response to a petition under 37 CFR 1.48(a) unless
a decision from the Patent and Trademark Office to that ef-
fect was received by petitioner. For example, a petition toadd
an inventor to a parent application that was not acted on (e.g.,
filed after final rejection) or was denied will cause the filing of
a 37 CFR 1.60 or 37 CFR 1.62 application to be improper if an
additional inventor is named. A continuing application nam-
ing the additional inventor can be filed under 37 CFR 1.53 and
35 U.S.C. 111 with a request for priority under 35 U.S.C. 120
without the need for a decision on the petition.

Should an error in inventorship in a parent application be

discovered when preparing to file a continuing application,
the continuing application maybefiled with the correct inven-
tive entity without the need for a petition under 37 CFR
1.48(a) in the parent or continuing application provided the
parent application is to be abandoned on filing the continuing
application. The continuing application must be diligently
filed either under 35 U.S.C. 111 or under 37 CFR 1.60 or
37 CFR 1.62 where inventors are not to be added and where
the parent application is a complete application under
37 CFR 1.51(a) and any petition under 37 CFR 1.47 hasbeen
granted.
The continuing application may be filed under 37 CFR 1.60
and 37 CFR 1.62 where inventors are to be added provided a
petition under 37 CFR 1.48(a) is submitted in the continuing
application on the day the application is filed (later submis-
sion of the petition will cause an improper filing) and when
the parent application is a complete application under
37 CFR 1.51(a). However, since a new oath or declaration
wouldbe required, it is preferred to file a newly executed con-
tinuing application under 37 CFR 1.53 with the correct inven-
tors. In such a case, no petition under 37 CFR 1.48 would be
required in the continuing application.

An inventorship error discovered while prosecuting a con-
tinuing application that occurred in both an abandoned par-
ent application and the continuing application can be cor-
rected in both applications by filing a single petition in the
continuing application (e.g., A + B named in parent, B + C
named in continuing application, actual inventorshipis C +D

thereby eliminating inventorship overlap and resulting loss of
priority claim under 35 U.S.C. 120 if error is not corrected in
abandoned parent application as well as in continuation appli-
cation).

9 2.13 Correction of Inventorship Under 37 CFR 1.48(a), Insufficient
The petition to correct the inventorship of this application under
37 CFR 1.48(a) is deficient because [1}

Examiner Note:

1. This paragraph should only be used in response to requests to correct
an error in the naming of the proper inventors. If the request is merely to
delete an inventor because claims were canceled or amended such that the
deleted inventor is no longer an actual inventor of any claim in the
application, use paragraph 2.13.1 instead of this paragraph.

2. A primary examiner may pot decide the petition if:

(a) the petition is also accompanied by a petition under 37 CFR 1.183
requesting waiver of one of the requirements explicitly set forth in 37 CFR
1.48(a) (typically a refusal of one of the original named inventors to execute
the required statement of facts) - the petition for correction of inventorship
and request for waiver of the rules should be forwarded to the Supervisory
Petitions Examiner in the Office of the Deputy Assistant Commissioner for
Patents; or

(b) it represents an attempt to effect a second conversion under
37 CFR 1.48(a) - the second attempt must be returned to the group director

3. Inseri one or more of the following reasons in the bracket:

“the statement of facts by the originally named inventor or inventorsis
insufficient.” (explanation required, e.g., the statement of factsfails to explain
how the inventorship error occurred in view of the review of the specification
including the claims and understanding thereof by the original named
inventors when executing the oath or declaration under 37 CFR 1.63, which
is set forth therein);

“an oath or declaration by each actual inventor or inventors has not been
submitted”;

“it lacks the required fee under 37 CFR 1.17(h)”’;
“it lacks the written consent of any assignee”;
“the amendment has not been diligently filed” (explanation required).

1 2.13.1 Correction of Inventorship Under 37 CFR 1.48(), Insufficient
The petition requesting the deletion of an inventor in this application
under 37 CFR 1.48(b) is deficient because [1]

Examiner Note: o

1. This paragraph should only be used when the inventorship was
previously correct but an inventor is being deleted because claims have been
amended or canceled such that he or she is no longer an inventor of any
remaining claim in the application. If the inventorship is being corrected
because of an error in naming the correct inventors, use paragraph 2.13
instead of this paragraph.

Potential rejections
- A rejection under 35 U.8.C. 102(f) or (g) must be considered if the
petition is denied.
~ The grant or denial of the petition may result in the loss of inventorship
overlap between a parent application and a continuing application and an
inability to claim benefit in the continuing application of the parent
applications filing date under 35 U.S.C. 120, Intervening references must
then be considered.
2. Insert one or more of the following reasons in the bracket:
“the petition has not been diligently filed” (explanation required).;
“the petition lacks the statement required under 37 CFR 1.48(b){1)";
“it lacks the required fee under 37 CFR 1.17(h)".
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9 2.13.2 Correction of Inventorship Under 37 CFR 1.48(c), Insufficient
The petition to correct the inventorship in this application under 37 CFR
1.48(c) requesting addition of an inventor(s) is deficient because [1]

Examiner Note:
See paragraph 2.13

1 2.14 Correction of Inventorship Sufficient

In view of the papers filed [1], it has been found that this application, as
filed, through error and without any deceptive intent, improperly set forth the
inventorship, and accordingly, this application has been corrected in
compliance with 37 CFR 1.48. The inventorship of this application hasbeen

changed by [2].

Examiner Nete:
Inbracket 2, insert explanation of correction made, including addition or
deletion of appropriate names.

For correction of inventorship in a patent, see 37 CFR
1.324 MPEP § 1481.

37 CFR 1.48(b)

37 CFR 1.48(b) provides for deleting the names of persons
originally properly included as inventors, but whose invention
isnolongerbeing claimed in the application. Such a situation
would arise where claims have been amended or deleted be-
cause they are unpatentable or as aresult of a requirement for
restriction of the application to one invention, or for other
reasons. A petition under 37 CFR 1.48(b) to delete an inven-
tor would be appropriate prior to an action by the examining
group where it isdecided not to pursue particular aspects of
an invention attributable to some of the original named in-
ventors. However, a petition under 37 CFR 1.48(b)isnotan
available means to avoid execution of the application as
originallyfiled under 37 CFR 1.53(b) situations. Public Law
98-622 and 37 CFR 1.48(b) change the result reached in
Ex parte Lyon, 146 USPQ 222, 1965 C. D. 362 (Bd. App.
1964). 37 CFR 1.48(b) requires only a petition and fee with
the petition including a statement identifying each named
inventor who is being deleted and acknowledging that the
inventor’s invention is no longerbeing claimed in the appli-
cation. The amendment would have to be diligently made
under 37 CFR 1.48(b). The statement may be signed by
applicant’s registered attorney or agent who then takes full
responsibility for ensuring that the inventor is not being im-
properly deleted from the application. Written consent of
any assignee is not required for petitions filed under
37 CFR 1.48(b).

When any correction or change is effected, the file should
be sent to the Application Division for revision of its records
and the change should be noted on the original oath or dec-
laration by writing in red ink in the left column “See Paper
No. __for inventorship changes”. See MPEP § 605.04(g).

201.06
37 CFR 1.48(c)

37 CFR 1.48(c) provides for the situation where an appli-
cation discloses unclaimed subject matter by an inventor or
inventors not named in the application as filed. In such a situ-
ation, the application may be amended pursuant to 37 CFR
1.48(a) to add claims to the subject matter and also to name
the correct inventors for the application. The claims would be
added by an amendment and, in addition, an amendment pur-
suant to 37 CFR 1.48(a) would be required to correct the in-
ventors named in the application. Any claims added to the
application must be supported by the disclosure as filed and
cannot add new matter.

201.04 Parent Application

The term “parent” is applied to an earlier application ofan
inventor disclosing a given invention. Such invention may or
may not be claimed in the first application. Benefit of the fil-
ing date of copending parent application may be claimed un-
der 35 U.S.C. 120.

201.04(a) Original Application

“Original” is used in the patent statute and rules to refer
to an application which is not a reissue application. An original
application may be a “first” filing or a continuing application.

201.05 Reissue Application

A reissue application is an application for a patent to take
the place of an unexpired patent that is defective in some one
or more particulars. A detailed treatment of reissues will be
found in chapter 1400.

201.06 Division Applicatien

Alater application for a distinct or independent invention,
carved out of a pending application and disclosing and claim-
ing only subject matter disclosed in the earlier or parent appli-
cation, is known as a divisional application or “division.” It
may be filed pursuant to 37 CFR 1.53, 37 CFR 1.60 or 37 CFR
1.62. Both must have at least one common applicant. The
divisional application should set forth only that portion of the
earlier disclosure which is germane to the invention as
claimed in the divisional application.

In the interest of expediting the processing of newly filed
divisional applications, filed as a result of a restriction re-
quirement, applicants are requested to include the appropri-
ate Patent and Trademark Office classification of the division-
al application and the status and location of the parent appli-
cation, on the papers submitted. The appropriate classifica-
tion for the divisional application may be found in the Office
communication of the parent case wherein the requirement
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201.06(a)

was made. It is suggested that this classification designation
be placed in the upper right hand corner of the letter of trans-
mittal accompanying these divisional applications.

Use Form Paragraph 2.01 to remind applicant of possible
division status.

9 2.01 Definition of Division

This application appears to be adivision of application Serial No. [1] filed
[2]. Alater application for a distinct orindependentinvention, carved out ofa
pending application and disclosing and claiming only subject matter disclosed
in the earlier or parent application, is known as a divisional application or
“division”. The divisional application should set forth only that portion of the
earlier disclosure which is germane to the invention as claimed in the
divisional application.

Examiner Note:
[1] In bracket 1, insert the serial No. of parent application.
[2] In bracket 2, insert the filing date of parent application.

A design application may be considered to be a division of
a utility application, and is entitled to the filing date thereof if
the drawings of the earlier filed utility application show the
same article as that in the design application sufficiently to
comply with 35 U.S.C. 112, first paragraph. However, sucha
divisional design application may only be filed under the pro-
cedure set forth in 37 CFR 1.53, not under 37 CFR 1.60 or
37 CFR 1.62. See MPEP § 1504.20.

While a divisional application may depart from the
phraseology used in the parent case there may be no depar-
ture therefrom in substance or variation in the disclosure that
would amount to “new matter” if introduced by amendment
into the parent case. Compare MPEP § 201.08 and § 201.11.

For notation to be put on the file wrapper by the examiner
in the case of a divisional application, see MPEP § 202.02.

201.06(a) Division-Continuation Program

37 CFR 1.60. Continuation or divisional application for invention
disclosed in a prior application

(a) [Reserved]

(b) An applicant may omit signing of the oath or declaration in a
continuation or divisional application (filed under the conditions specified in
35 U.S.C. 120 or 121 and § 1.78(a)) if: (1) the prior application was a
complete application as set forth in in § 1.51(a), (2) applicant indicates that
the application is being filed pursuant to this section and files a true copy of
the prior complete application as filed including the specification (with
claims), drawings, oath or declaration showing the signature or an indication
it was signed, and any amendments referred to in the oath or declaration filed
to complete the prior application, (3) the inventors named in the continuation
or divisional application are the same or less than all the inventors namced in
the prior application, and (4) the application is filed before the patenting or
abandonment of or termination of proceedings on the prior application. The
copy of the prior application must be accompanied by a statement that the
application papers filed are a true copy of the prior application and that no
amendments referred to in the oath or declaration filed to complete the prior
application introduced new matter therein. Such statement must be by the
applicant or applicant’s attorney or agent and must be a verified statement if
made by a person not registered to practice before the Patent and Trademark

Office. Only amendments reducing the number of claims or adding a
reference to the prior application (§ 1.78(a)) will be entered before
calculating the filing fee and granting of the filing date. If the continuation or
divisional application is filed by less than all the inventors named in the prior
application, a statement must accompany the application when filed
requesting deletion of the names of the person or persons who are not
inventors of the invention being claimed in the continuation or divisional
application. Except as provided in paragraph (d) of this section, if a true copy
of the prior application as filed is not filed with the application or if the
statement that the application papers are a true copy is omitted, the
application will not be given a filing date earlier than the date upon which the
copy and statement are filed, unless a petition with the fee set forth in
§ 1.17(i)(1) is filed which satisfactorily explains the delay in filing these items.

(c) If an application filed pursuant to paragraph (b) of this section is
incomplete for reasons other than those specified in paragraph of thissection,
applicant will be notified and given a time period within which to complete the
application in order to obtain a filing date as of the date of filing the omitted
item provided the omitted item is filed before patenting or abandonment of or
termination of proceedings on the prior application. If the omission is not
corrected within the time period set, the application will be returned or
otherwise disposed of; the fee, if submitted, will be refunded less the handling
fee set forth in § 1.21(n).

(d) If an application which has been accorded a filing date pursuant to
paragraph (a) of this section does not include the appropriate basic filing fee
pursuant to paragraph (b) of this section, or an oath or declaration by the
applicant in the case of a continuation-in—part application pursuant to
paragraph (c) of this section, applicant will be so notified and given a period of
time within which to file the fee, oath, or declaration and to pay the surcharge
as set forth in § 1.16(e) in order to prevent abandonment of the application.
The notification pursuant to this paragraph may be made simultaneously with
any notification of a defect pursuant to paragraph (a) of this section.

37 CFR 1.60 PRACTICE

The 37 CFR 1.60 practice was developed to provide a pro-
cedure for filing a continuation or divisional application
where hardships existed in obtaining the signature of the in-
ventor on such an application during the pendency of the
prior application. It is suggested that the use of the 37 CFR
1.60 practice be limited to such instances in view of the addi-
tional work required by the Office to enter preliminary
amendments. If no hardship exists in obtaining the signature
of the invéntor, the application should be filed under 37 CFR
1.53, not under 37 CFR 1.60. It is pointed out that a continua-
tion or divisional application may be filed under 37 CFR 1.53,
37 CFR 1.60, or 37 CFR 1.62.

37 CFR 1.60 practice permits persons having authority to
prosecute a prior copending application to file a continuation
or divisional application without requiring the inventor to
again execute an oath or declaration under 35 U.S.C. 115, if
the continuation or divisional application is an exact copy of
the prior application as executed and filed. It is not necessary
tofile a new oath or declaration which includes a reference to
the non-filing of an application for an inventor’s certificate in
37 CFR 1.60 applications filed after May 1, 1975. Likewise, it
is not necessary to have the inventor sign a new oath or decla-
ration merely to include a reference to the duty of disclosure
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if the parent application was filed prior to January 1, 1978, or
to indicate that the inventor has reviewed and understands
the contents of the application if the parent application was
filed prior to October 1, 1983.

Where the immediate prior application was not signed
(for example, where it was filed under the former 37 CFR
1.147 or current 37 CFR 1.60 or 37 CFR 1.62 practice), a copy
of the most recent application having a signed oath or declara-
tion in the chain of copending prior application under
35 U.S.C. 120 must be used.

The basic corcept of 37 CFR 1.60 practice is that since the
inventor has already made the affirmation required by
35U.S.C. 115, it is not necessary to make another affirmation
in a later application that discloses and claims only the same
subject matter. It isfor this reason that a 37 CFR 1.60 applica-
tion must be an exact duplicate of an earlier application ex-
ecuted by the inventor. It is permissible to retype pages to
provide clean copies.

37 CFR 1.60 APPLICATION CONTENT

As mentioned previously, a 37 CFR 1.60 application must
consist of a copy of an executed application as filed (specifica-
tion, claims, drawings, and oath or declaration). The applica-
tion must also include a clear indication that a filing under
37 CFR 1.60 is desired. The use of transmittal form PTO/
SB/13 is urged since it acts as a checklist for both applicant
and the Office and includes a specific request for an applica-
tion under 37 CFR 1.60. K an application is filed under
37 CFR 1.60, all requirements of that rule must be met.

Although a copy of all original claims in the prior applica-
tion must appear in the 37 CFR 1.60 application, some of the
claims may be canceled by request in the 37 CFR 1.60 applica-
tion in order to reduce the filing fee (see form PTO/SB/13,
item 5). Any preliminary amendment presenting.additional
claims (claims not in the prior application as filed) should ac-
company the request for filing an application under 37 CFR
1.60, but such an amendment will not be entered until after
thefiling date has been granted. Any claims added by amend-
ment should be numbered consecutively beginning with the
number next following the highest numbered original claim in
the prior executed application. Amendments made in the
prior application do not carry over into the 37 CFR 1.60 appli-
cation. Any preliminary amendment should accompany the
37 CFR 1.60 application and be directed to “the accompany-
ing 37 CFR 1.60 application” and not to the prior application.
Applicants should submit preliminary amendments on filing
or promptly thereafter to assure examiner consideration
when the 37 CFR 1.60 application is picked up for examina-

tion.

201.06(a)

All application copies must comply with 37 CFR 1.52 and
must be on paper which permits entry of amendments there-
on in ink.

A copy of the application must be prepared and submitted
by the applicant, or his or her attorney or agent, and include a
statement that it is a true copy. The copy of the oath or decla-
ration need not show a copy of the inventor’s or notary’s sig-
nature provided that all other data is shown and an indication
is made on the oath or declaration that the oath or declaration
hasbeen signed. For example, if the inventor’s or notary’s sig-
nature is not shown on the copy of the oath or declaration, the
notation “/s/” may be added to the copy of the oath or decla-
ration on the line provided for the signature to indicate that
the original oath or declaration was signed.

In order to obtain a filing date under 37 CFR 1.60 a copy
of all pages of the application, including description, claims,
any drawings, and the statement that the application papers
are a true copy of the prior application are required to be sub-
mitted. If all these items are not submitted, remedy is by way
of petition under 37 CFR 1.60(b) and payment of the fee un-
der 37 CFR 1.17(i)(1). Paragraph (d) of 37 CFR 1.60 which was
added effective Jan. 4, 1993, provides for the filing fee and/or
true copy of the oath or declaration from the prior application
to be filed on a date later than the filing date with payment of
the surcharge set forth in 37 CFR 1.16(e).

Claims for priority rights under 35 U.S.C. 119 must be
made in 37 CFR 1.60 applications if it is desired to have the
foreign priority data appear on the issued patent. In re Van
Esdonk, 187 USPQ 671 (Comm’r Pat. 1975). Reference should
be made to certified copies filed in a prior application if re-
liance thereon is made.

If the claims presented by amendment in a 37 CFR 1.60
application are directed to matter shown and described in the
prior application but not substantially embraced in the state-
ment of invention or claims originally presented, the appli-
cant should file a supplemental oath or declaration under
37 CFR 1.67 as promptly as possible.

In view of the fact that 37 CFR 1.60 applications are lim-
ited to continuations and divisions, no new matter may be in-
troduced in a 37 CFR. 1.60 application, 35 U.S.C. 132. Conti-
nuation-in-part applications may only be filed under 37 CFR
1.53 or 37 CFR 1.62.

A statement to the effect that the submitted copy is be-
lieved to be a true copy of the prior application as filed to the
best of his or her information and belief is sufficient, if an ex-
planation is made as to why the statement must be based only
on belief.
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201.06(a)

If the 37 CFR 1.60 application is being filed by less than all
the inventors named in the prior application, a statement must
accompany the application, when it is filed, requesting deletion
of the names of the person or persons who are not inventors of
the invention being claimed in the 37 CFR 1.6 application. For
example, this situation could occur when a divisional application
is being filed directed to one of the inventions disclosed and
claimed in the prior application. No petition under 37 CFR 148
for correction of inventorship is required when filing under
37 CFR 1.60 unless there was an error in the omission of a
named inventor in the prior application which was not cor-
rected prior to the filing of the 37 CFR 1.60 application.

If the inventorship shown on the original oath or decla-
ration has been changed and approved during the prosecu-
tion of the prior application, the 37 CFR 1.60 application
papers must indicate such a change has been made and ap-
proved by providing a copy of the petition for correction of
inventorship under 37 CFR 1.48 in order that the changed
inventorship may be indicated in the 37 CFR 1.60 applica-
tion. The 37 CFR 1.60 application papers should also in-
clude any additions or changes in an inventor’s citizenship,
residence or post office address made and approved in the
prior application.

If small entity status has been established in a parent
application, it is not necessary to again file a verified state-
ment under 37 CFR 1.27 if the small entity status is desired in
a37CFR 1.60 application. The 37 CFR 1.60 application must,
however, include a reference to the verified statement in the
parent application if the small entity, status is still proper and
desired (37 CFR 1.28(a)).

If the parent application was filed by other than the inven-
tor under 37 CFR 1.47, a copy of all the petition papers filed
under 37 CFR 1.47 must also be filed.

FORMAL DRAWINGS REQUIRED

Formal drawings are required in 37 CFR 1.60 applications
asin other applications. Areguestto transfer drawings froma
prior application does not relieve the applicant from the obli-
gation to file a copy of the drawings originally filed in the prior
application. If informal drawings are filed with the applica-
tion papers, the examiner should use Form Paragraph 2.02for
formal drawing requirement.

§ 2.02 37 CFR 1.60 Drawing Requirement

This application, filed under 37 CFR 1.60, lacks formal drawings. The
informal drawings filed in this application are acceptable for examination
purposes. When the application is allowed, applicant will be required either
to submit new formal drawings or to request transfer of the formal drawings
from the abandoned parent application.

Any drawing corrections requested but not made in the
prior application should be repeated in the 37 CFR 1.60
application if such changes are still desired.

Use Form Paragraph 2.04 for instructions to applicant where
drawing corrections have been requested in the parent appli-
cation.

9 2.04 Correction of Drawings in 37 CFR 1.60 Cases

The drawings in this application are objected to by the Draftsman as
informal. Any drawing corrections requested but not made in the prior
application should be repeated in this application if such changes are still
desired. If the drawings were changed during the prosecution of the prior
application, such drawings may be transferred. However, a copy of the

drawings as originally filed must be included in the 37 CFR 1.60 application
papers to indicate the original content.

Examiner Note:
Use Form Paragraphs 6.39 and 6.40 with this paragraph.

COPIES OF AFFIDAVITS

Affidavits and declarations, such as those under 37 CFR
1.131 and 37 CFR 1.132 filed during the prosecution of the
prior application do not automatically become a part of the
37CFR 1.60 application. Where it is desired to rely on an ear-
lier filed affidavit, the applicant should make such remarks of
record in the 37 CFR 1.60 application and include a copy of
the original affidavit filed i the prior application.

Use Form Paragraph 2.03 for instructions to applicant con-
cemning affidavits and declarations in the parent application.

1 2.03 Affidavits and Declarations in Parent Application

Applicant refers to an affidavit filed in the parent application, Affidavits
and declarations, such as those under 37 CFR 1.131 and 37 CFR 1.132, filed
during the prosecution of the parent application do not automatically become
a part of this application. Where it is desired to rely on an earlier filed
affidavit, the applicant should make the remarks of record in the later

application and include a copy of the original affidavit filed in the parent
application.

ABANDONMENT OF THE PRIOR APPLICATION

Under 37 CFR 1.60 practice the prior application is not an-
tomatically abandoned upon filing of the 37 CFR 1.60 applica-
tion. If the prior application is to be expressly abandoned,
such a paper must be signed in accordance with 37 CFR 1.138.
Aregistered attorney or agent not of record acting in a repre-
sentative capacity under 37 CFR 1.34(a) may also expressly
abandon a prior application as of the filing date granted to a
continuing application when filing such a continuing applica-
tion.

If the prior application which is to be expressly aban-
doned has a notice of allowance issued therein, the prior
application can become abandoned by the nonpayment of
the issue fee. However, once an issue fee has been paid in
the prior application, even if the payment occurs following
thefiling of a continuation application under 37 CFR 1.60,a
petition to withdraw the prior application
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