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Errors in a patent may be corrected in four ways, namely
(1) by reissue, (2) by the issuance of a certificate of correction
which becomes a part of the patent, (3) by disclaimer, and (4)
by reexamination.

1401 Reissue

35 U.S.C. 251. Reissue of defective patents.

Whenever any patent is, through error without any deceptive
intention, deemed wholly or parily inoperative or invalid, by reason of a
defective specification or drawing, or by reason of the patentee claiming
more or less than he had a right to claim in the patent, the Commissioner
shall, on the surrender of such patent and the payment of the fee required
by law, reissue the patent for the invention disclosed in the original patent,
and in accordance with a new and amended application, for the unexpired
part of the term of the original patent. No new matter shall be introduced
into the application for reissue.

The Commissioner may issue several reissued patents for distinct and
separate parts of the thing patented, upon demand of the applicant, and upon
payment of the required fee for a reissue for each of such reissued patents.

The provisions of this title relating to applications for patent shall be
applicable to applications for reissue of a patent, except that application for
reissue may be made and sworn to by the assignee of the entire interest if the
application does not seek to enlarge the scope of the claims of the original
patent.

No reissued patent shall be granted enlarging the scope of the claims of
the original patent unless applied for within two years from the grant of the
original patent.

1402 Grounds for Filing

The most common bases for filing a reissue application
are (1) the claims are too narrow or too broad; (2) the disclo-
sure contains inaccuracies; (3) applicant failed to or incorrect-

" ly claimed foreign priority; (4) applicant failed to make refer-

ence to or incorrectly made reference to prior copending
applications.

An attorney’s failure to appreciate the full scope of the
invention was held to be an error correctable through reissue
in In re Wilder, 222 USPQ 369 (Fed. Cir. 1984). The Patent and
Trademark Board of Appeals held in Ex parte Scudder,
169 USPQ 814, 815 (Bd. App. 1971) that 35 U.S.C. 251 autho-
rizes reissue application to correct misjoinder of inventors
where 35 U.S.C. 256 is inadequate. Reissue may no longerbe
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necessary under the facts in Ex parte Scudder in view of
35U.S.C. 116 as amended effective November 8,1984 by Pub-
lic Law 98-622 which provides, inter alia,

“Inventors may apply for a patent jointly even though . ..
. (3) each did not make a contribution to the subject matter of
every claim in the patent.”

Note 37 CFR 1.45asamended effective May 8, 1985 (Fed-
eral Register, Vol. 50, No. 45, 9368, 9369, 9379, March 7,
1985).

The correction of misjoinder of inventors in divisional re-
issues hasbeen held to be a ground for reissue: Ex parte Scud-
der, 169 USPQ 814 (Bd. App. 1971). The filing of a reissue
application may not be necessary if the only change is to cor-
rect the inventorship since this can be accomplished under
the provisions of 35 U.S.C. 256 and 37 CFR 1.324.

Areissue was granted in Brennerv, State of Israel, 862 O.G.
661, 158 USPQ 584 (D.C. Cir. 1968), where the only ground
urged was failure to file a certified copy of the original foreign
application to obtain the right of foreign priority under
35 U.S.C. 119 before the patent was granted.

Correction of failure to adequately claim priority in an
earlier filed copending U.S. Patent application was held a
proper ground for reissue in Sampson v. Commr. of Pats.,
195 USPQ 136, 137 (D.D.C. 1976). Reissue applicant’s fail-
ure to timely file a divisional application is not considered
to be error causing a patent granted on elected claims to be
partially inoperative by reason of claiming less than they
had a right to claim; and thus such applicant’s error is not
correctable by reissue of the original patent under
35 U.S.C. 251: In re Orita, Yohagi, and Enomoti, 193 USPQ
145, 148 (CCPA 1977); see also In re Mead, 581 F.2d 257,
198 USPQ 412 (CCPA 1978), In re Watkinson, 14 USPQ2d
1407 (Fed. Cir. 1990). ‘

1403 Diligence in Filing

When a reissue application is filed within 2 years from
the date of the original patent, a rejection on the grounds
of lack of diligence or delay in filing the reissue should not
normally be made, in the absence of evidence to the con-
trary: Ex parte Lafferty, 190 USPQ 202 (Bd. App. 1975); but
see Rohm & Haas Co. v. Roberts Chemical Inc., 142 F.Supp.
499, 110 USPQ 93 (S.W. Va. 1956) reversed on other
grounds 245 F.2d 693, 113 USPQ 423 (4th Cir. 1957).

However, as stated in the fourth paragraph of 35 U.S.C.
251,

No reissue patent shall be granted enlarging the scope
of the claims of the original patent unless applied for with-

in two years from the grant of the original patent. See
MPEP § 1412.03 for broadening reissue practice.

Note In re Bennett, 226 USPQ 413, 416 (Fed. Cir, 1985); In
re Fotland, 128 USPQ 193 (Fed. Cir. 1985).

A reissue filed on the 2-year anniversary date is consid-
ered filed within 2 years: see Switzer & Ward v. Sockman &
Brady, 142 USPQ 226 (CCPA 1964) for a similar rule in inter-
ferences.

A reissue application can be granted a filing date without
an oath or declaration, or the filing fee being present in accor-
dance with 37 CFR 1.53. Applicant will be given a period of
time to provide the missing parts and to pay the surcharge un-
der 37 CFR 1.16(e). See MPEP § 1410.01.

1404 Submission of Papers Where Reissue Patent
Is in Litigation

Applicants and protestors (see MPEP § 1901.03) sub-
mitting papers for entry in reissue applications of patents
involved in litigation are requested to mark the outside en-
velope and the top right-hand portion of the papers with
the words “REISSUE LITIGATION” and with the Office
or group art unit of the Patent and Trademark Office in
which the reissue application is located; e.g., Assistant
Commissioner for Patents, Board of Patent Appeals and
Interferences, Examining Group, Office of Publications,
etc. Protestor’s participation, including the submission of
papers, is limited in accordance with 37 CFR 1.291(c). Any
“Reissue Litigation” papers mailed to the Office should be
so marked and mailed to Box 7, Commissioner of Patents
and Trademarks, Washington, D.C. 20231. The markings
preferably should be written in a bright color with a felt
point marker. Papers marked “REISSUE LITIGATION”
will be given special attention and expedited handling. See

- MPEP § 1442.01 through § 1442.04 for examination of liti-

gation related applications.
1410 Content of Reissue Application

37 CFR 1.171. Application for reissue.

An application for reissue must contain the same parts required for
an application for an original patent, complying with all the rules relating
thereto except as otherwise provided, and in addition, must comply with
the requirements of the rules relating fo reissue applications. The
application must be accompanied by a certified copy of an abstract of title
or an order for a fitle report accompanied by the fee set forth in
§ 1.19(b)(4), to be placed in the file, and by an offer to surrender the
original patent (§ 1.178).

Applicants for reissue are required to file a reissue oath
or declaration which, in addition to complying with 37 CFR
1.63, must comply with 37 CFR 1.175. The oath or declaration
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or filing fee may be submitted after the filing date under
37 CFR 1.53.

1410.01 Reissue Applicant, Oath or Declaration,
and Assent of All Assignees

37 CFR 1.172. Applicants, assignees.

(a) A reissue oath must be signed and sworn to or declaration made by
the inventor or inventors except as otherwise provided (see §§ 1.42, 1.43,
1.47), and must be accompanied by the written assent of all assignees, if any,
owning an undivided interest in the patent, but a reissue oath may be made
and sworn to or declaration made by the assignee of the entire interest if the
application does not seek to enlarge the scope of the claims of the original
patent.

(b) A reissue will be granted to the original patentee, his legal
representative or assigns as the interest may appear.

The reissue oath must be signed and sworn to or declara-
tion made by all the inventors except as otherwise provided in
37 CFR 1.42, 1.43, and 1.47 (sce MPEP § 409). Where the re-
issue application does not seek to enlarge the scope of any of
the claims of the original patent, the reissue oath may be
made and sworn to or declaration made by the assignee of the
entire interest.

The reissue oath or declaration must be accompanied by
the written assent of all assignees. 35U.S.C. 111and 37 CFR
1.53 provide, however, for according an application a filing
date if filed with a specification, including claim(s), and any
required drawings. Thus, where an application is filed without
an oath or declaration, or without the assent of all assignees, if
the application otherwise complies with 37 CFR 1.53(b) and
the reissue rules, the Application Branch will send out a no-
tice of missing parts setting a period of time for filing the miss-
ing part and for payment of any surcharge required under
37 CFR 1.53(d) and 1.16(e). The surcharge is required be-
cause, until the assent is filed, the reissue oath or declaration
is defective, since it is not apparent that the signatures there-
on are proper absent an indication the assignees have ass-
ented to the filing. See MPEP § 324 for additional require-
ments of 37 CFR 3.73(b) for assignee seeking to take action.

Where no assignee exists, applicant should affirmatively
state that fact. If the file record is silent as to the existence of
an assignee, it will be presumed that no assignee exists. Such
presumption should be set forth by the examiner in the first
Office action alerting applicant to the requirement. It should
be noted that the mere filing of a small entity statement in no
way relieves applicant of this requirement.

Where the written assent of all the assignees to the filing
of the reissue application cannot be obtained, applicant may
under appropriate circumstances petition to the Office of
the Deputy Assistant Commissioner for Patents (MPEP

1411

§ 1002.02(b)) for a waiver under 37 CFR 1.183 with fee
(37 CFR 1.17(b)) of the requirement of 37 CFR 1.172, to per-
mit the acceptance of the filing of the reissue application.

The reissue application can then be examined, but will
notbe allowed or issued without the assent of all the assignees
as required by 37 CFR 1.172; N. B. Fassett, 11 O.G. 420, 1877
C.D. 32; James D. Wright, 10 O.G. 587, 1876 C.D. 217, 218.

Form paragraph 14.15 may be used to indicate that the
consent of the assignee is lacking.

§ 14.15 Consent of Assignee To Reissue Lacking

This application is objected to under 35 U.S.C. 251 as lacking the
written consent of all assignees owning an undivided interest in the patent.
The consent of the assignee must be in compliance with 37 CFR 3.73(b). See
MPEP § 324.

The examiner must inspect the abstract of the title to de-
termine whether 37 CFR 1.172 has been complied with (note
MPEP § 201.01).

The reissue will be granted to the original patentee, his or
her legal representatives or assigns as the interest may ap-
pear.

1411 Form of Specification

37 CFR 1.173. Specification.

The specification of the reissue application must include the entire
specification and claims of the patent, with the matter to be omitted by reissue
enclosed in square brackets; and any additions made by the reissue must be
underlined, so that the old and the new specifications and claims may be
readily compared. Claims should not be renumbered and the numbering of
claims added by reissue should follow the number of the highest numbered
patent claim. No new matter shall be introduced into the specification.

The file wrappers of all reissue applications are stamped
“REISSUE?” above the Serial Number on the front of the file.
“Reissue” also appears below the Serial Number on the
printed label on the file wrapper.

Cut-up soft copies of the original patent, with only a
single column of the printed patent securely mounted on a
separate sheet of paper, may be used in preparing the reissue
specification and claims tobe filed. It should be noted, howev-
er, that amendments to the reissue application should not be
prepared in this way. Afterfiling, the specification and claims
in the reissue application must be amended by either (1) sub-
mitting a copy of a portion of the description or an entire claim
with all matter to be deleted from the patent being placed be-
tween brackets and all matter to be added to the patent being
underlined, or (2) indicating the exact word or words to be
stricken out or inserted and the precise point where the dele-
tion or insertion is to be made must be specified in the amend-
ment as provided in 37 CFR 1.121(e)and (a). However, inser-
tions or deletions to the patent specification or claims made
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prior to filing should be underlined or bracketed, respectively,
as indicated in 37 CFR 1.173.

Examples of the form for a twice-reissued patent is found
in Re. 23,558 and Re. 28,488.

Entire words or chemical formulas must be shown as be-
ing changed. Change in only a part of a word or formula is not
permitted. Deletion of chemical formula should be shown by
brackets which are substantially larger and darker than any in
the formula.

1411.01 Certificate of Correction or Disclaimer in
Original Patent

The applicant should include any changes, additions, or
deletions that were made by a Certificate of Correction to the
original patent grant in the reissue application without under-
lining or bracketing. The examiner should also make certain
that all Certificate of Correction changes have been properly
incorporated into the reissue application.

Certificate of Correction changes and disclaimer of
claim(s) under 37 CFR 1.321(a) should be made before reis-
sue changes without using underlining or brackets. Since
these are part of the original patent and were made before the
reissue was filed, they should show up in the printed reissue
document as part of the original patent; i.e., not in italics or
bracketed. If the changes are extensive and/or applicant has
submitted them improperly with underlining and brackets, a
clean copy of the specification with Certificate of Correction
changes in it may be requested by the examiner.

1411.02 New Matter

New matter, that is, matter not present in the patent
sought to be reissued, is excluded from a reissue application in
accordance with 35 U.S.C. 251

The claims in the reissue application must also be for
matter which the applicant had the right to claim in the
original patent. New matter may exist by virtue of the
omission of a feature or of a step in a method. See United
States Industrial Chemicals, Inc. v. Carbide & Carbon Chemi-
cals Corp., 315 U.S. 668, 53 USPQ 6 (1942).

1412 Content of Claims

The content of claims in a reissue application is some-
what limited as indicated in MPEP § 1412.01 through
MPEP § 1412.03.

1412.01 Reissue Claims Must Be for Same
General Invention

The reissue claims must be for the same invention as that
disclosed as being the invention in the original patent, as re-
quired by 35 U.S.C. 251. This doesnot mean that the invention
claimed in the reissue must have been claimed in the original
patent, although this is evidence that applicants considered it
their invention. The entire disclosure, not just the claim, is
considered in determining what the patentee objectively in-
tended as his invention. The proper test is set forth in fn re
Rowand, 526 F.2d 558, 560, 187 USPQ 487, 489 (CCFPA 1975),
requiring “an essentially factual inquiry confined to the objec-
tive intent manifested by the original patent.” See also In re
Mead, 581 F.2d 257, 198 USPQ 412 (CCPA 1978). There
should be something in the original patent evidencing that
applicant intended to claim or that applicant considered the
material now claimed to be his or her invention.

1412.02 Recapture of Canceled Subject Matter

A reissue will not normally be granted to “recapture”
claimed subject matter deliberately canceled in an application
to obtain a patent: In re Willingham, 282 F.2d 353, 127 USPQ
211 (CCPA 1960). See also, In re Richman, 161 USPQ 359, 363,
364 (CCPA 1969); and In re Wadlinger, Kerr and Rosinski, 181
USPQ 826 (CCPA 1974). As pointed out by the CAFC in Ball
Corp. v. United States, 221 USPQ 289, 295 (Fed. Cir. 1984),

“The recapture rule bars the patentee from ac-
quiring, through reissue claims that are of the same
or broader scope than those claims that were can-
celed from the original application. On the other
hand, the patentee is free to acquire, through reis-
sue, claims that are narrower in scope than the can-
celed claims. If the reissue claims are narrower
than the canceled claims, yet broader than the
original patent claims, reissue must be sought with-
in 2 years after the grant of the original patent.”

See MPEP § 1412.03.
1412.03 Broadening Reissue Claims

35U.S.C. 251 prescribes a 2~year limit for filing applica-
tions for broadening reissues:

“No reissue patent shall be granted enlarging the
scope of the original patent unless applied for within two
years from the grant of the original patent.”

A claim of a reissue enlarges the scope of the claims of
the patent if it is broader than such claims in any respect, even
though it may be narrower in other respects or in other words,
if it contains within its scope any conceivable apparatus or
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process which would not have infringed the original pat-

ents: In re Ruth, 278 F2d 729, 126 USPQ 155, 156;
47 CCPA 1016 (1960); In re Rogoff, 261 F.2d 601 120 USPQ
185, 186, 46 CCPA 733 (1958), and cases cited therein. A
claim broadened in one limitation is a broadened claim
even though it may be narrower in other respects.

In areissue application, filed within 2 years of the original
patent grant, broadened claims may be presented even
though such claims were not submitted until more than 2
years after the patent grant and were broader in scope than
both the original patent claims and broadening reissue claims
originally submitted: In re Doll, 164 USPQ 218, 220 (CCPA
1970). The Federal Circuit allowed corrective filing of a decla-
ration executed by the inventor as required by 35 U.S.C. 251
more than 2 years after the patent grant, in an attempted
broadening reissue filed and executed within the 2 years by
the assignee: In re Bennett, 226 USPQ 413, 416 (Fed. Cir.
1985). Note In re Fotland, 228 USPQ 193 (Fed. Cir. 1985):
A reissue, filed under the prior 37 CFR 1.175(a)(4) practice
within 2 years after the patent grant, does not comply with
35 U.S.C. 251 and does not provide basis for seeking to en-
large the scope of claims after the 2 years; applicant had not
indicated any intent to broaden within the 2 years.

A reissue application is considered filed within 2 years of
the patent grant if filed on the 2-year anniversary date of the
patent grant: see Switzer & Ward v. Sockman & Brady,
142 USPQ 226 (CCPA 1964) for a similar rule in interfer-
ences.

Form Paragraphs 14.12 and 14.13 may be used in rejec-
tions based on improper broadened reissue claims.

9 14.12 Rejection, 35 U.S.C. 251, Broadened Claims After Two Years
Claim [1] rejected under 35 U.S.C. 251 as being broadened in a reissve
application filed outside the two year statutory period. [2].

Examiner Note:
The claim limitations that broaden the scope should be identified and
explained in bracket 2. See MPEP § 706.03(x) and § 1412.03.

9 14.13 Rejection, 35 U.S.C. 251, Broadened Claims Filed By
Assignee

Claim [1] rejected under 35 U.S.C. 251 as being claims which have been
improperly broadened in a reissue application made and sworn to by the
assignee and not the patentee.

1413 Drawings

37 CFR 1.174. Drawings,

(a) The drawings upon which the original patent was issued may be used
in reigsue applications if no changes whatsoever are to be made in the
drawings. In such cases, when the reissue application is filed, the applicant
must submit a temporary drawing which may consist of a copy of the printed
drawings of the patent or a photoprint of the original drawings of the size
required for original drawing.

1414

(b) Amendments which can be made in a reissue drawing, that is,
changes from the drawing of the patent, are restricted.

If transfer of the patent drawings to the reissue appli-
cation is desired, a letter requesting transfer of the draw-
ings from the patent file should be filed along with the re-
issue application.

If transfer of the original drawing is contemplated, appli-
cant must submit a copy of the original drawing.

The drawings of the original patent may be used in lieu
of new drawings, provided that no alteration whatsoever is
to be made in the drawings, including canceling an entire
sheet.

When the reissue case is ready for allowance, the ex-
amining group makes the formal transfer of the original
drawing to the reissue case. See MPEP § 608.02(k). Addi-
tional sheets of drawings may be added, but no changes can
be made in the original patent drawings.

1414 Content of Reissue Qath or Declaration

37 CFR 1.175. Reissue oath or declaration.

(a) Applicants for reissue, in addition to complying with the
requirements of § 1.63, must also file with their applications a statement
under oath or declaration as follows:

(1) When the applicant verily believes the original patent to be wholly
or partly inoperative or invalid, stating such belief and the reasons why.

(2) When it isclaimed that such patent is so inoperative or invalid “by
reason of a defective specification or drawing,” particularly specifying such
defects.

(3) When it is claimed that such patent is inoperative or invalid “by
reason of the patentee claiming more or less than he had a right to claim in the
patent,” distinctly specifying the excess or insufficiency in the claims.

(4) [Reserved]

(5) Particularly specifying the errors relied upon, and how they arose
or occurred.

(6) Stating that said errors arose “without any deceptive intention” on
the part of the applicant.

(7) Acknowledging the duty to disclose to the Office all information
known to applicants to be material to patentability as defined in § 1.56.

(b) Corroborating affidavits or declarations of others may be filed and
the examiner may, in any case, require additional information or affidavits or
declarations concerning the application for reissue and its object.

The reissue oath or declaration is an essential part of a
reissue application and must be filed with the application or
within the time set under 37 CFR 1.53. The question of the
sufficiency of the reissue oath or declaration filed under
37 CFR 1.175 must in each case be reviewed and decided per-
sonally by the primary examiner (see MPEP § 1414.03).

Reissue oaths or declarations must point out very specifi-
cally what the defects are and how and when the errors arose,
and how and when errors were discovered. If additional de-
fects or errors are discovered after filing and during the ex-
amination of the application, a supplemental reissue oath or
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declaration must be filed pointing out such defects or errors
and how and when they arose and how and when they were
discovered. Any change or departure from the original speci-
fication or claims represents an “error” in the original patent
vnder 35 U.S.C. 251 and must be addressed in the original, or
a supplemental, reissue oath or declaration under 37 CFR
1.175. The statements in the oath or declaration must be of
facts and not conclusions. All reissue oaths, in addition to
complying with sections (a)(1) and (a)(2) and/or (a)(3), must
also comply with sections (a)(5), (a)X6), and (@)(7).

The reissue oath or declaration must, as stated in 37 CFR
1.175, also comply with 37 CFR 1.63, including making aver-
ments required by 37 CFR 1.63(b) that applicants for reissue
(1) have reviewed and understand the contents of the specifi-
cation, including the claims, as amended by any amendment
specifically referred to in the oath or declaration; (2) believe
the named inventor or inventors to be the original and the
first inventor or inventors of the subject matter which is

claimed and for which a patent is sought; and (3) acknowledge .

the duty to disclose to the Office all information known to the
person to be material to patentability as defined in 37 CFR
1.56 and 1.175(a)(7). See also MPEP § 602.

37 CFR 1.175 was amended effective July 1, 1982 (Federal
Register, supra) to eliminate paragraph (a)(4) and Office con-
sideration of the merits of “no defect” reissue applications
filed on or after July 1, 1982. Under amended 37 CFR 1.175,
an applicant for reissue will be required to file in the reissue
application a statement under oath or declaration specifically
averring a defect in the patent; e.g., “a defective specification
or drawing,” and/or an “excess or insufficiency in the claims.”

1414.01 Reissue Oath or Declaration Under
37 CFR 1.175 (a)(1), (a)(2), and (a)(3)

Reissue oaths or declarations, other than those filed un-
der former 37 CFR 1.175(a)(4), must comply with section
(a)(1) and the appropriate sections (a)(2) and/or (a)(3). All re-
issue oaths or declarations must, in addition, comply with sec-
tions (a)(5), (a)(6) and, if filed after July 1, 1982, with section
@)

Subsection (a)(1) requires a statement that “applicant
verily believes the original patent to be wholly or partly inop-
erative or invalid,” and in addition, “the reasons why.” Appli-
cant must acknowledge the existence of a defect in the specifi-
cation, drawings, or claims which causes the original patent to
be defective. In re Wilder et al., 222 USPQ 369 (Fed. Cir. 1984).
Subsection (a)(2) applies when it is claimed that such patent is
so inoperative or invalid “by reason of a defective specifica-
tion or drawing”; and requires applicant to particularly specify
such defects. Subsection (a)(3) applies when it is claimed that
such patent is inoperative or invalid “by reason of patentee

claiming more or less than he had a right to claim in the pat-
ent”; and requires applicant, in addition, to distinctly specify
the excess or insufficiency in the claims. Any change or de-
parture from the original specification or claims representsan
“error” in the original patent under 35 U.S.C. 251 and must
be addressed in the original or supplemental reissue oath or
declaration. The reissue oath or declaration should specify
how the reissue overcomes the defect in the original patent;
e.g., describe how the newly presented or amended claims dif-
fer from those of the original patent.

Form Paragraphs 14.01 and 14.14 (see MPEP § 1444) may
be used where the reissue oath or declaration does not state
why the patent is wholly or partially inoperative or invalid.

1 14.01 Defective Reissue Oath/Declaration, 37 CFR 1.175(a)(1)

The reissue oath or declaration filed with this application is defective
because it fails to contain a statement that the applicant believes the original
patent to be wholly or partly inoperative or invalid, as required under 37 CFR
1.175(a)1).

Examiner Note:
1. Use this paragraph when applicant fails to allege a defect.
2. Paragraph 14.14 must follow.

Form Paragraph 14.02 may be used where the reissue
oath or declaration fails to specify the nature of the errors in
the patent, including defects in the specification or drawings
and the excesses or insufficiencies in the claims.

9 14.02 Oath Fails To Specify Excess/Insufficiencies and/or Defects,
i.e., Errors in the Patent, 37 CFR 1.175(a)(2) or (a)(3)

The reissue oath or declaration filed with this application is defective
because it fails to describe the actual error(s) in the patent, i.e., it fails to
particularly specify the “defects” in the specification or drawings, 37 CFR
1.175(aX2); and /or it fails to distinctly specify the “excess or insufficiency” in
the claims, 37 CFR 1.175(a)(3). {11

Examiner Note:

1. Use this paragraph when applicant fails to point out the excess or
insufficiency in the claims and/or the defect in the specification or drawings.
Applicant must point out every actual error in the patent (every “defect” and
“excess or insufficiency”). The examiner should identify the deficiencies in
bracket 1.

2. Paragraph 14.14 must follow.

Failure to assert a difference in scope between the origi-
nal and reissue claims in the reissue oath or declaration has
been held to be a fatal defect. The patent statutes afford no
authority for the reissue of a patent merely to add claims of
the same scope as those already granted: In re Wittry,
180 USPQ 320, 323 (CCPA 1974).

1414.02 Reissue Oath or Declaration Under
37 CFR 1.175(a)(4)

37 CFR 1.175 as amended effective July 1, 1982 elimi-
nated paragraph (a)(4). Under paragraph (a)(4), the Office
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formetrly gave advisory opinions on patentability over addi-
tional prior art without any changes in the patent claims.
These opinions, however, were held to be only advisory and
not appealable since “(a)(4)” type reissue does not comply
with 35 U.S.C. 251: Inre Bose, 215 USPQ 1, 4 (CCPA 1982); In
re Dien, 214 USPQ 10, 12-13 (CCPA 1982). The Office will not
give such advisory opinions on applications filed on or after
July 1, 1982.

Applications filed on or after July 1, 1982, including
applications filed under 37 CFR 1.60 and 1.62, with only a
37 CFR 1.175(a)(4) oath or declaration should be rejected by
using the wording of Form Paragraph 14.19.

§ 14.19 “No defect” Reissue No Longer Examined if Filed on or After
July 1, 1982

The[1] filed with this application is defective because it fails to contain a
statement that the applicant believes the original patent to be wholly or partly
inoperative or invalid, as required under 37 CFR 1.175(a)(1), and it fails to
specify actual errors relied upon, as required under 37 CFR 1.175(a)(5).

The Patent and Trademark Office no longer examines “no defect”
reissue applications under prior section 37 CFR 1.175(a)(4) as to questions of
patentability. This reissue application will not be examined as to questions of
patentability until applicant specifically avers a defect in the patent and
specifies actual errors, as opposed to “what might be deemed to be errors”.

Claim {2] rejected as being based upon a defective reissue [3], as
discussed above.

Examiner Note:

1. Inbracket 1 and bracket 3, insert either — oath — or — declaration .

2. In bracket 2, list all claims in the application.

3. This paragraph applies to all reissue applications filed on or after July
1, 1982 under the provisions of old paragraph (a)(4) of 37 CFR 1.175. No
search or other rejections are made.

1414.03 Requirements of 37 CFR 1.175(a)(5)

All reissue oaths or declarations must comply with
37 CFR 1.175(a)(5) by “particularly specifying the errors re-
lied on, and how they arose or occurred”. 37 CFR 1.175(a)(5)
has two specific requirements, both of which must be com-
plied with in the reissue oath or declaration. This section re-
quires applicant to particularly specify (1) “the errors relied
upon” and (2) “how they arose or occurred.”

If applicant is seeking to amend claims in view of particu-
lar prior art or other information, the reissue oath or declara-
tion must point out such prior art or other information and
“the errors relied on” in view of such prior art or other infor-
mation. More specifically, the oath or declaration, in appro-
priate circumstances, might state that some or all claims are
deemed to be too broad and invalid in view of references X
and Y. Where appropriate, such as where the pertinence of
the new references X and Y are not evident, more specificity
about “the errors relied on” should be provided.

1414.04

It is particularly important that the reissue oath or decla-
ration specify in detail how the errors arose or occurred. In-
cluded are inadvertent errors in conduct; i.e., actions taken by
the applicant, the attorney, or others before the original pat-
ent issued, which actions are alleged to have caused the de-
fect in the patent. “How” includes when and under what cir-
cumstances the errors arose or occurred. This means that the
reissue oath or declaration must specify the manner in which
“the errors” “arose or occurred” Hewlett-FPackard Co. v.
Bausch & Lomb, Inc., 882 F.2d 1556, 11 USPQ2d 1750 (Fed.
Cir. 1989); In re Weiler et al., 229 USPQ 673 (Fed. Cir. 1986).
For example, the reissue oath or declaration must indicate
when and the manner in which the reissue applicant became
aware of the prior art or other information and of the error
in the patent; such as, for example, through discovery of prior
art or other information subsequent to issuance of patent,
knowledge of prior art or other information before issuance
of patent with significance being brought out after issuance
by third party through allegations made in litigation in-
volving the patent, etc. It is particularly important that the
reissue oath or declaration adequately specify how the er-
rors arose or occurred. If the reissue oath or declaration
does not particularly specify “how,” ie., the manner in
which the errors arose or occurred, the Office will be un-
able to adequately evaluate reissue applicant’s statement in
compliance with 37 CFR 1.175(a)(6) that the “errors arose
‘without any deceptive intention’ on the part of the appli-
cant”; see MPEP § 1414.04.

Form Paragraph 14.03 may be used where the re-
issue oath or declaration fails to comply with 37 CFR
1.175(a)(5).

§ 14.03 Qaih Fails To Specify How Errors Arose, 37 CFR 1.175(a)(5)

The reissue oath or declaration filed with this application is defective
because it fails to particularly specify the errors and/or how the errors relied
upon, arose, or occurred as required under 37 CFR 1.175(a)(5). Included are
inadvertent errors in conduct, i.e., actions taken by the applicant, the attorney
or others, before the original patent issued, which are alleged to be the cause
of the actual errors in the patent. This includes how and when the errors in
conduct arose or occurred, as well as how and when these errors were
discovered. Applicant’s attention is directed to Hewlett-Packardv. Bausch &
Lomb, 11 USPQ2d 1750, 1758 (Fed. Cir. 1989). [1].

Examiner Neote:

1. Use this paragraph if applicant fails to specify the errox(s) in conduct
and/or fails to specify the manner and details of how the errors in conduct
occurred and when, and the manner in which they were discovered by
applicant, The examiner should identify the specific deficiencies in bracket 1.

2. Paragraph 14.14 must follow.

1414.04 Requirements of 37 CFR 1.175(a)(6)

37 CFR 1.175(a)(6) specifically requires that all reissue
oaths or declarations contain the averment “that said er-
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1414.05
rors arose ‘without any deceptive intention’ on the part of the
applicant.” This requirement for an absence of “deceptive in-
tention” should not be overlooked, since it is a necessary part
of any reissue application. The examiner will determine
whether the reissue oath or declaration contains the required
averment that the “errors arose ‘without any deceptive inten-
tion’,” although the examiner will not comment as to whether
it appears there was in fact deceptive intention or not (see
MPEP § 2022.05).

Form Paragraph 14.04 may be used where the reissue
oath or declaration does not comply with 37 CFR 1.175(a)(6).

% 1404 Oath Lacks Statement of No Deceptive Intent, 37 CFR
1.175(a)(6)

The reissue oath or declaration filed with this application fails to state
that the errors arose “without any deceptive intention” on the part of the
applicant, as required under 37 CFR 1.175(a)6).

Examiner Note:
Paragraph 14.14 must follow.

1414.05 Requirements of 37 CFR 1.175(a)(7)

37 CFR 1.175(a)(7) has been added effective July 1, 1982
(Federal Register, Vol. 47, No. 97, May 19, 1982, pages 21746 to
21763) to parallel the provisions requiring the same acknowl-
edgment of the duty of disclosure in the cath or declaration in
reissue applications as in nonreissue applications. Reissue
oaths or declarations, whether original or supplemental, filed
after July 1, 1982 should be checked by the examiner for com-
pliance with 37 CFR 1.175(a)(7).

1415 Reissue Filing and Issue Fees

The applicant is permitted to present every claim that was
issued in the original patent for the basic filing fee. In addition
to the basic filing fee, filing or later presentation of each inde-
pendent claim which is in excess of the number of indepen-
dent claims in the original patent requires a fee and in addi-
tion filing or later presentation of each claim (whether inde-
pendent or dependent) in excess of 20 and alsoin excess of the
number of claims in the original patent requires a fee. The
Office has prepared a form which is designed to assist in the
correct calculation of reissue filing fees.
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PTO/SB/ 56 (10-92)

Docket Number (Optional)
REISSUE APPLICATION FEE DETERMINATION RECORD
Claims as Filed - Part 1
Camein | For | pmberredin number i | Tre] o Tre
: ey »
@ | e [® oo | s
© (;cm 1.166)) ® ’ =jx$__= x$_ =
Basic Fee (37 CFR 1.16(0) [§__| -
Total Filing Fee $ OR |§
Claims as Amended - Part 2
Claims ge)mininé Hi s(tzl?lmnbcr Exta |_SmellEntity _|Other than a Small Entity
After Amendmen pmvéof.!:,y ,?‘,:;;’3; Rate | Fec Rate | Fec
(3%311‘:3?@ = e "= x$__= or X $_=
mm o voe I - s e
Total Additional Fee {$ OR $

* If the entry in (D) is less than the entry in (C), Write “0” in column 3.

** If the "Highest Number of Total Claims Previously Paid For" is less than 20, Write *20" in this space.

% After any cancelation of claims
sue% If “A” is greater than 20, use (B -A); if A" is 20 or less, use (B - 20).
se¢é “Highest Number of Independent Claims Previously Paid For” or Number of Independent Claims in Patent (C).

[(] Piease charge Deposit Account No. in the amount of
A duplicate copy of this sheet is enclosed.

(] The Commissioner is hereby authorized to charge any additional fees under 37 CFR 1.16 or 1.17 which
may be required, or credit any overpayment to Deposit Account No.
A duplicate copy of this sheet is enclosed.

[[] A check in the amount of $ to cover the filing / additional fee is eaclosed.
Date ‘ Signatuse of Applicant, Auommey or Agent of Record
Typed or printed umo
PTO/SBY 56 (10.92) Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
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1416
1416 Offer to Surrender and Return Original
Patent

37 CFR 1.178. Original patent.

The application for a reissue must be accompanied by an offer to
surrender the original patent. The application should also be accompanied by
the original patent, or if the original is lost or inaccessible, by an affidavit or
declaration to thateffect. The application may be accepted for examinationin
the absence of the original patent or the affidavit or declaration, but one or
the other must be supplied before the case is allowed. If a reissue be refused,
the original patent will be returned to applicant upon his request.

The examination of the reissue application on the merits
is made even though the offer to surrender the original pat-
ent, or an affidavit or declaration to the effect that the origi-
nal is lost or inaccessible, has not been received. However, in
such case the examiner should require one of the above in the
first action. Either the original patent, or an affidavit or decla-
ration as to loss or inaccessibility of the original patent, must
be receivedbefore the examiner can allow the reissue applica-
tion.

Form Paragraph 14.05 may be used to require an offer to
surrender the original patent.

9 14.05 No Offer To Surrender Original Fatent

This reissue application was filed without an offer to surrender the
original patent or, if the original is lost or inaccessible, an affidavit or
declaration to that effect which isrequired. The original patent, or an affidavit
or declaration as to loss or inaccessibility of the original patent, must be
received before the reissue application can be allowed. See 37 CFR 1.178.

Examiner Note:

The examination of the reissue application on the merits is made even
though these requirements have not been met. This requirement should be
made in the first Office action. .

If applicant requests the return of the patent on abandon-
ment of the reissue application, it will be sent to the applicant
by the Mail and Correspondence Division, and not by the ex-
amining group.

An applicant may request that a surrendered original pat-
ent be transferred from an abandoned reissue application toa
continuation or divisional reissue application. The clerk mak-
ing the transfer should note the transfer on the “Contents” of
the abandoned application. The application number and filing
date of the reissue application to which it is transferred must
be included in the notation. Where the original patent grant is
not submitted with the reissue application as filed, patentee
should include a copy of the printed original patent. Presence
of a copy of the original patent is useful for the calculation of
the reissue filing fee and for the verification of other identify-
ing data.

1417 Claim for Benefit Under 35 U.S.C. 119

A “claim” for the benefit of an earlier filing date in a for-
eign country under 35 U.S.C. 119 must be made in a reissue
application even though such a claim was made in the applica-
tion on which the original patent was granted. However, no
additional certified copy of the foreign application is neces-
sary. The procedure is similar to that for “Continuing Appli-
cations” in MPEP § 201.14(b).

The heading on printed copies will not be carried forward
to the reissue from the original patent. Therefore, it is impor-
tant that the file wrapper be endorsed under “Claims Foreign
Priority.”

1418 Information Disclosure Statement and
Other Information

Paragraph (a)(7) has been added effective July 1, 1982 to
37 CFR 1.175, and amended effective March 16, 1992, to par-
allel the requirements of 37 CFR 1.56 and require acknowl-
edgment in the reissue oath or declaration of the “duty to dis-
close to the Office all information known to the applicants
to be material to patentability as defined in § 1.56.”

Reissue applicants may utilize 37 CFR 1.97 and 1.98 to
comply with the duty of disclosure required by 37 CFR 1.56.
This does not, however, relieve applicant of the duties under
37CFR 1.175 of, for example, “particularly specifying the er-
rors relied upon, and how they arose or occurred” in the reis-
sue oath or declaration, or particularly specifying how and
when applicant became aware of and/or came to appreciate
the relevancy of such prior art or other information.

While 37 CFR 1.97(b) provides for filing an information
disclosure statement within 3 months of the filing of an appli-
cation or before the mailing date of a first Office action, reis-
sue applicants are encouraged to file information disclosure
statements at the time of filing in order that such statements
will be available to the public during the 2-month period pro-
vided by 37 CFR 1.176.

37 CFR 1.175(b) provides that,

“(b) Corroborating affidavits or declarations of
others may be filed and the examiner may, in any
case, require additional information or affidavits or
declarations concerning the application for reissue
and its object.”

Thus, applicant may under 37 CFR 1.175(b)file “corrobo-
rating affidavits or declarations of others . . . concerning the
application for reissue and its objects.” It also provides that
“the examiner may, in any case, require additional informa-
tion or affidavits or declarations concerning the application
for reissue or its object.”
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