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1201 Imtroduction

The Patent and Trademark Office in administering the
Patent Laws makes many decisions of a discretionary na-
ture which the applicant may feel deny him or her the pat-
ent protection to which he or she is entitled. The differ-
ences of opinion on such matters can be justly resolved
only by prescribing and following judicial procedures.
Where the differences of opinion concern the denial of
patent claims because of prior art or material deficiencies
in the disclosure set forth in the application, the questions
thereby raised are said to relate to the merits, and appeal
procedure within the Patent and Trademark Office and to
the courts has long been provided by statute.

The line of demarcation between appealable matters
for the Board of Patent Appeals and Interferences (Board)

and petitionable matters for the Commissioner of Patents
and Trademarks should be carefully observed. The Board
will not ordinarily hear a question which it believes should
be decided by the Commissioner, and the Commissioner
will not ordinarily entertain a petition where the question
presented is an appealable matter. However, since 37 CFR
1.181(f) states that any petition not filed within 2 months
from the action complained of may be dismissed as untime-
ly and since 37 CFR 1.144 states that petitions from restric-
tion requirements must be filed no later than appeal, peti-
tionable matters will rarely be present in a case by the time
it is before the Board for a decision. Note In re Hengehold,
440 F.2d 1395, 169 USPQ 473 (CCPA 1971).

1203 Compeosition of Beard

35U.S.C. 7 provides for a Board of Patent Appeals and
Interferences as follows:

35 US.C. 7. Board of Patent Appeals and Interferences

(2) The examiners-in-chief shall be persons of competent legal
knowledge and scientific ability, who shall be appointed to the competitive
service. The Commissioner, the Deputy Commissioner, the Assistant
Commissioners, and the examiners-in—chief shall constitute the Board of
Patent Appeals and Interferences.

(b) The Board of Patent Appeals and Interferences shall on written
appeal of an applicant, review adverse decisions of examiners upon
applications for patents and shall determine priority and patentability of
invention in interference declared under section 135(a) of this title. Each
appeal and interference shall be heard by at least three members of the Board
of Patent Appeals and Interferences, who shall be designated by the
Commissioner. Only the Board of Patent Appeals and Interferences has the
authority to grant rehearings.

(c) Whenever the Commissioner considers it necessary, in order to
keep current the work of the Board of Patent Appeals and Interferences, the
Commissioner may designate any patent examiner of the primary examiner
grade or higher, having the requisite ability, to serve as examiner—in-chief for
periods not exceeding six months each. An examiner so designated shall be
qualified to act as a member of the Board of Patent Appeals and
Interferences. Not more than one of the members of the Board of Patent
Appeals and Interferences hearing an appeal or determining an interference
may be an examiner so designated. The Secretary of Commerce is authorized
to fix the pay of each designated examiner~in-chief in the Patent and
Trademark Office at not to exceed the maximum rate of basic pay payabie for
grade GS-16 of the General Schedule under section 5332 of title 5. The rate
of basic pay of each individual designated examiner-in-chief shall be
adjusted, at the close of the period for which that individual was designated to
act examiner~in-chief, to the rate of basic pay that individual would have
been receiving at the close of such period if such designation had not been
made.

If subsequent to the hearing, but prior to the decision,
a Board member who heard the appeal becomes unable to
participate in the decision for some reason, the Chairman
of the Board, at his discretion, may without a rehearing
substitute a different Board member for the one who is in-
capacitated, or he may offer the applicant the opportunity
for a rehearing. See In re Bose Corporation, T72 F.2d 866,
227 USPQ 1 (Fed. Cir. 1985).
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Should a member die or otherwise become unavailable
(for example, retirement) to reconsider a decision, normally
another member will be designated by the Chairman of the
Board as a substitute for the absent member.

1204 Administrative Handling

Ex parte appeals to the Board, and all papers relating
thereto, are forwarded to the examining group for docketing.
All appeal papers, such as the notice of appeal, appeal brief,
and request for extension of time to file the brief, are pro-
cessed by the appropriate examining group.

The clerk in charge of handling appeals in the examining
group is solely responsible for completion of all phases of ap-
peal clerical procedure. All communications from the Board
and all signed Office communications relating to appeals
from the examiners should be given to the group appeals
clerk.

To ensure that all records are current, memorandum
form PTO-262 is attached to the file wrapper when it is re-
manded by the Board. It is important that this memorandum
be promptly completed and forwarded by the group if the
application is allowed, the prosecution is reopened, a continu-
ation application is filed, or if the appeal is discontinued for
any other reason.

If the brief is not filed within the time designated by 37
CFR 1.192, the clerk will notify the applicant that the appeal
stands dismissed.

“SPECIAL CASE”

Subject alone to diligent prosecution by the applicant, an
application for patent that once has been made special and
advanced out of turn by the office for examination will contin-
ae to be special throughout its entire course of prosecution in
the Patent and Trademark Office, including appeal, if any, to
the Board. See MPEP § 708.02.

A petition to make a case special after the appeal has
been forwarded to the Board may be addressed to the Board.
However, no such petition will be granted unless the brief has
been filed and applicant has made the same type of showing
required by the Commissioner under 37 CFR 1.102. There-
fore, diligent prosecution is essential to a favorable decision
on a petition to make special.

1205 Notice of Appeal

35 US.C. 133. Appedl to the Board of Patent Appeals and Interfer-
ences.

An applicant for a patent, any of whose claims has been twice rejected,
may appeal from the decision of the primary examiner to the Board of Patent
Appeals and Interferences, having once paid the fee for such appeal.

35 US.C. 41. Patent fees :
(a) The Commissioner shall charge the following fees:

e e EE

(6) (A) On filing an appeal from the examiner to the Board of Patent
Appeals and Interferences, $190.

(B) In addition, on filing a brief in support of the appeal, $190, and on
requesting an oral hearing in the appeal before the Board of Patent Appeals
and Interferences, $160.

NOTE: Under 35 U.S.C. 41(f), the amounts of the

fees have been increased by rule; see 37 CFR 1.17(e)
for current fee amounts.

37 CFR 1.191. Appeal to Board of Patent Appeals and Interferences.

(a) Every applicant for a patent or for reissue of a patent, or every owner
of a patent under reexamination, any of the claims of which have been twice
rejected, or who has been given a final rejection (§ 1.113), may, upon the
payment of the fee set forth in § 1.17(e), appeal from the decision of the
examiner to the Board of Patent Appeals and Interferences within the time
allowed for response.

(b) The appeal in an application or reexamination proceeding must
identify the rejected claim or claims appealed, and must be signed by the
applicant, patent owner or duly authorized attorney or agent.

(c) Anappeal when taken must be taken from the rejection of all claims
under rejection which applicant or patent owner proposes to contest.
Questions relating to matters not affecting the merits of the invention may be
required to be settled before an appeal can be considered.

(d) The time periods set forth in §§ 1.191 and 1.192 are subject to the
provisionsof § 1.136 for patent applications and § 1.550(c) for reexamination
proceedings. The time periods set forthin §§ 1.193, 1.194, 1.196, and 1.197
are subject to the provisions of § 1.136(b) for patent applications or
§ 1.550(c) for reexamination proceedings see § 1.304(a) for exiensions of
time for filing a notice of appeal to the U.S. Court of Appeals for the Federal
Circuit or for commencing a civil action.

(e) Jurisdiction over the application or patent under reexamination
passes to the Board of Patent Appeals and Interferences upon transmittal of
the file, including all briefs and examiner’s answers, to the Board. Prior to the
entry of a decision on the appeal, the Commissioner may sua sponte order the
application remanded to the examiner.

An applicant or patent owner in a reexamination pro-
ceeding dissatisfied with the primary examiner’s decision in
the second or final rejection of his or her claims may appeal to
the Board for review of the examiner’s rejection by filing a
notice of appeal, signed by the applicant, patent owner, or his
or her attorney, and the required fee set forth in 37 CFR
1.17(e).

The notice of appeal must be filed within the period for
response set in the last Office action, which is normally 3
months for applications. Sec MPEP § 714.13. Failure to re-
move all grounds of rejection and otherwise place an applica-
tion in condition for allowance in the absence of new rejec-
tions or to file an appeal after final rejection will result in the
application becoming abandoned, even if one or more claims
have been allowed except where claims suggested for inter-
ference have been copied. The Notice of Appeal and appro-
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SPONSE SET IN THE LAST OFFICE ACTION MAY BE EX-
TENDED TO A MAXIMUM OF SIX MONTHS PROVIDED
THE REQUISITE FEES ARE PAID.

§ 12,07 Notice of Appeal Defective — Other Reasons
The Notice of Appeal filed on [1] is defective because [2].

APPLICANT IS GIVEN A TIME LIMIT OF ONE MONTH
FROM THE DATE OF THIS LETTER OR UNTIL THE EXPI-
RATION OF THE PERIOD FOR RESPONSE SET IN THE
LAST OFFICE ACTION, WHICHEVER IS LONGER, WITHIN
WHICH TO MAKE THE NECESSARY CORRECTION TO
AVOID DISMISSAL OF THE APPEAL. NO EXTENSION OF
THE ONE MONTH TIME LIMIT MAY BE GRANTED UNDER
EITHER 37 CFR 1.136 (2) OR (b), BUT THE PERIOD FOR RE-
SPONSE SET IN THE LAST OFFICE ACTION MAY BE EX-
TENDED TO A MAXIMUM OF SIX MONTHS PROVIDED
THE REQUISITE FEES ARE PAID,

1206 Appeal Brief

37 CFR 1.192. Appellant’s brief.

(a) The appellant shall, within 2 months from the date of the notice of
appeal under § 1.191 in an application, reissue application, or patent under
reexamination, or within the time allowed for response to the action appealed
from, if such time is later, file a brief in triplicate. The brief must be
accompanied by the requisite fee set forth in § 1.17(f) and must set forth the
authorities and arguments on which the appellant will rely to maintain his
appeal. Any arguments or authorities not included in the brief may be refused
consideration by the Board of Patent Appeals and Interferences.

(b) On failure to file the brief, accompanied by the requisite fee, within
the time allowed, the appeal shall stand dismissed.

(c) The brief shall contain the following items under appropriate
headings and in the order here indicated: unless there in no attorney or agent
of record in the application or reexamination proceeding, the brief was not
prepared by a registered practitioner, and the brief was not signed by a
registered practitioner, wherein the brief will be accepted as complying with
this paragraph provided it is at least in substantial compliance with the
requirements of items (1), (2), (6), and (7):

(1) Status of Claims. A statement of the status of all the claims,
pending or cancelled, and identifying the claims appealed.

(2) Status of Amendments. A statement of the status of any
amendment filed subsequent to final rejection.

(3) Summary of Invention. A concise explanation of the invention
defined in the claims involved in the appeal, which shall refer to the
specification by page and line number, and to the drawing, if any, by reference
characters.

(4) Issues. A concise statement of the issues presented for review.

(5) Grouping of Claims. For each ground of rejection which appellant
contests and which applies to more than one claim, it will be presumed that the
rejected claims stand or fall together unless a statement is included that the
rejected claims do not stand or fall together, and in the appropriate part or
parts of the argument under subparagraph (cX6) of this section appellant
presents reasons as to why appellant considers the rejected claims to be
separately patentable.

(6) Argument. The contentions of the appellant with respect to each of
the issues presented for review in subparagraph (c)(4) of this section, and the
basis therefor, with citations of the authorities, statutes, and parts of the
record relied on. Each issue should be treated under a separate heading.

(i) For each rejection under 35 U.S.C. 112, first paragraph, the
argument shall specify the errors in the rejection and how the first paragraph

of 35 US.C. 112 is complied with, including, as appropriate, how the
specification and drawings, if any,

(A) describe the subject matter defined by each of the rejected
claims,

(B) enable any person skilled in the art to make and use the subject
matter defined by each of the rejected claims, and

(C) set forth the best mode contemplated by the inventor of
carrying out his or her invention.

(i) For each rejection under 35 U.S.C. 112, second paragraph, the
argument shall specify the errors in the rejection and how the claims
particularly
point out and distinctly claim the subject matter which applicant regards as
the invention.

(i) For each rejection under 35 U.S.C. 102, the argument shall
specify the errors in the rejection and why the rejected claims are patentable
under 35 U.S.C. 102, including any specific limitations in the rejected claims
which are not described in the prior art relied upon in the rejection.

(iv) For each rejection under 35 U.S.C. 103, the argument shall
specify the errorsin the rejection and,if appropriate, the specific limitationsin
the rejected claims which are not described in the prior art relied on in the
rejection, and shall explain how such limitations render the claimed subject
matter unobvious over the prior art. If the rejection is based upon a
combination of references, the argument shall explain why the references,
taken as a whole, do not suggest the claimed subject matter, and shall include,
as may be appropriate, an explanation of why features disclosed in one
reference may not properly be combined with features disclosed in another
reference. A general argument that all the limitations are not described in a
single reference does not satisfy the requirements of this paragraph.

(v) For any rejection other than those referred to in paragraphs
(c)(6)(i) to (iv) of this section, the argument shall specify the errors in the
rejection and the specific limitations in the rejected claims, if appropriate, or
other reasons, which cause the rejection to be in error.

(7) Appendix. Anappendixcontaining acopy of the claims involved in
the appeal.

(d) Ifabriefis filed which does not comply with all the requirements of
paragraph (c) of this section, the appellant will be notified of the reasons for
noncompliance and provided with a period of one month within which to file
an amended brief. If the appellant does not file an amended brief during the
one month period, or files an amended brief which does not overcome all the
reasons for noncompliance stated in the notification, the appeal will be
dismissed.

Where the brief is not filed, but within the period allowed
for filing the brief an amendment is presented which places
the case in condition for allowance, the amendment may be
entered since the application retains its pending status during
said period. Amendments should not be included in the ap-
peal briefs. Amendments should be filed as separate papers.
See MPEP § 1207, § 1215.01, and § 1215.02.

TIME FOR FILING APPEAL BRIEF

37 CFR 1.192(a) provides 2 months from the date of the
Notice of Appeal for the patent owner to file an appeal brief
in a reexamination proceeding. In a reexamination proceed-
ing, the time period can be extended only under the provisions
of 37 CFR 1.550(c). See also MPEP § 2274.

The usual period of time in which appellant must file his
or her brief is 2 months from the date of appeal; i.e., the Mail
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Room date of receipt of the Notice of Appeal. See MPEP § 512.

However, 37 CFR 1.192(a) alternatively permits the brief to be
filed “within the time allowed for response to the action ap-
pealed from, if such time is later.” These time periods may
be extended under 37 CFR 1.136(a), and if 37 CFR 1.136(a)
has been exhausted, 37 CFR 1.136(b).

In the event that the appellant finds that he or she is un-
able to file a brief within the time allotted by the rules, he or
she may file a petition, with fee, to the examining group, re-
questing additional time under 37 CFR 1.136(a). Additional
time in excess of 4 months will not be granted unless extraor-
dinary circumstances are involved under 37 CFR 1.136(b).
The time extended is added to the calendar day of the original
period, as opposed to being added to the day it would have
been due when said last day is a Saturday, Sunday, or Federal
holiday.

If after an appeal has been filed, but prior to the date for
submitting a brief, an interference is declared, appellant’s
brief need not be filed while the interference is pending, un-
less the examiner-in~chief has consented to prosecution of
the application concurrently with the interference. See
MPEP § 2315. Absent such concurrent prosecution, the ex-
aminer may, after the interference has terminated and the
files have been returned to him or her, (1) set a 2-month peri-
odforfiling the brief, or (2) withdraw the final rejection of the
appealed claims in order to enter an additional rejection ona
ground arising out of the interference. See for example
MPEP § 1109.02 and § 2363.03. Also, if the appellant was the
losing party in the interference, claims which were designated
as corresponding to the lost count or counts will stand finally
disposed of under 37 CFR 1.663.

When an application is revived after abandonment for
failure on the part of the appellant to take appropriate action
after final rejection, and the petition to revive was accompa-
nied by a Notice of Appeal, appellant has 2 months, from the
mailing date of the Commissioner’s affirmative decision on
the petition, in which to file the appeal brief.

With the exception of the institution of an interference or
suggestion and timely copying of claims for an interference,
the appeal ordinarily will be dismissed if the brief is not filed
within the period provided by 37 CFR 1.192(a) or within such
additional time as may be properly extended.

Attention is directed to the fact that a brief must be filed
to preserve appellant’s right to the appealed claims, notwith-
standing circumstances such as:

(1) the possibility or imminence of an interference in-
volving the subject application, but not resulting in withdraw-
al of the final rejection prior to the brief’s due date;

(2) the filing of a petition for supervisory action under 37
CFR 1.181;

. 1206

(3) the filing of an amendment, even if it is one which the
examiner previously has indicated may place one or more
claims in condition for allowance, unless the examiner, in act-
ing on the amendment, disposes of all issues on appeal;

(4) the receipt of a letter from the examiner stating that
prosecution is suspended, without the examiner withdrawing
the final rejection from which appeal hasbeen taken, institut-
ing an interference with the subject application, or suggesting
claims for an interference.

Although failure to file the brief within the permissible
time will result in dismissal of the appeal, if any claims stand
allowed, the application does not become abandoned by the
dismissal, but is returned to the examiner for action on the
allowed claims. See MPEP § 1215.04. If there are no allowed
claims, the case is abandoned as of the date the brief was due.
Claims which have been objected to as dependent from a
rejected claim do not stand allowed. In a reexamination
proceeding failure tofile the brief will result in theissuance
of the certificate under 37 CFR 1.570.

If the time for filing a brief has passed and the application
has consequently become abandoned, the applicant may peti-
tion to revive the application, as in other cases of abandon-
ment, and to reinstate the appeal; if the appeal is dismissed,
but the application is not abandoned, the petition would be to
reinstate the claims and the appeal, but a showing equivalent
to that in a petition to revive under 37 CFR 1.137 is required.
See MPEP § 1215.04. In either event, a proper brief must be
filed before the petition will be considered on its merits.

Where the dismissal of the appeal is believed to be a mis-
take resulting from inadvertence, filing a petition, pointing
out the error, may be sufficient.

A fee under 37 CFR 1.17(f) is required when the brief is
filed. 37 CFR 1.192(a) requires the submission of three copies
of the appeal brief.

APPEAL BRIEF CONTENT

The brief, as well as every other paper relating to an ap-
peal, should indicate the number of the examining group to
which the application or patent under reexamination is as-
signed and the serial number. When the brief is received, it is
forwarded to the group where it is entered in the file, and re-
ferred to the examiner.

Appellants are reminded that their briefs in appealed
cases must be responsive to every ground of rejection stated
by the examiner, including new grounds stated in his or her
answer.

Where an appellant fails to respond by way of brief or re-
ply brief to any ground of rejection, appellant shall be notified
by the examiner that he or she is allowed 1 month to correct
the defect by filing a supplemental brief. Oral argument at a
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hearing will not remedy such deficiency of a brief. The fact
that appellant may consider a ground to be clearly improper
does not justify a failure to point out to the Board the reasons
for that belief.

The mere filing of any paper whatever entitled as a brief
cannot necessarily be considered to be in compliance with 37
CFR 1.192. The rule requires that the brief must set forth the
authorities and arguments relied upon. Since it is essential
that the Board should be provided with abrief fully stating the
position of the appellant with respect to each issue involved in
the appeal so that no search of the record is required in order
to determine that position, 37 CFR 1.192(c) now requires that
the brief contain specific items, as discussed below.

An exception to the requirement that all the items speci-
fied in 37 CFR 1.192(c) be included in the brief is made if the
application or reexamination proceeding is being prosecuted
by the appellant pro se; i.e., there is no attorney or agent of
record, and the brief was neither prepared nor signed by areg-
istered attorney or agent. The brief of a pro se appellant which
does not contain all of the items, (1) to (7), specifiedin 37 CFR
1.192(c) will be accepted as long as it substantially complies
with the requirements of items (1), (2), (6), and (7). If the brief
of a pro se appellant is accepted, it will be presumed that all
the claims of a rejected group of claims stand or fall together
unless an argument is included in the brief that presents rea-
sons as to why the appellant considers one or more of the
claims in the rejected group to be separately patentable from
the other claims in the group.

A distinction must be made between the lack of any argu-
ment and the presentation of arguments which carry no con-
viction. In the former case dismissal is in order, while in the
latter case a decision on the merits is made, although it may
well be merely an affirrnance based on the grounds relied on
by the examiner.

Appellant must traverse every ground of rejection set
forth in the final rejection. Oral argument at the hearing will
not remedy such a deficiency in the brief. Ignoring or ac-
quiescing in any rejection, even one based upon formal mat-
ters which could be cured by subsequent amendment, will in-
vite a dismissal of the appeal as to the claims affected. If this
involves all of the claims, the proceedings in the case are con-
sidered terminated as of the date of the dismissal. According-
ly, any application filed thereafter will not be copending with
the application on appeal. If in his or her brief, appellant re-
lies on some reference, he or she is expected to provide the
Board with at least one copy of it.

The specific items required by 37 CFR 1.192(c) are:

(1) Status of Claims. A statement of the status of all the
claims in the application, or patent under reexamination,; i.e.,
for each claim in the case, appellant must state whether it is

cancelled, allowed, rejected, etc. Each claim on appeal must
be identified.

(2) Status of Amendments . A statement of the status of

any amendment filed subsequent to final rejection; i.e.,
whether or not the amendment has been acted upon by the
examiner, and if so, whether it was entered, denied entry, or
entered in part. This statement should be of the status of the
amendment as understood by the appellant.

Items (1) and (2) are included in 37 CFR 1.192(c) to avoid
confusion as to which claims are on appeal, and the precise
wording of those claims, particularly where the appellant has
sought to amend claims after final rejection. The inclusion of
items (1) and (2) in the brief will advise the examiner of what
the appellant considers the status of the claims and post-final
rejection amendments to be, allowing any disagreement on
these questions to be resolved before the appeal is taken up
for decision by the Board.

(3) Summary of Invention. A concise explanation of the

invention defined in the claims involved in the appeal. This
explanation is required to refer to the specification by page
and line number, and, if there is a drawing, to the drawing by
reference characters. Where applicable, it is preferable to
read the appealed claims on the specification and any draw-
ing. While reference to page and line of the specification may
require somewhat more detail than simply summarizing the
invention, it is considered important to enable the Board to
more quickly determine where the claimed subject matter is
described in the application. Since the claims are read in light
of the disclosure, compliance with this requirement does not
limit the claims.

(4) Issues. A concise statement of the issues pres-
ented for review. Each stated issue should correspond to a
separate ground of rejection which appellant wishes the
Board of Patent Appeals and Interferences to review.
While the statement of the issues must be concise, it
should not be so concise as to omit the basis of each issue.
For example, the statement of an issue as “Whether claims
1 and 2 are unpatentable” would not comply with 37 CFR
1.192(c)(4). Rather, the basis of the alleged unpatentability
would have to be stated, e.g., “Whether claims 1 and 2 are
unpatentable under 35 U.S.C. 103 over Smith in view of
Jones,” or “Whether claims 1 and 2 are unpatentable un-
der 35 U.S.C. 112, first paragraph, as being based on a non-
enabling disclosure.” The statement would be limited to
the issues presented, and should not include any argument
concerning the merits of those issues.

(5) Grouping of Claims. If an appealed ground of

rejection applies to more than one claim and appellant
considers the rejected claims to be separately patentable,
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37 CFR 1.192(c)X5) requires appellant to state that the
claims do not stand or fall together, and to present in the
appropriate part or parts of the argument under 37 CFR
1.192(c)(6) the reasons why they are considered separately
patentable.

The absence of such a statement and argument will be
taken by the Patent and Trademark Office as a concession
by the applicant that, if the ground of rejection were sus-
tained as to any one of the rejected claims, it will be equal-
ly applicable to all of them. 37 CFR 1.192(c)(5) is consistent
with the practice of the Court of Appeals for the Federal
Circuit indicated in such cases as In re Sernaker, 702 F.2d
989, 217 USPQ 1 (Fed. Cir. 1983), and I re King, 801 F.2d
1324, 231 USPQ 136 (Fed. Cir. 1986). 37 CFR 1.192(c)(5)
requires the inclusion of “reasons” in order to avoid unsup-
ported assertions of separate patentability. The reasons
may be included in the appropriate portion of the “Argu-
ment” section of the brief. For example, if claims 1 to 4
are rejected under 35 U.S.C. 102 and appellant considers
claim 4 to be separately patentable from claims 1 to 3, he
or she should so state in the “Grouping of claims” section
of the brief, and then give the reasons for separate patent-
ability in the 35 U.S.C. 102 portion of the “Argument” sec-
tion (i.e., under 37 CFR 1.192(c)(6)(iii))-

(6) Argument. The appellant’s contentions with respect
to each of the issues presented for review in 37 CFR
1.192(c)(4), and the basis for those contentions, including cita-
tions of authorities, statutes, and parts of the record relied on,
should be presented in this section.

Included in this paragraph are five subparagraphs, (i) to
(v). Subparagraphs (i) to (iv) concern the grounds of rejection
most commonly involved in ex parte appeals, namely, 35
U.S.C. 112, first and second paragraphs, 35 U.S.C. 102, and 35
U.S.C. 103. Subparagraph (v) is a general provision concern-
ing grounds of rejection not covered by subparagraphs (i) to
(iv).

The purpose of subparagraphs (i) to (iv) is to ensure that
the appellant’s argument concerning each appealed ground
of rejection will include a discussion of the questions relevant
to that ground. Itis believed that compliance with the require-
ments of the particular subparagraphs which are pertinent to
the grounds of rejection involved in an appeal will be benefi-
cial both to the Patent and Trademark Office and appellants.
It will not only facilitate a decision by the Board of Patent Ap-
peals and Interferences by enabling the Board to determine
more quickly and precisely the appellant’s position on the
relevant issues, but also will help appellants to focus their ar-
guments on those issues.
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For each rejection not falling under subparagraphs (i) to
(iv), subparagraph (v) provides that the argument should
specify the specific limitations in the rejected claims, if appro-
priate, or other reasons, which cause the rejection tobe in er-
ror. This language recognizes that for some grounds of rejec-
tion, it may not be necessary to specify particular claim limita-
tions; for example, a rejection under 35 U.S.C. 101, as in Ex
parte Hibberd, 227 USPQ 443 (BPAI 1985).

(7) Appendix. An appendix containing a copy of the
claims involved in the appeal.

The copy of the claims required in the brief Appendix by
37 CFR 1.192(c)(7) should be a clean copy and should not in-
clude any brackets or underlining as required by 37 CFR
1.121(b).

For sake of convenience, the copy of the claims involved
should be double spaced and the appendix shouid start on a
new page.

37 CFR 1.192(c) merely specifies the minimum require-
ments for a brief, and does not prohibit the inclusion of any
other material which an appellant may consider necessary or
desirable. For example, a list of references, table of contents,
table of cases, etc. A brief is in compliance with 37 CFR
1.192(c) as long as it includes items (1) to (7) in the order set
forth (with the appendix, item (7), at the end).

REVIEW OF BRIEF BY EXAMINER

37 CFR 1.192(d) provides that if a brief is filed which does
not comply with all the requirements of paragraph (c), the ap-
pellant will be notified of the reasons for noncompliance and
given a 1-month time limit within which to file an amended
brief. The appeal will be dismissed if the appellant does not
timely file an amended brief, or files an amended brief which
does not overcome all the reasons for noncompliance of
which the appellant was notified. An amended brief is timely
if filed within the 1 month time limit or within any extension of
the original period to file the brief.

It should be noted that 37 CFR 1.192(c)(5) requires the
appellant to perform two affirmative acts in his brief in order
to have the separate patentability of a plurality of claims sub-
ject to the same rejection considered. The appellant must (1)
state that the claims do not stand or fall together and (2) pres-
ent arguments why the claims subject to the same rejection
are separately patentable. Where the appellant does neither,
the claims will be treated as standing or falling together.
Where, however, the appellant (i) omits the statement re-
quired by 37 CFR 1.192(c)(5) yet presents arguments in the
argument section of the brief or (ii) includes the statement re-
quired by 37 CFR 1.192(c)(5) to the effect that one or more
claims do not stand or fall together (i.e., that they are sepa-
rately patentable) yet does not offer argument in support
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thereof in the argument section of the brief, the appellant
should be notified of the noncompliance as per 37 CFR
1.192(d). Ex parte Schier, 21 USPQ 2d 1016 (Bd. Pat. App. &
Int. 1991); Exparte Ohsumi, 21 USPQ 2d 1020 (Bd. Pat. App.
& Int. 1991).

The question of whether a brief complies with a rule isa
matter within the jurisdiction of the examiner. Under 37CFR
1.192(d), the appellant may file an amended brief to correct
any deficiencies in the original brief. Moreover, if appeliant
disagrees with the examiner’s holding of noncompliance, a
petition under 37 CFR 1.181 may be filed.

37 CFR 1.192(d) also contains the following sentence:

“Any argument or authorities not included in the brief may be refused
consideration by the Board of Patent Appeals and Interferences.”

This sentence emphasizes that all arguments and au-
thorities which an appellant wishes the Board to consider
should be included in the brief. It should be noted that
arguments not presented in the brief and made for the first
time at the oral hearing are not normally entitled to con-
sideration. In re Chiddix, 209 USPQ 78 (Comm’r Pat. 1980);
Rosenblum v. Hiroshima, 220 USPQ 383 (Comm’r Pat.
1983).

37 CFR 1.192(d) is not intended to preclude the filing of a
supplemental paper if a new argument or authority should be-
come available or relevant after the brief was filed. The word
“may” is used to leave open the possibility that the Board has
leeway to consider arguments or authorities not included in the
brief under circumstances where the failure to include them can
be justified. Examples of such circumstances would be where a
pertinent decision of a court or other tribunal was not published
until after the brief was filed, or where a particular argument or
authority was not applicable to any of the grounds of rejection
in the final rejection, but was relevant to a new point of argu-
ment raised in the examiner’s answer.

Once the brief has been filed, a petition to suspend pro-
ceedings may be considered on its merits, but will be granted
only in exceptional cases, such as where the writing of the ex-
aminer’s answer would be fruitless or the proceedings would
work a hardship on the appellant.

For reply brief see MPEP § 1208.03.

Form Paragraphs 12.08-12.17 should be used in letters
concerning the appeal brief.

9 12.08 Appeal Dismissed — Fee Unpaid, No Allowed Claims

The appeal under 37 CFR 1.191 is dismissed because the fee for filing
the Brief, as required under 37 CFR 1.17(f), was not submitted or timely
submitted and the peried for obtaining an extengion of time to file the brief
under 37 CFR 1.136 has expired.

As a result of this dismissal, the application is ABANDONED since
there are no allowed claims.

Examiner Note:

Claims which have been indicated as containing allowable subject
matter but are objected to as being dependent upon a rejected claim are tobe
considered as if they were rejected. See MPEP § 1215.04.

§ 12.09 Appeal Dismissed — Fee Unpaid, Allowed Claims

The appeal under 37 CFR 1.191 is dismissed because the fee for filing
the Brief, as required under 37 CFR 1.17(f), was not submitted or timely
submitted and the period for obtaining an extension of time to file the brief
under 37 CFR 1.136 has expired.

As aresult of this dismissal, the application will be further processed by
the examiner since it contains allowed claims. Prosecution on the merits
remains CLOSED.

Examiner Note:

Claims which have been indicated as containing allowable subject
matter but are objected to as being dependent upon a rejected claim are tobe
considered as if they were rejected. See MPEP § 1215.04.

9 12.09.1 Appeal Dismissed - Allowed Claims, Formal Matters
Remaining

Inview of applicant’s failure to file a brief within the time prescribed by
37 CFR 1.192, the appeal stands dismissed and the proceedings as to the
rejected claims are considered terminated. See 37 CFR 1.197(c).

This application will be passed to issue on allowed claim(s) [1] provided
the following formal matters are corrected. Prosecution is otherwise closed.

2]

Applicant is required to make the necessary corrections within a
shortened statutory period set to expire ONE MONTH from the mailing date
of this letter.

Examiner Note:

This paragraph should only be used if the formal matters cannot be
handled by examiner’s amendment. See MPEP § 1215.04.

Claims which have been indicated as containing allowable subject
matter but are objected to asbeing dependent upon a rejected claim are to be
considered as if they were rejected. See MPEP § 1215.04.

9 12.10 Extension 1o File Brief — Granted
The request for an extension of time under 37 CFR 1.136(b) for filing
the Appeal Brief under 37 CFR 1.192filed on | 1] hasbeen approved for {2].

Examiner Note:
This paragraph should only be used when 37 CFR 1.136(a) is not
available or has been exhausted, such as in litigation reissues.

§ 12.11 Extension To File Brief — Denied

The request for an extension of time under 37 CFR 1.136(b) for filing
the Appeal Brief under 37 CFR 1.192 filed on [1] has been disapproved
because no sufficient cause for the extension has been shown.

Examiner Note:
This paragraph should only be used when 37 CFR 1.136(2) is not
available or has been exhausted, such as in litigation reissues.

§ 12.12 Brief Defective — Unsigned

The appeal brief filed on [1] is defective because it is unsigned. A
ratification properly signed is required.

APPLICANT IS REQUIRED TO MAKE THE PROPER
RATIFICATION WITHIN A TIME LIMIT OF ONE MONTH
FROM THE DATE OF THIS LETTER OR WITHIN TWO
MONTHS FROM THE DATE OF THE NOTICE OF APPEAL
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OR WITHIN THE TIME ALLOWED FOR RESPONSE TO
THE ACTION APPEALED FROM, WHICHEVER IS LONG-
ER, TO AVOID DISMISSAL OF THE APPEAL. NO EXTEN-
SION OF THIS ONE MONTH TIME LIMIT MAY BE
GRANTED UNDER EITHER 37 CFR 1136 (a) OR (b), BUT
THE TWO MONTH PERIOD FOR FILING THE BRIEF MAY
BE EXTENDED TO A MAXIMUM OF SIX MONTHS.

§ 12.13 Brief Defective — Three Copies Lacking
The Appeal Brief filed on [1] is defective because the three copies of the
Brief required under 37 CFR 1.192(a) have not been submitted.

APPLICANT IS REQUIRED TO SUPPLY THE NECES-
SARY COPIES WITHIN A TIME LIMIT OF ONE MONTH
FROM THE DATE OF THIS LETTER OR WITHIN TWO
MONTHS FROM THE DATE OF THENOTICE OF APPEAL
OR WITHIN THE TIME ALLOWED FOR RESPONSE TO
THE ACTION APPEALED FROM, WHICHEVER IS LONG-
ER, TO AVOID DISMISSAL OF THE APPEAL. NO EXTEN-
SION OF THIS ONE MONTH TIME LIMIT MAY BE
GRANTED UNDER EITHER 37 CFR 1.136 (2) OR (b), BUT
THE TWOMONTH PERIOD FOR FILING THE BRIEF MAY
BE EXTENDED TO A MAXIMUM OF SIX MONTHS.

§ 12.16 Brief Unacceptable — Fee Unpaid

The Appeal Brief filed on [1] is unacceptable because the fee required
under 37 CFR 1.17(f) was not timely filed. This application will become
abandoned unless applicant obtains an exfension of time under 37 CFR
1.136(a) to file the Appeal Brief. The date onwhich the Brief, the fee for filing
the Brief, the petition under 37 CFR 1.136(a), and the petition fee are filed
will be the date of the response and also the date for determining the period of
extension and the corresponding amount of the fee. In no case may an
applicant obtain an extension for more than four months under 37 CFR
1.136(a), beyond the two month period originally set for filing the Brief.

% 12.17 Brief Unacceptable — Not Timely Filed

The Appeal Brief filed on [1] is unacceptable because it was filed after
the expiration of the required period for response.

This application will become abandoned unless applicant obtains an
extension of time under 37 CFR 1.136(a). The date onwhich the Brief, the fee
for filing the Brief, the petition under 37 CFR 1.136(a), and the petition fee
are filed will be the date of the response and also the date for determining the
period of extension and the corresponding amount of the fee. In no case may
an applicant obtain an extension for more than four months under 37 CFR
1.136(a) beyond the two months originally set for filing the appeal brief.

A form suitable for noting noncompliance with 37 CFR
1.192(c)

§ 12.69 Heading for Notice Under 37 CFR 1.192(c)

NOTIFICATION OF NONCOMPLIANCE WITH THE
REQUIREMENTS OF 37 CFR 1.192(c)

Examiner Note:
Use form PTOL~90 and follow with one or more of form paragraphs
12.69.1 ~12.77 and conclude with paragraph 12.78.

1206

§ 12.69.1 Statement in Brief That Claims Do Not Stand or Fall
Together ~ Supporting Reasons Lacking

The brief includes a statement that claims [1] do not stand or fall

together but fails to present reasons in support thereof as required under 37
CFR 1.192(cX5). MPEP § 1206.

Examiner Note:

1. This form paragraph should be used only when no supporting reasons
are presented in the brief. If reasons are presented, even if theyare notagreed
with, use form paragraph 12.55.2 instead of this form paragraph. Reasonsfor
disagreement are discussed in either the “Ground of Rejection” or in the
“Response to Arguments” portion of the examiner’s answer.

2. Ifthe brief contains neither a statement that claims do notstand or fall
together nor reasons in support thereof, vse paragraph 12.55.1 in Examiner’s
Answer.

9 12.70 Missing Section Headings
The brief does not contain the items of the brief required by 37 CFR
1.192(c) under the appropriate headings and/or in the order indicated. [1]

Examiner Note:
Inbracket 1 insert an indication of the missing headings or errors in the
order of items

§ 12.71 Defect in Statement of Status of Claims

The brief does not contain a statement of the status of all the claims,
pending or cancelled, and identify the claims appealed as required by 37 CFR
1.192(cX1). {1}

Examiner Note:
Inbracket 1 insert an indication of the missing claim status information.

9 12.72 Defect in Statement of Status of Amendmient Filed After Final
Rejection

The brief does not contain a statement of the status of an amendment
filed subsequent to the final rejection as required by 37 CFR 1.192(cX2). [1]

Examiner Note:

Inbracket 1 insert an indication of the amendment of which the statusis
missing.
§ 12.73 Defect in Explanation of the Invention

The brief does not contain a concise explanation of the invention
defined in the claims involved in the appeal, which refers to the specification

by page and line number, and to the drawing, if any, by reference charactersas
required by 37 CFR 1.192(cX3). [1]

Examiner Note:
In bracket 1 insert an indication of the missing explanation.

9 12.74 Defect in Statement of the Issues
The brief does not contain a concise statement of the issues presented
for review as required by 37 CFR 1.192(c)(4). [1]

Examiner Note:
Inbracket[1}insertan indication of the missing concise statement of the
issues presented for review.

9 12.76 Defects in the Arguments of the Appellant

The brief does not contain arguments of the appellant with respect to
each of the issues presented for review in 37 CFR 1.192(c)4), and the basis
therefor, with citations of the authorities, statutes, and parts of the record
relied on as required by 37 CFR 1.192(c)6).

Examiner Note:
Include one or more of form paragraphs 12.76.1 - 12.76.6 which apply.
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9 12.76.1 Separate Heading for Each Issue
Each issue should be treated under a separate heading.

§ 12.76.2 Defect in § 112, First Paragraph Rejection Argument

The brief does not contain for each rejection under 35 U.S.C. 112, first
paragraph, an argument which specifies the errors in the rejection and how
the first paragraph of 35 U.S.C. 112 is complied with, including how the
specification and drawings, if any, [1].

Examineér Note:

In bracket 1 insert the following wording which is appropriate:

(A) “describe the subject matter defined by each of the rejected claims”

(B) “enable any person skilled in the art to make and use the subject
matter defined by each of the rejected claims”

(C) “set forth the best mode contemplated by the inventor of carrying
out his or her invention”

9 12.76.3 Defect in § 112, Second Paragraph Rejection Argument

The brief does not contain for each rejection under 35 U.S.C. 112,
second paragraph, an argument which specifies the errors in the rejection and
how the claims particularly point out and distinctly claim the subject matter
which applicant regards as the invention.

§ 12.76.4 Defect in § 102 Rejection Argument

The brief does not contain for each rejection under 35 U.S.C. 102, an
argument which specifies the errors in the rejection and why the rejected
claims are patentable under 35 U.S.C. 102, including any specific limitations
in the rejected claims which are not described in the prior art relied upon in
the rejection.

Examiner Note:
Specify claim(s) for which no argument of error was specified.

9 12.76.5 Defect in § 103 Rejection Argument

The brief does not contain for each rejection under 35 U.S.C. 103, an
argument which specifies the errors in the rejection and, if appropriate, the
specific limitations in the rejected claims which are not described in the prior
art relied on in the rejection, and an explanation how such limitations render
the claimed subject matter unobvious over the prior art. If the rejection is
based upon a combination of references, the argument must explain why the
references, taken as a whole, do not suggest the claimed subject matter, and
shall include, as may be appropriate, an explanation of why features disclosed
in one reference may not properly be combined with features disclosed in
another reference. A general argument that all the limitations are not
described in a single reference does not satisfy the requirements of 37 CFR
1.192(c)6)iv). '

Examiner Note:
Specify claim(s) for which no argument of error was specified.

9 1276.6 For Any Rejection Other Than Those Referred To in
Paragraphs (c)(6)(i) to (iv) of 37 CFR 1,192 for Which No Argument of
Error Was Specified.

The brief does not contain an argument which specifies the errorsin the
rejection and the specific limitations in the rejected claims, if appropriate, or
other reasons, which cause the rejection to be in error.

Examiner Note:
Specify claim(s) for which no argument of error was specified.

9 12.77 No Copy of Appealed Claims in Appendix
The brief does not contain a copy of the claims involved in the appeal in
the Appendix.

§ 12.78 Period for Response Under 37 CFR 1,192(d)

Appellant is required to comply with the provisions of 37 CFR 1.192(c).
Appellant is given a TIME LIMIT of ONE MONTH from the date of this
letter or any time remaining in the period under 37 CFR 1.192(a) for filing a
new complete brief. If a new brief that fully complies with 37 CFR 1.192(c)is
not timely submitted, the appeal will be dismissed as of the date of expiration
of the period provided by 37 CFR 1.192(a). No extension of this one month
time limit may be obtained under either 37 CFR 1.136(a) or (b) but the
original two-month period under 37 CFR 1.192(a) for filing the brief maybe
extended under 37 CFR 1.136(a) up tosixmonths from the date of the Notice

of Appeal.
Examiner Note:

This paragraph has limited application. To notify appellant of
noncompliance with 37 CFR 1.192(c) examiner must use form PTOL 462.

1207 Amendment Filed With or After Appeal

To expedite the resolution of cases under final rejection,
an amendment filed at any time after final rejection but be-
fore an appeal brief is filed, may be entered upon or after fil-
ing of an appeal provided the total effect of the amendment is
to (1) remove issues from appeal, and/or (2) adopt examiner
suggestions. Of course, if the amendment necessitates anew
search, raises the issue of new matter, presents additional
claims without cancelling a corresponding number of finally
rejected claims, or otherwise introduces new issues, it will not
be entered. Examiners must respond to all nonentered
amendments after final rejection, and indicate the status of
each claim of record or proposed, including the designation of
claims that would be entered on the filing of an appeal if filed
in a separate paper. It should be noted that an amendment
placing a case in condition for allowance will be enterable by
the examiner at any stage prior to forwarding the answer on
appeal. Except where an amendment merely cancels claims
and/or adopts examiner suggestions, removes issues from ap-
peal, or in some other way requires only a cursory review by
the examiner, compliance with the requirement of a showing
under 37 CFR 1.116(b) will be expected of all amendmentsaf-
ter final rejection.

If after appeal hasbeen taken, a paper is presented which
on its face clearly places the application in condition for allow-
ance, such paper should be entered and a notice of allowabil-
ity (PTOL-327) or an examiner’s amendment promptly sent
to applicant.

In accordance with the above, the brief must be directed
to the claims and to the record of the case as they appeared at
the time of the appeal, but it may, of course, withdraw from
consideration on appeal any claims or issues as desired by
applicant.

A timely filed brief will be referred to the examiner
for consideration of its propriety as to the appeal issues
and for preparation of an examiner’s answer if the brief is
proper and the application is not allowable. The examin-
er’s answer may withdraw the rejection of claims or any
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objection or requirement as desired by the examiner. Note
MPEP § 1208.02. No new ground of rejection or objection
should be incorporated in the examiner’s answer without
express approval in each case by the supervisory primary ex-
aminer. See MPEP § 1002.02(d)(3) and MPEP § 1208.01.
See MPEP § 714.13 for procedure on handling amend-
ments filed after final action and before appeal.

Notethat37CFR 1.192(c)(2) requires a statement as to
the status of any amendment filed subsequent to the final
rejection, MPEP § 1206.

1208 Examiner’s Answer

37 CFR 1.193. Examiner’s answer.

(2) The primary examiner may, within such time as may be directed by
the Commissioner, furnish a written statement in answer to the appellant’s
brief including such explanation of the invention claimed and of the
references and grounds of rejection as may be necessary, supplying a copy to
the appellant. If the primary examiner shall find that the appeal is not regular
in form or does not relate to an appealable action, he shall so state and a
petition from such decision may be taken to the Commissioner as provided in
§ 1.181.

(b) Theappellant may file a reply brief directed only to such new points

of argument as may be raised in the examiner’s answer, within two months

from the date of such answer. The new points of argument shall be specifically
identified in the reply brief. If the examiner determines that the reply briefis
not directed only to new points of argument raised in the examiner’s answer,
the examiner may refuse entry of the reply brief and will so notify the
appellant. If the examiner’s answer expressly states that it includes a new
ground of rejection, appellant must file a reply thereto within two months
from the date of such answer to avoid dismissal of the appeal as to the claims
subject to the new ground of rejection; such reply maybe accompanied by any
amendment or material appropriate to the new ground. See § 1.136(b) for
extensions of time for filing a reply brief in a patent applicationand § 1.550(c)
for extensions of time in a reexamination proceeding.

APPEAL CONFERENCE

Appealed cases in which the brief has been filed may be
reviewed by conference in the group, those participating be-
ing (1) a primary examiner, (2) the examiner charged with
preparation of the examiner’s answer, and (3) another ex-
aminer, known as the conferee, having sufficient experience
to be of assistance in the consideration of the merits of the
issues on appeal.

Nonexamining time is allowed for all examiners partici-
pating in an appeal conference. This includes the examiner
whose application or reexamination proceeding is being re-
viewed during the conference.

The group director has the discretion as to whether or not
appeal conferences are necessary in the examining group and,
if so, in which instances they are to be held. If an appeal con-
ference is held, the SPE should be informed thereof.

If aconference is held, the primary examiner responsible
for signing the examiner’s answer should weigh the argu-
ments of the other examiners, but it is his or her responsibility

1208

to make the final decision. During the conference, consider-
ation should be given to the possibility of dropping cumulative
art rejections and eliminating technical rejections of doubtful
value.

On the examiner’s answer, the third person (conferee)
should place his or her initials below those of the examiner
who prepared the answer, thus: ABC (conf.). This does not
indicate, necessarily, concurrence with the position taken in
the answer.

If the examiner charged with the responsibility of prepar-
ing the answer reaches the conclusion that the appeal should
not be forwarded and the primary exaniiner approves, no con-
ference is held.

Before preparing the answer, the examiner should make
certain that all amendments approved for entry have in fact
been physically entered. The clerk of the board will return to
the group any application in which approved amendments
have not been entered.

ANSWER

The examiner should furnish the appellant with a written
statement in answer to the appellant’s brief within 2 months
after the filing of the brief.

The answer should contain a response to the allegations
or arguments in the brief and should call attention to any er-
rors in appellant’s copy of the claims. Grounds of rejection
not argued in the examiner’s answer are usually treated as
having been dropped, but may be considered by the Board if it
desires to do so. The examiner should treat affidavits, declara-
tions, or exhibits in accordance with 37 CFR 1.195, reporting
his or her conclusions only on those admitted. Any affidavits
or declarations in the file swearing behind a patent should be
clearly identified by the examiner as being considered under
either 37 CFR 1.131 or 37 CFR 1.608(b). The distinction is im-
portant since the Board will usually consider holdings on 37
CFR 1.131 affidavits or declarations but not holdings on 37
CFR 1.608(b) affidavits or declarations in appeal cases.

If the brief fails to respond to any or all grounds of re-
jection advanced by the examiner, or comply with 37 CFR
1.192(c), the indicated procedure for handling such briefs
set forth in MPEP § 1206 under “Appeal Brief Content”
should be followed.

Because of the practice of the Patent and Trademark Of-
fice in entering amendments after final action under justifi-
able circumstances for purposes of appeal, many casescoming
before the Board for consideration contain claims which are
not the claims treated in the examiner’s final rejection. They
are either entirely new claims or amended versions of the fi-
nally rejected claims or both. The new claims or finally re-
jected claims, as amended, frequently contain limitations not
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