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1801 Basic PCT Prmcnples [R 5]
MAJOR CONCEPT.:;

.- The Patent Cooperation Treaty (PCT) is an mtemauonal
agreement to which the United States of America is a party,
which provides for the filing of patent applications on the same
invention in a number of countnes The PCT enables the U.S.
apphcant tofileone apphcauon, an international application”,
in a standardized format in English in the >US.< Recemng
Office (*he U.S. Patent and Trademark Office), and have that
application acknowledged as aregular national filing in as many
member countries to the PCT as the applicant “designates™ that
is, names, as countries in which patent protection is desired. In
the same manner, >the< PCT enables foreign applicants to file
a PCT application designating the United States of America in
their home language in their home pa:.ent office and have the
application acknowledged as aregular U.S. national filing. The
PCT also provides that the application will be subjected to a
search for published disclosures which are capable of assisting
in the determination of whether the invention disclosed in the
application is new and unobvious, Upon payment of national
fees and the furnishing of a wanslation, usually some twenty
months after the filing of *>any priority< application for the
invention >or the international filing datc if no priority is
claimedx, the application will be subjected to national proce-
dures in each of the designated countries. >If a Demand for an
International Preliminary Examination is filed within 19
months of the priority date, the period for entering the national
stage is extended to thirty months from the priority date.<

The PCT offers an alternative route to filing patent applica-
tions directly in those countries which are members of the PCT.
It does not preclude taking advantage of the priority rights and
other advantages provided under the Paris Convention (PCT
Ariicle 1). The PCT provides an additional and optional foreign
filing route to United States and foreign applicants.

PCT Anicle 1
Establishment of a Union

(1) The States pasty to this Treaty (hereinafter called “the Contracting
States™) conntitute 8 Union for cooperation in the filing, searching, and exami-
nation, of applicstions for the protection of inventions, and for rendering special
technical services. The Union shall be known. as the Intemational Patent
Cooperation Union.

(2) No provision of this Treaty shall be interpreted as dimninishing the
rights underthe Paris Convention forthe Protection of Indusirial Property of any
national or resident of any countsy party to thet Convention.

The PCT has also substantially harmonized the formal re-
quirements of applications for the member countries and the
Euvropean Patent Convention (EPC).

The PCT alsoprovides new filing and searching procedures
whereby much of the processing and transmittal of papers is
done for the applicant by the various national patent offices
which act as international authorities and the International
Bureau (IB) of the World Intellectual Property Organization
(WIPO) in Geneva, Switzerland, which administers the Treaty.

The filing and search procedures are set forth in Chapter I
of the PCT. Additional procedures for a preliminary examina-
tion of PCT international applications are set forth in PCT
Chapter I1.%*
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To understamlmePCT itis unportanttoknow the basic

fiow ofan mtemmmmlapphcauon under the PCT. Thns ﬂow is

; page.
_Inmost mstames'm U.S. national application (NA) is filed

ﬁrst. An international application for the same subject matter

will then be filed subsequently within mepnontyyearprovxded

by the Paris Convention and claim the priority beneﬁt of the .

1.s. natlonal apphcauun fihng date
RECEIVING OFFICE (RO)

The international application (IA) must be filed in a
Receiving Oftice (RO), (PCT Article 10). The United States
Patent and Trademark Office will act as a Receiving Office for
United States residents and nationals (35 U.S.C. 361(a)). Thie
Receiving Office functions as the filing and formalities review
orgamzauon for international applications. International appli-
cations must contain upon ﬁlmg the designation of those coun-
tries in which patent protection is desired and must meet certain
standards for completeness and formahty (PCT Arucles 11(1)
and 14(1)). -

Where a priority claim is made, the date of the earher filed
national application is used as the date for determining the
timing of international processing, including the various trans-
mittals, the payment of certain international and national fees,
and publication of the application. Where no priority claim is
made, the international filing date will be considered to be the
“priority date” for timing purposes (PCT Article 2(xi)).

The intemnational application is subject to the payment of
certain fees upon filing >or within one month thereafter< and at
the expiration of 12 months from the priority date >or within one
month thereafter< (PCT Article 11(3) and 35 U.S.C. 361). The
Receiving Office will grant an international filing date to the
application, collect fees, handle informalities by direct commu-
nication with the applicant, and monitor all corrections (35
U.S.C. 361(d)). By 13 months from the priority date, the
Receiving Office should prepare and transmit a copy of the
international application, called the Search Copy (8C), to the
International Searching Authority (ISA); and > forward the
original <* copy, called the Record Copy (RC), to the Interna-
tional Bureau (PCT Rules 22.1 and 23). A >second<* copy of
the international application, the Home Copy (HC), remains in
the Receiving Office (PCT Article 12(1)). Once the Receiving
Office has transmitted copies of the application, the Interna-
tional Searching Authority becomes the focus of international
processing,

INTERNATIONAL SEARCHING AUTHORITY (ISA)

Thebasic function of the International Searching Authority
(1SA) is to conduct a prior art search of inventions claimed in
international applications; it does thisby searching inatleast the
minimum documentation defined by the Treaty (PCT Articles
15and 16and PCT Rule 34). Atthe option of the U.S. applicant,
either the U.S. Pateni and Trademark Office or the European
Patent Office acts as an International Searching Authority for
U.S. residents and nationals. The International Searching Au-
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thority naalsorespnnmblc forcheckmg the contentof thetideand ...
. abstract (PCT Rules 37.2 and 38.2). An International Search ™

Report (SR) will normally be issued by the International Search-
ing Authority within three months from the receipt of the Search
Copy (usually about 16 months afier the priority datc)('PCTRme
pies of the International Search Report and prior art cited
will be sent 1o the Adpplicant and the I tesnational Bureau (°CT
Rules 43 and44 1). The Search Reptmwxll containa listing of
thosé docushents found tobe relevant and will identify the claims
in the apphcauon to-which they are pertinent; however, no
jadgments or statements as to patentability will be made (PCT
- Rule43.9). The applicant will alsoreceive withoutcharge acopy
of the cited prior art from the U. S. Patent and Trademark Office
as an International Searching Authority. Once the International
Search Report hasbeen completed and transmitted, international
processing continues before the International Bureau.

INTERNATIONAL BUREAU (IB)

The basic functions of the International Bureau (IB) are to
maintain the master file of all international applications and to
act as the publisher and central coordinating body under the
Treaty. The World Intellectual Property Organization
>(WIPO)< in Geneva, Switzerland performs the duties of the
International Bureau.,

Tthe applwant has not filed a certified copy of the priority
document in the Receiving Office with the international applica-
tion, orrequ%ted upon filing that the Receiving Office prepare
and transmit to the International Bureau a copy of the prior U. S.
national application, the priority of which is claimed, the appli-
cant must submit such a document directly to the International
Bureau or the Receiving Office not later than 16 months after the

1801

..;pnonty date (PCT Rule 17). .

“The applicant has normally two months from the date of
transmittal of the International Search Report to amend the
claims by filing an amendment directly with the International
Bureau (PCT Article 19 and PCT Rule 46). The International
Bureau will then normaily publish (P) the international appli-
cation along with” the Search Report and any- amendment
(Amdt) at the expiration of 18 months from the pnomy date
(PCT Article 21). The international publication is in pamphlet
form with a front page containing bibliographical data, the
‘abstract, and a figure of the drawing (PCT Rule. 48). The
pampbhlet also contains the search report and any amendments
to the claims submitted by the applicant. If the application is
published in a language other than English, the search report
and abstract are also published in English. The Internationai
Burezu also publishes a > PCT< Gazette in the French and
English languages which contains information similar to that
on the front pages of international applications, as well as
various indexes, and announcements (PCT Rule 86). The
International Bureau also transmits copies of the international
application to all the Designated Offices (PCT Article 2G and
PCT Rule 47).

DESIGNATED OFFICE (DO)

>If no Demand for International Preliminary Examination
has been filed within 19 months of the priority date ,<** ihe
applicant must send to each Designated Office any required
transiations and the appropriate national or regional filing fees
>within twenty months from the priority date of the interna-
tional application,< unless the individual Designated Office
grants additional time (PCT Article 22). The applicant also has

Basic Flow under PLCT Chapter |
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the right to amend the application within one month from the
fulfillment of the requirements under Article 22. After this
month has expired (PCT Article 28 and PCT Rule 52), each
Designated Office will make its own determination as to the
patentability of the application based upon its own specific
national or regional laws (PCT Article 27(5)).

s>Basic Flow of PCT Chapter II

PCT Anicle 33
The Intemational Preliminary Examination

(1) The objective of the intemational preliminary examination is to
formulate a preliminary and non-binding opinion on the questions whetherthe
claimed invention appears to be novel, to involve inventive step (10 be non-
obvious), and to be industrially applicable.

GHBRl

The basic flow of PCT Chapter Il is illustrated in the above
diagram, If the applicant desires to obtain the benefit of delay-
ing the entry irto the national stage until the 30th month, a
demand for international preliminary examination must be
filed with an appropriate International Preliminary Examining
Authority within 19 months of the priority date. Those States in
which the Chapter IT procedure is desired must be “elected” in
the demand.

A copy of the demand is forwarded to the International
Bureau by the International Preliminary Examining Authority.
The International Bureau then notifies the various elected
Offices that the applicant has entered Chapter 11 and that the
application should not be considered withdrawn for failurc to
enter the national stage within 20 months of the priority date.

The examiner of the International Preliminary Examining
Authority may comment on lack of unity of invention, note
errors, and issue a writtcn “opinion” as to whether each claim is
“novel”, involves an “inventive swep”, and is “industrially
applicable”. If a written “opinion” is issued by the cxaminer, the
applicant may respond (o the opinicn by arguments and amend-
ments within the time period set for response. The examiner will

Rev. §, July 1987

then issue the “International Prehmmaxy Exammanon Report”
which presents the examiner’ s final posmon as to whether each
claim is “novel”, involves an “inventive step”, and is “industri-
ally applicable™ by the 27th month after the priority date. A copy
of the “International Preliminary Examination Report” is sent to
the applicant and to the International Bureau. The International
Bureau then communicates a copy of the “International Prelimi-
nary Examination Renort” to each “Elected Office”.

The applicant must complete the requirements for entering
the national stage by the expiration of the 30th month from the
priority date in order to avoid any question of withdrawal of the
application as to that elected Office.

In accordance with the agreement between the United
States Patent and Trademark Office (USPTO) and the Interna-
tional Bureau (PCT Article 34), the USPTO will act as an Inter-
national Preliminary Examining Authority (IPEA) for interna-
tional applications filed by residents and nationals of the United
States and for those applications of other western hemisphere
countries which have been searched by the USPTO as an
International Searching Authority.

Upon filing of a proper demand and the payment of the
necessary fees, the international application shall be the subject
of an internaticnal preliminary examination,

An international preliminary examination will be carried
out only on those inventions for which an International Search
Report has been established since the International Preliminary
Examining Authority must take into consideration the docu-
ments cited in the International Search Report. (PCT Article
33(6)).

The International Searching Authority has the responsibil-
ity of initially determining whether or not urity of invention
exists in an international application. However, since searching
authorities may differ on the quesiion of unity of invention and
since an applicant has the right to amend the application subse-
quent to the receipt of the International Search Report, the
international applicationis againreviewed by the examiner with
respect to the question of unity of invention at the onset of the
international preliminary examination,

1800-4
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nnmsﬁorenderanonbmdmgopmmnonthequcs&mofwhcther
the subject matter of the international application meets the
criteria set-out in PCT Article 33(1), i.e., whether the claimed
invention-appears to-be novel, o 1nvolve inventive step (to be
ron-obvious) ‘and to be industrially apphcable ‘Form -PCT/
IPEA/408 is provided for use by the examiner to notify applicant
of any negativeaspectsof the apphcauon in the formof awmten

opinion.

Afteran opportumty to repond final results of the i mtema-
tional preliminary examination are set forth in an International
Preliminary Examination Report on Form PCT/IPEA/409. This
report takes into consideration any amendments that may have
been filed by the applicant in response to the written opinion.<

1802 PCT Definitions [R-5]

PCT Article 2
Definitlons
For the purpoees of this Treaty and the Regulstions and unless expressly
stated otherwise:

() “application” means en epplication for the protecticn of an invention;
references 1o an “applicetion” shall be construed ss references to spplications for
pateats for inventions, inventors® centificates, utility centificates, niility models,
petents or centificates of addition, inventors” centificates of addition, and ntlity
cestificates of addition;

(ii} references 1o a “patent” shall be construed as references 1o patents for
inventions, inventors' cenificates, utility cenificates, utility models, patents or
cenificates of addition, inventors’ cenificaies of addition, and wility cestificates
of addition;

(iif) “national patent” means & patent granted by a national ambority;

(iv) “regional patent” means & patent granted by a netionel or za intergov-
emenensal authority having the power 1o grant patents effective in more than one
State;

(v) “regional application” means an epplication for a regional patent;

(vi) references to & “national application” shall be construed as references
1o applications for national patents and regional patents, other than applications
filed under this Treaty;

(vii) * ‘intemational application” means an spplication filed under this
Treaty;

(viii) references to an “spplication” shall be construed as references to
international applications and national spplications;

(ix) references to 2 “patem” shall be construed as references to national
patents and regional patents;

(x) references to “national law"” shall be construed as references to the
national law of a Contracting State or, where a regional application or & regional
patent is involved, to the treaty providing for the filing of regional applications
or the granting of regional patents;

(xi) “pricrity date,” for the purpose of computing time limits, means

(a) where the international application contzing e priority claim under
Anicle 8, the filing date of the application whose priority is so claimed;

(b} where the intemational application containg several priority claims
under Anicle 8, the filing date of the earliest application whose priority is so
claimed;

(c) whese the intemational application does not contain any priority
claim under Anicle &, the intemational filing date of such application;

(niiy “nstional Office” means the govemment authority of & Contracting
Suste entsusted with the granting of patents; references 1o 8 “national Office”
shall be construed e referring also to any intergovemnmentsl authority which
several States have entrusted with the task of granting regional patents, provided
that at least one of those States is 8 Contracting State, and provided thst the said
States have suthorized that suthority to assume the obligations and exercige the
powers which this Treaty and the Regulations provide for in respect of national
Offices;

(xiii) “designated Office” means the national Office of or acting for the
State designated by the applicant under Chapter I of this Treaty;

(ziv) “elected Office” means the national Office of or acting for the State
elecied by the applicant under Chapter I of this Treaty;

1800-5

VL ) receiving Office™ miéins the national Oﬁ"ee or the mmgm
menulorgunwwnwnhwhndnhemte stionial epplicition hias _

_ (xvi) “Union™ means the Intemiational Pttcnt Coopemuon Umon. kS

" (Vi) “Assembly" meins the Assembly of the Union; ©

(xvm) "Orgamzauon" means !he World lntellecmnl Pmpeny Orgnmu-

ti'oh;
(xlx) “Inwm:uoml Bumu" mesns lhe Imemumml Bureau of the Ot
ganization and’; 8¢ Jong ayit subsists, the Umted Tnitérnations) Bureau: for !hc
Protection of Intelléctual Property (BIRPI); '
(xx) “Director General” means the Director Gcneﬂl of the Organizstion
and, a8 long ag BIRPI subsxsts the Dlrector of B!RPI.

, PC’I‘ Rule 2
Interpretation of Cértaln Words

2.1 ‘Apphcalu

' Wheneverthe word “applicant”is used, it shall be construed as meaning’
also the agent or other representative of the applicant, except where the contrary
clearly follows from the wording or the nature of the provision; or the context
in which the word is used, such as, in particular, where the provision refers to
the residence or nationality of the applicant.

2.2 "Agemt”

Whenever the word “agent” is used, it shall be construed as meaning any
person who has the right to practice before intemational authorities a3 defined
in Article 49 and, unless the contrary clearly follows from the wording or the
nature of the provision, or the context in which the word is used, also the
common representative referred to in Rule 4.8,

2.3 “Signature” ‘

Whenever the word “signalure is used, it shall be understood that, if the
nationzl law applied by the receiving Office or the competent Internaticnal
Searching or Preliminary Examining Authority requires the use of & zeal instead
of a signature, the word, for the purposes of that Office or Authority, shell mean
seal.

35 U.S.C. 351 Definitions.

When used in this part unless the context otherwise indicates—

(a) The tenn “ireaty”™ means the Patent Cooperation Treaty done st
Washington, on June 19, 1970 **,

(b) The term “Regulations”, when capitalized, means the Regulations
underthe treaty **, done at Washington on the same date ss the treaty. The term
“regulations”, when not capitalized, means the regulations established by the
Commissioner under this title.

(c) The term “international application” means an spplication filed under
the treaty.

(d) The term “intemational spplication originating in the United States”
means an international application filed in the Patent and Trademark Office
when it is acting as a Receiving Office under the treaty, irrespective of whether
or not the United States has been designated in that intemational application.

(e) The term “international spplication designating the United States™
means an international application specifying the United States as & country in
which a patent is sought, regardless where such intemational application is
filed.

(f) The temm "Receiving Office” means a national patent office or inter-
govemmental organization which receives and processes intemational applice-
tions as prescribed by the treaty and the Regulations.

(g} The terms “International Searching Authority” >and"Intemational
Preliminary Examining Authority "mean<® a national patent office or intergov-
emmental organization as appointed under the treaty which processes intema-
tional applications as prescribed by the treaty and the Regulations.

(h) The term “Intemational Bureau” meens the intemational intergovern-
mental organization which is recognized as the coordinzting body vnder the
treaty and the Regulations.

(i) Terms and expressions not defined ir: this part are to be taken in the
senge indicated by the treaty and the Reguiations.

37 CFR 1.401 Definitions of terms under the Patent Cooperation

Treaty.

(a) The abbreviation “PCT” and the term “Treaty” mean the Patent
Cooperation Treaty.

(b} “Intemational Burcau™ means the World Intellectual Propeny Or-
ganization located in Geneva, Switzerland,

(c) “Administrative Instructions” means that body of instructions for
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Imc auonal rchmmaryExammmg Amhomy which tequuts & mmmmal
" (h)“Annexes” means unmdmmxs madc to the clums.desmm orthe
drawings before the International Preliminary Examining Authority.
(i)} Other tenms and expressicns in this Subpart C not defined in this
section are to be taken in the sense indicated in PCT An. 2 and 35 U.S.C. 351.

1803 Reservations Under the PCT Taken by the
United States of America [R-5]

PCT Article 64
Resgervations

(1)) Any State may declase that it shell not be bound by the provisions
of Chaprer I1.

(b) Suates meking & declaration under subperagreph (a) shall not be bound
by the provisions of Cligpter II and the corresponding provisions of the
Regulations. ’

(2)(a) Any Statenot having made & declaration under paragraph(1}(z) may
declare that:

. (i)t shall not be bound by the provisions of Article 39(1) with respect to
the famishing of a copy of the international application and a translation thereof
(as prescribed),

(ii) the obligation 1o delay national pmceumg, as provided for under
firticle 40, shall not prevent publication, by or through its national Office, of the
intemational application or a translation thereof, it being undestood, however,
that it is not exempted from the lirnitations provided for in Articles 30 and 38.

(b) States making such a declarmion shall be bound sccordingly.

(3)() Any State may declare that, as far as it is concemed, intemational
publication of international applications is not required.

() Where, at the explmmolwmondufmmepmmy date, the
intemational spplicati-n conteins the designation only of such States as have
made declarations under subparagreph (g), the intemational application shall
not be published by virtue of Anticle 21(2).

(c) Where the provisions of subparagraph (b) apply, the intemational
application shall nevertheless be published by the Intemationsl Burean:

{i) & the request of th spplicant, &s provided in the Regulations,

(ii) when & nationsl application or & patent based on the intemational
application is published by or on behalf of the national Office of any designated
Stste having made a declaration under subparagraph (u), prompily after such
publication but not before the expiration of 18 months from the priority date.

(4)(z) Any State whose national law provides for prior art effect of its
patents as from a date before publication, but does not equate for prior an
purposes the priority date clasimed under the Paris Convention forthe Protection
of Industrial Propesty to the actual filing date in that State, may declare that the
filing outside that State of an intemational application designating that Stste is
not equated to an actual filing in that State for prior ant purposes.

(b) Any State making & declaration under subparagraph (e} shall 1o that
extent not be bound by the provisions of Anicle 11(3).

(¢) Any State making & declasation under subparagraph (s) shall, & the
sametime, state in writing the date from which, and the conditions under which,
the prior ant effect of any intemational spplication designating that State
becomes effective in that State. This ststement may be modified st saytime by
notification eddressed to the Director General.

(53 Each State may declare that it doeg not conside itself bound by Article
59. With regard to any dispute between any Contracting Stste having made such
a declaration and any other Contracting State, the provisions of Article 59 shall

ot apply.
(6)(a) Any declaiaticn made under this Article shall be made in writing.

- It may be made at the time of signing this Treaty, at the time of depositing the

instrument of satification or accession, or, excegpt in the case referred to in
paragraph (5),at any latertime by notification addressed tothe Director General,
In the cage of the said notification, the declaration shall take effect six monihs
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by notification sddiessed to the Director Gensial. Such withdrawal shiall iske
effect three months after the day o vwhich the Director Genesal hay received the
nouﬁcauon end, ini the case of the withdrawal .of -a.declarstion made under
paragnph (3). shall not affect. mtemmonal -applications filed pnor 1o the
expiration of the & d' thrée»momh penod. y

) Ko reservations to this “Tieaty” other than the :eservauons under
pamgmphs (l) to (5) are permmed

The Umted States of Amenca >had ongmally<* declared
that it>was<* not bound by Chapter I (Asticle 64 (1)}, >buthas
row withdrawn that reservation effective July 1,1987<..

It -has also declared that, as far'as the United States of
America is concerned, international pubhcauon is not required
(Article 64 (3)).

The ** United States of America >also< made >areserva-
tion<** under Article 64(4) which relates to the prior art
effective date of a U.S. patent issuing from an infernational
application. See 35 U.S.C. 102(e).

>1804 USPTO - WIPO Agreement [R-5]

Agreement between the UNITED STATES PATENT AND TRADE-
MARK OFFICE and THE INTERNATIONAL BUREAU QF THE WORLD
INTELLECTUAL PROPERTY ORGANIZATION conceming the functions
of the United States Patent and Trademark Office in the capacity of an
International Searching and Preliminary Examining Authority appointed under
the Patent Cooperation Treaty.

Preamble
The United States Patent and Trademark Office and the International
Bureau of the World Intellectual Propernty Osganization agree to conclude the
following Agreement under Articles 16(3)(b) and 32(3) of the Patent Coopera-
tion Treaty:

Article 1

Terminology Used in the Agreement

(1) For the purpose of this Agreement:

(a) “Treaty” means the Patent Cooperation Treaty;

(b) “Regulations" mean the Regulations under the Treaty;

(c) “Administrative Instructions’ means the Administrative Instructions
under the Treaty;

(d) “Anticle” (except where a specific reference is made to an Article of
this Agreement) means an Article of the Treaty;

(&) “Rule” means a Rule of the Regulations;

(f) “Authority” refers 10 the United States Patent and Trademark Office
acting in the capacity of an International Searching and Preliminary Examining
Authority pursusnt to this Agreement and appointed under the Treaty;

() “Internstional Bureau” means the Intemations! Buresu as defined in
Anticle 2(xix); and

(h) “Gazeue" means the publication referred to in Article 55(4).

Anicle 2
Basic Obligations

(1) The Authority will, except in respect to subject matier which pursuant
10 Anticle 6 of this Agreement the Authority is nct required to search or 1o
exernine, carry out intemational searches and international preliminary exami-
nations and perform such other functions ag are specifically provided for by the
Treaty, the Regulations, this Agreement, and the Administrative Instructions. In
carrying out an iniemational search and an international preliminary exeming-
tion, the Authority shall be guided by the Guidelines for Intemnationsl Sesech
and for International Preliminary Examination o be Carried Out under the
Patent Cooperation Treaty. The Authority undertakes to apply and observe all
the common rules of iniernational search and of intemational preliminery ex-
amination,
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ate by both the Authority. mdlhclntemam_oml Burean, aummcetoth:ahmm,

relation to the performance; by the olhfcr'of m funcums t!xemmde:

Amcle 3
) Competence of the Authority

(1) Subject to Article 6 of this Agmemem. the Authority undertakes to act

as sn Intemnstional Searching Authority for all international applicstions (i) filed

with the receiving Office of, or acting for, the States specified in Annex. A of this

Agreement, ind (ii) filed in o translated into the langusges speu&d in Annex
A of this Agreement, .-

a)SubjeawAdeG oflhu Agreement t.heAmbomymdenaku toact

as an Interational PrehmmuyEnmmmgAmhm!y for all insernational appli-

cations (i) filed with the receiving Office of, onumgfor.me&mweuﬁedm

Anmex A of this Agmment.md(u)fﬂadmormhwdmotbz]mmw

specified in Annex A of this Agreement.

Article 4
Minimum Personnel Requirernents

(1) The Authority shall, for the purposes of camying out international
search and intematicnal preliminary exesninstion, meke available the staff s its
disposal, to the extent required by the workload, having sufficient technical
qualifications 1o carry ot such search and examination in all technical fields
except those referred to in Article 6 of this Agreement. The saff of the Authority
thall be maintained at a level exceeding the minimum requirement as set out in
Rules 36.1(i) and 63.1().

(2) The Authority shall maineain, or otherwise secure agsistance by, a staff
which has the lengusge facilities to understand at least those langusges in which
the minimum documentation referred to in Rule 34 is written or is translated.

-

Arsicle 5
Documentation Facilities
The Authority shall maintain end use gll documentation facilities crdiner-
ily et the disposal of the staff referred to in Anicle 4(1) of this Agreement for
search snd examination purposes, and thall meinisin and use for the said
purposes at least the minimum documentation fecilities prescribed by Rules
36.1(ii) and 63.1(ii).

Article 6
Subject Matter not required to be Searched
In sccordance with Anicles 17(2)i) and 34(4)}(s)(i), the Authority will not
be obligated 1o search orexamine any of the subject matter specified in Rule 36.1
or Rule 67.1 except for subject matter specified in Annex B of this Agreement.

Article 7
Fees
(1} A schedule of all fees charged by the Authority in relztion to its
functions as an Intemational Searching end Preliminary Examining Authority is
set out in Annex C of this Agreement.
(2) The Auvitiority shall, to the extent snd vader the conditions set out in
Amnex, C of this Agreement, refund the paid seerch fees in whole or in past.

Article 8
Review of Protest
The Commissioner of Patents end Trademarks or his designee ehall
examine protests in respect of additionsl fees where such edditional fees are paid
under protest pursuant 1o Rule 40.2(c) or Rule 68.3(c).

Article 9
{Deleted)

Article 10
Classification
The Authority, in eddition 1o applying the Intemational Patens Classifica-
tion to a panticular subject mater, may slso apply the United States Patent
Clagsification.

Article 11

1800-7
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SRR Amclclz S
Pacm Infonnauon Services and Technicel Amstance
The Authority shall cooperate 'with the Intemational Bureau in providing
patent inforination” services ‘and such other: contributions to the technical
assistance program under Chaptér TV ‘of the Treaty as are both pramcable
within the facilities of the Authority and &g may be agreed

Article 13 .
~ Entry into Force of the. Agreement
This Agreement shall enterinto force, after spprowal by the Assembly, on
the date of signature thereof, The Agreement together with an indication of the
date of its entry into force shell be publuhed inthe Gauﬂcby the Intemnational
Buresu.

Anicle 14
Duration and Renewability of the Agreement
Subject to Anicle 16 of this Agreement, this Agreement shall remain in
force for a period of 10 years. It shall be rensweble for & period of 10 years
subject tothe approval of, and the extension of the appointment of the Authority
for that period by, the Assembly.

Article 15
Amendment

(1) Without prejudice to paragraphs (2) and (4) below, amendments may
be made to this Agreement by ags : mnent between the Authority and the
Intemnational Bureau and shall take effect on the date on which those amend-
menis are epproved by the Assembly, or, if a later date is specified in the
smendments, on that leter date.

(2) Annex A may be amended by the Authority at sny time. Any
amendment adding a State or language will be made by notification from the
Authority to the Imemational Buresu and shall teke effect one month from the
date of publication in the Gazeite, Any amendment deleting a State or language
will be made by notification from the Authority to the Intemational Bureau and
shall tske effect nine months from the date of publication in the Gazeue,

(3) Annex B may be amended by the Authority at any time. Any
smendment adding subject maiter to that Annex will be made by notification
from the Authority to the Intemational Bureau end shall take effect one month
from the date of publication in the Gazette. Any amendment deleting subject
maetter from the Annex will be made by notification from the Authority to the
Intemational Bureau and shall take effect nine months from the date of
publication in the Gazeue.

(4) Annex C may be amended by the Authority at any time. Any
amendment may be made by notification: from the A :thority to the Intemational
Bureau and shall take effect on a date specified by the Authority butnot earlier
than one month after the publication of the notification in the Gazette. Normally
Annex C ghall not be emended during the first year afier the entry into force of
this Agreement or thereafier at an interval of less than one year from a previous
smendment of the schedule.

(5) The Intemational Bureau shall publish prosszuy in the Gazette any
amendment of this Agreement agreed to by the Authority and the Intemational
Bureau end approved by the Assembly under paragraph (1) and any notifica-
tions received by the Intemational Bureau under paragraphs (2) to (4).

Article 16
Termination of the Agreement

(1) This Agresment ghall terminate:

(a) if the Authority gives the Director General of the World Intellectusl
Property Organization writien notice to terminate this Agreement; or

(b) if the Director General of the World Intellectual Property Organizs-
tion, with the approval of the Assembly, gives the Authority written notice to
terminate thig Agreement.

(2) The termination of this Agreement under paragraph (1) shall ke
effect one year after receipt of the notice by the other panty, unless a longer
period is specified in such notice.

(3) Notwithstanding paragraph (2), if:

(a) notice to terminate this Agreement is given by the Authority
under paragraph (1); and
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. @)atmesmmemﬂmmmmmmemmvmg
- Officéshave specified the Authority under Anticles: 16(2)md32(2).u@£havmg
denounced the Treaty previously, made the desunciation nades Articls 66;:
the notice i terminate this Agreement shall tzke effect at such time a5 !he
denunciation of the Trcuy becomes effecnve for alt such Swes

CQUNTRIES AND LANGUAGES UNDER AR’IICLE 3 OF THIS
(1) The Auv.homy wdl oond.ua mtmuonal scarches lm:l pfcpare
international gearch reports -
(i) for the follzwing countries:
United States of America, Brazil, Barbados
(u) in the following Imguageu
English :
(2) The Authority will conduct uuenuumal ptehmmuy exzminations
and prepare international preliminary examnination reports
(i) for the following countries:
United States of Araerica,
and where the Authority has prepared the international
search report, for Brazil and Barbados
(ii) in the following languages:
English

ANNEXB
SUBJECT MATTER SPECIFIED UNDER ARTICLE 6 OF THIS
AGREEMENT

Subject matter which is searched or examined in United $1ates national
applicstions

ANNEX C
SCHEDULE OF FEES AND EXTENT AND CONDITIONS OF REDUC-
TIONS OR REFUNDS OF THE SEARCH AND EXAMINATION FEES
FOR THE PURPOSES OF ARTICLE 7 OF THE AGREEMENT

(a) Fees
Search fee
(i) where no corresponding pricr United States national application
withbasic filing fee has been filed $520.00
(ii) where 2 corresponding prior United States national application
with basicfiling fee has beenfiled ........ $350.00
Supplemental Search Fee (per additional invention)..........$140.00

Preparation of an international-iype search report in a United States
national application $28.00

Preliminary examination fee

(i) where a5 international search fee has been paid on the intema-
tional application for the benefit of the United States Patent and Trademark
Office 2 an Intesnational Searching Authority $370.00

(ii) where the Intemnational Searching Authority for the intemational
application was an authority other then the United States Patent and Trademark
Office. $570.00

(2) sdditional preliminary exemination fee (per additional inven-

tion)
(i) Where a supplemental seagch fee has been paid oni the
international application 1o the United States Patent and Trademark Office as an
Intemational Searching Authosity $125.00

(if) Where the Internationsl Searching Authority forthe
international application was an authority other than the United States Patent

and Trademark Office $190.00

(by Extent and Conditions of Refunds of the Search and Examination Fees

(i) Money paid for search and preliminary examination fees, where
paid by actual mistake o in excess will be refunded.

(iiy Refund of the supplemental search fee and additional prelimi-
nary examination fee will be made if such refund is determined to be warranted
by the Commissioner of Patents and Trademarks or his designee acting under

Rule 40.2(c) or Rule 68.3(c).
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“PCT Avtléle
: The Appllclnt

(1) Any resident ot naumnl of a Conmcung Sme rnay file sn m!ema- ’

tional application.

) The Assembly may decide to allow the residents and the nationals of -

any country pmy to the Paris Convention for the Protection of Tndustrial
Property which is niot paity te this Treaty 1o file international applications.
G)hewncep!s of rendmce and nationality, ndikie applxcauono‘f those
concepts in cases where there are several applicints or where'the applicants are
not the same for all the designated States, are defined in the Regulations.
( Editor's Note: The PCT Aszsembly has not as yet allowed residents oz nationals of
non-PCT member countries to file PCT xmemmnml lpphcauom )

PC’!‘ Rule 18
The Applicant
18.1 Residence :

(2) Subject to the provisions of paragraph (b), the question whether an
applicant is a resident of the Contracting State of which he claims to be residem
shall depend on the national law of that State and shall be decided by the
receiving Office.

(b) In any case, possession of a real and effective mdunml or commer-
cigl establishmens in a Cmmcung State shn]l be wnsldered residence in that
State.

18.2 Nationality

(8) Subject 10 the provisions of paragraph (b), the question whether an
applicant is a national of the Contracting Stste of which he claims o be anational
shall depend on the national lsw of that State end shall be decided by the
receiving Office.

(b) In any case, s legsal entity constitnted according to the national law of
e Contraciing State shall be considered a national of that State,

18.3 Seversal Applicanis: same for All Designated States

If all the applicants are applicants for the purposes of 2ll designated States,
the right to file an intemational application shall exist if at least one of them is
entitled to file an intemational application according to Article 9.
18.4 Several Applicants: Different for Different Designated States

(2) The intemational application may indicate different applicants forthe
purposes of different designated States, provided that, in respect of each
designated State, a1 least one of the applicants indicated for the purposes of that
State is entitled io file an intemnational application according to Article 9.

(b) If the condition referred to in paragraph (a) is not fulfilled in respect
of any designated State, the designation of that State shzl! be consid-
ered not to have been made.

(¢ ) The Intemationel Bureau shall, from time to time, publish informa-
tion on the various national laws in respect of the question who is qualified
(inventor, successor in title of the inventor, owner of the invention, or other) 1o
file a national application end shall accompany such information by & waming
that the effect of the intemational application in any designsted Siate may
depend on whether the person designated in the intemational application as
applicant for the purposes of that State is & person who, under the national law
of that State, is qualified to file & national application.

PCT Ruie 19
The Competent Reccelving Office
19.1 Where to File

(a) Subject 10 the provisions of pesagraph (b), the intemational
application shall be filed, a1 the option of the applicant, with the national
Office of or acting for the Contracting State of which the applicant is a
resident or with the national Office of or acting for the Contracting State of
whicki the applicent is a national.

(b} Any Contracting Statc may agree with another Contracting State or

any intergovemmental organization that the nationel Office of the latier State or -

[
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(c)hcmmewnnwahmydecmonm‘ vnder Avtic .W).xhe Atumbly
inﬂappomdhcnamul()fﬁceordw inergovernmental oeganization which
-.swill wct 8s yeceiving Office for applmuom of sesidents or pagionsls of States
: specified by the Assembly. Sachuppoumnemshanmqmmm revious congent
of the said national Office or intergovemmental omnmmm.
19. 2 Several Applicanis
: Kmemmmenlapplmu,memquumsdkmwl shallbe
, mﬂmd to be met if the naticns) Office with which the intermational applica-
tion is filed is thennmalOﬁ'ceoformgfornCmmamg&mofwhmh at
least one of the epplicants is a resident or national.- .. .
19.3 Publication of Fact of Delegation of Duties. of Rmxvmgaﬁiu
. {e) Any egreement referred to in Rule 1%.1(b) shall be prompily notified
to the International Buresu by the Contracting State which delegates the duties
of the receiving Office tothe nationel Office of o~ mngfonmcb:tlemcung
Susze or an intergovernmental organization. ‘
(b) The Intemnational Bureau shall, prompﬂy upon rccexpt, publlsh the
potification in the Gazeue.

PCT Administrative Insiructions. Section 317
Procedure in the Case of the Designation of a State Belng
Considered Not To Have Been Made . :

Where the receiving Office finds that, mde.ark 18.4(b), the designation
of a Swte is to be considered as not having been made, nmmﬂmm:fm
in the intemational application by enclosing the designatica of t!m.Suu within
squarebrackets and entering, inthe margin, the words"CONSIDERED NOTTO
HAVE BEEN MADE" or their equivalent in the language of publication of the
internationsl spplication, and shall prompily notify the applicant acoondingly. If
the record copy has slready been sent to the International Burean, the receiving
Office shall also notify prompily that Buresu.

35 U.S.C. 361 Recelving Office.

{a) The Patent end Trademark Office shall act a5 & Receiving Office for
imernational applications filed by nationals or residents of the Unized States. In
sccordance with eny sgreement made between the United States and another
vountry, the Patent and Trademerk Office may also act &5 & Receiving Office for
irtemnational applicetions filed by residents or nationals of such country who are
ensitled 1o file intemational applications,

(b)’mePalemdendemukOfﬁeeshsllperfonnnﬂuucmnecwdwma

the discharge of duties required of a Receiving Office, including the collection
of interastionsl fees and their transmittal to the Intemationsl Bureau.

{c) Internstionsl applicstions filed in the Patent eand Trademark Office
shall be in the English language.

{d) The ** internationsl fee, and the transmittal and search feesprescribed
under section 376(a) of this part, shall either be paid on filing of en itemational
epplication or within **>such latertime as may be fixed by the Commissioner.<

35 U.8.C. 373 Improper Applicant.

An international application designating the United States, shall not be
sccepred by the Patent and Trademark Office for the national stage if it was filed
by anyone not qualified under chapter 11 of this title to be an applicant for the
parpaose of filing & national application in the United States. Such international
gpplicstions shall not serve as the basis for the benefit of an earlier filing date
under section 120 of thig title in & subsequently filed application, but mey serve
as the basis for a claim of the right of priority under section 119 of this title, if
the United States was not the sole country designated in such imermational

application,

37 CFR 1.421 Applicant for internationai application.

(8) Only recidents or nationals of the United States of America may file
imernstional applications in the United Stateg Receiving Office.

(b) Although the United States Receiving Office will acceps irsemational
epplications filed by any resident or national of the United States of America for
iternational processing, an intemational application designuting the Unites
States of Americe will be accepted by the Patent and Trademark Office for the
national stage only if filed by the inventor or as provided in §§1.422, 1.423 or
1.425.

1800-9

plmenkequeamdfﬂeuwmmmmndapf cauonfonhe:pphmt_f;he

signi L
(&) The attomey or ngent of the apphcmt may sign the intemnational ep-

tor 1f‘th’ Uxmed Smes of

(e) Any mdlcauon of d:fferem applicants for the purpose of dlfferent
Designated Offices must. be shown on the Request portion, of the intemational
spplication.

(£) Changes in the person, name, or address of the applicent of #n intermational
application shall be made in accordance with PCT Rule 18.5.

37 CFR 1.422 . When the Inventor is dead.

_In case of the death of the inventor, the legal representative (executor,
administrator, etc.) of the deceased i inventor may file an international applica-
tion which designates the United States of America,

37 CFR 1.423 When the Inventor Is Insane or iegaliy Incapaci.
tated.

In case an inventor is insane or otherwise legally mcapacnated the legal
representative (guardian, conservnwr. etc. ) of such inventor may file an
intemational application which designates the United States of America.

‘ 37 CFR 1. 424 Jolnt lnventors

Joint inventors must joimtly file an mtemauonnl application which

designates the United States of Americs; the signature of either of them alone,

or less than the entire number will be insufficient for an invention invented by
thern jointly, except as provided in § 1.425.

37 CFR 1.425 Flling by other than inventor.

(2) If a joint inventor refuses 1o join in an intemnational application which
designates the Uniizd States of America or cannot be found or reached after
diligent effort, the intenational application which designates the United States
of America may be filed by the other inventor on behalf of himself or herself
and the omitted inventor. Such an international application which designates
the United States of Americs must be accompanied by proof of the periinent
facts and must state the last known address of the omitted inventor. The Patent
and Trademark Office shall forward notice of the filing of the intemnational
application to the omitted inventor at said address.

(b) Whenever an inventor refuses 1o execute an intemational application
which designates the United States of America, or cannot be found or reached
after diligent effort, 2 person to whom the inventor has assigned or sgreed in
writing to assign the inveation or who otherwise shows sufficient proprietary
interest in the matter justifying such action may file the intemational applica-
tion on behalf of and ss agent for the inventor. Such an international epplication
which designates the United States of America, must be accompanied by proof
of the pertinent facis and & showing that such action is necessary to preserve the
rights of the parties or to prevent irreparable damage, and must siste the last
known address of the inventor. The assignment, written agreement to assign or
other evidence of proprietary inierest, or @ verified copy thereof, must be filed
in the Patent and Trademark Office. The Office shall forwasd notice of the filing
of the spplication to the inventor &t the sddress siated in the application.

Any resident or national of the United States of America
may file an international application in the United States Re-
ceiving Office (PCT Article 9(1) and (3), PCT Rule 19.1, 35
U.S.C. 361(a) and 37 CFR 1.412(a), 1.421). The concepts of
residence and nationality are defined in PCT Rules 18.1 and
18.2. For the purpose of filing an international application, the
applicant may be either the inventor or the successor in title of
the inventor (assignee or owner). See also>MPEP<§1820.02.

However, the laws of the various designated countries
regarding the requirements for applicants must also be consid-
ered when filing an international application. For example, the
patent law of the United States of America requires that, for the
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applicant(s) must be
. ».'Amcle 27.(3)).:

1% Where there-ase different-applicants: for different desig-
f’naiedStates atleastme@phcmtnamedfmwchdwgnawd
“State must be enutiedtoﬁle an»mtemgtgonal appncaudn under

| several apphcants for all the desxgnated States. '

1807 Agent or Common Representatlve
[R-2] o

PCT Articie 49 v
Right to Practice before Intemnational Authorities'

Any eitomey, palent agent, or other person, having the sight to praciice
before the national Office with which the international applicstion was filed,
shall be entitled to practice before the Intemational Buresu and the competent
Intemational Searching Authority and competent Intemationsl Preliminary
Examining Authority in respect of that application.

PCT Ruie 2
Interpretation of Certain Wosds
2.1 “Applicant®

Whenever the word “ spplicant” is used, it shall be construed as meaning
alsothe agent or other representative of the tpphunt. exceptwhex- “he contrary
clesrly follows from the wording or the natzre of the provisior:, or the context
in which the word is used such as in panticular, where the provision refersto the
residence or nationslity of the applicant.
2.2 “Agent”

Wheneverthe word “agent” is used, it shall be construed as mesning sny
person who has the right to practice before internatione] authorities as defined
in Anicle 49 and, unlegs the contrary clearly follows from the wording or the
nature of the provision, or the coniest in which the word is vsed, also the
common representative referred to in Rule 4.8.

2.3 “Signature”

Whenever the word “signature” is used, it shall be understood that, if the
national law applied by the receiving Office or the competent Interna-
tional Searching or Preliminary Examining Authority requires the use
of a seal instead of a signature, the word, for the purposes of that Office
or Authority, shall meen seal.

PCT Rule 83
Right to Practice before Internationat Autkorities

83.1 Proof of Righs

The International Bureas, the competent Intemationsl Seasching Avthor-
ity, and the competent Ivvemarional Preliminary Examining Autherity, may
require the production of proof of the right to practice refesred to in Anticle 49,
83.2 Information

(a) The national Office or the intergovernmental organization which the
interested person is alleged 1o have 8 right o practice before shall, upon reguest,
inform the Intemationa] Buresu, the competent Intemational Searching Author-
ity, or the eompetent International Preliminary Examining Authority, whether
such person has the right to practice before it.

(b) Such information shall be binding upon the Intemational Bureau, the
Intemational Searching Authority, or the International Preliminary Examining
Authority, 23 the case may be.

PCT Rule %0
Representation
90.1 Definitions

For the purposes of Rule $0.2 and Rule 90.3:
(i) “agent” means any of the pereons referred 10 in Anticle 49;
(ii) “common repressntative” means the applicant referred to in Rule
4.3.
50.2 Effects
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- (c) If theté are several aigents’ me.mmmf&aéh

vemu.myaabywmxﬂxmnwmydmemnluaammumtheeﬁm
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applicams.
(ﬂﬁcm*mmmwﬁﬂ (l).(b).md(c).dnllwywﬂw
a“pphamn beforc lhé r‘a'cnvmg’Ofﬁee. the

(l)Appomlmmtof-ylgmt,otcfmymmonnpreunummmme

mmmgofkulu 8(a), shnnbeeffeacdbyeachapphcmt, at his choice, either
- by tigning the reqoest in which the sgeat or common mpmamuve is desig-

natzd or by a separate powerof nnomey (i €., 2 document appomung an agent
O Common Tepresentative). -

®) The' power of attomey may be submmed to the leoewmg Office of the
International Bureau. Whickever of the two is the recipient of the power of
sttorney submitted shall immedistely notify the other and the interested Inter-
national Searching Authority snd the interested Intemstional Preliminary
Exemining Authority. -

() Ifthe separate power of attorney is not signed or if the required eeparate
power of attorney is missing, or if the indicstion of the name or address of the
sppointed person does not comply with Rule 4.4 mepowerofmomey shall be
considéred non-existent unless the defect is comected.

(d) A general'power of stiomey inay be deposited with the receiving
Office for purposes of the processing of the intemstional spplication as defined
in Rale 90.2 (d). Refereace may ve mads in the request to such general power
of aitorney, provided that & copy thereof is attached 1o the vequest by the

90.4 Revocdtion

{e} Any sppointment may be revoked by the persons who have made the
sppointment or their successors in dde,

(b} Rule 90.3 ghall apply, sudatis mutandis, 1o the document containing
the revocation,

37 CFR 1.455 Repregentatlonm in international spplications.

(a) Applicants of imtemational applicstions may be represented by attor-
neys or agents licensed 1o practice before the Patent and Trademark Officz orby
& common representative (PCT An. 49, Rules 4.8 and 90 and §10.10).

(b} Appointment of zn agent, sitomey or common representative (PCT
Rule 4.8y must be effected either in the Reqguest form, signed by all epplicants,
of in a geparute power of attorney submitted either to the United Suates
Receiving Office or to the Itemnastions] Bureau.

{c} Powers of attormey and revocations thereof should be submited to the
United Ststes Receiving Office until the issuance of the internazional search

{d) The eddresses for correspondence will be as indicated in Section 108
of the Administrative Instructions.

PCT Administrative Instructions Section 106
Representation

() In the case of several epplicanis, any agent appointed in sccordance
with Rule 90.3 s an agent representing all the applicants shall be considered &
common agent.

(b) Where the internstional application is filed with reference to a gensral
power of attorney not signed by all the spplicants, it shall be sufficient for the
purpose of appointment of & common agens under Rule 90.3, if the requestor a
separate power of altomey is signed by the applicant, who did not sign the
general power of aitomey.

(c) The sppointment of an agent, orof & common representative within the
meaning of Rule 4.8(z), shall, unless ctherwise indicated by the persons who
make the sppointment, be regerded as the revocation of any easlier appointment
of sny other egent, or of any other common representative, and ghall be
congidered as & request for recording & change in the person of the agent or
eommon representstive under Rule 92bis. 1 (a)(ii).

(d) Any document entsiling the revocation of an sppointment of an agent,
or of 8 common representativs within the meaning of Rule 4,8(e), may be
submitied to the receiving Office or the Intemational Bureau,

1800-10
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- BCT. Ad-lnlstrative Instruccions Section 108
* ‘Correspondence Intended for the Applicant

(a) Any correspondence from an International Authority mtended for the
qaphmm,or.mﬂnmseofmmﬂapphwm.ﬁw spplwmxs ehall be addressed
a8 follows: . : SRR, o
(@) Where t.he zpplmhu dengmted orappoamed one agem, conespon—
dence shall be addreued 1o that agent. Where. in the case of several applicanis,
the gpplicanis sre :epruen:edbv 2 éommon represcnmuve or'a commion agent,
eam.xpmdmce shall be sddressed 1o that representative of that agent.

(ii) Where the spplicant has desigrated several ‘agents i the request,
conespmdence shall be addressed to the agent first mentioned therein, Where,
inthe case of several applicants, the applicants have designaied several common
agenis in the request, correspondence shall be addressed to the common agent
first mentioned therein.

(m) Where the applicant has appomted seveml agents in one or more
separate powers of ailomey, correspondence shall be addressed to the agent first
mentioned in the esrliest filed and e1ill valid separate power of aitomey. Where,
in the case of several applicants, the epplicants have appointed several common
sgenis in one or more separale powers of atfomey, correspandence shall be
sddreszed tothe common agent first mentioned in the esrliest filed and still valid
seperate power of atiorney.

(b) Any comvespondence from an Intemational Awthority 1o the applicant or
kis agent shell be masked with the file reference, composed cither of letters or
sambers, of both, of the applicant or the agent, if so indicated on the request
Form, provided this reference does not exceed ten chzracters.

Any act by or in relation to an agent has the effect of an act
by or in relation to the applicant or applicants who have desig-
nated the agent; any act by or in relation t¢ a common represen-
tative has theeffect of an act by or inrelation to all the applicants;
the foregoing applies to the international phase (37 CFR
1.421(d) and 1.435). Powers of Attomey forms are found in
Anneses G1 and G2 of the PCT APPLICANT' § GUIDE.

Any attorney or agent registered to practice before the
United States Patent and Trademark Office may be appointed as
an agent under the Patent Cooperation Treaty to file applications
in the United States Receiving Office (PCT Article 49 and PCT
Rule 83)and to prosecute the application before the International
Authorities.

In the national (or regional) phase, other agents usually
smust<** be appointed (PCT Rule 90.2). The national laws of
the designated states govern the appointment of agents or attor-
neys in the national stage,

Powers of attorney should be submitted to the United States
Receiving Office until the Search Report has issued in order that
communications may be correctly addressed. After the Search
Report has issued, powers of attorney should be submitted to the
International Bureau.

General powers of attorney are recognized for the purpose
of filing and prosecuting an international application before the
international authorities. The original general power of attorney
should be deposited with the PCT Divigion in the Patent and
Trademark Office and any applications relying thereon must
include a copy thereof. A general power of attorney form is in
Amnex G2 of the “PCT Applicant’'s Guide.”

Seealso>MPEP<§1820.04 for the power of attorney on the
Request form.

1808 Revocation of the Appointment of an
Agent or 2 Common Representative [R-5]
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the applxcam or, where there are several apphcants, by.all the
applicants: It must be submitted to the. Recewmg Ofﬁce orthe
Intematlonal Bureau (PCT Rule 904). -

“Revocations should be submitted to the Umted States Re-
ceiving Office until the time the SearchReporthas issued. After
the Search Report has issved, revocations should be sentto the
Intcmauonal Bureau .

1810 Fnlmg Date Requnrements [R-5]

PCT Article 11
Filing Date ard Effects of the Internatlonal Appllcauon

(1) The receiving Office shall accord as the interationas] filing date the
date of receipt of the intemnational application, provided that that Office has
found that, at the time of receipt:

(i) ke epplicant does not obviously lack, for reasons of residence or
nmonahty, the right to file an intemational application with t.he receiving
Office,

@) the mmnwoml cpphcuuon is in the prescribed lmguage,

(iii) the intemational epplication contains at least the following elements:

(a) #n indication that it is intended as an intemational application,

(b) the designation of at least one Contracting State,

(c) the name of the applicant, as prescribed,

(d) & part which on the face of it appearsto be & descnpum.

(e) & past which on the face of it appears to b e a claim or claims.

(2)(a) If the receiving Office finds that the intemational application did
not, at the time of receipt, fulfill the requirements listed in paragraph (1), it shall,
as reovided in the Regulations, invite the applicant to file the required
correction.

(b) If the applicant complies with the invitation, as provided in the
Regulations, the receiving Office shall accord as the intemational filing date the
date of receipt of the required correction.

(3) Subject 10 Anicle 64(4), any intemnationel application fulfilling the
requirements listed in items (i) to (iii) of paragraph (1) and accorded an
internationel filing date shall have the effect of a regular national spplication
in each designated State as of the international filing date, which date shall be
considered to be the actual filing date in each designated State.

(4) Any intemational application fulfilling the requiremenis listed in
items (i) to (iii) of paragraph (1) shall be equivalent to a reguler national filing
within the meaning of the Paris Convention for the Protection of Industrial

Propeny.

35 U.S.C. 363 International application designating the United
States: Effect.

An imemational application designating the United States shall have the
effect, from its international filing date under aticle 11 of the treaty, of a
national application for patent regularly filed in the Patent and Trademark
Office except as atherwise provided in section 102(¢) of this title.

35 U.8.C. 376 Fees.

(2) The required payment of the intemational fee >and the handling fec<,
which amounts® >ere< specified in the Regulations, shall be paid in United
States currency. The Patent and Tredemark Office may also charge the
following fees:

(1) A rrensmital fee (see section 361(d));

(2) A search fee (see section 361(d));

(3) A supplemental search fee (1o be paid when mquired);

(4} A national fee (see section 371(c));

(5) >A preliminary examination fee and any additional fees (sec section

362(b)).<
>{6)« Such other fecs as established by the Commissioner.

Rev. 5, July 1987
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(b)'lbcmumnaffmv il edmmwm@)qfdmmm,ew
the ml.enmnoml fee >and. the handlmg‘ fee<, slull the

' smumayahomﬁmdmypmoﬂhewdl,_ xbepmhmm elimin:
feeandmyaddmonalfees<whmhedewnmnessuchrefundmbewammed

md the Regulauons a ‘Request; a description, oné or mbre clainis;’ o bz
snd orie 6t inove drawings (where: requu'ed) (PCI‘ Art. 3(2) and Sectmn 207 of
the Achuustmuve Instructions.) . /

7 (b) An_intemetional filing daw wxll bc accorded by the Umled Smles
Rr ..ewmg Office, atthetime of receiptof the mtemauonal apphcauon provxded
that:

(l)Thc applmm is a United States resident ornauonal (35 U S.C. 361(3)
PCT An. 11(1){)).

(2) The internations! application is in the English lnnguagc (35 US.C.
36i(c), PCT A 11(1)GH)).

(3) The intemational application contains st least the fonowmg elemems
(PCT Are. 11(1)(Gii)):

(i) An indication thet it is intended as an internations! application (PCT
Rule 4.2);

. (ii) The designation of az least one Contracting State of the International
Patent Cooperation Union;

(iii} The name of the applicant, as prescribed (note §§ 1.421-1.424);

(iv) A part which on the face of it appears 10 be a description; and

(v} A past which on the face of it appears to be a claim.

(c) Payment of the basic portion of the international fee (PCT Rule 15.2)
and the transmizal and search fees (§ 1.445) ray be made in full at thetime the
intemational spplication papers required by paragraph (b) of this section are
deposited or within one month thereafter. Failure to make full payment within
one month of the deposit of the international application papers required by
paragraph (b) of this section will result in the fees being charged to the Intema-
uonll Butuuundermeprovmons of paragraph (d) of this section and PCT Rule
1658

(d) The United States Receiving Office will charge to the International
Buresu in sccordance with PCT Rule 16bis and will consider ag having been
timely paid:

(1) The transmiteal fee, the basic fee portion of the intemational fee, or the
gearch fee where these fees have not been fully paid by the applicant within one
month . , the date of deposit of the international application, and

(2) The designation fee, or the smount necessary to cover afl the designa-
tions made in the request * >if not< paid by the spplicant within one yesr from
the priority date >or within one month from the date of receipt of the intemna-
tional application if that month expires after the expiration of one year from the
priority date<.

(e) The International Bureau will notify applicant of any amount charged
under paragraph {d) of this section and invite the applicant to pay directly to the
Intemational Bureau within one month from the date of the notification, the
amount charged, augmented by a surcharge of 50%, provided the surcharge will
not be less, and will not be more, than the amounts indicaied in the Schedule of
Fees appended to the PCT Rules. If the payment needed to cover the transmittal
fees, the basic fee, one designation fee and the surcharge is not timely made to
the Intemational Bureau, the Intemational Bureau will notify the Receiving
Office which will declare the intemational application withdrawn under PCT
Article 14(3)(a). If the applicant makes timely payment of the fees referred to
in the previous sentence, but the amount paid is not sufficient to cover all
designation fees. the Receiving Office will declare any designation not peid
withdrawn under PCT Rule 14(3)(b) in accordance with PCT Rule 16bis. 2(c).

37 CFR 1.445 International sppiication flling, processing end
senrch fees.
(a) The following fees and charges for imtemational applications are
estsblished by the >»Commissioner< under the authority of 35 U.S.C. 376:
(1) Atransmitisl fee (see 35 U.8.C. 361(d) and PCT Rule 14) — $170.00.
(2} A seasch fee (see 35 U.S.C. 361(d) and PCT Rule 16) where:
(i) No corresponding prior United States national application with
>basic filing< fee has been filed. > $520.00<*.
(ii) A comresponding prior United States national application with >basic
filing< fee ha:, been filed. > $350.00<,

Rev. §, July 1987

- An mtemanonal ﬁlmg date is: accorded on the datc ont:
whxch the international application was received by the Receiv-:
ing Office or—pursuarit 1o the correction of defects—onalater
date (PCT Articles 11(1)and 11{ }(‘o) andPCTRules20 1,203,
20.4(a), 20.5, and 20.6): in the former case, the international
filing datc will be the date on which the international application
was received by the Receiving Office; in the latter case, the
international filing date will be the date on which the correction
was received by the Receiving Office. Any correction
>must<** be submitted by the applicant within certain time
limits. Where all the sheets pertaining to the same international
application are not received on the same day by the Receiving
Office, in most instances, the date of receipt of the application
will be amended to reflect the date on which the last missing
sheets were received. As an amended date of receipt may cause
the priority claim to be forfeited, applicants should assure that
all sheets of the application are deposited with the Receiving
Office on the same day. For particulars see PCT Rule 20.2.

CONDITIONS THAT MUST BE FULFILLED FOR THE
INTERNATIONAL APPLICATION TO BE ENTITLED TO
AN “INTERNATIONAL FILING DATE”

An “international filing date” will be accorded 10 the inter-
national application by the United States Receiving Office if it
finds that the conditions of PCT Ari. 11(1)and 37CFR 1.431 are
fulfilled.

NON-PAYMENT, INCOMPLETE PAYMENT OR LATE
PAYMENT OF FEES; EFFECT ON THE “INTERNA-
TIONAL FILING DATE”

The non-payment, incompletc or late payment of the fees
does not affect the filing date since the payment of fees is not an
Article 11(1) requirement. However, non-payment or incom-
plete payment of fees due will result in the Receiving Office
declaring that the international application is considered with-
drawn (PCTArticle 14(3)(a), PCT Rule 27.1(a) and 35 U.S.C.
361(d)). Although an international application which has not
received an international filing date and an international appli-
cation which is considered to be withdrawn are both excluded
from further processing in the international phase, an interna-
tional application which fulfills the requirements necessary for
being accorded an international filing date may be invokedasa
priority application under the Paris Convention (PCT Ar-
ticle11(4) (if the conditions set by that Convention ar e fulfilled)
even where it will be considered as withdrawn for non-payment
of fees or other reasons.

In order to assist applicants in the case of mistakes in fees
or delays in mecting deadlines for fee payment, PCT Rule 16bis
procedures may b. used. See >MPEP< § 1827.01.

1812 Elements of the International Application
[R-2]

1800-12




PATENT COO"ERATION TREATY

. - PCTArticle 3
:;.m The Interuational’ Applictmm

Smesmaybeﬁledummmdapphcamunderm'l‘muy

(2) AN intérnationa) awhs:mcn ahiall’ contain, a6 specified in- l.hlS Treaty
snd the Regulaticns, & request, 'a ' déscription; one or more claims; oze or more
drawings (where reguiredy, and an sbstract.

(3) The abstrsct mcrdy gerves thc purpose of techinical mfom:auon and
caninot be‘taken into' sccour for sny other purpose;’ pamaﬂariy not- for l.he
putpou of interpreting the scope of the proiecuam soug,h!. S
*-(4) The'intémational spplicstion shall: -

(i) be in & prescribed language;

" (i) comply with the prescribed physicel reguirements; -

(iii) comply with the prescribed requirement of unity of i mvenuon.
(' v) be mbjea ic the payment of l.he prescnbcd fees.

PCT Rule 9
Expressions, ete., Not to be Used
9.1 Definition ‘ :
The intemstional application shall not contain:

(i) expressions or drawings contrary to morality;

(ii) expressions o drawings contrary to public order;

(iii) statements disparaging the products or processes of any particular
personotherthan the applicant, crthe merits orvalidity of applications or patents
+f any such pesson (mere compariscas with the prior art shall not be considered
disparaging per se);

- (iv) any statement or other matter obviously imrelevant or unnecessary
under the circumstances.
9.2 Noting of Lack of Compliance

- The receiving Office end the Internaticnal Searching Authority may note

lnck of complisnce with the prescriptions of Rule .1 and may suggest to the
spplicant that b voluntarily correct his intemational spplication accordingly. If
thelack of complisnce was noted by the receiving Office, thae Office shall inform
the competent International Sesrching Authority and the Intemational Burcay;
ifthe lack of compliance wes nosed by the Intemational Searching Authority, that
Authority shall inform the receiving Office and the International Buresu.
9.3 Reference 1o Ariicle 21(6)

“Disparaging stastements,” referred to in Anicle 21(6), shall have the
meaning a¢ defined in Rule 9.1(iii).

PCT Rule 10
Terminology and Signs
10.1 Terminology and Signs

(=) Units of weights and measures shall be expressed in terms of the metric
sygiem, or lso expressed in such terms if first expresgsed in terms of a different
system.

(b) Temperatures shall bz expressed in degrees Celsius, or also expressed
in degrees Celsius, if first expressed in a different manner.

(c) (deleted)

{d) For indications of heat, energy, light, sound and magnetism, as well as
formathematical formulae and electrical units, the rules of international practice
shall be observed; for chemical formulae the symbols, atomic weights, and
molecular formulze, in general use, shall be employed.

{e) In general, only such technical terms, signs and symbols should be used
a5 ase generally sccepted in the art,

{f) When the intemstional spplicstion or its translation is in English or
Japanese, the beginning of any decimal fraction shall be marked by a period,
whereas, when the intemational application or its trenslation is in a language
cther then English or Japanese, it shall be marked by a comma.

10.2 Congistency
The terminology and the signs shall be consistent throughout the interna-

tional application.

PCT Rule 12
Language of the International Application

12.} Admitted Languages

(2) Any intemationel application shall be filed in the language, or one of
the languages specified in the agreement concluded between the Intemnational
Bureau and the International Searching Authority competent for the intema-
tiona) searching of that application, provided that, if the agreement specifics
several languages, the receiving Office may prescribe among the specified

1800-13
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paragraph (a), be filed in'the languagé of publication.'

{c)* Subject io paragraph (d), where the official languageof lhe reccmng
‘Office is one of the languages referred to in Rule 48.3(2) but is'a Janguage not
‘specified 'in -the” agreement -referfed’ 10 in paragraph -(s), ‘the ‘intemational
application ‘ay be ‘filed in the 'said official language.-If the ‘internaticnel
application is filed in the said official 1anguage, the search copy transmitted to
the International Searching Authority under Rule 23.1 shall be accompenied by
a translation into the language, or one of the languages, specified in the
agreement referred toin paragraph (a); such translation shell beprcpared under
the responsibility-of the receiving Office.

{d)* Paragraph (c) shall apply only where the Imemnumal Searching
Aunxhority has declared, in a notification addressed o the International Buresu,
that it accspts to search intemational applications on the basis of the transiation
referred to in paragraph (c).

12.2 Language of Changes in the international Application

Any changes in the intemnational applicstion, such as amendments and
corrections, shall, subjeci to Rules 46.3 and 66.9, be in the same language as the
said application.

# Paragraphs (c) and (d) of Rule 12 .1 will become applicable &t the same time.
that the PCT will enter into force in respect of the country which, among the Spanish-
speaking countries, is the first to ratify or accede to the PCT.

PCT Administrative Instructions Section 207
Arrangement of Elements and Numbering of Sheets of the
International Application

(a) In effecting the sequential numbering of the sheets of the intemational
application in accordance with Rule 11.7, the elements of the international
application shall be placed in the following order: the request, the description,
the claims, the abstract, the drawings.

(b) The sequential numbering of the sheets shall be éffected by using three
separate series of numbering, the first series applying to the request only and
commencing with the first sheet of the request, the second series commencing
with the first shect of the description and continuing through the claims unti}
the last sheet of the abstract, and the third series being applicable 1o the shects
of the drawings only and commencing with the first sheet of the drawings. The
number of cach sheet of the drawings shall consist of two arabic numerals
separated by a slant, the first being the sheet number and the second being the
total number of sheets of drawings.

Any intemational application must contain the following
clements: Request, description, claim or claims, abstract and
one or more drawings (where drawings are necessary for the
understanding of the invention (PCT Article 3(2) and PCT
Article 7(2)). The elements of the international application are
to be arranged in the following order: the Request, the descrip-
tion, the claims, the abstract, and the drawings (PCT Adminis-
erative Instructions, Section 207 (a)). All the sheets contained
1n the international application must be numbered in consecu-
tive arabic numerals by using three separaie series of numbers;
the first applying to the Fequest, the second to the description,
claiins and abstract, and the third to the drawings (PCT Rule
11.7 and PCT Administrative Instructions Section 207(b)).
Only one copy of the international application need be filed in
the United States Receiving Office (37 CFR 1.433(a)).

1815 Forma! Requirements of an International
Application [R-2]

PCT Rule 11
Physical Requirements of the International Application
11.1 Number of Copies
{a) Subject 1o the provisions of paragraph (b), the intemational applica-
tion and each of the documents referred to in the check list (Rule 3.3(a)(ii)) shail
be filed in one copy.

Rev. §, July 1987
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anyofthe documents referred to in the check ist (Rule 3.3(a)(ii)), except the
receiptfior the fees paid o the check for the payment of the fees, be filed intwo
" or three copies. In-that: case, the receiving Office shall be responsible for

- verifying the identity of the second and the third cop:es wn.h the record copy.
11 2 Fitness for Repraduction:...|

- {a)-All elements ofthe mtemauonal apphcauon (e, the request the
' desmptm, the claims, the drawings, and the sbstract) shall be so presented as
w0 admit of direct reproduction by phaogmphy. elecirostatic processes, photo
offser, snd microfilming; in any number of copies. . -

i (B} -All sheets shall be free from creases and cracks; they shallnotbe
m!d&:!

- {e) Only one side of each sheet shnll be used.

(d) Subjectio Rule 11.10(d) and Rule 11.13(j), each sheet shall be nsed in
an upright position (i.e., the shoxt sides at the top and botmm)

11.3 Maseriai 1o be Used

. All lements of the intemational application shall be on paper which shall
be flexible, strong, white, smooth, non-shiny, and durable.
11.4 Separate Sheets, Elc.

(2) Each element (request, description, claims, drawings, abstract) of the
intemnational application shall commence on a new sheet.

(b) All sheets of the international application chall be so connected that
they can be easily wrned when consulted, and easily separated and joined again
if they have been separated for reproduction purposes.

11.5 Size of Sheets

The size of the sheets shall be A4 (29.7 cm. x 21 cm.). However, any
receiving Office may accept intemational applications on sheets of other sizes
provided that the record copy, as transmitted to the Intemational Bureau, and,
if the competent Intemational Searching Authority so desires, the search copy,
shall be of A4 size.

11.6 Margins
(2} The minimum margins of the sheeis containing the request, the descrip-
tion, the claims, and the abstract, shall be as foltows:
-~ top: 2 cm.
- Jeft cide: 2.5 cm.
— right side: 2 em.
= bottom: 2 cm.

() The recommended maximum, for the margins provided for in para-

graph (8), is as follows:
- top: 4 e,
= feft side: 4 cm.
— right side: 3 am.
— bottom: 3 cm.

{c}On sheets containing drawings, the surface usable shall notexceed 26.2
em. x 17.0 em. The shees shall not contain frames around the usable or used
surface. The minimurn margins shall be as follows:

— top: 2.5 cm.

— left side: 2.5 cm.
- right side: 1.5 cm.
- bottom: 1.0 cm.

(d) The margins refesred toin paragraphs (a}to (c) apply to A4-size sheets,
gothat, even if the receiving Office accepts other sizes, the A4-size record copy
and, when so required, the Ad-size search copy shall leave the aforesaid
margins.

(e) The margins of the intemational application, when submitted, must be
completely blank.

11. 7 Numbering of Sheets

(z) All the sheets contained in the international application shall be
numbered in consecutive arabic numerals.

(b) The numbers shall be placed at the top of the sheet, in the middle, but
not in the margin.

11.6 Numbering of Lines

(2) It is strongly recommended to number every fifth line of each sheet of
the description, and of each sheet of claims.

(b) The numbers should appear on the Ieft side, to the right of the margin.
11.9 Writing of Text Matter

(2) The requcest, the description, the claims and the abstract shall be typed
of printed,

(b) Only graphic symbols and charactess, chemical or mathematical
formulae, and certain characters in the Japanesc language may, when necessary
be written by hand or drawn.

Rev. 5, July 1967

MAN[}AL OF PATFWI‘ EXAMMG PROCEDURE

(c)'l‘hetypmgnhanbe i: l[2~sp¢wd.

mqmmnmmspeclﬁedmkmbll2 . ; i

v {e) As far as the spacing of the. typmgandﬂwsmofdwchammu ere
ooncemed paragraphs (¢} and (d). shall not. apply 10 texts. in the. Jﬂplmae
language. . TR
ll 10 Drawings, Formulae . and Tables. in Tw Mauer L

.. (2) The -request,.the desmpuon, the claims and v.he abstract shnll not
contain drawings. -

(6) The descnpuon. tbe clmms and l.he abstnct may amtam dxermcnl or
mathematical formulae.

(c) The description end the abmact may contam tahlﬁ; amr .Imm may
contain tebles only.if the subject matter of the claim makes the use of tables
desirable.

(d) Tables and chemical or mnthemaucal formuhe may be plaeed side-
ways on the sheet if they cannot be presented eatisfactorily in an upright position
thereon; sheets on which tables or chemical or mathematical formulae are
presented sideways shall be so presented that the tops of the tables or formulae
are at the left side of the sheet. .

11.11 Words in Drawmg:

(a) The dravings shall not contain text maiter, except & single word or
words, when sbsolutely indispensable, such as “water,''stesm,” “open,”
“closed,” “section on AB,” and, in the case of eleciric circuits and block
schematic or flow sheet diagrams, 2 few short catch words indispensable for
understanding.

(b) Any words used shall be so placed that, if translated, they may be pasted
over without interfering with any lines of the drawmgs
11.12 Alterations, Etc.

Each sheet shall be reascaably free from erasures and shall be fxec from
alterations, overwrilings, znd interlineations. Non-compliance with this Rule
may be authorized if the authenticity of the content is not in question and the
requirements for good reproduection are not in jeopardy.

11.13 Special Requirements for Drawings

(a) Dmwings shall be executed in durable, black, sufﬁclendy denre and
dark, uniformly thick and well-defined, lines and strokes without colorings.

(b) Cross-sections shall be indicated by oblique hatching which shouid not
impede the clear reading of the reference signs and lesding lines,

(c) The scale of the drawings and the distinctness of their graphical
execution shall be such that e photographic reproduction with a linearreduction
in size to two-thirds would enable all detsils to be distinguished without
difficulty.

(d) When, in exceptional cases, the scale is given on a drawing, it shall be
represented graphically.

(e) All numbers, letters, and reference lines, appearing on the drawings,
shall be simple and clear. Brackets, circles or inverted commas shall notbe used
in association with numbers znd letters.

(f) Al lines in the drawings shall, ordinarily, be drawn with the aid of
drafting instruments.

() Each element of each figure shall be in properproportion to each of the
other elements in the figure, except where the use of & different proporion is
indispensable for the clarity of the figure.

(h) The height of the numbers and letiers shall not be less than 0.32 cm. For
the lettering of drawings, the Latin and, where customary, the Greek alphabets
shall be used.

(i) The samie sheet of dra wings may contain several figures, Where figuses
on two ormore sheets form in effect a single complete figure, the figures on the
several sheets shall be so arranged that the complete figure can be assembled
without concealing any part of eny of the figures appearing on the various sheets.

(j) The different figures shall be arranged on a sheet or sheets without
wasting space, preferably in an upright position, clearly separated from one
another. Where the figures are not arranged inan upright position, they shall be
presented sideways with the top of the figures at the left side of the sheet.

(k) The different figures shall be numbered in arabic numerals consecu-
tively and independently of the numbering of the sheets.

(1) Reference signs not mentioned in the description shall not sppeer in the
drawings, and vice versa,

(m) The same featuses, when denoted by reference signs, shall, through-
out the intemnational application, be denoted by the sarne signs.

(n) If the drawings contain & large number of reference signs, it is sirongly
recommended to attach a separate sheet listing all reference signs end the
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festures denoted by them.

: tional-spplication:

® % & &

7 CFR 1.433 Physical requirements applicatlon.

i (a) The intemational epplication and each of the documeixts thatmay be . .
s referred to ml.hecheekhstoﬂhekequm(PCTRnk&B(a)(n)) shall beﬂledm s ﬁ;

“one copy only.” -

, (b)Allshemofd:emtcmxuomla"
(21.0x 29.Tan.).

' {c) Other physical requirements for international spplications are set forth
in PCT Rule 11 and Sections 201-207 of the Administrative Instructions.

The international application. must comply - with certain
physical requirements, e.g., requiréments concerning: fitncss for
reproduction (PCT Rule 11.2), the size of the sheets (PCT
Rulell.5,) the margin sizes (PCT Rule 11.6), the numbering of
the lines in the description and claims (PCT Rule 11.8), the
writing of text materials (PCT 11.9), etc. The specifics of each
of these requirements are set forth in PCT Rule 11; however, two

major requirements in application format are to be especially

noted. The first requirement is that all papers in the international
applications be “A4” size, which is 29.7 cm. by 21 cm. (PCT
Rule 11.5) (approximately 11 11/16 inches by 8 1/4 inches), and
the second is mereqmrement that ﬂwtypmgmtheapphcauon be
at 1 1/2 spacing (PCT Rule 11.9(c)). The international apphca—
tion must also be drafted to satisfy certain other formal require-
ments. It must not contain matter contrary to moeality or public
order, disparaging statements, or obviously irrelevant or unnec-
essary matter (PCT Rule 9), Units of weights, measures and
density should be expressed in terms of the metric system, and
temperatures in terms of degrees Celsius (PCT Rule 10). The
general rule with respect to terminology and signs is: only such
technical terms, signs and symbols should be used as are gener-
ally accepted in the art, An international application filed in the
United States Receiving Office must be in the English language
(PCT Rule 12.1 and 35 U.S.C. 361(c)). International applica-
tions which comply with the PCT formal requirements are
acceptable by all PCT member States (PCT Article 27(1)).

1820 The Request [R-2]

PCT Article 4
The Request

(1) The request shall contain:

(i) a petition to the effect that the international application be processed
according 1o this Treaty;

(ii) the designation of the Contracting State or States in which proteciion
for the invention is desired on the basis of the internationa) application (“desig-
nated States™); if for any designated State 2 regional patent is available and the
spplicant wighes 1o obtain & regional patent raihier than a national patent, the
reques: shall so indicate ; if, under a treaty concerning & vegional patent, the
applicant cannot limit his application 1o certain of the States pasty 10154t treaty,
designation of one of those States and the indication of the wish 10 obsis the
regional patent shall be trested as designation of all the Staies pariy tothat ireaty;
if, under the nationsl law of the designated State, the designation of that State has
the effect of an applicstion for a regional patent, the designation of the said State
shall be treated as an indication of the wish 10 obtain the regional patent;

(iii) the name of and cther prescribed dats conceming the applicant and the
agent (if any);

(iv) the tide of the invention;

(v)thename of and otherprescribed data concerning the inventor wherethe
national law of at least one of the designated States requires that these indications
be fumished at the time of filing a national agplication. Otherwise, the said
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indications may be fumished either in the request or in separate notices
addressed toedch designated Qffice whose national law requires the fumishing
of the said indications but allows that they be furnished at & time later than that

~of the filing of & national application,

{Z)E rydesngrauon shall be subjectto the payment of the prescribed fee

- within the prescribed time limit.

' (3) Unless the’ apphcant asks for any of the other kinds of protecuon
referred o i Adicle 43, designation shall mean that the desired protection
consists of the grant ofa  patent by or for the designated State. For the purposes
of Lhu peragraph, Anticle 2(ii) shall not apply.

-(4) Friluie to indicate in the request the name and other prescribed data
conoeming the inventor shall have no consequence in zny designated State

“~whose national iaw requires the furnishing of the said indications but allows

that they be furnished at ‘a time later than that of the filing of a national
application. Failuretofurnish the said indications in a separate notice shallhave
noconsequence in any designaied State whose national law does not require the

fumishing of the said indications.

PCT Rule 3
The Request (Form)
3.1 Printed Form
The request shall be made on a printed form.
3.2 Availability of Forms
Copies of the printed form shall be fumished free of charge to the
applicants by the receiving Office, or, if the receiving Office so desires, by the

‘intemational Bureau. -

3.3 Check Lisi

(a) The printed form shall contain a list which, when filled in, will show:

(1) the total number of sheets constituting the intemational application
and the number of the sheets of each element of the intemational application
(request, description, claims, drawings, abstract).

(ii) whether or not the intemational application as filed is accompanied
by & power of attomney (i.e., 8 document appointing an agent or a ccmmon
reprezentative), a copy of a general power of attomey, 8 priority docunent, a
document relating to the payment of fees and any other document (o be
specified in the check list),

(iii) the number of that figure of the drawings which the applicant
suggests should accompany the abstract when the abstract is published on the
front page of the pamphlet and inthe Gazette; in exceptional cases, the applicant
may suggest more than one figure.

(b) The list shall be filled in by the applicant, failing which the receiving
Office shalifill it in and make the necessary annotations, except that the number
referred to in paragraph(a)(iii) shall not be filled in by the receiving Office.
3.4 Particulars

Subject to Rule 3.3, particulars of the printed form shall be prescribed by
the Administrative Instructions.

PCT Ruie 4
The Request (Contents)
4.1 Mandatory and Optional Contents; Signature

(2) The request shall contain:

(i) a petition,

(ii) the title of the invention,

(iii) indications concerning the applicant and the agent, if there is an
agent,

(iv) the designation of States,

(v) indications conceming the inventor where the national law of at least
one of the designated States requires that the name of the inventor be fumished
at the time of filing a national application.

(b) The request shall, where applicable, contain :

(i) & priority claim,

(ii) a reference to any earlier intemational, intemationsl-type or other
search,

(iii) choices of certain kinds of protection,

(iv) an indication that the applicant wishes to oblain a regional patent and
the names of the designated States for which he wishes 1o obtain such a patent,

(v) a reference to a parent application or parent patent.

(¢) The request may contain:

(i) indications conceming the inventor where the national law of none of
the designated States requires that the name of the inventor be fumished at the
time of filing a national application.
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B .
led in by e receiving Office) . .

Fﬁummamu,

mmouu;
G DATE:

ey e
P

iy

mwunslantmmu:srsmnmwsm N (Sampy VT e ‘
' PRTERWATIONAL APPLICATION BE PROCESSED - - | Neme ofww:w:enu'l'crlnumuml A”huuon Lo

: ING O THE Mﬂm T pplicant’s er Agent's File lefmn
ACCORE i i e
iy s " CR (l icetzd by epplicant if desirédi ™ - CMC=12 3

BexNe.I TVILE GF mmma

Self-Steering Gear for Sailboats
BezMe.1l APPLICANT (WHETHER ORNOT ALSO INVENTOR); DESIGNATED STATES FOR WHICHHE/SHE/ITIS

APPLIC ANT, Use thic box for indicating the upplicant or, if there mmmumcuu. a5 of! mem more than oae person (includes, where
epplicable. u legsl entity) is involved, continwe i@ Boz No. 1.

The persen idenufied in Wis box is (check ene nry)‘ D epplicant end imventse® E epplicent only
Kame god address:®® '

Columbia Marine Corporation
100 Front Street

Baltimore, Maryland 20726
United States of America

i e code) 30155511 2 5 TPhis sodress Telepeiaser ddees:
Counuy of stionslity: Injted States of Ameridgmelnséncefinited States of
The pevson identified in this box is epplices for the parpases of (check cae waly): Ameries

all desgmotod Sigtes encep! the United Stanes . the Sates indicated
m"u Gesignated States the Unsted Swies of Americs DM‘ Ametica only in the “Supplemental Box"

Box We. Il FURTHER APPLICANTS, IF FUBTHER) INVENTORS, IF ANY; DESIGNATED STATES FOR
WHICH THEY ARE APPLICANTS (IF AP?UCAB ). A sepatete sub-box bas tobe filled in in tespectof each person (includes, where
epplicable. 8 legal entity). If the following two tub-boues are insuflicient. cantisue in the “Supplemental Boa,” (giviag there for each addi-
tioaal person the same indications as those requesied in the following two sub-bores) 6r by using o 'cominuluon sheet.®

The person identified in this sub-box is (ckack cae oaly): E epplicent end iavenior® D epplicent only D inventor only®
MWemie aad address:*®

Joneg, John Paul

200 Shady Grove Road

Davidsonville, Maryland 20720
United States of America

If the person identified in this sub-bax is epplicant (or Epplicens asd inventer), indicate also:

Couetry of astionahty: Coustry of residence:9°°
£52 whether thet p 15 eppli for the yarp of (check cme caly): us

; designated States except the Usited St Fiac Staies indicated
Dm gesignsted Sistes Dmc Usbed States of Amenics of Americs oaly in the "Supplemental Box"

The person identified in this sub-box is (check ane caly): D epphicant and iavenlor® D . epplicant caly D inventor only®

Wame end aadress:°°

1f the person identified 16 this sub.bou is appkenss (¢ applicans 6rd (nvenser), indicate elso:

Courtry of astionality Ceountsy of residence 2o*
8Rd wheiber that person is ap)hum for the purpases of (check one onty):

! 8! dasupnsind G..tes except e United Sutes the States indicoted
D"’ designisted States Dm Utiaed Saush of Asmehice of Ametics oaly ins the "Supplemenial Box®

°  Iftbe person indiceted a3 “applicant 8a6 @vEBIOT 67 45 °HveEntor 0Bly” is not &n tevertor (o7 the purposes of all the desighated States,
give the pecessery InGicausns 1o tie “Sepplementsl bou.”

e {ndscatethe name ofa naturel persen by grvimg Ris/her family bame {irst followed by the given name(s). Indicate the neme of e legel entity by
18 full officisl designstion. In the address. mclude both the postal eode (if any) end the countsy (name).

ess  §f pecidence 15 niot indicated. it will be essumped that the country of residence is the same a8 the couniry indicsted 1n the address

Form “CT/RO/10) ¢hirsh sheetr (July 1967, See notes an ascompansing sheel
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- NGENT (IF ANY) OR COMMON NTA 3
BTN CASEST ?‘mm%mw ""., “s‘mm‘i!ﬁ& e “’Dﬁfw&a"%”i’.ﬁ‘?ﬂiﬂ

momua ibe ma? vupresentative must be tz‘u‘oﬁ::‘ I‘I‘Ful ‘;) hmb Im
iacindss, m 3 u m W u t 6F
ag. pOIsen: ‘£pplicab! m. : ! : llll eoum Wm @ aet

nuw mmw»m
Nmmmmwmuamnm e m"“"a‘&‘%'uwm”“ﬂ
" Adsms, John Q... .. . L
" Adams, Bakeér and Charl:.e "
1200 mrzna Drive

States. of ‘,
&’:&%‘5‘5%301-517 777%’.@‘5%- . Teeyriater

Bex Ne. V - DESIGRATION OF GROUPS OF STATES OR STATES (1); CHOICE OF CERTAIN KINDS OF PROTEC
OR ‘l'&EATMENT The Gotiowing Gesignations are hereby made (plesse mask the agplicadle check-boses): TECTION

Beglonal Pateat
11| EP Earepesn Patent?): AT Aumm. BE Ee jum, (.'Hudu S-nuzrimd and Liechtenstein, D}: Geﬂm.ny

ﬁpﬂcfﬂ Fepublic oﬂ. rence, G¥ United Kingdom, IT fealy, LU Luzembourg, WL Netherlands,
mmmmmumam Europeay Putent Convention wiich bes become perty to the PCT afler the issusace of Wiis
eleet (specily au doved lise):

....................................................................................................

D 04 QAP Pegent: Benia, Cameroon, Centrel African Republic, Chad, Cme Gn.lwu. hali, Meuritanis, Senegal, Togo,
e84 eny oiber member $lale oSOAPl which bes become party to e PCT afier the issuance of this theet; if otber OAH title

desited, gpecily on doted lineld)

Natienal Patent (if otber kind of protection of Westznent destred, tpecify aa dotted lize(3))

.............................................................................................................

(4] AT Austris®........ooieiniiniiiiiiiinna, . EB Republic of Bores™ .......oovenrnennnn..,
D AU Australis?® .. ...t iiiiiireeaaas D LE SsiLanka
[] 8B Barbaces [] W Lusembours™®.......oovveeinniienoa,
[} 8G Butgaria®.......oooooviiiiii, [[] e Momaco® ..o
(O] B Brazith ... [} MG Msdsgescar
[[] ceséLt Swinzeriand and Liechtensiein [ % Matswitd .o
BE Germany (Federsl Republic of)®) .Utilty. D ML WNetherlands
”Odel ................................... E NO Norway
[5] o& Deamask [[] =0 Romanis
[g] m Fintana [[] sD Sudan
GB Unites Kingdom [[] s& sweden
[[] au Hungery [[] su sovietUnion®..........oooooeneiiiiiaiL.
JB O J8paald oo e
% EP Democratic People’s Republic of Kores®) ... .. E] US United Suates of Americs® Continuation
min=part ..

(1; The spplicsnt’s ehaice of the order of designeucas mey be 1adiceted by markiag the check-bozes with sequentis! arsbic numerals (see

8lso the “Notss w Bos Mo,
(@) The sclecuion of pasticulas States for & Eurﬁpe:{n patent cun be made upon entering the national (regional) phase before the European

Patent Office (see also the “Notes 10 Bor No
(3 Ifenotherkindolp 160 o7 ¢ title of ad or. in ihe United States urAmtmu.  Lrestment 8 @ continuation oF & cOBlRURNICE-iB+pant

is esired, specify sccording (o the iastructons gives in e “Notes to Bog No. V.

Form PCT/RO/10) (second sheet) (July 1987) See notes on acvompanying sheet
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U Gf i more-than thréé pevions are invoreed &5 4pp nd/o i
“pe mgudmoul perion the same me‘:ef talformation as vequited i

(i) " i Box Ne. ay af the sub-boie of Bew Ne! 1, the indication ertal Box;* is checked in
suck cese. write *Continustion of Box Ne. 11™ or “Continuation of Bex We. 11I” 1and No. " (et the case tmay.
EPor if epplicable) f
Cabmn LA

-be), indicate.the: neme of the spplcant(s) involved and, pext to {each) such name, the
the purposes.of which he/shesu is spplicant; o

if. in Box No. Il or grp q{ ehe sub-boxes of Box Ne. Ill, a pcrni indicated as “applicant and invenior” or “inventor orly” It 801 investor
es of all designated States or for the purposes of the United States of Americe; in such case, write *Continuatiod of Box No. )™
ion 0, Box WNo. 11i” or “Continuation of Boxes No. Ii and Nro. 1™ (a5 the case.may be), indicate the name gilhcijnvenlor and,:

peiton isinveato i H

-ame, the country er countries {or EP or OA, if applicable) for the p of which'the nemed

(iv) if there is mare than cne agess end their eddresses are Rot the seme; i suCh case, write ‘CBA
each sdditional agent the same type of information as required in Box Me. IV, - .. ... . il

v} . in Box No. V. the same of any cosnssy (0. DAPI) Is accompagied by the Indication *patent of addiiion.” *cenificate'of aidition, " o
“iave s cervificate of addition.” ov if. in Box Ne. b, the name n‘:’m- Linited Srates of America Is éccompanied by ar indicetion “Ceritiriation ™
ov “Continustion in pari"; i such case, wrile “Coatinustion of Bex Me. ¥~ ar:d the neme of esch country involved (or OAPL), énd alter the
name of cach such countsy (or OAPT), the number of the paren tite o parem application and the date of grant of parent titie or filing of
perent epplication, .o - k P PN - e e B T U

(vit {f there are more than theee earlier pplications whose pricrity is claimed; in such case, indicsie “Continuetion of Box No. VI™ snd
indicate for each edditions! earlier applicstion the same type of information as required in Box No. Vi, ' coo
(vit) i, in any of the Boxes, the z&rg is ingufficien: 'o furnish ofl the informalion’ in such case, write “Continusuon-of Box No. ..” findi-
cate the sumber of the Boz} end furnish the formastion in the wme manner as required rccording to the ceptions of the Box in which the
space was insufficient, ) ’ L
(i) if the applicant irtends 10 clasm in respoct of any desigrated Office. ihe berefit of provisions oé the rational law wrninbncn-pmudirial
drsclosurer or exceptions to lack of avwely. 16 such cuse. write "Ststemens Concerning Non-prejudicial Disclosures or Exceptions 1o Lack of Movelty
ard furnish thas statement below

Continuvation of Box No. V.

United States of America, Continuation-in-part of

application Serisl Number 05/876,543, £filed 15 July 1986.

If thrs Suppiemental Box 15 not used, thus sheet need aot be included in the Request.

Foem PCT/RO/ 101 (supplemenia! shoetd (Jaly 1987) See notes on accompanying sheet
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FRIORITY CLAIM (IF ANY). The priocity of the folloving earlier spplication(s) is bereby claimes:

Coumty (Cousury i which 1| . FiissDue | . ApplcsionNo. ... |OWceefFuisg(@lincairi |
ope ofthe countries for which it} ;. T R e e IR - .1 | Gaterastional ; : epplicaties |, -
wes Giled if regionsal or interns- ; s |6 8 regionsl agglication) ¢
mnnmlmm) ; ' : '
wus o 115 July 1986 | 06/876,543

()

(3

{Leteer codes may be vicd 10 indicas counlsy and/er Ofice of Bling) , : =

When the earlier application was filed with the Office which, for the purpases of the present internsticns) epplicstion, is the receiving y

the spplicest may, miu!p)cymu: of she reguired fee, ek the following: v coalop o Office
she receiving Office is hereby reguestsd to prepare and ragsmit 10 e Interagtions) Bureau s centified copy of e shove-wenti
earlier applicetion/of tae earlier epplications ideatified above by tie numbers (issert the spslicable aumbers) tioned

Bez No. VI EARLIER SEARCH (IF ANY). Fill in where o seasrch (intemetional, interostional-type or other) by the imternations!
o e exeny pOoRble. o 1be vesuits of the Kacd sarlis soasch, 108U Such C6ores or roguont oitbes by Toieosacs by the mapmaont pesrch.

exfen ible. u . ldea o8 request either by refersnce to t applica-
doa (or the u&g:uuos therest) er by reference o the search request. ¢ Y Spplic

latermational epplicetion number or Intemations)/regions! /autional
aumber u6¢ country (or regicasl filing date
Office) of ather epplication:
Date of requess for seacch: Nugber (if ovailable)
gives 1o seasch reqguest:

Bez Ne. VIl SIGNATURE OF APPLICANT(S) OB AGENT

Christopher Columbus <£E12m Paul JonesZ;

President, Ceolumbia Marine Corp.

if the present Request form Is signed on behall of eny epplicant by aa egeat, ¢ sopatale 67 of ettorney eppeiniing the eguat 24 wigaed b
the u:uum ig requised. §f izt such case i is desired 1 Bake s of & geperal power of :ﬁ:my (dwmlyadpgsm l.b.é' f8EBIVIES Oﬁe:ﬁ mp;

thereaf Mmust be stteched W (his form.

Bez Med¥ CHECE LIST (To be filled in by the Applicant) This muaalgwogn.l spplicstion os filed is sccompansed by the itms
This internstionsl epplication contains the fllowiag Bumber of -
sh0els: 1. D seyerete signed power of atioraey
1. request 23 shoets | 5 D espy of geaarel powse of etiosney
2. ptios 5 sheets | o D pricrity document(s) (see Box No. V1)
3. claims sheets . D ol )
6 sbstrsct 1 ahoets | & receipt of the feas paid or revenve Hamps
. drawings 4 eheets | 5 D cheque for the peyment of fees
T S AT
Teted 34 shesis | 6. @ request 10 charge deposit account
e
Figure nuaber ..... J;m of the drawings (i any) is vuggested 1. otber document (specify)
W sccompany the sbsirsct fof publicstion. Transmittal letter

(Ths leliswiag s (o be (lled I3 by Qo recalviag Glies)
. Dete of sctusd receipt of the purporied iaterestions! epplication:

2, Comecied dote of sctusl receipt dus (o later but Umely recelved papers
o1 drewings complating the purponed |nilernetioass applicetion:

3. Dsts of Umely roceipt of the required eorractions uader Astele 11 of the PCT:

4. Drawings D Reesived D Mo Drswiegs
(T fetleniag is & be Biled ta by Be futerp ional Beresn)

Dete of receipt of the recerd copy:

Ferm PCT/RO/101 (last sheet) (July 1987) $eo Doles ob ccospaByIng sheet
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THIS SHEET IS NOT PART OF AND DOES NOT

COUNT .AS A SHEET OF THE INTERNATIONAL APPLICATION

fnsernauonal Buresu of WIPO 1o my deposit account.

99-1111 02 July. 1987 }/m 7500

INTERMATIONAL APPLICATION NUMBER DATE STAMP OF RECEIVING OFFICE © - - m
(to Be filled'fo by the reeewmgéfﬁa) : <o & 5
~ " FEE CALCULATION SHEET! o
FEES SUBMITTED OR TO BE CHARGED TO DEPOSIT ACCOUNT :
L TRANSMITTAL FEE?. .. i veeeernncsneeesneessaeesanstenseseasersanasssenes N A L I P
[ SEARCH FEE® «evnneeesievnneenneeerennnseensneeens roeeeteeeetanrn———— ceeen 183501 5
Internstional search o be effected By v oo e e it ittt iit i ieae
{Plegse indicate, but only il the spplicent bas the choice betwnn two of more lnlem-
tions! Searching Authorities, the aame of ihe Authority to which the international spplica-
 tion is to be transmitted. Note that the gmount of the search fee depends op the identity
ef the Internations] Sesrching Authority.) . ] v
Bl INTERRATIONAL FEE* o
B4SIC FEES 34
Iadicate the number of SHEETS conwined in the international epplication . ‘
ﬁnll{)lﬁeeu .............................................. 45 m rm————
remaining 4 theels X §..];2_ - [R——
Add smounts entered in boxes b, and b; and enter w1l in box B. T T n
‘This figure is the emount of the BASIC BEE .. s ——
DESIGNATION FEESS
%u;t;. the %umber of #A&ONQ}LP;A'I;EN&;S
e ve been sought multiply by the .l ] l
amount of the designation fee. 9 ' x$120 $1,080) 4 e com—
ln:icgt;.the r'x’umber oftll!.EthONﬁ!L !:ATENIZS ‘
whic ve been gought and muluply oy the .
emount of the designation fee. L ®8120 e————
Add nmounu entered in boges ¢, and ¢; end enter 1ol in
box D (if that tots) exceeds tBe fgure which corresponds (6
gc lulmou?_t of the Bdesxgz;uou fee multiplied by ten, enter i .
e lgster figure in Box
This figure is the amount of the DESIGNATION FEES .................. $1,204 D | —
Add amounts entered in boges B and D, end enter towl in box i,
This figure is the amouns of the INTERNATIONAL FEE.........c..vvn.tt. IS 1,725, Od lj
IV. TOTAL OF PRESCRIBED FEES SLBMITTED O TO BE CHARGED
TO DEPOSIT ACCOUNT
Adg amounts entered in boxes T, S and |, and enter total in the TOTAL box. 4
This figure is the total amoust of the PRESCRIBED FEES SUBMITTED OR 2,245.00
TO BE CHARGED TO DEPOSIT ACCOUNT .. .c.ivvrivrrrernrorearcericonass A
THE APPLICANT MAY PAY THE PRESCRIRED FEES BY CHEQUE POSTAL MONEY ORDER, BANE DRAFT,
CASH, REVENUE STAMPS, COUPONS, ETC.).. PAYMENT SHOULD BE MADE IN THE PRESCRIBED
CURRENCY TO THE &ACCOUNT OF, ACCOUNT INDICATED IELOW OF, ORDER OF) THE RECEIVING QFFICE.
PAYME'«T MAY ALSO BE MADE BY AUTHORIZATION TO CHALGE 4 DEPOSIT ACCOUNT AT THE RECEIVING
OFFICE IF THE LATTER HAS A BEPOSIT ACCOUNT SYSTEM.
DEPOSIT ACCOUNT AUTHORIZATION?
The RO/ US is hereby authorized 15 charge the total fees indicated above (o my deposit account.
The ROs US is hereby suthorized 1o chasge any deficiency or credit any overpayment in the total {ees indicated
ebove to my depogit sccount,
. The ROr US is hereby suthbonsed Lo charge the fee for prepasstion and iransmiitsl of the priority document 1o the

Deposst Account Number Date Signature “John Adams

Form PCT/RO/101 (Annex) (July 1987)¢
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PATENT COOPERATIN TREATY 10"

NOTES T0 THE IEQUEST FORM (PCI'IIDI 102}

b Nmmd!ﬁzﬂmmmrmww-
wble Formmdewhdmfotmmemmmw
Gaide, & publicstion of WIPQ.

mw'uﬁnmm@mmmw
nﬁnwmummm

Please use 8 typewriter. The epplicabls check-boxes thay be
muted with black ink. )

NO‘I'ESTOIGXN..I

mamm&susm» 'nnuucmun
umn(mmwmmmWMm English or
wrunsieied ot Eaglish) sad grecihe. [ mun be identical with
mmhmdmmmm -

mm:sronomm.num

mm.mumwummuu
4.5(s) and 4.6(s) end (b)),  Please mark the epplicable check-box
in order 10 indicate wether the person (scluding o legal entity)
samed is “applicant only” (whick means tist the perton is bot also
invemer), “inventor only” (which menas that the perzon B astalso
mm;mwmmwzmlnmmmm-
564 ig both). Amswbemd@,m.mmmm
pmnubab lpphummm

 Wagsies sl sdhiiromes (Rote 6.9): Thetumiyum(pmfeﬂ-
blymupuﬂhm)mwummmmmes)
Titles and acsdemic degrees cuum be omined. Names of legsl
estities must be indicsted by telr fall official designations.

The sddress must be indicsted B wuch 8 way that it el
lows prompt postal delivery: @& must conaint of ol the relevant
edministrative units (up w and mcluding e indicstion of the
mwm« fcﬁy.uuhumty).

mmmmwmmum Where 8o
agon i eppoimed, 8 special “addrens for motifications” may be
indicated is Bog No. IV (see below).

Netlomality (Rules 4.5(e) snd (b) eod 4.6(a)): For esch
soplicant, the astionality must be indicaied by the name of the
Guase of which the person is & sational. This indjcation is not
required where & pemon i iovenor aly.

mummummd(c}mua» For each sppli-
cans, the residence must be indicated by the name of the State of
which the person is & resident. Honmnftaemnmin-

dicaied, it will be sssumned that the Stute of residence isthe same s
the State indicated in the address. The ndicazion of the residence
is mot required whers 8 person is inventor oaly.

Names of States (Section 201(s)): For the indication of
mnofSum;mcwo-mmwmywdesmybewd.

Differsst Agplicants for Dillerser Deslgnated Bimes (Rule
18.4(a)): It is pmubkwmawmm epplicants for the pur-
poses of different designated $iates. In such 6 case, in respect of
each designated Suate, ot leant one of the epplicants indicsted for
the pisposes of that Stete must be & cational or resident of e PCT
Contracting State, Where the Usliad Sintes of Ameries b ene of the
Getignated Sintes, Ghe Tnvenior(s) men be Ge appliont(e) for the
Uslted Statas of Amecien and the chodh Doz “spplicant end laventor”®
mast be marked,

For the indication of the designated States for which a person
is spplicant plesse mask the applicsble check-box (only oae). The
check-box “the States indicated in the ‘Supplemental Box'™ mum
isg marked where none of the other three check-bowes fits; in such
8 cage, the name of the person mus be rpeeted in the Supple-
mental Box with an indication of the States for which be « sppli-
cant (see item (ii) in that Boz).

1800-21

m of ventar (Ruske 4.1(6)(v) and @XaN: - Toe faven.
mfnmmwf.‘!asmuaxu Semizs ohere e ationsl iow of

é 1 ot lonat oue of the designated Siates requires thes the name of the
< { inventor be Garalshed ok the time of filing: for dessils sie the PCT

Aopliseat’s Guide, Volume 1, Amal unww smmnd
& wmﬂmm mm .....

Dﬂm hvn-m h Dﬁm m Smu (Ilule
4.6(:))— ‘Different persoas may be ndicated 28 inventors for difs
: | feets donignnant $iaves whiere, in this respest, the fequirements of
the natices) lows of the designated Stites sre nos the same; in such
;:i;e.mmﬂemeum Bex muube used (see item (iid) in that

mmloxm.w

u-c-uummmmume . §.8 aad Section
108): Fee the emannes in which me(n)&daddma(u) ‘inclu-
ding s of Susies must be indicated, see the Motes to Boxes
No. 1 and L Where several agents are listed, the egent 1o whom
eny correspondence must be addressed is to be listed first. If
there is mave than ooe applicant Gut ne comeon sgent repre.
senting thew, the Request must designate one of the spplicants
who iz & amtions! or regident of & Comwracting Stste, es their
commes regpreseaiative. I this is not done, the commoa repre.
sentative will the applicant first named i the Request who ip
enmudmﬁummmamdwphcummnumwm;

A”m Aw o Commun Begeesastative (Rule 903
and Section 106): Ay such sppointment may be made by des-
ignating the sgendls) or the commion representative in the Request
or in @ seperate power of attortey. Each spplicast niust sign either
the Reques o7 thie separate power of attorpey. Where the intems.
tipnal sppleation is filed with refefe ace 0 8 generl powerofatior-
ey, & copy thereof must be attached 1o the Request aad eny eppli-
cant who €id oot sign the general power of sitomey must gign
cither the Requent or & separale power of anoriey.

Addrean lon Notlications (Rule 4.4(¢)): oo sgent hasbeen
eppomnied, s gpecial adaress for the sending of aotifications to the
applicant rmay be indicated in Box No. [V instead of the name and
address of en agent. That sddress must be different from the ad-
dress given @ Box No. If end the special check-box must be mar.
:«é {fap egest bas been appoinied, aotifications will be sent to his

ress.

HOTCS TO BOX Ne. ¥

Designation of States:  The Contraciing States inwhich pro-
mmndmadmunuduwﬁmmmwuymms
the applicable check-bores. Nete thm sfier fling Carther
Geelgnalions cern®l be @oge.

The masking of the check-bones of the designased States by
means of sequeantial arabic numerals will be taken o3 indicating the
spylicant’s chabee of e erder of the designations; if another form of
masking is used. the order will be taken a5 that in which the marked
boues sppess on the form, This crder will oaly beve eoy significan-
unfmwmedfo!medesmmwumﬂimnm
cover all the designations; in that case, the amount received will be
spplied in payment of the fees for the designations following the
said order (Rule 16bis.2(c) end Section 321).

Foe the designation of 8 $iste which has becoeme party to the
PCT efier the date eppearing on the butom of the second sheei of
the Requesnl foem, the name of the State, preferably preceded by
the twooletier country code, must be given together with an indi.
cation, where spplicable, whether aations) or regional proleetion
62 & wpecial kind of protection or treatment is desired.

Where 8 Eareyess patent [s desired, oaly one designation fee
must be pald for tist purpose, independently of the sumberof Sta.
tes designated for 8 Eurcpean patent.

Where ene or more States are designated twice (once for the
purposes of 8 Europesn patent and once for the purposes of natio-
nal profection), the applicant must pay one designation fee in
respert of the Europesn petent and a5 meny desigoation fees
as there are nationel patents or other titles of protection sought
(Rule 15.1(is) and Section 210).

1820:
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Note that lewt‘mamd hbunoulyhedmpmdﬁx
the purposes of & Ewropean pasent and mmmWof
national protection. i

: uropesn - passat s desired. for, ouly. some .of the
CWuumdemumCmmm

Taey must be indicatsd by the srable

Detes (Section 110):
mmﬁmw.mcmdmemrwthCmmm«

of those States for which no Europesn paient is desired may be | ..

deleted by striking them cut. However, it is recommended 1o
designate -always oil - the Conatacting: Sistes, of the. European
Parent Qegunisation end 1o make % selection Jaly 9pon enteting |
mmm(mw»mue@nmsmgmmom
mdummmdmsmam

m«cmm-trm-ﬂmﬁma 12
16 4.14, Section 202): Where, i any country where that is pos-
sible, instead of a petent. a nations] title other than & palent is
desmd.wmemmxmmeofmacwnwmmmmm
the name of the title, mam.'mmm’(mleuAm).
“utility model® (aveilable in Brazdl, Germany (Federal Republic
of), Jepan, the Republic of Kores, OAPT) or “inventor's centificats”
{available in Bulgaria, the Dmmhople’nlcpubhcomnm
the Soviet Unioa). Where, in the Federal Republic of Germany
(the only counlsy in which tris penibility exists), in eddition ta e
patent, & ulility mode! is eiso desired, write efier the aamoe of that
countey “and wtitity modal”.

Where, in respect of amy country where thas is possible, R s
desired thet the spglicstion be treeied 23 en applicetion for g cug-
wain title “of addition” or 3 an apptication for 8 “continuation” ore
ccontinuation-in-pare”, write sfier the name of et counsry the
appropriste words, (et is, “pasent of additien® (aveilsble in
Australis, Austria, Bulgaris, Germany (Federal Republic of),
Malawi, the Soviet Uaics), “certificate of addition”™ (eveilsble in
Lurembourg, Masaca, OAPT, “inveniors cerificate of eddition®
(available in Bulgariz, the Soviet Unioa), “continuation” of
tinustion-in-past” (both evailable mmcUmtedSmuorAmcrn)
§f any of these indications s used. mdmminthc'Suwmcm
Box" the State for which such reaiment is desired, the surribes of
the pasent title of parent agplication. nd the date of grant of the
parens title or the daie of Gling of the parent epplication, as the
case may be (see iem (v) in that Boz).

NOTES TO BOX Ne. ¥

Prisetty Clalem (Rule 4.10):  The declasstion contsining the
priority elairy must be mede i the Requeat

The Request must indicate both

(i} when the egsiier ppiication is aot & regional oc gn interne-
tional applicetion, the comnery in which it was filed, or, when the
earlier applicetion is ¢ regionsl or en internetions! application, a2
feast one countey for which 2 was filed, ead

(ii) the date oo which it wes filed;
otherwise, the priority claim will, for the purposes of the procedure
under the Treaty, be considered am to have beon made.

if the application wamber of the cariier epplication i aot i
diested in the Reguest bug i furnished by the epplicant to the
faternational Buresu orto the receiving Office prior to the expire-
tion of the 16(h month from the priceity date, it is congidered by alf
designated Swies 1o nsve bees furnished in tme.

Cerifled Copy of Emller (Priority Document)
(Rule 17.1): Sucn copy must be submitied 10 the Intermsticnsl
Bureaus of to the receiving Office prior 10 the expiration of the
164 month from the prionity date or, where an essly start of the
netional phese is requesied, oot fater then o the tme such
requess is mede.

Where the priority document is issued by the reesiving Office,
the applicant fmay, insiead of submiing the priotity document,
request the receiving Office 10 transmit the priority document (o
the Internstions’ Buresy. Such request may be mede by marking
the special check-bor and by identifying the document, Atieaten:
where such g request is made, the appheant must pay 10 the receiv-
ing Office the applicable e for peiorly decament

067/1987

- Carlier Seareh (Rule &.11): -

- The. ﬁum ia of Box Ne. Vil
nuymunmaw\wpmm the internaions) sesrch e,

" NOTES TO 80X Ne. VIl - -

Slgzaimre (Rules 4.1(d), 4.15 end 903a)):  The signaure
mwumndmwpham(fmmmuvwmumal
frust sign); bowever, the signature may be that of the agent wheee
& sepurare power of aiorasy appointing the sgeat, 'or & cogy of &
geaetul power of sliteniy alresdy in the poesession of the teceiviag
Offfice, is sitached tothe Request. The came ofeach peroda signing
the Requent should be typed below the tignsiure; similaly, ea
mdnmdmmmvmmCmmwu
iim:i‘:c:aw(ﬂ il such capecity i not-cbvious from reading the

uest.

. NOTES 70 BOX Ne. IR

m WW(MIJ“M!&
tica 308); FunPCT/ROIlummymeemm
indications couceining o deponited micToscganism may, 4 (Mo
o868, be listed o5 “ether éocmment.” This is 0ot the case flepan is
designated: in that case, Foem PCT/RO/134 or any oihér sheet
containing the said indicsticns mus be included es.0as of the
semuo(medcmm

" NOTES TO “SUPPLEMENTAL BOX®

mmmmrofmmmmmulothu
the top of the “supplemental shest,

Stsnment coaceralng Nea-Prejudichel Disclssmns ov Buesp-
Gens t» Lock of Nowelty:  Such 4 statement, unless conuined ia
the description, may be given ia this Box. {t should comply with
the nationat law epplicable by the designated Office 1o which the
astement is eddressed.

GENERAL REMARES

Language of Comrerpondonee (Rule 92.2 and Seciion 104):
Any Istier from the applicant to the Receiviag Office, the lnsuma-
tionsl Searching Authotity o the Intsrnational Preliminary Enm.
ining Authority must be in the tame langiage o8 e internationsl
spplicstion to which it relstes; however, the receiving Ofice, the
Intesrnations) Searching Authority or the Internatione! Prelimi-
nery Examining Authority may authorize thie use of snother la-
guege. Aay letter from e epplicant 1o the Intemnstions) Burean
must be in the same ianguage as the interastions) epplicetion &
thet langusge is English or Freach; otherwise, it must be i Eng-
Iish oz French, a1 the choice of the applicam.
maet of Elvments and of Sheets o the latan-
natioes) . 207  The elements
of ihe internations! application fmum be placed in the following
murmncqmm«mu,mm».mmm
drawings (if any). All sheets constituting the intemationel epplice-
mmmhnmummmﬂmnmmm
separaie series of cumbers: mmummwmm
second wplym @ the past conslating of the deecription, m
clalm(s) end the sbeteact, end the thisd spplying o the
The aumbers mun be placed & the top of the cheet, iathe
belowthc:emmmwhuamunumdnbmmwm
of each shoet of the drawings must consint of two arablc aumerals
seperated by ea oblique siroke, the first being the sheet aumber
and the second being the teta! sumber of sheets of drawings.
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BCT INTERNATIONAL B;?PU{'IATION TRANSMITTAL LETTER

REGARDING THE INTERNATIONAL APLICATION OF o1, “1'i & 7 vl 2, DOCKET OR REFERENCE NUMBER
Columbia Marine Coggp_ration CNC=-123 :

iT?eix-Steering ‘Gear for: Sailboats

Certlﬁeation under 87 uFR x.w (if tpplicable)

"ExprusMnil"miliumb« L . Date of Deponit

¥ hereby certify that this spplication is being deposited with the United States Postal Service “Espeess Mail Post Office to
Addressee” gervice under 37 CEFR 1.10 on the dete indicated -bowanduoddmudtothe&mm«oﬁhmnumd
Trademarks, Weshington, D.C. 20231.

. inted - o ) i (Si P )
(‘I‘yped.:‘p&n. name )pnma Sumtum.i_aq:m;maﬂm;
‘To the United States Receiving Office (RO/US):

Accompanying this transmittal letter is the sbove-identified International npphcatlon. including a completed
Request form (PCT/RO/101). Please process the application according to the provisions of the Patent Cooper-
ation Treaty.

The following sequests are made of the RO/US:

1.E . PREPARATION AND TRANSMITTAL OF CERTIFIED COPY OF PRIORITY DOCUMENTS—Please
prepare end tvansmit to the Internstionsl Buresu @ centified copy of the United States origin priority
documents identified in Box VI of the Request form (37 CFR 1.451).

To cover the cost of copy preparation snd cestification (37 CFR 2.19(e)3) and (b)(1)),

a (check) (money order) in the amount of & is attached to this trenemitial letter.
the RO/US is hereby authorized to charge the following deposit account 00: §Gm g I3 Fmmoommcmne -
CHOICE OF INTERNATIONAL SEARCHING AUTHORITY—It is requested that the International

Search be performed by the following Internetiona! Searching Authority:

EUniud Sates Patent and Trademark Office (ISA/US)

DEuropun Patent Office (ISA/EP)
The eppropriste Search fee for the above-named Authority is indicated on the Fee Calculation Sheet
(PCT/RG/101 Annez).

3 D SUPPLEMENTAL SEARCH FEES (ONLY WHEN [SA/US CONDUCTS THE INTERNATIONAL
SEARCH.)—Please charge any Supplemental Search fees that may be required by the United States
International Searching Authority (ISA/US) to deposit gccount no.:

. .
1 und d that thes k 18 subject to my orel coafirmation theveof in eech inst@Rer aRd the! it 1A BO GOy fiFits My right (o submil

a protest eganal payment of the Supplemental Search fees, but 15 morels an e8mirustratice aid to aerure that the ISAIUS may tinels compleie
the Search Report

NOTE: SUPPLEMENTAL SEARCH FEES FOR ISA/EP ARE PAYABLE DIRECTLY TO THE EUROPEAN
PATENT OFFICE

4 E DISCLOSURE INFORMATION—In order to essist in ecreening the sccompanying International appli-
cation for purposes of determining whether 8 license for foreign transmittal should and could be granted
and for other purposes. the following information is supplied:

A. Tbere is no prior filed spplication relating (o this invention.
B.E ) There is o prior epplication, serisl number D6/8T6,543  filedon 15 July 1986

whlc containg mb)ect mtur that is

. 7] less than thet of the accompanying International epplication. The @ddnmml subject

matter of the International epplication eppeers on peges(s) and line(s) pl2=16
3 D more then that of the eccompanying International spplication.
C,m Disclosure information cannot be covered by the language of Points 4A or ¢B gbove due to the

involvement of several prior epplicetions or for other reasons. A separate sheet on
which the disclosure information is explained is sttached to this transmittel letter.

B REQUEST FOR FOREIGN TRANSMITTAL LICENSE—According to the provisions of 35 U.S.C,
184 and 37 CFR 5.11, o license to transmit the eccompenying Internations) epplication to foreign agencies
or international authorities is hereby requested,

e
SIGNER 1S THE HAME OF SIGKER (typed)
ASPLICANT John Adamg
COMIMON REPRESENTATIVE SIGNATURE
(ATTORNEY) (AGEKT) 2 3 ’ 4 5 6 b.t
REG WO

. PT0-1382 mev 369 US Oepeniment of Commerce
Parem and Trgdemenk Office

1800-22
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3 1820-01

{ii) a request 1o the reeelvmg Oﬁﬁce o msmu the pnonly document o

- nheIntemauoml Bun:au where the apphwmmm is.claimed wes

receiving Office.
(d) The request shall be slgnad
4.2 The Petition e
Thepetition shall beto the followmg effed. :nd shallpreferablybe worded

as follows: “The undersigned requests that the present intemastional apphcancn

be processed according to the Patent Cooperation Tresty.”

tEeER

(Sce >MPEP<§§ 1820.01-1820.11 for PCTRules 4 3-4 15)

sETg e

4.16 Transliteration or Translation of Ceriain Words
{(2) Where any name or address is written in characiers other than those of

the Latin alphabet, the same shall also be indicited in charatters'of the Latin " 77 « v

alphabet cither as a mere transliteration or through translation into English. The
spplicant shall decide which words will be merely transliterated and which

words will be so translated.
(b) The name of any country written in charactcrs other than !hose of the

Latin alphabet shall also be indicated in English.

4.17 Additional Matter

(2) The request shall contain no matter other than that specified in Rules
4.1104.16, provided that the Administrative Instructions may permit, but cannot
meke mandatory, the inclusion in the request of any additional matter specified
in the Administrative Instructions.

(b) If the request contains matter other than that specified in Rules 4.1 1o
4.16 or permitied under paragraph (a) by the Administrative Instructions; the
receiving Office shall ex officio delete the additional maiter.

37 CFR 1.434. The request.

(2) The request shall be rnadeona sundardnzedpnmed form (PCI' Ruies

3 and 4). Copies of such printed Request forms are avedlable from the Patent and
Trademark Office. Letters requesting such forms should bemarked “Box PCT.”
(&) The Check List portion of the Request form should indicate each
document accompanying the international application on filing.
(¢) All information, for example, addresses, names of States and dates,
shall be indicated in the Request as required by PCT Rule 4 and Administrative

Instructions 110 and 201.
(d) Intemational applications which designate the United States of

America shall include:

(1) The name, address and signature of the inventor, except as provided
by §¢ 1.421(d), 1.422, 1.423 and 1.425;

(2) A reference to any copending national application or international
application designating the United States of Americs, if the benefit of the filing
date for the prior copending application is to be claimed.

PCT Administrative Instructions Section 303
Deletion of Additional Matter in the Request
Where, under Rule 4.17(b), the receiving Office deletes ex officio any
matter contained in the request, it shall do so by enclosing such matter within
square brackets and entering, in the margin, the word “DELETED by RO” or
their equivalent in the language of publication of the intemational application,
and shall notify the applicant accordingly. If copies of the intemstional appli-
cation have already been sent to the International Bureau snd the Intemational
Searching Authority, the receiving Office shall also notify that Bureau and that
Authority.

The Request contains a petition to the effect that the inter-
national application be processed according to the PCT; it must
contain certain bibliographic information (PCT Article 4(1),
PCT Rules 3 and 4 and 37 CFR 1.434), The Request must be
made on a printed form (PCT/RO/101) to be filled in with the
required information (PCT Rules 3.1, 3.2 and Administrative
Instructions Section 102(b)). Any prospective applicant may
obtain English language Request forms free of charge from the
United States Patent and Trademark Office, Box PCT, Wash-
ington, D. C. 20231. The PCT sets forth specific requirements
for each element of bibliographic information on the Request
form. The Request may not contain any matter that is not

Rev. 5, July 1987

may.use:a.file reference composed

-ejther of letters or numbers or both; provided the file reference

does not exceed ten characters: If afile reference is indicated on
Request form, any correspondence from an International
Authority to the applicant or agent. yvﬂl xnclude ll. (Admmustra-

uve Instrucuons Secuon 108)

SUPPLEMENTAL BOK

This box is used for any material which cannot be placed in
one of the previous boxes bécause of space limitations. The sup-
plemental information placed in this box should be clearly
entitied with the Box number from which it is continued,
e.g.."Continuation of Box No IV.” If the supplemental box does
notcentain sufficient space, the material should be continued on
anadditional plam sheetof A4 size paper, If such acontinuation
sheet is used, it is numbered as an additional page 5 of the
Request and counted accordingly in the total number of sheets
for fee calculation purposes. The sheet should be entitled
“Conunuauon Sheet 0 the Request"

1820.01 Title of the Invention [R-2]
PCT Rule 4.3 Title of the Invention

The title of the invention shall be short (preferably from two to seven
words when in English or translated into English) and precise.

‘The Request must contain the title of the invem.ion; the
title must be short (preferably 2 to 7 words) and precise (PCT
Rule 4.3). The title in Box No. I of the Request is considered to
be the title of the application. The title appearing on the first page
of the description (PCT Rule 5.1 (a)) and on the page containing
the abstract should be consistent with the title indicated in Box
No. I of the Request form. The word “improved” should not be
used in the title.

1820.02 Applicant [R-2]

PCT Rule 4.4 Names and Addresses

(&) Names of natural persons shall be indicated by the person’s family
name and given name(s), the family name being indicated before the given
name{s).

{b) Names of legal entities shall be indicated by their full, official desig-
nations.

{c) Addresses shall be indicated in such a way as to satisfy the customary
requirements for prompt postal delivery at the indicated address and, in any case,
shall consist of sl the relevant administrative units up to, and including, the
house number, if any. Where the national law of the designated State does not
require the indication of the house number, failure to indicate such number shall
have no effect in that State. It is recommended to indicate any telegraphic and
teleprinteraddress and telephone number of the agent or common representative
or, in the absence of the designation of an agent or common representative inthe
request, of the applicant first named in the request.

(¢) For each applicant, inventor, or agent, only one address may be
indicated, except that, if no agent has been appointed to represent the applicant,
or all of them if more than one, the applicant or, if there is more then one
applicant, the common representative, may indicate, in addition 1o any other
sddress given in the request, an address 1o which notification shall be sent,

PCT Rule 4.5 The Applicant
(a) The request shall indicate the name, address, nationality and residence
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name being indicated before the' gwen name (PCT Rule 4.4).
The names of legal entities should be given in full: Alladdresses
should be spelled out in full and inclide the nameé of the country
in order to assure correct publication of the information. If the
United States of Americais demgnated ‘the applicant mustbe the
inventor at the time of filing (35 U.S.C. 373).

The applicant of an international apphcauon for. a desig-
nated office other than the United States of America may be
either the inventor or the owner of the invention. In cascs where
the inventor is the applicant for certain designated countries and
the owner or assignee is the applicant for other designated
countries, the names and other identifying information of both
must appear in Box No. I and Box No. III with the appropriate
boxes checked. Only one applicant’s or inventor’s name should
be listed in each Box.

It should be noted that at least one of the inventors must be
aresident or national of a PCT member country in order for the
application to enter the national stage in the United States of
America.. This point involves two basic issues which must be
addressed separately. One issue relates to the requirements for a
valid designation of the United States of America. The other
issue relates to the requirements of the U.S. national law in order
for the U.S. Patent and Trademark Office to accept the interna-
tional application forthe national stage. Asto the firstissue, PCT
Rules 18.3 and 18.4 require that at least one of the applicants for
each designated State must be aresident or national of a member
country of the PCT Union in order for the designation to be valid.
As to the second issue, aithough the designation of the United
States of Americamay be valid for PCT international procedure,
the international application will not be accepted at the United
States national stage unless the applicant is the inventor (FCT
Arnticle27(3)and 35U.5.C. 111 and 373). Therefore, at least one
of the inventors must be 2 resident of a PCT member country in
order for the intemational application to enter the national stage
n the United States of America.

It should be noted, however, that if the owner or assignee is
aresident or national of a PCT member country, the owner ¢an
be the sole applicant and file an international application desig-
nating all current PCT member countries other than the United
States of America. Any invalid designation of States for which
atleagtone applicantis notaresidentor national of aContracting
State will be deleted by the Receiving Office. See also
>MPEP<§ 1805 for the text of rules and other provisions
concerning applicants,

1820.03 Inventor {R-5]
PCT Rule 4.6
The Inventor
(2) Where Rule 4.1(a)(v) applies, the request shall indicate the name and
address of the inventor or, if there are several inventors, of each of them.

(b) If the applicant is the inventor, the request, in lieu of the indication under
paragraph (a), shall contain & statement to that effect.

(c) The request may, for different designaied States, indicate different
persons as inventors where, in this respect, the requirements of the national faws
of the designated States are not the same. In such & case, the request shall contain
& seperats statement for each designated State or group of States in which 2
perticular persun, or the same person, is tobe considered the inventor, or in which
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tor mustbemdxcated exthermtheRequestor laterat some other;,
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pan as 4 [€q '
the inventor tobepresent on the Request formon fi Img Naines
should be indicated with the family name precedmg the given’
name, and addresses should he spelled out in full, including
both the zip code and courmy

1820 04 Agent or Common Representauve (if
any) [R:5]

PCT Rule 4.7 The Agent
If agents are designated, the request sha]l so indicate, and shall state their

names and addresses,

PCT Rule 4.8 Representation of Several Applicants Not
Having a Common Agent

(2) If there is more than one applicant and the request does not refertoan
agent representing all the appllcams (“a common agent”), the requesi shall
designate one of the applicants who is entitled to file an intemational applica-
tion sccording to Anicle 9 as their commion representative.

(b) If there is more than one applicant and the request does not refer o an
agent representing ali Lhe upplicants and it does not comply with the require-
ment of designating one of the applicants as provided in paragraph (a), the
comiion representative shall be the applicant first named in the request who is
entitled to file an intemational application with the receiving Office with which
the international application was filed (Rule 19.1(a)).

Any attorney or agent registered to practice before the
Patent and Trademark Office may act as an agent for the
applicant in an international application filed in the United
States Receiving Office >before all the international authori-
ties, such as the Receiving Office, the International Searching
Authority, the International Preliminary Examining Authority
and the International Bureau<. Box No. IV of the Request form
may be used as a power of attorney document. For particulars
concerning who may sign the Request and power of attorney
see > MPEP<§§ 1807 and 1820.11.

It should be noted that under PCT there is no provision for
correspondence addresses or associate attorneys. The first-
named attorney or agent will receive correspondence (PCT
Administrative Instructions Section 108(a)). If the power of
attorney is found to be defective, the first-named applicant wil}
receive any correspondence.

Jointapplicants may also designate one of the applicants to
be a common representative under PCT Rule 4.8(a).

1820.05 Designation of States [R-§]
PCT Artlcle 43
Secking Certain Kinds of Protection

In respect of any designated or clected State whose law provides for the
grant of inventors’ certificates, utility certificates, utility models, patents or
certificates of addition, inventors’ centificates of addition, or utility certificates
of addition, the applicant may indicate, as prescribed in the Regulations, that
his intemational application is for the grant, as far ag that State is concemned, of
an inventor’s cenificate, a utility certificate, or a utility model, rather than a
patent,orthat it is forthe grant of a patent or certificate of addition, an inventor’s
certificate of addition, or a utility centificate of addition, and the ensuing effect
shall be govemed by the applicant’s choice. For the purposes of this Article and
any Rule thereunder, Anticle 2(ii) shall not apply.
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PCT Avticie 44
’ . Scek!ng ‘Two Kinds of Protectlo- L
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application; while beiag for the giant of & patent ez one of the oiher kinds of

protection referred 16 in Anicle 43, to be alio for the grant of snother of the said
kinds of protection, the spplicant may indicste, as prescribed inthe Regulstions,
the two kinds. of protection he is seeking, and the ensuing effect shall be
govemed by the spplicant’ zmdxcmons Fonhepmpom of this Amcle. Amcle
2(ii) shall not apply. o

‘PCT Artlcle 45
Regionrl Patent Treaties

(i)Any treaty providing for the grant of regional patents (“regional patent
treaty”’), and giving to all persons who, according to Article 9, are entitled 1o file
international applications the right to file applicatioas for such patents, may
provide that intemnazional applications designating or electing a State pany to
both the regional patent treaty and the present Treaty may be filed as applica-
tions for such patents.

(2) The national law of the said designated or elected State may provide
that any designation or election of such Siate in the intemational application
shall have the effect of an indication of the wish to obeain aregional patent under

the regional patent treaty.

PCT Rule 4.9 Designation of States
Contracting State shall be designated in the request by their names,
vEeBEe
PCT Rule 4.12 Choice of Certain Kinds af Protection

{a) If the applicant wishes his intemational applicstiontobetreated, in any
designated State, as za spplication not for a patent bes for the grant of any of the
other kinds of protection specified in Anticle 43, he shall so indicate in the
request. For the purposes of this parsgraph, Arnticle 2(ii) shall not apply.

{(b) In the case provided for in Anicle 44, the applicant shall indicate the
two kinds of protection sought, of, if one of two kinds of protection is priinarily
sought, he shall indicate which kind is sought primarily and which kind is sought
subsidisrily.

37 CFR 1.432 Designation of States gand psyment of desigha-
tion fees.

(2) Thenames of Designated States shall sppear in the Request upon filing
and must be indicated as set forth in Section 201 of the Administrative
Insteuctions.

(b) The designation fees may be paid upon filing of the intemational
application, butmust be paid * before the expiretion of one year from the priority
date >or within one month from the daie of receipt of the intemational
application if thatmonth expires afierthe expiraticn of one year from thepriority
date< *, Failure to timely pay the designation fee for 8 particular Designated
State will result in the withdrawal of that designation *. Failure to timely pay at
least one designation fee will resull in the withdrawal of the intermational

application *.

PCT Administrative Instructions Section 201
Names of States

(a) The name of any State referved to in the request shall be indicated
either by the full name of the State, or by a generally sccepted short title which,
if the indicationg ave in English or French, shall be as sppears in Annex A, orby
the two-fetter country code identifying that State a5 appears in Annexes A and
B.

() (Deleted]

PCT Administrative Instruction Section 262
Kind of Protection
(a) Where the applicant wishes his application 1o be treated in any
designated State as an application not for 8 patent but for the geant of another
kind of protection referred 1o in Anticle 43, he shall make the indication in the
request referred 1o in Rule 4.12(a) by inserting the words “inventor's
cenificate,” utility cenificate,” “utility model.” (or “petty patent” for Austra-
lia). “patent of addition,” “cenificate of addition,” “inventor’s certificate of
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addmon or “unlny cenificate of sddition.” or thely cquivalent in the langasge
of the mwmmoml ‘application; immediately afier the mdncmon of lhc md
Sme .
(b) Where, in respect “of the dmgmuon of d:e Fedeul Repuhhc of
Germany, the applicant is seeking two kinds of protection under Anticle 44, e
shall make the indication referred to in Rule 4,12 (b) by insenting, lmme..mely
after the indication of the Federal Republic of Germeny and in the langusge of
the internstional application, one of the two followmg mdxcauons

() and uiilitymodel™;, . -

(n) “and suxiliary uumy model.” '

PCT Admlnlstratlve Tustructions Sectlon 203
Reglonal Patents
(a) If the applicant wishes to obtain & regionsl patent in respect of any
designated State and the request form does not contain preprinted indications
permitting the spplicant to make the indication in the request referred to in Rule
4.1(bXiv), the applicant shall make the said indicstion by.inserting the
wonds“regional patent,” or their equivalent in the language of the international
spplication, immedisately after the indication of the said State or, where an
indication has been made under Section 202, afterthat indication, provided that:

(i) where Article 4(1)(ii), third clause, applies, and not all the States party
to the regional treaty have been designated, the intemational application shall
bz ireated as if all those States had been designated and as if the designations of
all such States contained the ssid words, whether the said designaticas con-
tsined &n indication of the wish to obiz’n a regional patent or, according to
Anticle 4(1)(ii), fourth clause, are = be treated as containing such indication;

(ii) where the national Jaw of any deslgnaled State contains & provision as
refesred wo in Anticle 45(2), the International Bureau shall, according to Anticle
4(1)(ii), fousth clause, trest the designation as if it conteined the said words even
where the applicant failed o indicate them. .

{b) The applicant may, insteed of the words “regional patent™ referred 1o
in paragraph (a), use other words to the same effect; such words may include e
reference to a patent 1o be granted by the European Patent Office under the
Convenion of the Grant of European Patents done st Munich on October 5, 1973
(“European patent"), where the regional patent which the applicant wishes to
obtain is a European patent.

(c) An indication, in respect of the designation of Liechtenstein or Swit-
zerland, or both, of the wish to cbuzin a regional patent shall be taken as
indicating a wish to obtsin & European patent in respect of those States, whereas
the absence of any indication of the wish to obtain a regional patent in respect
of such adesignation shallbetaken as indicating a wish 1o obtain a patent granted
by the Swiss Federal Intelleciusl Property Office in respect of those States.

PCT Administrative Instructions Section 210
Calculation of Designation Fee for ¢the Purposes of Natlonal and
Regional Patenis

Where the request of the intemational spplication contains a designation
of & Contracting State without an indication of the wish to obtain a regional
patent and also a designation of the same Contracting State with sn indication
of the wish to obtain a regional patent and the national law of the Contracting
State does not contain a provision refesred to in Anicle 45(2), the designation
fees shall be calculated on the basis that a seperate fes is payable in respect of
the designation of the Contracting State in addition to the designation fee
payable in respect of that Contracting State as a Contraciing State or as one of
& group of Contracting States for which a regional patent is sought.

All designated States must be named in the Request on
filing, It is not possible to add designations of countries to an
international application after itis filed. Only those countries for
which the PCT has come into effect at the time the international
application is filed may be designated. The Request form, as
filed, must contain the names of all designated countries in
which protection is desired (PCT Article 4(1)(ii), PCT Rules
4.1(a)(iv), and 4.9, and 37 CFR 1.432, However, since the
designation fees are not required until one year after the priority
date, or if no priority is claimed, until one year after the actual
international application filing date >or one month after the
international filing date, if that month ends later than one year
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e 182008 .

. Date of Ralgficalmn Dau ﬁam Wldch &at
: e R '}fwAme:swu o orAcce.man

. (l) Ceutnl Afnm chubhc“ . ) Accession 15 Sepwmber 1971
(2) Senegal® Ratification 08 March 1972 e
(3) Madagasear =~ .. = .. Rauification , _27foch 1972 o
@) Malawi . . Acoession . C 16Mayl1972
(5) Cameroon® Accession ‘15 March 1973 - SRR ) & :

. (6)Chad® | Accession 12 February 1974 - . % 01 June 1978 R
(7) Togo* . . Ranification 28 Jenuary 1975 ' , o 01 Jone 1978 0
(8) Gabon* Accession 06 March 1975 , 01 June 1978 - -
(9) United States of America Rasification 26 November 1975 01 Tune 1978
(19) Germseny, Federal Republic of** Ratification 19 July1976 01 June 1978 .
(11) Congo® Accession 08 August 1977 ' 01 Jurie 1978 °
(12) Switzetdand®® Ratification 14 September 1977 01 June 1978
(13) United Kingdom®* Ratification 24 October 1977 " OlJune 1978
(14) France®® Rarification 25 November 1977 01 June 1978
(15) Sovizt Union Ratification 29 December 1977 01 Juuel978
(16) Brazil Ratification 09 January 1978 01 June 1978
(17) Luzembourg** Ratification 31 Janvary 1978 01 Junel978
(18) Sweden®® Reatification 17 February 1978 01 June 1978
(19) Japen Ratification 01 July 1978 01 October 1978
(20) Denmark Ratification 01 Septemnber 1978 01 Decemberi978-
(21) Ausirig®® Ratification 23 Januery 1979 23 April1979
(22) Monaco Rausification 22 March 1979 22 Juns 1979
(23) Netherlands** Ratification 10 April 1979 10 July 1979
(24) Romania Accession 23 April 1979 23 July 1979
(25) Norway Ratification 01 October 1979 01 Januery 1980
(26) Liscluenstein®* Accession 19 December 1979 19 March1980
(27) Avstralia Accession 31 December 1979 31 March 1980
(28) Hungary Ratification 27 March 1980 27 June 1980
(29) Democratic People’s Republic

of Koreg (Worih Korea ) Accession 08 April 1980 08 July 1980
(30) Finland Ratification 01 Jjuly 1980 01 October 1980
(31) Belgium®* Ratification 14 September 1981 14 December 1981
(32) Sri Larks Raification 26 November 1981 26 February 1982
(33) Mauritania Accegsion 13 January 1983 13 April 1983
(34) Sudsn Accession 16 January 1984 16 April 1984
(35) Bulgaria Accession 21 February 1984 21 May 1984
(36) Republic of Korea (South Korea) Accession 10 May 1984 10 August 1984
(37) Mali* Accession 19 July 1984 16 Ocober 1984
(38) Barbados Accession 12 December 1984 12 March 1985
(39) Laly** Raiification 28 December 1984 28 March 1985
>(40) Benin® Accession 26 November 1986 26 Febroary1987<

* Members of Africa Intellectual Property Organizazion (OAPI) regional patent sysiem. Only regional patent protection is available for OAPT member states.
A designation of any state is an indication that all OAPI siates have been designated. Note: only one designation fee is due regardless of the number of OAPY member
ststes designated. “* Members of European Patent Convention (EPC) regional patent system. Either national patents or European patents for member States are
available through PCT, except for France, Belgium and Iraly, for which only European patents are available if PCT is used. Note: only one designation fee is dueif
Europesn patent protection is sought for one, several or 2l EPC member countries.

after the priority date (PCT Rule 15.4(b)(ii)<*, applicants who  and/or Ttaiy is designated, the application will be treated as an
file without claiming priority, or who file early in the priority ~ application for a European patent with effect for France, Bel-
year, may initially designate all PCT countries in which they  gium and/or I1aly.
may haveaninterestandlater only pay designation fees forthose The designation of any State is weated as an expression of
countries in which patent protection is seriously desired >and  the wish to obtain a patent in the designated State. However, if
withdraw the designations as to the other States<, Any desig-  the applicant wishes the international application to be treated
nated country for which a designation fee in not timely paidis  in any designated States (whose national law>offers<* that
considered withdrawn, kind of protection) as an application not for a patent but for an
States must be designated in Box No. V by checking the  inventor’s certificate, a utility certificate, a utility model, a
appropriate box beside thename of each State. A choicebetween  patent of addition, a certificate of addition, an inventor’s
anational patent and a regional patent is available for States that  certificate of addition or a utility certificate of addition, the
are members of both the PCT and the European (EPC) regional ~ applicant must indicate that desire in Box No. V of the Request
. patent convention. For the EPC, regional or national protection by indicating the kind of protection immediately after the
is available for Austria, The Fedcral Republic of Germany,  indication of the State (Administrative Instructions Section
Luxembourg. The Netherlands, Sweden, Switzerland, Licchten- 202(a)), and the application will be dealt with accordingly in
stein, or the United Kingdom. However, wherc France, Belgium ~ that State (PCT Rules 4.1(b)(iii) and 4.12). Annex B of the
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ing State; the kinds of protectlon available - :

The applicant: may;:in respect of any rtesxgnated Statc
~ (whosenational law >offers<* the kinds of protection involved
- and admits’ the possnbxhty of seeking two kinds of protection),
~ mention in the Réquest >of< two kinds of protection (Box No.
V). together with an indication of the one preferred and the ap-
plication will be.dealt with accordingly in that State (PCT
Article 44 -and PCT Rule 4. l2(b)) Annex. B of the PCT
Applicant's ‘Guige indicates, in respect of each Contractmg
State, whether this possibility is available. Curreritly the possi-
bility of seeking twokinds of protection is available only for the
Federal Republic of Germany as a designated State.

The indication on the line of the type of protection desired
is placed directly after the checkbox for the State. Where a title
(patent, certificate, inventor’s certificate, utility certificate) of
addition, is sought, or where the applicant wishes the interna-
tional application to be treated in any designated State as an
application for a continuation or a continuation-in-part, the fact
must be indicated together with an identification of the parent
application (PCT Rules 4.1(b)(v), 4.13 and 4.74). This indica-
tion is placed in the Supplemental Box and shouid be clearly
identified as continuing information from Box V regarding the
designation of a specific State. See >MPEP<§ 1820.07.

1820.06 Priority [R-2]

PCT Article 8
Claiming Priority
(1) The intemationsl application may contain a declaration, as prescribed
in the Regulstions, claiming the priority of one ormore earlierapplications filed
inorfor any country pany tothe Paris Convention for the Protection of Industrial
Propesty.

(2)(a) Subject to the provisions of subparagraph (b), the conditions for,
and the effect of, any priority claim declared under paragraph (1) shall be as
provided in Article 4 of the Stockholm Act of the Paris Convention for the
Pscwection of Industrial Property.

(b) The international application for which the priority of one or more
eatlier spplications filed in or for a Contracting State is claimed may contain the
designation of that State, Where, in the intemational application, the priority of
one or more national applications filed in or for 2 designated State is claimed,
or where the pricsity of en intemational application having designated only one
Suate is daimed, the conditions for, and the effect of, the priority claim in that
State shall be governed by the national law of that Siate.

PCT Rule 4.10 Priority Claim

(2) The declaration referred to in Anticle 8(1) shall be made in the request;
it shall consist of 2 statement 1o the effect that the priority of an earlier
spplicstion is claimed and shall indicate:

@iy when the earier spplication is not & regional or an intemational
application, the countsy in which it was filed; when the earlier applicationis a
regional or an intermnational application, the country or countries for which it was
filed,

(i) the dste on which it was filed,

(iii) the number under which it was filed, and

(iv) when the eetlier spplication is # regional or an intemational applica-
tion, the nationel Office or intergovemmental organization with which it was
filed.

(b) If the request does nct indicate both

(i) when the earlier application is not 2 regional or an international
application, the country in which it was filed; when the earlicr application is a
regional or an international application, at least one country for which it was
filed, and

(i) the date on which it was filed,

the priority claim shall, for the purposcs of the procedure under the Treaty,
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3 be congidered not to have been made except where, rcsulung from an obvious

error, the indication of the said country orthe said date is mlssmg oris erroneous;
whenever the ty or correct identity of the said country, or the said date or
the correct date; may be established on the basis of the copy of the ealier
application whlch reaches the receiving Office before it transmits the record
g abvious

{c)Ifthe appllcauon number of the earlier application is niot indicated in
the request but is furnished by the applicant to the International Buteau ortothe
receiving Ofﬁcepnor to the expiration of the 16th morith froii thie: priority date,
it shall be considered by all designated States to have been fumxshed in time.

(d) If the filing date of the earlier application as indicated in the request
does not fall within the period of one year preceding the mlemauomlfnlm g date,
the receiving Office, or, if the receiving Office Has failed to do so, the Intema-
tional Bureau, shall invite the applicant to ask either for the canicellation of the
declaration made under Article 8(1) or, if the date of the earlier applitation was
indicated erronecusly, for the correction of the date soindicated. If the applicant
fails to act accordingly within one morth from the date of the invitation, the
declaration made under Article 8(1) shall be cancelled ex afficio.

(e) Where the priorities of several earlier applications are claimed, the
provisions of paragraphs (a) to (d) shall apply to each of them.

PCT Rule 32b'

Withdrawal of the Priority Clalm
Rule 32"%.1 Withdrawals

(2) The applicant may withdraw the priority claim made in the intema-
tional application under Article 8(1) at any time before the mlemaumal publi-
casion of the international application.

(b) Where the intemational application contains more than one pnomy
claim, the applicant may exercise the right provndcd for in paragraph (2) in
respect of one or more or all of them.

(c) Where the withdrawal of the priority claim, or in lhe case of more than
one such claim, the withdrawal of any of them, causes a change in the priority
date of the intemational application, any time limit which is computed from the
original priority date and which has not already expired shall be computed from
the priority date resulting from that change. In the case of the time limit of 18
months referred to in Article 23(2)(a), the Intemational Bureau may neverthe-
less proceed with the intemational publication on the basis of the said time limit
as camputed from the original priority date if the notice effecting withdrawal
reaches the International Bureau during the period of 15 days preceding the
expiration of that time limit.

(d) Forany withdrawal under paragraph (a), the provisions of Rule 32.1(c)

shall apply mutatis mutandis.

PCT Administrative Instructions Section 302
Priority Claim Considered Not To Have Been Mad.

Where, owing to failure to meet the requirements of Rule 4.10(b), the
priority claim is, for the purposes of procedure under the Treaty, considered not
10 have been made, the receiving Office shall indicate that fact in the intema-
tional application by enclosing the box in the request Form which provides for
the information concerning the priority ¢claim (or, where the priorities of several
earlier applications are claimed and not all those priority claims are considered
not to have been made, the relevant part of the said box) within square brackets
and entering, in the margin, the words “NOT TO BE CONSIDERED FOR PCT
PROCEDURE?" or their equivalent in the language of publication of the inter-
national application, and shall notify the applicant accordingly. If copies of the
intemational application have already been sent to the Intemational Bureau and
the International Searching Authority, the receiving Office shall also notify that
Bureau and that Authority.

PCT Administrative Instructions Section 314
Manner of Indicating and Notification of Correction of the
Priority Date or Canceliation of the Priority Clalm

(a) Where, in reply 15 an invitation issued by the receiving Office under
Rule 4.10(d), the applicant corrects the erroncously indicated filing date of any
earlier application, the receiving Office shall enter the corrected date in the
request, draw a [ine through the previously entered date while still leaving it
jegible and enter, in the margin, the Jetters “RO.”

(by Where, under Rule 4.10(d), the receiving Office cancels the declara-
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CAN'I‘ or“CANCELI..EDEX OFFICIO BYRO"as &m cate may be; mtheu'
equtvnent ‘in the Iangisge of publication of the itemational application: ::

+{c) The applicantand; if copies oﬂhemwummlzpphunmbwealmdy
been seni to lhg_ Inwmmmal Bumu and the Intemnational Searchmg Authority,

PCT Adm!nlstratlve Instructions Sec!ion 402
Manner of Indlcatlng ‘and Notification of Correction of the
Prlorlty Date op Cancelhtlon of the Priorl!y Clalm

" (a) Where, inteply to an invitation issued by the Insemational Evreauunder
Rule 4.10(d ), the applicant cofrects the erroneously indicated filing date of any
earlier spplication, the Intemations! Bureau shall erger the corrected date in the
request, draw 8 line through the previously entered date while still leaving it
legible and enter, in the margin, the words “INTERNATIONAL BUREAU™.

(b) Where, under Rule 4.10(d), the International Bureau cancels the
declaration made under Anticle 8(1), that Buresu shall enclose the box in the
request form which provides for the information conceming the priority claim
{0z, where the pricrities of several earlicr applications are claimed and not all
those priority claims are cancelled, the relevant pant of the said box) within
square brackets and entes, in the margin, the words “CANCELLED ON RE-
QUEST OF APPLICANT" or “CANCELLED EX OFFICIO BY THE INTER-
NATIONAL BUREAU,” as the case may be, or their equivalent in the language
of publication of the internationel apphwlm ;

. {c) The applicant, the receiving Office and the Imemational Searching
Authosity shall be notified by the Internationsl Buresu of any correction or
cancellation effected under Rule 4.10(d) by the International Buoresu.

{d) Any designated Office which hus been notified under Rule 24.2(a) of
the receipt of the record copy shall be notified by the International Bureau of any
correction or cancellation effected under Rule 4.10{¢) by the receiving Office or
the Intemational Buresu.

PCT Administrative Instructions Section 408
Prlority Application Number

() If the epplication number of the earlier application referred to in Rule
4.10(c) (priority application numbes) is fumnished within the prescribed time
limit, the International Bureau shall enter the said number in the space provided
therefor in the request Form, unless already done by the receiving Office under
Section 519.

(b) If the priority application number is furnished after the expiration of the

time limit, the Intemational Bureau shal! inform the applicant and the
designated Offices of the date on which the said number was furnished . It shall
indicate the said date in the intemational publication by including on the front
page of the paphlet next to the priority application nember the words “FUR-
NISHEDLATEON...(dste),” and the equivalent of such words in the language
in which the intemational sapplication is published if that Ianguage is other than
English.

(c) 1t the pricrity application number has not been fusnished at the time of
the completion of the technical preparations for intemational publication, the
Intemational Bureau shall indicate that fact by including on the front page of the
pamphlet in the space provided for the priority application number the words
“NOT PURNISHED" and the equivalent of such words in the language in which
the intemationsl application is published if tht language is other than English.

PCT Administrative Instructions Section 409
Motification of Priority Clalin Considered Not To Have Been
Made

Where the International Bureau notes that the receiving Office has failed
to notify the applicant as provided in Section 302, it shall send a notification 1o
the same effect to the applicant, the receiving Office and the Intemational

Sesrching Authority.

38 U.8.C. 365 Right of priority; benefit of the filing date of
prior application.

1800-29

Lhis titlé, aninterhational apph »
- entitted 1o the benefit of the filing date of & prior iational application or a prior

(a)Inwoo«imee with the coaditions: ‘and requireimests of section- 119 of

n&mmle anauomlapphmuonshwlvmdadwmmdpmmyhandm
a prioe filed international tpphcatma wlndn demg:wd o l@mm comty

other than the United States. - 7.~ = :
: (b)hawordmcewxmmeoownmmanquumoﬂheﬁtupm

graph of section.119.of, this. title.and. the treaty.-and-the Regulstions, s
mwnuuonal:pphmum deslgmmgtheUmwdSmel shall-be sntitled to the

right of priority based on s prior foreign application; .cr.# prior inserastionsl
application designating at least one country other than the United States.

;. () In accordance with the conditions and requemenu of section 120 of
nalmg the United States shall be

international application designating the United Stites, anid a nistional spplica-

‘tion shall be entitled 10 the benefit of the filing date of a prior intemationsl

application designating the United States. If any clsim for the benefit of an
earlier filing date is based on apnormtumuomlapphcaumwhmhdulgmud
but did not originate in the United States, the Commissioner may require the
filing in the Patent and Trademark Ofﬁce of a ceniified copy of suchapplication
together with a translation thcrcof into the English language, 1f it was f:led in
another language.

Anapplicant who claims the priority of one or more earlier
national or international applications for the same invention
must indicate, in the Request at the time of filing the interna:
tional application, the country in or for which the application
was filed, the date on which it was filed, and its application
number. (PCI‘ Article 8 and PCT Rule 4.10) When thie éarlier
application is a regional or an international application, the
applicant must also indicate the national Office or intergovern-
mental organization with which it was filed. If the number
cannot be indicated in the Request at the time of filing of the
international application, it must be furnished to the Interna-
tional Bureau at the latest by the expiration of sixteen months
from the priority date.

The applicant may withdraw any priority claim made inthe
international application until the international publication of
the international application (PCT Rule 32°%), If the signed
notice containing the withdrawal of any priority claim causesa
change in the priority date of the international application (for
the definition of “priority date,” see PCT Article 2(xi)), any
time limit which is computed from the original priority date and
which has not yet expired — for example, the timz limit before
which processing in the national phase cannot start — is com-
puted from the priority date resulting from the said change.
Further details are provided in PCT Rule 32%

The date of the filing of the priority apphcauon should be
given by indicating the number of the day by two digits, the
name of the month spelled out in full and the number of the year
in four digits, for example, 05 October 1978 (PCT Administra-
tive Instructiors, Section 110). The name of the country of
filing should be either the official name or accepted short title
listed in Annex A of the PCT Administrative Instructions. 35
U.S.C. 365 provides for revognition of priority claims in
international applications.

Applicantisrequired to file acertified copy of each priority
application, For particulars, see > MPEP<§ 1828,

1820.07 Parent Application or Grant
PCT Rule 4.13 Identification of Parent Application or Parent

Grant

If the applicant wishes his international application to be treated, in any
designated State, as an application for a patent or cenificate of addition,
inventor's centificate of addition, or wility centificate of addition, he shall
identify the parcnt application orthe parent patent, parent inventor's certificate,
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or ‘paienk ity centificate10 which the petént of centificate of ‘addition,

invemior’s centificate of addition, or m¥tity cenificute of iddition, if granted,
relates: For e purposes of this patagreph, Article 2(ii) shall notspply.. -+
PCT Esuie 4 .14 Ceonfinuatior or Continuetion-in-Part = . -

-+ I v opplicent wishes his’ menmﬂupplmnmmbemd,mmy
dmmumm wg-80 application for 2 continmition or 3 continuation-in-part
of an earlier application, helhall wmdmmdmmqmstmdshaﬂ xdeszythc

sppm mvolved.

‘BoxNo. Vand lhe Supplememal Box shouldbeused where
the applicant has an earlier application in a country designated
in the international application and where special title or reat-
ment of the international application is desired. For example, if
the applicant has a pending United States application, the
international application could contain additional subject mat-
ter and be treated as a continuation-in-part in the United States,
if the United States is designated in the international application
(PCT Rule4.14). In this example, the entries tobe placed in Box
No. V wonld be as follows: “United States of America; continu-
ation-in-part; and in the Supplemental Box, the entry “Continu-
ation of Box No. V, Parent application for U.S. designation:
United States of America, 20 May 1981, 222,222" should be
inserted.

1820.68 Earlier International or International-
Type Search

PCT Bule 4.11 Reference to Earlier Search

¥ en imemationsl or intemational-type search hag been requested on an
spplications ander Asticle 15(5) or if the applicant wishes the Internationsl
Sesrching Awhority to base the intermnationsl search report wholly or in part on
the results of 8 s2¢: <h, other than an international oz intemational-type search,
made by the nional Office or intergovernmental organization which is the
Internationsl Searching Authority competent for the intemational application,
the request dhall contain & reference to that fact. Such reference shall either
ideniify (e spolicstion (or its ranslation, asthe case may be) in respect of which
the earlier search was made by indicsting country, date and number, or the said
search by indicating, where applicable, date and number of the request for such
geasch.

The United States Patent and Trademark Office performs
an international-type search on all U.S. national applications
filed on and after June 1, 1978. No specific request by the
applicant is required and no number identifying the interna-
tional-type search is assigned by the Office. Ali earlier U.S.
applications referred to in Box No. VI and Box No. VII as well
as all U.S.applications referred to in separate transmittal letters
will be considered by the Office.

Box No. VII should be used to identify related international
applications and U.S. national applications.

1820.09 Different Applicants for Different
Designated States [R-§]

In any international application, different applicants may
be indicated for different designated states. This possibility is of
great practical importance since, for the purposes of the United
States of America, the applicant must be the inventor, whereas,
for the purposes of the other countries currently members of the
Treaty, no such requirement exists (PCT Article 9(3), PCT
Rules 4.6(c) and 18.4 and 35 U.S.C. 373). Where there are
several applicants, at least one of them must qualify to file an
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| international”: application - tor each dwgnated State (PCT
:‘Rulesls 3,'18.4(a) and (b))."

If it is desired that dxfferent applncams be mdlcated for
dﬂerent des:gnated countries, for. -example, in an. apphcauon
designating the United States, Sweden and Switzerland, for the

purposes of the United States, the inventor must be the appli-
cant. If the invention has been assigned, the assignee may wish
o be the apphcant for Sweden and Switzerland. If ‘in this
example, “A” is the assignée and “B” is the inventor, “A” and
“B" must both be indicated as applicants, A as “Apphcant only”
in Box No. I and B as “applicant and inventor” in Box No. 1II.
The sub-boxesat the bottom of Box No. II and I1I of the Request
are used to identify different applicants for different designated
countries. In Box No. I, “B” would be indicated as the
applicart for the United States of Americaand in Box No. II"A”
would be indicated as the applicant for Sweden and Switzerland
by checking the box labeled “all designated States except the
United Siates of America”. It should be noted that both “A” and
“B” must also sign the Request form or a power of attorney if the
Request is signed by an attorney or agent.

1820.10 Different Inventors for Different
Designated States

Where, because of the provisions of the national Iaw in the
different designated States, it is necessary to indicate different
inventors for different designated States, such information
should be placed in the Supplemental Box as continuing infor-
mation from Box II, ITI, or Il and III as the case may be and be
labeled “Different Inventors for Different Designated States.”
(PCT Rule, 4.6(c)). Names of inventors should be indicated
family name first. The States should be named by official titles
or accepted short titles as listed in Annex A to the PCT Admini-
stration Instructions.

1820.11 Signature of Applicant [R-§]

PCT Rule 4.15 Signature
The request shall be signed by the applicent.

The request form of an international application must be
signed. The supplemental box may be used if Box No. VIII has
insufficient room for all signatures.

Each applicant must sign either the Request form or a
power of attorney appointing the agent named in Box IV of the
Request. If the latter, the attorney must sign the Request on
behalf of the applicant or applicants signing the separate power
of attorney. Each signature appearing in Box Vill should appear
over the typed name and title of the person signing.

For provisions concerning representation and for particu-
lars regarding powers of attorney see > MPEP<§1808,

1820.12 Check List [R-2]

PCT Administrative Instructions Section 313
Documents Filed with the International Application; Manner of
Marking the Necessary Annotations In the Check List

(a) Any powcr of attomey and any priority document filed with the
intemational application seferred to in Rule 3.3(a)(ii) shall accompany the
record copy; any other document referred to in thet Rule shall be sent only st the
specific request of the Intemational Buresu, If any document referred 10 in Rule
3.3(a){ii) which is indicated in the check list as accompanying the international
application is not, in fact, filed at the latest by the time the record copy leaves
the receiving Office, that Office shall so note on the check list and the said
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guage of publwmon of the intermaticnal upplmm.

‘When calculating the list of pages, the Notes to the Request
andthe fee calculation sheet, form PCT/RO /101 Annex, are oot
counted. Any supplemental sheet used for continuing material,
however, is counted.

Items which accompany the international application
should be identified in this portion. If ransmittal form PTO-
1382 is used, it should be referred to as “transmiital letter” under
item 7 in Box No. IX,

The figure of drawing which applicant considers to best
illustrate the invention should be identified in Box No. IX for
publication in the >PCT< Gazette and on the front page of the
pamphlet. The figure selection will be reviewed by the Interna-
tional Searching Authority. When the international application
contains only one figure which the applicant wishes to have
published, the word “sole” should be typed in the space.

The lower box following Box No. IX isto be filled in by the
Receiving Office only to indicate whether drawings are missing
upon filing. (PCT Administrative Instructions, Section 310(a).)

ASSIGNMENT DOCUMENT

An assignment document, or a copy thereof, may be filed
with the Intenational application. The Check List of the Request
form, Box No. IX, item 7, should be marked to indicate that an
assignment document has accompanied the International appli-
cation onfiling. (PCT Rule 3.3(a)(ii)) The assignment document
will be transmitted with the Record Copy of the application io the
International Bureau,

It should be noted that U.S. Patent and Trademark Office
records assignments only for International applications in which
the United States isnamed asa designated State. (37 CFR 1,331).

The assignment instrument for an Intcrnational application
mustinclude the indication that the application to which itrelates
isan internatior.al application designating the United States. The
assignment instrument and the prescribed fee for recording (37
CFR 1.21) may be filed together with the International applica-
tion. The Receiving Office will route the instrument and fee to
the appropriate organizations for recording.

1823 The Description [R-2]
PCT Artlcle §
The Description
The description shall disclose the invention in a manner sufficiently clear
and complete for the invention to be carried out by a person skilled in the ast.

PCT Rule §
The Deseription
5.1 Manner of the Description

() The description shall first state the title of the invention as appearirg in
the request and shall:

(i) specify the technical field to which the invention relstes;

(ii) indicate the background ast which, as far as known tothe applicant, can
be regarded ag useful for the undersianding, searching and examination of the
invention, snd preferably, cite the documents reflecting such ast;

{iii) disclose the invention, s claimed, in such terms that the technical
problem (even if notexpressly stated as such) and its solution can be understood,

1800-31
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and siate the advmugewseﬂ’em xf my. of tbc mmmtumthﬁmfemcemﬂw .
background art; 4 N A

(iv) briefly describe the figmes in the s!nwmge,':f any. -

(v) set forth at leant the best mode contemplated by the applicent for
carrying out the invention claimed; this shell be doae in terms of examples,
where appropriste, and with reference to the dmwmgs if any; where the
national law of the designated State does not require the dcscnpum of thebest
mode but is uusf'ed with the descnpuon of any mode (whether itis the best
contemplated ornot), failme todescribe the bestmode contemplated shxll have '
no effect in that State; '

(vi) indicate explicidy. when it is not obvious from the descripiion or
natre of the invention, the way in which the invention is capable of exploitation
in industry and the way in which it cen be mede and ueed, or, if it can only be
used, the way in which it can be used; the tenm “industry’ is 10 be understood
in its broadest sense as in the Paris Cmvenuon for the Proiection of Industrial
Property.

(b) The manner and order specified in paragraph (a) shall be followed
except when, because of the nawre of the invention, a different manner or &
different order would result in beuer undersianding and a more economic
presentation.

(c) Subject to the provisions of paragraph (b), each of the panis referred
w in paragraph (a) shall preferably be preceded by an appropriate heading
as suggested in the Administrative Instructions.

37 CFR 1.435 The description.

(2) Requirements astothe content and form of the description are set forth
inn PCT Rules §,9, 10 and 11 end Administrative Instruction 204, and shall be
adhered to.

(b) In intemational applications designating the United States the de-
scription must contain upon filing an indication of the best mode
contemplated by the inventor for carrying cut the claimed invention.

PCT Adminlstrative Instructions Section 204
Headings of the Parts of the Deseripiion

‘The headings referred to Rule 5.1(c) should be as follows:

(i) for matier referred 1o in Rule 5.1(a)(i), “Techniesl Field"”;

(ii) for matter referred to in Rule 5.1(a)(ii), “Background An""

(iii) for matter refer red to in Rule §.1(a)(iii), “Disclosure of Invention";

(iv) for matter referred to in Rule 5.1(a)(iv), “Brief Description of
Drawings™;

(v) for matter referred 1o in Rule 5.1(a)(v), “Best Mode for Carrying Out
the Invention”, or, where sppropriate, “Mode(s) for Cerrying Out the Inven-
tica"™;

(vi) for matter referred to in Rule 5.1(a)(vi), “Industrial Applicability.”

The description must “disclose the invention in a manner
sufficiently clear and complete for the invention to be carried
out by a person skilled in the art” (PCT Article 5), PCT Rule §
contains detailed requirements as to the “‘manner and order” of
the description, which, generally, should consist of six parts
under the following headings: “Technical Field,” “Background
Art,” “Disclosure of Invention,” “Brief Description of Draw-
ings,” “Besi Mode of Carrying Out the Invention,” Industrial
Applicability” (PCT Administrative Instruction Section 204.)
The description must begin with the title of the invention as
stated in Box No.Iof theRequest, (PCT Rule 5.) Every fifth line
of typing may be numbered along the left hand side to the right
of the margin, (PCT Rule 11.8). Both the line numbers and the
text should be between the left and right margins. The page
numbers must b2 placed at the top of the page but not in the top
margin. (PCT Rule 11.6 (e).) If the United States of America is
designated, the best mode contemplated by the inventor for
carrying out the invention must be included in the description
(37 CFR 1.435).
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1823 01 Reference 10 Deposntcd
Mncroorgams R-2]

Mlcroblologlcal lnventlons

13"-194@

Fmﬁepmposes of dns Rule, mfcmnce o2 deposued mncroorgmxsm :
meam pnmhn ngcn in an’ intemational npphcauon with - n-.spect tothe’
deposit of & microorganism ‘with & depositary institution or to the nvcroorg-~ '

ism so deposited.
13‘” 2 References (Geura!)

Any referencetoa dzposnedmxcmrgamsm shall be mnde in nword.mce

withthis Rule and, if so made, shall be considered as satisfying the requirements

of the naional Inw of esch designated State .
13"83 References: Contents; Failure to Include Reference or Ind:catwn

(s} A reference 10 a deposited microorganism shall indicate,

(@) the name and address of the depositery institution with which the
deposit was made;

(ii) the date of deposit of the microorganism with that institution;

(iif) the sccession number given to the deposit by that institution; and

(iv) say edditionel matter of which the Intemationsl Buresu has been
notified parsaant to Rule 13%2.7(e)(1), provided that the requirement to indicate
that mate=; was poblished in the Gazette in accordance with Rule 13%%.7(c) at

teast two moahs before the filing of the international application.

(b Failore to include a reference to & deposited microorganism or failure
to inclode, i & reference 10 & deposited microorganism, an indicetion in
accordamce with paragraph (a), shell have no consequence in any designa(ed
State whose national law does not require zach reference or such indicetion in
& netional application.

13%8.4 References: Time of Furnishing Indications

If amy of the indications referred to in Rule 13 ¥®.3(a) is not included in
a seference o deposited microorgenism in the international application as filed
bt is fumished by the applicant wo the Intemnational Burean within 16 months
afier the priority date, the indication shall be considered by any designated
Office to have been fumished in time unless its national law requires the
indication 1o be fumished at en earlier time in the cese of 8 national application
and the Iternational Bureau has been notified of such requirement pursuant to
Raole 13%8.7(a)(ii ), provided that the Internstional Buresu has published such
requirement in the Gazette in accordance with Rule 13*2.7(c) at least two

months before the filing of the intemational spplication. In the event that the
applicaremaekes s request for easly publication under Arsticle 21(2)(b), however,
any designated Oifice may consider any indication not fumished by the time
such request is made as not having been furnished in time. Irrespective of
whether the applicable time limit under the proceeding sentences has been
observed, the Intemnational Burean shall notify the applicant and the designeted
Cffices of the date on which it has received any indication not included in the
intemational epplication as filed. The International Buresu shall indicate that
date in the international publication of the intemational application if the
indication has been furnished to it before the completion of technical prepara-
tions for internaional publication.

13"%.5 References andIndications for the Purpases of One or More Designated
States; Differens Deposiss for Differert Designated States; Deposits with De-
positary Inmisssions Other Than Those Notified

(8) A reference 1o s deposited microorganism shell be considered to be
mede for the purposes of all designated States; unless it is expressly made for
the pusposes of certsin of the designated States only; the same applies to the
indications included in the reference,

(b} References to different deposits of the microorgenism may be made
foz different designated States.

(c) Any designated Cifice shall be entitled to disregard s deposit made
with & depositary institution other than one notified by it under Rule 13bis. 7(5).
13¥8.6 Furnishing of Samples

(») Where the intemational application contains a reference to a deposited
miicroorganismn, the applicant shall, upon the request of the Intemational Search-
ing Authority or the Intemational Preliminary Examining Authority, suthorize
and assure the fumishing of a sample of that microorganism by the depositary
institution to the said Authority, provided that the said Authority hasnotified the
Intesnational Bureau that it may requirc the fumishing of samples and that such

samnples will be rsed solely for the purposes of intemational seareh or ime:mal-8
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ing may startunderthe said Anicles. However, wheren
acts referred to in Anticles 22 or 39 afier international publication but before

expmuon of the said time limits, the fumnishing of samples of the deposited

microorgenistn’ may uke plwe ‘once the waid ‘acts bave ‘been performed.

Notwithstanding the p:cvmn provision, the fumishing: of  satples fromi:the ;

deposited microorganism may take place under the national law spplicable for

any designated Office as soon a5, under that law, the miumal pubhcauon .

has the effects of the ctxnpulsory nalmml pubhcauon;of an uncx:mmed
national application.
1305 7 National Reqluremem Nouf' cation and Publlcatwn
(a) Any ‘national Office may notify the Internmoml Buresn of sny
requirement of the national law,
(i) that any matter specified in the notifi cmm,maddiuontomoserefened
to in Rule 13%2,3(a) (i), Gi) and (iii), is is required to be included in reference to

a deposited microorganism in 2 nationsl application;

(ii) that one or more of the indications referred to in Rule 17%,3(a) are
required to be included in e national spplication as filed or are required to be
fumnished st a time specified in the notificstion which is eadier thnn 16 months
after the priority date.

{b) Bzch national Office shall noufy the Intemational Bumu of the
deposmry institutions with which the national law permits deposits of micro-
organisms to be made for the purposes of patent procedure: before that Office or,
if the national law does not provide for or permit such deposits, of that fact.

(¢) The Intemational Bureau shall prompily publish in the Gazetie re-
quirements notified to it under paragraph () and information notified v it under

parzgraph (b).

PCT Adminlstrative Instructions Section 209

Indications as te Deposited Microorganisms on 8 Separate Sheet

(a) To the extent that any indication with respect to & deposited microor-
ganism is not contained in the description, it may be given on a separate sheet.
Where any such indication is so given, it shall preferably be on the formprovided
in Annex F as form PCT/RO/134 and, if fumished at the time of filing, the said
form shall, subject to paragraph (b), preferably be auached 1o the request and
referrsd to in the Check List referred to in Rule 3.3(a)(ii).

(b) For the purposes of the Japanese Patent Office, when Japen is desig-
nated, paragraph (&) applies only to the extent that the said form or sheet is
included as one of the shezts of the description of the international application

at the time of filing.

1824 The Claims [R-2]

PCT Articiec 6
The Cialms
The claim or claims shsll define the matier for which protection is sought.
Claims shall be clear and concise. They shall be fully supported by the
description,

PCT Rule 6
The claims
6.1 Newnber and Numbering of Claims
(a) The number of the claims shall be reasonsble in consideration of the
nature of the invention claimed,
(b) If there are several claims, they shall be numbered consecutively in
arabic numerals.
(c) The methed of numbering in the case of the amendment of claims shall
be govemed by the Administrative Instructions.
6.2 References io Other Parts of the International Application
() Claims shall nce, except where absolutely necessary, rely, in respect
of the technical features of the invention, on references 1o the descripdion or
drawings. In particular, they shall not rely on such references as: “as described
in part . . . of the description,” or “as illustrated in figure . . . of the drawings.”
(b) Where the international application contains drawings, the technical
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* “(a) The definition ofmemmcrfcrwhmhp:mwonu zoughz shallbem
terms of the technical features of the invention. - :

(b) Whenever appropriate, claims shall comain:

- (iY'e aatément indicating thiose technical features of the invention whxdt
‘are necessary for the ‘définition of the clmmed subject matier’ but wluch, !
combination, are part of the prior ast.”

(ifya characterizing portion~ pmdedby:hewords“chmcwnmdmdm:
“characterized by,” “wherein the improvement comprises,” or any other words
to the same effect -stating concisely the sechnical features which, in combinasion
with the features stated under (i), it is desired to prozect.

(c) Where the national law of the designated Swate does not require the
manner of claiming provided by paragraph (b), failure to use that manner of
claiming shafl have no effect in that Siate provided the mamner of claiming
scally used satisfies the national law of that State.

6.4 Dependent Claims

{8) Any claim which includes all the features of one or more otherclaims
(cleirn in dependent form, hereinafier referved to as “dependent claim’’y shall
do so by & reference, if possible at the beginning, to the other claim or claims and
shall then state the edditional festure claimed. Ay dependent clam which refers
to more than one other claim (“multiple dependeat claim™) shail refer 1o such
claims inthe abernativeonly. Multiple dependent claims shall not serve as a besis
for any other muliiple dependent clsim. Where the national law of the national
Office acting 23 Intemational Searching Authority does not allow multiple de-
pendent claims to be drefied in 8 manner differenz from that provided foe in the
preceding two sentences, failure 1o use that manner of claiming may result & za
indication under Asticle 17(2)(b) in the international gearch report. Failure touse
the gaid manner of claiming shall have no effect in a designated State if the
manner of ¢laiming actually used satisfies the national law of that State.

(b) Any dependem claim shall be construed as including all the limitations
contained in the claim to which it refers or, if the dependent claim is 8 multiple
dependent claim, all the limitations contained in the panicular claim in relaticn
to which it ig considered.

{c) All dependent claims referring back to 2 single previous claim, and ali
dependent claims referring back to several claims shall be grouped together to
the extent and in the most pracical way possible.

6.5 Utility Models

Any designated State in which the grant of & wtility mode] is sought on the
basis of an international application may, instesd of Rules 6.1 w0 6.4, apply i
respect of the matters regulated in those Rules the provisions of its pational Isw
concerning utility models once the processing of the intemational application
has started in that State, provided that the applicanz shall be allowed at least two
montfs from the expiration of the time limit applicable under Article 22 w0 adapt
his application to the requirements of the ¢aid provisions of the national law.

»PCT Administrative Instructions Section 205
Numbering and Identification of Claims Upon
Amendment

{8) Amendments tothe claims under Article 19 or Article 34(2)(b) may be
made either by cancelling one or more entire claims, by adding one ormore new
claims orby amending the text of one ormore of the claims as filed. All the claims
#ppearing on s replacement sheet ghall be numbered in arabic numerals, Where
a claim is cancelled, no renumbering of the other claims shall be required. In all
sases where claims are renumbered, they shall be renumbered consecutively.

(b) The applicant shall, in the jetter referred o in the second and third
sentences of Rule 46.5(s) or of Rule 66,8 (s), indicate the differences between the
claims as filed and the claime as amended. He shall, in panticular, indicate in the
taid letter, in connection with esch claim appearing in the international applica-
tion (it being undersiood that identical indications conceming several claims
may be grouped), whether:

(i) the claim is unchanged;

(ii} the claim ig cancelled;

(iif) the claim is new;

(iv) the claim replaces one or more claims as filed;

(v) the claim is the result of the division of 2 claim as filed.<**

1800-33

T oft l.hc Claitng shall teuonable, O
. Claimed. -

. The claim of.claims must “define.the matier for which

A'pi'otection is sought. Claims shall be clear and concise. They

shall be fuily supported by the description” (PCT Article 6).
PCTRule6contains detaﬂedreqummentsastomenummrand

‘numbering of claims, the éxtent to which any claim may refer

to other parts of the international application, the manner of
claiming and deperdent claims. As to the manner of clalmmg.
generally and wherever appropriate, the claims must consist of
two distinct parts, the statement of the prior art and the state-
ment of the features for which protection is sought (“the char-
acterizing portion™).

Multiple dependent claims are permitted in international
applications if they are in the altemative only and do not serve
as a basis for any other multiple dependent claim (PCT
Rule6.4(a), 35 U.8.C. 112). Theclaims, being an element of the
application, should start on a new page (PCT Rule 11.4). Page
numbers and line numbers must not be placed in the margins
(PCT Rule 11.6(¢)).

The number of claims shall be reasonable, considering the
nature of the invention claimed (37 CFR 1.436 ).

1825 The Drawings {R-2]
PCT Article 7
The Drawings
(1) Subject to the provisions of paragraph (2)(ii), drawings shall be
required when they are necessary for the understanding of the invention.
(2) Where, without being necessary for the understanding of the inven-
tion, the nature of the invention admits of illustration by drawings:
(i) the applicent may include such drawings in the internstional applica-
tion when filed.
(ii) any designated Office may require thet the spplicant file guch
drawings with it within the prescribed time limit.

PCT Rule 7
The Drawings

7.1 Flow Sheets and Diagrams

Flow sheets and diagrems are considered drawings.
7.2 Time Lisnit

The time limit refesred to in Article 7(2)(ii) shall be reasonable under the
circumsiances of the case and shall, inno case, be shoner than two months from
the date of the wrilten invitation requiring the filing of drawings or additional
drawings under the said provision.

PCT Adminlstrative Instructions Section 310
Procedure in the Case of Missing Drawings

(a) Where the international application refers 10 drawings which in fact
are not included in that applicaiion, the receiving Office shall make the
indication refzreed to in Rule 2€.6(a) by an appropriate marking of the request
Form,

(b) Section 309(z) shall apply also in the case of drawings recsived by the
receiving Office on a date later than the date on which sheets were first received
by that Office.

(c) The receiving Office shall, in the case of missing drawings received
within the time limit referred to in Rule 20.2(a)(iii):

(i) effect the required comrection of the intemational filing date, or,
where no intemational filing date has yet been accorded, of the daie of receipt
of the purported international spplication, and delets the indication made under
paragraph (a) gbove;
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' G notify the applicant oflheconemoneffecwdundenmn (') above.‘
o {iii) where tsangminals under Anicle 12(1) have. a]mdy been made,
rnaﬁymehunmaucmi Bumuamﬂxe‘m.emaﬁ’_ g hority

i gegs TE O
L’r’wmﬂlmu and lhe md Amhomy'
§59) where tranemittals under Anticle 12(1) have not yetbeen mndc auach
a mp!ydtbe later submitted drawings 10 the record copy and the search copy.
(&) Thé receiving Office shall, in i casé of missing: diawings zecelved
dm%eexplmmn of the time limit referred to in Rule 20.2(a)(i) 1.
: f')mufyﬁ\eapphcamoflhefmmdofdledaeofrecexptofllnluer
subraizied drawings; .. .
7 (@) where. transmittals under Arucle 12(1) have already been made
forward a copy of the later submisted drawings to the Intemational Bureau with
the incEeation that such drawings and any reference to such drawings are not to
be tem into consideration for the purposes of intemational processing;:
{iii) where transmittais under Article 12(1) have not yetbeen made, attach
& copy of the Imer submined drawings to the record copy with the indication that
such drawings and any reference to such drawings are not to be taken into
considerstion for the purposes of international processing.

37 CFR 1.437 The drawings.

{a ) Subject to paragraph (b} of this section, when drawings are necessary
for e understanding of the investion, or are mentioned in the description, they
mugt be part of an intemational application as originally filed in the United
Stazes Receiving Office in order to maintain the international filing date during
the mationsl stage (PCT An. 7).

b3 Drawings missing from the npphmxon upon filing will be uccepud if
m&: a‘:mwmgz are received within 30 days of the date of first receipt of the
i1 iete papers. If the missing drawings are received within the 30-day
period, the imternational filing date shall be the date on which such drawings are
received. If such drawings are not timely received, all references to drawings in
the inxzemational application shall be considered non-existent (PCT Ant. 14(2),
Admmistrative Instruction 310).

{{c) The physical requirements for drawings are set forth in PCT Rule 11

and shall be adhered to,

Any international application must contain drawings
“when they are necessary for the understanding of the inven-
tion” (PCT Article 7(1), 37 CFR 1.437). However, even where,
without being necessary for the understanding of the invention,
the nature of the invention admits of illustration by drawings,
the applicant may include such drawings and any designated
Office may require the applicant to file such drawings during the
national (or regional) phase. Flow sheets and diagrams are
considered drawings (PCT Rule 7.1). The drawing sheets must
be nombered in a separate series either as 1/3,2/3 ,3/3
indicate one of three, two of three and three of threeor 1, 2, 3.

¢ drawings in an international application mustbe on A4 size
sheets of paper which must be flexible, strong, white, smooth,
non-shiny and durable (PCT Rules 11.3 and 11.5). The space
used for illustration on each sheet must not exceed 26.2 cm. by
17.0cm. (PCT Rule 11.6(c)). One figure of the drawings should
be indicated in the Request Box No. IX for use on the front page
of the published application to accompany the abstract (PCT
Rules3.3(a)(iii) and 48.2(d)).

1826 The Abstract [R-2}
PCT Ruie 8
The Abstract
8.1 Cossents and Form of the Abstract
(2} The sbstract shall consist of the following:

(i) s summary of the disclosure as contained in the description, the
claims, and sny drawings; the summary shall indicate the technical field to
which the invention pertaing and shall be drafted in a way which allows the clear
understanding of the technical problem, the gist of the solution of that problem
through the invention, and the principal use or uses of the invention;
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(n) wheu Qphcable. the chemu:nl fommh which, Among sl dwfomm-

(c)ibcabﬂmctsballnotconmm smcmenu ou l.hcallcged mmu orv:lue
of the claimed invention or on its speculative application.
(d) Each mazin technical feature mentioned in the abstract and ﬂlunmed

, by.a drawing in the intemational tpphcauon shall be followed by & reference

sign, placed between pamm.heses

8.2 Figize
(a) If the. apphcmt fmls 10, make the mdzcauon refened lo in Rule

- 3.3(a)(iii), or if the Intemational Searching Authority finds thet a figure or

figures other than that figure or those figures suggesied by the applicant would,
among sl the figures of all the drawings, better characterize the invention,
it shall, subject to paragraph (b), indicate the figure or figures which
should accoimpany the abstract when the latter is published by the Inter-
national Bureau. In such case, the abstract shall be accompanied by the
figure or figures so indicated by the Initernational Searching Authority.

Otherwise, the abstract sha]l subject to paragraph (b), be accompanied
by the figure or figures suggelted by the spplicant,

(b) If the Intemational Searching Authority finds that none of the figures
of the drawings is useful for the undesstanding of the abstract, it shell notify the
Intemnational Bureau accordingly. In such case, the shstract, when published by
the Intemational Bureau, shall notbe accompanied by any figure of the drawings
even where the applicant has made a suggestion under Rule 3.3(a)(iii).

8.3 Guiding Principles in Drafling

The abstract chall be so drafted that it can efficiently serve as 2 scanning
tonl for purposes of searching in the particular an, especially by assisting the
scientist, engineer or regearcher in formulating &n opinion on whether there is
a need for consulting the international application itself.

37 CFR 1.438 The abstract.
(a) Requirements as to the content end form of the abstract are set forsh in

PCT Rule 8, end shall be adhered to.

(b) Lack of an abstract upon filing of an intemational application will not
affect the granting of a filing date. However, failure to furnish an sbstract within
one month fram the date of the notification by the Receiving Office will result
in the intemational application being declared withdrawn.

The abstract must begin on a new sheet following the
claims (PCT Administrative Instruction Section 207). It must
consist of a summary of the disclosure as contained in the de-
scription, the claims and any drawings (PCT Anticle 3(3)).
Where applicable, it must also contain the most characteristic
chemical formula. The abstract must be as concise as the disclo-
sure permits (preferably 50 to 150 words in English). It must be
so drafted that it can efficiently serve as a scanning tool for the
purposes of searching in the particular art. These and other
requirements concerning the abstract are spelled out in detail in
PCT Rule 8 (37 CFR 1.438).

SUMMARY OF ABSTRACT REQUIREMENTS

Preferably 50-150 words, but not more that 250. Should
contain —
1. Indication of field of invention.
2. Clear indication of the technical problem.
3. Gist of invention’s solution of the problem.
4, Principal use or uses of the invention.
5. Reference numbers of the main technical features,
6. Where applicable, chemical formula which best charac-
terizes the invention.
Should not contain —
1. Superflucus language.
2. Legal phraseology such as “said” and “means.”
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14 l Tlu Transmxttal Fee“

(a) Any reoewmg Office may reqaire that the: apphcam pay afee to it, for
itsown benefit, for receiving the intérmational application, transmitting copies o
the International Bureau and the competent International Searching ‘Authority,
snd pérfoiming all the cther tasks which & mast perform in connection with the
international epplication in its capacity of receiving Office (“transmittal fee™).

(b) Tbeamotm! andthe due date of tbemmsmnmlfee. it any. shall be fixed

bj the receiving Office.”

PCT EBule 15
The Internaticaat Fee

15.1 Basic Fee ard Designation Fee

Each intemnational application shall be sabject to the payment of a fee for
the benefit of the Intemational Bureau (“interpational fee”) tobe collected by the
receiving Office and congisting of, )

{i) & “bagic fee." and
(ii) &g many “ designation fees” as there are national patents and regional
sought by the applicant in the gernational application, except that,
where Asticle 44 applies in respect of 2 designmtion, only one designation fee
shall be due.
15.2 Amounis

(=) The amounts of the basic fee am oAthe dcslgnauon fee areas set out in
the Schedule of Fees.

(&) The amounts of the basic fee and of the designation fee shall be
established, for each receiving Office which, under Rule 15.3, prescribes the
payment o€ thoge fees in a currency or currencies other that Swiss currency, by
the Directur Genere! efier consultation with tha: Office and in the currency or
currencies prescribed by thet Office (“prescribed comrency”). The amounts in
eachpreseribed currency shall be the equivalen, in round figures, of the amounits
in Swiss currency set oul in the Schedule of Fees. They shall be published in the
Gazetie,

() Where the amounts of the fees se1 out in the Schedule of Fees are
chmged,ﬂ\ecomlpmdmgunwmsmmcprescr:bed currencies shall be applied
from the same date as the amounts set out i the amended Schedule of Fees.

(d) Where the exchange rate between Swisg currency and any prescribed
cusrency becomes different from the exchange rate Isst applied, the Director
General shall estsblish new amounts in the presceibed currency according 10
directives given by the Assembly. The newly esiablished amounts shall become
epplicable two months afier the date of their publication in the Gazetze, provided
that the interested Office and the Director Generzl may agree on a date falling
during the gsid two-month period in which case the said amounts shall become
spplicable for that Office from that date.

15.3 Mode of Payment

The intemational fee shall be payable in the currency or currencies
prescribed by the receiving Office, it being understood that, when transferred by
the receiving Office to the International Bureau, the amount transferred shall be
freely convertible into Swiss cusrency.

15.4 Time of Payment

(&) the basic fee shall be paid within one month from the date of receipt of
the intemational application.

(b) The designation fee shall be paid:

(i) where the international spplication does not contain a priority cleim
under Article 8, within one yearfrom the receipt of the intemational application,

(iiy where the intemational spplicstion condsing a priority claim under
Article 8, within one yearfrom the priority date or within onemonth from the date
of receipt of the intemational spplication if that month expires after the expira-
tion of one year from the priosity date.

{c) Where the basic fee or designaticn fee is paid later than the date on
which the intemational application was received and where the amount of that
fee iz in the currency in which it is,payable, higher on the date of payment (“the
higher amount™) than it was on the date on which the intemational application
was received (“the lower amount™),

(i) the lower 2mount shall be due if the fee is paid within one month from
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the date of receipt of the mtemat..oml . application,

(ii) the higher smouny, shall be due if the fee is peid laser than one month
fmm tiie 432 of receipt of the intemational application. -
- (d)If, on February 3, 1984, pamgnphs (=)and (b)mnotmpuub!swnh
lhe nauoml law applied by the receiving Oﬂ'ice and as long a8 theey comtinueto.
benot compatible with that law, the basic fee shnllbepmdon the ésteof rccmpt _
of the intematioral spplication and the de ; :ghauun fee :lnllbe pnd within one
year from the priority date. . ,

15.5 (Deleted)

15.6 Refund
(a ) The intemational fee shall be tefunded to the applicant if the deter-

mination under Article 11(1) is negatlve
() In no other case shall the mtcmauonal feebe refunded

PCT Ru!e 16
~The Search Fee
16.1 Rzght to AskforaFee ~ =~ '

(a) Each International Searching Aulhority may require that the
applicant pay a fec (“search fee”) for its own benefit for carrying out the inter-
national search and for performing all other tasks emtrusted to International
Searching Authorities by the Treaty and these Regulations,

(b) The search fee shall be collective by the receiving Office. The ssidfee
shall be payable in the currency or currencies prescribed by that Office (“the
receiving Office currency™), it being understcod that, if any receiving Office
currency is not that, or one of those, in which the Intemational Searching
Authority has fixed the said fee  “the fixed currency or currencies”), it shall,
when transferred by the receiving Office to the Internationel Searching Author-
ity, befreely convertible into the currency of the State in which the Intemational
Searching Authority has its headquarters (“the headgquarters currency™). The
amount of the search fee in any receiving Office currency, other than the fixed
currency or currencies, shall be establisl.ed by the Director General after
consultation with that Office. The amounts so established shall be the equiva-
lents, in round figures, of the amount established by the Interational Sesrching
Authority in the headquarters currency. They shall be published in the Gazette.

{(c) Where the amount of the search fee in the headquarters currency is
changed, the corresponding amounts in the receiving Office currencies, other
than the fixed currency orcurrencies, shall be applied from the same date as the
changed amount in the headquarters currency.

(d) Where the exchange rate between the headquarters currency and any
receiving Office currency, other than the fixed currency or currencies, becomes
different from the exchange rate last applied, the Director General shall
establish the new amount in the said receiving Office currency according 10
directives given by the Assembly. The newly established amount shall become
applicable two months after its publication in the Gazette, provided that any
interested receiving Office and the Director General may agree ona date falling
during the said two-month period in which case the said amount shall become
applicable for that Office from that date.

(e) Where, in respect of the payment of the search fee in a receiving Office
currency, other than the fixed currency or currencies, the amount actually
received by the Intemational Searching Authority in the headquarters currency
is less than that fixed by it, the difference will be paid to the Intemational
Searching Authority by the Intemational Bureau, whereas, if the amount
actually received is more, the difference will belong to the Intemational
Bureau,

(f) Asto the tiine of payment of the search fee, the provisions of Rule 15.4
relating to the basic fee shall apply.

16.2 Refund

The search fee shall be refunded to the applicant if the determination
under Article 11(1) is negative.
16. 3 Partial Refund

Where the intemnational application claims the priority of an easlier
intemational application which has been the subject of en intemational search
by the same International Searching Authority, that Authority shall refund the
search fee paid in connection with the later internationel application 1o the
extent and under the conditions provided for in the sgreement under Anicle
16(3)(®), if the intemational search report on the later international application
could wholly or parly be based on the resulis of the intemational search
effected on the carlier intemational application.

Rev. 5, July 1987
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A e 14(3)(5). “fees prescn’bed mder ‘Anicle

: , fee: (Rule 14), the basic fee pmt nf thc
: mdtbe ‘séarch fee (Rule 16).

s e 1403)a) and (b), “the fee prescrihedunder

»+ -t.gnation fee part of the intemnational fee Rule

PCT Rule 96
The Schecule of Fees
- gf Fees \nnexed to Regulations
swants ™ ¢ g fees referred to in Rules 15 and 57 shall be expressed
. "y shall be specified in the Schedule of Fees which is
<+ alations and forms an integral pan thereof.

SCHEDULE OF FEES
(EFFECTIVE JANUARY 1, 1986)
1. Basic Fee
[Rule 15. 2(8))

if the intemational

zpplication containg not more

than 30 sheets 706 Swiss francs

if the imernational application contains

more than 30 sheets 706 Swiss fratics plos
14 Swiss francs for each
gheet in excess of 30
sheets

2. Designation Fee:

Rule 15.2 (2)) 171 Swiss francs per

designation for which the
fee is due, with a
maximum of 1,710 Swiss
francs, any such designs
tion in excess of 10 being
free of charge

3. Hardling Fee:

(Rule §7.2(a)) 216 Swiss francs

4. Supplement to the Handling Fee:

Rule §7.2(b)) 216 Swisgs Francs
SURCHARGES
§. Sarcharge for late payment:
Rule 16%.2(2)) Minimum 268 Swiss
franics
Maximum: 674 Swiss
francs

Note that effective July 1, >1987<, the “prescribed cur-
rency” and amounts for filing in the United States Receiving
Office are in U.S. dollars as follows (PCT Rule 15.2(b)):

Basic Fee (application up to 30 sheets)............ >8485.00<

Fee for each sheet in excess of 30 sheets.......... > $10.00<

Designation Fee (per country orregion up to ten>$120.00<

Designation Fee (for 11th and subsequent countries or
regions) ...... ....No Charge

Applicants should check the most rcccm issue of the
Official Gazette for any changes in the amounts of the fees.

Fees Associated with International Applications. — There
are three kinds of fees which must be paid to the United States
Patent and Trademark Office in connection with the filing and
processing of international applications in the United Staies
Receiving Office:

Rev. §, July 1987
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A msmml fee— for thc benefit of the Receiving Office
forrccewuzg,mces&ng, and transmnmngcopwsonhemwma

tional applications (PCT Rule 14);
A search fee — for the benefitof the International Search-

ing Authority {or carrying out the international search and
preparing an intermnational search report (PCT Rule 16); and

An international fee which includes a basic fee portion and
a designation fee portion for each State designaied — for the
benefit. of the International Bureau for. performmg the tasks
required of it under the PCT.(PCT Rule 15).. :

When an international application is ﬁled wnh the U S
Patent and Trademark Office as a Receiving Office, the trans-
mittal fee, the search fee, and the basic fee portion of the inter-
national fee are due upon filing of the application and may be
paid within one month thereafter (35 U.S.C. 361(d)). The
designation fee portion of the international fee must be paid
within one year of the priority date >or within one month of
filing, whichever is later<. ‘

The amounts of the transmittal fee (PCT Rule 14.1) and the
search fee (PCT Rule 16.1) set forth in 37 CFR 1.445 are
intended to cover the costs of performing the required functions
in the U.S. Patent nd Trademark Office and are as follows:

Transmitial fee .............. rrossserenrsasrssisansrsrsssersaenes . $170.00

Search fee ......>3$520.00<*, or >$350.00<* if a corre-
sponding U.S. national application has been filed.

The amoant of the basic fee portion of the international fee
is >$485.00<* for an international application containing up to
thirty sheets, with an additional charge of $10.00 per sheet for
each sheet in excess of thirty (PCT Rule 15.2(b)). Although all
designated States must be named at the time the international
application is filed, the payment of the designation fee portion
of the international fee need not be paid on filing but must be
paid to the Receiving Office, at the latest, within one year of the
priority date. The designation fee portion of the international fee
is> $120.00<* for each State or group of designated States for
which the same regional patent is sought (PCT Rule 15.2(b)). In
other words, only one * designation fee is due for all countries
for which European patent protection is desired. The maximum
amount due for designation fees is >$1,200.00<*, any designa-
tion in excess of 10 being free of charge.

Fees may be paid by check (37 CFR 1.23) or be charged
against a Patent and Trademark Office Deposit Account (37
CFR 1.25).

REFUND OF FEES

There is no provision in the PCT concerning the possibility
of asking for a refund of the transmittal fee. The search fee and
theinternational fee (both the basic fee and the designation fees)
will be refunded where the Receiving Office refuses to“‘accord”
an “international filing date” (PCT Rules 15.6 and16.2). Such
refusal will occur, generally speaking, where the international
application is defective in certain respects. Where a (later)
international application claims the priority of another (earlier)
U.S. national application which has been the snbject of search
by the U.S. and the U.S. International Searching Authority will
carry out the search on the later application, a reduced search fee
of >$350.00<* is set in respect of the later application (37 CFR
1.445(2)(2)).
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application for purposw of demm:mng the amount of i aeBasxc
Internanonal fee (PCT Rule 15.2(a)).-

"The ‘instriictions for use of ‘this form ‘aré ‘o the
reversé side of the form. When calculating fees, the latest issue
of the Official Gazette ‘should be consulted to dcmmm the
current level of the PCT fees o

1827.01 Advance for Unpaid Fees [R 2]

PCT Rale 16"'
Advancing Fees by the International Buresn

16%. 1 Guaraniee by the International Bureau

(a) Where, by the time they are due under Rule 14.1(b), Rule 15.4 (2) and

Rule 16.1{f), the receiving Office finds that in regpect of an Fwemationsl
applicstion no fees were paid to it by the epplicant, or that the amou paid 1o it
by the applicant is less than what is necessary to cover the transmittal fee, the
basic fee and the search fee, the receiving Office shall charge the amount required
to cover those fees, or the missing pert thereof, to the Intemational Burean and
shall consider the said amount as if is had been paid by the applicarz at the due
time, ! ‘
() Where, by the time they are due under Rule 15.4(b), the receiving
Office finds that in respect of an internationcl spplication the payment made by
the applicane is insufficient to cover the designation fees necessary to cover all
the designstions, the receiving Offics thall charge the amount required to cover
those fees to the Intemnational Burean and shall consider that amount ag if it hag
been paid by the spplication st the due time.

(c) The Intemations] Bureau shall wrensfer from time to time o each
receiving Office an smoum which is expected to be neccssary for covering any
charges that the receiving Office has to make under paragraphs {a) end (b). The
amount end the time of such transfers dhall be determined by esch receiving
Office sccording toits own wish. The charging of eny amount under peragrephs
(8) and (b} shall not require any advencenotice 1o, or any agreement by, the Inter-
national Bureau.

16%.2 Obligations of the Applicant, Ete.

(2) The Intemational Buresu shall promptly notify the appham. of any
amount by which it was charged underRule 16°.1(2) and(b) and shall inviie him
to pay o it, within one month from the date of the notification, the said emount
sugmented by & surcharge of 50%, provided that the surcharge will not be Jegs,
and will not be more, than the amounts indicated in the Schedule of Fees. The
notification may refer 1o the charges made both under Rule 16%.1(a) and (b) or,
at the discretion of the International Burean, there msy be two separate notifica-
tions, one referring to chasges made under Rule 16%.1(a), the other referring to
charges made under Rule 16 .1(b).

(b} If the applicant fails 1o pay, within the said time limit, to the Imeina-
tiongl Buresu the smount clsimed, or peys Jess then what is needed to cover the
tranemintal fee, the basic fee, the search fee, one designetion fee sad the
surcharge, the Intemnational Bureau shall notify the receiving Office sccordingly
and the receiving Office shall declare the international epplication withdrawn
under Anicle 14(3)(a) and the receiving Office and the International Bureau shall

as provided in Rule 29,

(c) If the applicamt pays, within the said time limit, to the Intemationel
Buresu an emount which is more than what is needed 1o cover the fees end
gurcherges referred to in paragraph (b) but less than what is needed to cover all
the designaiions meintsined, the Intemations] Buresu shall notify the receiving
Office accordingly and thereceiving Office shall apply the amount paid inexcess
of what is needed to cover the fees and surchasge referred to in paragraph (b) in
an order which shall be established as follows:

(i) where the applicant indicaies to which designation or designations the
amount is tobeapplied, it shall be applied accordingly but, if the amount received
is insufficient to cover the designations indicated, it shall be applied to as many
designations as are covered by it in the order chosen by the applicant in indicating
the designations;

(i) to the extent that the spplicant hag not given the indications under item
(i), the anrount or the balance thereof shall be spplied to the designations in the

1806D-37
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‘order in which they appear-in the intemational application;: == *. '
(iii) where the designation 'of & State is for the purpoua ‘of as ugwml-'
patent and provided that the required designation fee is, under the preceding

‘provisions, evailable for that deugmnon, the designation'of any further States

;

for which lhe nme mglonul patem is loughl dunbe conndered o oovered by:

The meewmg Ofﬁce shall declare ey dengnaum not cowed by thef

‘amiount peid withdrawn drider Anticle 14(3)(b) and the receiving Offi ceandlhef

Intemauoml Bumu shall pmceed as ;mv:ded mRule 29

. - Rule 16‘3" was_add_ed to provide. greater security to the
applicant and his professional representative in the case of a
mistake (as o the prescribed amount) or delay: (beyond the
prescribed time limit) in the payment of fees to the Receiving
Office (tranismittal fee, search fée, basic fee and designation
fees). The system introduced by the Rule guarantees that any
such mistake or delay will not resnlt in a ioss of rights without
the International Bureau of WIPO first having issued an invita-
tion to the applicant to pay any amount that was missing when
the time for payment expired. Payment pursuant to such an in-
vitation will be subject to a surcharge which in general will be
equal to 50% of the missing amount but which will have an
upper limit of 674 Swiss francs and a lower limit of 268 Swiss
francs. Any payment made in conformity with such an invita-
tion will beregarded as if it had been made within the prescribed
— bat, in fact, missed —time limit.
The new system operated in the following fashlon

‘Where the receiving Office finds the amount paid ¢ be insuf-

ficient to coverall fees due, theReceiving Office will charge the
International Bureau with the amount due. The International
Bureau will then notify the applicant of the amount it has
advanced and will invite the applicant to pay the International
Bureau the amount advanced together with a 50% surcharge,
provided that the surcharge can not be less than 268 Swiss
francs ormore than 674 Swiss francs (see the Schedule of Fees.)
If the applicant does not timely pay the required amount to the
International Bureau, the International Burean will notify the
Receiving Office which will then declare the international
application or certain designations withdrawn,

If applicant decides not to pay certain designation fees,
itis requested that a letter be sent to the Receiving Office spe-
cifically withdrawing such designations. If no such withdrawal
letter isreceived and some designations remain unpaid one year
after the priority date, the procedure under PCT Rule 16% will
be used.

1828 Priority Document {R-§]
PCT Rule 17
The Priority Document

17.1 Obligation to Submit Copy of Earlier National Application

(8} Where the priority of an earlier national application is claimed under
Article 8 in the intemational application, a copy of the said national application,
centified by the suthority with which it was filed (“the priority document™),
shall, unless already filed with the receiving Office, together with the interna-
tional application, be submitted by the applicant to the Intemational Bureau or
1o the receiving Office not later than 16 months after the priority date or, in the
case referred to in Anticle 23(2), not later than at the time the processing or

examination is requested.
(b) Where the priority document is iseusd by the receiving Office, the

applicant may, instead of submitting the priority document, request the receiv-
ing Office to transmit the priority document 1o the Intemnational Buresu. Such
request shall be made not later that the expiration of the applicable time limit
refersed 10 under peragraph {a) and may be subjectzd by the receiving Office
to the payment of s fee.
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(c)Ifthemquuunmuctnctﬂmof:hetwoptmdmgpmgmm
emphodwvh.mydezmwd&mm dmesudthepnomychm
17.2 Availability of Copiss - _

(a)'lheImemtwndBmmmn.mhe lpecnflcmweuoﬂheduxmwd
Oﬁ'm.mpdyb\inotbdmlheexpmofﬂnmhmnﬁxedmm
17.1(a), furnish a copy of the priotity document to that Office. No such Office
shall eek the spplicant himself to fuenish &t with 8 copy, except where it requires
the farnishing of a copy.of ihe priosity dosument together with a-certified
translation thereof. The spplicant shall not be required to furnish & centified
translation to the designaied Office before the expiration of the applicable time
limit under Anicle 22.

" (b) The Intemational Bureau shsll not make copies of the priority docu-
memavaﬂablewlhepubhcpnorwthexmmumalpuwcmmoﬂhem
tional spplication.. -

(c) Parigraph (a) and (b) shall apply also 10 any earher unemaucmi
application whose priority is claimed in the subsequent intemational spplica-
tion.

PCT Administrative [nstructions Section 411
Receipt of Priority Document

>(=) Subject to paragraph (b), the Imemational Buresu thall record the
date on which the priority document has been received by it and chall notify the
applicens and the designated Offices accordingly.

{b) Where the priosity docurment has been received by the Intemationsl
Bureau from the receiving Office afier the expiration of 16 months from the
priority date, the date of receipt by the receiving Office of the priority document
orthedute of s request under Rule 17.1(b), 23 the case may be, shall be recorded
as the date of receipt of the priority document.

(c) Where the date of receipt of the priority document is later than the date
of expiration of the time limit referred to in Rule 17.1(a), the International
Bmalullmtydwapp}mmdthadmmedmﬁm

(¢} Where, within the time limit referred to in Rule17.1(z), the Imzmn-
tional Bureau hes not received the priority document and the receiving Office
hasg received neither the priosity document nor 2 request (together with sy
required fee) 1o transmit the priority document, the International Bureau shall
aaify the applicant end the designated Offices sccordingly.<

37 CFR 1.451 The priority claim and priority document in an
International epplication.

() The claim for priority mugt be made on the Reguest (PCT Rule 4.10)
in emanner complying with Sections 1 10and 201 of the Administssrive Instruc-
tioos.

(b) Whenever the priority of an earlier United States nationsl applicstion
is claimed in an intemstional applicstion, the epplicent may request in o lener
of transrnittal secompanying the international spplication upon (iling with the
United Sistes Receiving Office, or in & separsie letter filed in the Receiving
Office noe laterthan 16 months afier the priority date, thet the Petent end Trede-
mesk Office prepare & cenified copy of e nationsl spplication for transminal
1o the Intemstions Bureau (PCT Anwcle § and PCT Rule 17). The fee for
preparing a centified copy is ststed in §1.19(a}(3) and (B)(1).

(c) If & cenified copy of the pricrity document iz not submitied together
with the international application on filing,or, if the pricrity application was
filed in the United States and & request snd sppropriate payment for preparation
of such a certified copy do not accompany the intemationsl application on filing
or sre not filed within 16 months of the priority date, the cerified copy of the
priority document must be fumnished by the applicantto the Intemational Bureau
orio the United States Receiving Office within the time limit specified is PCT
Rulei7.1(s).

Under the PCT procedure, the applicant may file the certi-
fied copy of the earlier filed national application together with
the international application in the Receiving Office for trans-
mittal with the Record Copy, or alternatively the certified copy
may be submitted by the applicant to the Intemational Bureau or
the Receiving Office not later than 16 months after the priority
date or, if the applicant has requested early processing in any
Designated Office, not later than the time such processing or
examination is requested. The International Bureau will nor-
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'mally furnish oopws of the certified copy to the various Desig-
nated Offices so that theapplicanthll not normally be required

to submit certified copies to each designated Office.

- Undes 37 CFR 1,451, applicant may request, on filing the
mtematwua! application; that the United States Receiving Of-
ﬁcepreparemdtransnutacemfedcopy of .a U.S. national
application, the priority of which is claimed, to the. International
Bureau. The United States Receiving Office will.prepare and
transmit the certified copy provided that the fees for copying and
certification are paid. See > MPEP<§1830, item (1). _

Applicants may also request the Unites States Receiving
Office to. prepare and transmit to the International Bureau a
certified copy of a priority application filed in the U.S. by
checking Box No. VI of the Request form and by paying or
authorizing the payment of the fee therefor. The fee Calculation
Sheet annexed to the Request form has a chieck box for author-
izing charges for preparation of certified copies of priority
applications to 2 Deposit Account. The fee for a certified copy
of a priority application is set forth in 37 CFR 1.19(a)(3) and

®XD).

1830 PCT International Applicatibn
Transmittal Letter [R-§]

A PCT international application transmittal letter, form
PTO-1382, isavailable free of charge for applicants to use when
filing PCT international applications with the United States
Receiving Office. The form is intended to simplify the filing of
PCT international applications by providing a one-page letter
which covers the most common requests and concerns of appli-
cants. Specifically covered are:

(1) Requests under 37 CFR 1.451 for preparation and
transmittal to the International Bureau of certified copies of the
U.S. national applications, the priority of which is claimed in
international application;

(2) Choice of Searching Authority to conduct the Interna-
tional search. Currently, applicants may choose either the U.S.
Patent and Trademark Office or the European Patent Office as
the Searching Authority.

(3) Authorizations for any required additional ¥ fees re-
quested by the United States International Searching >or Inter-
national Preliminary Examining< Authority to be charged to a
Deposit Account subject to oral confirmation of the authoriza-
tion. It should be noted that if the European Patent Office is
chosen asthe >International< Searching >or Preliminary Exam-
ing< Authority, any supplemental search fees requested by that
office are payable directly to the European Patent Office.

(4) Indications of information concerning differences in
disclosure, if any, between the international application and
related applications to assist in detcrmining any foreign trans-
mittal licensing requirements as well as for other purposes; and

(5) Requests for forcign transmittal license,

1832 License Request for Foreign Filing
Under the PCT [R-2]

A license for foreign filing is not required to file an inter-
national application in the United States Receiving Office but
may be required before the applicant or the U.S. Receiving
Office can forward a copy of the interational application to a
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réqul .
disclose subject matier in. - : '
U.S. national application filed more than six months pnor to the
filing of the international application (37 CFR ::5.11(a)(2)). In
all other instances; the applicant should petition for a license for
foreign filing (transmittal) (37 CFRS5:12) and if appropriate,
identify any additional subject matter in the international appli-
cation which was not in the earlier U.S. national application (37
CER 5.14 (c)). This request and disclosure information may be
supplied on the PCT international application transmittal letter,
form PTO-1382,

If no petition or request for a foreign ﬁhng license is
included in the international application, and it is clear that a
license is required because of the designarion of foreign coun-
tries and the time at which the Record Copy must be transmitted,
it is current Office practice to construe the filing of such an
international application to include a request for a foreign filing
license. If the license can be granted it will be issued without
further correspondence. If no license can be issued, or further
information is required, applicant will be contacted. The auto-
matic request for a foreign filing license does not apply to the
filing of a foreign application outside the PCT.

EFFECT OF SECRECY ORDER

If a secrecy order is applied to an international application,
the application will not be forwarded to the International Bureau
as long as the secrecy order remains in effect (PCT Article 27(8)
and 35 U.S.C. 368). If the secrecy order remains in effect, the
international application will be declared withdrawn (aban-
doned) because the Record Copy of the international application
was not received in time by the International Bureau (37 CFR
5.3(dy, PCT Article 12(3) , and PCT Rule 22.3). It is, however,
possible to save the U.S. filing date, if the United States of
America has been designated, by fulfilling the requirements of
35 U.S.C.371(c).

1840 International Stage Time Limits [R-§]

PCT Articie 47
Time Limits

(1) The details for computing time limits referred to in this Treaty are
govemed by the Regulations.

(2)(a) All time limits fixed in Chapters I and II of this Treaty may, outside
any revision under Anticle 60, be modified by s decision of the Contracting
Suates.

(b) Such decisions shall be made in the Astembly or through voting by
comespondence and must be unanimous.

(c) The detsils of the procedure are governed by the Regulstions.

PCT Artlcle 48
Delay in Meeting Certaln Time Limits
(1) Where eny time limit fined in this Treaty or the Regulations is not met
because of interruption in the mail service or unavoidable loss or delay in the
mail, the time limit shall be deemed 10 be met in the cases and subject tothe proof
end other conditions prescribed in the Regulations,
(2)(a) Any Conteacting State shall, as far a5 that State is concemed, excuse,
for ressons edmiued under its national 1aw, any delay in meeting any time limit.
{b) Any Contracting State may, a¢ far as that State is concemed, excuse,
for reagons other then those referred to in subparagraph (8), any delay inmeeting
eny tim’e limit.

1800-39
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PCT Rule 19
e e Calender: i

79. l Emnmn.g dm:
i Applicants, national Ofﬁcu. receiving Oﬂioel. Inwmnumnl Searchmg :
mdhﬂmmy&nmmmgAuﬂmm.udﬂw!memmmaleu shall, for
thewtpoccsoﬁinmtymdﬂwRegulmm.expms ‘any date in tsrms of the

3Chnnmmmdthe61egonmcakndlr.or.|f|heymeotberemsand
‘calendars, they shall' alloexpﬂm my dlte mtamloft.he Cinmun era mdme

Gtegormn cnkndar

) PCT Rule 80
Compuutlon o! Time lelts
80.1 Perisds Erpressed in Years '

When a period it exptened &8 one year or 2 eenam nmuenber of yean.
computation shall start on the day followmglhednyonwblchlhexelevmtevmt
occurred, and the penod shall expire in the relevant subsequent yesr in the
month having the same name and on the day havmg the same number ag the
month and the day on which the said event occurred, provided that if the
relevan: subsequent month has no dsy with the same number the period shall
expire on the last day of that month.

80.2 Perivds Expressed in Months

When a period is expressed as one month or a certain number of months,
computation shall start on the dsy following the Zay on which the relevent event
occurred, and the period shell expire in the relevant subsequent month on the
day which has the same number as the day on which the said event occurred,
prow!edthnxflbenlevmlmbuqumtnmﬂ: hamodaywuhﬂwmmenumher
the period shall expire on the 1sst day of thas month.

80.3 Periods Expressed in Days
When e period is expressed as a ceriain number of days, computation shall

' giart on the day following the day on which the relevent event occusred, and the

period shall expire on the day cn whick the last day of the count has been
reached.

80.4 Local dates
(e) The date which is taken into consideration as the sianing date of the

computation of any period shall be the date which prevails in the locality at the
time when the relevant event occurred.

(b) The date on which any period expises shall be the date which prevails
in the locality in which the required document must be filed or the required fee
must be paid.

80.5 Expiration on a Non-Working Day

If the expiration of any period during which any document or fee must
resch 8 nstional Office or intergovernmental organization falls on a day on
which such Office or organization is not open to the public for the parposes of
the tranzaction of official business, or on which ordinary meil is not delivered
in the locality in which such Office or organization is sitnated, the period shall
expire on the next subsequent day on which neither if the szid two circum-
stances exists.
80.6 Date of Documents

(a) Where & period staris on the day of the date of & dozunient or letter
emanating from & nationsl Office or intergovernmental ozganization, any
interested party may prove that the said document or letier was mailed on a day
later than the date it bears, in which case the date of actual meiling shall, for the
purposes of computing the period, be considered to be the date on which the
period stants, Irrespective of the date on which such a document or letier was
mailed, if the applicant offers 10 the national Offics or intergovernmental
organization evidence which satisfies the national Office or intergovernmental
orgenization the! the document or lettar was received move than seven days
after the date it bears, the national Office or intergovemmental organization
shall trest the period stariing from the date of the document or letter a8 expiring
Inter by en additions] number of days which is equel to the number of days
which the document of letter was received later than seven days after the date
it bears.*#®
80.7 End of working day

(a) A period expiring on a given day shall expire at the morment the
national Office or intergovernmental organization with which the document
must be filed or to which the fee must be paid closes for business on that day.

(b) Any Office or organization may depart from the provisions of para-
graph (a) up to midnight on the relevant day.

(c) The Intemnational Buresu shall be open for business until 6 p.m.
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PCT Rulte 82

Irregnllrmu lm: the Meli Servlce
82.1 Delay or Loss in Mail
@)Anymmmdpmymycffaewdmceth&:hehumﬁedme
domorhuerﬁvedlys pumwxbeexpmum of the time limit. Except in
cases where surface mail normally arvives st its destination within two days of
mailing, or where no simmsil service is available, such evidence mey be offered
cnly if the roniling was by sirmail. In eny case, cvxdmcemaybce&'mdmﬂy if

the mailing was by mail registered by the postsl suthorities. . . - .

{&) If such mailing is proven to the satisfaction of the national Omce or
intergovemmental organization which it the addressee, delay in arrival shall be
excused, oz, if the document or lcaer 18 lost in the mail, substitution for it of =
newoopyuhallbepenmmd,pmmiedﬂmthemterestcd party proves 1o the
satisfaction of the said Office ororganization that the document orlenteroffered
in sabstitation is identical with the document or letter lost.

{c) In the cases provided for in paragraph (b) , evidence of mailing within
thcpmmribedtunehmn.aml,wbemmedocumenwrlamrwumme
substitate document orletter as well as the evidence conceming ity identity with
the document or letter lost, shall be subminted within one month afier the date
on which the interesied parnty noticed — or with due diligence should have
noticed — the delay or the loss, end in nio case Ister than six mont:s after the
expiration of the time limit applicable in the given case.

§2.2 Interruption in the Moil Service

(s} Any interested perty may offer evidence that on any of the 10 days
preceding the day of expiration of the time limit the postsl service was inter-
rapuad on socount of wer, revolution, civil disorder, strike, naturel calamity, or
oilser like reason, in the locality where the interested parnty resides or hag his
place of business or is siaying.

(b} If such circumstances are proved to the satisfaction of the national
Office or itergovemmental orgaaization which is the sddressee, delay in
arrivel ghsll be excused, provided thet the interested party proves to the
satisfaction of the esid Office or orgenization that he effected the mailing within
five days afier the mail service was resumed. The provisions of Rule 82.1(c)
shall apply mustatis mutandis.

ECT Adminlstrative Instructions Section 110
Dates

Any date in the iniemationat spplication, or used in any correspondence
emsnating from Internetional Authorities relating to the international spplica-
tion, ¢hall be indicated by the Arabic number of the day, by the name of the
month, and by the Arabic number of the year. The receiving Office, where the
applicent has not done so, or the Intemational Bureau, where the applicant has
et done 60 2nd the receiving Office fails to do 20, shall, afier or below any date
indicated by the spplicant in the request, repeat the date, in parenthesis, by
indicazing it by two-digit Arabic numerals each for the number of the day, for
the number of the month and for the last two numbers of the year, i that order
and with 8 period after the digit pairs of the dav and of the month (for example,

“30 March 1978 (30.03.78)").

35 U.8.C. 364. International stage: Praocedure.

(8} Intemational applications ehall be processed by the Patent and Trade-
merk Office when scling az 8 Receiving Office,* Intemnational Sesrching
Aahirity, or sIntemational Preliminary Examining Authority< @ in accor-
damce with the epplicable provisions of the iresty, the Regulations, 2nd thistitle.

() An applicant'sfailureto sct within prescribed time limits is connection
with requirements periaining to 8 pending intemational applicstion may be
excused upon & showing satisfactory 1o the Commissionerof unsvoidable delay,
0 the eatent not praciuded by the treaty end the Regulations, and provided the
conditions imposed by the tresty and the Regulstions regerding the excuse of
ek failure 10 act are complied with,

37 CFR 1.465 Thming of appiication processing based on the
priority dste, ‘
(&) For the purpose of computing time limits under the Treaty, the priority
daze ghall be defined as in PCT Art. 2(xi).
(b) When a claimed priority date is cancelled under PCT Rule 4.10(d),
or considered not 1o have been made under PCT Rule 4 10(b), the priority date
for the purposes of computing time limits will be the date of the earliest valid
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37 CFR L. 468 Delays in meetlng tinie Ilmlts Lo

. Delays in meeting time limits during intemational processing of mwma-
umal apphemms msy.only be excused as providedin PCT Rule 82.For dchys
in meeung time limits in & national apphcaum, see §1. 137 .

1845 Recewmg Offlce Procedure [R- 5]

PCT Article 10
* ‘The Receiving Office
The intemnational spzlication shall be filed with the prescribed receiving
Office, which will check and process it as provided in this Treaty and the
Regulations.

PCT Ruie 20
Recelpt of the international Appilcation
20.1 Date ongd Number

(a) Upon receipt of papers purporting to be an international application,
the receiving Office shzll indelibly mark the date of actual receipt in the space
provided for that purpose in the request form of each copy received and one of
the numbers assigned by the Intemational Bureau to that Office on each sheet
of each copy received.

(b) The place on each shect where the date or aumber shall be marked, and
other details, shall be specified in the Administrative Instructions,

20.2 Receipt on Different Days

(a) In cases where all the sheets penaining to the same purporied interna-
tional application are not received on the same day by the receiving Office, that
Office shall comect the date marked on the request (still leaving legible,
however, the earlier date or dates slready marked) so thet it indicates the day on
which the pspers completing the internstional application were received,
provided that:

(i) where no invitation under Anticle 11(2)(a) 10 correct was gent 1o the
applicam, the said papers are received within 30 days from the date on which
sheets were first received;

(ii) where en invitation under Article 11(2)(a) 1o correct wag sent to the
applicant, the said papers are received within the applicable time limit under
Rule 20.6;

(iii) in the case of Article 14(2), the missing drawings are received within
30 days from the date on which the incomplete papers were filed;

(iv) the absence or later receipt of any sheet containing the abstract or part
thereof shall not, in itself, require any correction of the date marked on the
request.

{b) Any sheet received on a date later than the date on which sheets were
first received shall be marked by the receiving Office with the date on which it
was received.

20.3 Corrected International Application

Inthe casereferred toin Article 11(2)(b), thereceiving Office shall correct
the date rrarked on the request (still leaving legible, however, the earlier daie or
dates already marked) so that it indicates the day on which the last required
correction was received.
20.3® Manner of Carrying Out Corrections

The Administrative Instructions prescribe the manner in which correc-
tions required under Article 11(2)(a) shall be presented by the applicent and the
manner in which they shall be entered in the file of the intemational application.
20.4 Determination under Article 11(1)

(2) Promptly after receipt of the papers purporting to be an international
application, the receiving Office shall determine whether the papers comply
with the requirements of Anicle 11(1).

{b) Forthe purposes of Article 11(1)(iii)(c), it shall be sufficient to indicate
the name of the applicant in a way which allows his identity o be established
even if the name is misspelled, the given names are not fully indicated, or, inthe
case of legal entities, the indication of the name is abbreviated or incomplete.
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qale PCT." If the oiﬁmﬂhnguage of the receiving Oﬂxéé
her ] T, ernch, the words “Tntemnationial Apphcxuon or'“Dé.-
mnde mtemmon . may be:cocmpamed by atranslnnon of these words in the
official langiage of the receiving Office.

(b) The copy whose request shest has been 56 stamped shall be the record
copy of the intemational application.

. (¢) The receiving Office shall promywly notify the applicant of the intema-
uomlapphcaumnmbermdlhemmmwmlﬁlmg date. Az the same time, it
shall send to the International Buresu a copy of the notification sent to the
applicant, except where it has alresdy sent, or is sending at the szme time, e
record copy to the Intematiosisl Buresu wmder Rule 22.1(a).

20.6 Invitation to Corvect

(s) The invitation to cosrect under Anicle 11(2) shall specify the n-.quu'e-
ment provided for under Article 11(1) which, in the opinion of the receiving
Office, hes not been fulfilled.

() The receiving Office shall prompily meil the invitation Lo the applicant
and shall fix & time limis, ressonable under the circumstances of the case, for
filing the correction. The time limit shall not be lesg than 16 days, and shall not
exceed one month, from the date of the tnvization. If such time limit expires after
the expiration of one year from the filing date of eny application whose priority
is claimed, the receiving Office may call this circumstance to the attention of the
applicant.

20.7 Negative Determination

If the receiving Office does not, within the prescribed time limit, receive
areply toits invitation to correct, or if ke corvection offered by the epplicant siill
does not fulfill the requirements provided for under Article 11(1), it shall:

(i) prompily notify the spplicant thet his application is not end will not
be treated as an intemational application and shall indicate the reasons therefor,

(ii) notify the Intemnstional Buregu that the nomber it hag marked on the
pepers will not be used e en internationsl spplication number,

(iii) keep the papers constituting the purporied intemational application
wd any correspondence relating therio as provided in Rule 93.1, and

(iv) send s copy of the said paperss to the Iemational Bureau where,
pursusnt 1o & request by the spplicant under Anicle 25(1), the Intemnational
Bureau needs such & copy and specially asks for is.
20.8 Error by the Receiving Office

If the receiving Office later discovers, or o the basis of the applicant’s
reply realizes, that it has erred in isening en invitation to comea since the
requirements provided for under Anicle 11(1) were fulfilled when the papers
were received, it shall procsed as provided in Rule 20.5.

20. 9 Certified Copy for the Applicant

Against payment of a fee, the receiving Office shell furnish tothe spplicant,
on request, centified copies of the imernational application as filed and of any
corrections thereto,

PCT Rule 26
Chieckling by, and Correcting before, the Recelving Office of
Certsgin Elements of the Internstional Application
26.1 Time Limit for Check

(2) The receiving Office shall issue the invitation to correct provided forin
Anicle 14(1¥b) as scon #s possible, preferably within one month from the
receipt of the intzmational application.

(b) If the receiving Office issues an invitation to cosrect the defect referred
o in Anicle 14(1¥(s) (iii} or (iv) (missing title or missing abstract), it shall notify
the Intemationsl Searching Authorisy sccordingly.

26.2 Time Limit for Correction

The time limit referved to in Anicle §4(1)(b) shall be reagsonable under the
circumstances and shall be fixed in each case by the receiving Office. It shall not
be less than one month from the date of the invitation to correct. It may be
extended by the receiving Office at any time before a decision is taken,

26.3 Checking of Physical Requirements under Article 14(1)(a)(v)

The physical requirements referred to in Rule 11 shall be checked only to
the extent that compliance therewith is necessary for the purpose of reasonably
uniform intemational publication.

26.3% [nvitation to Correct Defects under Article 14(1)(b)
The receiving Office shall not be required to iasue the invitation to correct
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a defoct onder Aiclé’ l«anXv)whmﬂwphyncdmummxufemdto ,
in Rule 11 ere complied with to the extent necesssry for the purpoie of
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26.4 Procedime . il

(a) Anymcumoﬁemdtodlemomvmgm’fcemnybemwdmakmr
addrusedmmomcenflhecomamuofsuehammmmnnembe
mmfcrmd frmn ﬂu-. leucr to the meoxd copy wnhou: ulvmely affecung the

. the appticant ‘shall’ b required to ‘submit &
replacement :hw embodymg thie correction and the letter accompanying the
replacement sheet shall draw attention to the dxﬂ'enmoes between the replaced
sheet and the replacement shed.

®) o (d) [Deleted] :
26.5 Decision of the Réceiving Office

() The receiving Office shall decide whether the applicent hes submitted
the correction within the time Yimit under Rule 26.2 and, if the correction has
been subinittzd within thet time limit, whethier the intemstional application so
corrected is or is not to be considered withdrawn; provided thetno intemstional
application shall be considered withdrawn for lack of complisnce with the
physicsl requirements referred to in Rule 11 if it complies with those require-
ments to the extent necessary for the purpose of ressonably uniform interna-
tional publication.

() Deleted]
26.6 Missing Drawings

() If, as provided in Article 14(2), the international epplication refers to
drawings which in fact are not included in that application, the receiving Office
shall so indicate in the said application.

(b) The date on which the applicant receives the notificstion provided for
in Anicle 14(2) shall have no effect on the time limit fixed wader Rule

20.2(m)(ii}.

35 U.S.C. 361. Recelving Offlce.

(a) The Patent and Trademerk Office ghall act as a Receiving Office for
intemational applications filed by nationals or residents of the United States. In
accordance with any sgreement mede between the United Sistes and another
country, the Patent and Trademark Office may also ect as a Receiving Office
for international spplications filed by residents or nationals of such coumsy
who are entitled to file intemationsl spplications.

(b) The Patent and Trademark Office shall perform all acts connected
with the discharge of duties required of & Receiving Office, including the
collection of intemational fees and their transmiteal to the Intemational Bureau.

(c) International applications filed in dhe Patent and Trademark Office
shall be in the English language.

(d) The *intemnational fee, and the transmittal and search fees prescribed
under section 376{a} of this part, shell eitherbe paid cn filing of en intemational
application or within *>such later time as may be fined by the Commissioner<.

37 CFR 1.41Z The United States Receiving Office.

(a) The United States Patent and Trademark Office is a Receiving
Office only for applicants who aze residsnts or nationals of the United
States of America.

(b) The Patent and Trademark Office, when acting as a Receiving
Office, will be identified by the full title “United States Receiving
Office" or by the abbreviation “RO/US.”

(c) The major functions of the Receiving Office include:

(1) According of international filing dates to internationel
spplications meeling the requirements of PCT Ast, 11(1), and PCT
Rule 20;

(2) Assuring that international applications meet the standards
for format and content of PCT Art. 14(1), PCT Rule 9, 26, 29.1, 37, 38,
91, and portions of PCT Rules 3 through 11;

(3) Collecting and, when required, ransmitting fees due for
processing international applications (PCT Rule 14, 15, 16);

(4) Transmitting the record and search copies to the Interna-
tional Bureau and International Searching Authority, respectively
(PCT Rules 22 and 23); and

Rev. §, July 1987



1845,

-8 E
PmSofﬂuschapw

PCT Administrative Instructions Section ws U
ST " Sevéral Applicants' e :
Where sny mtmmnonal application l_ndlcates : apphumls sev:
exal persons, it shall be suﬁicxem, for the purpose of identifying that
application, to mdxcate. inany me or correspondence relating to such
apphcmon, the name of the apphcant ﬁrst named in thezequest.

PCT Admlnlstrltlve Instructions Sectien 301 - '
Notification of Recelpt of Purported internationst Applic_ntion
Before the determination ender Anticle 11(1), the receiving Office may
notify the applicant of the receipt of the purported intemational spplication. The
notificetion should indicate the dae of acwsl receipt and the iniemationsl
application number of the purporied international spplication referred to in
Section 307 as well as, wheretuef\ﬂforpmpocu of identification, the title of
the invention.

PCT Adminlstrative Instructions Section 305

Identifying the Coples of the International Application

(8) Where, under Rule 11.1(a), the international application has been filed
in one copy, the receiving Office shall, efier preparing under Rule 21.1(u) the
additional copies required under Arnticle 12(1), mark,

(i) the werds “RECORD CUPY™ in the upper left-hand comer of the
fisst page of the eriginel copy,

(ii) in the same space on one additional copy, the words “SEARCH
COPY,” and

(iii) in the ssme space on the other such copy, the words “HOME
COPY," or their equivalent in the languege of publication of the intemastional
spplication.

(b) Where, under Rule 11.1(b), the international spplication has been filed
in more than one copy, the receiving Office shall choose the copy must suitable
for reproduction pusposes, end matk the words “RECORD COPY,” or their
equivalent in the language of publicetion of the intemational spplication, in the
upper lefi-hend comer if its first page. After verifying the identity of eny
sdditional copies and, if spplicable, preparing undes Rule 21.1(b) the home
copy, it shall mask, in the upper left-hend comer of the first page of one such
copy, the words"SEARCH COPY,” and, in the same space on the other such
copy, the words “HOME COPY,” or their equivalent in the langusge of
publication of the intemational application.

PCT Administrative Instructions Section 307
System of Numbering Iaternational Appiications

Papers pusponting to be an internstional spplication under Rule 20.1 shall
be marked with the international applicstion number, consisting of the letiers
“BCT,” a slant, the two-letier code, as in Amnex B, indicating the receiving
Office, 3 two-digit indication of the last two numbers of the year in which such
pepers were first received, 4 slant and 8 five-digit number, allotted in sequential
order to the order in which the intemational spplications are
received (e.g.,”PCT/SUTE/00001" °). Where the Intemational Buresu acts,
pursuant toRule 19.1(b), as receiving Office for a national Office, the two-leter
code indicating the national Office for whick the International Buresy scis as 8
receiving Office shali be used. However, if & negative determinstion is made
under Rule 20,7 or a declarmion is mede under Article 14(4), the leuers"PCT”
shall be deleted by the receiving Office from the indication of the intemational
application number on any papers masked previously with that number, and the
said number shall be used without such letters in any future correspondence
relating to the purported internationel application.

PCT Administrative Instructions Section 308
Marking of the Sheets of the International Application
(8) The receiving Office shall indelibly mark, the intemnational application
number referred to in Section 307 in the upper right-hand comer of each sheet
of each capy of the purported intemationsl application.
(®) [Deleted]
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PCT Admlnlstrntlve Instrnction Sectlom 316
- Procedure in the Cue where ti;e Inte

applicant shall, within the preacnbed ume limit, ‘ntum said ¢ copy lftcr ufﬁxmg
thereto the prescribed signatore. . S

‘The main procedural steps that any intemational applica-
tion goes through in the United States Recemng Ofﬁce are the
following:

(i) the international application and the related fees are
received by the Receiving Office and appropriate records cre-
ated (PCT Article 10);

(ii) the iniernational apphcauon is checked by the Receiv-
ing Office to determine whether it meets the requirements
prescribed by the PCT as to whether afiling date may be granted,
fees due on filing are paid in full, whether the priority claim is
acceptable, and whether any pages or drawings are missing
(PCT Article 11(1), PCT Rule 4.10 and 35 U.S.C. 361(d)). The
checks performed by the Receiving Office are of a formal nature
and do not go into the substance of the invention;

(iii) where the checks by the United States Receiving Office
show that the international application does not meet the re-
quirements for a filing date or other matters are missing, that
Office immediately communicates with the applicantinorder to
cbtain any possible necessary corrections (PCT Articles
11(2)a) and 14(3) and PCT Rules 4.10 and 20).

(iv) where — possibly after correction — the relevant
checks by the Receiving Office show that the international
application meets the requirements for the granting of a filing
date, an international filing date is accorded to the international
application by the Receiving Office (PCT Articles 11(1) and
11(2)(b), and PCT Rules 20.3, 20.4, and 20.5));

(v) the United States Receiving Office reviews the applica-
tion for formal defects under Article 14(1), contacts the appli-
cant or agent by telephone and discusses any necessary correc-
tions. The Receiving Office will mail aninvitation to correctand
set a time limit for response, which is usually one month.

(vi) the application is reviewed by Licensing and Review
Branch and copies of the international application and other
documents related thereto are prepared and transmitted by the
United States Receiving Office to the International Searching
Authority and to the Intemational Burean so that these Authori-
ties may carry out the procedural steps for which they are
responsible in the further processing of he international appli-
cation (PCT Article 12 and PCT Rules 22, 23, 24, and 25).

WHERE TO FILE

The United States Receiving Office is located in Crystal
Plaza, Arlington, Virginia, Building 2, Room 7-A04. Intema-
tional applications and related papers may be deposited directly
with the United States Receiving Office or >be< mailed to:
Commissioner of Patents and Trademarks, Box PCT, Washing-
ton, D.C. 20231. It should be noted that the “Express Mail™
Certificate of Mailing provisions of 37 CFR 1.10 apply to the
filing of all applications and papers filed in the U.S. Patent and
Trademark Office, including PCT international applications
and related papers and fees. It should be further noted, however,
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1845. 01 Transmnttal of Record fopy {R-Zl

» + PCT Avticle 12 -
Tranmmal nf the Iuternntlonal Application to the lntermtloml
Buresu and the International Sesrching Authority

(1) One copy of the imemstional application shall be kept by the receiving
Office ("home copy™), one copy (“record copy") shall be transmitted 1o the
Intemstional Buresu, and another copy (“search copy™) shall be transmitted
to the competent Internationsl Searching Authority referved to in Asticle 16,
23 provided in the Regulstions.

(2) The record copy shall be considered the true copy of the intemational
epplication.

(3) The intemnational application shall be considered withdrawn if the
record copy has not been received by the Intemational Buresn within the
prescribed time limit.

PCT Rule 21
Preparation of Coples
21.1 Responsibility of the Receiving Office

(a) Where the intemations! spplication is required to be filed in one copy,
the receiving Office shall be responsible for preparing the home copy and the
seatch copy required under Anicle 12(1).

@)Whmﬁcmmumﬁqﬂmmumqwmdwbeﬁbdmmwpm,
the receiving Office shall be responsible for preparing the home copy.

(¢) If the intemationsl application is filed in less then the namber of copies
reguired under Rule 11.1(b), the receiving Office shall be responsible for the
prompt preparation of the number of copies required, and shall have the right to
fiz & fee for performing that task and to collect such fee from the epplicant.

PCT Rule 22
Transmittal of the Record Copy
22. 1 Procedure

() If the determnination undes Article 11(1) is positive, and unless prescrip-
tions conceming national security prevent the intemational application from
being treated ag such, the receiving Office shall transmit the record copy to the
International Buseas. Such transmittal shall be effected prompily after receipt of
the intemational application or, if 2 check to preserve national security must be
performed, a5 soon as the necessary clearsnce hag been obtained. In any case, the
receiving Office shall transmit the record copy in time for it to reach the
International Bureau by the expiration of the 13th month from the priority date.
¥ the ransmiual is effected by mail, the receiving Office shall mail the record
copy not later than five days prior to the expiration of the 13th month from the
priotity dste,

(B If the Imernationsl Bureau has seceived a copy of the noification under
Rule 20.5(c) but is not, by the expiration of 13 months from the priority date, in
possession of the record copy, it shall remind the receiving Office tha it should
transmis the record copy 1o the Intemational Bureau prompily,

(c) If the Internstional Bureau hies received a copy of the notification under
Rule 20.5(c) but is not, by the expiration of 14 months from the priotity date, in
possession of the record copy, it shall notify the applicant and the seceiving
Office sccordingly.

(dy After the expiration of 14 months from the priority date, the applicant
may request the receiving Office to centify a copy of hig international application
25 being identical with the international spplicution ag filed and may wansmit
euch cenified copy to the International Buresu.

{e) Any cenification under paragraph (d) shall be free of charge and may
be refused only on any of the following grounds:

(i) the copy which the seceiving Office has requested to centify is not
identical with the intemnational application as filed;
(iiy prescriptions conceming nationel security prevent the imemational

1845.01
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'humadmemootdoopy

mmﬂmmmnmm mewedmemco:doopy oruntil
iz receives the record copy, the copy cenified under paregraph (€) and received
by the Interaational Bureau shnllbeconsldetedwbe!hcmcordcopy

. {g}If, by the expiration of the time Limit apphcsble under. Amcie 22, the
lpplwnm bas performed the acts refered 0 in that Article but the deslgmled
Office hes not been informed by the Tineinational Buresu of the receiptiof the
record copy, l.hcdeslgm!ed Offiice shall infonn the International Bareau. If the
InxemMBwewunmmpmseumd:hemwﬂcopy it shall progmpily
natify the spplicen snd the receiving Office unless it has alresdy notified them
under paragraph (c).
22.2 {Dedeted]
22.3 Time Limit Under Article 12(3)

The tzne limit referved to in Anicle 12(3) shall be three months from

the date of the notification sent by the Intemational Buresu to the applicant
under Rule 22.1(c) or (g).

PCT Rule 23
Transmittal of the Search Copy

23.1 Procedure

(a) The zearch copy shall be transmitted by the receiving Office to the
Internationzl Searching Authority st the Iatest on the same dey as the record
copy is transmitied to the International Burean.

(b} If ihe International Bureau has not received, within 10 days from the
receipt of the record copy, information from the Intemational Searching
Audioriiy that thet Authority is in possession of the search copy, the Intema-
tional Bureen shall prompily transmit & copy of the intemational spplication to
the International Séarching Avthority.

37 CFR 1.461 Procedures for transmittal of record copy to the

International Buresu.
(8) Tranemiusl of the record copy of the international application to the
Intemational Bureau shall be mede by the United States Receiving Office.

() [Reserved)

(c) No copy of an intemationel application may be trensmitted to the
Intemationsi Bureau, a foreign Designated Office, or otherforeign authority by
the United States Receiving Office or the applicant, unless the applicable
requirements of Part 5 of this chapter have been sstisfied.

The Receiving Office transmits all Record Copies of
international applications to the International Bureau. Several
rulechanges have been made since the PCT became operational
in 1978 to relax the time limits of receipt of the Record Copy by
the International Bureau and to provide procedures for moni-
toring such receipt.

The international fees will also be forwarded to the Inter-
national Bureau by the Receiving Office (35 U.S.C. 42). Since
the applicant is required to file only one copy of the interna-
tional applicaticn in the United States Receiving Office (37
CFR 1.433), the United States Receiving Office will prepare
the “Search Copy” for the International Searching Authority
and the “Home Copy” for its own records (PCT Rule 21.1 and
Administrative Instructions Section 305(a)).

SAFEGUARDS FOR ASSURING TIMELY RECEIPT OF
THE RECORD COPY

The following steps are being taken by the United States
Receiving Office toinsure timely receipt of the Record Copy by
the International Bureau.

(i) The Record Copy is sent by Registered Airmail to the
International Bureau with transmittal letter listing contents.
(i) The Applicantisinformed of the date of mailing of the
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¢iving ¢
(iii) A Telex is sent to the International Bureas in Geneva
giving notice of mailing and the Mail Registration number.
={iv) The International Bmmu achmwledgesmcmpt to the
United. States Recemng Office. = -

Y.
(vi). The United. Gtates Recelvmg Ofﬁce lS m telephone
contactwnh the International Bureau in Geneva, Switzerland at
least once a week, at which time questions are handled and

records are coordinated.

1845.02 Correction of Defects Before the
Receiving Office [R-2]
PCT Article 14
Certain Defecis in the International Application

(1){e) The receiving Office shall check whether the internsational spplica-
tion containg any of the following defects, that is to say:

(i) it is not signed as provided in the Regulstions;

(ii) it does not contain the prescribed indications conceming the appli-
cant;

(iif) is does ot contain a title;

(iv) it does not contain an abstract;

(v) it does not comply to the extent provided in the Regulations with the
prescribed physicol requirements.

() If the receiving Office finds any of the said defects, it shall invite the
applicant to comect the internstional epplication within the prescribed time
Yrmit, failing which thet application shall be considered withdrawn and the
receiving Office shall so declare.

(2)If the intemnational application refers to drawings which, in fect, erenot
included in that spplicmion, the receiving Office shall naify the applicant
accordingly and he may fornich them within the prescribed time limit and, if he
does, the intemnational filing date shall be the dste on which the drawings are
received by the receiving Office. Otherwise, any reference to the said drawings
shall be considered non-existent

(3)(e) If the receiving Office finds that, within the prescribed time limits,
the fees ibed under Asticle 3(4)(iv) have not been paid, or no fee
prescribed under Article 4(2) has been paid in respect of any of the designated
Seates, the internstionasl spplication ehall be considered withdrawn and the
receiving Office shall so declare.

(o) If the receiving Office finds that the fee prescribed uader Anicle 4(2)
has been paid in respect of one or more (but Iess than off) designsted States
within the preecribed time limit, the designation of thoge States in respect of
which it has not been paid within the prescribed time Yimift shall be considered
withdrawn and the receiving Office shall so declare.

(4)If, afier having accorded an intemational filing date to the intemational
spplication, the receiving Office finds, within the prescribed time Emis, thet any
of the listed in items (6) 1o (i) of Anticle 11(1) was not complied
with & thet date, the gsid spplication shell be considered withdsawn and the
receiving Office chall so declare.

PCT Rule 29
Internationa! Applications or Deslgnations Considered
Withdrawn under Article 14(1), (3) or (4)

29.1 Finding by Receiving Office

() If the receiving Office declares, under Asticle 14(1)(b) end Rule 26.5
({silure to correct certain defecis), or uader Article 14(3)(a) (failure to pay the
prescribed fees under Rule 27.1(a)), orunder Anicle 14(4) (aterfinding of non-
complisnce with the requisements lisied in items (i) to (@if) of Anicle11(1)),that
the international spplication is considered withdrawn:

(i) the receiving Office shall transmit the secord copy (unless already
transmitted), and any correction offered by the applicant, to the Intemationat
Buresu;

(iiy the receiving Office shall promptly notily both the applicant and the
Internetionsl Buseau of the said declaration, and the Intemnational Bureau shall

Rev. 5, July 1947
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" 7(b) H the receiving Office: declares under Amde 14(3)(b)(&ihue toply
the pzem%ed dengmuon fee under Rule 27. l(b)) tha the Sssignatios of eny
given State is considered withdraws, the receiving Office shall prompty notify
bmhtheappl:cmtandlhelmemnumnlBumuof!he said declaretion. The
ImzmamndBmau sbdl in mm noufy !he mu:mwd ruuoml Office.
29.2 [Delewd] ‘
29.3 Calling Certam Facu to thc Attention of the Receiving Office
oo If-the Euemstions]l Bureau or the Intemationsl Searching  Authority
considers that the receiving Office ehould make a finding under Anticle 14(4),
it shall call the relevant facts to the attention of the receiving Office.
29.4 Notification of Intent to Make Declaration under Article]4(4)
Before the receiving Office issues any declaration vnder Article 14(4),
it shall notify the spplicent of its inteint to issue such declaration and the reasons
therefor. The applicant may, if he disagress with the tentative finding of the
receiving Office, submit arguments 1o that effect within one month from the
notification.

PCT Rule 30
Time Limit Under Article 14(4)
30.1 Time Limit _
The time limit referred to in Article 14(4) shall be four months from the
intemnstions! filing dste.

PCT Administrative Instructions Sectlon 304
Corrections Submitted to the Recelving Office Concerning
Expressions, etc., not to be used in the International
Apphlication

Where the applicant submits corvections to the receiving Office aimed at
complying with the prescriptions of Rule 9.1, that Office shall, if copies of the
imemsdonal spplication have not yet been trensmitted to the International
Bureau end the Intemationel Searching Authority, attach copies of such correc-
tions to the intemational application. If copies of the international application
have elready beentransmitted, the receiving Office shall transmit copies of such
corrections to the said Buresu end the said Authority.

PCT Adminlstrative Instructions Sectlon 309
Procedure (o the Case of Later Submitted Sheets
(a) The receiving Office shall indelibly mark any sheet received on a date
1ater then the date on which sheets were first received with the date on which it
received that sheet, inserted immedistely below the international spplication
number referred to in Section 307.
() The receiving Office shall, in the case of later submitted sheets
received within the time limits referred to in Rule 20.2{2)@) end (ii):

(i) effect the required cosvection of the intemational filing date, or,
where no intemationsl filing date has yet been sccorded, of the date of receipt
of the purported intemstional epplication;

(ii) notify the applicant of the correction effected under item (i) above;

(iii) where transmittals under Article 12(1) have already been made,
notify the Internstional Bureau and the Intemagional Searching Authority of sny
correction effected under item (i) above, by trensmitting a copy of the corrected
first page of the request, and forward copies of the later submitied sheets to the
said Bugrean snd the said Authority;

(iv) where transmiitals under Anticle 12(1) have not yet been made,
atiach s copy of the later submitted sheets to the record copy and the search copy.

(c) The receiving Office shall, inthe case of later submitted sheets received
efier the expiration of the time limits referred to in Rule 20.2(a)(i); “

(i) notify the applicent of that fact snd of the date of receipt of the later
submitted sheets;

(ii) where transmiuals under Arnticle 12(1) have already been made,
forward a copy of the later submitied sheets to the Intemational Bureau with the
indication that such sheets are not 1o be taken into consideration for the
purposes of international processing;

(iif) where transmintals under Arnticle 12(1) have not yet been made,
attach a copy of the later submiited sheets to the record copy with the indication
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:fter the expiretion of the sime Yimi referred o in Rule 20.2(2)(ii), proceed a8
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PCT Admlnlstratlve Instructions Section 311
Deletlon, Substltntlol or Adaition of Sheets of the International
: . Appiication; Kenumbering, etc. '

{2) The receiving Office shall, subject to Section 207, sequemisily renum-
berthe sheets of the intemational application when necessitated by the addition
of any new sheet, the deletion of entire sheets, & change in the order of the sheets
or any other reagon.

(b) The sheets of the intemnationsl applxcaucm shall be provisionally
renumbered in the following manmner:

(i) when a sheet is deleted, the receiving Office shall either include &
blank sheet with the same number 2nd with the word “DELETED,"” or its
eguivalent in the language of publication of the intemnational application, below
the mamber, or insert, in brackets, below the number cf the following sheet, the
mumber of the deleted sheet with the word “DELETED" or its equivalent in the
lengusge of publication of the iuermnational application;

(ii) when a sheet is substituted, the receiving Office shall mark in the
middle of the bottom margin the words “SUBSTITUTE SHEET” or their
equivalent in the language of publicaticn of the intemational application;

(iii} when one or more sheets are added, each sheet shall be identified by
the number of the preceding sheet followed by a slant and then by e natural
purmber series, starting always with number one for the first sheet added afteran
unchangedsheet (e.g., 10/1, 15/1, 15/2, 1573, etc.). When later additicns of sheets
1080 existing series of added sheets are necessary, an extra digit shall be wsed for
identifying the further additions (e.g. 15/1, 15/1 /1, 15/1/2, 152, etc.).

(¢) In the cases mentioned in (b){3) and ( iii) above, it is recommended that
the receiving Office should write, below the number of the last sheet, the total
number of the sheets of the international application followed by the words
“TOTAL OF SHEETS" or their equivalent in the language of publication of the
international epplication. Tt is further recommended that, at the bottom of any last
sheet sdded, the words “LAST ADDED SHEET” or their equivalent in the
language of publicstion of the intemational application should be inserted.

PCT Administreative Instructions Section 312
Kotification of Declslon Net To Issue Declaration that the Inter-
national Application Iis Consldered Withdrawn

Wherethe tecelvmg Office, after having notified the applicant under Rule
29.4 of its intent 1o issue a declaration under Anticle 14(4), decides not to issue
guch & declaration, it shell notify the spplicant accordingly.

37 CFR 1.471 Corrections and amendments during internationzl
processing.

{8) All comrections submiued to the United States Receiving Office must
be in the form of replacement sheets and be accompanied by a leuer that draws
attention to the differemces between the replaced sheets and the replacement
sheets, except that the deletion of lines of text, the correction of simple
typographical errors, and one addition or change of not more than five words per
theet may be gtated in a letter and the United States Receiving Office will make
the deletion or transfer the correction o the intemational application, provided
thas such corrections do not adversely affect the clarity and direct reproducibil-
ity of the application (PCT Rule 26.4).

() Amendments of claims submiuted to the International Bureau shall be
as pregeribed by PCT Rule 46,

DEFECTS IN THE INTERNATIONAL APPLICATION
WHICH MAY BE CORRECTED

Four major types of defects may be present in PCT Interna-
tional applications: (1) those fatal defects under Article 11(2)
which must be corrected before a filing date can be accorded, (2)

1800-45
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those formal defects under PCT Arniicle 14 which can be cor-
rected without prejudice: to the {iling date, and - ) defects.of
m:ssmg sheets or drawings and (4) defects in priority. informa-

tion, the correction of which may cause a: change in z!w ﬁhng

;and/or priogity dates.

' The-following defects under PCT Asticle. 11(2) must be

corrected before an international filing date can be accorded.

Form PCT/RO/103 is used to call applicant’s attention o these

-defectsand to invite correction thereof. The time limit for filing

the caorrection is fixed hq the R?.“E“’l!!" Qfﬁgg It cannot be !ns_s
than 10 days or more than one month from the date of the
invitation to correct (PCT, Rule 20. 6(b)).

(i) The international application does not desngnate at
least one Contracting Staie.

(ii) The international application does not contain the
name of the applicant or does not contain at least those minimal
indications concerning the name of the applicant which are
indicated in PCT Article 11(1)(iii)(c) and PCT Rule 20.4(b).

(iif) The international application does not contain a part
which, on the face of it, appears to be a description or & part
which , on the face of it, appears to be a claim or claims (PCT
Article 11(1Xiii) (d) and (¢)).

(iv) Noae of the applicants is aresident or national of the
United States of America, and thereby eatitled to file an inter-
national application with the United States Receiving Office
(PCT Article 11(1 )(i)).

(v) The international application is not in the Enghsh
language which must be used for international applications
filed with the United States Receiving Office (PCT Article
11(1)(i)).

(vi) The international application does not contain an
indication that it is intended as an international application
(PCT Article 11(1)(iii)(a)).

The following defects under Article 14 must be corrected
within the time period set by the United States Receiving Office
in the invitation to correct (form PCT/RO/106) to prevent
withdrawal of the international application (PCT Rule 26.5).
The time limit for correction is fixed by the Receiving Office.
It must be reasonable under the circumstances; it cannot be less
than one month and normally not rnore than two months from
the date of the invitation to correct. If the correction is timely
presented, the application will not be withdrawn,

(i) Where the Receiving Office finds that the interna-
tional application is not signed (PCT Articie (14)(1)(a)(i) and
PCT Rules 2, 3, 4.1(d) and 4.15). The invitation to complete
together with a copy of the unsigned Request are issued by the
Receiving Office as soon as possible after receipt of the inter-
national application (PCT Aurticle 14(1)(b), PCT Rule 26.2 and
Administrative Instructions Section 316). The applicant must
return the copy of the Request properly signed, within the
prescribed time limit,

(ii) Where the Receiving Office finds that the interna-
tional application does not contain the name of the applicant in
the prescribed way or the prescribed indications concerning the
applicant (other than those specified in Rule 20.4(b)). These
indications include, in particular, the applicant’s address, resi-
dence and nationality (PCT Article 14(1)(a)(ii) and PCT Rules
44 and 4.5).

(iii) Where the Receiving Office finds that the interna-
tional application does not contain a title, that is, a title for the
claimed invention (PCT Article 14(1)(a)(iv) and PCT Rule
26.1(b)).
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- tional application does “not " contain an abmct (PCT
Amcle14(l)(a)(zv) shd PCT'Rule:26:1(b)). w0 o1 wivisn b
+.(v):'Where the Receiving Office finds tha: the intema-
uonal application does not comply, to the extent provided for in
the’ Regulations,- with “the prescribed physical requirements
(PCTArticle 14(1 Wa}(v) and PCT Rules 11°and 26.3). The
physical requirements are provided forindetail in PCT Rule 11.
Compliance with' them must be ‘checked to"the extent that
compliance therewith isnecessary for the DUIDOoC of reasonablv
uniform interational publication.

Several other defects, namely missing sheets or drawings
and defective priority information, will not cause the applica-
tion to become abandoned, but may effect filing and priority
dates. '

(i) Where the Receiving Office finds that any of the
drawingsreferred to in the international applicat’on are, in fact,
not included in that application (PCT Articie 14(2) and PCT
Rule 26.6), the time limit for furnishing such drawings is 30
days from the date on which incomplete papers were received by
the Receiving Office (PCT Rule 20.2(a)(iii)). It should be
carefully noted that when missing drawings are received within
30 days they will be entercd into the application papers, how-
ever, thedate of receiptof the application and the filing date, will
be amended to reflect the date on which the missing drawings
were receivad. The United States Receiving Office will notify
the appliceny of any missing drawings on form PCT/RO/107.
Detailed procedures in the case where drawings are missing are
set forthin Section 310 of the PCT Administrative Instructions.

(ii) Where the Receiving Office finds that sheets of the
description or claims are missing, the procedures are similar to
those in (i) above; and are sat forth in detail in PCT Rule 20 and
Section 309 of the PCT Administrative Instructicns.

(iii) If the Receiving Office finds that the priority claim
fails to meet the requirements of Rule 4.10(b) in that the name
of the country of filing or the date of filing of the earlier appli-
cation are missing, the priority claim is considered not to have
been made and the applicant is notified accordingly on form
PCT/RO/121 (PCT Administrative Instructions Section 302).

(iv) If the Receiving Office finds that the claimed priority
date does not fall within the period of one year preceding the
International filing date, it will invite the applicant to amend or
cancel the priority claim using form PCT/RO/110 (PCT Rule
4.10(d)). The applicant has one month to respond by amending
orcanceling the priority claim. If noresponse is timelyreceived,
the Receiving Office will cancel the priority claim ex officio
(Administrative Instructions Section 314). The amendment or
cancellation of the priority claim will be acknowledged using
form PCT/RO/111.

PRESENTATION OF CORRECTIONS

According to the natare of the defect, the correction may be
stated in a fetter only or may have to be filed in the form of a
replacement sheet or replacement sheets accompanied by a
letter (37 CFR 1.471). The details are provided for in PCT Rule
26.4, Any correction must be in the English language (PCT Rule
12.2). Astothe signature and other requirements of such letters,
see PCT Rule 92.1. The Receiving Office must inform, and
where necessary, transmit copics of replacement sheets te the
International Searching Authority.

Rev. 5, July 1987

-v)‘:Whm the Recewmg Office finds that the mtema

MANUAL OF PATENT EXAMINING PROCEDURE

CONSEQUENCES OFTHE CORRE O OF’DEFECFS

Where the con'ecuon is' ﬁled wnh the Rewmng Oﬁice

'wnhm the prescribed time limit and is found acceptable, the

internatiofial” ‘application ‘will ‘be. consxdered valid " (PCT
Article11(2)(b)). If the correction relates to any ‘of the defects
referred to in PCT Article 11(1) and 14(2), the international
filing date will be the date on which thecorrection was recexved,
if it relates only io ariy of the defecis referred fo in Ariicie 14(1),
the intemational filing date will be the:date on which the
international application was received by the Receiving Office.

CONSEQUENCES OF NOT CORRECTING DEFECTS

Where an acceptable response or correction is not filed
within the prescribed time limit, the international application:
(i) will not be treated as an international applicatiosn {(and,
consequently will not be accorded an international filing date)
if the defect is one of those referred to in PCT Article11({1) and
PCT Rule 20.7;
(ii) will be treated as mthdrawn if the defect is one of
those referred to in PCT Article 14(1) and PCT Rule 26.5. In the
case of a defect of the kind referred to in PCT Artcle 14(2),

~which remains uncorrected, the reference to the (missing)

drawing(s) in the international application will be considered
non-existent. Missing sheets will not be entered into the appli-
cation if received after 30 days of the receipt of incomplete
papers (PCT Rule 20.2(a)(i) and PCT Administrative Instruc-
tions Section 309);

(iii) if the priority claim fails to meet the requirements of
PCT Rule 4. 10(b), the priority claim is considered not to have
been made and the applicant is notified accordingly (Adminis-
trative Instructions Section 302).

1845.03 Correction of Obvious Errors in
Documents [R-2]

PCT Ruie 91
Obvious Errors in Document
91.1 Rectification

() Subjectto paragraphs (b) 1o (g T*), obvious errors in the intemations]
application or other papers submitted by the applicant may be rectified.

(b) Errors which are due to the fact that something other than what was
obviously intended was written in the intemations] application or ather paper
shall be regarded as obvious ervors. The rectification itself shall be obvicus in
the sense that anyone would immediately realize thet nothing eise could have
been inmended than what is offered a¢ rectification.

(c) Omissions of entire elements or sheets of the internaticnal epplication,
even if clearly resulting from inattention, s the stage, for example, of copying
or assembiing sheets, shall not be rectifiable.

(d) Rectification may be made on the request of the applicant. The
suthority having discovered whas appears 1o be an obvious error may invite the
applicant to present a request for rectificstion as provided in paragraphs (e)
(g =), Rule 26.4(n) shall apply nudatis mutandis 1o the manner in which

rectifications shall be requested.
(e) No rectification shell be made except with the express suthorization:

(i) of the seceiving Office if the ervor is in the request.

(i) of the intemational Searching Authority if the error is in any par of
the intemational application other than the request or in any paper submitted to
that Authority,

(iii) of the Intemational Preliminary Examining Authority if the error
is in any pant of the intemational application other than the request or in any
paper submiticd 1o that Authority, and
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mnpdynaxfytbeappkmoﬂheamhonunon or refusal end, in the cise of
refisal; of the resscns thesefor. The authority which aathorizes # rectification
shall prompdy notify the Ingermstional Buiesu accordingly. Where the euthori-
zaticn of the ‘rectification’ was ‘refused, the Tnteémational Bareae shall; uam
request made by the Qplml prior to the time relevant undér pangmph &™),

&) or (gq"”') -d subzpeaw the paymcnl of s speclal fee whose amount shall

be fixed in the Admmxwmvc Znsmxcums. pubhsh the reguest for mcuﬂcauon
together with the international zpﬂmon. A copyof thereguest formcuﬁcanon
shall be included in the communication under Anicle 20 where & copy of the

phlel is not used for that communication or, where the intemational appli-
cation is not publuhed by virtoe of Anticle64(3). .

(g) The suthorization for rectification referred 1o in paragraph (e) shall,
subject to paragraphs (g*%), (g™) or (™), be effective:

(i) where i is given by the receiving Office or by the Intemational
Searching Awthority , if its notification 1o the International Bureau reaches that
Bureau before the expirsiion of 17 months from the priotity date;

(i) whete it is giv 20 by the Intemational Preliminary Examining Author-
ity, if it is given before the establishment of the intemational preliminary

(iit) where it is given by the International Bureay, if it is given before the
expmuon of 17 months from the priority date.

>(g bi%) Jf the notification made under paragraph (g)(i) reaches the Intema-
tional Bureeu, or if the rectification made under paragraph (g)(iii) is authorized
by the Internationsl Bureau, after the expiration of 17 months from the priority
date but before the technical preparations for publication have been completed,
the suthorization shall be incorporsted in the said publication.

(g ™) Where the applican has asked the Iniemational Bureau topublish his
international epplication before the expiration of 18 months from the priority
date, any notification made under paragraph (g){i) must reach, and any rectifi-
cation made under pesagraph (g)(ii) must be authorized by, the International
Burean, in order for the authorization to be effective, not later than at the time of
the completion of the technical preparations for international publication.

(g ¥*7) Where the intemational application is not published by virtue of
Ariicle 64(3), any notification mede under paragraph (g)(f) must reach, and any
rectification made under paragraph (g)iii) must be authorized by, the Interna-
tional Bureau, in ordes to be effective, not later than ot the time of the
communication of the international spplication under Anicle 20.<**

PCT Rule 92
Correspondence

92.1 Need for Letter and for Signature

{(a) Any paper submitted by the applicant in the course of the intemational
procedure provided for in the Treaty and these Regulations, other than the
international application itself, shall, if not itself in the form of a leiter, be
accompanied by a letter identifying the intemational application to which it
relates. The letter shall be signed by the applicant.

(b) If the requirements provided for in paragraph (a) ase not complied with,
the spplicant shall be informed as to the non-compliance and invited to remedy
the omission within a time limiz fixed in the invitation. The time limit so fixed
shell be reasonable in the circumstances; even where the time limit so fixed
expires later then the time limit applying 10 the fumishing of the paper (oreven
if the lanier time limit has already expired), it shall not be less than 10 days and
niot more than one mondk from the mailing of the invitation, If the omission is
remedied within the time limit fixed in the invitation, the cmission shall be
disregarded; otheswise, the applicant shall be informed that the paper has been
dissegerded.

(¢} Where non-compliance with the requirem:nts provided for in pars-
graph () has been overlooked and the paper taken into account in the intema-
tional proceduse, the non-compliance shall be disregarded.

92.2 Languages

() Subject to Rules 55. 1 and 66.9 and to paragraph (b) of this Rule, any
fetter or document submitted by the applicant to the Intemational Searching
Authority or the International Preliminary Examining Authority shall be in the
same language as the inlemational application to which it relates.
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r(!m)}\nylenerﬁmdwapphcmnwthehuemmmml&mm;ﬂmhob
iy or the Iernational Preliminary Examining Authosity may be in a language
odm thm that of the mtemmonal appllcauon, provided the sud:Am!mmy .

{d) Any letter from thé apphcnnt l.o lhe Imcmmoml Emw shlll be in
Enghsh or French. g

:{e} Any letter or: nouficauon fmm the Imemmoml Bum 1) lhe
applicant or 1o any national Office shall be in English or French. - :
92.3 Mailings by National Offices and Intergovernmental Orgam'zations

- Any document or letter, emanaung from or transmitted by & national
Officeoran mtergovcmmemal organizstion and constituting an event from the
date of which any time limit underthe Treaty or these Regulations commences
to run shall be sent by registered air mail, provided that surface mail may be
used inctead of air mail in cases where surface mail normally arrives at its
destination within two days from mailing or where air mail service is not
available.
924 Use of Tclegmph Teleprmler, Etc.

{2) Notwithstanding the provmons of Rules ll 14 and 92.1(a), but
subject 1o paragraph (b), below, any document (including eny drawing)
subsequent to the intemnational application may be sent by telegraph or
teleprinter or otherlike means of communication producing a printed o written
document. Any such document 0 sent shall be considered to have been
submitied in & form complying with the requirements of the said Rules on the
dey on which it was communicated by the means mentioned above, provided
thet, within 14 days after being so communicated, its contents are furnished in
that form, otherwise, the telegraphic, teleprinter or other communication shall
be considered not to have been made. ,

(b) Each national Office or intergovernmental organization shall,
promptly notify the International Buseau of any means referred to in paragraph
(2) by which it is prepared to receive documents referred to in that paragraph.
The International Bureaw shall publish the information so received in the
Gazete as well as infornmation conceming the means referred to in paragraph
(2) by which the Intemational Bureau iz prepared to reccive any such document.
Parageaph (2) shall apply with respect to any national Office or intergovem-
mental organization only to the extent the said informstion has been so
published with respect to it. The Intemational Bureau shall publish, from time
1o time, in the Gazette, changes in the information previously published.

Obvious errors of transcription may be rectified (PCT Rule
91). The Receiving Office or the International Searching Au-
thority will inform the applicant of obvious errors of transcrip-
tion using form PCT/RO/108 or PCT/ISA/216, respectively.
The form will indicate to which Authority the applicant may
request rectification of the error. In general the Receiving
Office may authorize rectification of errors in the Request only.
The International Searching Authority may authorize rectifica-
tion of errors in the description, claims, abstract or drawings,
The applicant, upon noticing an error of transcription, may
spontaneously present a request for rectification to the appro-
priate Authority. The Authority will promptly inform the appli-
cant of the authorization or the refusal to authorize the rectifi-
cation of obvious errors. The forms used by the United States
Receiving Office and the International Searching Authority for
authorization or refusal are PCT/RO/109 and PCT/ISA/217,

1845.04 Changes in Certain Indications in
the Request [R-2]

PCT Rufe 92
Recordiog of Changes In Certain Indications In the Request or
) the Demand
92%4.1 Recording of Changes by the International Burea
(a) The International Buresu shall, on the request of the applicant or the
receiving Office, record changes in the following indications appearing in the
request or demand:
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(l)petmnmmndmce,mtmdnyouddmmhhcapplmt.
(u)pemn.mmeouddtm ofﬂnelamt.ﬂxemmmmptmmveot

the inventor.

@) The Imamuoml Bun:au chd.l not mcotd lhemqueswd dunge :f tbe

mquenformordmg is received by it sfier the expiration:
(1)ofthetmehmnmfcrndtomAmcle22{1),wm:teAmele39 lisnot

lmhcable with respect to any Contracting Sate
- (ii) of the time Limit referred o in Article 39(1X(z), where Amcle 39 1

is apphcablc with rexpm t0 .2t Jeast one Ccmnctmg State.

1860 The Internatmna! Searchmg Authonty
[R-2]

PCT Artlcle 16
The Internztions! Searching Authority

(1) Intemationel search shall be carried out by an Imemational Searching
Authority, which may be either 2 nationel Office or en intergovemnmentsl
organization, such as the Intemational Patent Institute, whose tasks include the
establishing of documentary search reports on prior st with respect (o inven-
tions which are the subject of applications.

(2) If, pending the esteblishment of a single Intemationsl Searching
Awthority, there are several Intemnational Searching Awthorities, each receiving
Office shall, in sccordance with the provisions of the spplicable agreement
referred o in paragraph(3)(b), specify the Internationat Searching Authority or
Authorities competent for the searching of intemational applications filed with
such Office,

(3){a) Intesnational Searching Authorities shell be appointed by the As-
sembly. Any national Office and any intergovernmentsl organization satisfying
the requirements referred to in subparagraph (c) may be sppointed as Intems-
tional Searching Authority.

{b) Appointment shall be conditional on the consent of the national
Office or intergovemimental organization to be appointed and the conclusion of
&n agreement, subject 1o approval by the Assembly, between such Office or
orgenization and the International Bureau. The egreement shall specify the
rights end cbligmions of the panies, in panicular, the formal undenisking by the
said Office or organization to epply and observe all the common rules of
international search.

(c) The Regulations prescribe the minimum reguirements, panticularly
85 to manpower end documentation, which any Office or organization must
satisfy before it can be appointed and must continue to satisfy while it remains
appointed.

(d) Appointment shall be for a fixed period of time snd may be extended
for further pesiods.

() Before the Asgzembly makes & decision on the sppointment of any
national Office or intergovernmental organization, or on the extension of its
appoiniment, or before it allows any such sppointment to lapse, the Assembly
shall hear the interested Office or organization and seck the advice of the
Committee for Technical Cooperation referred to in Asicle 56 once that

Commitiee hag been established.

PCT Article 17
Procedure before the International Searching Authority
(1) Pracedure before the International Searching Authority shall be gov-
emed by theprovisions of this Treaty, the Regulations, and the agreement which
the Imermstionsl Bureau shell conclude, subject to this Treaty and the Regule-
tions, with the ssid Authority.
(2¥(s) If the International Searching Authorsity considers:

{i)that the international epplication relsics 10 a subject matter which the
Intemational Sesrching Authority is not required, under the Regulations, 1o
search, and in the pariicular case decides not to search, or

(ii) that the description, the claims, or the drawings, fail to comply with
the prescribed requirements to such an extent that a meaningful search could not
be carried out,

the szid Authority shall so declare and shall notify the applicant and the
Intemational Bureau that no intemational search repon will be established.

(b) If any of the situations referred to in subparagraph (2) is found toexist
in comnection with certain claims only, the intemnational search report shall so
indicate in respect of such claime, whereas, for the other claims, the said report
shiall be established as provided in Anicle 18,
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(SXt)IfmeImunmdSumhma Authority congiders thet the iptemna-

tm-hpphwxm doecnmamplywahmemqummofmuyofmmmu :
set forth in the Regulations, it shall invits the spplicant vo pay additionsl fess. .
The International Searching Authosity shell establish the intemationsl sesrch
npononﬂxosepmsofthemtemmondapphuumwhwhmmemmemvmm
first mentioned in the claims (“main nvention”) and; provided. the: required .
additional fees have bempaxdmﬂuntheprucnbedumelmm on those parts .
of the imemational upphcaum which rel.ne tomvemwmm mpectof which the
said fezs were paid. .,
: (b)Thenauomllnw of any desngnalcd Smtc may provndelhat whcrethe
national Office of the State finds the invitation, referred to in subparagreph (a),
of the Internaticnal Searching Authority justified and where the applicant has
not paid all additional feis, those pasis of the intemstiorial spplication which
consequenily have not been searched chall, as far as effects in the Stste are
concerned, be considered withdrawn unless 8 special fee is paid by the apsplicant
to the national Office of that State.

PCT Rule 25
Receipt of the Search Copy by the Internationsl Searching
Authorlty

25.1 Notification of Receipt of the Searck Copy

The Intemational Searching Authority shall promply notify the Intema-
tional Bureay, the applicant, and —unjess the International Sesrching Authos-
ity is the same as the receiving Office —the receiving Office, of the fact and the
daie of receipt of the search copy.

PCT Rule 35
The Competent International Searching Authority

35.1 When Only One International Searching Awhority is Competent
Each receiving Office shall, in accordance with the terms of the applicable
agreement referred to in Article 16(3)}(b). inform the Intemetional Buresu which
Intemnational Searching Authority is competent for the searching of the intema-
tionel applicstions filed with iz, and the Intemational Bureau shall prompily
publish such information.
35.2 When Several International Searching Awthorities Are Competent
(e) Any receiving Office may, in accordance with the terms of the
applicable sgreement referred to in Article 16(3)(b), specify several Intema-
tional Searching Authorities:
{i) by declaring all of them competent for any intemational application
filed with it, and leaving the choice to the applicant, or
(ii) by declaring one ormore competent for ceriain kinds of international
applications filed with it, and declaring one or more others competent for other
kinds of intemational applications filed with it, provided that, for thos kinds of
international spplications for which several International Searching Authorities
are declared to be competent, the choice shall be left to the applicant.
(b) Any receiving Office availing itself of the faculty provided in para-
graph (2) shall promptly inform the International Bureau, and the Intemational
Bureau shall promptly publish such information.

35§ U.8.C. 362 Internationa! Searching Authority >and Interna-
tional Preliminary Exeminlng Authorlty<.

>(a)< The Patent and Trademark Office may act s en Intemational
Searching Authority >end Intemnational Preliminary Exemining Authority<
with respect to internations) spplications in eccordance with the tesms and
conditions of en agreement which may be concluded with the Intemational
Burean >, and may discharge el duties required of such Authorities, including
the collection of handling fees and their transmittal tothe International Bureau<,

»(b) The handling fee, preliminary examination fee, end any additional
fees due for intemational preliminary exeminstion shall be paid within such
time as may be fized by the Comunissioner.<

37 CFR 1.413 The United States International Searching
Authority.

(a) Pursuant to appointment by the Assembly, the United States Patent and
Trademark Office will act as an Intemational Searching Authority for intema-
tional applications filed in the United States Receiving Office and in other
Receiving Offices as may be agreed upon by the Commissioner, in accordance
with agreement between the Patent and Trademark Office and the Intemational
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‘Bureau (PCT Art. 16(3Xb))- foi
(b)'lherdeudmxkOfﬁee.whmmmunmm
Seaiching Auvthorisy, rﬂhﬂmmwmmnmkwm:hum-
tions] Searching Amhoriy™ or by tie sbbreviation “ISAJUS.™
(c)mmmdmmmm&mmmmu
(l)ﬁppmmgammmemkmdm <
= (2) Considering the matter of unity of invention; "
(3) Conducting imtesnstions! end international-typs mehumdptepu
ing imemationsl end intemational-type search reporis (FCT Art. 15, 17and 18,
end PCT Rulee 25,33 o 4S and 47); and - .
“ Tmmmmgdwmiemuonal searchle‘pmw!he&ppimt and the
Intemationsl Bureso.

TRANSMITTAL OF THE “SEARCH COPY™ TO THE
INTERNATIONAL SEARCHING AUTHORITY

The “search copy” is ransmitted by the Receiving Office to
the International Searching Authority (PCT Article 12(1)), the
details of the ransmittal are provided in PCT Rule 23.

THE MAIN FROCEDURAL STEPS IN THE INTERNA-
TIOWAL SEARCHING AUTHORITY

Themainprocedural steps thatany intemational application
goes through in the International Searching Authority are the
following:

(i) the making of the international search (PCT Article
15), and

(ii) the preparing of the international search report (PCT
Article 18 and PCT Rule 43).

COMPETENT INTERNATIONAL SEARCHING
AUTHORITY

In respect of international applications filed with the U.S.
Receiving Office, the United States International Searching
Authority, which is the Examining Corps of the United States
Patent and Trademark Office, and the European Patent Office
are competent to carry out the international search (PCT Article
16, PCT Rules 35 and 36, 35 U.S.C. 362 and 37 CFR 1.413).

The United States Patent and Trademark Office has in-
formed the Intemational Bureau that in addition to the United
States Patent and Trademark Office, the European Patent Office
iscompetent asan International Searching Authority for search-
ing all kinds of international applications filed in the United
States Receiving Office on and after Oct. 1, 1982. (PCT Article
16(2) and PCT Rule 35.2(2)(i).

MATTERS TO BE CONSIDERED WHEN CHOOSING AN
INTERNATIONAL SEARCHING AUTHORITY

Choosing The European Patent Office (EPO) as an Interna-
tional Searching Authority could be an advantage to United
States applicants who designate countries for European Re-
gional patent protection in PCT International applications for the
following reasons:

(1)Clairns may be amended according to EPO search results
before entering the European Office as a designated Office.

(2) The EPO search fee need not be paid upon entering the
European Office as a designated Office.

(3) The EPO searchresults may be available foruseina U.S.
priority application.
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@ The EPO intesnational search may be obtained with-
out the need for a European Professional Representative.

(5) The European Patent Office search could provide the
U.S. applicant with the benefit of a European art search (which
may be different from his ownor the USPTQ’s search) before
it is necessary to enter the European Patent Office or other
designated Offices and usually before amendments to the U.S.
priority application are needed.**

Some of the disadvantages that may occur due to the Eu-
ropean Patent Office making the International Search are the
following:

(1) Additional maﬂmg time to and from the EPO Search-
ing Authority may shorten the time for applicants torespond to
various invitations from the EPO such as for comments on
abstracts and payments of additional search fees as well as for
PCT Article 19 amendments to the claims after issuance of the
International Search Report.

{2) There may be more difficulty in solving any proce-
dural problemsbetween the applicantand the EPO than with the
USPTO due to physical distance and time differences.

1861 The European Patent Office as an
International Searching Authority [R.2]

Since October 1, 1982, the European Patent Office (EPQ)
has been available as a Searching Authority for PCT applica-
tions filed in the United States Receiving Office. The choice of
Searching Authority ,either the EPO or the United States Patent
and Trademark Office, must be made by the applicanton filing
the International Application. The choice of Searching Author-
itysmay also be indicated on Transmittal Letter form PTO-
1382,

It should be noted that the European Patent Office will not
search , by virtue of PCT Article 17(2)(a)(i), any international
application to the extent that it considers that the international
application relates to subject matter set forth in PCT Rule 39.1.
Furthermore, the European Patent Office is not equipped to
search computer programs.

The international search fee for the European Patent Office
must be paid to the United States Patent and Trademark Office
(USPTO) as a Receiving Office at the time of filing the inter-
national application. The search fee for the European Patent
Office is currently sct under PCT Rule 16.1(b) at >1,080<*
United States dollars. The search fee will change as costs and
exchange rates require.** If exchange rates fluctuate signifi-
cantly, the fee may change frequently, Notice of changes will
be published in the Official Gazette shortly before the effective
date of any change.

If the European Patent Office as the International Search-
ing Authority considers that the international application does
not comply with the requirement of unity of invention as set
forth in PCT Rule 13, the European Patent Office will invite
applicants to timely pay directly to itan additional search fee of
2,095 Deutsche Marks for each additional invention.

A revised fee calculation sheet (form PCT/RO/101, An-
nex) having appropriate spaces to indicate the choice of Inter-
national Searching Authority has been developed so that appli-
cants may indicate which International Searching Authority is
to make the search.

Rev. §, July 1967
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-(3) Intemnational search shall bemade aa thc ham of the clmms. wuh due
regud tothe desmpuon and the dnwmgs (i any).” o

(4) Thie Intemstional Searching Authority referred to in ‘Anticle 16 shall
endeavor to discover ss much of the relevant prior art as its facilities permit, and
shall, in any case, consult the documentation gpecified in the Regulations.

. (5) ¥ the national law of the Contracting Szste so pernits, the spplicant
who files a nationsl spplication with the national Office of or acting for such
State may, subject to the conditions provided for in such Taw, request that a
search similar to an intemational search (international -type search™) be carried
out on such application.”

(b) If the national law of the Contracting State so permits, the national
Office of or acting for such State may subject eny nazional application filed with
it 1o an intemeationsl-type search.

(c) The imemational-type scarch shall be carvied out by the International
Searching Authosity referred to in Anicle 16 which woald be competent for an
intemational search if the national epplication were 4y intrrnational spplicstion
and were filed with the Office refesred to in subparagraphs (a) and (b). If the
national application is in 8 language which 1he Istemational Searching Author-
ity congiders it is not equipped to handle, the international type search shall be
carried out on 8 trensletion prepared by the applicem in a langusge prescribed
for intesnational spplications end which the Jnsernational Sesrching Authority
hes undestsken o accept for intemationsl spplications. The national application
and the translation, when required, shall be preserzed in the form prescribed for
intemational applicetions.

PCT Rule 33
Relevant Prior Art for the International Search
33.1 Relevans Prior Art for the Internationsl Search

(8} For the pursposes of Anicle 15(Z, relevant prior art shall consist of
everything which has been made available 0 the public snywhere in the world
by means of writien disclosure (including drewings and other illustrations) and
whichis capable of being of sssistance in determining that the claimed invention
is or is not new and that it does or does not involve an inventive step (ie., tha
itis orisnot obvious), provided that the making available 1o the public occurred
prior to the intemational filing date.

(b) When any written disclosure refers 1o an oral disclosure, use, exhibi-
tion, or other means whereby the contents of the written disclosure were made
available to the public, end such making available to the public cccurred on a
date prior to the intemational filing date, the intemnations] search report shall
separately mention that fact and the date cn which it occurred if the meking
available to the public of the written disclosure occurred on a date posteriorto
the international filing date,

(c) Any published spplication or any petent whose publication date is Iater
but whose filing date, or, where applicable, clafmed pricrity date, is earlierthan
the imtesustional filing dete of the intemational application searched, and which
would constitute relevant prior a1 for the purposes of Anicle 15(2) had it been
published prior to the inemational filing date, shell be specially mentioned in
the internstionsl search report.

33.2 Ficids to Be Covered by the International Search

(a) The international search shall cover all those technical fields, and shall
be carried out on the bagis of all those search files, which may contain material
pertinent to the invention.

(b) Consequently, not only shall the ant in which the invention is classifi-
able be searched but also analogous ants regardiess of where classified.

(c) The question what asis are, in sny given case, W be regarded as
analogous shall be considered in the light of whet appears to be the necessary
esgential function or use of the invention and not only the specific functions
expressly indicated in the international application.

(d) The intemationsl search shall embrace all subject matter that is
generally recognized as equivalent to the subject matter of the claimed invention
for all or centain of its features, even though, in its specifics, the mvention as
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PCI‘ Rule 34
Minimum Documentation
34.1 Definition
(a) The definitions contained in Article 2(1) and (u) shall not apply

for the purposes of this Rule.

(b) The documentation referred to in Article 15(4) (“minimum
documentation”) shall consist of: N

(i the “national patent documents™ as specified in paragraph(c),

(i) the published intemational (PCT) applications, the published regional
applications for patents snd inverdors® cerlificates, and the published regional
patents and inventors’ certificates,

(iii) such other published #ems of non-patent literature as the Interna-
tional Searching Authorities shall 2gree npon and which shall be published in
a list by the Intemational Buresu when agreed upon for the first time and
whenever changed.

(c) Subjecttoparagraphs (d) end (¢}, the “nationsl patent documents™ shall
Be the following:

(i) the patents issued in and afier 1920 by France, the fonnet Rmehspu
entamt of Germany, Japan, the Soviet Union, Switzedand (in French and
German Linguages only), the United Kingdom, and the United States of Amer-
ica, o _

(ii) the patents issued by the Federal Republic of Gennany,
(iii) the patent applications, if any, published in and after 1920 in the
countries referred to in items (i) end (i),

(iv) the inventors® centificates issued by the Soviet Union,

(v) the utility cenificates isened by, and the published applications for
utility ceniificates of France,

(vi)* such patents issued by, and such patent epplications published in,
any other countsy after 1920 ag are in the Englich, French, [or] Germen or
Sganish language and in which no priority is claimed, provided that the sationsl
Office of the interested country 2oris cut these documents end places them at the
disposal of esch Internations] Searching Awthority.

(d) Where an application is republished once (for example, and Offenle-
gungsschrift as en Auglegeschrift) or mose than once, no Intemnational Search-
ing Authority shall be obliged w0 keep all versions in its documentation;
consequently, each such Authority shsll be entitled not to keep more than one
version. Furthermore, where an gpplication is granted and is isgued in the form
of 2 patent or & utility centificate (France), no Intemationsal Searching Author-
ity shall be obliged to keep both the application and the paters or wility
centificate (France) in its docurnemtation; congequently, each such Authority
shall be emtitled to keep either the application only or the patzat or utility
certificate (France) only.

(e)* Any Intemnational Searching Authority whose official language, or
one of whose official languages, is not Japanese, Russian or Sparish is entitled
niot to include in its documentztion those patent documents of Jepen and the
Soviet Union as well as those patens documents in the Spanish language,
respectively, for which no sbstracts in the English language are generally
available. English abstracts becoming generally aveilable afier the date of entry
ino force of these Regulations shall require the inclusion of the patent docu-
ments to which the abstracts refer no Iater than gix months after such abatracts
become generally available, In case of the interruption of abstracting services
in English in technical fields in which English sbstracts were formerly generally
available, the Assembly shall take appropriste measures w provide for the
promp restoration of such services in the said fields,

(f) For the purposes of this Rule, applications which have oaly been laid
open for public inspection are not considered published applications.

® The words printed i ilalics in pavagraphs (c){vi) end (¢) of Rule 34.1 will become
applicable ut the eame time that the PCT will enter into force in respect of the country
which, emong the Spanish-speaking countries, is the fimt o ratify or accede to the PCT.
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. PCT Rule 36

Minirum' Reqnlre
36.1 Definition of b

“The minimum mqnmnmts mfermd m m Amcle .6(‘5)(c) :hnll be lhc

following:
0 (ijthe nmoml Oﬁ' ice or mtcrgovemenul orgamznuon aust have ot
plgyecs wnh suﬂ'icnentwchmcalqnﬂlﬁuuonslocanyom

leut lOOfull-nm
mmhel
(i) that Office of orgamzauon must have in its pouesnon at least the

mmunmn dqcummon mfemd to in Rule 34 pmpeﬂy arranged for search

P“'P‘m'-
* (i) that Office or organization must have & staff which is capable of

searching the required technical fields and which has the lmguage facilities to
understand &t least those langusges in which the minimum documentation

referred to in Rule 34 is written or is translated.

PCT Rule 39
Subject Matter under Article 17(2)(a)(i)

39.1 Definition

No Intemational Searching Authority shall be required to search an
imemational application if, and 10 the extent to which, its subject mauter is any
of the following:

(i) scientific and mathematicel theories,

(i) plant or animal varieties or essentially biological processes for the
production of plants and animals, other than microbiclogical processes and the

products of such processes,
(iii) schemes, rules or methods of doing business, performing puiely

mental acis or playing games,
(iv) methods for treatment of the humsn or animel body by surgery or

therapy, as well s diagnostic methods,

(v) mere presentations of information,

{vi) computer programs to the extent that the Intemetional Searching
Authority is not eguipped o search prior art conceming such programs.

PCT Administrative Instructiong Section 501
Corrections Submitted to the International Searching Authority
Concerning Exprescions, etc., Not to be Used In the
International Application
Where the applicant submits corrections to the Interational Searching

Authority gimed ot complying with the preseription of Rule 9.1, that Authority
shall transmit copies of such comections to the receiving Office and the

Intemnational Buresu.

The objective of the international search is to discover
relevant prior art (PCT Article 15(2)). “Prior art” consists of
everything which has been made available to the public any-
where in the world by means of written disclosure (including
drawings and other iflustrations); it is “relevant” in respectof the
international application if it is capable of being of assistance in
determining that the claimed invention is or is not new and that
the claimed invention does or does notinvolve an inventive step
(i .e., that it is or is not obvious), and if the making available to
the public occurred prior to the international filing date, for
further details se2 PCT Rule 33, The international search is made
on the basis of the claims, with due regard to the description and
the drawings (if any) contained in the international application

(PCT Article 15(3)).

‘ DOCUMENTS SEARCHED BY THE INTERNATIONAL
SEARCHING AUTHORITY

The International Searching Authority must endeavor to
discover as much of the relevant prior art as its facilities permit
(PCT Article 15(4)), and, in any case, must consult the so-called
“minimum documentation” (PCT Rule 34).
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CERTAIN SUBIECT MATTER NEED NOT BE
o SEARCHED

No International Searching Authority is required to per-
form an intemational 'search where the international applica-
non relates to any of the following subject maners :

(i) scientific and mathematical theories, *

- (i) plam or animal varieties or essennally bic? ﬂgzcal proc-
esses for the production of plants and animals, other than
microbiological processes and the products of such processes,

(iii) schemes, rules or methods of doing business, perform-
ing purely mental acts or playing games,

(iv) methods for treatment of the human or animal body by
surgery or therapy, as well as diagnostic methods,

(v) mere presentation of information, and

(vi) computer programs to the extent that it, the said Au-
thority is not equipped to search prior art (PCT Article
17(2)(a)(i) and PCT Rule 39).

The applicant planning to file an international application
may be well advised not to file one if the subject matter of the
application falls into one of the above mentioned areas; if he or
she still does file, the ** International Searching Authority
may declare that it will not establish an international search
report. It is to be noted nevertheless that the lack of the
intzmational search report in such case will not have, in itself,
any influence on the validity of the international application
aid the latter’s processing wiil continue, including its commu-
nication to the designated Offices.

>The USPTO has declared that it will search and examine
ininternational applications all subjectmatter scarched and ex-
amined in U.S. national applications.<

" NO SEARCH REQUIRED IF CLAIMS ARE UNCLEAR

If the International Searching Authority considers that the
description, the claims, or the drawings fail to comply with the
prescribed requirements to such an extent that a meaningful
search could not be carried out, it may declare that it will not
establish a search report (PCT Article 17(2)( a) (i) and (b)).
Such declaration may alsc be made in respect of some of the
claims only. This may be particularly the case where the
description or the claims are unclear. The lack of the interna-
tional search report will not, in itself, have any influence on the
validity of the international application and the latter’s process-
ing will continue, including its communication to the desig-
nated Offices. Where only some of the claims are found to be
“unsearchable,” the International Searching Authority will not
search them, but will search the rest of the international appli-
cation, Any unsearched claims will be indicated in the Search
Report,

1863 The International Search Report
[R-2]

PCT Article 18
The Internatlonsl Search Report
(1) The international search report shell be established within the
prescribed time limit and in the prescribed form.
(2) The intemational search report shall, as soon as it has been estab-
lished, be transmitted by the Intemational Sesrching Authority to the applicant
and the Intemnational Bureau.
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17(2)(s) shall be translated as provided inthe Regulations. The translations shall
be prepared by or under the respmsibiﬁty of the Intematicnal Bureau. ‘

AR oy Ru!e 37
; Mlsslng or: Defective Tltle

atitle and the receiving
nty‘t}'m it has invited the
rching’ ‘Authority shall
procecdwnhtheuuemmoml sem:hunlcu mdmul mwewemouﬁcutm thn
the gaid auonucmnderadwnhdnm O S P
37.2 Establishment of Title - - .- .-, - '

I the intemational application m notommm a mleand nhe Imemauonal
Searching Authority hagnot received a notification from the receiving Officeto
the effect that the applicant has been invited to fumish a title, o: if the said
Authority finds that the title does not comply’ vmh Rule 4.3, it shall itself
establizh a title.

PCT Rule 38
Missing Abstract
38.1 Lack of Abstract
¥ the intemational spplication does not contain an abswyact and the

receiving Office has notified the Intemational Searching Authority that it has
invited the epplicant to correct such defect, the Intemnational Searching Author-
ity shall proceed with the internationsl search unless and until it receives
notification thet the said application is considered withdrawn.
38.2 Establishmens of Abstract

~ (8) X the imtemnational agplication does not contain an sbstract and the
Internaional Searching Authority has not received 2 notification from the

receiving Office to the effect that the applicant has been invissé. o fumizh un. .

abstrace, orif the said Authority finds that the zbstract does not comply with Rule
8, it shall itself establish an abstract (in the langusge in which the international
application is publiched). In the latter case, it shall invite the applicant 1o
comment on the abstract established by i within one month from the date of the
invitation.

(b) The definitive contents of the abstract shall be determined by the
Intemational Searching Authority.

PCT Rule 43
The International Searck Report

43.1 Idensifications

The intemational search report shall identify the Intemational Searching
Auwthority which established it by indicating the name of such Authority, and the
international application by indicating the international application number, the
name of the applicant, the name of the receiving Office, and the intemational
filing date.
43.2 Dates

The iswemnational search report shell be dated and shall indicate the date
on which the international search was actually completed. Tt shall also indicate
the filing date of any earlier applicstion whose priority is claimed.
43.3 Classification

(2) The intemnational sesrch report shall contain the classification of the
subject matier at least according to the Intemationsl Patemt Classification.

(b) Such classification shall be effected by the Intemational Searching
Authority.
43.4 Language

Every international search report and any declaration made under Article
17(2)(a) shall be in the language in which the intemational application to which
it relates is published.
43.5 Citations

(8) The international search report shall contain the citations of the
documents considered to be relcvant.

(b) The method of identifying any cited document shall be regulated by the
Administrative Instructions.

(c) Citations of particular relevance shall be specially indicated.

(d) Citations which are not relevant to all the claims shall be cited in
relation to the claim or claims to which they are relevant.

{e) Xf only cenain passages of the cited document are relevent or particu-
lary relevant, they shall be identified, for example, by indicating the page, the
column, or the lineg, where the passage appears.

Rev. 5, July 1987
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43.6 Fields Searched -
tion of the fields sesrched. If that ide

tional Searching Amthty shall pu
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States,the periods, snd the languages to which it extended. For the purposes of
this paragraph Amdz2(ix) shall not apply. L _

43, 7 Remarks Cmcf_mmg Unity oflnventlon . k

If the applicant paid additional fees for the mlematlonal scarch the
intemational search repont shall so indicate. Furthermore, where the intéma-
tional search was made on the main invention only (Anicle 17(3)(s)), the
intemational search report shall indicate what parts of lhr international applica-
tion were and what parts were not searched.

43.8 Signature

The internaticnal search report shall be signed by an authorized officer of
the International Searching Authority,
43.9 No Other Maszer

The international search report shall contain no matter other than thet
enumnerated in Rules 33.1(b) and (¢), 43.1, 2,3, 5, 6,7 and 8, and 44.2(2) and (b),
and the indication referred 10 in Anticle 17(2) (b). In pesticular, it shell contain
no expressions of opinion, masonmg, arguments, or e,.plamuons
43.10 Form

The physical requirerners as to the form of the intemational search reporn

_ shall be prescribed by the Administrative Instructions.

PCT Rule 44
Transmlittal of the Internations! Search Report, Etc.
44.1 Copies of Repors or Declaration

The International Searching Authority shall, on the same day, transmit one
zopy of the intemational search report or the declaration referred to in Article
17(2)(a) to the International Bureau and one copy o the applicant,

44.2 Title or Abstract

(a) Subject to paragraphs (b) and (c), the international search report shall
cither state that the Intemnational Searching Authority approves the title and the
abstract as submitted by the zpplicant or be accompanied by the text of the title
and/or abstract as established by the Imemational Searching Authority under
Rules 37 and 38.

(b) I, at the time the international search is completed, the time limit
allowed for the &pplicant to comment on any suggestion of the Intemational
Searching Authority in respect of the abstract has not expired, the intemational
search report shall indicate that it is incomplete a¢ far as the abstract is
concermned.

(c) As soon as the time limit referred to in paragraph (b) hes expired, the
Intemational Searching Authority shall nctify the abstract approved or estab-
lished by it to the Intemnational Bureau and to the applicant.

44.3 Copies of Cited Docunents

(a) The request referred to in Article 20(3) may be presented any time
during seven years from the international filing date of the intemational
application to which the intemational search report relates.

(b) The Intemational Searching Authority may require that the pary
(applicant or designated Office) presenting the request pay to it the cost of
preparing and mailing the copies. The level of the cost of preparing copies shall
be provided for in the agreements referred to in Anticle 16(3)(b) between the
Intemational Searching Authorities and the International Bureau,

(c) Any Intemational Searching Authority not wishing to send copies
direct to any designated Office shall send a copy to the Intemational Buresu and
the Intemational Bureau shall then proceed as provided in paragraphs () and
(b).

(d) Any intemational Searching Authority may perform the obligations
referred to in (a) 1o (c) through another agency responsible to it.

PCT Administrative Instructions Section 503
Method of Identifying Documents Cited In the Internstional
Sezrch Report
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(n) In the case of any patent dacumcn{a ('pumtdoimmemu bemzrpmu

WIPQ Handbock oa Patent Infonnauon md Dommenuum. Volume 1, Part 3,
Sumdards-ST 16.7 &5

“(iii) the nmnberof the documcm a8 gzvm to nby !.he Office that jssued 1t

(for Japanese patent documents the indication of the year of the reign of the
Emperor must precede the serial number of the patent document);

(iv) the name of the patentee or applicant (in capital letters, where
appropriate abbreviated);

(v) the date of publication of the cited patent docmnent av indicated

thereon; and

(vi) where applicable, the peges, columns or lines where the relevant

passages appesr, or the relevant figures of the drawings. -

(The following example illustrates the citation of & patent document
according to par:graph (a) above:

JP, B, 50-14535 (NCR CORPORATION) 28 May 1975 (28.05.75), see
column 4, lines 3 10 27).

() In the Case of any Book or Other Separately Issusd Publication:

(i} the name of the author;

(ii) the tide (including, where applicable, the number of the edition and/or
volume);

(iii) the year of pubhcauon {when this coincides with the year of the
iematicnal spplication or of the priority claim, the Intemational Searching
Authority shall endeavor to determine the month and, if necessary, the day of
patlication and to indicate these dats in the intemational search report);

(iv) the name of the publisher;

(v) as fer as available, the place of publication (where only the location of
the publisher sppears on the book or other separately issued publication, then that
location shall be indicated as the place of publication); and

(vi) where applicable, the pages, columns or lines where the relevant
passages eppear, or the relevant figures of the drawings.

(Thefollowing example illustrates the citation of 8 book or other separately
issued publication eccording to paragraph (b) above:

H. Walion, “Microwave Quantum Theory,” Volume 2, published 1973, by
Sweet «nd Maxwell (London), see pages 138 to 192, especially pages 146 to
146.)

(¢) In the case of any article published in a periodical or other seviai
publication:

(i) the title of the periodical or other serial publication;

(ii) the numnber of the volume and the date of the issue in which the arnicle
appears;

(iii) as far ag available, the place of publication (where only the location of
the publisher appears in the periodical or other serial publication, then that
location shall be indicated as the place of publication);

{(iv) the author and the title of the article and the number of the page both
on which the article s1ans and ends; and

{v) where applicable, the pages, columns or lines where the relevant
passages sppear, of the relevant figures of the drawings.

(The following example illustrates the citstion of an article published in a
periodieal or other serial publication sccording to paragraph (c) shove:

1834 Technical Disclosure Bullesin, Volume 17, No. §, issued October
1974 (Armonk, New Yotk), J. G. Diop, “Imegrated Circuit Personalization at the
Module Level” see pages 1344 and 1345.)

{8) In the case of abstracts:

(i) the identification of the document containing the sbstract in the manner
set forth in paragraphs (8), (b) and (c) respectively, depending upon whether the
abstract is contained in a patent document, in & book or other separately issued
publication, or in an anticle published in a periodical or other serial publication;

(ii) in the cage where the sbstract is not published together with the full text
document which served as its besis, the identification of both abstract and full
text documient on the basis of whatever bibliographic data may be availsble in
respect thereto.

(The following example illustrates the citation of an abstract according to
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o ‘,refenedmRule43.S(b)shnllbemmiebymdmgthefoﬂowmgdmumthe ,
, order in whwhmey srelisted: -

: Plﬁsﬂph @) Gi) above: v
Chemical Abstracts, Volume 75, No. 20, issued 15 November

1971(15.11.71) (Columbus, Ohic, USA), D. 1. Shetmlov, “Swifecy Sifects
During Menzal Fatigue," see page 153, column 1, the sbstract No. 120718k,

Fi.-Khim. Mekh. Mater. 1971, 7(2), 7-11{Russ).)

PCT Administrative Irstructions Section 504
nbject Matter of the Internationsal
Appiication
(a) Where the subject matter of the intemational application is such that
classification thereof requires more than one classification symbol eccording
to the:principles io be followed in the application of the Intemnationsl Patent
Classification 16 any given pateéiit document, the intemational search report
shall indicate all such.symbols.

(b) Where any national classification system is used, the intemational

‘search report may indicate all the applicable classification symbols also

according to that system.

"(c) Where the subjec! malter of the intemnational application is classified
both according to the Intemational Patent Classification and to any netional
classification system, the intemational sexich report shall, wherever possible,
indicate the corresponding symbols of both classifications opposite each cther.

PCT Admilalstrative Instructions Section 50§
Indication of Citations of Particuiar Relevance in the
Internationai Search Report

(a) Where any document cited in the internationa! search report is of
panicular relevance, the special indicstion required by Rule 43.5(c) shall
consist of the letter(s) “X™ and/or “Y™ placed next to the citation of the ssid
document.

(b) Category “X" is applicable where 8 document is such that when tsken
alone, a claimed invention cannot be considered novel or cannot be considered
to involve an inventive step.

(c) Category “Y™ is applicable where a document is such that & claimed
invention cannot be considered to involve an inventive step when the document
is combined with one or more other such documents, such combination being
obvious to a person skilled in the art,

PCT Administrative Instructions Section 507
Manner of Indicating Certaln Special Categories of Documents
Cited In the Internationsl Search Report

(a) Where any document cited in the international sestch report refers to
an orel disclosure, use, exhibition, or other means referred to in Rule 33.1(b),
the separate indication required by that Rule shall consist of the letter “O”
placed next to the citation of the said document.

(b) Where any document cited in the international search report is &
published application or patent as defined in Rule 33.1(c), the special mention
required by that Rule shall consist of the letter “E” placed next o the citation
of the said document.

(c) Where any document cited in the intemational search report is not
consideredto beof panticular relevance requiring the use of categories X" and/
or “Y” but defines the general state of the art, it shall be indicated by the leuer
“A” placed next to the citation of the said document.*

* (see TII, 3.14 of the Guidelines for Internationsl Search to be Carried

Out under the PCT)

(d) Where any document cited in the international search repost is a
document whose publication date occurred eatlier than the intemational filing
date of the intemational application, but later than the priority date clsimed in
that apnlication, it shall be indicated by the letter “P” next to the citation of the
gsid document.

(¢) Where any docoment cited in the international seasch report is &
document whose publicetion date occusred sfter the filing date or the priority
date of the international application and is not in conflict with the ssid
application, but is cited for the principle or theory underlying the invention,
which may be useful for e betier understanding of the invention, or is cited to
show that the reasoning or the facis undetlying the invention &re incorrect, it
shall be indicated by the letter “T* next io the citation of the document.

(f) Where in the international search report any document is cited for
reasons other than those referred to in paragraphs (a) to (¢), for example:

—- & document which may throw doubt ¢r: a priority claim,**

— & document cited to establish the publication date of another cita-
tion***
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INTERNATIONAL SEARCH REPORT

Awﬂcnm‘o or Amm ] ﬂlo Roferency 19

Qﬂtiﬁhénﬁbi&i INTERNATIONAL APPLCATION | emc-123 .
Intetmstions! Applicetion Mo.* S N tnternational rmng Bate *
PCT/US87/88888 06 July 1987 (06 07.87)
Recelving Gfiice Pricrily Dete Claimed ®
RO/US 15 July 1986 (15.07.86)
appiicant 1

Columbia Marine Corporation

I.D CERTAIN CLAIME WERE POUKD UNBEARCHABLE 1¢ (O on supp te! Ghaet (2))
& WHITY OF INVENTION 16 LACKING ¢ (Ob lohs N eupp } shaot (2))

it TITLE, ABBTRACT AKD FIGURE OF DRAWING

9. Thw foliowing Indlcried tama 6re approved as submitied by the epplcant: ¢

& e ] aeaecr,

£. The tocis estsbliohad by this | tions| Searching Autharity of the laliowing lndicated Rems efo eet forth below:
] vite.
4 aborrace.

A wind vane steering gear (10) for a sailboat (1)
comprising a bracket (11) adapted for attachment to the
bow of the sailboat for pivotally supporting a forward
rudder (12), and a wind vane (42) adjustable to different
positiong by means of an actuating member (65) to control

the position of the rudder.

(o] an«nm-«mmwwmm
The definit (3] shed by this .Y L]
% 6. mm%m&%m the ebets ucuuw by irgernetions! Bearching Authority 68 propoeed
& [ ﬁn time Wit for the
mmuw«u un mme‘mu mmmmd' carmments by the spplicant en the
4. 16 be pubiiehed with the gbetwact ©
Figurs Mo, cedumsmmees o) W19 0f ¢ Aguren.
L) becouss the sppiicent falied & sugpest o figure
£} tecsues this Agure betier aharectavizes the inventlan.

Faem PCT/IBA/210 (Fret ehsst) (Pey 1886) $ee notes en eccompenying sheet
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Insermationst Application No. PCT /USB7 /888888

S

FURTHER INFORMATION CORTINUED FROM THE GECOND GHEET

V.B OBGERVATIONS WHERE CERTAIN CLAIME WERE FOUND URZEARCHABLE 10

This inlernalonal esarch report has not been esteblished in reopect of codain cloime vader Articie 17(2) (e) for the (ollowing reasens:
LD Claim sumbars . because they relate 10 subject metlar 8 not reguired (o be searched by this Authorily, nemely:

zD Cteim numbere. ... ..., because they relels to parie of the internstions! sopleation thet do nol comply with the prescribed require-
ments {0 such &n extent the! ro mesninglu! infernationa) spereh can be carmisd out 13, apecificaliy:

Vl,m COBERVATIONS WHERE UNITY OF INVERTION 16 LACHING

2nll,

Thie Internationa!l Soarching Authorily found multiple i iong In thig iongl epplication 68
I. Claims 1-5 drawn to a2 sailboat self-steering gear.
II, Claims 6-8 drawn to a compass with an alarm to indicate

deviation from a planned coursge.
thvig & iongl s repert covere all gagrchable claime

s.f] 4 ati required additional search fees were timely paid by the
of the international applicetion.

z{:} 4sg only some of the required edditions! saerch fees were timely paid by the eopkeant, thig Internationsl eesrch repert covere only
those cleims of the Intarnationel spplicetion (o which fees were peld, specificely eleims:

2.[:] o tequlred eddinanel eoerch fees were timely pald by the spplicant, Censagusntly, thig inlernstionsl eearch repart Je restricted 1o
the (nvention first mentioned In the claims; 1t is covered by clalm numbaers:

41 | Agali gesrchaple claims could be searened without effort juslifying &n edditionss fee, the internalional Gearching Authornty dld net
thvite payment 61 any sdditiensl lee.
Ramark on Protest
l:] The additione) search tees ware sccompanied by applicant’s proteet.

D Ko protest sccompanied the psyment of edditions! search foes,

Fearn PCT/184/210 (supplements! eheet (2) (Mey §686) Beo notes on eccompenying sheet

1800-55
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0 INTERNATIONAL SE&RCﬁ REPORT.- .. . -
tntmnﬁom« apslication Ko -PC'I'/USB 7/ 88888

] L CLABSIFICATION OF SUBJECY MATTER (if seversd classificetion symbols spply, indicate ali) ¥
Ac:ovamg to international Patent Clagsificstion {IPC) or to both Nationa! Clsesification snd I#C

1 IPC™ B63H 25/02 // B63H 25/04

U.8, €1, 114/144C

Il FIELDS EEarRCHED

e, 3 e

Clessificalion Symbols

Clasgification System |

U.S. Cl. : 144/144C, 144R, 39

Docureniation Searched other than Minimum Documentation
o the Esfent that such Decuments are Included In the Flelde Seerched &

. GOCUMENTS CONBIDERED TO BE RELEVANT 1¢
Cstegory * l Citation of Document, §¢ with indication, where approprizte, of the ralovant pasespes 1?7

| Relavent to Claim No. 19

Y GB,A 392,415 IVERSOM 18 May 1933 (18.05.33) 1 -5
(Note page 2, lines 4-9 for vane)
¥ WO,A W083/01934 DAW 09 June 1983 (09.06.83)
{Note forward rudder in Figure 5) 1 -3
A Engineering, Vol. 216, no. 5465, 26 February
1871, Eric Twviname, “Auto-helmsmen for yachts"
pages B23 and 824. 4
A JP,B 60-166,591 MITSUBISHI, 29 August 1985
{29.08.85) 6 - 8
¢ Specisl cstopories of ced documents: 13 ¥ (ster d?c:uv:::\! p:;l-:h:dnlhor "'.20 |n'|'=rr||:t.lonllnﬁm'1gnd:(uc'
“h" dggum:l.{aﬁgtm%‘lz:g:‘m:v':mo‘:‘{.m eri which 18 Rot %ﬁs:;:ndor.ﬂ;nd uoou |pn¢n°cr|‘pu|o': theory 1.'31‘.’:.?,?39 the

“E” aerhisr document But gullliched on or efter the interast:onal age gocument of particulsr rek whe cial
filing dste cannot be considered novel o cannet bo conlldmd te

“L" d?ucu't'n‘om ‘clvrgc'h m:gy érre”-' '?MMB‘! an! onodn.t‘y cel:wl;‘)hor inxolve an inventive siep
which is cited to esisblish the publication dsto of anciher "
elation of uther specigl reason (a8 tpecified) "y documom ol particular 'mune.t the clolmdp w;::&;g:
“Q“ document seferring to 80 orel disclosure, yee, skibdion of documom 19 cemmm wuh 6ne or more 6ther such docu.
6ihet meane menis, such being te 8@ ehilleg
“p* ggeumant publishad prior to the international fing Gete but In the 1.
{gter then the srianty date clamed “&" documont member of the same patent family

v, CERTIHICATION
Bate of the Actunl € tien of the internstionsl Seerch ¢ !

14 October 1987 (14.10.87) i

Internstional Seerching Authority 1 ' Sipnature of Autherizad Officer 20

Date of Maiting of this Intgrastional Search Roport 4

1sa/08 ephen Decatur

Form PCY/I8A/290 (secone. sheet) (May 1986) Geo notes on sceampsaying eheet
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,,,,,,, mmmuwwwm“vmmmemaf
tbdowmmdlhemformgﬂndomenuhmbegm
s ”(ueVL4Sofdemddmsﬁorhwm&uomlSumhmbeCiﬁadm
mdcnhePCl')
i (seeVLG.ZoftheGmd&mesforImemauomlSeaxchtobchwd
Ouwt under the PCT) - .
(g)wmmadommuamberdapmmfmﬂy"“um
-whesver feasible, be mentioned in the intemational search repost in addition
mﬁemmdbdmgm;uwﬂw:ﬁuimﬂymduhmﬂdbep&md&bym
tign smpersand (&). Members of a patent femily may also be mentioned cn &
Wabux,pmvi&dlhnmefmﬂytowhichlheybdoﬂﬂmwckaﬂy
identifi=d end that any text matier on that sheet, if not in the Englich language,
shall also be fumished to the Internstionsl Buresu in English Trenslation.

. () A document whose comients have not been verified by the search
examiner bt arc believed to be mbstantially identical with those of annther
docwnent which the search examiner has inspecied, may be cited in the
inmternaticns] search report in the shove mentioned manner indicated for patent
family members in the first sentence of paragraph (g) **%%*,

e8% (gze VI, 3.2 of the Guidelines for Intemational Search to be Carried

Out under the PCT)
e84 (gop VI, 5.2 of the Guidelines for Intemational Search to be Carried

Out under the PCT)

PCT Administrative Instruction Section 508
Manaer of Indicating the Claims te which the Documents Clted
{w the Intermational Search Report Are Relevant
The claims to which cited documents are relevant shall be indicaied by
placing in the iste columan of tse intemational search report:
(i) where the cited documers i relevant to ¢ ge claim, the aomber of that
cleim; for example, (2) or (17
{ii} where the cited docmment is refevant totwo or move claimg numbered
in congecutive ordes, the number of the first end last claimse of the series
connected by & hyphen; for example, (1-15) or (2-3);
(iii) where the cited documen is relevant to two or more claims that are
not numbered in consecutive osder, the number of eech claim placed in
ascending crder and seperated by 8 comme or commas; forexample(1,6)or (1,

7. 10%;
(iv} where the cited documest ig relevant to more than one series of

claims uader (ii) above, orto claims of both categories (ji) and (jii), above, the
series or individual claim numbers and series placed in ascending order using
commas 10 separate the several series, of to separate the numbers of individual
claims and each series of claims; for example (1-6,9-10,12-15)or (1, 3-4,6,9-
113.

CONTENTS OF THE INTERNATIONAL SEARCH
REPORT

The intemational search report (PCT Rule 43) contains,
among other things, the citations of the documents considered
1o be relevant (PCT Rule 43.5 and Administrative Instructions
Section 503), the classification of the subject matter of the
invention (PCT Rule 43.3 and Administrative Instructions Sec-
tion 504) and an indication of the fields searched (PCT Rule
43.6). Citations of particular relevance must be specially .udi-
cated (Administrative Instructions Section S05); citations of
certain specific categories of documents are also indicated
(Administrative Instructions Section 507); citations which are
notrelevanttoall the claims must be cited in relation to the claim
or claims to which they are relevant (Administrative Instruc-
tions Section 508); if only certain passages of the cited docu-
ment are particularly relevant, they must be identified, for
example, by indicating the page, the column or the lines, where
the passage appears. The international search report form, PCT/
IS A/210 appears in> MPEP< § 1865, It is important to note that
an international search report must not contain any expression
of opinion, reasoning, argument or explanation of any kind

1800-57
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whatsoever relatmg o patentablhty.

TRAwanTALo?THEnmnﬂumxnouALssAch
* " REPORT

The United States Intemauonal Searchmg Authority trans-
mits, on the same day, a copy of the international search report
or, where no search report is established, the déclaration to that
effect, to the applicant and the International Burean (PCTAz-
ticle 18(2) and PCT Rule 44.1). The International Bureau uses
the search repori for publication and commumcauon to the
desn gnated Offices.

TITLE OF THE INVENTION OR ABSTRACT MISSING
-OR DEFECTIVE

If the title of the invention or the abstract are missing or
defective, the International Searciiing Authority will establisha
proper title or abstract. When the International Searching Au-
thority finds that the abstract is defective, it will prepare & new
abstractand allow the applicant 30 days to comment, For further
details, see PCT Rules 37, 38, and 44.2

1865 Time Limit for Establishing the
International Search Report [R-2]

PCT Rule 42
Time Limit for Internstionsl Search

42,1 Time Limit for Intemational Search

The time limit for esiablishing the internationsl search repost or the
declaration referred to in Article 17(2)(a) shall be three menths from the receipt
of the search copy by the Intemationsl Searching Authority, or nine months
from the priority date, whichever time limit expires Ister,

The international search report must be established within
three months from the receipt of the search copy by the Interna-
tional Searching Authority, or within nine months from the
priority datc (for the definition of “priority date”, see PCT
Article 2(xi)), whichever time limit expires later (PCT Article
18(1) and PCT Rule 42).

1867 Refund of International Search Fee

37 CFR 1.446 Refund of international application fillng and
processing fees.

(8) ivioney paid for intemationsl application fees, where paid by ectusl
mistake or in excess, such as & payment not required by law or Treaty and its
Regulations, will be refunded.

(b) [Reserved]

(c) Refund of the supplemental gearch fees will be made if such refund is
determined 10 be warranted by the Commissioner or the Commissioner’s

designee acting under PCT Rule 40. 2(c).
(6) The intemnationsl end search fees will be refunded if no intemational

filing date is accorded (PCT Rules 15.6 and 16.2).

Refund of the zupplemental search fees will be made if such
refund is determined to be warranted by the Commissioner of
Patents and Trademarks or his designee acting under Rule
40.2(c).
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1868 Unity of In 'nt_g_pn before ihe -

 "Thé invitatioa to pay additional fees pmvubd forin Anicle l7(3)(a) shail
Mythemsmsforwhchtbcmmmcml spplication is not considered as
mlymgwnhthemqumdmnyotmvmonmdshaﬂmdmdm
wmount o bepaid. | . - ) o
0.2 Additional Fees

(&) The amount of the additional fee due for searching under Article
1703 ){z) shall be determined by the competent Intemnaticnzl Searching Author-

{b) The sdditional fee due for searching under Anticle 17(3)(a) shali be
payable direct to the International Searching Authority.

(c) Any applicant may pey the sdditional fee under protest, that is,
scoompaied by e ressoned ststement to the effect that the intematioas)
agplication complies with the requiremen of unity of invention or that the
amount of the required sdditional fee is excessive. Such protest shall be
examined by a three-member board or other special instance of the Intemational
Searching Authority orany competent higher authority, which, tothe extent that
i finds the protest justified, shall order the total or partisl reimbursement o the
sgplicant of the additional fee. On the request of the applicant, the text of both
the protest and the decision thereon shell be notified to the designeted Ofiices
together with the intemationsl search report. The epplicant shall submit any
tramslation thereof with the fusnishing of the treaslation of the international
application reqaired under Article 22.

(3) The three-memberboard, special instance or competent higher suthor-
iry, referved 1o in paragraph (c), shall not comprise any persoa who made the
decision which is the subject of the protest.

40.3 Time Limit

The time limit provided for in Article 17(3)(a) shall be fixed, in each case,
according to the circumstances of the case, by the Intemnationa!l Searching
Authurity; it shall not be shoner then 15 or 30 days, respectively, depending on
wietser the spplicant’s sddress is in the same country 83 or in s different country
freen thet in which the Intemational Searching Authority is located, and it shall
et be longer than 45 days, from the date of the invitation.

PCT Administeative Instructions Seciion 502
Protest Agelnst Payment of Additional Fee and Declsion
Tkeresn

The Irternational Searching Authority shall wansmir to the epplicant, at
the lszest together with the intemational search report, any decision which it has
takes under Rule 40.2(c) on the protest of the applicant against the payment of
the addirionsl fee. At the same time, it shall transmit to the International Bureau
& copy of both the protest and the decision thereon, 2s well as any request by the
applicant toforwerd the texts of both the protest and the decision thereon to any
of the designsted Offices.

37 CFR 21.476<* Determination of unity of Invention before
the internationel searching avthority.

(z) Before establishing the intemnationsl search report, the Iuternational
Searching Avthority will determine whether the intemnational spplication com-
plies with the requirement of unity of invention as set forth in PCT Rule 13 >(see
§1.475(f) end §1.475.<

by If the Intemationsl Searching Authority considers that the intema-
ticmal spplication doss not comply with the requimmmt of unity of invention,
it skall inform the spplicant sccordingly and invite the payment of additional
fees fnote §1,445 and PCT An. 17(3)(s) and PCT Rule 40). The applicant will
be given a time period in accordance with PCT Rule 40.3 10 pay the additional
fees due.

(cy In the case of non-complisnce with unity of invention and where no
addzional fees ave paid, the intemnationsl search will be performed on the
invention first mentioned (“main invention™) in the claims.

(4y Lack of unity of invention may be directly evident before considering
the claims in relstion to any prior asi, or sfier taking the prior an into
consideration, as where g document discovered during the search shows the

Rev. §, July 1987
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*mvé:mchmed.mizmencorh&msdmnhchuwclty ‘ot is dlearly

obvious, lsaving two or more tluims joined thereby without & common invea-

‘tive comcept: In wichi & Case the International Sesrching Authomymnynue!he
objecum ef hck of umty of mvcnnon

37 CFR 1.477 Protest to lack of unity of Invent!on before tlne

!ntenaﬂoul Searching-Authorlty. i
- {a) Hihe applicant digagrees with tlie holdmg of lack ef unnyof mvemm

‘by the Femationsl Searching . Authority, additional fees may be pnd uader
‘protesy; sccompenied by a request for vefund and ‘s’ statement setiing foeth

reasons for dissgreement or why the raqmred addmonal fees are cmsademd
excessive, or both (PCT Rule 40.2(c)).’ :

" (b} Protest wnder pusegraph (g) of this section mllbeexnmmedbydne
Commissioner or the Commissioner's designee. Inthe event that the spplicant’s
pmmudwwmmedmbe;umﬁed the additional fees of & portion thereof will
be refunded.

{c) An spplicant who desires that a copy of the protest and the decision
thereon sccompeny the intemationsl seerch report when forwarded to the
Designazed Offices, may notify the Internations] Searching Authority to that
effect eny time prior to the issaance of the intemational search report. Thereaf-
ter, such notification should be directed to the International Burean (PCT Rule
40.2(cn.

THE REQUIREMENT FOR “UNITY OF INVENTION"

Any international application must relate to one invention
only or to a group of inventions so linked as to form a single
general inventive concept (PCT Ariicle 3(4)(iii) and 17(3)(a),
PCT Rule 13.1, and 37 CFR 1.481). The construction of this
principle is laid down in PCT Rule 13.2, 13.3, and 134.
Observance of this requirement is checked by the International
Searching Authority and may be relevant in the national (or
regional) phase.

>Thedecision in Caterpillar Tractor Companyv. Commis-
sioner of Patents and Trademarks, 231 USPQ 590 (E.D. Va.
1986) held that the Patent and Trademark Office interpretation
of 37 CFK 1.141(b)(2) as applied to vnity of invention determi-
nations in international applications was not in accordance with
the Patent Cooperation Treaty and its implementing regula-
tions. In the Caterpillar international application, the USPTO
acting as an International Searching Authority, had held lack of
unity of invention between a set of claims directed to a process
for forming a sprocket and a set of claims drawn to an apparatus
(die) for forging a sprocket. The court stated that it was an
unreasonable interpretation to say that the expression "specifi-
cally designed” as found in PCT Rule 13.2(ii) means that the
process and apparatus have unity of invention if they can only
be used with each other, as set forth in the Manual of Patent
Examining Procedure (MPEP) § 806.05(¢).

Therefore, when the Patent and Trademark Office consid-
ers international applications as an International Searching
Authority, as an International Preliminary Examining Author-
ity, and during the national stage as a Designated or Elected
Office under 35 U.S.C. 371, PCT Rule 13.1 and 13.2 will be
followed when considering unity of invention of claims of
different categories without regard to the practice in national
applications filed under 35 U.S.C. 111. No change is made in
restriction practice in United States national applications filed
under 35 U.S.C. 111 outside the PCT. No change in practice is
being made in regard to claims of the same category of invention
either in PCT international applications or in U.S. national
applications.

Inappling PCT Rule 13.2 tointernational applications as an
International Searching Authority, an International Preliminary
Examining Authority and to national stage applications under
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35U.8.C.371,examiners should consxder for umty ofi mvenuon
allthe ¢laims todxfferwtcaegm&s ‘of invéntion in the applica- -
- gion and permit retention in the same application for searching - =
and/or preliminary examination, claims to the categories which .

meet the requirements of any one of PCT Rule 13.2(3) to (ii).

'meexaxmnershouldalsopetmxtmthesamemmauonal
or national stage application the. followmg two combinations;

(1) An independent claim for a given prodact and an
independent claim for a process: specnally ad@ted for the -

mznufacture of said product

(2) An independent claim for a gwen product and an
independent claim for a process of using the said gmduct

If anapplication contains acombination of categories of the
claims which do not fall within one of the combinations of PCT
Rulel3.2() to (iii) or additional combinations (1) or {2) above,
ie., they claim more or less categories of invention than permit-
ted in any one of PCT Rule 13.2(i) to (iii) or combination (1) or
(2) above, unity of invention may not be present.

Further, an independent claim forause in PCT Rule 13.2(i)
and combination (2) above will be construed as being limited to
a claim directed to a process of using. In determining unity of
invention under PCT Rule 13.2(i) and (iii) and combination (1)
ghove, under the rules, the examiner should consider the word
"specially” which appears before "adapted” to be an emphasis
word rather than a limitation. In determining unity of invention
under PCT Rule13.2(ii), the examiner should consider the word
“specifically” which appears before “designated” to be an
emphasis word rather than a limitation.

If an application includes claims to all the categories of
invention set forth in any one of PCT Rule 13.2(i), (i), (iii),
combinations (1) or (2) above and no additional categories of
invention are present, unity of invention may exist and no addi-
tional fees should be required or restriction requirement made,
subject to the folowing guidelines.

For example, if an application contained claims to only a
process for the manufacture of a product and claims to a use of
a product and no product claim is present, there will be lack of
unity of invention since the provisions of Rule 13.2(i) do not
apply because claims to all categories of invention set forth in
PCT Rule 13.2(j) are not included in the application and the
process for manufacture of 2 product is independent of the use
of the product since neither is dependent on the other. Also, if
claims to all three categories of PCT Rule 13.2(i) were present
at the time of the first Office action in a national stage applica-
tion and all the product claims are rejected in the first Office
action, a requirement for restriction could also be made, if
appropriate, in view of independeat inventions being in the
application without an allowable linking (product) claim.

Where claims to acategory of invention in addition to those
listed in any one of PCT Rule 13.2(1), (ii), (iii) or combinations
(1) or (2) aboveare included in an application, unity of invention
may be lacking between the claims drawn to the combination of
the categories of invention set forth in any one of PCT Rule
13.2(i), (ii), (iii) or combinations (1) or (2) above, and the claims
to the additional category of invention. For example, if an
application contains claims to a process for manufacture, claims
1o an apparatus or means for carrying out the process and claims
to a process of using the product manufactured, there could be
lack of unity of invention. In such a situation the examiner
should group the claims to the process for manufacture and the
claims for an apparatus or means for carrying out the process
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becauss unity. of these two categories' exists under PCT Rule

- +13,2(3). The claims to the use:of the product can be separately
grouped if the "use" is shown t0 be "independent and distinct”
-of both the * process for manufacturé” and the “apperatils of

means for carrying out the process” as prov1ded in Chapter 800
of the Manual of Patent Examining Procedure (MPEP).

-+ YWhen the claims presented to an application are directed to
several categories of invention under the xules so thatmore than

- one paragraph-of PCT Rule 13.2 and combinations (1) or (2)
~ - above applies, the examiner should inspect the claims to see if
“the categories of invention set forth in PCT Rule: 13.2, para-

graphs (i), (i1), and (iii), and then combinations (1) oz (2) above
are present in the application in that order. For example, if the
categories of PCT Rule 13.2(j) are found in the application, the
claims to those categories stated in PCT Rule 13.2(1) will be
considered as one invention and any claims o different catego-
ries of invention will be reviewed to determine if they are
"independent and distinct” of all the claims covered in PCT
Rule 13.2¢i) in accordance with the provisions of Chapter 800
of the MPEP.

Under PCT Rule 13.2 and combinations (1) and (2) above,
unity of invention will exist where the claims are limited (o one
invention in each category of invention recited. For example,
under PCT Rule 13.2(i), claims are permitted to one product,
one process of manufacturing the product and one use of the
product. If multiple products, processes of manufaciure or uses
are claimed, the first invention in the category first mentioned
in theclaims should beconsidered as the elected invention under
the rules. The firstrecited invention of each additional category
whichisrelated to the firstinvention as indicated in the previons
sentence will be considered elected. Accordingly, for example,
if mutiple products are claimed, the first recited product will be
considered to be constructively elected and if multiple proc-
esses adapted for making and/or using the product are claimed,
the first recited process will also be constructively elected. Any
additional inventions of the same category will be subject o
payment of additional fees during the international stage. In a
nationai stage application submitted under 35 U.S.C. 371 any
such holding by the examiner will be made in the form of a
restriction requirement. Such a restriction requirement will be
made on the basis of criteria set forth in MPEP Chapter 800.
Applicant will have the right to wraverse such a restriction
requirement in the response to the Office Action.

Inventions of different categories, to have unity of inven-
tion, must be related rather than independent inventions. For
example, the product as claimed in PCT Rule 13.2(i) and
combinations (1) and (2) above must be capable of being made
by the claimed process for manufacture or being used in the
claimed process of use. Likewise in PCT Rule 13.2(ii), the
apparatus as claimed must be capable of carrying out the
claimed process. In PCT Rule 13.2(iii), the claimed process of
manufacture must be capable of preparing the claimed product
and the claimed apparatus or means must be able to perform the
claimed process of manufacture.<

LACK OF UNITY OF INVENTION

The search fee which the applicant is required to pay is
intended to compensate the International Searching Authority
for carrying out an international search on the international
application, but only where the international application meets
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“Ifthe: Imemamnal Searchmg Aulhonty ﬁnds that the -

=1 the *Yequirement-of -unity-of invention”. That means that the .. -
- :.:international-application: must relate to enly one invention or .-
"1 st velate: to-a group of inventions: which are so'linked as o .~
-+ :form g single: gemral mvenave conccpt (PCT Aruclcs 3(4)(m) L

1370 Admmxstranv“

Sty mmanmal appbcauon does not comply -with the réguirement
<. of umity of invention,  the applicant’will be invired to pay . ‘AF .
" additional search fees: The International Searching Authority <. AG
will specify the reasons for its findings and indicate the number AL
of additional fees to be paid (PCT Rules 40.1,402(2) and (b)). - A0
Such additional fees are payable directly to the Intenational 4
Searching Authority which is conducting the search, either the - ;-
United States Patent and Trademark Officeor EwropeanPatent gp
Office, within the time limit fixed, which must not be shorter  BD
than 15 days, if the applicant’s addressisin the samecouniryas  BE
the International Searching Authority; or 30 days, if applicant’s  BG
address is in a country different than the country of the Interna-  BH
tional Searching Authority ; and not longer than 45 days from Bl
the date of the invitation (PCT Rule 40.3)). The amountof the 57
additional search fee per additional invention charged by the g
U.S. Intemational Searching Authority is $140.00perinvention  gRr
(37 CFR 1.445(2)(3)). The additional scarch fee charged bythe  BS
European Patent Office as an International Searching Authority BT
is >2,095<* Deutsche Marks, payable directly to the European  BU
Patent Office. By
The Interrational Searching Authonty will establish the 55
international scarch report on those parts of international appli-  ca
cation whichrelatetothe “mair invention,” thatis, theinvention  CF
or ihe group of inventions so linked as to form a single generai  CG
inventive concept first mentioned in the claims (PCT Article 17  CH
(3)(2)). Moreover, the intemational search report will be estab- S}_
lished also on those parts of the international application which S
relate to any invention (or any group of inventionssolinkedas ¢y
to form a single general inventive concept) in respect of which  co
the applicant has paid any addmonal fee within the prescribed  CR
time limits. s
Anyapphcantmaypayﬂleaddluonal feeunder protest, that g’,
is, accompanied by a reasoned statement to the effect that the o
international application complies withthe requirementofunity  pp
of invention or that the amount of the required additional feeis  pg
excegsive (PCT Rule 40.2(c)). Any such protest filed with the  pJ
1U.S. Intemational Searching Authority will be examined and BK
decided by the Group Director (3 7CFR 1.482(b)). Totheextent DM
thattheapplicant’s protestis foundtobe justified, totalorpartial D2
reimbursement of the additional fee will be made. On the g
request of the applicant, the text of both the protest and the g
decision thereon is sent to the designated Offices together with  ES
the international search report (37 CFR 1.482(c)). ET
Where, within the prescribed time limit, the applicantdoes ~ FI
not pay any additional fees or only pays some of the additional g
fees indicated, certain parts of the international application will
consequently not be searched. The lack of an international .,
search report in respect of such parts of the international  5p,
application will, initself, havenoinfluence on the validity ofthe gy
international application and processing of the international  GM
applicaiion will continue, both in the international and in the  GN
national (regional) phases, Nevertheless, the U.S, national law ~ GQ
provides that such unsearched parts of the international applica- (G_-,¥
tion will be considered by the United States as a designated Gy,
Office. oy
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“ Code fondennfymgstaesand orgamzauons o

“United Arab Emustes

Afghenistsn -

- Amigui and Bavuda .

Albania

_ Angda

Argentina

Austria

Australia
Barbados
Bangladesh
Belgium

Bulgaria

Bahrain

Burundi

Benin (Dshomey)
Brunei

Bolivia

Brazil

Bshamas

Bhutsn

Burma

Botswana
Byelorussian SSR
Belize

Canada

Central Africen Republic
Congo
Switzerland

Ivory Coast

C hile

Cameroon

China

Columbia

Coste Rica
Czechoslovakia
Cuba

Cape Verde
Cyprus

Gemnen Democratic Republic (East Genmany)
Germany, Federal Republic of (West Germany)
Djibounti
Denmark
Dominica
Dominican Republic
Algeria

Ecuador

Egypt

Spain

Ethiopia

Finland

Fiji

France

Gabon

United Kingdom
Grenada

Ghana

Gambia

Guinea

Equetorial Guines
Greece
Guatemnala

Guine a-Bissau
Guyana
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SEEEREE

SD

Burkina Faso (Unxx Voln)
[ Indonesia ..

Hreland”

Israel
India

T
“Tran’ (mum; Repmm o{)

ITceland
Traly

-Jamaica .

Jordan

Japan

Kenya :
Democratic Kampaches
Comoros

Saint Christopher and Nevis
Democratic People’s Republic of Korea (North Kores)
Kores, Republic of (South Kores)
Kuwait

Laos

Lebanon

Saint Lucia
Liechtenstein
Sri Lanka
Liberie

Lesotho
Luxzembourg
Libya

Morocco
Monsaco
Medsgascar
Mongolia
Mauritanis
Malta

Mauritiug
Maldives
Malawi

Mexico
Malaygia
Mozambique
Niger

Nigeria
Nicarague
Netherlands
Norway

Nepal

Neu

New Zealand
Oman

Panama

Peru

Papua New Guines
Philippines
Pakistan

Poland

Portugsl
Pasaguay

Quatar

Romania
Rwanda

Saudi Arabia
Solomon Islands
Seychelles
Sudan

Sweden
Singepore

Sierra Leone
San Marino
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TD
TG “Togo: - 1

TH- - 'Thailand

TN Tunisiz

TO Turkey

TR Turkey

TT Trinidad and Tobago

TZ Tanzania .

UA Ukranian SSR

UG Uganda |

Us United States of America
uy Uruguay

VA Holy See .
vC Saint Vincent and Lhe Grenadines
VE Venezuela

VN Viet Nom

vu Vanuatu

w8 Samoa

YD Democratic Yeman
YE Yemen

YU Yugoslavia

ZA South Africa

M Zambia

ZR Zaire

w Zimbabwe

AP Industrial Property Organization for Africa (ARIPQ)
EP European Patent Office (EPO)

OA African Intellectual Property Organization (OAPI)

WO Intemnational Bureau of WIPQO

ANNEX C
STANDARD CODE FOR IDENTIFICATION OF DIFFERENT KINDS OF
PATENT DOCUMENTS

Introduction

1. The recommendation provides for groups of letter codes in order 1o
distinguish patent documents. The letter codes also facilitate the storage and
retrieval of such documents.

2. If any Office wants 10 amplify the information contained in the letter
code, this letter code may be optionally associated with a numerical code. The
meaning of such numerical code should then be defined by each Patent Office
availing itself of this option.

3. The code also provides for a letter for non-patent literature documents
(N) and for documents to be restricted to the internel use of Patent Offices (X)
(e.g., confidential documents, not to be disclosed outside the Office), See in this
respect also SI.1 (ICIREPAT Manual pages 4.3.1.1 t0 4.3.1.4),

Definitions

4. For the purposes of this recommendation, the expression “patent
documents” includes patents for inventions, inventors' cenificates, wiility
certificates, utility models, patents or certificstes of addition, inventors’ certifi-
cates of addition, utility centificates of addition, plant patents and publiched
applications therefor,

5. For the purposes of this recommendation, the term “entry in an official
gazette” means at least one comprehensive anmnouncement in an official gazetie
regarding the meking available to the public of the complete text, claims (if any)
and drawings (if any) of a patent document.

6. For the purposes of this recommendation, the terms “publication” and
“published” and used in the sense of meking available:

(i) s patent document to the public for inspection or supplying a copy
on request

(i) multiple copies of a patent document produced by printing or like
process

Rev. 5, July 1987




1811?

EWM lf anpmwnhrpmeedmu mge,acopyofﬂ:éommuﬁxui
" made avaiisble 10 the public for inspection or copying and is then, ot the samie’
procedural stage, made svailsble in multiple copies produced by printing orlike'
process, culyu-glepubhauonuoonndctedtohmoomed.lf.mlheotmb

hend, moliiple results from & new procedusal stage, this reproduc-

tion is comsidered wbeafunherpnbllcmm of the documnent; evcmfdxe texig.

at the two stages are identical.

7. Acomdm;tocenammnoml patentlaws orregulations, theume pawnt
spplicstion may be published at various procedural stzges. Forthe purposes of
this recommendation, 2 publication level is defined ag the level eorrespondmg
to 2 procedurs] stsge at which normally s document is puhhshed under & given
national patent law.

Recommendation

8. It is recommended that the code:

(2) be used for the recording of the “kind of document” in machine-
readable dsta carriers, such as 80-column punched cards, magnetic tapes,
sperture cards, eic.;

(b) be used in the firsi page of patent documents, prefersbly near the
document number, if these have been published in the sense of paragraph 6;

{c) be used in entsies in officisl gazettes o, if all entries in a section of
the Gazette relate 10 the same kind of s document at the beginning of such e

(d) be ased for the identification of patent documents cited in “Search
Repons” and “Lists of References” in patent documents (INID Number 56).
9. Code
The Code is subdivided intc mutually exclusive groups of letiers. The
groups cherecierize patent documents and documents specified in paragraph 3.
erps 1-5 comprise one or several letters enabling identificetion of documents
pertaining o different publication levels.
Group 1 Use for primary or major series of patent documents
A First publication level
B Second publication level
C Third publication level
Group 2 Use for secondary series of patent documents
E Firat publication level
F Second publicstion level
G Third publication level
Group 3 Use for further series of patent documents, as the special
requirements of each Office may be
H
I
Group 4 Use for major special types of patent documents
M Medicament patent documents
P Plasu patenz documents
8 Design patent
Group § Use for utility model documnents having 2 numbering series
othes then the documents of Group 1
U First publications level
Y Second publication Jevel
Z Third publication level
Group 6 Other (see paragraph 3)
N Non-patent literature documents
X Docusments restricted to the intemal use of Offices
10. It is undesstood that documents resulting from 2 patent application
and being identified as the major series will fall under Group 1 (e.g. DT
Offenlegungsschrift, Auslegeschrift and Patentschrift), However, documents
identified as & secondary series will fall under Group 2 (e.g., FR patent of
eddition under old Isw, US reissue). In exceptional cases of need for a further
series, Group 3 is reserved for such purposes (e.g., US defensive publicstion),
Group 4 applies only, at present, to special documents conceming the medica-
ment patents piblished in France and the plant patents published in the United
Statesof America, In sny couney publishing similar documents, Group 4 should
then be used.

11. As indicated in paragraph 2, the shove letier code may optionally be
assosisted with s numerical code to amp lify the information represented by the
lenter code. For this sumerical code only digits 1 to 9 should be used, The
significence of this code will be defined by any netional Office applying such
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APPENDIX 1
LIST OF PATENT DOCUMENTS, PAST AND CURRENTLY
PUBLISHED, AND INTENDED TO BE PUBLISHED IN THE FUTURE,
DIVIDED IN ACCORDANCE WITH THIS CODE

CODE: A Patent Docaments Numbered in Primary or Major Serieg— Firg
Publication Level
EXAMPLES:
Austria  Patent Application published in the sense of paragraph 6(i)
Belgizm Brevet d'invention/Uitvindingsoctrooi
Belgium Brevei de perfectionnement/Verbeteringsoctrooi
Bulgeriz Opisanie na izobretenie po patent
Canads  Patent
Cuba  Paient Application published in the sense of paragraph 6(i)

Czechoslovakia Patent Application published in the sense of paragraph
6()

Czechoslovakia  Inventor's Cenificate Application published in the
sense of paragraph 6(i)

Denmark Patent Application published in the sense of peragraph 6(i)

Egypt  Patent specification

Europat Document published after 18 monthe
Filand Patent Application published in the sense of paragraph (i)
Brevet d'inventicn (old law)
Brevet d'invention, premiere et unique publication
Centificat d*addition 2 un brevet d'invention, premicere et unigue
vblication
Centificat d"utilite, premiere et unique publication
Cerificat d’addition & un centificat d"utilite, et unique publication
Demande de brevet d’invention, premiere publication
Demande de cenificat d’addition & un brevet d’invention,
premiere publication
Demande de cenificat d*utilite, premiere publication
Demande de cenificat d'addition a un cerificat d*wtilite, premisre
publication
German Democratic Republic  Patentschrift (Ausschliessungspatent),
granted in sccordance with paregraph 5.1
of the Patent Amendment Act of the
German Democratic Republic
German Democratic Republic Patentschrifi (Wintschafispatent), granted
in accordance with paragraph 5.1 of the
Patent Amendment Act of the German
Democratic Republic
Germany, Federal Republic of Offenlegungsschrift
Hungary Patent Application published in the sense of paragraph 6(i)
India  Patent specification
Ireland Paent specification
Lialy Brevetto per invenzione industriale
Japan  Kokai tokkyo koho

Lugembourg Brevet d’invention
Luzembourg Certificat d'addition s un breet d'invention
Netherlands Ter inzage gelegde octrooiaanvrage

Norwsy Patent Application publiched in the sense of paragraph 6(i)
Pakistan Psient specification

PCT  Pamphler published afier 18 months

Poisnd  Opis patentovy

Ramania Descrieres i nventiei

Soviet Union Opisanie izobreteniya k patentu

Soviet Union Opisanie izobreteniya k svtorskomy Svidetelstvu
Spein  Patente de invencion

Sweden Patent Application published in the sense of paragraph 6(i)

code end communicated to the International Bureau, which will publicize this Switzerland Auslegeschrifi/Memoire Expose/Espogto Memoriale
informetion. The numerical codemust slways be interpreted in conjunction with (Patent Application published in the sense of

the country code and the above letter code, paragraphs 6(i) and 6(ii) periaining to the technical
Rev. 5, July 1967 1800-62
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. fields for ﬁhia‘n search and enmimt‘iénum' welty : Ummd Kingdom  Amended Patent Speciﬁmﬁm

sn‘_"f uid ey M SREEYR L EE EY 3 T
(Patent pnbln};ed in the sense of paragraph 6(i) md ' Publication Level
pentaining to the technicad fields for which neither Examples:

R ,seardmoxexmnmumastonovehymmade) . Denmark Patent
Uni ingdom Patent ﬁmuon it s inland, - Patentti — Patent

United States:© . Patemt- -~ e e Gelmany. Federal Repubhc of Patem.schnft
Netheglands .., ~Qetrool ..
Yugoslavia: : . PPalcﬂFm spis Norway Patcnt ‘ ”

CODE: B Patent Doctiments Numbered in Prirary or Major Series — . - Sweden Pateniskeift -

Second Publication Level - "~ CODE:E Patem Documenw Numbered in Secondary Series — First
' Examples: ST Publlcauon Level
Aastralis Patent specification ™ Examp!es:
Austria Patentschrift ) o France Cenificat d’addition a brevet d'invention (old law)
Canada Reissue . United States ~ Reissue
Cuba  Patente de invencion o .
Czechoslovakia  Popis vynalezu k patentu CODE: H Patent Documents Numbered in Further Series
Czechoslovakis ~ Popis vynalezu k autorskemu osvedceni Example:
Denmark Fremlseggelsesskrift United States Defensive publication
Finland Kuuluwsjulkais u — Udaggningsskrift Statutory Invention Registration
France Brevet d'invention, deunieme publication del’invention CODE: M Medicament Patent Documents
France  Centificat d’addition s un brevet d' invention, deuxieme EXAMPLES:
publication de I'invention . France Brevet special de medicament
France  Centificat d’utilite, deunieme publication del’invention France Addition a un brevet special de medicament
Frunce  Centificat d"addition a un centificat d'wilite, deuxieme publication
de I'invention CODE: P Plant Patent Documents

German Democratic Republic  Patentschirift (Ausschliessungspatent), Example: ‘

granted in accordance with paragraph 29 of United States Plant patent

the Peient Act of the German Democratic

Republic I Ie : . .
German Democratic Republic  Patentschrify (Wirtschaftspatent), granted CODE: U Utility Model Documents I\t.xmbemd.m §enes Other than the

in sccordance with paragraph 29 of the Documcnt; of Group I — First Publication Level

Patent Act of the German Democratic Examples:

Republic Germany, Federal Republic of Gebrauchsmuster
Germany, Federal Republic of Auslegeschrift Japan  Kokai jitsuyo shinun koho
Hungary Szsbadalmi leiras Spain  Utility Model Application published in the sense of paragraph
Japan  Tolkyo koho 6(i)
Netherlands Openbesr gemaskie octrooisanvrage
Norwsy Utegningaskrift CODE: Y Utility Model Documents Numbered in Series Other than the
Sweden Udaggningsokrift Documents of Group I — Second Publication Level
Switzerand Patentschrift/Expose d'invention/Espostod invenzione Examples:

(Patent publiched in the sense of paragrsph 6(ii) and Japan  Jitsuyo shinan koho
pertaining 1o the technical fields for which search and Spain  Model o de utilidad

exzmination as to the novelty are made)
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Appeldix II

oded in accordance with .

the SL.8 Code
, Kmd of pubhshed patcnt documem Asso- .
- , ciated
. Desngnwon in language ‘ . | numer-
Issuing of fssuing eountry 1 Translation into o Letterl ™
. Identificati ical
country {and, if required, English on code| . ge
of document .
transliteration in (when needed) (when
Latin characters) defined)
Australia Unexamined complete Unexamined Patent Applica-| A
specification open to tion published in the sense
public ingpection (not 1 of paragraph 6(i)
marked on document)
Patent specification Patent published in the sense | B
of paragraph 6(ii)
Awustria Aufgebot (not marked on | Document laid Patent Application published | A
document but indicated |open in the sense of paragraph 6(i)
as such in the Official
Gazette)
Patentschrift Patent Patent published in the sense | B
specification of paragraph 6(ii)
Belgium Brevet d'invention/ Patent of invention | Patent published in the sense | A
Uitvindingsoctrooi of paragraph 6(ii)
Brevet de perfection- Patent of Patent of improvement A
nement/ improvement published in the sense of
Verbeteringsoctrooi pasagraph 6(ii)
Brevet d'importation/ Patent of Patent of importation A
Invoeringsoctrooi importation published in the sense of
paragraph 6(ii)
Bulgaria fﬂﬂﬁgg&%mnm Description of Patent published in the sense | A
110 DATEH invention for 2 of paragraph 6(ii)
{Opisanie na uobreteme patent
po patent) .
ONRCAHRE . | Description of Inventor’s certificate A
f;*o E%%SW?“"E invention for an | published in the sense of
CBHIRETEJCTBO _ {author’s certificatc paragraph 6ii)
(Opisanie na izobretenie :
po avtorske svidetelstvo)
Canada Patent/Brevet Patent published in the sense | A
of paragraph 6(ii)
Reissue Patent/Brevet de Patent seissued and repub- B
redélivrance lished in the sense of
paragraph 6(ii)
Cuba Publicacién dela solicitud | Publication of the |Patent application published | A
(not marked on applicatior: in the sense of paragraph 6(i)
document)
Patente de invencion Patent of invention | Patent published in the sense [ B
of paragraph 6(ii)
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, e o) LS S wen b ciated
s ‘Pesignation in language v et s s numer-
“lssuing. . |- of iseuing country Teanslationinto. | .~ ldemﬁcanon R Lette{ 2 igal
country.. .| (and;if required, English . | Ko | %0% - code
o transliteration i | (when needed) e | (when
Latin characters) T L defined)
Czechoslova- | Prihliska vynilezu Application for an | Application for inventor's A |
kia (se #adostio . invention asking | certificate published in the '
autorské osvidiéedi) for author’s sense of paragraph 6(i), in
' certificate accordance with Law. No. 84
of 01.11.1972
Prihliska vynilezu Application for an | Patent application published | A 2
(se Zidosti o patent) invention asking | in the sense of paragraph 6(i),
for a patent in accordance with Law No.
No. 84 of 01.11.1972
Fatentové prihlésks Patent application | Patent application published | A 5
or or in the sense or paragraph 6(i)
Ptihliska vyndiezu Application for up 10 patent No. 149260 :
’ invention (granted before the entry into
force of Law No. 84 of
01.11.1972)
Popis vyndlezu k Description of an | Inventor’s certificate B i
autorskému osvédieni invention for an | published in the sense of
’ author’s certi- paragraph 6(ii), granted in
ficate accordance with Law No. 84
of 01.11.1972
Popis vynilezu k patentu | Description of an | Patent published in the sense B 2
invention for a of paragraph 6(ii), granted
patent in accordance with Law
Wo. 84 of 01.11.1972
Popis vyndlezu k Description of an | Dependant author’s certifi- B 3
autorskému osvédéeni invention for an | cate published in the sense
author’s certi- of paragraph 6(ii), granted
ficate in accordance with Law
No. 84 of 01.11.1972
Popis vyndlezu k patentu | Description of an | Dependent patent published | B 4
invention for a in the sense of paragraph
patent 6(ii), granted in accordance
with Law No. 84 of
01.11.1972
Patentovy spis Patent Patent published in the sense| B 5
specification of paragraph 6(ii), up to
No. 149 260, granted before
the entry into force of
Law No. 84 of 01.11.1972
Denmark Almindeling Patent application | Patent application published | A
tilgaengelig accessible to the | in the sense of paragraph 6(i)
patentansagning public
Fremisegaelscsskrift | Document laig | Patent application published | B
open after examination as to
novelty in the sense of
paragraph 6(ii)
1800-65 Rev. §, July 1987



1871

MANUAL OF PATENT EXAMINING PROCEDURE

B T T N Am.
e P i Mi . . la » v ) ciam
SR R ¥ ation in lan, ) .
Issing | ofissuing couniry s
‘country (and; if required, | oodet code
S transliteration in ‘ (when
Lastin characters) _ defined)
Denmark 'Pawn.’t' ST T patent | Patent publistied in the sense| C
(cont'd) D o of paragraph 6(ii) s
Egypt EENELYT) | Authority for Patent published in the sense | A
(Idarat bara'st alikhtirah) | Patent Delivery of paragraph 6(ii)
Finland Julkiseksi tullut patent- | Patent application |Patent application published | A
tihakemus (not marked | made accessible to |in the sense of paragraph 6(i)
on the document) the public
Kuulutosjuikaisu - Document laid Patent application published | B
Utliggningsskrift open after examination &s to
novelty in the sense of
paragraphs 6(i) and 6(ii)
Patentti-Patent Patent Patent published in the sense | C
of paragraph 6(ii)
France Demande de brevet Application for Patent application, first A ]
d’invention patent of invention |publication, published in the
sense of paragraph 6(ii)
Demande de certificat Application fora | Application for a certificate | A 2
d'addition & un brevet | certificate of addi- {of addition, first publication,
d'invention tion to a patent of |published in the sense of
invention paragraph 6(ii)
Demande de certificat Application for | Utility certificate application, | A 3
d'utilité certificate of first publication, published
utility in the sense of paragraph
6(ii)
Demande de certificat Application for a | Application for a certificate | A 4
d'addition 4 un certificat |certificate of addi- |of addition to a utility
drotilité tion to a certificate | certificate, first publication,
of utility published in the sense of
paragraph 6(ii)
Brevet d'invention Patent of invention | Patent, first and only publica- | A §
tion, published in the sense
of paragraph 6(ii)
Certificat d'addition & un | Certificate of addi- | Certificate of addition to a A 6
brevet d'invention tion Lo a patent patent, first and only publica-
of invention tion, published in the sense
of paragraph 6(ii)
Certificat d’utilité Cerificate of Utility certificate, first and A 7
utility only publication, published
in the sense of
paragraph 6(ii)
Rev. 5, July 1987 1800-66
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~ Kindof published patent document I
- B S! E S I — ciated
e [ . Designation in hl‘lw E o . Lett numer-
T 1GSUINg of issuing country Translation into e e €T ical
< country (asid, if required, *English +Ldentigcation codel code
O transliteration in (when needed) B ) (when
Latin characters) e o defined)
France Certificat d'addition  |Certificate of  |Centificate of additiontoa | A | 8
{cont’d) a un certificat d'utilité | addition toa utility certificate, first
certificate of utility { and only publication,
published in the sense of
paragraph &ii)
Brevet d'invention Patent of invention |Patent, second publication, B 1
published in the sense of
paragraph 6(ii)
Certificat d'addition & Certificate of Certificate of addition to a B 2
un brevet d'invention addition to a patent, second publication,
patent of invention | published in the sense of
paragraph 6(ii)
Certificat dutilité Certificate of Utility certificate, second B 3
utility publication, published in the
sense of paragraph 6(ii)
Certificat d'addition & Certificate of Certificate of addition to a B 4
un certificat d'utilité additionto a utility certificate, second
certificate of utility | publication, published in the
sense of paragraph 6(ii)
Brevet d'invention Patent of invention | Patent (old law) published in | A
the sense of paragraph 6(ii)
Certificat d"addition & Certificate of Certificate of addition to a E
un brevet d'invention addition to a patent (old law) published in
) patent of invention | the sense of paragraph 6(ii)
Brevet spécial de Special patent Medicament patent (old law) | M
médicament for medicament | published in the sense of
paragraph 6(ii)
Certificat d'addition & Certificate of Certificate of addition to a M
un brevet spécial de addition to 2 medicament patent (old law)
médicament special patent for |pubished in the sense of
medicament paragraph 6(ii)
German Patentschrift Patent specifica- |Exclusive patent, granted in A
Democratic (Ausschliessungs- tion (Exclusive accordance with paragraph
Republic patent) Patent) 5.1 of the Patent Amendment
Act of the German Demo-
cratic Republic, published
in the sense of para-
graph 6(ii)
Patentschrift Patent specifi- Industrial patent, granted in | A
{Wirtschaftpatent) cation (Economic |accordance with paragraph
Patent) '5.1 of the Patent Amendment
( Act of the German Demo-
cratic Republic, published in
the sense of paragraph 6(ii)
1800-67 Rev. 5, July 1987



nd of published patent documient

. Issuing
TV_, ; . ““ wuntfy‘ T

Dresignation in language
- of issuing country
{and; if required,
transliteraticn in
_ Latin characters)

ldemnﬁumn
eof documem 3

German
Democratic
Republic
(cont’d)

Patentschrift (Aus-
schliessungspatent)

Patentschrift
(Wirtschaftspatent)

( Berichtigte Patentschrift
(Ausschliessungspatent)

Berichtigte Patentschrift
{Wirtschaftspatent)

" {Patent specifica-
‘ttion (Exclusive

Patent)

Patent specifica-
tion {Economic
Patent)

;?Corrected patent
:specification
i(Exclusive Patent)
Corrected patent
specification
{Econormic Patent)

" 1accordance with pata-
- | graph 29 of the Patent Act of

!nation is effected), published

Exclusive patent' gianted in

the German Democratic
Republic, (2nd publication
after examination as (o
novelty whenever this exami-

in the sense of paragraph &ii)

Industrial patent granted in
accordance with para-

graph 29 of the Patent Act of
the German Democratic
Republic (2nd publication
after examination as to
novelty whenever this
examination is effected),
published in the sense of
paragraph 6(ii)

Corrected patent (Exclusive
patent) published in the sense
of paragraph 6(ii)

Corrected patent (Industrial
patent) published in the sense
of paragraph 6(ii)

Germany
(Federal
Republic of)

Offenlegungsschrift

'
i

| Auslegeschrift

Document open
for inspection

‘Document laid
open

Patent application published,
before examination as to
novelty, in the sense of
paragraph 6(ii)

~ st publication

- 2nd publication. Modified
reprint following Al Offen-
legungsschrift or Bl Aus-
legeschrift

- 3rd publication. Modified
reprint following A2 Offen-
legungsschrift or B2 Aus- |
legeschrift

Patent application published,
after examination as {0
novelty, in the sense of
paragraph 6(ii)

- st publication. Offen-
legungsschrift not yet
published

- 2nd publication. Normally
following an Al Offen-
legungsschrift or Bl Aus-
Hegeschrift

> »
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~.Jssuing
country

. Kind of publlshed patent documnert

Deslgmuon in languasc

of issuing country
(and, if required,
transliteration in
Latin characters)

English

‘Tr'iinSIggiop[‘into";

| (whenneeded) |

' Identification
' lofidqcumm_t*

Letter

code

ciated
numer-
ical
code
“(when
defined)

Germany

- {{Federal
Republic of)
(cont'd)

Patentschrift

Gebrauchsmuster

Patent
specification

Utility model
i

- 3zd publication. Following
an A2 Offenlegungsschrift
or B2 Auslegeschrift

- 4th publication. Following
an A3 Offenlegungsschrift
or B3 Auslegeschrift

Patent published in the sense
of paragrapi: 6(ii)

- st publication. Offen-
fegungsschrift and Aus-
legeschrift not published

- 2nd publication. Modified
reprint normally following a
B! Auslegeschrift or Cl
Patentschrift

- 3rd publication. Normally
following a B2 Auslegeschrift
and an Al Offenlegungs-
schrift or following a B2
Auslegeschrift with a preced-
ing B! Auslegeschrift as well
— 4B publication. Following
a B3 Auslegeschrift or C3
Patentschrift

- Sth publication. Following
a B4 Auslegeschrift or a

C4 Patentschrift

Utility model published in-
the sense of paragraph 6(ii)

Hungary

K 6zzétett szabadalmi
bejelentés
Szabadalmi leirde

, Published patent

;application

Patent
- specification

Patent application published
in the sense of paragraph &i)

Patent published in the sense
of paragraph 6(ii)

India

Patent specification

Patent published in the sense
of paragraph 6(ii)

Ireland

Patent specification

Patent published in the sense
of paragraph 6(ii)

ftaly

Brevetto per invenzione

industriafe

! Patent for indus-

trial invention

Patent published in she sense
of paragraph &(ii)

1800-69
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MANUAL GF PATENT EXAMINING PROCEDURE

Kind of published patent document . Asf:a
oo | Designation in language | L |Letter| Dumer-
- Issuing of issuing country Transiation tnto ' Identification ter| o
. -country (end, if required, |~ English ofdocument . 1°% | code
transliteration in ~ (when needed) (when
Japan A M% K L e Published unexam- | Patent application published | A
. o ined patent applica- | before examination as to
(K8kai tokkyo kch6) tion novelty in the sense of para-
graphs 6(i) and 6(ii).
¥ & o & Published examined | Patent application published
(Tokkyo kého) patent application sfter examination as to nov-
* elty in the sense of para-
graphs 6(i) and 6(ii).
- 1st publication. A Kékai Bil
tokkyc k6ho not published.
“T"" headed the numerical
number of Tokkyo k6hé
published from 1922 to
1926.
- 2nd publication. Normally B2
following an A Kékai
tokkyo kého.
fERRTE B Patent specification | Patent (old law) published
Tokkyo hatsumei in ‘the sense of paragraphs
Sneisaisyo) 6(1) and 6(ii).
\ - 1st publication. Tokkyo Ci1l
| k&h6 not published.
- 2nd publication. Normally Cl2
following 2 B 1 Tokkyo
k6h6.
BHEGHERLE Corrected patent Corrected patent published H
. ification in the sense of paragraphs
(Tokkyo shinpan spect ) °
Seiky kokoku} 6(i) and 6(ii).
g E £ @& Registered design Registered design application | S
(Isyd k6ho) publication published after examination
as to novelty in the gense of
paragraphs 6(i) and 6(ii).
LMREBE R LG Published unex. Utility model application U
(K 6kai jitsuy6 amined utility published before examina-
shinan k6h6) model application tion as to novelty in the sense
of paragraphs 6(i) and 6(ii)
Rev. §, Yuiy 1987 1800-70




® M- % & 8 |Published examined. | Utility mo;d;hppliaxioa =
. . butility model published after examination
(Jiesuy® shinan kihs) spplication s to sovelty in the sense of * |
e peragraphs 6(3) and 6(i)
- 15t publication. U Kokai
jitsuy® shinan k6h6 not
published.
“7” headed the numerical
number of Jitsuy6 shinan
kohs published from 1922
to ll926.
ly following & U Kbkal
Jitsuy6 shinsn koho.
g BREAGE Registered utility wuﬁwm}
. - maodel specification lished in the sense ol
CRorok sty shiss) paragraphs 6() and 6(1)
- fot publication Jitsuyb
shinag k5ho not published
- 2nd publication. Nogmal-
fy following s Y 1 Jitsuyd
shinsn kého.
. 26978 GR TR MR 246 | Corvectad regmgrd Corrected registered utility
utility model specifi- | model published in the sense
(T! mi v mam) cation of paragraphs 6(i) and 6(i).
Lusembourg | Brevet d'invention Patent of invention |Patest published in the A
of parsgraph 6(ii)
Centificat d'eddition & kc«zﬁu te of Certificate of sddition to a A
un brevet d'invention sdditiontoapatent |patent published in the sense
of invention of paragraph 6(ii)
Monsco Brevet d'invention Patent of invention |Patent published in the sense | A
of paragraph 6(ii)
WNetherlands | Terinzagelegging Patent spplication |Patent application published | A
{aid open iy the scnse of pare-
graphs 6(3) and 6(ii)
Openbasrmaking Pubiished patent  |Patent application published | B
epplication lafier examinstion in the sense
‘ of pasagraphs 6(i) and 6(ii)
Cetroos Patent Patent published in the sense | C
of pasagraph 6(is)

Morway Almens tilgiongelige | Patent spplication |Patent application publithed | A
patentsblnader (not aconssible to the  |in the sense of paregraph 6(1)
merked on the docussent) | public
Utlegningsaknift Document laid | Patent application published

open after cxamination & (0
novelty in the sense of pare-
II graph 6(ii)

1800-71
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l”“i"‘: o Transla!wn into
Ooul'ltl'fv . Eng“shﬁ g daad
Norway L |patent | Patent published in the sense| -
(cont’d) — of paragraph 6(ii)
Pakistan Patent published ix the sense
of paragraph 6(ii)
Poland Patent abplication published
in the sense of paragraph 6(i)
Opis patentowy Description of Patent published in the sense
Patentu tymczasowego | patent of paragraph 6(ii)
Romanis Descrierea inventiei Deécn'ption of the |Patent published in the sense
invention of paragraph 6(ii)
Soviet Union | oAl CAHUE Description of the |Patent published in thc sense
ﬁ"’g E-f-%ﬁzr‘}ua invention for a of paragraph 6(ii)
(Opisanie izobreteniya | Patent
k patentu) ‘
ONECARWE Description of the | Inventor's certificate
ﬁa},’g%’g%ggg% invention for an | published in the sense of
BCTBY author’s certificate | paragraph 6(ii)
(Opisanie izobreteniya k
avtorskomu svidetelstvu)
Spain Paterite de invencién Patent of Patent published in the sense
invention of paragraph 6(i)
Patente de introduccién  |Patent of Patent of importation
introduction published in the sense of
. paragraph 6(i)
Certificado de adicion Certificate of Certificate of addition
addition published in the sense of
paragraph 6(i)
Soficitud de Modelo de | Application fora | Utility Model Application
Utilidad utility model published in the sense of
paragraph 6(i)
Modelo de Utilidad Utility Model Utility Model published in
the sense of paragraph 6(i)
Sweden Allmint til'ginglig Patent application |Patent Application published
patentansikan accessible to the  |in the sense of paragraph 6(i)
publie
Utlaggningsskrift Document iaid Patent Application published
open after examination as to
novelty in the sense of para-
graphs 6(i) and 6(ii)
Rev. 5, July 1987 1800-72
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PA
| Designation in language | \ :
of issuing country Translation into. |
(‘ﬂ,: reds ; Eﬂﬂ"ﬁb .
transliteration in - (when.needed)
Latin characters) % defined)
Sweden | Patentekeift -~ .- [ Patent document | Patent published in the sense
(cont’d) N TR RS L of paragraph 6(ii). . .- .. -
Switzerland | Auslegeschrifi/Mémoire |Document laid Patent Application published
Exposé/Esposto ‘fopen after examination as to .. -
Memoriale - novelty in the gense of para-
graphs 6(i) and 6(ii), and
pertgining to the technical
fields for which examination
as to novelty is made,
issued since 1959
Patentechrift/Eaposé Patent Pateat published in the sense
d‘invention/Esposto specification of paragraph 6(ii) and per-
d'invenzione taining to the technical
fields for which no examina-
tion as to novelty is made,
issued since 1959
Patentechrift/Exposé Patent Patent published in the sense
d'invention/Esposto specification of paragraph 6(ii) and per-
d'inventione taining to technical fickds
for which examination as to
novelty is made, issued since
1959
Patentschrift/Exposé Patent Patent published in the sense
d'invention/Esposto &°in- | specification of paragraph 6(i), issued
venzione (Main patent) from 1888 to 1959
(Hauptpatent/Brevet
principal/Brevetto prin-
cipale)
Patentschrift/Exposé Patent Patent of addition published
d'invention/Esposto d'in- |specification in the sense of para-
venzione (Zusatzpatent/ |(Additional graph 6(ii), issued from 1907
Brevet additionnel/Bre- | patent) to 1959
vetto addizionale)
Patentschrift/Exposé Patent Patent of addition published
d'invention/Esposto d'in- | specification in the sense of paragraph
venzione (Zusatzpatent/ |(Additional 6(ii) in secondary series from
Brevet additionnel/Bre- | patent) 1888 10 1907
vetto addizionale)
United Patent Specification Examined Patent Application
Kingdom published in the sense of
paregraph 6(ii). Grant of let-

ters Patent usually occurs
3 months after publication.

1800-73
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Translation into
* English"
whor eded);

United
Kingdom
|(cont'd)

- |Specification

Amended Specificstion of &
Granted Patent published in
the sense of paragraph 6(ii)

United States

Patent <
Design Patent

Reissue Patent

Defensive Publication

Defensive Publication

Defengive Publication

Plant Patent

Patent pubﬁsheﬁ mtbe seme
of paragraph 6(ii)

Patent reissued and
republished in the sense of

paragraph 8(ii)

Patent application published
without examination of
assertion as tc novelty, in
the sense of paragraph 6(i)

Patent document published
in the sense of paragraph §:
Entry of an abstract of the
application in the Official
Gazette .

Patent document published
inthesense of paragraph 6(ii):
Abstract of an application
published in a discrete docu-
ment form distinctively
numbered in 8 numerical
series unigue to Defensive
Publications

Patent published in the sense
of paragraph 6(ii)

Yugoslavia

Patentni spis

Patent
specification

Accepted Patent Application
published in the sense of
paragraph 6(i)

Patent published in the sense
of peragraph 6(ii)

Rev. 5, July 1987
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- ‘Eariler: Surch Other Thaw: Intmaﬁonnl Sarc :
411 Obllgauau to Use Results; Refund of Fee - :

4.11, 10 an interstional-type search carried ou under the conditions set out in
Article 15(5) or to a-seasch other then an inemations] or international-type
search, the International Searching Authority shall, 10 the extent poesible, use
the resulis of the said search in establishing the intemational search repost on the

international applicetion. The Intemational Searching Authority shall refund ..

the search fee, to the extent and under the. conditions provided for in the

agreement under Anicle 16(3)(b) or in a comemanication addressed 10 and

published in the Gazette by the International Bureay, if the international search
repori could wholly or partly, be based on the results of the said search.

37 CFR 1.21 Miscelizneous fees and charges

L

(e} Internationsl-type search reports:

For prepaiing an international type search report of an intemational type
search made at the time of the first action on the merits in & nationsl patent
epplication $28.00.

37 CFR 1.104 Nature of examination; examiner’s action. ®
¢ S0 66

(c) An intemational-type search will be made in ell national applications
filed on and after June 1, 1978.

{dy Any national spplication may also have an international-type search
regont prepared thereon & the time of the national examination on the merits,
upon specific written request therefor and payment of the intemational-rype
search report fee. See §1.21 (e} foramount of fee for preparation of intemational -
type search report.

WOTE: The Patent and Trademark Office does not reguire that & formal
report of an international -type eearch be prepared in order to obtain a search fee
refund in & later filed isemational epplication.

(14113

PCT Rule 41 provides that the applicant may request in a
later filed international application that the report of the resuits
of the intemnational-type search, i.e., 2 search similar to an
international search, but carried out on a NATIONAL applica-
tion (37 CFR 1.104 () and (d)), be used in establishing an
intemational search reporton such international application. An
international-type search is conducted on all U.S. national
applications filed after June 1, 1978. Upon specific request, at
the time of the examination of a U.S. national application and
provided that the payment of 2 $28.00 international-type search
report fee has been made (37 CFR 1.21(e)), an international-
type search report form (PCT/ISA/201) will also be prepared.

1873 Amendment Under PCT Article 19
[R-2]

PCT Article 19
Amendment of the Clalms before the Internationa! Bureau
(1) The applicant shall, sfter having received the imemationsl search
report, be entitled to one spportunity w smend the claims of the intemational
spplication by filing emendments with the Imemational Buresu within the
prescribed time limit. He may, at the same time, file & brief statemnent, as
provided in the Regulations, explsining the amendments and indicating any
impact that such amendments might have on the description and the drawings.
(2) The amendments shall not go beyond the disclosuse inthe intemational

application as filed.

(3) If the national law of any designated State permits amendments 1o go
beyond the said disclozure, failure to comply with paragraph (2) shail have no
congequence in that State,

1800-75

If reference has been made in the request, mthefon'n pmudcdformRule

eapiration of :heapplmblc time limit shiall bé donsidéred to have been received
by thet Bureasi on thie last day of the timie limitif it reaches it before the techmiesl
preparations for mtﬂnwoml pubheanm have bezn wmplmi o

462 [Deleted] . . , , e

46.3 Language of Amendmmts L .

If the u?e.mmonxl awlxcanon has been ﬁlcd in almgmge al.her lhan tbc .
language in which it is published, zny amendment made under Amcle 19 shall
be in the language of publication.

45.4 Staterment o ‘ ,

(e) The ststement referred to in Anticle 19(1) shall be in the language in
which the international spplication is published and shall not exceed 500 words
if in the English language or if translated into that language. The statement shall
be identified as such by a heaeding, preferably by using the words “Statement
under Article 19(1)" or equivalent in the language of the sistement,

(b) The statemnent shall contain no disparaging commems on the intema-
tional search report or the relevance of citations contained in that report. Refer-
ence to citations, relevant to a given claim, contained in the intemational seasch
report may be made only in connection with an emendment of that claim.
46.5 Form of Amendments

(e) The applicant shall be required to submit a replacement sheet for every
sheet of the claims which, on account of an amendment or amendments under
Article 19, differs from the sheet originally filed. The letter accompanying the
replacement sheet ghall draw attention to the differences between the replaced
sheets and the replacement sheets, To the extent that any smendment results in
the cancellation of an entire gheet, thet amendment shall be communicated ina
letter.

(b) and (c) {Deleted]

37 CFR 1.415 The Iaternstional Bureau.

(a) The International Bureau is the World Intellectuel Property Organiza-
tion located ot Geneva, Switzerland. It is the internationel intergovernmental
organization which acts as the coordinating body under the Treaty and the Regu-
1ations (PCT At 2 (xix) and 35 U.S.C. 351(h)).

(b) The major functions of the Intemational Bureau include:

(1) Publishing of internetional spplications and the Intemational
Gazette;

(2) Transmitting copies of international applications to Designated
Offices;

(3) Stering and maintaining record copies; and

(4) Transminting information to suthorities pertinent to the processing of
specific intemational applications.

PCT Administratlve Instructions Section 205
Numbering and Ideatification of Clalms Upon Amendment

(a) Amendments to the claimsunder Anticle 19 or Article 34(2)(b) may be
made either by cancelling one or more entire claims, by adding one ormore new
claims or by amending the 1ext of one or more of the claims as filed, All the
claims appearing on a replacement sheet shall be numbered in arabic numerals,
Wherea claim is cancelled, no renumbering of the other claims shall be required.
In all cases where claims are renumbered, they shall be renumbered consecu-
tively,

(b) The applicant shall, in the letter referred to in the second and thisd
sentences of Rule 46.5(z) or of Rule 66.8(a), indicate the differences between
the claims as filed and the claims as amended. He shall, in panticular, indicate
in the said letter, in connection with each claim appearing in the itemationel
application (it being undersiood that identical indications conceming several
claims may be grouped), whether:

(i) the clairn is unchanged;

(ii) the claim is cancelled;

(ii1) the claim is new;

(iv) the claim replaces onc or more claims as filed;

(v) the claim is the result of the divigion of a claim as filed.
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Mapphcanthasoueoppmumtymammdmecmmy:‘
: -after issuance of the Search -
* Report. The amieadiments to the claims must be filed directly. »
wzth he Imematmnal Bm'emx,, usually thhm 2 months of the -

© of the internations}:

take advantage of the opportunity under Article 19 to “polish”
the claims anticipating provisional protection.

1875 International Bureau Procedures [R-2]

PCT Rule 24

Recelpt of the Record Copy by the International Bureau
24.1 {Deleted]
24.2 Notification of Receipt of the Record Copy

() Subject to the provisions of paragraph (b), the Intemational Bureau
shall promptly notify the applicant, the receiving Office, the Intemnational
Searching Authority, and all designated Offices, of the fact and the date of
receipt of the record copy. The notification shall identify the intemational
spplication by its number, the internationsl filing date, thename of the spplicant,
md&a;emcoﬂhemvmg()fﬁcc.md shall indicate the filing date of any
esrlier application whose priority is claimed. The notification semt o the

T slso contain the list of the designated Offices which have been

notified under this paragraph, end shall, in respect of each designated Office,
indicate any spplicable time limi wnder Amnticle 22(3).

(B) I the record copy ie received afierthe expiration of the time limit fixed
in Rule 22.3, the Inemational Bureau shall prompily notify the applicant, the
receiving Office, and the Intemnational Searching Authority accordingly.

PCT Rule 28
Defects Noted by the International Bureau

28.1 Note on Certain Defects

(a) If, in the opinion of the International Bureau, the intemational appli-
cation containg any of the Jdefects referred to in Anticle 14(1 )}a)(i), (if), or (v),
the Intemnmional Boreau shall bring such defects tothe auention of the receiving
Office.

(6} The receiving Office shall, unless it disagrees with the gaid opinion,
proceed as provided in Article 14(1)(b) and Rule 26.

1877 International Publication [R-2]

PCT Article 21
International Publicatlon

{1y The Intemstiona] Bureau shall publish intemations] applicetions.

(Z)(s) Sulsiect to the exceptions provided for in subparagraph (b) and in
Article 64(3}, the imternational publication of the intemational application shall
be effected promptly after the exgiration of 18 months from the priority date of
that spplication.

(b) The applicent may ask the Intemational Bureau to publish his
international spplication any time before the expiration of the time lisnit seferred
1w in subpasagraph (s). The Intemationsl Bureau shall proceed sccordingly, as
provided in the Regulations.

(3) The intemationsl search report orthe declaration referred toin Article
17(2)(a} shall be published as prescsibed in the Regulations.

(4) The languusge and form of the intemnationat publication and other
dexails are govemed by the Regulations.

(5) There shall be no intemnational publication if the interational applica-
tion is withdrawn or is considered withdrawn before the technicel preparations
for publication have been completed.

6) If the international applicstion containg expressions or drawings

Rev. 5, July 1987

endmy pub ed as partofﬂlepamphletdxrectlyf;
followmg the claxms as filed.. Article 19 offers apphcams the...
opportunity to generally amend the claims before entering the
designated Offices. The national law of some designated Of- -
fices grants provisional protection on the invention from the
date of publication of the claims. Therefore, some applicants -
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public order, or if, in its opinion, the interational apphcnuon containg dupnr
aging statements as defined in the Regulnuons, it may omit such expregsions,
drawings, and ststesments, ﬁomxtspubhwm. indicating the place sndnumber
of words or drawings cmitted, md fumuhmg. upou mqnest, mdmdad copws
of the passages emmed. ; :

PCT Article 29 e
“Effects of the Internationat Publlcallon

(1) As far as the p:mecuon of any rights: of the apphcunt ina deslgnawd ’
Siaté is concerned, the effects, in that State, of the intemational publicaticn of
an interfiatiorial epplication shall, subject to the provisions of paragraphs (2) to
(4), be the same & those which the nationel 1iw of the designated State provides
forthe oompulso:y nsuoml pubhcaum of unexmmed national apphcanom as
guch.

(2)Iflhclmgunge inwhich the mlemuoml pubhcaum has been effected
is different from the language in which publications under the nationsl law are
effected in the designated State, the seid national law may provide thu the
effects provided for in pangmph (1) shall be applicable only from such time as:

(i) a translation into the atter language has been published as provided
by the national law, or

(ii) & translation imo the latier language has been made aveilable to the
public, by laying open for public inspection as provided by the national law, ot

(iii) & translation into the latter language has been transmitted by the
applicanttothe actual or prospective unauthorized user of the invention claimed
in the internations) application, or

(iv) both the acts described in (i) and (jii), or both the acts described in
(ii) and (iii), have taken piace.

(3) The national law of any designated State may provide that, where the
intemational publication has been effected, on the request of the applicant,
before the expiraiion of 18 months from the priority date, the effects provided
for in paragraph (1) shall be applicable only from the expiration of 18 months
from the priority date.

(4) The national law of any designated State may provide that the effects
provided for in paragraph (1) shall be applicable only from the date on which s
copy of the internstional application as published under Arnicle 21 has been
received in the national Office of or acting for such State, The said Office shall
publish the date of receipt in its gazette as soon as possible.

PCT Ruie 48
Internationzl Publication
48.1 Form
(2} The inlemnsational application shall be published in the form of &
pamphlet.

(b) The particulars regarding the form of the pamphlet and the method of
reproduction chall be govemed by the Administrative Instructions.
48. 2 Contents
(a) The pamphlet shall contain:
(i) a standardized front page,

(ii) the descriprion,

(iif) the claims,

(iv) the drawings, if any,

(v) subject to paragraph (g), the intemational search report or the
declaration under Article 17(2)(z); the publication of the international search
report in the pamphlet shall, however, not be required to include the part of the
intemational search report which contains only matter referred to in Rule 43
already appearing on the front page of the pamphlet.

(vi) any sisternent filed under Anicle 19(1), unless the Inemational
Bureau finds that the statement does not comply with the provisions of Rule

464,
(vii ) any request for rectification referved 1o in the third sentence of

Rule 91.1(f).
(b) Subject to paragraph (c), the front page shall include:
(i) data taken from the request sheet and such other data as are prescribed
by the Administrative Instructions,
(ii) a figure or figures where the intemnational application contains draw-
ings, unless Rule §.2(b) applies.
(iii) the abatract; if the abstractis both in English and in another language,
the English 121 shall appear first.
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contain enhenhefulltcxtoithe claims both as filed and a5 smended or the ol
text of the claims es filed end specify the amendments. Any statement refesred
toin Anicle19(1) shall be included as well, nnless the Intemnational Buresa finds
that the statemnent does not comply with the provisions of Rule 46.4. The date
of receipt of the amended claims by the International Bureau shall be indicsted.

- (@) If, st the time of completion of the technical preparations for intema-
tional publication, the internstional search report is not yet available (for
example, because of publication on the request of the applicant as provided in
Articles 21(2)(b) and 64(3)(c X(i}), the pamphlet shall contain,in place of the
international seasch report, an indication to the effect that the repont was mot
evailable and that either the pamphlet (then also including the intemarional
search report) will be republished or the intemational search report (whea it
becomes available) will be separately published.

(b) K, at the time of the completion of the technicsl preparations for
intemational publication, the time limit for amending the claims under Aricle
19 has not expired, the pamphlet shall refer 10 that fact and indicase that, should
the claims be ameanded under Asticle 19, then, promptly after such amendments,
either the pamphlet (conteining the clsims a3 amended) will be republished or
8 statement reflecting all the amendmentz will be published. In the latier case,
st least the froot pege end the claims shall be republished and, if & statemens
under Asticle 19(1) has been filed, that sttement shall be published s well,
mleu!helmmomlﬂumfmdﬂhnmummdoumcmply with the
provisions of Rule 46.4.

(i) The Adminiswative Instructions shall determine the cases in which the
various alternative referred 1o in paragraphs (g) and (b) shall apply. Such
determination shall depend on the volume and complexity of the amendmems
and/or the volume of the intemational applications and the cost factors.

48.3 Languages

(a)® If the international application is filed in English, French, German,
Japanese, Russianor Spanish, that application shall be published in the language
in which it was filed.

(5} ¥ the intemational application is filed in a lanpuage other than
English, French, German, Japanese, Russian or Spanish, that application shall
be published in Englich translation. The translation shall be prepared under the
responsibility of the Intemational Searching Authority, which shall be obliged
tohave it ready in time to pennit intemational publication by the prescribed daze,
or, where Asticle 64(3)(b) applies, to permit the communication under Article
20 by the end of the 15th month sfter the priority date. Notwithstanding Rale
16.1(2}, the International Searching Authority may charge a fee for the transla-
tion to the applicant, The International Searching Authority shall give the
epplicamt an opporiunity to comment on the draft translation. The Intemational
Searching Authority shall fix a time limit ressonsble under the ciscumsiances of
the case for such comments. If there is no time 1o take the comments of the
applicant into account before the translation is communicated or if there is o
difference of opinion between the applicant and the said Authority as to the
cotrect tranglation, the applicant may send & copy of his comments, or what
remaing of them, to the Intemational Bureau and each designated Office 1o
which the tranglstion was communicated, The Intemational Bureau shall
publish the eseence of the comments together with the translation of the
Intemnational Searching Authority or subsequently to the publication of such
transiation.

* The words printed in italics will become applicable at the same time that
the PCT will enter into force inrespect of the country which,among the Spanish-
speaking counsries is the first (o ratify or accede 10 the PCT.

{c) If the international application is published in a language other than
English, the intemnational search report to the extent that it is published under
Rule 48.2{z)(v), or the: declaration referred to in Anticle 17(2)(a), the title of the
invention, the abstraci and any text matter pertaining Lo the figure or figures
sccompanying the abstract shall be published both in that language and in
English. The translations shell be preparcd under the responsibility of the
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(=) Where the ﬁpphcxm asks for pubhcaum under

in Arnicle 17(2)(a), is not yet available for pubhcauon !ogethcr wuh,the
xmemmoml appheauon the Intemational Burean shall oollea a specml

tions.

the Imcmauonal Bureau pmmptly aftertheapplmmhas askedforitand, where ..
a special fee is due under paragraph (a),: nfter_reeexpt of such,fee s
48.5 Notification of Nauonal Publication. .. - ; L -

Wherethe pubhauon of the mtcmauoml apphwmn by the Intemauoml 5
Bureau is govemned by Aricle 64(3)(cXis), the national Office concemed shall; . .
prompily afier effecting the national publication referred to in the said provi-
sion, notify the International Bureau of the fact of such national publicazion.
48.6 Announcing of Certain Facts

(a) If any notification under Rule 29 l(a)(u) mches the Imemauonal
Bureau at » time later than that et which it was able to prevent the intemational
publication of the intemational application, the Intemnational Bureau shall
promptly publish a notice in the Gazette reproducing the essence of such noti-
fication. ) '

(b) [Deleted]

(c) If the international application or the designation of any designated
State is withdrawn under Rule 32.1, or if the priority claim is withdrawn under
Rule 32%8,1 after the technical preparations for international publication have

been completed, this fact shall be published in the Gazeue.

PCT Rule 86
The Gazette, )

86.1 Contents

The Gazetie referred to in Article 55(4) shall contain:

(i) for each published intemational application, data specified by the
Administrative Instructions taken from the front page of the pamphiei published
under Rule 48, the drawing (if any’) appearing on the ssid front pege, and the
abstrect, :

(i) the schedule of ell fees payable to the receiving Offices, the Intema-
tional Bureau, and the Intemational Searching and Preliminary Examining
Authorities,

(iti) nctices the publication of which is required under the Treaty or these
Regulations,

(iv) information, if and to the extent furnished to the Intemational Bureau
by the designated or elected Offices, on the question whether the requirements
provided for in Articles 22 or 39 have been complied with in respect of the
intemnational applications designating or eleciing the Office concemed,

(v) any other useful information prescribed by the Administrative In-
structions, provided access 1o such information is not prohibited under the
Treaty or these Regulations.

86.2 Languages

(2) The Gazeue shall be published in an English-langusge edition and 8
French-lenguage edition. It shall also be published in editions in any other
language, provided the cost of publication is assured through sales or subven-
tions.

(b) The Assembly may order the publication of the Gazette in languages
other than those referred to in pasagraph (a) .

86.3 Frequency

(a) Subject 1o paragraph (b), the Gazetie shall be published once & week,

(b} For a transitional period after the entry into force of the Treaty termi-
nating upon a date fixed by the Assembly, the Gazetie may be published at such
times as the Director General considers appropriate having regard tothe number
of intemational applications and the amount of other material required to be
published.

86.4 Sale

() Subject to paragraph (b), the subscription and other sale prices of the
Gazeite shall ke fixed in the Administrative Instructions,

(b) For a transitional period after the entry into force of the Treaty tenmi-
nating upon a date fixed by the Assembly, the Gazetie may be distributed on such
terms as the Director General considers eppropriate having regard tothe number
of intemational applications and the amount of other material published therein,
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86.5 Title
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' PCT Admlnlstnuu Ilstrnctlons Sectlon 404
Intermaticnal Pablication Number

“The Intetnaticnal Burcsu shall sssign to each published intemational
application an intemations] puldicetion number which shalf be different from
the imemetions] spplication member. The intemational publication pumber
ehall beused on the pemnphlet and in the Gazette entry. It shall coasist of the two-
kemer code “WO™ followed by & two-digit designation of the last vwo numbers
uf&yusdpuﬂwswn.ulmz.m:nnﬂnmbereommmgofﬁvedxgm
{e-g., “WOTE/1 2345%).

38 U.S.C. 374 Pubilcation of internationzi application: Effect.
The publication under the treaty of an intemational epplicetion shall
coedfer no rights end shall have no effect under this title other than that of &
printed publication.
37CFR1.312 Notification of national publication of a patent based
ea en interaational application.
The Office will notify the Inzernational Bureau when & paters is issued on
@ spplication filed under 35 US.C. 371, and there has been no previous
iemstional publication.

The publication of international applications currently
occursevery other Thursday. Under Article 20 the International
Bureau sends copies of published applications to each of the
designated Offices on the day of publication. As a PCT member
country, the U.S. Patent and Trademark Office also receives
copies of all published Intemational applications for inclusion
in the examiner search files. Also a complete set of published
International applications in numeric order by publication
number is available on microfilm in the Scientific Library.

1880 Withdrawal of International Application
or Designations [R-2]

PCT Ruie 32
Withdrawal of the Internations! Appllcation or of Designations
321 Wishdrawals

() The applicent may withdraw the international application prior to the
expiration of 20 months from the priority date except as to any designated State
i which nsiionsl processing or examinstion has elready staried. He may
w?ﬂhdmw the designation of eny desigmwd State prior to the date on which

or examinsion may et in that State,

(b) Withdrawal of the designation of all designated States shall be trested
25 withdrawsl of the intemationsl spplicstion.

(¢} Withdrawal shall be effected by a signed notice from the applicant to
the Imemations] Buresu or 1o the receiving Office. In the cage of Rule 4.8(b),
the notice shall require the signature of el the epplicants.

(6) [Deleted]

(e} There ehall be no intemational publication of the international appli-
cation or of the designation, as the case may be, if the notice effecting
withdrawal reaches the Internstional Buseau before the technical preparations
for gublicstion have been completed.

1885 Receipt of the International Application
by the Designated Offices [R-2)

PCT Acticle 20
Communication to Designated Offices
(1)(a) The intemational spplication, together with the international search
repont (including eny indication referred to in Anicle 17(2)(b)) or the deciara-
ticn referved to in Articlel 7(2)(a), shall be communicated to each designated

Rev. §, July 1967

The tille of the Gazette shall be “Gezette of Imemanmnlm.xApohca- )
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requiremient in its entnety or in part.”

{b) The commiunication shn]l mchxde the uamlmon (u prucﬁbed) of 3

lhemdmpo»nerd@sl-mm
(2) If the clatmr have’ been lmmded by ‘viftne' ofAmc!el9(l),

communication shell »ther contain the full text of the cleims bioth as filed mnd

as amended or shall cmmtheflﬂlmtoftheclmnsuﬁledmdxpecxfythe
ameéndments, end shall include the statemenit, if any, referred 16 in Axticle 19(1).
G)Mﬂnmqmstof!hedeugmwdwceonheapphcmgmelmema
tional Sea:d:mg Authority ‘shall send 1o the said Office o¢ the spplicant,
respectively, capies of the docurmetits cmzd mthe unemmanal search Teport, ag
pmmdedmthekeguhnom ‘ ;

PCT Ruie 47
Communication to Designated Offices
47.1 Procedure

(2) The communication provided for in Amcle 20 shall be effected by the
intemational Burean.

(b) Such communication shall be effected promptly after the international
publication of the international application and, in any event, by the end of the
19th month afterthe priority date. Any amendment received by the Internationsl
Bureau within the time limit under Rule 46.1 which was not included in the
communication prompdy to the designated Offices by the Internatioz.al Bureaw,
and the later shall notify the applicant accordingly.

(c) The Intemational Bureau shall send & notice to the applicant indicating
the designated Offices to which the communication has been effected end the
date of such communication. Such notice ehall be sent on the same day as the
communication. Each designated Office shall be informed separately from the
communication, sbout the sending end the date of mailing of the notice. The
notice shall beaccepted by all designsted Offices asconclusive evidence that the
communication has duly tsken place on the date specified in the notice.

(d) Each designated Office shall, when it 1o requires, receive the intema-
tional search reports and the declsrations referred to in Arnticle 17(2)(s) elso in
the translazion referred 1o in Rule 45.1.

(e) Where any designated Offfce has waived the requirenent provided
under Article 20, the copies of the documents which otherwise would have been
sent to that Office shall, at the request of thet Office or the spplicant, be eent to
the applicant st the time of the notice referred to in paragraph (c).

47.2 Copies

(a) The copies required for communication shall be prepased by the
Intesnational Boreau.

(b) They shall be in sheets of A4 size.

(c} Except to the extent that any designated Office notifies the Intema-
tional Buresu otherwise, copies of the pamphlet under Rule 48 may be used for
the parposes of the communication of the interneational applicationunder Anticle
20.

41.3 Languages

The isternational application communicated under Anticle 20 shall be in
the language in which it is published provided that if thet langusge is different
from the Ianguage in which it was filed it shall, on the request of the designated
Office, be communicated in either or both of these languages.

37 CFR 1.414 The Unlted States >Patent and Trademark Office
as &< Deslgnated Office >or Elected Office<.

(2) The United States Patent and Trademarl: Office will act as s Designated
Office >or Elected Office< for imemational applications in which the Unised
States of America hes been designated >or elected< ag a State in which patent
protection is desired.

(b) The >United States< Patent and Trademark Office, when acting as 8
Designated Office >or Elected Office< during intemations] processing will be
identified by the full title “United States Designated Office” or by the sbbrevis-
tion “DOfUS” »or "y the full title “United States Elected Office” or by the
abbreviation “EO/US"<.

(c) The major functions of the United States Designated Office »or
Elected Office< in respect to international applications in which the United
States of America has been designated >or electede, include:

(1) Receiving various notifications throughout the intemational
stage; >and<

(2) Accepting for * nationsl >stage< * examination intemational
applications which satisfy the requirements of 35 U.S.C, 371 ».%®
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35USC. 371(a)) The copy xs‘-prepa:ed by the Imematnonal

%cla'auon by the International. Seambmg' Au:bomy o the
effect that no international search report will be established
(PCT Article 20(1)(a) and (2) and PCT Rules47.1(a) and 47.2).
The International Bureau also sends a notice to the gpplicant
(form PCT/IB/308) informing him or her of those Offices to
which it has sent the copusandthedate onwhich they werc seat
(PCT Rule 47.1(c)).

The Intemational Bureau effects the said commumication
oi the international application to the designated Offices
promptly after publication.

The applicant may, if he or she so desxres fransnit, or ask
the International Bureau to transmit, at any time, a copy of the
international application to any designated Office. Further de-
tails may be found in PCT Asticle 13 and PCT Rule 31. Itis to
be noted that any ransmitial of this kind does not in the absence
of an express request from the applicant, entitle the designated
Office to start processing the international application in that
Office. At the express request of the applicant, however, any
designated Office may start processing or examining the inter-
national application earlier (PCT Article 23(2)).

1887 Entry into the National (or Regional)
Phase Before the Designated Offices [R-2]

PCT Avticie 22
Copy, Translation, and Fee, to Designated Offices

(1) The applicant hall fumish & copy of the intematicnal application
(unless the communication provided for in Anicle 20 has already taken place)
and a translation thereof (agprescribed), and pay the national fee Gf any), to each
designated Office not 1ater than st the expiration of 20 months from the priority
date. Where the nations] law of the designated Stete requires the indication of
the name of and other prescribed daia concemning the inventor bant allows that
thezse indications be fumished 2t 2 time later than that of the filing of 2 national
application, the applicant ehall, unless they were contained in the request,
furnish the said indications to the nationa Office of or acting for that State not
later then at the expirstion of 20 months from the priority date.

(2 Where the Inernstions] Searching Authority makes & declaration,
under Article 17(2)(s), that no intemational search report will be estgblished, the
timelimit for performing the scis referred to in paragraph (1) of thds Article shall
be the seme as that provided for in peragraph (i).

(3} Any nationsl lawmay, for performing the acis referred to in paragraphs
(13 or (2), fix time limits which expire later than the time limit provided for in

those pecagraphs.

PCT Article 23 w
Delaying of National Procedure
(ty No designated Office shall process or examine the intemational
application prior to the expiration of the applicable time limit under Anicle 22,
() Kowwithstending the provisions of peragraph (1), aay designated
Office may, on the express request of the applicant, process or examine the
imernational application & eny time.

PCT Artlcle 24
Posgible Loss of Effect in Deslgmted States
{1} Subject, in case (ii) below, to the pmvnswm of Article 25, the effect of
the international application pfovxded for in Asticle 11(3) shall cease in any
designated State with the same conseqiences a3 the withdrawal of eny national

epplication in that State:
(i} if the applicant withdraws his intemnational application or the desig-

1800-79

; 'emsldemd ‘wirtideawn by vintue of Anicle 143)YB)
~wnhm the appueuble tirne limie. '

1887

muon of that State;
ity if thie mmmuoml £’
Amcle: 12(3). 14{1)(b). 14(3)(3). oﬂ4(4), orifthe’ s:‘hilgnmcn of that Sme is

fukeauidez'ed mthdmwnbyvmueof ‘

('m):flhenpphwntfaﬂs topmfotmthelcu mfened
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Office may maintain the effect provided for in Article 11(3) even: whete such

‘effcc! is not feqmred lobe mlmhmed by virwe uf Amcle 25(2)

PCT Artlcle 26 ERTESE R S ‘
Oppeortanity to Correct Refore: Deslgnated Oﬁ'h:es
- No designated Office shall reject an imemational lpphuuon on the
grounds of non-compliance with the requirements of this Tresty and the
Regulations without first giving the spplicant the opporinnity to cosrect the said
application tothe extent and according to the procedure provided by the national
law for the same or comparable situstions in respect of national applications.

PCT Article 27 ¢
National Requirements

(1) No national law shall require compliance with requirements relating
to the form or contents of the intemetional epplicstion different from or
additional 1o those which are provided for in this Treaty and the Regulations.

(2) The provisions of paragraph (1) neither affect the application of the
provisions of Article 7(2)nor preclude any national law from requiring, oncethe
processing of the intemational applicetion hes sterted in the designated Office,
the furnishing:

(i) when the applicant is a legel entity, of the name of an officer entitled
to represent such legal entity,

(i) of documents not part of the hiternational npphuuon but which
constisvie proof of allegations or sietements made in that application, including
the confirmation of the international epplication by the signature of the applicant
when that epplication, es filed, was signed by his representative or agent.

(3) Where the applicant, for the purposes of any designeted State, is not
qualified according tothe national law of that State to file a national application
because he is not the inventor, the intemational application may be rejecied by
the designated Office.

(4) Where the national law provides, in regpect of the form or contents of
nationel applications, for requirements which, from the viewpoint of applicants,
are more favorable than the requirements provided for by this Treaty and the
Regulations in respect of intemational spplications, the national Office, the
courts and any other competent organs of or acting for the degignated Statemay
apply the former requirements, instead of the latter requirements, to imema-
tional applications, except where the applicant insiste that the requirements
provided for by this Treaty and the Regulations be applied to his international
application.

(5) Nothing in this Treaty and the Regulations ig intended 1o be construed
as prescribing anything that would limit the freedom of each Contracting State
to prescribe such substantive conditions of patentability as it desires, In
particular, any provision in this Treaty snd the Regulations conceming the
definition of prior ant is exclusively for the purposes of the intemational
procedure and, consequently, any Contracting State is free to apply, when
determining the petentability of an invention claimed in an intemational
application, the critesia of its national law in respect of prior ant and other
conditions of patentability not constituting requirements as to the form and
contents of pplications.

(6) The national law msy require that the spplicamt furnich evidence in
respect of any substantive condition of patentability preseribed by euch law,

(7) Any receiving Office or, once the processing of the intemational
application has started in the designated Office, that Office may apply the
national law as far as it relates 1o any requirement thet the applicant be
represented by an sgent having the right to represent spplicents before the said
Office and/or that the applicant have an eddress in the designated State for the
puspose of receiving ndtifications.

(8) Nothing in this Treaty and the Regulations is intended to be construed
ag limiting the freedom of any Contracting State to apply measures deemed
necessary for the preservation of its nationsl security or to limit, for the
protection of the genera! economic interesis of that Siate, the right of its own
residents or nationals to file international spplications.
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PCT Article 28 e Rl e s
Anendment:‘ the Claltms, the Description, nd 4
‘before Dzslignated Offices -0 1.

(l)Theappmeegwmtheoppmmuywmdlhechms.lhe
description, and the drawings, before sach.designated Office within the pre-
scribed time limit. No designsted Office shall grani e pateat, or refase the grant
‘of a patesit, before mchnmclmhuexpued necptmlhlheexpmu consent
of the spplicant, - 4

&)meuuwdmenn mnnmgobeymdlheduclomumlhcmemmmal
application as filed unless the national law of the designsted State permits them
to go beyond the said disclogure. - - -

G)Themaxdw:hnnbemacoordme with the naticual law of the
demgnawd Sme in all respects not provided for in this Treaty and the Regula-
tions. ‘

(4) Where the designated Office requires a tranalation of the international
epplicaticn, the amendments shall be in the langusge of the tranclation.

PCT Rule 49
Copy, Transiation and Fee under Article 22
49.1 Notifieasion
{2) Any Contracting State requiring the fumnishing of a trenslation or the
paymentof anational fee, or both, under Article 22, shall notify the Intemationasl
Buresu of:
(i) the languages from which end the langusge into which it requires

(i) the amour of the national fee.

(%) Any Contracting State notrequiring the fumishing, under Anicle 22,
by the spplicant of s copy of the imemational spplication (even though the
communicstion of the copy of the international spplication by the International
Buresu vader Rule 47 bus not taken plece by the expirstion of the time limit
spplicable under Article 22) shall notify the International Bureau accordingly.

(&™) Any Contracting State which, pursuent to Article 24(2}, maintaing,
if it is a designated State, the effect provided for in Article 11(3) even though a
copy of the international applicetion is not fumished by the cpplicant by the
expiration of the time limit applicable under Anicle 22 shall notify the
Intemnationsl Buresu sccordingly.

(1))} notificstion received by the Intemationsl Bureau under para-
graphs (), (27%) or (8™ shall be prompily published by the International Bureau

in the Gazette.

(¢} ¥ the sequirements under paragraph (8) change later, such changes
shall be notified by the Contracting State to the International Buresu and that
Buresu shall promptly publish the notification in the Gazente. If the change
mesns that trenslation is required into g language which, beforethe change, was
not required, such change shall be effective only with respect to international
applications filed lster than two months afier the publication of the notification
in the Gazette, Otherwise, the effective date of any change shall be determined
by the Contracting State.

49.2 Languages

The lzanguage into which translstion may be required must be an officiai
lsngusge of the designsted Office. If there are several of such languages, no
transiation may be required if the intemstional application is in one of them. If
there are seversl official languages and s translation must be fumished, the
applicant mey choose any of those languages. Notwithstanding the foregoing
provigions of this pecagraph, if there ate several official languages but the
nations] Iaw prescribes the use of one such language for foreigners , s translation
into that language msy be required,

49.3 Statements Under Article 19; Indications Under Rule 13 .4

Forthe of Anicle 22 and the pregent Rule, any staiement made
under Article 19(1) end any indication fumished under Rule 13*.4 ghall, subject
1o Rule 49.5(c) and (h), be considered pert of the intemational applicstion.
49.4 Uss of National Form

o spplicars shall be required 1ouse snational form when performing the
acts referred to in Asticle 22,

49.5 Contents of and Physical Requiremaents for the Translation
(u) For the purposes of Anicle 22, the translation of the international
shall comtain the description, the claims, any text maiter of the
drawings and the abstrsct If required by the designated Office, the transiation
shall also, subject to peragraphs (b) and (c),
(i) contain the request,
(ii) if the claims have been amended under Article 19,contain both the
slaims as filed and the claims a5 amended, and

Rev. 5M}nmmpanied by 8 copy of the drawings.
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any information that umtmmcmqumuﬁied.mmeﬁhemquenfomm
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. - (c) Where the applicant did not fumish

under Anicle 19(1),the des gitec Off'wema g : ‘

. (d) If any drawing contains text matter, the translation 6f that text matier
shaﬂbefumuhcdexmermtheformofacopyoﬁhcmmnldmwmg with the
mhnmpamdmlheongmxltextmmrormthefmn of adnwmgexecuud
amew.

(e) Any deugmwd Office n:qumng under pmgnph (u) the fumxshmg of
a copy of the drawings shall, where the applicant failed to fumish such copy
within the time limit applicable under Anicle 22,

@) invitethe apphmm to furnish such copy within a time limit which shall
be reasonable under the circumstances and shall be fixed in the invitation, or

(ii) disregerd the said drawing if such invitation, on February 3, 1984isnot
compatible with the national lzw applied by that Office and as long as it
continues to be not compatible with that law.

(f) The expregsion “Fig.” does not require translation into any language.

(g) Where any copy of the drawings of any drawing executed anew which
hes been furnished under paragraph (d) or () does not comply with the physical
requirements referred to in Rule 11, the designated Office may invite the
spplicant to comrect any defect within & time limit which shall be ressonable
under the circumstances and shall be fized in the invitation.

(h) Where the applicant did not fumish e trentlation of any indication
furniched nndee Rule 13 “.4, the designated Office shall invits the applicent to
fumish such trenslation, if it deems it to be necessary, within a time limit which
shall be reasoneble under the circumstances and shell be fixed in the invitation.

(i) Information on any requirement and practice of designated Offices
under the second sentence of paragraph (2) shall be published by the Interna-
tional Burezu in the Gazette.

(i) No designated Office shell require that the translation of the intema-
tiona) application comply with physical requirements other than those pre-
scribed for the intemnational epplication as filed.

PCT Rule 50
Feculty Under Articie 22(3)
50.1 Exercise of Faculty

(&) Any Contracting Siate allowing s timne limit expiring luterthan the time
limits provided for in Arnticle 22(1) or (2) shall notify the Intemational Bureau
of the time limits go fixed.

(b) Any notificstion received by the Intemational Buresu under paragraph
(a) shell be promptly published by the Internstional Bureau in the Gazettz.

(c) Naifications concemning the shortening of the previously fixed time
limit shall be effective in relation to intemnational applications filed afier the
expiration of threemonths computed from the date on which thenotification was
published by the Intemational Buresu.

(d) Notifications conceming the lengthening of the previously fixed time
limit shall become effective upon publication by the Intemational Bureau in the
Gazeue in respect of intemational applications pending st the time or filed after
the date of such publication, or, if the Contracting State effecting the notification
fines some later date, as from the latter date,

PCT Rule 52
Amendment of the Clalms, the Description, and the Drawings,
before Designated Gffices
52.1 Time Limit
(s) In any designated State in which processing or examinstion starts
without special request, the applicant shall if he so wishes, exercise the right
under Article 28 within one month from the fulfillment of the requirements
under Article 22, provided that, if the communication under Rule 47.1 has not
been effected by the expiration of the time limit appliceble under Article 22, he
shall exescise the seid right not later than four months after such expiration date.
In cither case, the spplicant may exescise the said right at apy other time if so
permitied by the national law of the gaid State.
() In any designated State in which the national law provides that
examination starts only on special request, the time limit within or the time at
which the applicant may exercise the right under Anticle 28 shall be the same as
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examinstion, on special request, of nationel -spplications, prowided st such
time limis shall not expire prior to, orsuchumeshlllnamwon,ﬂw

?\exp:mmome:memm: apphcabkmdel‘paﬂaﬂph (a)

“‘In order that hxs appllcatlon may be proeeswd by the
Office (national or regionzal) which grants (or refuses the grant
of yanational (or regional) patent, the applicant must, subject to
the exceptions stated in this paragxaph do the following things:

(i) The applicant must pay the national fee to each desig-
nated Office notlater than at the expiration of 20 monzhs from
the priority date (PCT) Article 22(1)), unless more fime is
allowed by the designated Office.

(ii) Depending on the language of the international apphca—
tion, the applicant may have to furnish a transiation of the
international application to the designated Office. The prepara-
tion of the translation is the applicant's responsibility. The
translation must reach the designated Office notlater thanat the
expiration of 20 months from the priorsity date (PCT Article
22(1) and 35 U.S.C. 371 (cX2)). Where the applicant has
amended the claims by filing amendments with the Inierna-
tional Bureau, he will have to furnish the translation also of the
original claims, and if he has filed a statement explaining the
amendments, a transiation of that statemient into the same
language as that into which the international application is
translated must be attached to the translation of the intzrnational
application (PCT Article 28(4) and PCT Rules 49.1{z)(i) and
49.2).

(iii) Where the Intemnational Burcau has not yet communi-
cated a copy of the international application to the designated
Office, the applicant must furnish a copy of the intemational
application (that is, a copy in its original language) 1o the
designated Office not later than at the expiration of 20 months
from the priority date. The applicant will receive form PCT/IB/
308 from the International Bureau indicating the date of mailing
of the communications as well as the designated Offices to
which the communication of copies was effected (PCT Rule
47.1(c)).

(iv) In respect of certain designated Offices, the applicant
must furnish, if it is not already contained in the “Request” part
of the international application, the name and certain other data
concering the inventor (PCT Articles 4 (1)(v) and 4{4)).

A summary of requirements for each of the designated
Offices is contained in Vol. I of the PCT Applicant’s Guide,
published by the International Bureau and available 1o U.S.
applicants from Pergamon International Information Corpora-
tion, 1340 Old Chain Bridge Road, McLean, Virginia 22101,
Teleprinter address: 90-1811, Telephone (703) 442-0500.

AMENDMENT OF THE INTERNATIONAL
APPLICATION IN THE “NATIONAL PHASE"

The applicant is permitted to amend the claims, the descrip-
tion and the drawings before the designated Offices. Any such
amendments must be submitted within the given time limit,
generally within one month of the payment of the national fees
and the furnishing of a translation, if necessary (PCT A.rticle 28
and PCT Rule 52), The amendments must not go beyond the
disclosure in the international application as filed except where
the faw of the designated State permits them (0 go beyond the
said disclosure. The amendments must be in accordance with
the law of the designated State in all respects not providad for in
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1889 Representatlon Before the Desngnated
Offlce

Any dwxgnated Ofﬁce may. ‘once the processmg of the
international application has started in that Office, apply the
national (regional) law as far as it relates to any requirement that

the applicant be represented by an agent having the right to

represent applicants before the said Office and/or that the
applicant have an address in the designated State for the purpose
of receiving notifications (PCT Article 27(7)).

1890 Requirements To Enter National Stage in
United States of America [R-2]

38 U.8.C. 371 Natlonal stage: Commencement

(8) Receipt from the International Bureau of copies of intemational
applications with any amendments to the cleims, “international search reports,
>and international preliminary examination repons including any ennexes
thereto< may be required in the case of * intemnational spplications designating
>or electing<the United States.

(b) Subject to subsection (f) of this section, the national stage shall
commence with the expiration of the applicable time limit under article 22 (1)
or (2) >, or under article 39(1)(a)< of the treaty.

(c) The applicant shall file in the Patent and Trademark Office —-

(1) the national fee prescribed under section 376(a }(4) of this pan;

(2) a copy of the intemnational application , unless not yzquired under
subsection (a) of this section or already communicated by the Intemational
Bureau, and & translation into the English language of the inte:. stional applica-
tion, if it was filed in another language;

(3) amendments, if any, tothe claims in the intemational application, made
underarticle 19 of the treaty, unless such amendments have been communicated
to the Patent ar.d Trademark Office by the Intemationsl Bureau, and & transls-
tion into the English language if such amendments were made in another
language;

(4) an oath or declaration of the inventor (or ther person authorized under
chapter 11 of this title) complying with the requirements of section 115 of this
title and with regulstions prescribed for caths or declarations of applicants*>;<

(5) a trenslation into the English language of any annexes to the intema-
tional preliminary examination repon, if such annexes were made in another
language.<

(d) The reguirement with respect to the national fee referred to in
subsection (¢)(1), the translation referred 1o in subseciion (c)(2), and the oath or
declaration referred to in subsection (c)(4) of this section shall be complied with
by the date of the commencement of the national stage or by such later time as
may be fixed by the Commissioner. The copy of the intemational application
referred to in subsection (c)(2) shall be submitied by the date of the commence-
ment of the national stage. Feilure to comply with these requirements shall be
regarded as abandonment of the application by the parties thereof, unless it ve
shown 1o the satisfaction of the Commissioner that such failure to comply was
unavoidable. The payment of a surcharge may be required as a condition of
accepting the national fee referred to in subsection (cX1) or the oath or
declaration referved to in subsection (c)(4) of this section if these requirements
are not met by the date of the commniencement of the netional stage, The
requirements of subsection (c)(3) of this section shall be complied with by the
date of the commencement of the national stage and failure to do so shall be
regarded es a cancelistion of the amendments to the claims in the intemnational
application made under asticle 19 of the treaty, >The requirement of subgection
(c)(5) shall be complied with at such time as may be fixed by the Commissioner
and failure to do so shall be regarded as cancellation of the amendmentis made
under article 34(2)(b) of the treaty.<

(e) After an international application has entered the national stage, no
patent may be granted or refused thereon before the expiration of the applicable
time limft under article 28 >or article 41< of the treaty, except with the express
consent of the applicant. The applicant may present amendments to the speci-
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lt) Axm:: expius request of the applicant, the national stage, pmce:s-v
ing may be commenced at any time at which the application is'in order fof stich
purpose and the applicable reqmremenu of subsecuoa (c) of this vsecuon have
been complied with.” " j

35 U.S.C. 372 Natlonzl stage: Requlrements and procedure.

(a) All guestions of substance and; within the scope of the requirements of
l.betmymdkegulaums,pmceduremanmtemauonalapphcmondeslgmung
the United States shall be determined as in the case of nauonal apphcauons
regularly filed in the Patent and Tradémark Office. ™

" (b) In case of intemational apphcauom dcsngnumg bmnot originating in,
the United States - -

(1)the Cormnummay cause to be reexamined questions mhtmg to
form end contents of the spplicstion in accordance with the requirements of the
treaty and the Regulations;

{2) the Commissioner may canse the question of umity of invention to be
reexamined under section 121 of this title, within the scope of the requirements
of the treaty and the Regulations.

(3) the Commissioner may require a verification of the translation of the
interational application or any other document pertaining to the application if
the applicstion or other docomerd was filed in & langusge other than English.

37 CFR 1.491 Eniry into the nationsal stuge,

An international sprlication enters the national stage when the applicant
has filed the documents and fees requxredby35 U.8.C.371(c) within the periods
set in §1.494 or §1.495.

37 CFE 1.492 Xatlonal stage fees.

Thefollowing fees and charges for international applications entering the
national stege under 35 11.5.C. 371 are established by the Commissioner under
35U8.C.376:

(s} The basic naticna! fee:

(1) Where en intemational preliminary examinetion fee
as get forth in §1.482 has been paid on the intemational application to the
United States Patent end Trademark Office:

By & small entity (§1.9(0) ......occannevenne. $150.00
By other than a small entity ......cevirennse $300.00

(2y Where no intemationa} preliminary examinstion fee
a8 get forth in §1.482 has been paid to the United Stales Patent and Trade-
mark Office, but an international search fee ag setforth in §1.445(a)(2) has been
peid on the intesnational application to the United States Patent and Trademark
Office &s en Internations! Searching Authority:

By & small entity (§1.9(5)) .ccrvecrrvrerancee. $170.00
By other than 2 small entity .......cccrrrrevn. $340.00

(3y Where no intemational preliminary examination fee as set forth
in §1.482 has been paid and no intemaiional search fee as sget forh in
§1.445(s)(2} has been peaid on the intemational epplication to the United States
Patent and Trademark Office:

By & small entity (G1.9U3) covvrvvriersovreonn
By other then & small entity

(4) Where the imtemstiona! preliminary examinstion fee as set forth in
$1.462 has been paid o the United States Patent snd Trademark Office and the
internationsl preliminary exeminetion report states thet the criterig of novelty,
inventive step (non-obvicusness), and industrial applicability, as defined in
PCT Anicle 33(1) to (8) have been satisfied for all the claims presented in the
spplication entering the national stage (see §1.496(b)):

By & small entity (§1.9(1)) .....
By other than a small entity

(b) In addition to the basic nationel fee, for filing or later presentation of
each independent claim in excess of 3:

Hev. 5, July 1987
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- By.a small entity, (51.9(0):- -
By other thln & nmn mny

(©) In addition 10 the hme national fee, for filing or later

: presentation of
‘each claim (whether independent or dependent) in excess of 20 (Note that
$1.75(c) indicates how r.nquPle depmdcm claum are comndcred fog fec calcu-
lmupumos

By & small enmy (§l 9(0) .....
By olher than a small ennty

(@yIn addmon to the basic muonnl fee. if the apphcauon )
cortaing, or is amended to contain, & multiple dependent claim(s), per applica-
tion: o

By a small entity (§1.9(0)) vrver
By other than a small entity

( If the additional fees required by paragraphs (b), (c) and (d) are st
peid on presentation of the claims for which the additionsl fees are due,
they munst be paid or the claims cancelled by amendment, prior to the
expiration of the time period set for response by the Office in any notice of
fee deficiency.)

(e) Surcharge for filing the basic national fee or oath or declaration later
then 20 months from the priority dste pursuant to §1.494(c) or later than 30
months from the priority dater pursuant to §1.495(c):

) Forfiling an English translstion of an intemational applicstion later
than 20 months after the priority date (§1.494(c)) or for filing an English
trenslation of the international application or of any snnexes to the intemational
preliminary examination repont later than 30 months after the priority date
(81.495(c) and (e)) $26.00

(35U.8.C. 6, 376)

37 CFR1.494 Entering the nationsgl stage in the United States of
Amerlca as @ Deslgnated Office.

(2) Where no Demand has been filed with an sppropriate Intemational
Preliminary Examining Authority by the expiration of 19 moaths from the
priority date (see §1.495), the applicant must fulfill the requirements of PCT
Article 22 and 35 U.S.C, 371 within the time periods set forth in paragraphs (b)
and (c) of this section in order to prevent the abandonmeri of the intemational
application as 10 the Unites States of America. Intemational epplications for
which those requirements are timely fulfilled will enter the nationel stage and
obtain an examination as to the patentability of the invention inthe Unites States
of America.

(b) The applicant shall furnish to the United States Patent and Trademark
Office not later than the expiration of 20 months from the priority date -

(1) a copy of the intemnationel application, unless it hag been previously
communicated by ihe International Bureau orunless it was originally filed inthe
United States Patent and Trademark Office;

(2) a translation of the international application into the English langusge,
if it was originally filed in another language;

(33 the basic nationsl fee (zee §1.492(2)); and

(4) an oath or declerstion of the inventor (see §1.497).

(c) The spplicant may fumish eny required English translation of the
imernational application, the basicnational fee and the oath or declaration of the
inventor after 20 months but not later than the expiration of 22 months from the
priority date. The payment of the processing fee set forth in §1.492(f) is required
for scceptance of an English translation Jater than the expiration of 20 months
after the priority date, The payment of the surcharge set forth in §1.492(e) is
required for acceptance of the basic national fee or the oath or declaration of the
inventor later than the expiration of 20 months after the priority date.

(d) A copy of any amendments o the cleims made under PCT Article 19,
and a translation of those smendments into English, if they were made in another
language, must be furnished not later than the expiration of 20 months from the
priority date. Amendments under PCT Anicle 19 which are not received by the
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document was filed in a language other than English

{f) The documents and fees submitted underpaugfap!xs {b}m&(c) of this *
section must be clearly identified 25 & submission to enter the mutional stage
under35U.S.C. 371, otherwuethesubmmxmwmbecmndewdnbcmgmade '

uader 35 U.S.C.111. - T

(g) Thetime limite wtommpangnpbs (b). (c)md (d}oim gection may
not be extended pursuent 1o §1.136 or otherwise.

(h) An intemational spplication becomes abandoned as to the United
Siates 20 months from the priority date if a copy of the intematicns] spplication
is not communicated to the Ptz and Trademark Office prior w020 months
fromn the priority date where the Upited States has been designsted but not
elected prior to 19 months from the priority date. If a copy of the mmemational
gpplication is communicated within 20 months 1o the Petent and Tredemark
Office, an intemationsl application will becomne ebandoned g2 1o the United
Suates 22 months from the priority date if the requived English tanslation(s),
fees and oath or declaration under 35 U.S.C, 371(c) are net filzd wihin 22
months from the pricrity date.

37 CFR 1.495 Entering the natlonal stage in the United States of
Amerles as an Elected Office

(8) Where & Demand has been filed with an appropriste Intemational
Preliminary Exemining Authority and not withdrawn by the expiration of 19
months from the priority dete, the spplicant must fulfill the requivements of 35
U.S.C. 371 within the time periods set fosth in peragrephs (b) and () of this
section in order to prevent the shendonment of the international application as
o the Unites States of America. Intemational epplications for which those
requirements are Umely fulfilled will enter the navionsl stage snd obtain &3
examinstion &5 to the petentabilty of the invention in the Unites State of
America.

(b) The applicant shall fomish to the United States Patens and Tredemark
Office not ater than the expiration of 30 months from the peiority dete-

(1) & copy of the internaticnal application, unless it has been previoudly
comrvmniceied by the International Bureau or unless it was originally filed inthe
United States Patent end Trademark Office;

(2 atrenslation of the irternational epplication into the English ‘anguage,
if it was originally file in another language;

(3) the basic national fee (see §1.492(a)); and

(6) en oath or declarstion of the inventor (see §1.497).

{¢) The spplicant may fummish eny required English translation of the
internmionsl spplication, the basicnational fee and the cath or deciartion of the
inventor afier 30 months but not later than the expiration of 32 mormhz from the
piiority date. The payment of theprocessing fee setforth in §1.492(5 e quired
for scceptance of an English translation later thasn the expiraticn o 22 months
after the priority date. The payment of the surcharge set forth in §1.452(e) is
required for acceptance of the basic nstional fee or the cath or declaration of the
inventor later then the expiration of 30 months afier the priority daze.

(8) A copy of any amendmerze tothe claims made under PCT Anicle 19,
and awranslation of those arendments into English, if they weze made in enother
lenguage, must be fumished not ater than the expiration of 30 monuks from the
priority date. Amendments under PCT Anicle 19 which arenot received by the
expisation of 30 monthsfrom the priority date will be considered 1o be camcelled.

(e} A translation into English of eny ennexzes o the imernstional
préeliminary examinetion seport, if the annexes were made in another inguage,
misst be fumished not later than the expiration of 30 months from the priority
date. Transistions of the anneses which ere not recieved by the exgiration of 30
months from the priority dete may be submitied within 32 morehs from the
priority date sccompanied by the processing fee set forth in §1.492(f). Transla-
tions of the ennexes which are nce timely received will be considered 1o be
cancelled.

(fYVerification of the translation of the intemational spplication or any
other document perisining to en intemational application may be required
where it is considered necessary, if the international spplication or other
document was filed in s langusge other than English.

(8) The documents submitted under paragraphs (b) and (c) of this section
must be clearly identified as & submission 1 enier the national stage under 35
U.S.C. 371, otherwize the submission will be considered as being made under

3508.C111,
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is not communicated to the Patent sad Trademark Office prior to 30 months
from lhepmmydatc and & Demand for International Preliminsry Examination
which elected the United States of America has been filed priortothe expiration -
of 19 months ﬁomthepnontydne. I & copy of the intemational epplication is
communicated within 30 months to the Patent end Trademerk Office, m
intemationsl tpphcmon will become abandoned ss-to the United States 32
months from the priority date if the xequuedﬁnghsh mnshuon(s). fees and oath
or declaration under 35 U.S.C. 371(c) ate: not filed within 32 months from the
pnonty date. )

37 CFR 1.436 Examlnation of internationsl nppllcntlons in the
nationsi stage :

(a) Intemations) spplicstions which have comphed with the requirements
of 35 U.S.C. 371(c) will be taken up for action bused on the date on which soch
requirements weremet. However, unless en express request forearly processing
has been filed under 35 U.S.C. 371{f), nosction may be taken prior to one month
after entry imo the nations! stage.

(b) A nationsl stage epplication filed under 35 U.S.C. 371 may have paid
therein the basic national fee as get forth in §1.492(e)(4) if it contains, or is
amended to contain, at the time of eatry into the nations! stage, only claims
which have been indicated in an intemationsl preliminsry examination report
prepared by the United States Patent and Trademark Office ag satisfying the
eriteriz of PCT Anticle 33(1)-(4) as to novelty, inventive step and industrisl
applicability. Such netionsl stage spplications in which the basic national fee as
get forth in §1.492(2)(4) has been paid may be amended subzequent to the date
of entry into the national stage only to the cxtent necessary to eliminate
cbjections as to form or to cancel rejected claims. Such national stage applica-
tions in which the basic nationsl fee s set forth in §1.492(e)(4) has been paid
will be taken up out of order.

37 CFR 1.497 Oath or declarstior under 35 U.S.C, 371(c)(4).
{a) When an applicant of an intemational application, if the inventor,
desires 1o enter the national siage under 35 U.S.C. 371 pursuant 10 §1.494 ot
§1.499, he or she mus file an oath or declaration in accordence with §1.63.
(b) If the intemstional epplication was made as provided in §1.422, 1.423
or 1.425, the applicant shall state his or her relationshiptothe inventor and, upon
information and belief, the facts which the inventor is required by §1.63 to simte.

The United States national stage commenrcement require-
ments are set forth in 35 U.S.C. 371 and 372. In order to retain
the international filing date and enter the national stage in the
United States, and unless the international application was filed
in the United States Receiving Office or was already received
from the International Bureau, the applicant, who must be the
inventor for the United States (35 U.S.C. 373), must timely file
in the Patentand Trademark Office (37 CFR 1.61) the following
items:

(i) a copy of the international application and a English
translation thereof, if necessary,

(ii) Amendments to the claims under PCT Article 19 which
were made before the Intemational Bureau, if any, and an
English translation thereof, if necessary,

(iii) an oath or declaration of the inventor (37 CFR 1.70)
,and

(iv) the national filing fee (35 U.S.C, 376(4) and 37 CFR
1.402(a)). Theapplicantmust submitacopy of the international
application, if it has not been communicated by the International
Bureau, not Iater than the expiration of 20 months from the
priority date to avoid abandonment of the application (35
U.S.C.371(d) and PCT Article 22). The filing fee and oath or
declaration may be submitted between 20 and 22 months from
the priority date if accompanied with the surcharge, If the filing
fee, oath or declaration, and any required surcharge are not filed
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whether the international search report is available,

Entry into the national stage may also occur earlier at 1he
express request of the applicant under the provisions of 35
U.S.C. 371(f). In order that earlier entry into the national stage
may take place, the applicable requirements of 35 U.S.C. 371(c)
must be received by the United States Patent and Trademark
Office. Requirements such as the Search Reportand any amend-
ments to the claims must be submitted prompily after they are
made available, if not submitted with the other requirements of
35U.S.C. 371(c).

EARLY PROCESSING OF APPLICATION AT THE U.S.
NATIONAL STAGE

National stage processing in the United States Patent and
Trademark Office will normally not begin until after the expi-
ration of the applicable time limit under PCT Article 22 (35
US.C.371(b)). -

This is true even if the applicant fulfills the requirements of
35U.8.C. 371(c), paragraphs (1), (2), and (4) to obtain an early
prior art date under 35 U.S.C. 102(e) well before the expiration
of the above mentioned time limit.

Applicants may, however, expressly request early process-
ing at any time after ihe applicable requirements of 35 U.S.C.
371(c) have been complied with. If a proper express request for
early processing is received, the international application will
promptly be assigned a national serial number and be forwarded
for examination.

PRIOR ART STATEMENT REQUIREMENT FOR
UNITED STATES

If the United States of America is designated, an informa-
tion disciosure statement under 37 CFR 1.97 and 1.98 should be
filed at the time of entering the national stage (35 U.S.C.371 (b)
or () or within three months thereafter. For purposes of 37 CFR
1.97(a) the date of entry into the national stage is considered to
be “the time of filing the application”

UNITED STATES DRAWING REQUIREMENTS

When the nature of the subject matter of the invention
admits of iliustration by the drawing and the applicant has not
furnished such a drawing, the Commissioner of Patents and
Trademarks may require the submission of such a drawing
within a time period of not less than two months from the
sending of anotice to the applicant (35 U.S.C. 113 and 37 CFR
1.81 and 1.83), Accordingly, whenever filing international
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‘ amzcauom wlnchdemgnate the. Umted States;
- which the subject matter “admits'of lllusnauon by adrawing™ <

order 1o prevent abandonment of the international applxcauon.ﬁ
At 20 months the applicant. may also file copies of the. prior. art:..
cited in the Search Report.:.'After filing, the applicant has the
right to amend the application before' the designated Office -
within' one month after entry into - ihe “national‘ stage. The

amendment may affect the description, claims and’ drawmgs

butmay notadd new matter. It should be noted that the time limit
of 20 months.from the priority date applies irrespective of -

MANU ALOF PATEP*T WING PROCEDURE

plmams may;
wish -t routinely: furnish-a-drawing with-each-application in

even”though' the" drawmg is
u&dcrstandmg of the mvenu '

1892 Filing of Contmuatwn or, Contmuatmn-;[‘f
“in-part Appllcatmn During Pendency-of -
~International Application Des:gnatmg

. the Umted States [R- 2] :

It is poss;ble w0 ﬁlc aU. S nauonal apphcanon under 35
U.8.C. 111 during the pendency (prior to the abandonment) of -
an international application which designates the United States
without completing the requiréments for entering the national
stage under 35 U.S.C. 371(c). The ability to iake such action is
based on provisions of the United States patent law. 35 U.S.C.
363 provides that “An international application designating the
United States shall have the effect from its international filing
date under article 11 of the treaty, of a national application for
patentregularly filed in the Patent and Trademark Office...”. 35
U.S.C. 371(d) indicates that failure to timely comply with the
requirements of 35 U.S.C. 371(c) “shall be regarded as aban-
donment by the parties thereof...”. It is therefore clear that an
international application which designates the '« nited States has
the effect of a pending U.S. application from the international
application filing date until its abandonment as to the United
States. The first sentence of 35 U.S.C. 365(c) specifically
provides that “In accordance with the conditions and require-
ments of section 120 of this title,... a national application shall
be entitled to the benefit of the filing date of a prior international
application designating the United States.” The condition of 35
U.S.C. 120 relating to the time of filing requires the later
apolication to be “filed before the patenting or abandonment of
or termination of proceedings on the first application...” (em-
phasis added). The filing of a continuation or continuation-in-
part application of an international application may be useful to
patent applicants where the oath or declaration required by 35
UJ.S.C. 371(c)(4) cannot be filed within 22 months from the
pricrity date as required by 37 CFR 1.61(b). An applicant filing
an application under 35 U.S.C. 111 may obtain additional time
to file the oath or declaration under 37 CFR 1.53(d) and
1.136(2).

A Continuing application under 35 U.S.C. 365(c) and 120
must be filed before the abandonment or patenting of the prior
appiication.

37 CFR 1.494 Entering the natfonal stage In the United States of
America a6 a Designated Office,
st s

(r) An intemational application becomes abandoned as 1o the United
Suates 20 months from the priority date if s copy of the internstional application
is not communicated 1o the Patent and Trademark Office prior 1o 20 months
from the priority date where the United States has been designated but not
elected prior to 19 months from the priority date. If a copy of the international
application is communicated within 20 months to the Patent and Trademerk
Office, an international application will become abandoned as to the United
States 22 months from the priority date if the required English translation(s),
fees and oath or declaration under 35 U.S.C. 371(c) are not filed within 22
months from the priority date.
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7 PATENT COOPRRATION TREATY.

cognmumcated tothe Patenii and Trademiark Office priorto 30 months from the

priority date and & Demand for International Preliminary Examinaticn which .~

elected the United States of Amcrics has been filed prior to the expiration.of 19

months from the- pricrity dase. If & copy of the -international-epplication is - -

communicated within 30 momhs to the Pstent and Trademark Office, an
inmternational application. will become sbandoned 23 1o the United States 32
momhsfmmlhepnmzydm:fﬁhemqum,dEughshmm]auon(s),feesmdoath
or declaration under 35 Us.cC 371(c) are notfiled wnhm 32 monlhs from the
priority ddte.

1895 Rev:ew Under PCT Art:cle 25 [R-Z]

BPCT Articie 25
: Review by Designated Offices

(1){a) Where the receiving Office has refused to accord an intemational
filing date or has declared that the international application is considered
withdrawn, or where the International Bureau has made a finding under Anticle
12(3), the International Bureaw shall prompily send, & the request of the
applicant, copies of any docement in the file to any of the designated Offices
named by the applicant.

(b} Where the receiving Office has declzred that the designation of any
given State is considered withdrawn, the International Bureau shall promptly
send, at the request of the applicant, copies of any document in the file to the
national Office of such State.

{c) The request under sobparagraphs (2) or (b) shall be presented within
the prescribed time limit.

(2)(a) Subject to the provisions of subparagraph (b), each designated
Office shell, provided thet the nationsl fee (if any) has been paid and the
appropriste translation (as prescribed) has been furnished within the prescribed
time limit, decide whether the refusal, declaration, or finding, referred 10 in
paragraph (1) was justified under the provisions of this Treaty and the Regula-
tions, and, if it finds that the refusal or declaration was the result of an error o
omission on the part of the receiving Office or that the finding was the result of
an error of omigsion on the pan of the International Bureao, it shull, as far as
effeces in the State of the designated Office are concemed, treat the international
epplication as if such error or cenission had not occurred.

(b) Where the record copy has reached the International Bureau after the
expiration of the time limit prescribed under Article 12(3) on aceount of any
error o omission on the part of the applicant, the provisions of subparagraph (a)
shall spply only under the circumstances referred to in Anicle 48(2).

35 U.8.C. 366 Withdrawa internationai spplication

Subject 1o section 367 of this part, if an interational application designat-
ing the United States is withdrawn or considered withdrawn, either generally or
&5 10 the United States, under the conditiens of the treaty and the Regulations,
before the applicant has complied with the sppliceble requirements prescribed
by section 371(c) of this part, the designstion of the Ussited States shall haveno
effect after the date of withdrawal and shall be considered & not having been
made, unless a claim fos benefit of a prior filing date under section 365(c) of this
section was made in 8 national applicetion, or an intemational application
designating the United States, fited before the date of such withdrawal. How-
ever, such withdrawn intemationd applieationmay serve asthe basic fora claim
of priority under gection 365 (a) end (b) of this pant, if it designated & country
cther than the United States,

35 U .8.C. 367 Actions of other guthorities: Review

(ay Where 8 Receiving Office ctherthan the Patent end Trademark Office
has sefused 1o accord an intemstional filing date to an intemationel application
designating the United States or whese it has held such application to be
withdrawn either generally or as to the United Staies, the applicant may request
review of the matter by the Comenissioner, on compliance with the requirements
of and within the time limits specified by the treaty and the Regulations. Such
review may resuft in 8 determination that such epplication be considered as
pending in the national stuge.

(b) The review under subsection () of this section, subject to the same
requirements and conditions, may also berequested in those instances where an
international application designating the United States is considered withdrawn
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due to a finding by the Internatiocial Burea under Ariicle 12(3) of the tiéaty.

PCT Article25and 35U.SC. 367prov1def0rrevtew bythe

Umted States.Designated Oiffice of decisions. by another Re-. ..
cexvmg Office (1) refusing to granta filing date or (2) withdraw-

ing the international applxcauon or the desxgnanon of the Umted
Stat@c of Amcnca. , o

"1896 Effect of U.S. Patent Issued on‘an Intes'-f,

natwnal Apphcatlon

: - PCT Article 46 -
2 mrrect Translatlon of the Internatlonal Application

1i, because of an incorrect translation of the internationsl spplication, the
scope of any patent granted on that applicstion exceeds the scope of the
intemational application in its original lengusze, the competent sathorities of
the Contracting State concemed may accordingly and retrcectively Limit the
scape of the patent, and daclare it null and void to the extent that its scope has
exceeded the scope of the intemational application in its original lsnguage.

35 U.S.C. 375 Patent issued on International application: Effect

(a) A patent may be issued by the Commissioner based on an international
application designating the United States, in accordance with the provisions of
this title. Subject to section102(e) of this title, such patent shell have the force
and effect of a patent issued on & national application filed under the provisions
of chapier 11 of this title,

{(b) Where due to an incorrect translation the scope of & patent granted on
an intemational application designating the United States, which was not
originally filed in the English languege, exceeds the scope of the intemstional
applicstion in is original languege, & court of competert jurisdiction may
retroactively limit the scope of the patent, by declaring it unenforceshle 1o the
extent that it exceeds the scope of the intemational application in its originel
language.

A patentissued onan international application has the same
force and effect as a patent issued on a national application
except that a court may retroactively limit the scope of a patent
if it is too broad because of an incorrect translation, 3§
U.S.C.375.

1897 Filing and Prior Art Effect in United
States of America [R-2)

35 U.S.C. 363 Internationsal appiication designating the United
States: Effect

An intemational application designating the United States shall have the
effect, from its international filing date underarticle 11 of the treaty, of a national
application for petent regularly filed in the Patent and Trademark Office except
as otherwise provided in section 102(e) of this title.

37 CFR 1.53 Serlel number, fiilng dste, and compietion of

application.
L I

(f) The filing date of an intemational epplication degignating the United
States of America shall be treated as the filing date in the United States of
America under PCT Article 11(3), except as provided in 35 U.S.C. 102(e).

The prior art effect under 35 U.S.C. 102(e) begins on the
date the applicant has fulfilled the requirements of 35 U.S.C.
371(c)(1), (2) and (4). These requirements are that the national
filing fee, a copy of the international application and a verified
English transiation thereof, if it was filed in another language,
and an oath or declaration befiled in the United States Patentand
Trademark Office. The international application also becomes
prior art when it is published promptly after the expiration of 18
months from the priority date, or earlier at applicant’s request,
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'EXAMINATION PROCEDURE =~

The International Preliminary Examination is to be carried
out in accordance with PCT Article 34 and PCT Rule 66. Afier
the Demand is checked for compliance with PCT Rules 53 - 55,
57 and 58, the first step of the examiner is to study the descrip-
tion, the drawings (if any), and the claims of the international
application and the documents describing the prior art as cited
in the International Search Report.

A Written Opinion must be prepared if the examiner;

1. considers that the international application has any of the
defects described in PCT Article 34(4) concerning subject
matter which is not required to be examined or which is unclear
or inadequately supported,

2. considers that the report should be negative with respect
to any of the claims because of a lack of novelty, inventive step
(non-obviousness) or industrial applicability as described in
PCT Article 33(2) - (4),

3. notices any defects in the form or contents of the inter-
national application,

4, considers that any amendment goes beyond the disclo-
sure in the international application as originally filed, or

5. wishes to make an observation on the clarity of the
claims, the description, the drawings or to the question whether
gﬁe claims are fully supported by the description (PCT Rule

2).

The Written Opinion is prepared on form PCT/IPEA/408 to
notify applicant of the defects found in the international appli-
cation. The examiner is further required to fully state the reasons
for his or her opinion (PCT Rule 66.2(b)) and invite a written
reply, with amendments where appropriate (PCT Rule 66.2(c))
normally setting a two month time limit for the reply.

The applicant may respond to the invitation by making
amendments or, if applicant disagrees with the opinion of the
examiner, by submitting arguments, as the case may be, or both.

The U.S. Rules of Practice pertaining to international pre-
liminary examination of interational applications permit a
second Written Opinion in those cases where sufficient time is
available. Normaliy only one Written Opinion will be issued.
Any response received after the expiration of the time limit set
for response to a Written Opinion will not be considered in pre-
paring the International Preliminary Examination Report.

If the applicant does not respond 1o the Written Opinion
within the set time period, the Intemnational Preliminary Exami-
nation Report will be prepared after expiration of the time limit
and sufficient time to have any response clear the Mail Room.

If after initial examination of the intermational application,
there is no negative statement or comment to be made, then only
the International Preliminary Examination Report will be pre-
pared without a Written Opinion having been issued.
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1898.01(&) Prowswns of: Agreement with the
International Bureau to serve: as an Interna-
tional Searching and Prehmmary Examination

Authorlty {R-S]

AcopyofchgreementappearsmMPEP 61804

. = PCT Artlele 32 . ‘
The International Preliminary Examining Authorlty

: (l)hrzmam;xehmmuyexunmmmlhllbeuniedunbyﬂn
Irncmmoml Preliminery Exmmining Authority

(Z)InﬂuaseqfdanmdcmfemdtomAmdeﬂ(zXn),lhemiving
Office, and, in the case of demands referred to in Anticde 31(2)(b), the Azsembly,
shall, in accordence with the applicsble agreemen: between the interesied
Intemationsl Preliminsry Examining Authority or Authorities and the Intema-
tional Buresu, specify te International Preliminary Examining Authority or
Authorities competenz for the preliminary examination.

(3) The provisicns of Anicle 16(3) shall agply, mutatis mutandis, in
respect of the International Preliminary Examining Authorities.

PCT Avticle 34
Procedure before the Internetional Preliminary Examining
Authority

(1) Procedure before the Intemational Preliminary Examining Authority
¢hail be govemed by the provigioas of this Tresty, the Regulations, and the
agreement which the Intermstional Bureau shall conclude, subject to this Treaty
and the Regulations, with the said Authority.

GoPes

37 CFR 1.416 The Unlted States Intermstionsl Preliminary
Exeminlag Auvtherity

{a) Pursuant woappointment by the Assembly, the United States Patent and
Trademark Office will sct as en Intemational Preliminary Examining Authority
for international spplications (lled in the United States Receiving Office and in
ciher Receiving Offices s may be sgreed upon by the Commissioner, in
sccordance with sgreeenent between the Patent and Trademark Office and the
Irzernationsl Buresa.

(b} The United Swtes Patent and Trademark Office, when zcting a3 an
Intemnations) Preliminscy Exsmining Authority, will be idemtified by the full
title “United States Intemational Preliminary Examining Authority” or by the
abbreviation “IPEA/US.”

(c) The msjor functions of the Imermnational Preliminary Examining
Authority include:

(1) Receiving and checking for defects in the Demasnd;

(2) Collecting the handling fee for the Intemationsl Bureau and the
preliminsry examination fee for the United States International Preliminary
Exemining Authority;

(3) Informing spplicant of mnpwﬂhe Demand;

(4y Considesing the matter of unity of invention;

(5) Providing en imernational pecliminasy exesinstion report which is &
non-binding opinicn o the quesiions whether the claimed invention appears to
be novel, to involve invemive step (1o be non-obvious), and to be industrially
spplicable; and

(6y Tranemiuing the intemational preliminery ezamination report to
applicent end the International Burews,

An agreement has been concluded between the United
States Patent and Trademark Office (USPTO) and the Interna-
tional Bureau under which the USPTO agrees (o serve as an
International Preliminary Examining Authcrity for those appli-
cations fifed in the USPTO as a Receiving Office and for those
international applications filed in other receiving Offices for
which the USPTO has served as an International Searching
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§ 103(c) are also réle: ant.

1898.01(b)(1)

Aumon £Ye g
The agr\,ement is pwmieﬂq for in ”CT Amclt‘.a 32(2) & (3)

“and 34(1), and in PCT Rules 58.3,59:1,63.1,72:1;:754, and

T7:1(a). Authontylsgwemn 35U.5.C:361(c);362(a) & (b) and
in364(a). 37CFR L. 16(a); andPCTAdmmlstrauchnstrucuon

1898.01(b) Preparatlon for fnlmg of Demand
[R 5}

37CFR 1.480 Demand for internetionsi prellmlmry exnmlnatlon.

(s) On the filing of a Demand and peyment of the fees for intemational
preliminary examination (§1.482), the international spplication shall be the
subject of an intemationel preliminary examination. The preliminary examins-
tion fee (§1.482(a)(1)) and the handling { fec (§1.482(v)) shall be due at thetime
of filing of the Demand.

(b) The Demand shiall be made on a standardized printed form., Copm of
the printed Demand forms are available from the Patent and Tredemark Office.
Letiers requesting printed forms should be marked “Box PCT”.

(c) If the Demand is made prior to the expiration of the 19th month from
the priority daie and the United States of Americs is elected, the provisions of
§1.495 shall apply rather than §1.494.

(d) Withdrawal of s proper Demand will not entitle spplicent to a refond
of the preliminary examination fee or handling fee.

The Demand should be filed on PCT Form PCT/IPEA/401
along with the fee calculation sheet. These forms may be
obtained free of charge by requesting them by writing to the
United States Patent and Trademark Office, Box PCT, Wasi-
ington D.C. 20231 or by telephone by calling (703) 557-2003.

1898.01(b)(1) Amendments filed with Demand
[R-5]

PCT Rule 66
Procedure before the International Preliminary Exemining

Authorlty
e0oes

66.8 Form of Amendments

() The applicant shall be required to submit a replacement sheet for every
sheet of the intemational applicstion which, on account of an amendment,
differsfrom the sheet originally filed. The letier saccompanying the replacement
sheets shall draw attention to the differences between the replaced sheets andthe
replacement sheets. Tothe extent that any amendment results inthe cancellation
of an entire sheet, that amendment shall be communicated in a letter.

(b) [Deleted]

689 Language of Amendments

¥f the intemational epplication has been filed in o language other than the
lsngusge in which it is published, any amendment, as well as any letter referred
to in Rule 66.6(a), shall be submitted in the language of publication.

PCT Administrative Instructions Section 602
Amendments uader Rule 66.8(a)

(&) The Intemational Preliminary Examining Authority shell indelibly
mark, 50 a3to admit of direct reproduction in any of the manners set forth in Rule
11.2(a), in the upper right-hand comer of each replacement sheet submited
under Rule 66.8(s), the intemations] application number end the date on which
it was received and, in the middle of the botiom margin, the words “SUBSTI-
TUTE SHEET" or their equivalent in the language of publicstion of the
intemational application, It shall keep in its files any replaced sheet, the letter
sccompanying the replacement sheet or sheets, and any letter referved to in the
fast sentence of Rule 66.8(a)

(b) Section 311(b)(iii) shall apply when one or mom sheets are sdded
under Rule 66.6(a)
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1898.01(b)(2)

37 CFR 1.485 Amendmenu by =ppllcant‘durlr'|g' In

: prm ‘examinatic A

SRR mmtmmma&mo{m; “ﬂ:eDemnd
-ndwﬂmﬁamehmnmbythekmnmﬂhﬂmry Exmmining

famcpmemﬂzewnmnopmmhymhammdmmumm

(l)bemldeby submitting are;ﬂmm:heetforevetysheetofdn_

awhmmwhwhdﬂmfmlhcshwnwplmmkumenmsheun
ene&dand
mmckm:dacnmmofmmenplm:beadnffmﬁumdm re-
placed sheet. If an amendment cancels an entive sheet of the intemstional
@mmuammdmemswlbeoommmedmakner

: AmendmentsmaybeﬁledmththeDemndxfdesuedm
place the application claims in better condition for international
preliminary examination. Such amendments ,however, may not
include new matter and mustbcwcmnpamed with adescription
of how the replacement sheet differs from the replaced shees.

1898.01(b)(2) Applicant’s Right to file a
Demand [R-§]

PCT Article 31

Demand for Internatlonal Prellmisary Examination
SEeGE

(Z¥e) Any spplicast who is & resident or nationsl, as defined in the

, of & Contrecting Stete bound by Chaegter II, and whose intems-

mebmﬁkdwﬂhﬁemgmwfmwfmm
State, may moke e demand for intemational preliminary examination

PCT Rule 54
The Applicant Entitied to Meke 2 Demand

54.1 Residence and Nationality

The residence or nationality of the spplicant dhall, for the purposes of
hsticle 31(2), be determined according to Rules 18.1 and 18.2.
$4.2 Seversl Applicents: Seme for Al Elected Staces

1t all the spplicants are applicents forthe purposes of all elected States, the
right 1o make 8 desand vader Anicle 31(2) shall exist if ot least one of them is

() e recident ornetionel of & Contreciing State bouud by Chapter Il and the
ineernational spplication has been filed as provided in Asticle 31(2){s), or

(i} & person entitled to make & demand under Anticle 31(2)(®) and the

intermnationsd spplicetion has been filed es provided in the decision of the

543 &nmt Applicants: Different for Differens Elected States
() For dhe purposes of different elected States, different applicants mey
be indicated, provided thert, in respect of each elected State, ut least cae of the
spplicants indicated for the purposes of that State is
G a resident ornationsl of s Contracting State bound by Chapter I and the
internariona] epplication has been filed as provided in Anticle 31(2)(a), or
() 8 person entitled 1o make s demand under Article 31Q2)(b) and the
spplication hes been filed 2 provided in the decision of the
(5} [Deleted]
54.4 Applicans Not Entitled 1o Make a Demand or an Election
(s} I the spplicent does not fizve the right or, in the case of several
policens, if none of them hes the right w meke & demend under Article 31(2),
mm&mﬂwmsmmdnmmhwem submitted,
(&) 1 the requirement under Rule 54.3(8) s not fulfilied in respect of sny
clected State, the election of thue Swate dhall be considered not to have been

made,

At least one applicant must be a resident or national of a
state bound by Chapter II for each Elected State. If such is not
the case the election of such a state will be considered as not
having been made. If no applicant has the right to filea Demand,
the Demand is considered as not having been submitted.

Kev. §, July 1987

PCTArllcleal SR Ty
Demand for Internaticonal Preﬂmlnary Examlnltlon
L2121

(4)(8) The desv2n.d shall inidicate the Contracting State or States in which
the applicant intends w0 use the results of the international preliminary exami-
nstion (“elecied States™). Additional Contracting States may be elected later.
Election may relate ondy to Contracting Sistes already designated under Ariicle
4.

(b) Applicsnts referred o0 in peragraph (2)(s) may elect any Contmcting
State bound by Chapter IL Applicants referred to in peragraph (2)(b) may elect
oaly such Contracting States bound by Chepter I es have declared that they are
prepamd to be elected by such applicants. :

DERBY

Only PCT member states which have ratified or acceded to
Chapter II and which were designated in the Request may be
elected under Chapter I1. The Assembly has taken no action to
allow persons who are residents or nationals of a State not party
to the PCT or not bound by Chapter II to make a Demand under
Article 31(2)(b). At the present time all PCT member States
except Denmark, Norway, Lichentenstein, Republic of Korea
(South Korea), and Switzerland are members of Chapter I and
may be elected.

1898.01(b)(4) Agent’s Right to Act [R-5]

Any agent entitled to rractice before the receiving Office
where the iniernational application was filed may represent the
applicant before the international authorities, PCT Article 49,

If for any reason, the examiner needs to question the right
of an attorney or agent to practice before the International Pre-
liminary Examining Authority, the USPTO rostar of registered
attorneys and agents should be consulted. If the international
application was filed with a Receiving Office other than the
United States, Form PCT/TIPEA/410 may be used to ask the Re-
ceiving Office with which the international application was
filed, whether the agent named in the international application
has the right to practice before that Office.

The PCT Article and Regulation governing the right to
practice are Article 49 and Rule 83.

1898.01(c) Filing of Demand [R-5]

PCT Article 31
Demand for International Prellminary Examination

(1) On the demand of the epplicant, his intemationel spplication shall be
the subject of #n intemationsl preliminary examination es provided in the
following provisions and the Regulations.

L2 L]

(3) The demend for internatione) preliminary exemination shell be made
separately from the intemationsl epplication. The demand shall contain the
preseribed paniculars and shall be in the prescribed lsnguage and form.

hoban

(6){(s) The demand shall be submiued o the competent International
Preliminary Exemining Authority referred to in Article 32.

L1204
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- PATENT COOPERATION TREATY

. - PATENT-COOPERATION TREATY .. .
UNDER ARTICLE 31 OF THE PATENT COOPERATION TREATY;
THE UNDERSIGNED REQUESTS THAT THE INTERNATIONAL APPLICATION SPECIFIED BELOW

BE THE SUBJECT OF INTERNATIONAL PRELIMINARY EXAMINATION
- HCCORDING TO THE PATENT COOPERATION TREATY .

. e e o Apfl;'c'ar;g‘s or Agent's File )
Boex Ne.1 IDENTIFICATION OF THE INTERNATIONAL APPLICATION | Reference (indicated by applicant if desived):

CMC=-123
international Application No. International Filing Date (E acliest) Priority Date
PCT/USEB7/88888 06 July 1987 (06.07.47) 15 July 1986 (15.07.86)

Tite of Invention

Self-Steering Gear for Sailboats

Ber Neo. Il APPLICANT(S). Furiker appli are indicated on a conti sheet D
Pame and address, including postal code and couniry:

Columbia Marjine Corporation
100 Front Street
hnnapolis, Maryland 20726
United States of America

Sute of mationality: Us State of residence ©: us
Telepaone number Telegraphic Teleprinter
(iacluding treg code): 301-555-1122 eddress. address:

Kame and address, including postal cods and couniry:

Jones, John Paul

200 Shady Grove Road
Davidscaville, Maryland 20720
United States of America

$tate of natsonality: Stste of residence ©
vs

Us

gfs’g's; fif AGENT OB COMMON REPRESENTATIVE (IF ARY); ADDRESS FOR NOTIFICATIONS (IN CERTAIN
The Milowing ¢ egent or P ative

|3 a figs been gppointed earhier and represents the epplicent glso fos inter 2l p y ex

2. D is bereby sppoinied and sny earlier appointment of an sgent is hereby revoked

3 [J is hereBy eppointed, in addition 1 the agen(s) appointed earlier, for the procedure befose the International Preliminary
Esamining Authority

Wome and address, including posial cade and country: If 1he space below i used instead for an

address fos notifications, check here
Adamg, John Q.
hdamg, Baker and Charlie
1200 Marina Drive
Baltimore, Maryland 20820
United States of America

Telephone snumber - - Telegraphic Teleprint
(sacluding ar¢s code): 301 577-7777 lddlg“p ' .3.1:52';';' «

® §f uke Geste of resid i Bo1 i6S 6. 1 will be assumed that 1t is the same as the State indicated in the sddress,

Form PCT/IPEA/401 (first sheet) (July 1987) See notes on sccompanying sheel

OMB We., 06510021
Expiration Date 12/89

1800-89 Rev. 5, July 1987
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. R . Sieet Bumber . PCT/USB7/88888
Box Ne. IV DECLARATION CONCERNING AMENDMENTS OF THE CLAIMS
Applicant wishes in ional prefiminery cramiasiion ts Mo promplly ed tbe basis of the cluitas

@ sﬁled(memlmeuumderml!mwmmm-:anM)
D &5 amended undér Ariile 19 T TR
D umcvﬁodonlh_euucw'\m“‘_ -

BOX Ne. V - EIECI'ION OF STATES
Tke following demmted States are bareby elected (plesse chieck the applicadble bozes): -

Reglons! Patent
EP E Potent: AT Awtm. BE Beigium, DE Germany (Federal Re) ubl , BB.F :
m GB United Kingdom, FT lusly, l.uxe%: bourg, ML Netbclyhn‘ds, SE § P ic - of) rance

sad eny othar Contracting Swse of the Eurwem Petent Cosvention which kas become pMy w (he FCT {inciuding Crapter 11
taerecf) or bouad by Chepter I of the PCT after the issuance of this sheet (epecify on dotted line):

..................................................................................................

D Ok OAP] Petest: Benin, Cameroon, Central African Republic, Ched, Coango, Gabon, Mali, Mauritenis, Senegal, Togo,
end eny other member Sizte of OAPI which hes become pefiy (G the PCT (iecluding Chapier If thereo!) afier the issvasice of

this sheet,
Matisnal Petent
[(] AT Austris [[] & sriLeaks
AU  Auvsiralie D LU Luzembourg
D BE Barbados D MC Moasco
D BG Bulgsris D MG Medagascar
(Z R Brazi [} MW Melawi
DE Gennany (Federa! Republic of) D NL Netberlands
[& ;1 Finland [[] ro Romanis
"] 68 United Kingdom [] sp Sudsn
E] HU Hungary D SE Sweden
(% o7 Japan [[] su Ssoviet Unica
D EP Democrssic People's Republic of Kores [3) UB United States of America

Sglce reserved for electing States winich have become perty 10 the PCT (including Chaptes If thereof) 67 bound by Chapter 5 of the PCT
er the issuance of this sheet:

............................................................................................................

Boz Wo. VI  SIGNATURE

jr/w. s

Jehn Adams

1The following 18 (o be filled i by e lateraations! Preliminery Exemining Auvthority)

1. Date of setuel receipt ~"DEMAKD:

2. Adjusted date of receint of DEMAND due 1o CORBECTIONS unier Rule 60.9(b):

ormn PCT/IPEA/ED) (Isst sheet) (July 1567) $ae poies on accompanying sheet .

Rev. §, July 1987 1800-90
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'ﬂmeNotesu- m:ended topve somme mmaum concem-
mainummoml preliminary exemination under Chepter 1 of the
PCT and 1o facifitate Uy ﬁnm;mcfmepmfotm.}‘onuthen-

tic information, see the tent of the Pazent Coopértation Tresty aiig
the texts of the Regulations and the Administrative Instructions
under that Treaty. In case of discrepancy between these Notés and
the said texts, the lztter are gpplicable. For more detailed informa-
tion, see afso the PCT Applicont’s Gelde, & publication of WIPQ.

“Article™ refers 1o Anticles of the Treaty, “Rule” refers to
luhoflhekm!nmmd‘&am refers 1o Sections of the
Admmsxmm fastructions.

IMPORTANT GENERAL INFORMATION

Whe May Fie 2 Demand (Anticle 31(2X8))? A demund (for
imternational preliminary examination) may only be filed by an
spplicant who is a national of resident of 2 PCT Contracting State
which is bound by Chepter 1l of the PCT, furthermore, the interna-
tions! spplication must have been filed with the receiving Office of,
or acting for, such State. Where there are several applicants, at least
one of them must qualify for the purposes of each elected State
(Rule 54.3(s)).

Where Mae? e Demand Be Filed (Anticle 31(6Xa))? The
demand rmust be filed with the Internazional Preliminary Examin-
ing Authority (1PE A). The receiving Office with which the interna-
tional epplication was filed will, upon request, give information
shout the competent IPEA (or see Annex C of the PCT Appli-
cani's Guide, Volume 1). If severe] IPE A are competent, the ap-
plicant hes the choice and the demand mug be filed with (and the
fees must be paid o) the 1PEA chosen Ly the gpplicant.

Vhen Must the Demand be Flled (Anicle 3W1))? The
demand must be filed befere the expiration of 19 meaths fom the
grieeity date in order 10 extend the time limit for entering the natio-
64l phase ofthe PCT procedure from 20 to 30 months from the pri-
ority date. Warnlng: i the demend isfiled later, the national phase
will not be delayed in respect of the elected States and the appli-
cant must enter the national phase before the expiration of the
time limis epplicable under Adticle 22 (which is usually 20 months
from the priority date).

Is Which Language Mua the Degand be Fllsd (Rule 55.1)?
The demand must be filed in the language of the internations! ép-
plication if that languege is English, French, German, Japanese
or Russian, atherwise, the demand must be filed in English.

What iz e Lenguage of Correspondence (Rules 66.9 and 92.2,
Section 104)?  Any letter from theapplicanttothe IPEA mustbe
in the same langusge ssthe internstional application to whichit re-
Istes. However, the IPEA mey suthorize the use of another jan-
guage for letters which do not contain of relsie to amendments of
the internstional epplicstion, whereas emendments and letters re-
tating therelo must be in the langusgs of publicstion. Any let-
tes from the applicent 16 the International Bureau must be in the
eame language &5 the international applicstion if that lenguage is
English or French; otherwise, it must be in English or French, at
the choice of the epplicant.

Vhich Fees Wast be Pold and Whee (Rules 57 and 58)? At
(he time the demand is submitted, the applicant miust pay

(i) the prelimingry exemination fee, and
(&) the handling fee.

For de.. ¢ concerning the payment of those fees, gee the Fee Cal-
culgtion Sheet.

NOTES TO BOX Ne. §

[bsasification of the lntervations! Applicatien (Rule 55.6):
‘The inteenational spplicarion number must be indicated in Box
Ho. 1. Where the demand is filed at 8 time when the international
spylicetion aumber has not yet been notified by the receiving Of
fice, the name of that Office must be indicated instead of the inter-
fintions! epplication number,

"mms 'ro rm-: DEMAND FORM (mnn:mon

WWMMMM(W 110)
They ‘must be indicated by the arabic number of the day, the
mmeofthcmomhmd the rabic numb ofthcyur ‘sfler or
below such indication, the date shoild be ‘vepeated in parenthe-
sis by indicatinig & by two-digit arabic niomerals each for the
number of the day, for the number of the maath and for the last
two nurabers of the year, e.g., 10 June. 1986 (30.06.86). Where the
internationsl epplication clsims the priority of séveral earlier &p-
plications, the filing date of the esriest application whose prior-
w:sch:medmambemdmlcduthepmmym

NOTES TO BOX Ne. 1t

Agplicani(s) (Rule 53.4). Make here the relevent indics-
tions as appearing m Boxes Nos. and 1l of the REQUEST (Form
PCT/RO/101). The Notestothe REQUES T appiy mutesis musendis.

If different applicants for different designated States are indi-
cated in the REQUEST pari of the intzrnational application, indi-
cate only the names of the applicants for the States elected in Box
No. V (ro indication of the States for which & person is applicant
must be made, beczuse those indications have been made in the
REQUEST). If there are more than (wo applicants, make the re-
quired indications on the “continuation sheet.”

NOTES TO BOX Ne. I

Agewt o8 Commeon Represesiative (Rule 53.5):: The St
chedk-box must be marked where the applicant is already repre-
sented by en sgent or where 8 common representstive has
been eppointed. he second chech-bez must be marked where
the applicant was 5ot represented in the earlier stages of the
PCT procedure end now wanis to be represented by en egent be-
fore the IPE A, or where the applicant was represented in the earli-
er stages of the PCT procedure but wants to change the agent for
the procedure before the IPEA. The tilrd checi-bes must be
marked where the applicant wants to be represented by an ad.
ditional sgent appointed only for the procedure before the
IPEA without revocation of any earlier appointment; please
note that in the latter case afl notifications issued by the IPEA
will be sddressed only to that additional agent. Where the sec-
ond or the thirc check-box is marked and the applicant does
not sign himself the demand, & separate power of sttomey
must be filed with the International Bureau of WIPO or with
the receiving Office (Rule 90.3(b)).

Address for Wetdfications (Rule 4.4(d)):  Ifnoagent has been
appointed, a special address for the sending of notifications to the
applicant may be indicated in Box No. 11l instead of the ngme and
address of an agent. That address must be different from the
address given in Box No. Il and the special check-bos must be
marked. If an sgent has been appointed, novifications will be
sent 10 his eddress.

NOTES TO BOX Ne. IV

Declarntion Amendments of the Claims (Rules
62.2.66.1 and 69.1(b)):  Marking of the appropriate check-box
is recommended, as it will help the IPEA to know immediately
o which claims the intermational prefiminary examination miust
be directed. International preliminary exemination can only
geart once this is clear.

It is recalled that any amendment to the claims under Ariicle
19 or any declaration that the applicant does not intend to file such
amendments, sre required to be filed with the Intemational
Burseau, That Burezu wil) promptly tsensmit eny emendment of
declaration to the IPEA. The international preliminary examina-
tion can sian when the IPEA has seceived from the Intemational
Bureau such amendments of such declaration of & notice that no
emendments have been filed in the preseribed time limit.

in cage the demand for internationsi preliminary examina-

tion has zlready been submitted, the applicant must, if he subse-

quently files amendments under Anticle 19 with the International

Pp:getu Jfile at the same time 2 copy of such emendments with the
A.

The third of the three check-boxes relates (¢ emendments
under Rule 66.1. Those amendments must be filed with the [IPEA.

1800-91

1898.01(¢)
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NOTES TO BOX Ne. V

Elecijon of States (Rule 53.7):  Only States which are baund
by Chapter 11 of the PCT as3 which have been designated at the
time of filing the international application (in the REQUEST) can
be elecied. The election is effected by smarking the applicable
check-box. The kind of protection of restment desired follows the
indication made in the REQUEST part of the international appli-
eation. If s Eurepesn patent is Gesired and only some of the Con-
wracting States of theEuropm Pazeni Conveation have been des-
ignated for a European patént in the REQUEST part of the ini-
ternational application, the names of the ather such States must
be struck out. Switzerland and Liechiensiein are not bound by
Chapter 1 and cannot be elected; however, if they have been
designated in the REQUEST pan of the international applica-
tion for @ European patent together with at leest one other
Contracting State of the European Patent Convention, the time
limit under PCT Arsticle 39{]) spplies also with respect to those

67/1987

Jrwo Sutes i, xhe other State has been elccted before the expira-
tion of 19 months from the prionity date. Further States which

are, ot the time of publication of these Notes, not bound by
Chapter Il mgf cannot &e slected are: Denmark Norway and
! o  Jopy id ih

z Jape:

apanese of the mtermuona! application
musx ‘be ﬁx“mshed 10 the Japnnm Patem Office . within 20
mamhs from lhe priority dr 'e

NO‘EZS TO BOX No.~ Vl

Sigaatmre (Rule 53.9): The demand must be signed by the
spplicant or by his sgent. If the demand is not signed by (all) the
applicant(s), @ power of attorney sigried by (all) the applicant(s)
must be filed with the Intemational Bureau of WIPO or with the
receiving Office, unless the agent has previously been appointed.

1800-92
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" "'FEE CALCULATION SHEET N o
ANNEX TO THE DEMAND FOR INTERNATIONAL PRELIMINARY EXAMINATION

APPLICANT » *° -7 = oo - IR R Foruse by
IPEA

Columbia Marine Corporation

INTERNATIONAL aPPLICATION NUMBER DATE STAMP OF THE IPEA

PCT/USB7/88888

$370.00 [P}

I PRELIMINARY EXABINATIONFEE.............ooooen i,

Il HANDLING FEE

by

Indicate the emount fized = the Sehiedule of Fees. ................ 5.50.00

Repest the amaunt indicated @ Box hy B3
if the Soveet Urion has beze elected...ooovente... deverreesecnes

Add the smount (il aay) entered ia Box hy eo the amount
eaered in Box by aad enter we tatal in Box H $150.00 H
This figure 15 the amouss of the HANDLING FEE. .........................

i1 TOTAL OF PRESCRIBED FEES SUBMITTED OR TO BE CHARGED TO
BEPOSIT ACCOUNT

Add the gmounts entered i Bozes P and H, and enter the total 12 the

TOTAL Box
THIS F‘EGUR.E 1S THE TOTAL AMOUNT OF THE PRESCRIBED
FECECS SUBMITTED Ok TO BE CHARGED TO THE DEPOSIT $520.00

................................. cesesctcnncniarrserieions T

THE APPLICANT MAY PAY THE PRESCRIDED FEES BY CHEQUE, POSTAL MONEY ORDER, BANK
DRAFT, CASH. REVENUE STAMPS, COUPONS, ETC. PAYMENT SHOULD BE MADE IN THE P
SCRIBED CURRENCY TO THE [ACCOUNT OF, ACCOUNT INDICATED BELOW OF, ORDER OF) ‘I'HE
IRTEBNATIONAL PRELIMINARY EXAMINING AUTHORITY. PAYMENT MAY ALSO BE MADE BY
AUTHORIZATION TO CHARGE A DEPOSIT ACCOUNT AT THE INTERNATIONAL PRELIMINARY
EXAMINING AUTHORITY IF THE LATTER HAS 4 DEPOSIT ACCOUNT SYSTEM.

DEPOSIT ACCOUNT AUTHORIZATION
The IPEA/ f3g  is bereby suthorized to charge the toel fees indicated above to my deposit account,
o The IPEA/ US s heresy sutiorized to ebasge say deficicacy or credit sny overpayment in the tolal fees indicated

sbove (0 My deposit seesunt.
99-1111 58 - )UM Ldase..

Deposn Account Number Date = Signewfe  gonn Adamo
Eorin PCT/IPEAIGLL (Arsess (July 1987) $e0 noIe0 O tevesie iide

1800-93 Rev. 5, July 1987
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PCT Rule 53
The Demand

53.1 Form
(2) The demand shall be made on a printed form.

@)Copw-ofpmwdfmmnbefumshedfmofmebyme'

receiving Offices to the applicants.

(¢) The particulars of the forms shall be prescribed by the Administrative
Instructions.
53.2 Contents -

(e) The demand shall contein:

(@) a petition,

(ii) indications conceming the applicant and the agent if there is an agent,

(iii) indications conceming the intemational application to which it
relutes,

(@iv) election of States.

(b) The demand shall be signed.
$3.3 The Petition

The petition shall be tothe following effect and shall preferably be worded
as follows: “Demand under Article 31 of the Patent Cocperation Treaty: The
undersigned requests that the intemstional spplicstion specified below be the
sulbject of intemationel preliminery examinsation according to the Patent Coop-
eration Treaty.”
53.4 The Applicans

As w the indications conceming the epplicant, Rules 4.4 and 4.1€ shall
spply, end Rule 4.5 shall apply mutatis mutandis.
53.5 The Agent

Henagentis designased, Rules 4.4, 4.7, and 4.16 shall spply, end Rule 4.8
shall apply mmtatis mutandis.
$3.6 Idensification of the International Application

The intemstionsl ication shall be idemified by the name of the
receiving Office with which the international spplication was filed, the name
and sddress of the spplicant, the title of the invention, sad, where the intemna-
tionel filing date and the internationsl epplicstion number are known w the
applicent, thet date end that number.
$3.7 Election of States

The demand shall name, emong the designated States, at least one Con-
tracting State bound by Chapter I of the Treaty as elected State.
53.8 Signatwre

The demand shall be signed by the epplicart.

PCT Rule 55
Lenguages ({nternatione! Preliminary Examination)

$5.1 The Demand

The demand shall be in the language of the imemational spplication or, if
the intemations] applicstionhas been filed in a language otherthan the language
in which it is published, in the language of publication.

PCT Rule 59
The Competenat Enternationsl Preliminary Examining Authority

59.3 Dermands under Arsicle 31(2)(a)

For demands made under Anticle 31(2)(s), each Contracting State bound
by the provisions of Chapter II shall, in aceordance with the terms of the
spplicable sgreement referred 1o in Anticle 32(2) and (3), inform the Intemns-
tional Buresu which Internations] Preliminary Examining Authority is or which
Intemstional Preliminery Examining Auvthorities are competent for the interma-
tionsl preliminsry exsmination of intemstional epplications filed with its
nationsl Office, o7, in the case provided for in Rule 19.1(b), with the national
Office of another State or sn imergovernmentsd orgenization aciag for the
former Office, and the Intemations] Buresu shall promptly publish such
information. Where several International Preliminary Examining Awthoritizs
are competent, the provisions of Rule 35.2 shall apply mutatis mutandis.
$9.2 Demands under Article 31(2)(6)

As to demands under Anicle 31(2)(b), the Assembly, in specifying the
Interanational Preliminary Examining Authority competent for intemational
spplications filed with a national Office which is en Intemationsl Preliminary

Rev. §, July 1967

MANUAL OF PATENT EXAMINING PROCEDURE .-

Examining Aunthority, shall give preference to that Autherity; if the nationel
Office is not an Intemationsl Prelimins v Examining Authority, the Assembly
shall give preference to the Intemations] Preliminsry Examining Authority
recommended by thet Office
PCT Rule 63
Minimum Requirements for International Preflminary
Examining Avthorities -

63.1 Definizion of Minimum Requirements
The minimum requirements referred o in Article 32(3) shall be the

following: .
(i) the national Office or mtergwemmenul organmnuon must hizve at

least 100 full-time employees with sufficiers technical qualifications to carry
out examinstions;

(if) thaz Office or organization must have at ite ready disposal at leasi the
minimurn documentation referred to in Rule 34, properly arranged for exami-

naticn parposes;

(iii) that Office or urganization must have a swaff which is capable of
examining in the required technical fields and which has the languege facilities
1o understand at least those langusges in which the minimum documentstion

referved 1o in Rule 34 is writien or translated.

37 CFR 1.8 Certificate of Malling

(s) Except in the cases enumerated below, papers and fees required to be
filed in the Patent end Trademark Office within a set period of time will be
considered timely filed if:

(1) They are addressed 10 the Commissioner of Patents and Trademearks,
Washingtom, D.C. 20231, and deposited with the U.S. Postal Service with
sufficient postage as first class mail prior to expiration of the set period; and

(2) They also include a cenificate for each peper or fee siating the date
of deposit. The perzon signing the centificate should have ressonsble basis 1o
expect thas the cosrespondence would be mailed on or before the date indicated.
The sctusl date of receipt of the paper or fee will be used for all other puspozes.
This procedure does not spply to the following:

© % 8

(xi) Thefiling of international applicationsforpatent and
all papers and fees relating thereto.

¢ % ¥ e d

Applicants should mail the demand and appropriate fees di-
rectly to the Intemational Preliminary Examining Authority
they desire to prepare the international preliminary examination
report. U.S. applicants who have had the international search
prepared by the European Patent Office may also request the
European Patent Office to act as the International Preliminary
Examining Authority. The use of the Eurcpean Patent Office as
an International Preliminary Examining Authority by United
States applicants is further limited to 500 international applica-
tions a year for the first 3 years that Chapter Il is in effect for the
United States. Applicants should consult the USPTO Official
Gazette or the PCT Branch for the latest information as to the
g}?berof Demands that have been filed in the European Patent

ice.

Demands filed in the European Patent Office should be
addregsed to:

European Patent Office
Erhardstrasse 27

8000 Munich 2,

Federal Republic of Germany.

Demands directed to the United States Patent and
Trademark Office should be addressed to:
United States Patent and Trademark Office
Box PCT
Washington, D.C. 20231.

1800-94
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'meBxpressMaxl"‘ pmvxsxons of 37 CFR 1.10 maybe
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AllDemandsﬁ!eﬁmmeUSPTOmustbemzhe

English language.

1898.01(c)(1) Prehmmary Exammatmn Fees
{R-5]

PCT Article 31
Demand for Internsational Preliminary Examination
) FBTED o
(5) The demand shall be subject to the psyment of the prescribed fees

E2 4 21

PCT Esle 57
The Handling Fee
57.1 Requirement to Pay

(z) Each demand for preliminary examination shall be subject 10 the
payment of a fee for the benefiz of the International Bureau (“handling fee™) 1o
be collected by the Intemational Preliminary Examining Authority to wihich the
dumnand is submitted,

(b) Where, because of later election or elections, the intemational prelimi-
nagy examingtion repont must, in application of Anicle 36(2), be translated by
the Intemnstional Busreau into one or move additional languages, 8 “supplement
1o the hendling fec” shall be callected by the International Buseau.

51.2 Amounts of the Handling Fee and the Supplement to the Hardling Fee

(a) The amount of the handling fee is as 2et out inthe Schedule of Fees. The
mumpty:bhmmypnmwhrmeﬂmﬂbemeamoumas gosetout, increased
by as many times the same amount s (e number of lmguages into which the
internstional preliminary exsmination report must, in application of Asicle
36(2), b irsnslated by the International Bureau.

(b) The amount of the supplement to the handling fee is as set out in the
Schedule of Fees. The amount payable in any panicular case shall be the amount
83 90 setout, multiplied by the number of additional languages referred 1o in Rule
57.1(b).

(¢} The amount of the har.Ming fee shall be establithed, for each Intema-
tional Preliminary Examining Authority which, under Rule 57.3(c), prescribes
the payment of the handling fee in 2 currency or currencies otherthan the Swiss
currency, by the Director General after consultation with that Authority and in
the currency or currencies prescribed by that Authority (“prescribed curreacy™).
The amount in eschprescribed currency shall be the equivalent, in round figures,
of the amount of the handling fee in Swiss currency set out in the Schedule of
Fees. The smounts in the prescribed currencies shali be published in the Gazese.

{d) Where the smount of the handling fee set out in the Schedule of Fees
is changed, the corresponding amounts in the prescribed currencies shall be
epplied from the same date as the amount set out in the amended Schedule of
Fees.

(e) Where the exchange rate between Swiss currency and any prescribed
carrency becomes different from the enchange rate last applied, the Direcior
General ehall establish the new amount in the prescribed cumency according 10
digectives given by the Assembly. The newly esteblished amount shall become
spplicable two months after its publicetion in the Gazelie, provided that the
imerested Intemnstionsl Preliminary Exsmining Authorsity end the Director
General msy sgree on 8 date falling dusing the said two-month period in which
cese the amount shall become applicable for that Authority from that date.
57.3 Time and Mods of Paymens

() The handling fee ehall be due st the time the demand is submited,

{b) Any supplement 10 the handling fee shall be due at the time the later
election is submitiad.

{c) The handling fee chall be payable in the currsncy or currencies
prescribed by the Intesnational Preliminary Exemining Authority to which the
demand is submitied, it being undersicod thet, when trensferred by that
Authority w the Intemnational Buresu, it shall be freely convertible into Swiss
CULFency.

(d) Any supplement to the handling fee shall be payable in Swiss currency.
57.4 Failure to Pay (Hondling Fee)

{8) Where the handling fee is not paid ag required, ti.c International

Preliminary Examining Authority ehall invite the applicant to pay the fee within

1800-95

1898.01(c)1):

memcmhfmmtbedme of the invitstion. |/
)Hmeapﬂxmmphecwnhmmvmmwuhmmememwhmw
lmmlhehmdlmgfeelhgubecomxdemduzfuhadbeenpmdomheduedae.f
{e) i the:applicant’ does: not comply: with the - invitition within the
ptucdsedumlmu,thedmmdshdlbecmudemd &8 folhldnotbean;

57.5 Fa:lm taPay (Siq:plemnt to the Handhng Fee)

(&) Where the supplemem to the handling fee is nol pud as lequn'ed the:
Interrartional Bareau shall invite the applicant to pay the supplement within ope
manth from the date of the invitation.

(b) If the applicant complies with the invitation within the one-month time.
limit, the supplement to thic hardling fee shall be consldcred asif it had been puid
on the due date.

(¢) If the spplicant does not comply with the invitation within the
prescribed time limit, the later clecuon sha.ll be considered as if it hnd not been
submitted.

57.6 Refund

In o case shall the handling fee, or the supplement to the handling fee, be

refunded.

PCT Rule 58
The Preitminary Examination Fee

58.1 Right to Ask for a Fee

() Each Internsational Preliminary Examining Authority may require that
the applicant pay a fee (“preliminary examinstion fee™) for its benefit for
carrying out the intemational preliminary exsminstion and for performing all
other tasks entrusied to International Preliminary Examining Authorities under
the Treaty and these Regulations.

(b) The amount and the due date of the preliminary examination fee, if any,
shall be fixed by the Interational Preliminary Exsmining Auvthority, provided
that the said due date shall not be earlier than the due date of the handling fee.

(c) The preliminary examination fee shall be payable direcdy to the
International Preliminary Examining Authority. Where the Authority is a
national Office, it shall be payable in the currency prescribed by thut Office, and
where the Authorily is an intergovernmental organization, it shall be payable in
the currency of the State in which the intergovemmental organization is located
or in gny other cusrency which is freely convenible into the currency of the said
State,

58.2 Failwre to Pay

(ay Where the preliminery examination fee fixed by the Tntemational
Preliminary Examining Authority under Rule 58.1(b) is not paid as required
under that Rule, the Intemational Prelisninary Examining Authority shall invite
the applicant to pey the fee or the missing part thereof within one month from
the date of the invitation.

(b)If the applicant complies with the invitation within the prescribed time
limit, the preliminary examination fee will be considered as if it had been paid
on the due date.

(c) If the applicamt does not comply with the invitation within the
prescribed time limit, the demand shall be considered as if it had not been
submitted.

58.3 Refund

The Intemational Preliminery Examining Authority shall inform the
International Bureau of the extent, if any, to which, and the conditions, if any,
under which, they will refund any smount paid as a preliminary examination fee
where the demend is considered ag if it had not been submitted, and the
Intemational Buresu shall promptly publish such information.

37 CFR 1.482 Internatlonal preHminary examination fees.
(2) The following fees and charges for international preliminary examina-
tion are established by the Commissioner under the suthority of 35 U.S.C. 376:
(1) A preliminary er.mination fee is due on filing the Demand:

(i) Where an intemational search fee a3 setforth in §1.445(2)(2) has
been paid on the intemational application to the United States Patent and
Trademark Office as an Intemational Searching Authority, a preliminary
eXBMINBLON € Of .uvviiiisirinisiissnisnsiisssssssssi s s i $370.00

(if) Where the Tnternational Searching Authority for the intema-
lional application was an suthority others than the United States Patent and
Trademask Office, a preliminary examination fez of .....covvenneininrns $570.00

(2) An edditonal preliminary examnination fee when required, per addi-
tional invention:
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1898. 61(d)-

(')Wherel mpﬂu‘nentaltem&fﬂeutetfmﬂimil.ﬁﬁ(aﬁ)hnz

becm peid on-the international : spplicetion to. the Usited. Stases Patent and

TndemukOﬂiae s en Triternationel Seasching Avthority & o0 $125.00:

(ii) Whese the Trtemational Searching Authority for the intema-

mwm&m-wu,mmmmfmm United States Patent and-

Trademark Office +$190.00
(b) The handling fee is doe on filing the Demand. Any necessary supple-
ment to the hendling fee shallbepudduealyto mehmummlBumm
- {(350.8.C. 6,376)

1898.01(d) Correction of Défects in the
Demand [R-E]

PCT Rufe 60
Certain Defects in the Demand or Election
60.1 Defects in the Demand

(a)If the demand does not comply with the requiremenss specified inRules
53 and 55, the International Preliminsry Examining Auhority shall invite the
applicant to correct the defects within ane month from the date of wne invitation,

(b) If the epplicant complies with the ivitation within the prescribed time
Limit, the demand shall be considered as if it had been received on the actual
filing date, provided that the demand as submitted contained at least one election
and permitted the international application to be identified; otherwise, the
demand shall be considered as if it had been received on the date on which the
Imternations] Preliminary Examining Authority receives the correction.

(c) ¥ the epplicant does not comply with the invitation within the
prescribed time limit, the demand shall be considered as if it had not been
subemnitted.

{d) ¥ the defect is noticed by the Internationel Bureau, it shall bring the
defect to the auention of the Imemational Preliminary Exemining Authority,
which shall then proceed a5 provided in paregraphs (s) to (c).

60.2 Defects in Later Elections

{2} If the leter election does not comply with the requirements of Rule 56,
the Ingernational Bureau shall invite the applicant 10 correct the defects within
one month from the date of the invitation.

(b Ifthe applicant complies with the invitation within the prescribed time
Lismit, the Iaterelection shall be considered as if ithad been received on the ectual
filing date, provided that the later efeciion as submitied contained st least one
election and permited the international application to be iderzified; atherwise,
the later election shall be considered as if iz had been received on the date on
which the Intemnstiona] Buresu receives the correction.

(c) If the applicant does not comply with the invilstion within the
prescribed time limi, the luter election shall be considered as if it had not been
submitted.

Defects in the Demand may be corrected. The type of
correction determines whether the filing date of the Demand
must be changed.

1898.01(e) Processing of Fees [R-5]

Fees for Chapter I procedure are processed promptly after
receipt and checked for completeness, If the fees are insuffi-
cient, the applicant is notified so that the required additional
amounts may be promptly paid.

1898.01(f) Preparation of Office Records [R-5]

The Patent and Trademark Office maintaing status and
focation information concerning international applications
before it on the “Patent Application Location and Monitoring”
(PALM) system, In addition, various other forms are used to
control financial and formality data..

Rev. §, Suly 1987
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1898.01(g);¥‘N0~" fication t -~
_Bureau of Demand [R 5]

PCT Article 31
. Demand for International Prellmlnary Exeminstion
PY T2

(7) Each elected Office shall be notified yof its elecuon.

, PCT Rule 61"
Notification of the Demand snd Elections
61.1 Notifications to the International Bureau, the Apphcant. and the Interna-
tional Preliminary Examining Authority

(2) The Intemational Preliminary Examining Authority shall indicste on
the denand the date of receipt or, where applicable, the date referred 10 in Rule
60.1(b). The Intemational Preliminary Examiring Authority shall promptly
send the demand to the International Bureau, and shall prepare and keep a copy
in its files.

(b} The Intemational Preliminary Examining Authority shall promptly
inform the applicant in writing the date of receipt of the demand. Where the
demand has been considered under Rules §4.4(a), 57.4(c), 58.2(c) 0r 60.1(c) 28
ifit had not been submitted or where an election has been considered underRule
54.4(b) as if it had not been made, the International Preliminary Examining
Anthority shall notify the applicant end the Intemnational Bureau sccordingly.

(c) The Intemational Bureav shell prompely notify the Internationsl
Preliminary Examining Authority and the applicant of the receipt, and the date
of receipt, of any later election. That date shall be the actual date of receipt by
the Intemnational Bureau or, where gpplicable, the date referred to in Rule
60,2(5). Where the later election has been considered under Rules 57.5(c) or
60.2(c) as if it had not been submitied, the Intemational Buresu shall notify the
applicam accordingly.

Lo d ] g

The PCT Division promptly notifies the International
Bureau and the applicent of the filing of any Demand. The
International Bureau in turn notifies each elected Office of their
election and also notifies the applicant that such notification has
been made.

1898.01(h) Priority Document and Translation
thereof [R-5]

PCT Rule 66
Procedure before the Internationa! Preliminary Examining
Authorlty
L2201
66.7 Priority Document

(a) If the Intematicnal Preliminary Examining Authority needs a copy of
the application whose priority is claimed in the intemational application, the
Intesnational Bureau shall, on request, promptly fumish such copy. If thet copy
is not furnished to the Intemational Preliminary Examining Authority because
the applicent failed to comply with the requirements of Rule 17.1, the intema-
tional preliminary examination report may be established as if the priority hed
not been claimed.

(b) If the apnlication whose pricrity is claimed in the intemational
applicstion is in a language other then the language or one of the langueges of
the Intemational Preliminary Examining Authority, that Authority may invite
the applicant 1o fumish a translation In the said languege or one of the ssid
lenguages within twomonths from thethe date of the invitation. If the wranslation
isnot furnished within that time limit, the international preliminary examination
report may be established as if the priority had not been claimed,

L1421

A copy of the priority document is required by the Interna-
tional Preliminary Examining Authority, and a translation
thereof, if the priority document is in a Ianguage which isnotan
acceptable language of the International Preliminary Examin-
ing Authority.

1800-96
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1898 01(1) Processmg Amenvdments filed under

~ PCT Rule 62
Copy for the Internatlonal Prelimlnary Enmlnlng Authority .
&ZAmndmm

(&) Any ; amdrhmt ﬁ]ed underAmde 19 shnll be pmpdy mmmed_

wmlmunmmdBmtomeInummmm:m Examining Avthor:

fty. If, at the time of filing such amendments, a demand for intemational prelimi- .

rary examination has elready been submiited, the applicant shall, & the same
time as he files the emendments with the International Buresu, also e 2 copy
of such smendments with the Interational Preliminary Examining Authority.

(b) If the time limit for filing amendments under Article 19 (see Rule 46.1)
bas expired without the applicant’s having filed smendments under thas Article,
or if the applicant has declared that he does not wish tomake smendments under
that Asticle, the International Burzsu ghsll notify the Intemationsl Preliminary
Exsmining Authority accordingly.

The receipt of a copy of the amendment under Article
19 or the statement that no amendment under Article 19 will be
made starte the examination before the Intemational Prelimi-
nary Examining Autnority.

1898.01(j) Transmittal of Demand to the Exam-
ining Corps [R-5]

PCT Administrative Instructions Section 665
File to be used for International Preliminary Examination

Where the Inlemstional Preliminary Exsmining Authority is pant of the
seme national Office or intergovenumnentsl orgenization as the Imermnational
Sesrching Authority, the same file shall serve the purposes of imernational
search and international preliminary exemination.

When the PCT Division has finished processing of the
papers and fees filed with a complete Demand, a copy of the De-
mand and other papers are forwarded to the appropriate exam-
ining group for examination.The documents will be placed in
the “Search Copy” file wrapper when forwarded to the exam-

ining corps.
1898.01(k) Later Election of States [R-5§]

PCT Article 31

Demand for International Preliminary Exsminaticn
L2414

(6)(b) Any lates election shall be submitted to the International Buresn.

L2221

PCT Rule 56
Later Elections

56.1Elections Submiited Later Than the Demand

The election of States not named in the demand shall be effected by a
notice signed and submitted by the applicant, and shall identify the international
epplication and the demand.
$6.2 Idensification of the International Application

The intemational application shall be identified as provided in Rule 53.6.
56.3 Identification of the Demand

‘The demand shall be identified by the date on which it was submitted and
by the name of the Intemationsl Preliminary Examining Authority to which it
wag submitted.
56.4 Form of Later Elections

1800-97

1898.02(u):

Themtclemm:htumfeublybemwdeonapmwdfommwm
: g, I ch . '

additional State(s) urider Anticle 3'1"of the dent Coopemuon 'l'mty
56.5 Larguage of Later Elections’ - i :
' The hwt election shall be in the lmgu.lge of lhe demmd.

Apphcants may, after ﬁlmg of the Demand later, but still .
within 19 months of the priority date, elect additional States
whichhave been previonsly designated and obtain the benefit of
delaymgthenauonal stage until 30 monthsafter the priority date
in the additional elected States. All such later elections mustbe
filed directly with the International Bureau. If additional trans-
lations are required due to the requirements of ¢.e additional
States elected, the supplement (o the handling fee must also be
paid directiy to the International Bureau,

1898.02(a) Determination if International
Preliminary Examination is
Required and Possible [R-§]

PCT Article 34
Procedure before the Internationai Preliminary Examining
Authorlty
L2211
(4){&) If the Intemational Preliminary Examining Authority comsiders
(i) that the intemational application relates to a subject matier on
which the Intemational Preliminary Exarmining Authorily is not required,
under the Regulations, to carry out an intermations] preliminary exeming-
tion, and in the particular case decides not 1o carry cut such examination,
or
(it) that the description, the claims, orthe drawings, are so unclear,
or the claime are go inadequately supporicd by the description, that no
meaningful opinion can be formed on the novelty, inventive step (noa-
obviousness), or industrial applicability, of the claimed invention,
the said suthority ehall not go into the questions referred to in Anticle 33(1) and
ghall inform the applicant of this opinion and the reasons therefor.
(b) If any of the situations referred 1o in subparagraph (2) is found 10 exin
in, or in connecticn with, certain claims only, the provisions of that subpers-
graph shall apply only to the said claims.

PCT Rule 67
Subject Matter under Avticle 34(4)(a)(l)

67.1 Definision

No International Preliminary Examining Authority shall be required w0
carry out an international preliminary examination on an intemational applica-
tion if, and to the extent to which, its subject matter is any of the following:

(i) scientific and mathematical theories,

(if) plant or animal varieties or essentislly biological processes for
the production of plants or animals, other than microbiological processes end
the produets of such processes,

(iii) schemes, rules ormethods of doing business, performing purely
mental acts or playing games,

(iv) methods of treatment of the human or animal body by surgery
or therapy, as well as diagnosiic methods,

(v) mere presentation of information,

(vi) computer progrems to the extent that the Intemational Prelimi-
nary Examining Authority is not equipped to carry oot an intemnational prelimi-
nery exsmination conceming such programs.

There are instances where intemational preliminary exami-
nation is not required because of the nature of the subject matter
claimed or because the claims are so indefinite that no examina-
tion is possible. Such instances should seldom occur, especially
since most problems of this nature would have already been

Rev. §, July 1987



1898.02(b)

dmomdmdindmamdntmemofmemmmuonal search o

that subject matter under PCT Rule 67 which may be excluded
from International Preliminary Examination. It should benoted
that subject matter which is normally examined under U.S. na-

tional procedure: should also be examnwd asan Imernanonal,

Preliminary Examining Authority.

Check the second and third unnumbewd boxes under box
II of Form PCT/IPEA/A08, respectively, if it is found that the
description, claims or drawings are so unclear, or the claims are

so inadequately supported by the description that no opinion
could be formed as to the novelty, inventive wiep (non-obvious-
ness) and industrial applicability of the claimed invention.

Form paragraph 18.06

Claims (Inventions) for which no Internationnl Search Report
witl be fssued

Clsim [1] directed to an invention which has no been previously

searched by an International Searching Authority. Consequently, these claims
are not considered for intemational preliminary examinstion. Note: 37 CFR
1.484(c).

EXAMINER NOTE:

This paragraph must be included when coe or more of the claimed
inventions hes not been the subject of sn Internationsl Search Report by 8
competent Intemnaiional Searching Authority.

Form peregraph 16.11

Hame snd Nomber of Ezaminer to be Contacted.

Any inquiry conceming this communication should be directed 10

{1] at relephone number 703-{2]

EXAMINER NOTE:

1. This peregraph should be used at the end of all requirements for unity
of invention.

2. In bracket [1], the examiner who prepared the reguirement for lack of
vnity of invention.

3. In bracket [3] insent the telephone number of the exsminer identified at
{21

1898.02(b) Unity of Invention before the
International Preliminary
Examining Authority [R-5}

PCT Articie 34
Procedure before the International Prelimisary Examining
Authority
L2124

(3¥a) If the Internationst Preliminary Examining Authority considess that
the intemational epplication does not comply with the requirement of unity of
invention 2 setforth inthe Regulations, itmay invite the applicant, at hisoption,
o restrics the claims 5o &8 10 comply with the requirement or to pay additionel

fees.
Ghbey

(c) If the applicant does not comply with the invitation referved 1o in
subparagraph (8) within the prescribed time limit, the International Preliminary
Exemining Authority shall establish an international preliminary examination
report onthoseparts of the intemational application which relateto what appears
10 be the main invention and shall indicate the relevant facts in the said report.
The national law of any elected State may provide, where its national Office
finds the invitstion of the Intemstional Preliminary Ezamining Authority
justified, those paris of the intemational application which do not relate to the
main invention shal! 4s far as effects in that State ase concemned, be considered

withdrawn unless a special fee is paid by the applicant to that Office,
L L L 21
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MM\“UAL‘OFEATEN’B EKAMEN]NG PROCEDURE

Lack of Unity of Invey (] &l
Examlnuon) TR
68.1 No Invitation to Restrict or Pay

Where the International Prﬂimmxry nxar-..nmg Authority finds that the
requirement of unity of invention is ot complied with and chooses not t invite
the applicant to restrict the claims orto pay additional fees, it shall establish the
international prehmmary examingtion report, subject to Article 34(4)(b). :
respect ‘of the entire intemational spplication; but shall indicate; in the said
report, that; in its oplmon. the’ mqumentofmny ofmvenuen is not fulfilled
and shiall specify ihe reasons for which the international spplication is not con-
szdczedascomplymg wnhtherequuunmt oflmnycfmvennon
68.2 Invitation to Restrict or Pay

Where the International Preliminary Examining Authority finds that the
requirement of unity of invention is not complied with and chooes to invite the
gpplicant, at his option, 1o restrict the claims or pay additional fees, it shall
specly at least one possibility of restriction which, in the opinioa of the
Intemational Preliminary Examining Authority, would be in compliance with
the applicable requirement, and specify the amount of the edditions! fees and the
reascns for which the international application is not considered as complying
with the requirement of unity of invention. I shall, at the same time, fix a time
limit, with regard to the circumstances of the case, for complying with the
invitation: such time limit shall not be shorier than one month, and it shall not
be longer than two months, from the date of the invitation,

68.3 Additional Fees

() The amount of the additional fez due for intemationsl preliminary
exsminstion under Anicle 34(3)e) shall be determined by the competent
Internationsl Preliminary Examining Authority.

(b) The additional fee due for intemationsl preliminary examinstion under
Anticle 34(3)(a) shall be payable direct 1o the Intemational Preliminary Exam-
ining Authority.

{c) Any applicant may pay the additional fee under protest, that is,
accompanied by a reasoned siaizment to the effect that the imemastional
spplication complies with the requirement of unity of invention or that the
amount of the requited additional fee is excessive. Such protest shall be exam-
ined by a three-member hoard or other epecial instance of the Intemational
Preliminary Examining Authority, or any competent higher authority, which, to
the extent that it finds the protest justified, shell order the total or pertis)
reimbursement to the applicant of the additional fee. On the request of the
applicant, the text of both the protest and the decision thereon shall be notified
tothe elected Offices as an annex to the inzemastional preliminary exsmination
report.

(d) The three-member board, special instance or competent higher suthos-
ity, referred 10 in paragraph (c), shall not comprise any person who made the
decision which is the subject of the protest.

68.4 Procedure in the Cases of Insufficient Restriction of the Claims

If the applicant restricts the claims but not sufficiently to comply with the
requirement of unity of invention, the Iniernationsl Preliminary Examining
Authority shall proceed as provided in Anticle 34(3)(c).

68.5 Main Invention

In case of doubt which invention is the main invention for the
purposes of Anticle 34(3)(c), the invention first mentioned in the claims shall be
considered the mein invention.

37 CFR 1.487 Unity of Inventioa before the International
Preliminary Examining Authority.

{s) An international application before the Intemationsl Preliminary
Examining Authority will be considered to have unity of invention if the claims
are in accordance with PCT Rule 13 (see §1.475(D).

(b) An international application containing claims to differert categories
of invention will be considered 1o have unity of invention if the clgims are drawn
only to one of the combinations of categories as sex forth in PCT Rule 13.2 (see
§1.475(f) or to the combination of (1} a product and & process for the
manufacture of said productor (2) a product and a process of use of said product,
If an application contains claims 1o more or less than one of the combinations
of categories of invention set forth in PCT Rule 13.2 (see §1.475() or &
combination set forih in paragsaphs (b}(1) or (2) of this section, unity of
invention may not be present.

(c) If an intemational application comains claims to a category of inven-
tion in addition to those categories included in any one of the combinations

1800-98
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gpecified in pasagraph (b) of this section, lsck of unity of invention may be held
r.mmeamgmmckﬁudmﬂwmbmummddnchmmme
"sdditionsl category of invention,

() Unity of inveation wiil exist where the claims a:elum oneof the
combinations of categories set forth in PCT Rule 13.2 (see 81 475(f)) ora
combinstion ‘set forth in pmtgnphs (b)(1} or (2) of this ‘section: If muluple
products; processes of mianufecture or uses are claimed, the first invention of the
_emegory first mentioned in the claims of the application end the first reciied in-
vention of eech of the other categories related thereto will be considered as the
mvenuomwbeexmmd.Anymchholdmgbymeexmmerwﬂlbemdeof
record as 8 holding of lack of unity of invention,

() The inventioas recited by the claims of different cuegones must be
releted rather than mdepmdemmvemwm

37 CFR 1.488 Detemlntlon of unity or invention before the
Iaternations! Preilminary Examinllg Authority.

(a) Before cstablishing eny writien opinion or the internationel prelimi-
nary exsmination repost, the Intemational Preliminery Examining Au!homy
will determine whether the international application complies with the require-
ment of unity of invertion es set forth in §1.487.

(b) If the Intemastional Preliminary Exemining Authority considers that
the intemationsl application does not comply with the requirement of unity of
invention, it rmay:

(1) Issue & writtea opinion and/or an intemational preliminary
examinalion repott, imupem of the entire intemational application and indi-
caie that unity of invention is Iacking and specify the reasons therefor without
exuending sn invitstion to restrict or pay sdditional fees. No international
preliminary examingtion will be conducted on invemtions not previously
seerched by an Intemations! Searching Authority.

(2) Invite the spplicant to restrict the claims or pay sdditional fees,
pointing o the cstegories of the invention found, within a set time limit which
will not be extended. No intemational preliminary exsmination will be con-
ducted on inventions not previcusly sesrched by an Imemnstional Preliminary
Exemining Authority, or

(3) If applicant fails to restrict the claims or pay additional fees
within the time limit set for response, the Intemational Preliminary Examining
Awhority will issue 8 written opinion end/or establish en international prelimi-
pary examination report on the main invention and shall indicste the relevant
facts in the said report. In case of any doulxt ag 1o which invention is the main
invention, the invention figst mentioned in the claims and previously searched
by an International Searching Authority shall be considered the main inventicn.

(¢) Lack of unity of invention may be directly evident before considering
the claims in relstion (o eny prior ast, or after taking the prior art into considera-
tion,, as where & document discovered during the gsearch shows the invention
claimed in s generic or linking claim lacks novelty or is clearly obvious, leaving
twoormore claims joined thereby withouts commen inventive concept. Insuch
& cage the Intemational Preliminacy Examining Authority may raise the objec-
tion of lack of unity of invention.

The examiner will usually begin the preliminary examina-
tion by checking the international application for unity of
invention. The intemmational preliminary examination will only
be directed to inventions which have been searched by the
Internationzl Searching Authority. All claims directed to inven-
tions whici: have not been searched by the International Search-
ing Authority will not be considered by the International Pre-
liminary Examining Authority. If the examiner in the Interna-
tional Preliminary Examining Authority finds lack of unity of
invention in the claims to be examined, an invitation is prepared
and sent to the applicant requesting the payment of additional
fees or the restriction of the claims on Form PCT/IPEA/405.
Such an invitation will include the identification of what the
examiner considers to be the “main invention” which will be
searched if no additional fees are paid or no restriction ig made
by the applicant.

The procedure before the International Preliminary Exam-
ining Authority regarding lack of unity of invention is governed
by PCT Article 34(3)(a) through (c), PCT Rule 68 (see also PCT

1800-99

‘1898.02(b)

‘Rule70.13),and 37 CFR 1 487 and 1.488.Tishould benoted that
‘immostinstances fack of unity of invention mﬂh&vebeenmted
“and-reported upon by the hitersiational Searching’ Auﬁxmty

which will have drawnupan Intemational Search Report based
on those’ parts of the mtemauonal apphcanon relating to the
invention, or unified linked ; group ofi inventions, firstmentioned
in the claims (“main invention "), If the apphuam has paid
additional search fees, additional inventions would also have
been searched. No international preliminary examination will
be conducted on inventions not previously searched by an
International Searching Authority (37 CFR 1.488(b)(2)).

Unity of invention must be addressed within 7 days from
the date the PCT application is charged to the Examining Group
from PCT Central. This simply means that a determination must
be made as to whether or not the international application relates
to one invention or to a group of inventions so linked as to form
a single general inventive concept.

If it is determined that the interuational application does
meet the requirements for unity of invention and no additional
fees will be requested, the international application must be
returned to the PCT Docket Clerk in the Examining Group so
that an indication to that effect may be made on the PALM Sys-
tem which monitors deadlines such as the deadline for checking
unity of invention.

If the examiner determines that unity of invention is lack-
ing, there are two options:

1. The examiner may conduct an international prelimi-
nary examination covering all the claimed, previously searched
inventions and indicate that unity of invention is lacking and
specify the reasons therefor without extending an invitation to
restrict or pay additional fees (PCT Rule 68.1), or

2. The examiner may invite the applicant to restrict the
claims, so as to comply with the requirement, or pay additional
fees, pointing out the categories of invention found. The invita-
tion to restrict or pay additional fees shall state the reasons for
which the international application is considered as not comply-
ing with the requirement of unity of invention. (PCT Rule 68.2).
Inventions not previously searched will not be considered or
included in the invitation.

The written opinion, if any, and the International Prelimi-
nary Examination Report must be established on all inventions
for which examination fees have been paid.

If the applicant fails to respond to the invitation to restrict
the claims or pay additional examination fees due to lack of
unity of invention, the Written Opinion and Report must be
established on theclaimsdirected to whatappears to be themain
invention, (PCT Ariicle 34(3)(c). The main invention, in case of
doubt, is the first claimed invention for which an International
Search Report has becn issued by the International Searching
Authority. The main invention, as viewed by the examiner, must
be set forth on form PCT/IPEA/405.

Whether or not the question of unity of invention has been
raised by the International Searching Authority, it may be
considered by the examiner when serving as an authorized
officer of the Intemnational Preliminary Examining Authority.
Inthe examiner'sconsideration all documentscited by the Intes-
national Searching Authority should be taken into account and
any additional relevant documents considered. However, there
are cases of lack of unity of invention, where, compared with the
procedure of inviting the applicant to restrict the international
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application oz pay. addltmnal fees (PCT Ru!e 68.2). no oF: ht&e
:additional e{fortis involved i establishing the Written Opinion
and the International Preliminary Examination | Report. for the
iog:, Then reasons of economy may
cﬁexathmer 10 use the. option referred to
; y choosing not to, invite the apphcant to
,_ s claims or o ’Qaddltmnalfw
o Unity of i mvennon is defined by PCT Rule 13 whxch sets
forth several combmauons of related categoriés’ of invention
that may be included in an interational application and still
comply with the nmty of invention requirement. :

1898.02(b)(l) Preparatlon of Invntatnon
. Concerning Unity [R-5]

Notes on Completing “Invitation to restrict or pay addi-
tional fees”, Form PCT/IPEA/40S

This form is used toinvite the applicant, at his or her option,
to restrict the claims to comply with the requirements of unity
of invention or, to pay additional examination fees. In addition,
the examiner mustexplain the reasons why the international ap-
plication is not considered to comply with the requirement of
unity of invention. The examiner must also specify, on Form
PCT/IFEA/40S, at least one group or groups of claims which, if
elected, would comply with the requirement for unity of inven-

The following identifying informationistobe placed on the
top of the. ﬁm page ofFonn PCT/IPEA/40S:

plics ‘ ] address - this is usually the
ammcy sadwem taken fmm the ﬁle wrwppet by the typist.
licant’s o A eference - this is the
apphcant S or agem s apphcauon referencc (or docket number)
which is composed of either leiters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of theDemand Form PCT/IPEAMOI
temational At ‘ ber - this is the 14 digit PCT
apphcmn senaﬁ number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the D*,mand Form PCT/IPEA/AO1.

Ttes 3l Filing Date - this is the filing date printed on
them!emtnmal apphcauon file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

j {Wame) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box 1I of the Demand, Form PCT/IPEA/401.

INVITATION

In the space provided, after the first paragraph on form
PCT/IPEA/40S, the examiner should identify the disclosed
inventions by claim numerals or drawing figure numerals, as
approvriate, and indicate which disclosed inventions are so
finked as to form a single general inventive concept, thereby
complying with the requirement of unity of invention. For
example, claims to different categories of invention such as a
product, claims to a process specifically adapted for the manu-
facture of the product and a claim for 2 use of the product would
be considered related inventions which comply with the unity of
invention requirement, whereas a claim (o an apparatus for
making the product in the same application would be considered

Rev. 5, July 1987

.,:ofmeﬁrstpage,theexanunershouldspecxfymemmnmventwn
.and- claims . directed -thereto . which : will.be examined-if .the
-applicant fails to- restfict 'or pay-additional fees. The-main

MANUAL OF PATENT EXAMINING PROCEDURE

‘8 second invention fm'whzch ‘additional fees would bereqmred
“The reasons forholding that unity of inven
:be specified,

‘Inthe space ﬁmﬁdcdafterthethmd

invention; in case of doubt,is the first claimed invention or
related invention before the Intemanonal Prehmmary Examm-
ing Authority for which a search fe¢ has been paid ; and an Inter-
national Search Report has been prepared.

In the space provided, after the first paragraph of the second
page of form PCT/IPE A/405, the examiner indicates the inven-
tion or groups of inventions which are so linked as to form a
single general inventive concept, thereby meeting the require-
mentof unity of invention. This is normally a restatement of the
inventions identified in the space provided, after the first para-
graph on page 1 of form PCT/IPEA/405.

In the space at the end of the second paragraph of page 2 of
form PCT/IPEA/40S, the examiner should indicate the total
amount of additional fees requu'ed for exammauon of all
claimed inventions.

In the third paragraph printed on page 2, the time limit for
response is set according to PCT Rule 68.2, normally a one
month time limit should be set, No extensions of time are
pemitted.

Since the space provided on form PCT/IPEA/40S is IF+:-
ited, supplemental attachment sheets, supplied by the examir <,
with reference back to the specific section, should be incoryo-
rated whenever necessary,

AUTHORIZED OFFICER

Form PCT/IPEA/40S must be signed by an examiner with
ar least partial signatory authority.

TELEPHONIC RESTRICTION PRACTICE

Telephone practice may be used in certain cases (o allow
applicants to elect an invention to be examined or to pay
additional fees. Additional fees may be charged to a deposit
account using the telephone practice only ift

1) The Demand for International Preliminary Examination
included an authorization 10 charge additional fees to a deposit
account,

2) Applicant or the legal representative or agent orally
agrees to charge the additional fees to the account, and

3) A complete record of the telephone conversation is
included with the Written Opinion including:

4) Examiner’s name;

b) Authorizing autorney’s name;

c) Date of conversation;

d) Invention elected and/or inventions for which addi-
tional fees paid; and

¢) Deposit account number and amount to be charged.

If applicant or the legal representative or agent refuses to
either regtrict the claims to one invention or authorize payment
of additional fees, form PCT/IPEA/405 should be prepared and
mailed to applicant.

1800-100




| PATENT COOPERATION TREATY /' + 1898.02(b)(1) *'

‘III' B . PATENT COOPERATION TREATY
: SRR ; e e craTes
John Adams
Adams, Baker and Charlie
L arina o Ye IVTTATION TO RESTRICT OR PAY
a
Baltimore, Maryland 20820 ADNHG@KHES

fomnd rrovwasss 1o PCT Anicle 34 (3)(s) and Rule 68.2

DATE OF MAILING by the Imermational Preliminary

Inscribe NAME end ADDRESS of the AGENT sad i Examining Authosity

there is mo agent, of the APPLICANT " APPLICANTS OR AGENTS FILE REFERENCE
. e CMC-123

IDENTIFICATION OF THE INTERNATIONAL APPLICATION

Tntemational Apglicaion No. Tmematona) Filing Diate

PCT/US87/68888 06 July 1987 (06.07.87)
Agpplicant (Weme)

Columbia Marine Cozporation

INVITATION

This International Preliminary examining Authority considers that the
above-identified international application does not comply with the
requizement of unity of inventionll) for the following reasons:

Group I, Claims 1-5, 9 and 10, drawn to & sailboat self-
steering gear.

Group II, Claims 6-8, drawn to a compass with an alarm to
indicate deviation from a desired course.

The eclaims of these two groups are directed to different
inventiong which are not so linked ag to form a single
general inventive concept. The inventions are not linked in
operation and perform completely different operations.

CONSEQUENTLY THE APPLICANT IS HEREBY GIVEN THE OPTION OF RESTRICTING
THE CLAIMS CR PAYING ADDITIONAL FEES.

1f the applicant does not exercise the option, the Internaticnal
Preliminary Examining Autherity will establish the international
preliminary examinacion repcrt on those parts c¢f the internatiocnal
application indicated below which, in the opinion of this
International Preliminary Examining Authority, appear to relate to the
main invention. (Specify)

Claimg 1-5, 9 and 10.

(Invitation continued on the f{sllowing page)

FOPA PCTIPE 1E03(8) (Jeruesy VB a6 NOILE 6N FEVEres 608
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1393.@)24_, )@}

s ‘ . PCT/USB7/88UER
. INVITATION TO RESTRICT OR PAY ADDITIONAL FEES (continued)

If the applicant opts to restrict the claims, this International
Breliminary  Examining  Autherity suggests below restriction
possibilities which in its opinicrn would be in compliance with the
-e::uiremenr. of unity of invention. (specify) .

Grcup I, Claims 1-5, 9 and 10

Group II, Claims 6-8

Z€ the applicant opts to pay additior:. fees, this International
fzeliminary Examining Authority will establish the international
preliminary examination report on the other parts of the international
asrlication only 1f, and to the extent to which, additional fees are

;a’g‘i%.ﬁ'oby .the applicant. The total amount of the additional fees

742 APPLICANT 1S HEREBY INVITED TO RESTRICT THE CLAIMS OR TO PAY THE
AMCUNT OF ADDITIONAL FEES WITHIN.OBG-.— (Pur"".S)MG}- “ROM THE DATE
CF MAILING INDICATED R8OYE, The payment of any additional fee may be
zade under protest!’

Computation of the time limit starts on the day following the date of
=3...ing of the present Invitation. Within this time limit either the
sayment or the restriction has to be made to this Internmational

Preliminary Examining Authority,
ay=ent should be made by check, postal money order, or bank draft,

¥azle to the Commissiorer of Patents and Trademarks Payment and may
made by authorization to charge a Paten:t and Trademark Office

epcsit account,

g“\
[+ )
LN

THE INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

Addsess Only: Authosized Offices
Comprassicner of Patents end Trademertts
Bosz PCT W
Washagien, D.C. 20231 Stephen Decatur -~ Primary Examinpr

Leusanamssensasperssaes
FCALS PCTAPELAIE 23 Liarnaary 1845)
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P ATENT COOPERATION TREATY * >

Ferm paragraph 18.01
Pernlnlhle Comb

4 _!{CI'RuIe 13 lmﬁmﬁcmmmmapphmshaﬂ
:dnewmemvemwu‘uﬂyormlgmuptimmmmssohnkeduwfom 'd
single general inventive concept”.

PCT Rule 13.2 indicates that this shall be construed as permiting , in
pummlar oneofﬂnfo!lowmgﬂimpow’ﬂecombmmdmechmed
mvumm.

(l)apmdnct,npmeen lpeclﬁedlyadwdfmmemmfmeoimd
product snd a use of ssid product, or.

(2} aprocess, and sn apparatus. ormemspecxﬁullydeslgned forcarrymg
outmdpmceu or

& product, a process specially adepted for the menufacture of said
pmdmtmdmappanm! or means specificelly designed for carrying out the
process.
Additioaslly, current United States Paters end Trademark Office restric-
tion practice permits the following combinations of the claimed invention:

(4) a product, and 8 process specifically adapted for the manufacture of
said produet, end

(5) a product, and & use of the said produet, as where said use as claimed
cannot be practiced with enother materislly different prodoct.

EXAMINER NOTE:

1.Thiz parsgraph must be used ag the begisning paragraph of a separate
¢heet holding of leck of unity of invention imvolving different categorics of
invention. On the first page of Form PCT/IFEA/4DS insest the notation “See
gitached theet” and proceed using these fomn paragraphs. However, the main
invention should be indicated on the bottom of the form PCT/IPEA/40S.

Form paragraph 18.02

Iavitation (o restrict

This spplication containg the following inwentions or groups of inverntions
which are not so linked as to fonn 2 single inventive concept. In order for all
inventions to be examined, the appropriste additional examination fees must be

EXAMINER NOTE:
1.This is the heading that should be used in all holdings of lack of Unity

of Invention.

Ferm paragreph 18.03
Grouplngs of invention
Groupi{1], Claim [2] drawn to [3].

EXAMINER NOTE:
1. In Bracket (1], place sequential Romsn semnerals to identify the group-

ngs.

2. In bracket [2], place the sppropriste claim number(s).

3. In bracket {3], define the invention or groups of invention(g) so linked
es 10 forn & single general inventive concept.

Form paragraph 18.04
Reasoms Tor holding a lack of Unity of Invention
Theinventions listed as Groups (1] donot meet the requitements for Unity
of Invention for the following reasons: [2]

EXAMINER NOTE:

1. In brackes [1], fist the Roman numersls that identify the groupings of
invention.

2. This paragraph follows the listing of the Groups of invention and should
be comploted st {2) with & thorough and concise explanation as to why there is
6 lack of unity of invention between the groups.

Form persgraph 18.07

Telephione Election - Single Invention

During s telephonic requirement for election, on {1] applicant’s represen-
tative, (2], elecied the invention of Group {3] for examination,

No edditional examination fees were suthorized and only one invention
was elected.

EXAMINER NOTE:

1. In bracket [1], insert the date the election was made.

1800-103
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Form parngraph 18.08

Telephone Election - Mnmple lnventlons
Dunngatelephomc requ‘ ement forelection, on [l].apphcmt ) mpmen—

tative, [2], elected the inventions of Groops [3] for exsmination.

Applicant’s representative also anthorized the charging to thie Deposit
Account for payment of additional examination fees totaling ${4] for the
examination of said inventions. The additional examination fees have been
charged to Deposit Account Number [5]. g

EXAMINER NOTE:

1. In bracket [1], insent the date the election was made

2. In bracket [2], insert the name of applicant’s representative

3. In bracket [3], insert the Roman numerel identifying the elected
inventions.

4. In brecket [4), insert the amount of the additionsl fees for the examina-
tion of the additional invention(s).

5. In bracket [S], insen the Deposit Account Number.

Form paragraph 18.09

Notice of Right to Protest Telephone Practice in Written
Opinion

Awlicam stands edvised that there is no right toprotest the holding of lack
of unity of invention for any group of invention(s) for which no additional
examination fees has been paid. Any protest to the holding of lack of unity of
mkummtbcmmmdﬂwa&malfeewquuedmunbefdedmhwrm
the filing of a response to the Written Opinion.

EXAMINER NOTE:
1. This paragraph must be included in the record of a telephone election

mede in 8 Written Opinion.

Form paragraph 18.10

Natice of Right to Protest Telephone Practice, No Written
Opinion

Applicant stands edvised that there is no right to proiest the

holding of lack of unity of invention for any group of invention(s) for which
ro additionsl examinstion fees has been peid. Any protest to the holding of
lack of unity of invention or the amount of the additional fee required must
be fi)=d no later than one month from the date of this letter.

EXAMINER NOTE:
1. This paragraph must be included in the record of & elephone election
made in 2 separate letter.

1898.02(c) Response to Invitation Concerning
Lack of Unity of Invention [R-5]

PCT Administrative Instructions Sectlon 603
Transmittal of Protest Against Payment of Addltlonal Fee and
Decision Thercon

The Intemnationsl Preliminary Examining Authority shall trensmit to the
spplicant, at the latest together with the intemnational preliminary examination
repott, any decision which it hag taken under Rule 68.3(c) an the protest of the
applicant against payment of the additionsl fee, At the same time, it shall
treasmit 1o the Intemational Bureau a copy of both the protest and the decision
thereon, as well as any request by the applicant to forward the texts of both the
protest and the decision thereon to any of the elected Offices.

37 CFR 1.489 Protest to lack of unity of Invention before the
International Preliminary Examining Authority

(a) If the applicant disagrees with the holding of 1ack of unity of invention
by the Intemational Preliminary Examining Authority, additional fees may be
paid under protest, accompanicd by a request for refund and a statement seiting
forth reasons for disagreement or why the required additional fees are consid-

ered excessive, or both.
(b) Prosest under paragraph (2) of this section will be examined by the
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1898.02(d)

CommmmuonheCommuum sdw;nee Imhcmasmmeapplm 3
Mudwm\mmbepmmuddnmdfeaorapmmmdwm
" be refunded. ’

' (c)Anzﬁﬂicmtwhodemumtaeopyof!heprmn-dmedecmm
thereon sccompany the intemational examinstion report when

preliminary
forwmbdmmeEleaedOﬁce:.msyuoufytheInmmnomlPrﬂmmuy )

ExmmmgAmhomywthneﬁeamymmpnoﬂotheummohhemm
umalprehmmxyexammnmmpon'merufter. such notification should be
duemdmdmlmemumd]!muu. y o

Apphcant may respond by paymg some or all additional
fees or by restricting the claims to one invention. If applicant
makes no reply within the set time limit, the international
preliminary examination will proceed on the basis of the main
invention only.

If applicant has paid an additional fee or fees, a protest to
the holding of lack of unity of invention may be filed with the
International Preliminary Examining Authority.

NOTIFICATION OF DECISION ON PROTEST

Form PCT/IPEA/420 is used by the Group Director to
inform the applicant of the decision regarding applicant’s pro-
test on the paymeni of additional fees concerning unity of
invention.

The following identifying information must be placed on
tlwwpofmeﬁrstpage of Form PCT/IPEA/420;

pplicant’s address -usuallydwaﬂomeysaddresstaken

apphcam soragent’s apphcanon reference (or docket number)
which is composed of either lettars or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of m Demand, Form PCT/WEAMOI

[nternatinnal Annlicating Numbes -dusxstledngltPCI‘
applwamnsenalnumwwmmpedmdtypedon the interna-
tional application file wrapper and may also be found on the first
page of the Demand, Fonn PCT/IPEA/40L.

[nterati Date - this is the filing date printed on
themwrmmalapplwaumﬁlemppemndmayalsobefound
on the first page of the Demand, Form PCT/IPEA/401.

Applicant (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

NOTIFICATION

‘The Group Director checks the appropriate box, i.e., L.a.,
1.b. or 2. If box 2 is checked, a clear and concise explanation as
o why the protest concerning the unity of invention was found
to be unjustified must be given.

Since the space is limited, supplemental attachment
sheet(s) should be incorporated whenever necessary.

AUTHORIZED OFFICER

Form PCT/IPEA/420 must be signed by a Group
Director.

1898.062(d) Notation of errers and informalities
by the Examiner [R-§]

Rev. 5, July 1967

PCT Admiuistrative Ingtruc

racufwnwu under Rule 91.1, Rule 70.16 andSeamGOZ muapplym‘uf

- Although me;examiner. .is nut,responsible for disc\c'weﬁng,
errors in the international application, if any errors coms to the
attention of the examiner; they shouldbenotedand called to the
applicant’s attention. Notations as to obvious érrors (see PCT
Rule 91) should be called to the applicant’s attention by using
PCT form PCT/IPEA/411 or 423.

If the applicant requests correction of any obviouserrorsin
the international application or in any paper submitted to the
International Preliminary Examining Authority, other than in
the request, any accéptable correction should be authorized by
using Form PCT/IPEA/412.

INVITATION TO REQUEST RECTIFICATION OR
CORRECTION

The procedure governing the rectification of obvious errors
are PCT Rules 91.1(d) and 26.4(a) which state that:

The request for rectification which the applicant is invited
to make must be submitted in a letter. The rectification may be
stated in that legter if itis of such a nature that itcan be transferred
from the letter to the international application without adversely
affecting the clarity and direct reproducibility of the sheetonto
which the rectification is to be transferred; otherwise, the appli-
cant is required to submit a replacement sheet embodying the
rectification and the letter containing the request for rectifica-
tion must draw attention to the differences between the replaced
sheet and the replacement sheet.

Defects that are not obvious errors may be called to
applicant’s attention by using form PCT/IPEA/408 or 423,

Thefollowing identifying informationisto be placed on the
top of the first page of Form PCT/IPEA/411 or 423:

- usually the attorney's address taken
from the from of the mtemauonal application file wrapper.

- this is the
applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

International Application Number - this is the 14 digit PCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found cn the first
page of the Demand Form PCT/IPEA/401.

- , g Date - this is the filing date printed on
the mtemauonal apphcauon file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

- thig is the first named applicant as set
forth on the international application file wrapper and may also
be found i box II of the Demand, Form PCT/IPEA/401.

INVITATION

The examiner may invite applicant to rectify obvious errors
which do not impede the examination of the PCT application.
Applicant is notified of the obvious errors by checking the first
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ing the second box and clmrly dwcribmg the bvmus €Tors i

‘spac vide ted, supplanenml
attachment sheet(s)" should Vbe mcmporat whenever neces-

T the ust complete lhe secuan of the Form
wluch notifies’ applicant where the Request for Rectification
should be submitted. This will be the USPTO if the error isina
partof the international application other than the request which
has been submiitted to the International Preliminary Examining
Authority. See PCT Rule 91.1(¢). This should be indicated by
checking the Iast box. -

AUTHORIZED OFFICER

Forms PCT/IPEA/411 and 423 must be signed by an
examiner having at least partial signatory authority.

In the large rectangle on the form, the examiner should
clearly set forth the deficiency.

Since the space is limited, supplemental sheet(s), supplied
by the examiner, should be incosporated whenever necessary.
The examiner should check the appropriate box to indicate the
type of deficiency in the papers.

The time limit for response is set in the last paragraph
(which is in capital letters). Applicant is given 30 days, or less
depending on the time remaining to complete the International
Preliminary Examination Report.

Form paragraph 18.28
Drawinge objected to, Correction requested
The drawings sre objected to because [1]. Cormetion is requested.

Form paragraph 18.29

Bubject matter admits of ustration

The subject mener of this eppliction edmits of illustration by drawing 1o
faciliate understanding of the inveation. Applicant is required under PCT
Asticle 7(1) 1o fumish & deswing.

Form paragraph 18.30

Amendment contalning New Matter

‘The amendment of [1] is objected o vader PCT Article 34(2)(b) becanse
it imtroduces meter into the spplication that goes beyond the disclosure as
originally filed. The added material which is not supported by the original dis-
closure ig as follows: {2}

Under PCT Rule 70.2(c), the intemational application is being weated ag
if the entire amendment had not been made,

EXAMINER NOTE:

1, An emendment thet attempts to add new matterto any of the drawings,
specificstion or claims in effect voids the entive smendment, and the interna-
tionel applicstion is in effect trested as if the amendment had never been
gubmied,

Form paragraph 16.33

Improper Multiple dependent ciaims

Claim [1] objected o under PCT Rede 6.4(s) 9z being in improper
dependent form because s multiple dependent claim [2]. Accordingly, claim (3]
not being exsmined for novelty, inventive step and industrial spplicebility.

EXAMINER NOTE:

1. In bracket (2], insent “should refer to other claims in the aliernative

only.”, andfor “cannct depend from any other multiple dependent claim.”
1898.02(d)(1) Rectification {R-5]

1800-105

1898.03(a)

NOTIFICATION CF DECISION CONCERNING RE-
o QUEST FOR RECT!FICATION

- The recuﬁcauon of obvxous eums is govemed by PCT
Rul&s 91.1(b)-(h) and 66.5. ./ _

Thefollowing ideritifying mformauoms tobeplaced omhe
top of the first page of Form PCT/IPEA/412;

- usually the attorney's address taken
from the front of the mtemauona] application file wrapper
.- this is the
applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

Intemational Application Number - this is the 14 digit PCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.

International Filing Date - this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

Applicant (Name) - this is the first named applicant as set
forth on the international application file wrapper 5 may also
be found in box II of the Uemand, Form PCT/IPEA/401.

NOTIFICATION

The examiner after fully considering applicant’s Reguest
for Rectification of an obvious error, will notify applicant of the
action taken on Form PCT/IPEA/412. Since the space provided
is limited, supplemental sheei(s) should be incorporated when-
ever necessary.

The last box, indicating that this rectification with any at-
tachment has been sent to the International Bureau, is checked
when the Request for Rectification has been approved or ap-
proved in part. This box is not checked when the Request for
Rectification has been refused.

AUTHORIZED OFFICER

Form PCT/IPEA/412 must be signed by an examiner
having at least partial signatory authority.

1898.03(a) Preparation of the Written Opinion
[R-5]

PCT Article 34
Procedure before the International Prelliminary Examining
Authority
L 1

(2Xc) The applicant shall receive at least one written opinion from the
International Preliminary Exsmining Authorily unless such Authority consid-
ers that all of the following conditions are fulfilled:

(i) the invention setisfies the criteris set forih in Anicle 33(1),

(ii) the intemational application complies with the requirements of this
Treaty and the Regulations in so far as checked by that Authority,

(ili) no observations are intended 1o be made under Anicle 35(2), last

sentence,
Gubey
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1898.03(a)

y

66.1 Baﬂ.r af the Inuruatwml Preliminary Emnumtm )

. 'Beforethe international preliminasy exsmination stans, the spplicant may
make smendments sccording to Article 34(Z)(b) wid the international prelimi-
naryexuminstion shall initially be disected tothe claims, medesmpmn.mdthe
drawings, as eonumed inthe memwnal apphuuon at lhe ume the mtema-
tional ry examinsiion stafts.
662 Fmt Wrmen Opuuon of the Intematwm! Prelmumry Emumng
A

(8) ¥ the Intemations] Pxehmmry Exmmz Authority
o ()mmmmemmmmlwhmmhsmyofmcdefem

descrived in Anicle 34(4), :

(ii) considers that the m&emaxwm.l enmmuaon m-'mt
sbm!dbcacgmvemrcape&cfmyofduechmsbemmlhemvemmdsmed
therein does not appest to be novel, does not sppear W involve an inventive step
(dm not appesr 1o benon-obvious), or does not appear to be mdusmaﬂy

(m)mmclmmdwnwmddeamdwfomormmuofﬂw
iniernational spplication under the Treaty or these Reguistions,

{iv) considers that any amendiment goes beyond the disclosure in the
intzrnationsl application as filed, or

(v} wishes to sccompany the isternetional preliminary examination
report by cheervations on the clerity of the claims, the description, snd the
drawings, ¢ the question whether the clsims are fully supported by the

the said Authority shall metify the spplicant sccordingly in writing. Where
the amionsl law of the nationsl Office acting a5 Internationsl Preliminary
Ersmining Awmhority does not sllow multiple dependent claims 1o be drafted in
& epanner different from thez provided for in the second and third sentences of
Rule 6.4(g), the Intemational Preliminary Examining Authority may, in case of
failure 10 use thet manner of claiming, npp&y Anticle 34(4)(b). In such case, it
shell motify the epplicant sccordingly in writing.

() The notificmion chall fully etats the reasons for the opinion of the
Intemational Preliminazy Fktmmw Asshoriny.

(e} The noification shall invite the epplicant to submit a written reply
together, where eppropeiste, with smendments.

(&) The notification shall fiz s time limit for the reply. The time limit shall
be reamonsble under the circumstences. It shall normally be twomonths afier the
dare of novification. In no case shall it be shorter then one month afier the gaid
daze. It shall be a1 least two months efter the saéd date where the intemational
search mpor is (rangmitted @ the seme time 85 the notification. In no case shall
it be more then three months afier the said date,

SOEHE
37 CFR 1.484 Conduct of internationaf preliminary ezamination

(8} An intemational preliminary examination will be conducted to formu-
late & non-binding opinion as (o whether the claimed invention has novelty,
involves e inventive gtep (is non-obviocus) and is industrially applicable.

(b} No imtemational prelimingry examination report will be established
prior 1o fssuance of an intematicnal search report.

(e} No intemational preliminasy examination sepost will be conducted on
inventions not previously sessched by sn International Searching Authority.

(&) The International Preliminary Examining Authority will establish ¢
written opinion if any defect exigis or if the clsimed invention lacks novelty,
inventive step orindustrial applicability and will ser 8 non-estendable time Jimit
in the written opinion for the spplicant to respond,

(e} If no written opinion under paragraph (d) of this section is necessary,
or afier envy written opinion and the reeponse theseto or the expiration of thetime
lisnit for response to such written opinion, an imomationsl preliminary exami-
nstion report will be established by the Intemnstional Preliminary Examining
Authority. One copy will be subsmitted ¢o the International Bureau end one copy
will be submitted to the applicant.

(£) An spplicant will be permitied & personal or telephone interview with
the examiner, which must be conducted during the non-extendabletime Himit for
response by the spplicant to & written opinion. Additions! interviews may be
conducied where the examiner detesmines that such additions} interviews may
be helpful in edvancing the intemational preliminary examination procedure. A
sumsmary of any such persona} os telephone interview must be filed by the
spplicant as 8 part of the response to the written opinion of, if applicant files no
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‘ndmen goes beyond the
dxsclosure in the mtematxonal apphcanon as ongmally filed; or

' 5. wishes to make an observation on the clarity of the
claims, the description, the drawings or to question whether the
claims are fully supported by the description;

The applicant must be notified on Form PCT/IPEA/408 of
the defects found in the application. The examiner is further re-
quired to fully state the reasons for his or her opinion (PCT Rule
66.2(b)) and invite g written reply, with amendments where ap-
propriate (PCT Rule 66.2(c) setting two or three months ume
limit for the reply.

WRITTEN OPINION

The following identifying information is placed on the first
page of the Wntten Opinion Form PCT/IPEA/408.
-usually the attorney’s address @ken

from the uuemauonal apphcauon ﬁle wrapper

apphcam sar agem s apphcauon refetence {or docket number)
which is composed of either letiers or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand Fcrm PC'I‘/IPEAMOI

s ation Nupm -tlus:sthel4d1gnPCT
apphcamm genal number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand Form PCT/IPEA/401.

- this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

- this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

Receiving Office - this is the Office with which the appli-
cation was first filed, identified on the first page of the Demand
as RO/US, RO/BR for Brazil, RO/BBE for Barbados, etc. This
will usually be the United States Receiving Office identified as

RO/US

ity E Jaimed - this is the date of an earlier
apphcauen of whwh the priority is claimed under PCT Rule
4.10. This information is typed on the international application
file wrapper and can be found in Box VI of the Request Form
PCT/RO/101.

WRITTEN OPINION

The examiner should insert the words " first” or "second" ,
as the case may be, in the space provided in the box below the
notation WRITTEN OPINION,

1800-106




‘ITEM L BASIS OF OPINION

Apphcanthas two oppommmes to amend the mtemﬁonal ‘
application prior to international~ pre]unmary ‘examination,’

Under PCTJAme}.e 19: the applicant is entitled to one opportu-
nity to amend the claims of the intemational” application by

filing amendments with the Intermational Bureau within two

months of the mailing of the International Search Report.

Apphicant is also permitted to make amendments before the

International Preliminary Examining Authority under PCT
Article 34(2)(b) and PCT Rule 65.1. Howéver, this right is lim-
ited to the time of the filing of %:Demand for Intemauonal Pre-
liminary Examination by 37 CFR 1.485. cs

In item I, the first box is checked if the mtemauonal appli-
cation remains as originally filed, i.c., with no amendments.

The second, third and/or fourth boxes are checked, as ap-
propriate, if the application has been amended under PCT
Article 19 and/or PCT Rule 66.1 and the U.S. rules. Verify any
changes to the international application in the spaces provided.
Proceed with the examination and the preparation of the Written
Opinion of the application as amended.

Check the last box in Item I if it has been determined that
any amendment goes beyond the disclosure in the international
application ag originally filed (contains “ncw matter™) and
proceed to establish the Written Opinion as if the amendment
had not been made, The Written Opinion should also indicate in
Paragraph V the reasons why the amendment goes beyond the
original disclosure. (Rule 70.1(c)).

ITEM II. NON-ESTABLISHMENT OF OPINION
ON NOVELTY, INVENTIVE STEP AND INDUS-
TRIAL APPLICABILITY

Itemn II, of Form PCT/IPEA/408, is intended to cover the
situation where claims of an application are so defective thatthe
question of novelty, inventive sicp (non-obviousness) and in-
dustrial applicability cannot be considered. This should seldom
oceur.

Check box 1 if all claims of an application are so defective
that no meaningful examination can be performed as 1o the
novelty. inventive step (non-obviousness) and industrial appli-
cability.

Check box 2 where only some of the claims of an applica-
tion are defective and cannoi be examined as to novelty, inven-
tive step (non-obviousnessy and industrial applicability or
where there has been no international search for the only
invention currently claimed in the international application.

The remaining unnumbered boxes in Item I are for indicat-
ing those claims which have specific defects under PCT Rules,
such as PCT Rules 6.4, 66.2(a)(v), and/or 67.1.

For example, check the first unnumbered box under
box 2 if it is found that certain claims of an international
application relate to subject matter for which no examination on
the meritsis required, Any subject matter that is examined under
the U.S. national procedure should also be examined in intema-
tional applications

Check the second and third unnumbered boxes, respec-
tively, if it is found that the description, claims or drawings are
so unclear, or the claims are so inadequately supported by the
description, that no full opinion can be formed as to novelty,

1800-167
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mventwe sn:p or mdustnal apphcabxhty of the claimed inven-
tion (PCT Rule 66, 2(a)(v)). When box 1.or 2 of item II is
checked, reasons why no examination was given must be given

" under'itemns V or VI of Form PCT/IPEA/408

Form paragraph 18.2§
Indefinite claims - i
- Claim {1] objected woas mdeﬁmte under PCT Anticle 6 for lack of

: EXAMINER NOTE .
1. This form uanalogous toa 35 U 5.C.112, second paragraph rejection.
However, remember in an international application undergomg Intemational
Preliminary Examination, that the claims are never rejected nor is the patents-

 bility or lack thereof discussed.

2. In bracket {2] explain l.he lack of clariry.

Ferm paragraph 18.26
Clalms not supported by the dlsclosure
Claim [1] objected o under PCT Article 6 becsuse it is not fully
supported by the disclosure. [2]
EXAMINER NOTE: .
1. In bracket (2] explain the deficiency in the disclosure.

Form paragrepk 18.27
Inadequate description
The deseripticn of the invention doesnotsatisfy PCT Aricle S intha
the invention must be disclosed in & manner sufficiently clesr and compleie
be carried out by a person gkilled i in the ari. [1]
EXAMINER NOTE:
1. In bracket [1] eaplain why the description is not clear and complete.

ITEM III. NEGATIVE STATEMENT IN REGARD
TO NOVELTY, INVENTIVE STEP AND INDUS-
TRIAL APPLICABILITY OF CLAIMS

In Item III, the examiner must list in summary form those
claims that do not meet the criteria of novelty (N), inventive step
(IS) and/or industrial applicability (IA).

An example of this paragraph is as follows:

Claims 1 and 5 (no N)
Claims 1 to 10 (no IS)
Claims 11 and 12 (no IA).

ITEM IV. CITATIONS AND EXPLANATIONS IN
REGARD TO NOVELTY, INVENTIVE STEP AND
INDUSTRIAL APPLICABILITY OF THE CLAIMS

Item IV is the focus of the Written Opinion. All claims
without fatal defects are treated on the merits in Item IV as o
novelty, inventive step (non-obviousness) and industrial appli-
cability.

The treatment of claims in Item IV is similar in format toan
Officeaction in aregular U.S. national patent application except
that the words “rejection” and “patentability” are never used in
a Written Opinion. On the international level, all Written
menons are non-binding and a patent does not issue; what does
issue is an International Preliminary Examination Report
(IPERY), which is non-binding on the Elected States.

Examiner statements in Item IV can be positive and/or
negative. If, for example, claims define over the prior art and
meet the test of novelty, inventive step (non-obviousness) and
industrial applicability, a simple statement to this effect is
sufficient. If on the other hand it is the opinion of the examiner
that some or all claims lack novelty, inventive step and/for
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+ MANUAL OF PATENT KXAMINING PROCEDURE

. PATENT COOPERATION TREATY -

-UNITED STATES :

John Adam v
Adams, Baker and Charlie
1200 Marina Drive
Balti Marylan :
altimore, !gry;and 20820 WRITTEN OPINION
ismed porsams to PCT Rades 662 or 66.4 (o)

' FBALE OF MAILING by the Inteaasiona) Breliminery
Enscrie NAME end ADDRESS of the AGENT end if Exsmining Aubotity : :
there io 0o sgent, of the APPLICANT APPLICANTS OR AGENTS FILE REFERENCE
S T cmMc-123
IDENTIFICATION OF THE INTERNATIONAL APPLICATION
Emernasicns) Application No. Tereametions) Filing Deie
PCT/USB7 /888688 06 July 1987 (06.07.87)
"~ Appican (Neme)
Columbia Marine Corporation
-ﬁuivu@m wority Daie Claimed
RO/US 15 July 1986 (15.07.86)
VANTTEN OPINION

Hithfiefe%ence to the sbove-identified international application,this constitutes
the Zg (firet, etc.) wtitten opinion by this International Preliminary

Examining Ruthority.

I. BASIS OF OPINION

The examinatlion is being carried cut en the following application documents:
the application documents as filed

description, pnqeu_l_‘_z_o._____ , @8 originally filed

=0 degcription, pages , £iled with your letter of
[3 clainis 1- . as originally filed
claim(s). 2. 80C 10 , filed with your letter of 15 February 1

drawings, sheet/flg. .4 ; 88 originslly filed
2 drawings, sheet/flg, ., £iled with your letter of

This opinion has been established as if the amendments indicated on the extra
D sheet have ot beern made, since, for the reasons indicated, they have been
considered to go beyond the disclosure as filed.

Lea

11.HOW ESTABLISHMENT OF OPINION ON WOVELTY, INVEKTIVE STEP AND
INDUSTRIAL APPLICABILITY

The question whether the zlaimed Iinvention appears to be novel, to involve an
inventive step (to be nom-obvious), and to be industriaslly epplicable will not
for the reasons indicated below be gone into in respect of:

i. D'the ebove~-identified internaticnal application.
2. Eclaimn HOoS. _£wm§ (specify particular claims).
D sfgﬁr iwhich no additional feePdlg ve heen paid to rtezpe IPEA

nternational appllcaticn, or sa ate to
the following subdect matzerf3) which does not require an international

preliminazy eéxamination. (speeify)

The desecziption, cleims, or drzawings (indicate particular elements) or
geid claims Kos aze so unclear that no meaningful opinion

could be formed!3)

Dﬂm claims, or saild claims HOS comwmme——m~8TC $0 insdequately supported
by the description that no meaningful opinion could be formad t3)

Ot PCTPEANGSD (ol o (L0000 VE85) Baw Atles On WBvers tide
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III. NEGATIVE STATEMENT IW REGARD TO HOVELTY. INVENTIVE STEP AND INDUSTRIAL i
o '”APPLICKBILITY OF CLAIHS o v

The statement under Article 35 (2) should be neqa:ive in respect of
the claims indicated below. The criteria not satisified in respect of
such claims are 1nd;cated by the letter abbreviation: N (for Novelty):
1S (for Inventive 5tep); and IA  (for Industrial Applicability).

Claim 1, No ®

Claims 2 to 4, No IS

Iv. CITATIONS BAND EXPLANATIONS 1IN REGARD TO NOVELTY, INVENTIVE STEP AND
INDUSTRIAL APPLICARBILITY OF CLAIMS

No. 6f Claim / Relevent Supporting Documents Citec / Explanation

Claim 1 lacks novelty under PCT Article 33(2) as being antici-
. pated by the patent to KNOOS.

Claims 2 and 3 lack an inventive step under PCT Article 33(3)
ag being obvious over IVERSEN in view of DAW. To mount the
device of IVERSEN in a position forward of the keel as taught
by DAW would not involve an inventive step.

Claime 4, 5, 9 and 10 meet the criteria set forth in PCT

Article 33(2Y=(4)
New Citation

Us, &, 4,366,767 ENOOS 04 January 1983 (04.01.83}), See figure 1.

CGHDA POTNPELMOE (orsend shaaf) (Saary Y085 Biom notas on /evente uds

1800-109
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_ PCT/US87/888868
- WRITTE ON T —
V. - 'CERTAIN DERECTS IN:THE' INTERMATIONAL APPLIGATION.

"“7The following defects in the form or contents of the above-identified
+ international - application under the Treaty or the Regulations have
been noted,- S . A

Page 5, line 8, "victor® shculd be "vector®.
In figure 2 of the drawings, the lead line for reference

numeral 6 should be directed to the tiller rather than to
the boom.

vi. CERTAIN OBSERVATIONS ON THE INTERNATIONAL APPLICATION

The following obsezvations on the clarity of the claims, description,
and drawings or on the qguestion whether the claims are fully supported
by the description, are notified:

VII. IRVITATION

APPLICANT IS INVITED TO SUBMIT A WRITTEN REPLY ACCOMPANIED, WHERE APPRO-
PRIATE, BY RMENOMENTS® WITHIN.SWO ___ wMONTHS/ _____ DAYS OF THE DATE
OF MAILING INDICATED ON THE FIRST SHEET.

Any inguiry concerning this communication should be directed
to Stephen Decatur at telephone number 703-557-3310.

The time limi¢ for response to a Written Opinion will not be
extended, 37 CFR 1.484(d). Any response received after the
expiration of the time limit set in the Written Opinion will
not be considered in preparing the International Preliminary
Examination Report,

THE INTERNATIONAL PREL.. INARY EXAMINING AUTHORITY

Addsess Only: Authorized Officer
W of Pesents and Trademarks w W
%
Wazhingwn, D.C. ATTN: PEAUS | Stephen Decatur -~ Primary Examin#r

FORM BCYMEALS (! 6host) (Jarunsy 1685)

Rev. 5, July 1987 1800-110



~ anpamgraphswbeusedbymeexammers in the

mlevam sections of this Manual. All examiners are expected fo
use excluswely the PCT form paragraphs in appropriate situ-
ations in formulating any negative statements hstedm ItemIV..
See MPEP §§ 1898.03(a)(2) and (3)." o

Since the space provided inItem IV on Form PCT/IPEA/

408 is limited, supplemental sheets typed on plain white paper,
with reference back to Item IV-should be mcorporated into the
Written Opinion whenever necessary. -

'Examiners are enicouraged to indicate any amendments
which applicant could present which would avoid a negative
statement in the International Preliminary Examination Report.

All international applications where an examination has
been demanded should be searched by the examiner at least to
the point of bring the previous search up to date. Prior art
discovered in a re-search and applied in an Item 1V statement
must be made of record in Item IV, Prior art already cited on the
International Search Report need not again be cited on the Writ-
ten Opinion or International Preliminary Examination Report.
The subsequently discovered prior art is to be cited in compli-
ance with PCT Rule 43.5 and Administrative Instructions Sec-
tion 503 using the same citation format used on the International
Search Report, See MP.EP. §1863. See § 1898.03(a)(1) for
definition of prior art to be considered.

Ferm paragraph 18.32
Cisims that meet test of novelty, inventive step and industrial

applicabliity
Claim [1] meets the criteris set out in PCT Anticle 33(2)-(4).

EXAMINER NOTE:
1. This form parsgraph is used in Ttem IV of form PCT/APEA/MOS to

irdicate thoee claims thet define over the prior art,

ITEM V. CERTAIN DEFECTS IN THE
INTERNATIONAL APPLICATION

In Item V, defects in the form and content of the interna-
tional application are identified.
Examples of defects that would be listed in Item V are:
1. Informalities such as misplaced and/or omiticd
drawing numerals, misspelled words, grammatical errors, efc.
2. An amendment to the drawings, description or
claims not filed with the Demand, unless it is an amendment to
the claims under PCT Article 19 which wastimely filed with the
International Bureau or in response to a Written Opinion.
3. Improper multiple-dependent claims (PCT Rule

6.4).

4, Defects detected by the PCT Branch that are trans-
mitted with the application (o the examiner for inclusion in Item
v.

Form paragraph 16.31

Diselosore obfected to, Minor informalities

‘The disclosure it objected o becsuse of the following informalities: [1].
Appropriste cosvection is requested.

EXAMINER NOTE:

1. Thig form paragraph is used in Item V of Form PCT/IPEA/408 1o point

out minor infommalities in the disclosure.

1800-111
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ITEM VI CERTAIN OBSERVATIONS ON; THE
' INTERNATIGNAL APPLICATION

- “IriTtem VI, the examinér niotifies the applicantof observa-
nons miadls as 1o the: clanty of the claims; the descnpnon the
drawmgs ‘oron the' quesnon whether thc/ ( lax fuuy

wted by the description.- UUTRIL :
2'If the claims; the descnpuon or the drawmgs are so unckar
or the claims are s0 madequately supported by the description,

- that no meaningful: opinior: can be formed:on’ the question of

novelty, inventive step (non-obviousness) or industrial applica-
bility, the applicant is so informed in Item VI (PCT Article
34(4)(a)(ii). Reasons for the examiner’sopinion that the claims,
description and drawings, etc., lack clarity must also be pro-
vided.

If the above situation is found to existin certain claims only,
the provisions of PCT Article 34(4)(ii) shall apply to those
claims only.

If the lack of clarity of the claims, the description, or the
drawings is of such a nature that it is possible to form a
meaningful opinion on the claimed subject matter, then it is
required that the examiner consider the claims and rendes a
Written Opinion on novelty, inventive step, and industrial
applicability in Item IV of Form PCT/IPEA/408.

Since the claims of an international application are not sub-
ject to arejection on either art or indefiniteness consistent with
U.S. practice, observations by the examiner with regard to
clarity of the claims, the description and the drawings will be
treated in the form of an objection in the Written Opinion in Item
VL

ITEM VII INVITATION

Item VII is an invitation by the International Preliminary
Examining Authority (IPEA) 1o applicant to reply to the
examiner’s Written Opinion. A two month time limitto respond
to the Written Opinion should normally be set, although a 3
month time limit may be set where the time limit for reply ends
prior to the expiration of 25 months from the priority date.

Form paragraph 18.35

Name and telephone number of examiner to be contacted

Any inquiry conceming this communication should be directed 1o

[1] at telephone number 703-(2].

EXAMINER NOTE:

1. This paragraph should be inserted in the “INVITATION™, Item VII of
all Written Opinions.

2, In brucket {1], the examiner to be contacted first is the examiner who
prepared the Writi»n Opinion.

Form paragraph 18.36 must be employed in Item VII of
every Written Opinion,

Form paregraph 18.36
No estensions of time limit to reapond to the Written Opinion
‘The time limit set for response 10 a Written Opinion may not be
extended, 37 CFR 1.484(d), Any response received after the expiration of the
time limit set in the Written Opinion will not be congidered in preparing the
Intemational Preliminary Examination Report.
bXAMINER NOI I:

AUTHORIZED OFFICER
Rev. §, July 1987
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Evay Written Gpmxon'?must be- s:md by an examinér
having at!mstpmm! signatofy authority. ¥ ,

-The first. document. prepared by tﬁe examiner. in most
mtemaamml applications during the intemational prehmxnary
examination proceedings will be the Writien Opinion. Only in
those international applications where all the formal matters are
proper and the claims are directed to inventions which have
novelty, inventive -step and industrial applicability will an
international preliminary examination report be estabhshed
without a Written Oplmon having be issued first.

1898.03(a)(1) Prior Art under Chapter II
[R-5]

PCT Articie 33
‘The International Preiiminary Examination

BhehYy

(6) The intemations] preliminary examination ehall ke into considera-
tion a¥l the documents cited in the intemationel search report. It may take into
congideration any sdditionsl documents considered tobe relevant in the panticu-
lar case.

PCT Rule 64
Prior 4rt for Internationa! Prellminary Examination

64.1 Prior Art

(a) For the purposes of Anicle 33(2) end (3}, everything made svailsble
1o the public enywhere in the world by means of wrizen disclosure (including
drawings snd other illugtrations) shall be considered prior ant provided that such
making available occcurred prior to the relevant date,

(b) For the purposes of paregraph (a), the relevant date will be:

(i) subject 1o item (i), the intemnational filing date of the intemational
spplieation under internations] preliminary exemination,

(i) where the irtemationel applicstion under international prelimi-
nary exsminstion validly claims the peiority of aa earlier spplication, the filing
duse of such earlier application.

64.2 Non-Written Disclosure

n cases where the making available to the public occurred by means of an
oral disclosure, use, exhibition or other non-written means (“non-writien
disclosure™) before the relevant date as defined in Rule 64.1(b) and the date of
such non-written disclosure is indicated in 2 written disclosure which hes been
made svailable to the public afier the relevant date, the non-written disclosure
¢hall not be considered past of the prior an for the pusposes of Asticle 33(2) and
(3). Nevertheless, the intemational preliminary examination report shall cail
sttention to such non-written disclosure in the manner provided for in Rule 70.9.
64.3 Certain Published Docwnents

In cases where any spplication or any paters which would constitute prior
a1t for the purposes of Anicle 33(2) and (3) had it been published prior to the
relevant date referred o in Rule 64.1 was published, ag such, afier the relevent
date but was filed earlier than the relevant date or claimed the priority of sn
earlier application whichhed been filed prior to the relevent date, such published
epplication or patent shall not be eonsidered part of the prior art for the purpodes
of Anicle 33(2) and (3). Nevertheless, the intemazional preliminery examina-
tion report shall call attention to such application or patent in the manner
provided for in Rule 70,10,

‘The relevant date for the purpose of considering prior ant is defined in PCT
Rule 64.1(b) us the international filing date or, where the intemetional applica-
tion containg s valid claim for priority, thet date of priority.

In cases where any application or any patent which would constitute prior
antforihe puspose of international preliminary examination estothe novelty and
inventive siep (non-cbvicusness) was published on or afier the refovamt date of
the international application under consideration but was filed earlier then the
relevant date or claimed the priority of an earlier application which was filed
prior to the selevant date, the published spplication or patent is not to be consid-

Rev, 5, July 1967

| 'm:u:o&PAmnxmmmsmocEwRE .

1898;03(~a')(2) - "Novelt”y under Chapter n [_RAS]
Novelty is defined i m PCT Arucle 33(2)

PC’P Articie 33 :
"~ The Internatlonal Prel!mlnarr Examlnaﬂon
. [ 22201
(2) Forthe purposes of the intemational pmhmmuy examination, &
clsimed invention chall be considered novel if it is not anticipated by the prior
ant as defined in the Regulations. :
whhn
Form paragraph 18.21
Novelty
] Claim {1} lack(s) novelty under PCT Amnicle 33(2) as being [2] by
{31
EXAMINER NOTE:
1. This form paragraph is the equivalent of & 35 U.S.C.102 rejection.
2. In bracket [2], insert “clearly anticipated”, or insert “anticipated” and
2dd en explanation at the end of the paragraph.
3. In bracket {3, insent the prior ar relied upon.

1898.03(a)(3) Inventive Step under Chapter Il
(R-5]

Inventive step is defined in PCT Article 33(3)

PCT Article 33
The International Preliminary Examination
P 2221
(3) For purposes of the intemational preliminary examination, &
claimed invention shall be considered to iavolve an inventive step if, having
regard 10 the prior art as defined in the Regulations, it is not, at the prescribed

relevant date, obvious to & person skilled in the art.
BRRGE

PCT Rule 6§
Inventive Step or Non-Obvlousness
65.1 Approach to Prior Art

For the pusposes of Asticle 33(3), the intemational preliminary examina-
tion shall take into consideration the relation of any particular claim to the prior
ast a3 a whole. It shall take into consideration the claim's relation not only to in-
dividual documenis or parts thereof taken seperaiely but also its relation to
combinstions of such documents or parts of documents, where such combina-
tions are obvious (o & person skilled in the ant.

65.2 Relevant Date

For the purposes of Ariicle 33(3), the relevant date for the consideration
of inventive step (non-obviousness) is the date prescribed in Rule 64.1.
Form peragraph 18.22

Invertive Step (non-obviousness)

Cleim {1] lack(s) an inventive step under PCT Anticle 33(3) as
being obvious over [2].

EXAMINER NOTE:

1. This form paragraph is used when the cleim(s) are rendered obvious in
view of the prior ast.

2. In bracket {2], insert the prior art relied upon and explain how it is
epplied to the claimed subject matier, If the prior art epplied is a combination
of references, explain how they are obviously combined to show lack of inven-
tive step.

Form paragraph 18.23
Inventive Step (obviousaess), further explanation
Claim [1]}lacks an inventive stepunder PCT Anticle 33(3) as obvious
over [2] in view of [3] as applied in the above paragraph, further in view of [4],
EXAMINER NOTE:
1. See the EXAMINER NOTE in paragraph 18.22 above.
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1898.03(2)(4).

Indusmal appllcabllxty is deﬁned in PCl‘ Artlcle 33(4)

‘ U pCT Artide3s T T
The International Prelimingry Exsminstion
SEREH
(4) For the purposes ofthexmmumnlpmlmmenmmma
daimed invention shall be considered industrially spplicable if, sccogding toits
nature, itcon bemade ornsed (inthe technological sense) in eny kind of industry.
“Industey” shall be understood in its broadent sense, as in the Parsis Convention
for the Protection of Industrisl Property.
) SHGEs
Form paragraph 186.24
Claim [1] leck(s) indusirisl spplicebility es defined by PCT Anicle
33(4). {2}
EXAMINER NOTE:
1. This form paragraph is used when the claim(s) define sn invention that
camnot be made or used (in the technologicel sensge) in any kind of industry.
2. In brackes [2], identify \he sppropriate basis for stating that the claims
lack industrial spplicability.

1898.03(b) Response to the Written Opinion
[R-5]

BCT Articie 34
Procedure before the Internationsl Preliminary Examining
Awthority
GeEHS
(2¥(s) The spplicant ehail have & right to communicate orally and in
writing with the Intemationsl Preliminary Exemining Authority.

(B) The spplicant shall have & right to emend the claims, the
description, end the drawings, in the prescribed manner and within the pre-
scribed time limit, before the internstional preliminary exeminstion report is
esighliched. The amnendment shall not go beyond the disclosure in the intema-
tional spplication as filed.

L8R

(d) The spplicent may respond to the written opinion.

Pl ]

PCT Rule 66
Procedure before the International Preliminary Exewining
Authority
HEeBE

66.3 Formal Response to the [nternational Preliminary Examining Awthority

(s) The applicant msy respond to the invitation referred to i ™-ve 66.2(c)
of the Internstions] Preliminary Examining Authority by meking .:: - wdments
os - if e disagrees with the opinion of thet Authority - by submisting arguments,
8 the case may be, or do both,

&) Any mpome stun be submitted disectly to the Imemational Prelimi-

nary Bxamining Authort

66.5 Amendmens

Any change, other than the rectification of obvious errors, in the cleims,
the description, or the drawings, including cancellstion of clsime, omission of
passages in the description, or omission of certain drawings, shall be considered
@ smendment,
66.6 Informal Commaunication with the Applicant

The International Preliminssy Exemining Awhority inay, st eny time,
communicate informally, over the telephone, in writing, or through personel
interviews, with the spplicent. The 7aid Authority shall, s fts discretion, decide
whether it wishes to grant more than one personal intesview if so requested by
the applicant, or whether it wishes to reply to any informal written communica-
tion from the spplicant.

GEEGY

Chhen

1800-113
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of tin exdire dzeet,lhuamandmmuhnﬂbewmnunmled mnleaer

() [Deleted) - et
65.9 Language of Amcndments

¥ the internstional application has been filed in a 'snguage other then the
langaage in which it is published, any amendment, as well as any letter referved
to i Rule 66.8(g), shail be submitted in the language of publication.

37 CFR 1.485 Amendments by applicant during International
preliminary examination.
The applicent may muke lmendmmuulhemnedﬁlmgofﬂw

Demand and within the time limit set by the International Preliminary Examin-
ing Amhaority for response to any written cpinion. Any such amendments
freagt -

(1) be meade by submitting & replacement sheet for each sheet of the
application which differs from the sheet it repiaces unless an entire cheet is

cancelled and
¢2) include & description of how the replacement sheet differs from the

shest.
¥ an amendment cancels an entire cheet of the intemationsl spplication,
that emendment shall be communicaied in a lexer.

RESPONSE OF APPLICANT TO THE WRITTEN
OPINION

All amendments in response to a Written Opinion must be
received within the time limit set for response in order to be
comsidered in the International Preliminary Examination Re-
port. 37 CFR 1.484(d) does not allow for extensions of time to
respond to a Written Opinion, therefore, any amendment re-
ceived afier the time limit is treated as if the amendment had not
been made,

Any change, other than the rectification of obvious errors
in the claims, the description, or the drawings, including the can-
celiation of claims, omission of passages in the description or
omission of certain drawings, will be considered an amendment
(PCTRule 66.5). The Patent and Trademark Office when acting
as the International Preliminary Examining Authority will not
accept any non-English applications or amendments.

Any amendments to the claims, the description and the
drawings in response to 8 Written Opinion must (1) be made by
submitting a replacement sheet forevery sheet of the application
which differs from the sheet it replaces unless an entire shect is
cancellzd and (2) include a description of how the replacement
sheet differs from the roplaced sheet in accordance with PCT
Rule 66.8.

In the particular case where the amendment cancels claims,
passages in the description or certain drawings resulting in the
cancellation of an entire sheet, the amendment must be submit-
ted in the form of a letter cancelling the sheet (PCT Rule
66.8(a)).

Replacement sheets must be in typed form,

Any paper submitted by the applicant, if not in the form of
aletter, must be accompanied by a letter signed by the applicant
or agent (PCT Rule 92.1).

The examiner should make sure that amendments filed in
accordance with the PCT, which are necessary to correct any
deficiencies notified to the applicant, do not go beyond the
disclosure of the international application as filed, thus violating
PCT Article 34(2)(b). In other words, no amendment should
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, cmtammatmdmcannotbesubstanm&eﬂbyﬂwmmnas |
filed Taasil vhere :

amendment had, not.been, made, and the report . sh
indicate. It shall also indicate the reasons why:the am
goes beyond the disclosure (PCT Rule 70.2(c)) g

DTI'ERVIEWS e

The examiner or apphcant may, during the time hmxt for
response to the Written Opinion, request a telephone or personal
interview. Only one interview is a magter of right, whether by
telephone or in person. Additional interviews may be authorized
by the examiner in a particular international ‘application where
such additional interview may be helpful to advancing the
international preliminary examination procedure.

All intexviews of substance must be made of record by
using USPTO Form PTOL-413.

If the applicant desires to respond (o the Written Opinion,
such response must be filed within the time limit set for
response. No extensions to the time limit will be considered or
granted. If notimely response isreceived from the applicant, the
international preliminary examination report will be established
by the examiner, reating each claim substantially as it was
treated in the Written Opinion.

- The applicant may respond o the invitation referred to in
Rule 66.2(c) by mahng amendments o, if the applicant dis-
agrees with the opinion of the authority, by submitting argu-
ments, as the case may be, or both (PCT Rule 66.3).

The United States rules pertaining to international prelimi-
nary examination of international applications provide for a
second Writien Opinion if ime permils.

If applicant does not respond to the Written Opinion, the
International Preliminary Examination Report will be prepared
in time for forwarding to PCT Central in finished form by 27
months from the priority date.

Any response toa Writien Opinion that isreceived afier the
expirationof the set time period is not timely and will notbe con-
sidered in preparing the International Preliminary Examination
Report (IPER).

1898.04(a) Preparation of the International
Preliminary Examination Report [R-5]

PCT Articie 35
The Internationsl Preiiminary Examination Report

(1) The inseenationsl preliminary examination report shall be established
within the prescribed time limit snd in the prescribed form.

(2) The irgernationsl preliminary exemination report shall not contain eay
mmmmqmwhahcrmcchmmmm is or seems 1o be
pawMam unpatensble scoording w any nationel law. It shell state, eubject
to the provisions of paragmph (3}, in relation to each claim, whether the claim
sppears to satisfy the criteria of novelty, inventive step (non-obviousness), and
industrisl ity, ag defined for the purposes of the intemational prelimi-
nery examinstion in Anicle 33(1) to (4). The statement shall be sccompanied by
the citation of the documents befieved to suppost the stated conclusion with such
explanations ag the circumstances of the case mazy require. The statement shell
alsobe ied by such other observation as the Regulations provide for.

(3)(8) If, at the time of establishing the imemational preliminary exami-
nution report, the International Preliminary Examining Authority considers that
any of the siations seferred to in Arnticle 34(4)(a) exists, that report shall staze
this opinion and the seasons therefor. It shalf not contain any gatement es

Rev. §, July 1987
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mmnmemmemuprwxdedm aﬂ:pmgr@h(a).whems.mmtoﬂw
othcrchnnl, it shail oonumthe statement as pmvxded mpamgnph (2)

*BET Rule 70
The Internatlonst Prellmlnary Enmlna!ion Report

For the i)’tin'boxes o this Rle, repon shall mean irierasional prelimi-
nary examinasion report. :
70.2 Basis of the Report-

(a) If the claimns lnvebeen lmended. thempmshaﬂummtheclumn
as amended. s

(b} K, punumsoklﬂcﬁ'l(a)or(b).the mponu embluhedanflhe
priority had not been claimed, the report shall so indicate.

{c) If the Intemational Preliminary Examining Authority considers that
any amendment goes beyond the disclosure in the internations] application as
filed, the repori shall be established as if such lmcndmsmh:dnotbemmnde
and the report shall so indicate. It shall also indicate the ressons why it considers
that the smendmént goes beyond the said disclosure,

70.3 Identification

The report shall i Jentify the Intemational Preliminery Exemining Author-
ity which establishicd it by indicating the neme of the Awhority, and the
intemnational gpplication, by indicading the intemstional applicstion number,
thename of the applicant, the name of the receiving Office, mdthcmlernauoml
filing date.
70.4 Dates

" The report shall indicate: '
(i) the dste on which the demand was subenitted, end
(ii) the date of the repor; that date shall be the dste on which the
report is completed.
70.5 Classification

(a) The report shall repeat the classificstion given under Rule 43.3 if the
Intemnational Preliminary Exemining Authority agrees with the classification.

(b) Otherwise, the Intemnstional Preliminasy Examining Authority shall
indicate in the repon the classification, st least according to the Intemetional
Patens. Classification, which it considers cosrect.

70.6 Statemens under Article 35(2)

(a) The siatement refesred to in Asticle 35(2) shall consist of the words
“YES” or “NO” or their equivalent in the langusge of the repost, or some
appropriste sign provided for in the Adminisirative Instractions, and shall be ac-
companied by the citations, explanations snd observations, if eny, referred toin
the last sentence of Anticle 35(25.

(b) If any of the three criteria referred to in Anticle 35(2) (that is, novehy,
inventive step (non-obviousness), industrial applicebility) is not satisfied, the
statement shall be negative. If, in such @ case, eny of the criteris, taken
separately, is satisfied, the report shall specify the critesion or criteris so
satisfied.

70.7 Citetions under Article 35(2)

(a) The repornt shall cite the documents considered 10 be relevant for
supporting the statements made under Anicle 35(2).

(&) The provisions of Rule 43.5(b) and (c) shall apply also to the report.
70.8 Explanations under Article 35(2)

The Administrative Instructions shall contain guidelines for cases in
which the explanations referred toin Anicle 35(2) should or should not be given
and the form of such explanstions. Such guidelines shell be based on the follow-
ing principies:

(i) explanstions ehall be given whenever the statement in relation to
any claim is negative;

(ii) explanation shall be given whenever the statement is positive
unless the seagon for citing any document is easy to imegine on the basis of
conguitation of the cited document;

(iii) generally, eaplanations shall be given if the case provided for
in the last sentence of Rule 70.6(b) obiains.

70.9 Non-Written Disclosures

Any non-written disclosure seferred to in the repor by vire of Rule 64.2
ghall be mentioned b indicating its kind, the date on which the writien
disclosure referring to the non-written disclosure was made availsble to the
public, and the date on which the nos-writien disclosure occurred in public.
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Anypuﬂ;sfxdapplmonorpﬂemmfuwdtomﬂtempmhyvmd
. Rule64.3 shall be mentioned as such and shall bz accompanied by en indication

of the date of pablication, of its filing dam,andmdlmedpzmtydmﬁfmy)
Inrespect of the priority date of any such docuenent, the report may indicate tha,

mﬂuognmdlhelmcmmoml?rehmmuyﬁxmnmg Amhomy. such date
has not beety validly claimed.
T70.11 Mention of Amendments

If, before the Intenational Preliminary Examining Authority, amend- - -

ments have been made, thmfmshnllbenﬁmwdmtherq:m%mmy

be tpec:ﬁed in the fepost. . - -
70.12 Mention of Certain Defects .
Yfihe Internstions] Preliminary Examining Authomy canslders that, st the

tme it prepares the report:

(‘)themtemmmalapphmmmyoﬂhedcfem refamred

to in Rule 66.2(s)(iii), it thall include this opinion and the reasons therefor in
the report;

(if) the international application. calls for eny of the observations
refesred 1o in Rule 66.2{a){v), it may include this opinion in the report and, if it
does, iv shall also indicate in the report the reasons for each opinioa.

70.13 Remarks Concerning Unity of Invention

If the spplicant paid additionsl fees for the intemational preliminary
examinstion, or if the intemational application or the intemational preliminary
examinmion wes restricted under Anticle 34(3), the repon ghell so indicate.
Fusthermore, where the intemstional preliminary examination was catvied out
co restricted claims (Anticle 34(3)(8), or the main invention caly (Amicle
34(3)(c)), the repont shall indicate what parts of the iniemational spplication
were end what paris were not the subject of intemstional preliminary exemina-
tion.
70.14 Signatwre

The repon ¢hall be signed by an suthorized officer of the Intemational
Preliminary Examining Authority.
70.15 Form

The physical requirements as to form of the report shall be prescribed by
the Administrative Instructions.
T0.16 Annexes of the Report

¥ the clzims, the description, or the drawings, were amended before the
Internstionsl Preliminary Exemining Authority, each replacement sheet under
Ru!edﬁ 8(a} shall be annexed 1o the report. Replacement sheets superseded by

sheets and letiers under Rule 66.8(g) shall not be annesed.

70. 17 Languages of the Report and the Arnexes

(s) The repon and any annex shall be in the lenguage in which the
imernations] application 1o which they relate is published.

@) [Delerd]

Administrative Instructions Section 604
Guidelines for Explanationg Contsained in the International
Preliminary Examination Report

Esplanations under Rule 70.8 shall clearly point out to which of the three
criteris referred to in Anticle 35(2), taken separately, any cited document is
applicable and shall clearly degcribe, with reference to the cited documents, the
reasons supporting the conclusion that any of the said criteria is or is not
satisfied.

After examination of the international application, if
there are no negative statements and/or negative comments for
Form PCT/IPEA/408, then the only statement that will issue
from the International Preliminary Examining Authority will be
the International Preliminary Examination Report (IPER).

‘The International Preliminary Examination Report is
established on PCT form PCT/IPEA/409.

ESTABLISHMENT OF THE INTERNATIONAL
PRELIMINARY EXAMINATION REPORT

Forms PTO/IPEA/409

1800-115
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1898.04(a)

The following identitving information will be placedonthe .

first page of the International Preliminary Examination Report,

v Form PCT/IPEA/409 and Transmittal Letter PCT/IPEA/416:

Applicant’s address - usually the attorney's address taken
from the front of the mtematmnal application file wrapper.
; - this is the

" apphcant's or agent’s application reference (or docket number)

iment has resulied inthe osncellation of an beet. this fact shall 2o - . which is composed of eithér letters or numbers, or both, pro-

vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet

. of the Demand, Form PCT/IPEA/401.

Intemational Application Number - this is the 14 digit PCT
application serial number as stamped and typed on the intema-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/4Q1.
gl Filing Date - this is the filing date printed on
the mtemauonal apphcauon file wrapper and may aiso be found
on the first page of the Demand, Form PCT/IPEA/401.

Receiving Office - this is the Office with which the interna-
tional application was filed, identified on the first page of the
Demand asRO/US, RO/BR, RO/BB, etc. This will normally be
the Uniied States Receiving Office, identified as RO/US.

w&m this is the date of an earlier appli-
cation of which the priority is claimed under PCT Rule 4.10.
This information is typed on the international application file
wrapper and can be found in Box VI of the Request (Form PCT/
RO/101).

Abpplicant (IName) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

BASIS OF REPORT

The International Preliminary Examination Report will be
established on the basis of any amendments, rectifications,
priority and/or unity of invention holdings and shall answer the
questions concerning novelty, inventive step and industrial
applicability for each of the claims under examination.

Amendmcnts and/or rectifications

In completing form PCT/IPEA/409, the examiner should
first indicate any amendments and/or rectifications of obvious
errors taken into account in establishing the International Pre-
liminary Examination Report. The amendments and/or rectifi-
cations should be indicated by references to the dates on which
the amendments and/or rectifications were filed. Amendments
and/or rectifications filed but not taken into account in the
establishment of the Report (e.g., an amendment not taken into
account because the amendment went beyond the disclosure of
the international application as filed or a rectification that is not
considered to be merety a correction of an obvious error) are
then indicated separately. The replacement sheets (but not
replacement sheets superseded by later replacement sheets) or
letters cancelling sheets under PCT Rule 66.8(a) are included as
an annex to the Report,

The final Report pa~kage when sent to the PCT Branch for
mailing must include copies of all amendments and rectifica-
tions entered and any cover letters 1o those amendments.
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AR UNHEDSTNDE o o
EHENWUK!MLHEHMBMRYExnﬂNDﬁaUﬂlﬂﬂYNEAMS ol

Joh: Adams

Adams, Baker and Charlle

1200 Marina’ Dr;ve e

: NOTIFICATION OF TRANSMITTAL
‘Baltimore, Maryland 208200 O Pneuwmvsxmammmpom

rauzd purseend W PCT Rule 71,3

DATE OF MALLING by the Iternsional Prelaminary

iu:izNAME-miADDRESSafchGENT-ﬁlf
tuunnoqn&af&chHEKMNT

IDENTIFICATION OF THE INTERNATIONAL APFLICATION

Insernmionsl Application No. Temations) g Date
PCT/US87/68888 06 July 1987 (06.07.87)
Applicass, (vame)

Columbia Marine Corporation

NOTIFICATION

The applicant is hereby notified that this Internationai Preliminary
Examining Authority transmits herewith the international preliminary
examinat ion report and its annexes, 1if any, established on the above-
identified international application,

The attention of the applicant is drawn to the reminder contained in
form PCT/IB/332, which he received from the Internationzl Bureau,
concerning the time limits within which he must perform certain acts
befere each elected Office.

A eopy of the report and its annexes, if any, has this same day also
been transmitted to the International Burecau.

THE INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

T Authorized Officst
Gomimiggiones of Patents and Truderuarks SE@.QU\M‘""
Washingion, D.C. 20231 ATIN. PEARS Stephen Decatur -Primary Examiner

SO0 PLIIPEAENE (Jamanry 1088)
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SDENTIPICATION OF THE INTERMATIONAL APPLICATION , ,
CHC-123

PCT/USET7 /88888 06 July 1587 (06.07.87)
RO/US 15 July 1986 (15.07.86)
Agpica (arm)
Columbia Marine Corporation
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Pagn_3_ PCT/US87/88888
e e L

lrpc* B 63 B'25/02 // B 63 H.25/04
lu.s. c1. 114/7144c '

REASONED STATEMENT AB TO CLASES UEETWNG CRITERLA OF NOVELTY (N), BIVEK
AND BIDUBTRIAL APPLICABILITY @AY MGTATW'HDMW'WM)

CLAM | STATEMENT ~
MBBER | (CRITERI CITATIONS AND EXPLANATIONS

4,5, | Yes(N) [ Claims 4, 5, 9 and 10 meet the criteria of PCT
9,10 { Yes(IS] Article 33(1) because the combination elaimed
ves (IA] consisting of a sailboat with a rudder position=
ed forward of the keel and & wind controlled
vane electronically connectimg the forward
rudder and the wind vane to maintain course
direction within 2 degrees of the desired
course is not shown in the prior art.

Hew citation
Us, &, 1,846,458 ROBINSON, 23 February 1932,
(23.02.32) (See figures 2 and 4)

1l |Yes(N) Claims 11-13 lack an inventive step under PCT
13 Yes (IA)| Article 33(3) as being obvious over DAW in view
Ho (18) of ROBINSON. To control the forward rudder of
Paw with a wind vane located at the opposite
end of the sailboat as in ROBINSON would not
invelve an inventive step.

Fervr BETVEASYS (unuatitn st (Jeruery 1065 Cao Alns 6N asTERENyIng ehast
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. PCT/US87/8888
g of Nor Wrgan Diel '“”“12?““““'“‘“?”?’75”5,"uhﬁgbmﬁ’&‘r'””“
CEATAN PUBLIDED DOCUMENTS "
AogiicationPater Dt of Publication Fing Date Priarity Dute (Vaid Claim)

CRITARS DEFECTS B THE BRENNATIONSL APPLICATION"
The otimdnig dofecs bn U fovm o coraps of Y el eppicalien bipse boen feisd.

Page 5, line 8, ®"victor®™ should be "vector®.

In figure 2 of the drawings, the lead line for reference
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Ifthechomsmtabhshedasxfme;mtyclaunmnm
in the ""ofthemtemanonalapplv‘mhadnmbem
made, it shall o indicate. This will occur in the event that the
applicant has failed to comply with the invitation to furnish
euhez (1) a copy of the earlier apphcauon whose priority has

been claimed, . or (2) a translation of ihe earlier application,
where the monty claim has been found invalid (PCT Rule 17),
or where the priority claim has been withdrawn.

Unity of Invention

If the applicant has paid additional fees or has restricted the
claims in response to an invitation to do so or if the applicant has
failed to respond to the invitation to pay additional fees or
restrict the claims, the International Preliminary Examination
shall so indicate. The examiner should place the indica-
tions on Boxes 3(a) and (b) of the supplemental sheet, indicating
whether:
(a) the claims have been restricted,
(b) additional fees have been paid without protest
{c) additional fees have been paid by the applicant
under protest
(&) the applicant has neither restricted the claims nor
paid additional fees
() the examiner was of the opinion that the interna
tional application did notcomply with the requirement
of unity of invention but decided not to issue an invita
tioam to restrict the claims or pay additional fees.
madﬁﬁm,ifmeexmmrisexmmglessﬂmnaﬂme
claims, the examiner must indicate on Box 3(c) which parts of
theinternational application were, and which parts were not, the
subject of international preliminary examination.

In the case where additional fees were paid under protest,
the text of the protest, together with the decision thereon, must
be annexed to the Report if the applicant has so requested.

Where an indication has been given under item (¢) above,
the examiner must also specify the reasons for which the
international application was not considered as complying with
the requirement of unity of invention.

NON-ESTABLISHMENT OF REPORT REGARDING ALL
OR PART OF THE APPLICATION ON QUESTIONS OF
NOVELTY, INVENTIVE STEP OR INDUSTRIAL
APPLICABILITY

Indications that a Report has not been established on the
questions of novelty, inventive step or industrial applicability,
either as to some claims or as to all claims, are given in item 4
on the tal sheet of the Report. The examiner must
specify that the Report has not been established because:

(a) the application relates to subject matter which does not
require international preliminary examination;

(b) the description, claims or drawings are so unclear that
no meaningful opinion could be formed;

(c) the claims are so inadequately supported by the descrip-
tion that no meaningful opinion could be formed.

Where the Report has not been established in relation to
certain claims only, the claims affected must be specified.
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1898.04(a).

CL‘\SS]FICA'I'ION OF SUBJECT MA'I'II-.R

1e: be elther (l)
that ngen by the Inwmauonal Searchmg Auzhonty under PCT
Rule43.3,if theexanuneragreeswxm such classification, 0r.(2).
shall be that which the examiner considers to be correct, if the
examiner .does. not .agree with. that classification.. Both the
Intemational Patent Classification (IPC) and the U.S. classifica-
tion should be given. This classxﬁcauon is placed on the top of
the Continuation Sheet,

REASONED STATEMENT AS TO CLAIMS MEETING
CRITERIA OF NOVELTY, INVENTIVE STEP, AND IN-
DUSTRIAL APPLICABILITY AND CITATIONS AND
EXPLANATIONS SUPPORTING SUCH STATEMENT

The examiner must indicate on the Continuation Sheet
whether each claim appears to satisfy the criteria of novelty,
inventive step (non-obviousness) and industrial applicability by
placing the words “YES” or “NO” in the column labeled
“Statement”/(Criteria). The determination or statement should
be made on each of the three criteria taken separately. The
determination as to any criteria should be negative if the criteria
as to the particular claim is not satisfied. The examiner should
always cite documents believed o support any negative deter-
mination as to novelty and inventive step. Any negative holding
astolack of industrial applicability mustbe fully explained, The
citationof documents should be in accordance with Administra-
tive Instractions Section 503,

Explanations should clearly indicate, with reference to the
cited documents, the reasons supporting the conclusions that
any of the said criteria is or is not satisfied, unless the statement
is positive and the reason for citing any document is easy to
understand when consulting the document, If only certain
passages of the cited documents are relevant, the examiner
should identify them, for example, by indicating the page, col-
umn or the lines where such passages appear.

NON-WRITTEN DISCLOSURES AND/OR
CERTAIN PUBLISHED DOCUMENTS

If the examiner has discovered or the International Search
Report has cited, a relevant document which refers to a non-
written disclosure, and the document was only published on or
after the relevant date of the international application, the
examiner must indicate at the top of the last sheet of the
International Preliminary Examination Report:

(i) the date on which the document was made available
to the public;

(ii) the date on which the nou-written public disclosure
occurred,

The examiner should also identify any published applica-
tion or patent and should provide for each such published
application or patent the following indications:

(i) its date of publication;
(ii) its filing date, and its claimed priority date (if any);

The Report may also indicate that, in the opinion of the
International Preliminary Examining Authority, the priority
date of the document cited has not been validly claimed (PCT
Rule 64.3).

Guidelines explaining to the examiner the manner of indi-
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1898.04(c)

Reportas
ical 'f,g the cla:ms m whmh the

CER'I‘AIN DEFECTS IN THE INTERNATIONAL *
APPLICATION AND CBSERVATIONS ON THE
' INTERNATIONAL APPLICATION

If, in the opinion of the examiner, defects exist in the form
or contents of the international application, the clarity of the
claims, the description, and the drawings, or the question
whwmdwclalmsareﬁﬂlympporwdbyﬂwdescnpuonlmsmt
been suitably solved atthe prescribed time limit for establishing
the international Preliminary Examination Report, the exam-
iner may include this opinion in the Report and if included, must
also indicate the reasons thesefor.

CERTIFICATION

When completing the cestification of the Report, the exam-
iner must indicate the date on which the Demand for Interma-
tional Preliminary Examination was submitted and the date on
which the examiner completed the Report and the name of the
International Preliminary Examining Authority.

These last mentioned items may either be completed when
including the other data or when completing the certification.
Every Intemational Preliminary Examination Report must be
signed by a Primary Examiner.

1898.04(c) Time Limit for Preparing Report
(R-5]

PCT Reule 69
Time Limlt for Internationst Preliminary Examination

69.1 Time Limis for International Preliminary Examination

(a) The time limit for establishing the intemational preliminary examina-

tion report shall be:
(%) 28 months from the priority date if the demand was filed prior to
the expiration of 19 months from the priority dete;
(i) aine months from the start of the internstional preliminary
exmnimzim if the demend wag filed after the e piration of 19 months from the
date.

(b) Iernational preliminary examination shall stast upon receipt, by the
International Preliminesy Examining Authority:

(i) undes Rule 62.2(s), of the claims 28 amended under Anicle 19,0t

(iiyunder Rule 62.2(b), of anotice fromthe Intemational Bureau that
no amendments under Asticle 19 have been filed within the prescribed time
fimit or that the spplicant has declared that he does not wish to meke euch
smendments, of

(itf) of & notice, after the imernational search report is in the
possession of the Intemationa! Preliminesy Examining Authority, from the
spplicant enpressing the wish that the internationad preliminary exsmination
should start snd be disected 1o the claims 23 specified in such notice, or

(iv) of & notice of the declaration by the Intemational Searching
Authority thet no intemationsl gsearch repont will be established (Anicle
17(2¥8)).

(c) If the competent Intemational Preliminasy Exemining Authority is part
of the same astional Office or intergovernemental organization as the competent
Inteenmional Seasching Authority, the itemational preliminary examinaion
may, if the Intemational Preliminary Examining Authority so wishes, start a2 the
same time as the intemations] search. In such s case, the intemational prelim:-
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nary exnm‘nimm'mallbemabhshed notwithstanding the provisions of
parsgraph (a), B0 Imer than six months sfiér the expiration of the time limit
allowed mdcr Asticle 19 for amending the claims.

Tranm:mxl, Tr:nslitlon, and Communlcation, of the
lltemmonl Prellmhm‘y Examinat(on Report S

(1) The mmmoml preliminary examinstion mpon. mgether wn.h 1he
prescribed annexzs, shall be nmsmmedtothe applicant and tothe International

Buresu, .
ttt‘t

PCT Rule 71
Transmitis! of the Internationsl Preliminery Examination

Report

T1.1 Recipienis

The Intemational Preliminery Exemining Authority nhnll. on the same
day, tranemit onie copy of the international preliminary exemination report and
its annexes, if any, to the International Burean, and one copy to the spplicant.
1.2 Copies of Cited Documints

(n) The request under Article 36(4) may be presénted any time during
geven years from the international filing dateof the mnemuoad lpplwallon to
which ihe report relates.

() The Intemarional Preliminary Examining Amlmmy may requlre that
the perty (apphcam or elected Ofﬁce) presenting the request pay to it the cost
of preparing and eeailing the copies. The level of the cost of preparing copies
shall be provided for in the agreements referred to in Ariicle 32(2) beiween the
Intemationsl Preliminasy Exemining Authorities and the Internstional Bureau.

(¢) Any Imemations] Preliminary Examining Authority not wishing to
send copies direct to any elecied Office shall send s copy 1o the International
Buresu snd the Itemational Bureau shall then proceed as provided in pare-
graphs (6) and (b)-

(d) Any Intemagions] Preliminasy Examining Authority may pedform the
obligations referred to in (a) to (c) through another agency responsible to it

Thefollowing identifying information will be placed on the
top of the.first p@ge of F‘orm PC‘I'/IPEA/416

appllcant sor agem s apphcatxon reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand Form PCI‘/IPEAMOI

apphcauonsenal number as stamped and typed on the applica-
tion file wrapper znd may also be found on the first page of the

Demand, Form PCI'/IPEA/401
- this is the filing date printed on

the application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.

Applicant (Name) - thig is the first named applicant as set
forth on the application file wrapper and may also be found in
box 1I of the Demand, Form PCT/IPEA/401.

AUTHORIZED OFFICER

Form PCT/IPEA/416 must be signed by a primary exam-
iner,
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Teresmittal, Trousiation, and Co--unlcntlon, of the
lntmatlonal Prellnlnry Exmlnatlun Report
i : ewes” T o
(ZXa)Iﬁemnomlpdmmnyexmmmmponmdmm
shall be tranalsted into the p!ucnbed languapes.
@)Anymmhmnofmem;dmmm&eprmwdbyormderm
P oftheh!emnwn&lﬂumu,wbuwmymlnmofﬂumd
annexes shall be prepared by the spplicant.

kAR E R

PCT Rule 72
Transiation of the Internationsl Preliminary Examination
Report

72.1 Languages

(2) Any elected State may require thet the intemationsl preliminary
exsminstion repon, established ineny langoage other than the official language,
oeoneof the official languages, of its naticnal Office, be translated into English,
Prench, Germen, Japancse, Russisn, or Spenish,

() Asy sach requirement ehall be notified to e Imemationsl Beresn,
which dhell prompily publish it in the Gazene.
mCopdermlamforthcApp{m

The hternstional Bureau shall tranmnii @ copy of each translation of the
internations] preliminary examinution repont to the applicemt ot the same time
a8 it commumicutes such wansiation 1o the izierested electad Office or Offices.
T2.3 Oboervations on the Transiation

‘The spplicant may make written cbsezrvations on what, in his opinion, sce
ervors of transletion of the intemnationsl preliminary exsminstion report end
shall send 8 copy of eny such obeervation io esch of the interested elected Of-
fices end & copy to the Internationa! Buresa.

1898.04(f) Confidential Nature of the Report
[R-§]

PCT Avticle 38
Ceonfidentisl Nature of the International Preliminary
Examinstion

{1} Weither the Imemations! Bueau vor the Intemational Prelininary
Exemining Awhority chell, unless requested or euthorized by the applicant,
dllow scoess within the meming, end with the proviso, of Asticle 30(4) to the
fils of the intemnations! preliminary examination by sny person or suthority at
any ume, except by the elected Offices once the intemational preliminary
exeminstion report has been established.

(2) Sulsject to the provisions of parsgraph (1) and Anicles 36(1) and (3)
and 37(3)(b), neither the Intemationsl Buresn nor the Intemnational Preliminary
Exemining Authority shall, onless requesied orauthorized by the spplicant, give
information on the isgsusace or nop-issuance of an internationsl preliminary
exeminstion report and on the withdrawel or nonwithdrawel of the demand or
of any eleciion.

1898.05(a) Withdrawal of Demand or Election
[R-8]

PCT Article 37
Withdraws! of Demsand or Election

{1} The applicans may withdraw eny or all elections.

(2) If the election of all elected States is withdrawn, the demand shall be
congidered withdrewn,

(3¥(s) Any withdrawal chall be notified to the Intemational Buresu,

(b} The elected Office concemed end the International Preliminary
Enamining Authority concemed shall be notified accordingly by the Intema-
tional Busean.

(4¥(e) Subject to the provisions of subperagraph (b), withdrawal of the

1800-123
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1898.06(a)

© bewnhénwd ‘of the intemational applicatica if #iich withdriwal is effected

»pnorwdxeexpmnonoftheupphcnblenmehmnmdetﬂmdeﬂ.howew. any
Contracting State mey provide in its national law thet the sforesaid shall apply
only if its national Office has received, within the said thme limit, & copy of the
intemational applmmm, together thh a8 umshum (as pmmbed) ‘and the
nztional fee. '~

| m‘ Rule 75
Witkdrawal of the Demand, or of Elections

75.1 Withdrawals

(l)thdmwalofﬂchmMoulltheehmsmybeeﬁmd
prior to the expiration of 30 months from the priority daste except as to any
elected Siate in which national processing or extrninstion has siready started.
Withdrawal of the election of any elected State may be effected prior to the date
on which examinstion and proceesing may start in tha: Siate,

(b) Withdrawal hall be effected by & signed notice from the spplicant to
the Intemational Buresu. In the case of Rule 4.8(b), the notice shall require the
signature of all the applicants,

75.2 and 75.2 [Deleted]
75.4 Faculty under Article 37(4)(b)

(a) Any Contracting State wishing to take sdvemage of the faculty
provided for in Asticle 37(4)(b) shall notify the Intemational Buresu in writing

(b) The notification under paragraph (a) shell be pmpﬂypubluhcd by
the Internationsl Busreau in the Gazette, and shell have effect in respect of
intemational apphuuom filed more then one month after the poblication date
of the relevant issoe of the Gazette,

Administrative Instruciions Section 606
Caneceliation of Elections

‘The International Preliminary Examining Authority shall, if the election
is in the demand, cancel ex officio the election of sny State which is not 8
designated State or which is ot bound by Chapter I of the Treaty, shall enclose
thet election within squere brackets, shall entes, in the mergin, the words
“CANCELLED EX OFFICIO BY IPEA" or their equivalent in the language of
publication of the intemational application, and shall notify the applicant ac-
cordingly.

Any withdrawal of the demand or any election must be
sent to the International Bureau.

1898.06(a) Receipt of Notice of Election by the
Patent and Trademark Office [R-5]

PCT Rule 61
Netification of the Demand and Election
CheHs
61.2 Notification to the Elected Offices

(8) The natification provided for in Anticle 31(7) shall be effected by the
Intesnational Buresu,

(b) The notification shsll indicate the number and filing date of the
intemationsl spplicstion, the name of the spplicant, the name of the receiving
Office, the filing dste of the spplication whote priority is clsimed (where
priority is claimed), the date of receipt by the Intemetions) Preliminery Exam-
ining Authority of the demand, and - in the case of later elections - the date of
o ¢ipt by the Intemetional Bureau of the later election,

(c) The notificstion shall be sent to the elected Office prompiy after the
expiration of the 18th moath from the priority date, oe, if the imtemational
preliminary examination report is communicated earlier, then, at the same time
a6 the communication of thet report. Elections effected after such notification
ghall be notified promptly aftes they have been effected.

61.3 Information for the Applicant

The Intemational Bureau shall inform the spplicant in writing thet it has
effected the notification referved to in Rule 61.2. At the same time, it shall
indicate to himn, in respect of each elecied State, any applicable time limit under
Article 39(1 }(b).

Rev. §, Tuly 1987



1898.06(b)

’1898 06(b) Recelpt of the Intern tional’
Preliminary Examination Report from
the Internationzal Bureau [R-5]

PCT Articte 36
Transmittal, Trensiation, eand Communication, of the
" International Preliminary Examination Report

L4 d

(3Xe) The internaticnal pmlunmry examination repon, together with its
translation (as prescrided) end its ennexes (in the original language), shall be
communicsted by the Internationsl Burean to each elected Office.

5e58%

PCT Rule 73
Communication of the International Preliminary Examination
‘ Report
73.1 Preparation of Copies
The Intemationsl Bureau shall prepare the copies of the documents to be

communicated under Anicle 36(3¥e).
73.2 Time Limit for Communication

The communication provided for in Asticle 36(3)(a) shall be effected as

prompily as possible.

The International Burcau will forward to the Patent and
Trademark Office copies of all International Preliminary Ex-
amination Reports in international applications in which the
United States of America has been elected. The Reports are
processed by the PCT Division and are forwarded for national
processing when the reguirements for entering the national
stage have been fulfilled.

1898.07(a) Entering the National Stage under
Chapter II [R-5]

PCT Articie 36
Transmit:el, Transiation, and Communication, of the
international Preliminary Examination Report
GHEBE
(3Xb) The prescribed translation of the armexes shall be transmitted
within the prescribed time limit by the applicant to the elected Office.

L2280

BCT Articlie 39
Copy, Transiation, snd Fee, to Elected Offices

(1 (a) If the election of any Contracting State has been effected priortothe
eapirstion of the 19th month from the priority date, the provisions of Anticle 22
shall ot apply to such Siste and the spplicant shall furish 2 copy of the
intemational epplication (unless the communication under Article 20 has
dresdy when place) end u translation thereof (ae presctibed), and pay the
nutional fee (if eny), to each elected Office not Jater than at the expiration of 30
morihs from the priority date,

(b) Any nationsl law may, for performing the acts refesred 1o in subpara-
graph (a), fix time limits which expire later than the vitae limit provided for in
that subparagraph.

(2) The effect provided for in Article 11(3) shall cease inthe elected State
with the same consequences as the withdrawal of any national application inthat
State if the applicant faile to perform the acts referred to in paragraph (1)(a)
within the time limit applicable under paragraph (1)(2) or (b}

Rev. §, July 1987
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MANUAL OF PATENT EXAMINING PROCEDURE

(3) Any elected Office’inal inaimain’ due xffect piovided fofiin Anide
11(3) even where the applicent does not comply with the requirements provided

for in paragraph (1)(s) or (

Transiation
:Exzmination Report

ment sheet referred to in Rule 70.16 whwh is annexed to the intemational
preliminary examination report. The seme time limit shall apply where the fur-
nishing of = translation of the international application to the elected Office
must, because of a declaration madeunder Article 64(2)(a i), be effected within
the time limit applicable under Amcle 22 .

The statutory requirements for entering the national stage
in the United States are set forth in 35 U.S.C. 371.

>37 CFR 1.495 Enmtering the national stage in the United States
of America as ap Elecced Office :

(2) Where a Demand has been filed with &n appropriate Imemauoml
Preliminary Examining Authority and not withdrawn by the expiration of 19
months {rom the priority date, the epplicant must folfill the requirements of 35
U.S.C. 371 within the time periods sel-forth in paragraph (b) and (c) of this
section in order to prevent the sbandonment of the intemationsl epplication as
to the Unites Sisies of America. International spplications for which those
requiremnents are timely fulfilled will enter the national stage and obtain an
exsmination as (o the patentability of the inventics in the Unites State of Amer-
ica. : S .
(o) The applicent shall fumish 1o the United States Pateat and Trademark
Office not later than the expiration of 30 months from the priority date

(1) a copy of the intemnational application, unless it has been previously
communicated by the Intemnational Buresu orunless it was originally filedin the
United States Patent end Trademark Office;

(2) a translation of the intemational application into the English language,
if it was originally file in another language;

(3) the basic national fee (see §1.492(a)); and

(4) an cath or declaration of the inventor (see §1.497).

(c) The epplicant may furnich eny required English trensletion of the
international application, the basic national fee and the oath or declaration of the
inventor after 30 months but not later than the expiration of 32 months from the
priority date. The payment of the processing fee set forth in §1.492(f) isrequired
for acceptance of en English translation later than the expiration of 30 months
afier the priority date. The payment of the gurcharge set forth in §1.452(¢) is
required for acceptance of the basic national fee or the oath or declaration of the
inventor later than the expiration of 30 months after the priority date.

(d) A copy of any amendments to the claims made under PCT Aricle 19,
and 8 transiation of those amendments into English, if they were mede in another
langusge, must be furnishied not later then the exviration of 30 months from the
priority date. Amendments under PCT Anticle 19 which are not received by the
expiration of 30 months from the priosity dute will be consideredtobe cancelled.

(e A translztion into English of any ammexes tothe internationel prelimi-
nary examination report, if the annexes were made in another language, mustbe
furnished not later than the expiration of 30 months from the priority date, Trans-
1ations of the ennexres which are not reccived by the expiration of 30 months
from the priority date may be submitted within 32 snonths from the priority date
accompanied by the processing fee set forth in §1.492(f). Translations of the
annexes which are not imely received will be considesed to be cancelled.

(e) Versification of the translation of the international spplication or any
other document penaining to an intemastional application may be required
where it is considered necessary, if the international application or other docu-
ment was (iled in a language other than English.

(f) The documents submitted under paragraphs (b) and (c) of this section
must be clearly identified a3 a submission to enter the national siage under 35
U.8.C. 371, otherwise the submission will be considered as being made under
ISUSCILL

(g) Thetime limits set out in paragraphs (b), (¢), (d) and (e) of this section
may not be extended pursuant to §1,136 or ctherwise.
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-months from the priority date. If » copy.of the ntémations] spplicstion is' com-
-maunicsted within 30 months to the Patent snd Trademask Office; an intemna-
umﬂapphaumwnﬂbemeahndmwdn to the United States 32 manths
from the priosity date if the ; uedEnghshmlum(s).fecsmaalhor
declaration wnder 35 US.C. 3"1(c)mmlﬁled within 32momhsfmmthc

pnomydm<

>1.497 Oath or declaration under 35 U.S.C. 371(c)(4).

(&) When an epplicant of an international application, if the inventor,
desises to enter the national stage under 35 U.S.C. 371 pursuant 10 §1.494 or
§1.495, he or she must file 2n oath or declarstion in accordance with §1.63.

() If the intemational spplication was made as provided in §1.422, 1.423
or 1.425, the applicant shall state his orher relationship o the inventor and, upen
information and belief, the facts which the inventor is required by §1.63 to
aate.<

See also MPEP § 1890 for fees and explanation of require-
ments,

1898.07(b) National Stage Amendments [R-5]

BCT Article 41
Awmendment of tke Claims, the Deseription, and the Drawings,
hefore Elected Offices

(1) The spplicant shall be given the opportunity to emend the claims, the
description, and the drawings, before esch elecied Office within the prescribed
time limit. No elected Office shall grant a patent, or refuse the grant of a patent,
before such time limit has expired, except with the eapress consent of the
epplicant,

(2) The amendments shall not go beyond the disclosure inthe intemational
spplication s filed, unless the astional law of the elected Stste permits them to
go beyond the said disclosure.

(3) The emendments shall be in accordance with the national lsw of the
elected State in all respects not provided for in this Treaty and the Regulations.

(4) Whese mn elected Office requires 8 translation of the international
application, the amendments shali be in the language of the translation.

PCT Artlcle 42
Results of Natlonal Examisation in Elected Offices
No elected Office receiving the intemnational preliminary examination
repont msy require thet the applicant furmnish copies, or information on the
contents, of any papers connecied with the examination relating to the same
intemnational spplication in any other elected Office.

PCT Rule 76
Copy, Translation sad Fee under Article 39(1); Transiation of
Priority Document

76.1,76.2 and 76.3 [Deleted]
76.4 Time Limit for Translation of Priority Documens

The applicant shall not be required to fumish 1o any elected Office 2
centified tanglstion of the priority document before the expiration of the
applicable time limit under Anticle 39,
165 Application of Rules 22.1(g), 49 and 51*

Rules 22.1(g), 49 and 51bis shall spply, provided that:

(iy any seference in the said Rules to the designated Office orto the
designsted Suate shall be construed gs g reference to the elected Office or o the
elected Seme, respectively,;

(ii) any reference in the gaid Rules 1o Anicle 22 shall be construed
83 a reference to Anticle 39(1).

(iii) the words “internations] applications filed" in Rule 49.1(c) shall
be seplaced by the words “a demand submited.”

PCT Rule 77
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Facully under Artlcle 39{1)(b)
T1.}. Exercite of Faculty...

'f-(a)shallbepmmpdymbhmodbymehmmmnlmmmmme&m

- {c) Netification conceming the shortening ‘of the previously fined time

“ hmushall be effective in relation to demands robmitted afier the expiration of

three months oomputed from. lhe dale on whlch the not:ficatwn was, pubhshed
by 1hc Intemational Bumau o

* (d) Notification’ conoemmg the lengthening of the prevmusly fixed time
limit shell become effective upon publication by the Internations] Buresu in the
Gazette in respect of demarnids pénding at the time or submilted afier the date of
such publication, or, if the Contracting State effecting the notification fizes
some later date, a3 from the latter date.

PCT Ruie 78
Amendment of the Claims, the Description, and the Drawings,
before Elected Offices
78.1 Time Limit Where Election Is Effecied prior to Expiration of 19 Months
from Pricrity Date.

(=) Where the election of any Contrecting Staie is effected prioe to the
expiration of the 1911 month from the priority date, the applicent shell, if he so
wishes, exercise the right under Anticle 41 after the wansmittal of the interna-
tional preliminary exemination reportunder Anticle 36(1) has been effected and
before the time limit applicsble under Asticle 39 expires, provided that, if the
said transmitial has not taken place by the expirstion of the time limit applicable
under Article 39, he shall exemisethenid:iglnmthmmm on such expiration
date. In either case, the applicant may exercise the said right at any time if so
permitted by the national law of the said State.

(b In any elected State in which the national law pmvldel that the
examination starts only on special request, the national law mey provide that the
time limit within or the time at which the epplicant may exescise the right under
Anicle 41 shall, where the election of any Contracting State is effected priorio
the expiration of the 15th month from the priority date, be the same as that
provided by the nationzl law for the filing of amendments in the case of the
examination, on special request, of national applications, provided that such
time limit shall not expire prior to, of such time shall not come before, the
expiration of the time Jinit applicable under Article 39.

78.2 Time Limis Where Electionls Effected afier Expiration of 19 Months from
Priority Date

Where the election of any Contracting State has been effected afier the
expiration of the 19th month from the priority date end the applicant wishes io
mzke amendments under Article 41, the time limis for making amendments
under Acticle 28 shall spply.

78.3 Utility Models

The provisions of Rules 6.5 and 13.5 shall apply, mutatis mutandis, before
elected Offices. If the election was made before the expiration of the 19th month
from the priority date, the reference to the time limit applicable under Anicie 22
is replaced by a reference to the time limit applicable under Anicle 39.

Under §§ 1.494 and 1.495, applicants must indicate on all
application papers filed for entry into the national stage in the
United States under 35 U.S.C. 371 that the filing is being made
under 35 U.S.C. 371, Otherwise the application papers will be
treated under 35 U.S.C, 111,

37 CFR 1.492(a)(4) and 1.496(b) provide for a substan-
tially reduced national fee and special procedure, respectively,
where the application has satisfied the requirements of novelty,
inventive step (non-obviousness) and industrial applicability
before the United States International Preliminary Examining
Authority as to the identical claims which are in the application
at the national stage in the Patent and Trademark Office.
Amendments during subsequent prosecution will only be per-
mitted in response to an examiner's rejections or objections.
Thus, no new claims are permitted. Therefore, most of such
cases will require little or no prosecution to satisfy the require-
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ments for patentability. < Tieer Eaigee
_ The Patent and T Trademark Ofﬁce cmsndm the: mterna

been designa priority.
: mDemandforIntmxaumlPrelunmatyExanunwonhasbeen
filed prior to the expiration of the 19th month from the priority
-date and pending until the 32nd month from the priority date if
a Demand for International Preliminary Examination which
elected the United States of America has been filed prior to the
expiration of the 19th month from the priority date, prowded
that a copy of the internationai application has been communi-
cated to the Patent and Trademark Office within 20 or 30 months
of the priority date respectively. If a copy of the international
application has not been communicated to the Patent and
Trademark Office within the 20 or 30 month period, respec-
tively, the international application becomes abandoned as to
the United States 2 or 30 months from the priority date

ively. These periods have been placed in the rules as

respecti
paragraph (h) of §1.494 and as paragraph (i) of § 1.495. A
continuing application under 35 U.S.C. 365(c) and 120 may be

filed anytime during the pendency of the international applica-

tioa.

1898.07(c) Unity of Invention during the
National Stage [R-5]

37 CFR 1.499 Unity of invention during the natlonal stage.

(&) An intemations] application which has entered the national siage by
meeting the requisements of 35 US.C. 371 will be considered to have uaity of
invention if the claims are in sccordance with PCT Rule 13 (gee §1.475(f)).

(b) An application in the nstional stege contsining claims to different
categories of invention will be considered o have unity of invention if the claims
are drawen only 1o one of the combinatione s¢ set forth in PCT Rule 13.2 (eee
§1.475(6)) or to the combingtion of

(1} & product and 8 process {or the manufacture of said product or
(2) 8 product end e process of use of said product.

1 an spplication contsing cleime to more or less then one of the combinstions
of cstegories of invention set forth in PCT Rule 13.2 (see §1.475(0) or
combination set forth in paragraphs (b)(1) and (2) of this section, unity of
investion mey not be pregent.

() If an application in the national stsge containg claims to 2 entegory of
tnvention ineddition tothose categoriesincluded in any one of the combinations
specified in pasagreph (b} of this section, lack of unity of inverntion may be held
begween the categories included in the combination and the claims to the addi-
tiomsh category of invention.

(dy Unity of invention will exist in an spplication in the national stage
where the claims are limited to one of the combinations of cstegories set forth
in PCT Rule 13.2 (see §1.475(f}} or s combination set forth in paragraphs (b)(1)
or (2} of this section. I multiple products, processes of manufscure or uses are
clsimed, the firs invention of the caegory first mentioned in the claims of the

i and the fivet recited invention of eack of the other categories related
thereto will be considered as the elecied invention to be examined. Any such
biodding of en election by the exeminer will be made in the form of & restriction
reguirement which confirms the election made by the presentation of claims.
Such a resteiction requirement would be made on the basis of whether the
inventions ase independent and digtiner. Applicant has the right Lo traverse such
a restriction requirement in the regponse to the Office action in which the
election is indicated.

(&) The inventions recited by the claims of different categories must be
related rather then independen inventions.

(6) If the examiner finds that & netional stage sppli **n lacks unity of
investtion, the examiner may in an Office action require the appli-ant in the
sespense W thee Office action to elect the invention to which the claims shall be
restricted, this official sction being called s requirement for restriction. Such
sequiremsent mey be made before any sction on the merits but may be made at
amy tisne before the finsl action st the discretion of the examiner. Review of any
such requirement is provided under §§1.143 and 1.144.
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“Commissioner may cause the question of unity of invention o
~be reexamined under section 121 of this title, within the scope

MANUAL OF PATENT EXAMINING PROCEDURE

'meumty of mvenueﬁ pracﬂce setforth mPCT Rule 13 weill
ional ‘s

of the xe,quremems of the treaty-and the Regulations.” - How-
ever, continaing applications filed under 35 U.S.C. 111 of the
international applications under the’ provnsxons of 35 US.C.

'365(c) will be subject to the same restriction practice as other

United States national applications filed under 35 U.S.C. 111.

Whereseveral inventions have been searched in the parentmter-
national application, the examination of such inventions in a
conunumg national application may not be burdensome and the
examiner may consider all the inventions in such an application

without making a restriction requirement.
See asio MPEP § 1868 for explanation of Unity of Inven-

tion requirements.
1898.08(a) National Stage Processing [R-5]

PCT Article 33
The International Preliminary Examination
215 1]

(5) The criteria described above merely serve the purposes of international
preliminary examination. Any Coniracting Stete may spply sdditionsl or
different crizerie for the purpose of deciding whether, in that Siste, the claimed
invention is pazentable or not.

(6) The imernational preliminary examination shall weke into considers-
tion all the Jocuments cited in the intemational search report. It may 1ake imo
considereion any additional documents considered to be relevent in the partic-
lar case.

PCT Article 40
Delaying of National Examination and Other processing
(1) If the election of any Contracting State has been effected pricrto
the expiratica of the 19th month from the priority date, the provisions of Anticle
23 shali not gpply to such State and the national Office of or scting for thes State
shall not proceed, subject 1o the provisions of paragraph (2), to the examinetion
and other processing of the internstional application prior 1o the expiration of the
applicable time limit under Anicle 39,
(2) Notwithstending the provisions of paragraph (1), any elected Office
may, on the express request of the applicant, proceed 1o the examination and
other processing of the international application at any time.

»>37 CFR 1.496 Ezamlination of Internationaf applications in the
nationat stage

(2) International applications which have complied with the requirements
of 35 U.S.C. 371(c) will be taken up for action based on the date on which such
requirements were mez. However, unless an express request for early processing
has been filed wnder 35 U.S.C. 371(f), no actionmay be taken prior to onemonth
after entry into the national stage.

(b} A national stage application filed under 35 U.5.C. 371 may have paid
therein the basic nations] fee as set forth in §1.492(a)(4) if it comains, or is
smended to comtain, at the time of entry into the nationel sisge, only claims
which have been indicated in an intemational preliminary excmination report
prepared by the United States Patent and Trademark Office as satisfying the
criteria of PCT Anticle 33(1)-(4) as to noveliy, inventive siep end industrial
applicability. Such national stage applications in which the basic national fee as
set forth in §1.492(a)(4) has been peid may be amended subsequent 1o the date
of entry into the national stage only to the extent necessary to eliminate
objections as to form or 1o cancel rejected claims. Such nationa) sage spplica-
tions in which the basic nationsl fee as set forth in §1.492(a)(4) has been paid
will be taken up out of order.<

Theunity of invention practice set forth in PCT Rule 13 will
be applied in national stage applications under 35 U.S.C. 371
because 35 U.S.C. 372(b)(2) provides that, "The Commissioner
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may cause the question of uaity of invention to be reexamined
ander section 121 of this title, within the scope of the require-
meats of the treaty and the Regulations.” However, continuing
applications filed under 35 U.S.C. 111 of international applica-
tions under the provisions of 35 U.S.C. 365(c) will be subjectto
the same restriction as other national applications filed under 35

U.S.C. 111. However, it is noted that where several inventions
have been searched in the parent international application, the
examination of such inventions in a coniinuing national appli-
cation may not be burdensome and the examiner may consider
all the inventions in such an application without making a
restriction requirement.

1800-127 Rev. 5, July 1987

& U.G. GOVERMMENT PIUNTING OFFICE: 1067— 1 81 -100, £252 7





