Facie Showing by Applicant :

2308.01:- mmmm&ﬂ:erMApphcm L
2308.02, ShowmaUnder.‘HCFRlﬁOS(b)
Frocd Prepantiondflnte’rfereuoel’apetsbyﬁxamm

0t ‘For : g :
2309.02 - Preparation of Papers— .
230503 Afﬁdtvﬁsmdbechnmkewnedmﬁlg
2309.04. _Record of Each Interfererice.Complete
3309.05  Congultation With Examiner-in-Chief
2309.06 - !merfennsSnbjectMmerm“SeuecyOrder"Caes
2310 ' Hendling by Examiner-in-Chief -
2311 - Declaeation of Interference :
2312 . AecmwApphmuonsmlmcrferm
2313 Lead Attorney or Agent "~
2314 Jorisdiction Over hiterference - '
2315 SuspmonofExpamProsecumn
231501 - Applications
2316 ,_SnncmforFulmsoComplythRulesorOrder
2317 Summary Jodgment Against Apphco.nt
2318 Return of Unauthivized Papers
2321 Preliminary Stotement, Time for Filing
2322 PrelumwySwmt,lnveaﬁonMebyWhodetm_e
2323 PuhmmrySmmt,lnvenuonMadchmwdSuaa
2324 thmmarysmemcxu,lnvenuonMeAbmad ’
2328 PreﬁmmrySmmt,DeﬁvauonbymOppmem
2326 WWMA@W
2327 Preliminary Statement, Scaling and Opening
2328 Preliminery Statement, Correction of Error
2329 Preliminary Statement, Effect of .
2336 Reliance on Bastier Applicstion
2331 Preliminery Statement Access
2332 Abundonment,Suppfemon or Conceslment to be Argued
2333 Preliminary M
233301 Preliminary Mouons—Rehted to Applicstion Not In-

volved in Interference

2333.02 Preliminary Motions—Benefit of Foreign Filing Date
2334 Motions to Correct Inventorehip
2338 Miscellaneous Motions
2336 Time for Filing Motions

MI;sVWW

2342 Addition o Interference

2343  Prosecwtion by Assignee

2345 Extension of Time

2346 - Service of Pepern

2347 Translations

2351 Times Sor Discovery and Testimony,
3352;_..Jm&rmmT¢eTmymFﬂeM
2353 Record sad Eshibits

2354' Finel Henring s
zsssémmmmma

2372 Manner of‘l"ahng Temmony :
2373 - Notiee‘of Baeminetion of Witness
2374 - Persons Dq:onmons Faken Before

2383 Testimony From Another Interference oz Proceeding
2384 Tesummy ina Forelgn Country

§230001 Inm)dactlon [R-Z] v

“Title 11 of the Patent Law Amendments Act of
1984 (Public Law98-622) combined the Patent and
Trademark Office Board of Appeals and Board of
Patent Interferences into a néw board, the Board of
Patent Appeals and Interferences (Board), and amend-
ed 35 U.S.C. 135(a) to provide thet in an interference
thejumd:cuonofthenewﬂoardwuuldextendmt
only to priority of mvenuon. but also to questions of
patentability. These provmons took effect on Febru-
ary 8, 1985. On the —=-t working day, February 11,
1985, e vormer mterfere.we rules, 37 CFR 1.201 1o
1.288, were replaced with a new set of rules, 37 CFR
1.601 to 1.688. With a few exceptions, the new rules
apply to all interferences declared on or afier the date
of their adoption; interferences declared prior to that
date will continve to be governed by the old rules
covered in Chapter 1100. -
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the text of the rules, but 810 8 ¢
and Mmd m Wit

WWWMMMMM%M
this notice closely,
Attenmiaahodimwdmmemmnm
in the Federal Register on May 31, 1985 (50
F.R. 23122) and in the Official Gazette on October
22, 1983 (1039 O.G. 27).
ltubelwvedthatthewmorychamamm

newmles,wdiresultmamorempid r »
the rights of the parties, and avoid the leugzhy pm-
ceedings which have characterized some interferences
in the past. Since the Board has been given jurisdic-
tion to decide patentability, it will no longer be neces-
sary to decide whether or not an issue i§ “sncillary to
priority”; the Board can now decide all patentability
mmmmemmfermmfmmlymedhym
parties, without the necessity for dmhmg the intee-
ference and pursuing patentability questions ex pavie
(in which case a reversal of the: exm rejection
would require reinstatement of the interference). Each
interference underthenewmlesummdtomex-
aminer-in-chief, who is:expected to exercise such coa-
trol over the interference that it will not normally be
pending before the Board more than two' years @7
CFR 1.610). 37 CFR 1.616 provides that appropriate
sanctions may be imposed by an exsminer-im-chief
against a party who fails to comply with: the interfer-
ence rules or an order of the examiner-in-chief or
Board. The ultimate sanction, entry of adverse judg-
ment against the party, may be imposed by the Board
in an extreme case.

The interference practice is baaed on 35 US.C. 135,
as amended by P.L. 98-622

35 USC. 135, Interferences. (n)Whmemmmphmﬁmhmde
for & patent which, in the opinion of the Commissioner, would
mmﬁﬂemthmypemnpplwmmmmympkw
patent, an interference may be declared and the Comminsions:
mvemnceofmhdeckmiontotheappha:mu.wwm
patentee, 2 ‘the caie may be. The Board of Patent Appesls end
Interferences shell determine questions of priotity of the inveations
and may determine guestions of patentability. Any finsl decision, if
adverse to the claim of sn applicans, shall constitute the final refis-
dbymertderadmkomeeofmecmwmm
the Commissioner ‘may issue & patent to the applicsst who B ad-
Judged the prior inventer. A finel judgment adverse (o & palenice
from ‘'which no eppesl or other review has been or caa be teken or
bad ehall cosstitute cencellstion of the claims involved in the
pa&mt,anduomofsmhcancelhmns!nnbeendonedmeopm
of the patént distributed after such cancellation by the Patent sad
Trademark Office.

() A claim which is the same a9, or for the same or whatantially
memeswbpamma&acm&mmwmmmymbe
made in any spplication unless such a cleim is made prior to one
year from the date on which the patent was granted.

(c) Any sgreement or understanding between pasties to an inter-
mmmmywummmum&uwmw
made in connection with or in contemplation of the termination of
the interference, ehall be in writing and & true copy theveof filed in

¢ e of the . ww tie
.mwmmmmmmwwmm

mmmammmmm n of the

mnawmmwmmwmmw
R '”J"!:ﬁ‘;"«“ﬁ!‘“‘; of

goodmw.thm Mewchmmm

mwayswmwmmm e

¢ ; er from determining mmmb&y of the mvetmm

The Patent snd Tmrk Qffice (PTO) conducts
interference proceedings to determine who as be-
tweentwoormeapphcmtsfotpntemorunem
more applicants and one or more patentees is the first
inventor of a patentable invention. Prior to February
11, 1985, thedewrmmmwasm&debyaﬁoardaf
Patent Interferences. The Patent Law Amendmer
Act of 1984, Public Law 98-622, %m—z@z comm-
bined the Board of Appeals and the Board of Patent
Interferences into a single Board of Patent Appeals
and Interferences (Board) and authorized the Board
to consider priority and patentability in interference
cases.

In view of the discretion given the Board under 33
U.S.C. 135(a), as amended by Pubhc Law 98-662
(“The Board . juestions of pat-
entability . “). thc rules set faﬂh in this chapier
wﬂlapplymaﬂmfermmdec&amimmaﬁeﬂ-
February 11, 1983, except in special circumstances
such as: (1) interferences which are declam‘l as a
result of a motion made in another interference which
was pending before the Board before February 11,
1985, (e.g., an interference declared 2s a result of a
motion uader 37 CFR 1.23] to declare an edditional
interference); (2) an interference related to another in-
terference declared prior to February 11, 1985 (eg.,
an interference involving a method of using a com-
pound where an interference involving the same par-
ties and the compound was declared prior to Febru-
ary 11, 1983); and (3) an interference reinstituted after
having been dissolved under the old rules (37 CFR
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that the riglits of parties in interferences
matmmﬁymmmeovermprwwd‘ez-

interferences is simphﬁed.

The new rules for interferences are set forth hevein
in §§ 1.601 thmmg!n lmmnewnﬂmrephcem-
tirely the previous interference rules (37 CFR 1.201
through 1.288). A “six hundred” number seriés is wsed
for the new rules. The use of ‘a six hundred number
senes%rthenewm!mwﬂlpetm!tmtermdmdxm-
usls'“to  research’ ‘published decisions - (e:g- - F.2d,

USPQ):or cmnputemed legal ; rwearch servm (e.g o5
LEK!S) citiig-the new rules.”

Anmdexofthehwﬂmmofﬁlﬁol-lmmda
tab!emomlatmg 37 {CFR:'§§ 1.201 - through 1.288
(former rulés) 1o - §§ "ﬁm thmugh 1 6% (revmﬂ
mles)nppeers below

uIe C’omimmx Tabl’e

Former Rule

_ Revnsed Rule
l.wl(a)»_- e et s m)m)
1.201(b) L Le;ig)
1.201(0) . . _ . 1.602
1203(a) R < 16037
1.203() 1.605(2)
1.203(c) 1.605()
fmew - 1.604 (2)
1.203(d) 1.604(b)
1.204(a) noae
1.204¢6) 1.608(a)
1.204(c) 1.606(b)
1.205(e) 1.606 ;
1.205(%) 1.607(a), (c)
1.205(c) 1.607(d)
REwW 1.608 (a)
1.206{a) 1.607(b)
1.207(2) 1.609
new 1.610
1.207() 2.611
1.208 1.613(b)
L.211 1.614
1.212 - 1.615
new 1.616
1.228 1.617
oew 1.618
1.215(a) 1.621(e)
1.215(b) 1.621(b)
1.215(c) 1.629(c)
1.216(a) 1.622(a), (®)
1.216{a) (1)-(6) 1.623(2)
1.216(b) 1.623(c), 1.624(c) 1.625(c)
1.216(c) 1.666

Former Rile
1.21%(e)
1.217(b)
1.218
1.219
1.222
1.223
1.22¢
1.228°
1.226
1.227
new
1.231
1.237
1.238
1.242
1.243 -

1.244

1245

1246

1247 o

1257 @) -
12$7(b)
1.258

1259

mew .. .
1262
1263

1.264
BEW
1.265 -
1.266
1.267
1.268

1.271
new
1.272(a)
1.272(b)
1.272(c)
1.273(a)

Bewy
1.273(b)
1.274
1.278
1.276

1.277
1.278
1.279
1.281

1.282

1.283

1.285

1.286
1.287(a)(1)(0), ()
1.287(2)(1)(iii)
1.287(2)(2), (3)

1.287(%)
1.287(c)
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‘Revised Rule

1.624¢a), 1.62%(a)
1.623s)

1.621(a)

1.627

1.628

1.629

1.630

| 1.640(8), (), and 1. 65!(1:)(4)

1612

1631
1632
1633, 1.634

'1.641

1.642

1643 '
1635, 1636. 1631(b) wss

1.671(h)
1671(g)
1.67(a), ()
1.672(d)
1.672(e), (®
1.673(a), (c}, (d).

1.673(e)
1.673()
1674
1.678
1.676

1.677
1.678
1.679
1.645(2)

1.682
1.683
1.688
eliminated
1.673()
1.673(2)
eliminated

1.687(b)
1.687(c)
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Rule Correlation Table~~Continusd
- Former Rule - Revised Rule
L2287 . - 1.673(c)
1.287(d)(2) 1.616
1.287(e) C 1.687(d)

1,288 L 688

2300.02 Qutline of Interference Procedure [R-2]

The following statement appears in a “section-by-
section™ analysis submitted for the Record by Repre-
sentative Kastenmeier during discussion of H.R. 6286
~ (Pub. L. 98-622) on the floor of the House (130 Cong.
Rec. H10528, columns 2 and 3):

.“It.is expected that interferences will become
simpler, more expeditious, and less costly. Under
the bill, all xgsuw ‘of patentability and pnomy
which arise in a0 mterference can be decided in a
single proceedmg..rather than in a series of com-
plicated inter partes and ex parie proceedings.” - - -

Under the revised, mlw, interferences are declded
by the Board. The Board has jurisdiction to determine
(1) priority of invention, (2) patentability of any claim
corresponding to a oount both as to applicants ‘and
patentees, (3) any' wsue of interference-in-fact as to
any count, and (4) say, other issue necessary.to- re-
solve the interference; The rules permit an interfer-
ence to be declared on the basis of a single count de-
fining one patentable’invention in interferences in-
volving patents as, well as applications. The Board
also has junsdnctlon to determine whether counts are
patentably distinet. |

When an mterference is declared, an exammer-m-
chief is assigned to handle the interlocutory stages of
the interference. An ‘éxaminer having full signatory
authority determines when one or more applications
or one or more applications and a patent claim the
same patentable invention. When the examiner makes
such determination, the examiner will forward any in-
volved applications. or patents to the Board. The ex-
aminer will designate, at the time the involved: appli-
cations or patents are sent to the Board, the clsims of
any application and patent which correspond to each
count. The examines-in-chief can subsequently 'desig-
nate additional claims to correspond to a count. The
examiner-in-chief assigned to handle the interference
will issue a notice to the parties declaring the interfer-
ence.

The object of the interference will be to resolve all
controverssies as to all interfering subject matter de-
fined by one or more counts. A final decision in the
interference will determine who, if anyoune, is entitled
to claims which corréspond to a count. Any decision
adverse to an applicant by the Board will constitute a
final refusal by the PTO to that applicant of the
claims involved. Any decision adverse to & patentee
constitutes cancellation from the patent of the claims
involved.

tory of the mwfewuoe and wm be aece
oomlfmthwml?wummemmm-
fmmmmmwmtdmmmm
setting of schedules. The rules also permit the examin-
er-in-chief 10 bold hearings in the PT'O or by confer-
ence;telephone call in order to expedite or settle inter-
locutory. issues. in.interferences. Any . heasing. can be
transcribed-by @ court: reporter under-sy
as an examiner-in-chief or:.the Board: dm uppmpn
ate. The examiner-in-chief; where ap
available by-phone to yuleson the
dence in the.event: pasties eacounter unusus) problems
during the tsking of depositions.  The: examines-in-
chief will slso be available to rule on requests for pro-
duction of documents which . lake place during cross-
examination. Oral orders given by phone will be fol-
lowed by, written orders.

At the timaé en interference is declared ‘the ‘examin-
er-in-chief will set: o' :time for filing preliminary: mo-
tions. The preliminary motions can include:

(1) A motion for judgment on the ground that a
claim corresponding to the count is not patentable to
an opponent under 35 U. S.C. §8§ 102, 103, 112, or any
other provision of law.. |

(2) A motion for- Judgment on the ground that
there is no interference-in-fact between the claims of
the opponents in the interference.

(3) A motion to-add or to substitute new counts,
to amend a claim corresponding to a count, to desig-
nate an application or patent claim to correspond to a
count, to designate an application or patent cleim as
not corresponding to a count, or to require an appli-

cant to present a claim to be designated to correspond
to a count.

(4) A motion to substutu&e another application for
the application invoived in the interference or to add
an application for reissue to the interference. _

(5) A motion to declare another interference.

(6) A motion to be accorded the benefit of an
earlier application or to attack the benefit of an earlier
application which has been accorded to an opponent.

Other motions are permitted as necessary, such as a
motion to amend the count and/or & claim corre-
sponding to the count in response to a preliminary
motion for judgment.

Oppositions to motions are permitted if filed within
a time set by the examiner-in-chief. Replies are also
authorized. Papers which are not authorized by the
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mwmmw:fmw
bv mzam The. ummmw may grast &
motion, deny a motion, defer consideration om the
megits of & motion to final hearing, or, take such other
mmthre@wmnmmmmyhcw
atqe&,dammemxrelyﬁj )
Atthet:mprehmxmrymotwmaredemded,the
preliminary statements will be_opened. If a decision
' ,Of an xnspectxon of the sﬁreﬁmmary state-
, by

proceedings. If adv .
final agédcy actmn If favorable, the int

proceed before the examiner-in-chief. SSEA
I preliminary 'motions are’decided aird —

ng Jﬁﬂgmém does not résult; a'périod may ‘be set” fﬁr
the parties to file motions for additioial ‘dig
ThE scope of the- addihonal"dlscoilery Wou!d be the
séme as under’ currentpmcnce ELEER

‘Whenid time' pefiod is set: fot*ﬁlmg dmeovery mo-
tions, or after discovery has closed, the examines-in-
chief will sét a'period for taking testimony.: Any party
wxshmgtotakethetestimony ofaw:messmeleaw
have the testimony . of the, witness. taken by, de
or presented by affidavit. A" transcnpt “of an ex parfe
jncanbemédasanafﬁdavnt “If ani affidavit is
ptesemed the opposing ‘plrty ‘iiay theiicross-Examine
‘on-oral’ deposmon ARy rédirect Will takephceatthe
deposition. The' party calling’ the” witness ‘is ‘responsi-
ble for securing a couit répoiter and’ filing the tran-
script and record assoctated with cross-examination of
its witness. -

In the event 2 party nwds testlmony from a tlurd-
‘party who 'will not ‘appear usiless a subpoem is issued,
mcindmg a hostile ‘witness, direct and cross-examina-
tion' testimony may be taken on' oral deposmon. The
rules’ ptovnde that prior authorization of a examiner-
in-chief is required béfore a party can take testimony
by issuance of a subpoena under 35 U.S.C. § 24. The
revised rule’ thus -adopts’ the: policy 'of Sheehan v.
‘Dople; 513 F:2d 895,898, 185 USPQ-489, 492 (Ist
Cir.), cert. ‘denied, 423 'U.S: 874 :(1975); and Sheehan v.
Doyle; 529 F.2d 38, 40, 188 USPQ 545,546 (ist Cir.),
cert. denied, 429 U.S. 870 (1976), rehearing denied, 429
U.S. 987 (1976), and rejects the policy -announced in
Brown v. Braddick, 595 F.2d 961, 967, 203 USPQ 95,
101-102 (5th Cir. 1979). Testimony obtained in other
proceedings, e.g., another interference or an infringe-
ment action, may be used if otherwise admissible.

Under the rules, the Federal Rules of Evidence are
made applicable to interferences, except for those por-
tions which relate to criminal actions, juries, and

m nmmmmw

@’Rule 404(&) (ﬁ) and Xu? B

~ (7) The word “charge” Rule 403(b).

(8) The langusge orcnmmal”mdpmvm(‘u’)m
Rule 410. '

9 Rule 412.

(10) Rule 606.

(11) The language "whemer by an mmd" and
“other” in the last sentence of Rule 607.

(12) The provisions of the first sentence of Rule
611(c) relating to leading questions on direct examina-
tion do not epply to statements made in an affidavit
authorized to be filed under the rules. - .

(13) The language “Except @s otherwme Med
mcnmmalprowedmgsbysecmsmofmle 18,
United..States Code” and . “‘except..that in criminal
cases ‘when the prosecution elects not to comply, the
order shall be one striking the testimony or, if the
court in its discretion determines that the interests of
justice 80 require, declarmg -3 mistrial” in. Rule 612. -

(14) Rule 614. . : ,

() Rule706. = =

(16) The Hanguage excluding, however, in crimi-
nal "cases . matters observed . by police  officers and
other law enforcement personnel” and “and agamst
the Government in criminal casés™ in Rule 803(8).

(17) The language “but not including, whesn of-
fered by the Government in a criminal prosecution
for purposes other than impeachment, judgments
agginst persons other than the second" in Rule
803(22).

(18) The language “prosecution for homicide or
in a” in Rule 804(b}2). .

(19) The language “A statement tendmg to
expose the declarent to criminal lisbility and offered
to exculpate the accused is not admissible unless cor-
roborating circumstances clearly indicate the trust-
worthiness of the statement” in Rule 804(b)(3).

(20) Rule 1101 (a), (b), (@)3), and (e).

The examinee-in-chief will set a period:for filing the
record and briefs. Oral hearings normally will be held
before a panel consisting of the examiner-in-chief as-
sngned to the interference and two other examiners-in-

chief. The ‘panel will render a final decision in the in-

terference. Requests for reconsideration are permitted.

In rendering its decision, the Board will consider
only that evidence which can be made available to
the public under § 1.11(a). Acoordmgly, the Board
will not consider evidence which is submitted under a
protective order issued by a court if release of that
evidence under § 1.11(a) would be inconsistent with

the terms of the court’s order.
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appmpm@e U.8. dwmctmn Any

Except as noted abovc, tﬁeﬂtﬂmgd ‘mm* Fadned
et m'”'mmmwmﬁm”

11, 1985, coutmuetobegoemeﬂhy . prior, rules
(37 CFR §§ 1.201-1.288 (July 1, 1984)) and will be de-
cndedbypersonneloftheBomﬂofPatentAppeds
and Interferences. Actions prewow_v takén by a
patent interference examiner or examiners of mtcrfer—
ences will be taken by an exammerom-chlef

. An antxc:pated tume schedule for a two-party inter-
ference’ follows~ o

(L631); ek Umiss for fling mo
ﬁmﬁt%w«y(l.ﬂ'l(c)mdm« Ll e
moaﬁlﬁil(a)). N
'Fl ”()'lm)ffdiwcvexy (8635, . lmm :
) €] .
Filisg of opposition to motion for dis- % moath U ¢ 7 @i
covery {1.638(a)}. ST
Fﬂmgreply:oopposmontomoucnfor %mmh .
Decision. oa motion, for discovery . ..'..... Hmonth 8
'l'ime fmr compﬁmcethh mydwov %mth

2(3"&, -t;sumoay : (cuc-m-clmf

167
2 momths - -
Semor puty crous-eummwon of lwh _ 12 months
Scmt -party testimon y_(cate- Mluef ..
nndcuc-wrebnﬂhl. 1672(b)~ ’ :
4 T et iAORY wicins 1% moaths 13% months
Jenior pesty crosg-examination of [ momth 14% months
sffizats if needed S
Jmnfmnymy(mmrebnml)
16 months
1645 months
18 months
19 moaths
20 months
0% months
21% monts
23% months

230101  Preliminaries to sn Interference [R-2]

An interference is often an expenswe ‘gnd time-con-
summg proceeding. Yet, it is mecessary {0 determine
priority when two applicanits, or ‘an’ applicant and a
patentee, are claiming the same ‘patenitable subject
matter and their filing dates are close together: that
there is a reasonable possibility that the first to file is
not the first inventor. The fact that en application is a
reissue ‘application does not preclude it from being in-
volved in an interference.

The greatest care must therefore be exercised both
in the search for interfering applications and in deter-
mining whether an interference should be declared.

mumbemfaﬁycuw&mmtmmmmwm

avoided.” ,

“ln determining whether asi intefference i

sary, & claim should be given the brcadest interpret

mwmhhrmywmmmt&mmmmmd

the following genéral priniciples:
(a)mmmmmmnshoummbemmmd
(b)Exprwhmltauommtheclmmshouldmtbe

1@ored nor should lumlatwns bewwdtbmn

(e) Smce an, mtcrference,btheen mhavmg a
oommanasmgneensnotnormallymsmuted,aﬂcm
mmtbesubmnttedtotheAsmgnmentDwmmfora
utlerepon.

o8 Ifdoubtsexmtastowhetherthcremmnmter—
femnee anmteffmncesmmdnotbedeckred.

230101(3) M"Mmt Gmm"{RfZ]
An- mterference between applications amgned to

'dnﬂ'erent .groups. is declared. by the group where the

controlling interfering claim would be classified. Ap-
propriste transfer. of one of the. applications is made.
After termination .of the interference, further transfer

mybemwarydependmguponﬂmmmom
2301.0i(b) The Interference Search [R—2]

The search for. mterfenng apphcahom must not be
limited to the class. or subclass in which the applica-
tion is classified, but must be extended to all classes,
mmoutoftheemmmmggmup, ‘which it has been
necessary 1o search in the examination of“ the apphca-
tion. See § 1302.08.

Moseover, the pmsxbalnty of t.he emstence of inter-
fcnng apphcam should be kept in- mind thxoughout
the prosecution. Where the examiner st any time finds
that two or-more applications are claiming the same

- invesntion and the examiner does not deem it expedi-

ent to institute interference proceedings at that time,
the examiner should make a record of the possible in-
terference as on the face of the file wrapper in the
space reserved for class and subclass designation.
Such notations, however, if made on the file wrapper
or drawings, must not be such as to give any hint to
the applicants, who may inspect their own applica-
tions at any time, of the date or identity of a sup-
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-m-ch:efmy, hawever,beoonw!tedforadee
Thegroupdchtorshouldbeconmhedd’ﬁmbe-

tieved ‘that the circumstances justify an imterference

betweenapp!mmmherofwhnchmrudyforal-
lowance

37cm1w13w¢afmla.deﬁalm mmgwmm
pmcedurempcwntmufermmthermMTndewk
Office. mmmummmmm speedy,
and indxpemsive determinetion of évély intesferénce;:For the Gpan-
mgufwrmmtheFMkukova:dmeeumMmm&r
m,m}lﬁ?!(c). Uhaleis ‘otherwine clear frofs feom,me
foﬂmng gy tor this vabpart: S
). mmwtmmwﬂwsmuym
eititiud weder § 1.607 i addition to discovery wwmm;nnym
umwunmmwmmsmma)mm
(b)“Alﬁdaﬁf’medee.hmﬁoﬁmdw{l&«m
mmmuu&cwmAwdmam
sy be wind e aw’alfidevit.”
(c)WW&MthAMMIMa—
ences.”
(d)"m&mchwf’mﬂmmruonofamy'smmm
mhmﬁeburdadmfarw&dmmevﬁem .
-tebutial” mewns pomonofapany’smewhere
3 ) totheme-m—chd‘dm-

plﬂyl )
(Y A Yoount™ defines mwfenng th matter baween(l)
moormeappbmomwa)meormmappkcmmdm
ornmrepatenm.»Whenthﬂensmmethmoneoount.Mwum
ghall define . patentsble invention. Auny claim of s spphi-
ummmmtwhwhmmdstoammtmacmm
in the interference wnbm memennmgofi’as USC. §13%a). A
cloim of 8 patent of which is identical to 2 coumt is said
to"‘conenpondemﬁy"mtheeount.Aclmmofapammwh
cation which i not ideatical to & count, but which defines the sume
pateutablemvenﬁonuthecomt,mmdto “correspond substantisl-
Iy™ to the count; Whes 8- coumt is broader in scope then ol claims
whwhconmmdmmeemm.thzwmtma“pmmm”A

«count is mot peteatable to sny party.
m)m“effectweﬁlmgdue"ofmapphcammaMmthe
ﬁhngdnteofmwhernpphutwnwcordedtotheappwmnm
petent under 35 U.S.C. g6 119, 120 or36s.

(&) In the case of @ “filing date™ means the filing
date sdsigned (o the .. In the case of & patemt, “filing
m"mmmmmmwmmmwmm
as the patent.

@) An “interference” is 8 proceeding instituted in the Patent snd
Trademark Office before the Board to determine any questioa of
petentability and priority of invention between two of more parlies
dummeummwbkmvmmAnmmfmmybede-
chmdbetweentwoormmepcndmgappkcammmzdﬂamt
inventors when, in the opinion of an examiner, the applications con-
tain cleims for the same patentable inveation. An interference may
bedecmedbetweenonemmpmﬁmsamhcmmdmm
more unexpired petents paming different inventors whea, ia the
opmmofmenmm«.wyaw&mmnmdmyunemex
cootain claims for the same pateatable invention.

G) An “nterference-in-fact™ exists when &t lesst one claim of &
paﬂywhnchcouespondstoacomtmdulwumclmdm

(I)AWEU)MW@WMMMM%
mfexm s {2) a legal fepres ’veonmmgmeofmum
j boe i ence. Where acts of @ party
mmymmw“wwmwt.“m"mybe
memnmeywa@em An “inventos™ is the indi-
vidue! nemmed a5 inventor in an involved in am interfer-
mm&%mmdmhmhnpmwvedmn
interference.

(m)A“mpmy umepmywnhemmeueffeenveﬁm
date as to off counts of, if there i3 no party with the earliest effec-
nveﬁ!mgdasemwanmm.mcpmywnmmewmﬁﬁng
date. A “Jemior perty™ i3 any other party.

(&) Inventioa “A" is the “same patentable mvenmn"nsanmvem-
m“E”mevmm"A”wﬂwameas@SUSC51&)@’1&
(3SU.SC QlM)mvwwofmmm“B”mingmvew

Under § l 601 the ru]es shall be constmed to
secure the just,: spegdy, and inexpensive: detemmatmn
of . interferences. Section 1.601 defines various: terms
usedeWEofthe RulesofPracncemclmdmg

“additionsl . discovery,” . “affidavit,” “case-in-chief;”
“case-m»rebmtd » “count,” “effective filing date,”
“filing - date,” “mtetference,”, ., “interference-in-fact,”
“Junmf party 9’ ‘ﬁ]m” atmmey’ Gipany 9’ “Phantﬁm
count,” “same patentable invention,” “separate patent-
able invention,” “senior party,” “sworn,” and “United
States.” “Affidavits” include declarations under . 35
USC. §25 amd 37 CFR § 1.68 as well as statutory
declargtions under 28 U.8.C.: §1746. The definition
“United States” is the same as the definition of Umted
States in 35 U.S.C. § 100(c).

. The definition of “interference” penmts an mterfer-
ence between ome or more applications and one .or
more patents. Thus, the revised rules:follow. the
policy of Wilson v. Yakel, 1876 C.D. 245 (Comm™.
Pat. 1876) and, to the extent inconsistent therewith,
do not follow the policy announced in Touval v. New-
combe, . 194 USPQ 509 (Comm’r. Pat. 1976). Howev-
er, in view of the statutory. requirement for the pres-
ence of at lesst one application in an interference, if
an-applicant were to, concede priority or otherwise be
terminated from an interference imvolving only one
application and more than one patent, the interference
would have to be terminated for lack of subject
matter jurisdiction unless one or more of the patentees
filed an for reissue which could be added
to the interference under § 1.633(h).

A “count” defines interfering subject matter. An in-
terference may have two counts only if the second
count defines a “separate patentable invention” from
the first count. The reason the second count must
define 2 separate patentable invention is to permit the
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A hvmiou (A) is & wpante patumbm mwﬁm
wﬁh respect to invention (B) when uwmm {A)
" s pew (35 UBC 5’1023 afid ' non-6b (33
. US.C.'$103) in, view of invention (B) sssuming
menn? (B)mpnorartwntb twpecttomvm-
- tioa (A

Invohed in an Interfemw [R-Z]

37 CFR 1.602 Interess in applmm and patents involved in an
W(z)ﬂnlmgoodcammdnwn.mmmfmm
sot be declgred or continued between {1} applications owned by a
mﬁamyor@)apphmﬂonsmdmunexpuedpatemowmdbya

(b) Themmee, within 20‘days aﬂct m mterferencc s declared,
shiall netify thenoa:d,ofan  and ali nght. title and interest in any
apphm or patent in lvedi'ot relied upon in
title, ;

S H

Semm 1602(a) conunues

m:e (37 CFR § 1. 201(c)) 91' not @eclarmg or cmmnuo

uonsowmdby the sameparty or’(2)'an application
mdap@entown@dby amg!epartyunlewmod
cause is shown. A’ corporation 'and its wholly-owned
widisry are considered’ g “smgle party“ ‘oithiin: tlie
miggning -of * § 1.602(a). - Under* ‘ptior’: rules; when -a
petént and an application involved: in an-interference
bectime commonly owned, ‘the interferénce was not

“dissolved.” Rather, the PTO' required that the inter-
ferenice ‘be terminated with' a Judgment Chillas .
Weisberg, 1928 C.D. 24 (Comm’r. Pat. 1928);- Malone
v. Totk, 202 USPQ 397 (Comm’r.: Pat. '1978); and
Morehouse v. Armbruster, 209 USPQ 514 (Comm’r.
Pat: 1980). Under the revised rules, all interferences,
inclading - those involving only- applxcatxons, will be
terminated ‘with' a’ judgment. As noted in Chillas v.
Weisherg, sipra at 25 “the common owner can allow a
judgment against the junior party to be rendered by
defeuli or it can file a concession of priority from one
party to the other.™ Paragmphs (b) and (c) of § 1.602
continue the previous ' PTO practice (37 CFR
§ 1.201(c)) of requiring a party to notify the PTO of
any gesl party in interest not apparent on the face of
the notice declarmg the interference (see § 1.611) or
of any clmngc in the real party in interest after the in-
terference is declared. The PTO needs to know the
identity of any real party in interest to properly en-
force § 1.602(a) and to ensble an examiner-in-chief to
determine whether refusal is necessary or appropriate.
A new requuemem in paragraph (b) and (c), of
$1.602, not present in 37 CFR § 1.201(c), is a 20-day
time period for advising the PTO of the identity of,
or any change in, the real party in interest.

rejecnonmaetfmthmﬁamm

1L Whaemmterferencewuhathndwtym
found to . exist; the - commonly-owned . application
havmg the earliest effective filing date will be pheed
in intereference with the third party. The oommon 28-
signee may move during the iites e under 37
CFR- 1.633(d) to: subatitute -the othcr commonly-
owued app!muon, if‘desxmd '

1603 WMW@WWWWM
ferem Befm-meamemdecMMmMmmap-
plications,: the. exsusiner must be.of the opinios thet. these s ieter-
fering subject. matten. claimed :in the epplications which i patentable
to each spplicast; subject t0: 8 Judgment in the inlerference. The
interfesing sulject matter ehall. be . defined by one ot gore counts.
Eech count:shell define & eeparete patenssble invention. Bach appli-
cation must coitain, or be ameaded. to. contain, at least one. cleim
which comresponds; 1o eschi:count. AR cleims.in - the -applications
whchdeﬁnethzmpﬂenublemvenmmamtmnbede&-

ignated: to comrespond to' thc cougt. -

Where two ‘or more: appheatmm gre found to be
clmmmg the same patentable invention they may be
put in interference, dependent on the status of the re-
spective applications.and- the difference between their
filing dates: Oneoftheapphcmomshw!dbemcm
ditions for allowance. Unusual circumstances may jus-
tify an exception to this if the approval of the groap
director is obtained.

Interferences will not be: declared between pendmg
applications if there is a difference of more than 3
months in the effective ﬁlmg dates’ of the oldest and
next oldest applications, in the case of inventions of a
snmplechamcter -or -a difference of -more: than 6
months in the effective filing dates of the applications
in other cases, except in excaptxon situations, a5 deter-
mined and approved by the. group ‘director. One such
exceptional situation would be where one application
has the earliest effective’filing date based on foreign
‘priority and the other application has the earliest ef-
fective- Uanited States filing date. If an mterfereuce is
declared, all applications. having the same mterfemxg
subject matter should be included.

Before taking any steps looking to the formamn of
an interference, it is essential that the examiner make
certain that each of the prospective parties is claiming
the same patentable invention (as defined in 37 CFR
1.601(n)) and that at least one claim of each party cor-
responds to each count of the interference and is
clearly readable upon the disclosure of that patty and
allowable in its application.
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one. spp llcation is dimclmed and claimed in another
application, but the ‘claims therein to such subject
matter are either nonelected or subject to election, the
questwn of interference should be considered. The re-
quirement 'of 37 CFR 1.601() that the conflicting ap-
plications shall contain claims for the same patentable
invention should be interpreted as medning-generally
that the conflicting claimed subject -matter - is sufli-
cieatly supported in each application aml is patentable
to each applicant over the pnor art. The' stamtofy Te-
quirement of first inventorship is of transcender
portance and every effort should be made to avomd
thc:mpmvulentmmmeofapamtwmmaeman
adverse claimant.

Followmg m:e nllum’auve muatwm where the €X-

made, examiner discovers another case havmg al—
lowed claims to invention I

"The' situation is not altered by the fact that a re-
quirement for restriction had actually been-made but
had not been responded to. Nor is the situation mate-
rially. different if an election of noninterfering subject
matter had been-made without traverse but no action
gwen oti the merits of the elected invention. -

“B. Application filed with' claims to divisible in-
ventions I and II and in response to a requirement for
restriction, applicant traverses the same and elects in-
ventionI: Examiner gives an action on the merits of I
Examiner subsequently finds an application to another
contammg allowed claims to invention. Il and which
is ready for issue.

The situation is not altered by the fact that the elec-
tion is made without traverse and the nomelected
claims possibly cancelled.

C. Applxcatlon filed wnth generic claims and
claimed species a, b, ¢, d, and e. Generic claims re-
jected and election of a single specm required. Appli-
cant elects species a, but comntinues to urge allowabil-
ity of generic claims. Examiner finds another applica-
tion claiming species b which is ready for issue.

The allowabnlny of generic claims in the first case
is not a condition precédent to setting up interference.

- D Applncatxon filed with generic claims and
claims to five species and other species disclosed but
not specifically claimed. Examiner finds another appli-
cation the disclosure and claims of which are restrict-

for issue, the matter should be dmuswdmth tlle
gmupd:rectortodetemnetheacﬁontobetakm

(b)Whamnpplnmtpmmsaclﬂm
definie the’ same ble invention claimed & 3’ peading applica-
tioa of enother, the spplicent shall identify thet pending spplicatics,
mmmeMummmmwaWnbymeu-
aminer, ThexmwshcﬂmfytﬁeCommmnerofmymm
whete i 2pPPEATs an applmnt ma) Mve i'mled to comply wnh tlne

_ pmvamdl'thmpamgmph

§230[§ l];xaminer Summ mm t@ Awhemt
=d) . Lot

37 CFR'1. 605 Sugpestion” of claim 1o app!umm by examiner. (a)
The enaminer may suggest that an applicant: preseat @ claim in an
spplication for the purpoee of am interference with another: applice-
tion or a patent. The applicant to whom the claim is suggested shall
amendtheappllcmonbypmeﬂungthesumestedchmmmmn
umeapeclﬁedbythemmmer,notlmthmmmmth ‘Fallure or
refusel of an’ applicant to tidely preseat the siggested claim’ hall
be teken without further uction 83 e disclaimer by the applicant of
the invention defined by the sugpested olsim. At the time the sug-
mchmupmwd.Mamhcmtmyalw(l)callmeem
iner's attention to other claims elréady in the application or which
are presented with the suggested claim and (2) explin why the
merclmmwouldbemoreapptopmwbemclwedmmymm-
ference which may be declared. -

(b)mwggumofachmbymcemmfmthepmpmof
nnmtcrfewneewxllnotataythcpemdformpmtoanyom—
standing Office action. When a suggested claim is timely presented,
expamprmeedmgsmtheapphm&mwﬁlbesmyedpendmgade-
termination of whether an interference will be declared.

Although the sub_yect of suggesting claims is tregted
in detail at this point in the discussion of a prospec-
tive interference between applxcatmns, essemually the
same practice here outlined is also applicable to a pro-
spective interference with a patent.

If the applications contain claims covermg the
entire interfering subject matter the examiner pro-
ceeds under 37 CFR 1.609 to form the iriterference;
otherwise, proper claims must be suggested to some

‘or all of the parties.
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er’sauenﬁontoothcrclmmsa!mdymtheappﬁu-
tion or which are presented with the copied claim’'and
(2) explain why the other claims would be' more ap-
propriate to be mcluded in any mterference whnch
may be declared.

Tt should be noted at thxs pmnt that lf an apphea.nt
presents a claim which' ¢ ids - exactly ‘or' sub-
toa clsim. in another application or :petent

Mthout suggestlon by the exammer, 37.CFR. 1,604(b)

me mxerfmng apphcatnom is ome. of great importance,
and Mm 1o suggest’ such: clm as'will dcﬂ’me clenr
: i Teads |

g,y A

an - applwant, the. examiner. slwntd decide. what. the
count or-counts of the pmspecuve ‘interference ~will
be, keepmg in mind’ that the count must be’ patenwb!e
over the prior art and define the parties’ common ifi-
vention (see §2309 regarding the formulation of
counts). “The: cliim  suggested: to the: apphcam ‘néed
not be identical to the prospective count, butirather
should be the broadest claim within the scope of the
prospective: count .which . the applicant’s  disclosure
will support, and whlch is: mherwxse patentable to the
gpplicant. - =

A response to the examiner’s suggestion of a. claun
is not complete unless it includes an amendgment
adding the exact claim suggested to the application.
Even though the applicant may considerthe suggest-
ed claim unpatentable, too narrow, or otherwise um-
suitable, it must be presented; otherwise, the invéntion
defined by the suggested claim is considered to be dis-
claimed. The applicant must make known any such
objections to the examiner, and may at the same time
present other claims, or call the examiner’s attention
to other claims already in the application, and explam
why those claims would be more appropnately in-
cluded in the interference.

If, in copying a suggested clmm, an error is intro-
duced by the applicant, the examiner should correct
the applicant’s claim to correspond to the suggested
claim.

Notification of the fact that the parties have the
same attorney should be given to both parties at the
time claims are suggested event though claims are
suggested to only one party. See also § 2313.01. Nota-
tion of the persons to whom this letter is mailed

should be made on all copies.

cants
Fm Parmm nwo

3 'B' W" b
mybeprmdmdﬂS‘lCFRl&S(a)

APPLICANT ‘SHOULD MAKE' THB‘ GGMD ‘CLAIM
WITHIN ONE MONTH FROM ' THE''DATE- OF . THIS
LETTER. FAILURE TO DO SO WILL BE CONSIDERED A
DISCLAIMER . OF .. THE SUBJECT MATTER. OF. THIS
CLAIM UNDER THE PROV!SIONS OF 37.CFR 1.605(s). THE
PROVISIONS OF kY CFR l l36(a) DO NOT APPLY TO THIS
TIME'PERIOD. ~ -

Clmm [2] considered uﬂpatemable over thc above suggeated clmm

ik 5 lnbmm!menthemggawdchm" ‘ e

3 Inmkﬂ&hﬂaﬂchmmdmsmme@phumw
cowderedmbepwmnblydmunctfmmﬂhcmssemdchm

3. On]yonechmslwuldbemggestedmlwclmmmaup-
_ arate pstentsbly distinct invention are. present. 37 CFR 1.60i(m).
“To suggestmaddmoml clmmtoaseparatedmhmt mvemmm,
form paragraph 11.05 should follow this paragraph.
4. If the Office sction addressés other jsvsss; such 8 ¢ rejoc-
uonofﬂhexdmmgraphll%shoubjbemclu&dnthe

Formz Paragragh 11.08 ol
SUGGESTION OF ADDH'IONAL CLAIM FOR A DHS"HNCT
INVEN‘!‘ION

The followmg cleim is considered allowable and directed to a sepa
rate patentablc invention from the claim suggested above:

[

The additionally suggested claim must be copied exactly, sithough
other claims may be proposed under 37 CFR 1.605(s).
APPLICANT MUST ALSO MAKE THIS ADDITIONALLY
SUGGESTED CLAIM WITHIN ONE MONTH FROM THE
DATE OF THIS LETTER. FAILURE TO DO S0 WILL BE
CONSIDERED A DISCLAIMER OF THE SUBJECT OF THIS
CLAIM UNDER THE PROVISIONS OF 37 CFR 1.605(a). THE
PROVISIONS OF 37 CFR 1. 136(a) DO NOT APPLY TO THIS
TIME PERIOCD.

Claim [2] considered unpstentable over this mddmnaliy suggwted
claim,
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App!icmmwdwrupomdtomemwwmm/nmmﬂ

e suggested cleim is copied for the purpose of ‘em- interforence
within the time Bmit spegified ebove. 37 CFR t.m S

Emm

mmmmm»ammammm
‘where claime are suggested vsing either pecagragh 11046 or 11.08
and where additional isszes (e.g., & rejoction of cther claimm) sre
Mm&em%wﬂluwmmm
copy the suggested claim.

2305.01 Actim To Be Made at’l'ime af&m
ing Claims [R-2]

At the same time that the claims are suggsted an
action is made on each of the applications' that aré up
for: action by the:examiner,  whether they be mew. or
amended cases. In this way possible-miotioas ender 37
CFR 1.633 (c) and (d), may | be forestalled. That is, the
actmnonthenewo:' )casemaybmngtohght
patentable - claims - that .should be: included -as. corre-
sponding to:the coutit of; orasformmgthebamfor
an additional ¢otiit of the' interferénce; and, on the
other hand,. the rejection of unpatentable claims. will
serve to indicate to the opposing parties: the- posmon
of the examiner with respect to such claims.

When an examiner svggests that anm apphcent
present a claim for interference, the examiner should
state ‘which of the ‘claims ‘alfeady  in thc case are,
his. or_her ‘opinion,. unpaten_” ole e 4
gwted .This: statement does not commute a formal;-’re-
Jjection of the claims, but:if the applicant- presents:the
suggested claim ‘but disagrées: with ‘the -examiner’s
statement, the apphcant should so'state on’ the récord,
not later than the time the claim is presented. In re
Bandel, 348 F.2d 563, 146 USPQ 389 (CCPA 1965). If
the applicant does not present the suggested claim by
the: expiration of the period fixed for. its presentation,
the examiner should -then reject those:claims which
‘were previously stated as being unpatentable over the
suggested claim on the basis that the failure to present
constituted a concession that the subject matter of
those claims is the prior invention of another in this
country under 35 U.S.C. 102(g) and thus prior art to
the applicant under § 103. In re Oguie, 517 F.2d 1382,
186 'USPQ 227 (CCPA 1975). If the applicant does
present the suggested claim, when the interference is
declared, the claims stated to be unpatentable over
the suggested claim will be designated as cormspond
ing to the count.

2308.02 ' Time Limit Set for Presenting Suggested
Claims [R=2]

Where claims are suggested for interference, a hm-
ited period determined by the examiner, not less than
one month, is set for reply. See § 710.02(c).

Should any one of the applicants fail to present the
claim or claims suggested within the time specified,

I sag ‘cfaims afe prmte& within the ﬁme
specm for meking the claims, the: apph ‘
imwwmgwmmme pplication.
Even if claims are suggested in an npplkmma near
the end of the period for respome running against.
case, and: the time limit for presenting. the claims ex-
tends beyond the end of the period, such claims will
be sdmitted. if filed within the time limit even. though
outside the period for response.to the rejection, (usual-
lya threc_mmlﬂn shorteﬂed statutory. penod)and P

e supgetied claimkmnotthus“pmwd within the
specified-timie, the case ' becomes: sbandoned in ithe-ab-
smceofarmpomvemeﬂmenﬁﬁ!edmﬁhm:he

to whrch:cianms may be presemed in’ a casein issue,
the examiner may write a letler™ suggestmg ‘such
clasims to the applicant whose case is in issue, stating
that if such claims be presented within‘a certain speci-
fied time the case will be withdrawn: from issue, the
amendment entered and the imterference declared.
Such letters must be submitted to the group director.
If the wggmted claims are not presented in the appli-
cation in issue, it may be necessary to withdraw it
from rssue for the purpose of rejectmg other claims
present the suggested claims.” ™

When the examiner suggests one or more dmms for
the purpose of interference with a case in issue 10 an
applicant whose case is pending before him or her,
the case in issue will not be withdeawn for. the pur-
pose of interference unless the suggested claims shall
be presented in the pendmg application within the
time specified by the examiner. The letter suggesting
claims should be submimd to the group director for
approval.

In either of the above cases the Publishing Division
should be notified when the claims are suggested, so
that in case the issue fee is paid during the time in
which the suggested cleims may be presented, proper
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exammermaypencﬂinthcbﬂmkspwehbe%“mw
M”inthelowernghthndemwoﬂheﬁkwmp-
per the initialled request; “Defer for interference.”
Themmfeewnotnmhcdtowehmnpplmmn
mﬂthcfoﬂowmgpmcedmnmtmdm RO
thnnouﬁedthatthemmfeehabeenrewvw,
meemﬁnershallprepueammo&uth?mb&mhng
Division 'requesting ' that issse of the’ patent be de-
ferreﬂ for a period of three momhsv due to'a pomblc

PR 1 &
for whmh clmms arg 0! be-suW to o,,, applis
tions already involved in: intesference; to:form; mmhex
iriterference, the primary examiner borrows the:last
naied ‘applications: from: the :Service ‘Branch of the

Boazd. of Patent Appeals and Interfel:cnces ’_In;;;me

m charge of the'mterference who w1ll determme the
acmon to- be taken. Alsosee §2342.

Pam Pmmh um ‘ ‘ . .
SUGGESTION OF CLAIMS-APFL!CATION m ISSUE

Thss applncauon lms been thhdmwn fmm isgue for eomdctauon
of a potential mterference based on the claims suggmed i tlns
gction. ]

Em-éwNem.

i lfaconﬂncnngappucamnwmmuc,nshouklbewnh
drawn using paragraphs 10.01 or 10.02 prior to sugswmg claims
for interference.

2. Either paragreph 11.04 or 11.08 must be used m OOﬂjllnc

tion wnth this pamgraph

Form Pgeagraph 11.08
REQUIREMENT TO COPY PATENT CLAIM

The following claim number [1] from U.S. patent no. [2] is suggest-
ed to applicant under 35 U.S.C. 135(a) for the purpose of an inter-
ference:

2]

The suggested claim must be copied exsctly, although other claims
may be proposed under 37 CFR 1.605(a).

CLAIMW!LLB@TAKENMA CIONCES
SUBIECT MATTER OF THIS CLAIM IS THE PRIOR IN-
VENTION OF ANOTHER UNDER 35 US.C. 7 102(g) AND
THUS ALSD PRIOR ART. UNDER 35 U.S.C. 103. In re Qguls,
H%USPQ H?(OC?A 1975) L
mm :
1. In beacket I, mmmﬁmmmwmm
gested claim.
2, lnbmketz,mmacopyol‘thepumeclmm
3. Mymdmmﬁomuwmmtwbewwdfmin-
terference uniess other chims to a separate patentably distingt in-
vention ave claimed in the patent and can be made by the appli-
coamt. . Tomummadduiowchim,paumph llwabmld
follow this paragraph.
4. IftheOfﬁceacnonaddxmmoMmsuchasaujec-
" ‘thon“of other claims, paragraph 1106 shonldbemcluded at the
endoftheOﬁiceacuon

e

COPYING ADDITIONAL PATENT CLAIM ! FOR A DIS-

) [21 iggested -
USC. !35(a)m¢ddmon!ocimm[3]oﬂbepamt,;mggeatdabove
memvmmgﬁned bythw mwnt‘chmsﬂeéonmﬂued&obe

sﬁggested paleat c!anm.f reproduced below, ‘tnbst’ be: copied &5i-
actly,uhhougho!herclmmsmybepmmedmderncm
1605(3) S e

NT . : THE, ADDITIONAL PATENT
CLAIM. WITHIN ONE MONTH FROM THE DATE OF THIS
LETTER. THE EXTENSION OF TIME ‘PROVISIONS OF '37
CFR'1:136(s) DO’ NOT- APPLY TO' THIS TIME: PERIOD.
FAILURE T0 COPY: THIS  ADDITIONAL CLAIM: WILL BE
TAKEN , AS. A  CONCESSION:. THAT . THE : SUBJECT
MATTER OF THIS CLAIM IS THE PRIOR INVENTION OF
ANOTHER UN'DER 35 U.s. C. 102(3) o

EWNM

1."In bracket 1 insert the number of the patent claim that is
' 'pntem&bly distinict from the élaim specified in pafagraph 11.08.

o3¢ This: paregraph must' follow pardgraph 11.08 and should
. onlybcmedmthosemremstanmwherebmhthepmwtand
the apphcamn claim distinet, interfering mventmns.

Fomw 1518

'FAJILURE TO APPLY TERMS OF COPIED CLAIM TO THE
DISCLOSURE

Claim [l] of. t.lus apphcauon lms been copled fmm US. pment [2]
for the pugpose; of an mterference

Applicant: hes. failed to speclﬁcally apply the terms of the cow
claim; to the disclosure of the application, a3 required under 37
CFR 1.607(a}3).

APPLICANT 1IS. REQUIRED TO CORRECT THIS DEFI-
CIENCY WITHIN ONE MONTH FROM THE DATE OF
THIS LETTER. THE EXTENSION OF TIME PROVISIONS
OF 37 CFR 1.136(s) DO NOT APPLY TO THIS TIME

PERIOD.

Form Paragraph 11.18
FOREIGN PRICRITY NOT SUBSTANTIATED
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AR THLEY

Should, spplicent - dasige MMMMUWM
uader 35 U.S.C. ll9pﬁwmdecwmdnmmama
ummammmmmmmmmmmw a7
mmﬁmmmmm ‘

mWaphybemdwhmcmmqup-
xmmmmmmmumm-

cmmrmynmwhmmmdbynmm
‘«'Ma

- Enterfer B‘ .
Pmt[R-Z] OIS B ,
37CFR lmhmmcebmmanmmdamm&
batwesn m{&ﬁé’r‘m:?n:fm:ﬂmpMmen;ﬁmm
[
dmmmgthatﬁereumwﬁmusst%jectmchmedinthcup-
plication dnd the patent’ which is patemble to the applicant subject
to"d judpment in the interférence! "The interfering subjéct malter
wilh: be' defined by one oz more dounis. Fach count shall define 2
sepesaie patentsble invention, Any gpplication;must contain,. of be
amended 1o comam, at least one claim’ wluch wrrasponds to each
€ount. All ‘clgifms in the apphcauon and patent which ‘define ‘the
mmemmbkmenﬂmmammsmudmmaudtom
spond to the count. At the time an interference!is taitially: declased
(§ 1.611), a count shall not be narrower in scope than any. patent
elaini whith detrespods 101k covi myaﬂym o T
will be presumed, subject to a motion gnder.§ 1633(), not fo con-
tam separate panentable inventions. '

‘An'inferférence nidy be debiared’ between dn ‘appli-
cation and; a.patent.if the.application: and patent are
claiming the:same: patentable invention, and .at-least
ope:of the applicant’s claims.to. that igvention are pat-
entable to: the applicant.. Since: .at least one of the: ap-
plicant’s claims. must be patcntable, an interference be-
tween an; apphcatnou and.a: patent cammt be declared
if: -

1 The patent w a statutory bar agmnst the apph-
;muonmder 35U8C. 1020):- . .

2. The. apphcant’s claims are. not myported by
the .application, disclosnre, or otherwise do. mot
camp]ythh:’as uUSsC 112,

_3. The applicant’ was not clmmmg the same or
substantmlly the .same invention as claimed in the
patent within one, year after the date. on wluch the
patent was msued (3‘ USsSC. 135(b)),

4. The patent. is a referénce against the applica-
tion under 35 U.S.C. !02(e), unless the applicant has
ﬁled a showing under 37 CFR 1.608. See § 2307, con-
cerning the rejection of claims in an applncatxon
which correspond to claims ofa patent.

Since the claims of a patent may not be altered
(escept by reissue or reexamination), -the applicmt
must claim the same patesitable invention as is claimed
in one or mote claims of a patent in'6rder to provoke
an interference with the patent.’ The fact that the
patent may disclose ‘subject matter claimed by the ap-
plicant is'not a basis for interference xf the patent does
not claim that subject matter. -

The practice followed prior to the adoption of 37
CFR 1.606, wherein each patent claim formed the
basis for & separate count of the interference, no
longer applies. Under present practice, the counts of
the interference are formulated in esﬁenmliy the same
manner regacdless of whether a patent is involved. As
stated in 37 CFR 1.606, each count “shall define a
separate patentable invention.” Therefore, instead of

m Wﬁh ﬂ! t!w M Qﬁ

“An interference betweea en apphcmm md "
pmmtmyamemomofthefoleaw. o
1. During examination of -an- application, the ex-
aminer may, determine that the application comtains
one or more allowable claims which are drawn to the
samemvenumasclmmedmammt In that event,
meexminermaypmceedtommmthemterfermce
1+ §2308

cant 2 'whic me' hcant ul prwen t7"
able" chxms‘ In” that évent, the ekammer may

s pi
that the apphcat:on c]mm or ‘claims miust’ necossaril

be /ideirtical 0! the: correspondidg claim ‘or: claisis’ of
the patent. All that is requnred under- present practice
is that a claim of the application be drawn to the same
patentable invention: as.a claim of the petent. An ap-
phmtwnc!mmxscomxderedtobedmwntothemme
atentable invention as s patent claim if it recites sub-
ject mtter whlch is the same as (35 U.S.C. 102), or
cbvious in: view ‘of (35 U.S.C. 103), the subject matter
recited in the patent claim. 37 CFR 1.601(n). The test
is analogotis' to’ that- applied for double patenting, i.e.,
if the apphcant‘s claim would hiave been subject toea
double ps,temmg rejection of the “same invention” or
“obvicusness’ (m & 804) if the patent and appli-
cation were by me same inventive entity, then the ap-
plication and patent ¢claim are dirécted to the same in-
venmlnallcamtheemmershmﬂdkeepmmmd
the fandamental’ principle that the issuance of two

'pamm f vmmom ‘which ere either identical to or

not patentably distinct from each other must be avoid-
ed. Aelony v. Arni, 547 F.2d 566, 192 USPQ 486
(CCPA 1977). :

37 CFR 1.601(j) includes the possibility that en in-
terference may include more than ome unexpired
patent. The PTO does not have jurisdiction to deter-
mine interferences involving only patents, since 35
U.S.C. 291 grants that jurisdiction to the courts.
However, if the examiner discovers two or more pat-
ents which are clsiming the same invention as an ap-
plication, an interference may be instituted between
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m - mterfmme with u:batent’%*mmM
W ‘be Hastertained - before any - uleps Hare’ taken
whether thefe is* commion ‘ownership. N&ﬂe IW.@S«.
A 6ide véport must!bepleced it bsth: the applicution
and the: ‘patetited-file when' the i for ‘b inmfm'
ence between an' appmﬁm and 'd patent are’ forwaed-
ed. To this end the examiner, before initinting ‘en in-
terference involving ‘a patent, should refer both the
application: and: the | patented file: to the Awgnment
Dwmnfornmauonaswowmhnp

When an applmantiseeks to provoke. an mterference
wnh & patent classified in another group, the proprie-
ty of declaring the interference is decided by, and. the

37 CFR 1:607 Request by applm o terfmnce patent. (&
Am applicdnt'disy seek 10 have do interference declared between an
-spplication and -ap:unexpired; patent: by (1), presenting a.pro
count and. 8 claim, corresponding o the. ptopmd count and. nf:my
claim of the patent or application does 1 ' ‘
the proposed count,’ explanmng why an mterference should’ be- de-
lared, (2) identifying the'patent dnd indicating’ whith 'clainis ‘ibe
spplication and which ¢lim of clatms of the patent correspond 1o
the proposed . count, and: (3)- applying the terms .of .the application
claim cotrﬁpondmg to the count to thc duclosure of the applnca
tiod.

(b)' When sn applicant seeks an interfereiice with o pnent, énami-
-pation of the spplication, inclisding any appeal. to the :Board,  shall
bewnductedthhspecmldupawhmmmﬂwhwmandrmde
mark Office. The examiner. shall determine whether there is inter-
fering sub_;ect matter _clgimed in’ the apphcatmn ‘and the pmcnt
which is petenitable to the applicant subjeci to a judghient ifi an’in-
terference. 1!!hcexammerdﬂerxmstmtﬂmemmyinwrfamg
eubject - matter; and. imerfesence: wild ‘be; declared. If the examiner
determines that there:is no. interfesing subject maiter, the, .eXaminer
shall state the. tcasom why an mterfetmce is not bemg declm'ed
and otherwise act on the application.

(cy When an applicant presents a claim which corresponds enact-
fy or substantially to a claim of & pateat, the epplicant chall ideatify
the petent and the number of the petent claim, unless the claim is
presented in response to @ suggestion by the examine. Thie examin-
er shall notify the Commlssloner of any mtancc where an applicant
fails to identify the patent.

(4} A notice that an applicant is seeking to provoke en interfer-
cncewﬂkapazentwﬂlbeplacedmnheﬁleofthcpatemmda
copy of the notice will be sent to the patentee. The |denmy of the

applicant will not be disclosed unless an interference is declared. if
a Ginal decision is made not to declare an interference, a notice to

. "’"muuggeotedbythe()ﬂicedwm
comstitute ‘& fesponse. to.the: lest - Office sction unless
the last Office action relied solely: M,llw patent for
thcrejecmaﬁ‘aﬂtheclaunsremtedmthnactm

Under 37 CFR 1.615, upon declaration of en inter-
férence, ex parte prosecution of an application in-
volved in the interference is susperided and sny out-
standing Office actions are considered as withdrawn
by operation of the rule. Ex parte Peterson, 49 USPQ
119 (Com’r. 1941). Upon termination of the interfer-
ence, the examiner will einstate thé action treated as
withdrawn by operation. of 37 CFR 1615 md set 2
statutory: pmod for: response.. . ¢

zsm.oz Rejection - of . Csims. Corvespos

“Pateat Claims: [R-E} 9
;{EJECTION NOT, APPLICv
' Whencliiims co*rreéponding 1ot clums of a patent
ire piésented,the: applxentmn ‘is:taken‘up:at once and
thié examiner may reject»such Clainiis in' the application
if ‘elie! ground of ‘Fejeetion' would-not - also’ be applm
ble to the’ patcnt. ‘Examples of such :grounds of rejec-
tion ‘are insufficiént disclosure in the application, a ref-

erence whose date is junior to that of the pagent, or
' e cla ~'t applncant by the

A claim’ which'is the’ satiie’ as, or for the sime or sub-
stantially “the ‘same subject’ matter as, a claii"of ‘an
issued patent may mot be made in any applncatnon
unless ‘such ‘a ‘claim is made prior to’ one year from the
date .on’ whxch the patent was gramed ” See Ex parte
Fine, 217 USPQ 76 (Bd App 1981) The anmversary
date of the issuance of a patent is pnor to one year
from the date on ‘which the patent was granted”,

Switzer. v., Sockman, 333 F.2d 935, 142 USPQ 226

(CCPA 1964) ;
It should be noted that an apphcant is permmed fo

copy a patent claim outside the. year, penod if he has
‘been. claiming_substantially the same subject matter
‘within the year limit. See Thompson v. Hamilton, 152
-JF.2d 994, .68, USPQ 161, (CCPA .1946); In re Frey, 182

F.2d 184, 86.USPQ. 99 (CCPA 1950); Andrews v.
chkenden, 194 F.2d. 729, 93 USPQ 27 (CCPA. 1952);
In. re Tanke 213 F.2d 551, 102 USPQ 93 (CCPA
1954); Emerson v. Beach, 215 F.2d 290, 103 USPQ 45
(CCPA 1955); Rieser v. Williams, 255 F.2d 419, 118
USPQ 96 (CCPA 1958); Stalego v. Heymes, 263 F.2d
334, 120 USPQ 473 (CCPA 1959); Corbett v. Chis-
holm, 568 F.2d 759, 196 USPQ 337 (CCPA 1977).

As long as one of the presented claims is patentable
to the applicant and is claiming the same invention as
at least one claim of the patent, an interference should
be declared.
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S7.CER 1.607(h) :hat ‘When an
weks an interference with a patent, exs
applmtion, mclmdina any appeal to ‘the de, Ml
. Theref om, _when all ‘the
clmms prewuted are rqected ona gmuud not applica-

% ‘alsntee the' exmem [ 3 m Eumt for

uom,ﬁmlﬁdﬁngmmmof!heﬂmrdmuppw -afe
special. ‘Failure to respond ‘or appeal, a3 the case may
be, within the time fixed, will, in the absence of a sat-
isfactory showing, be deemed a disclsimer of the in-
ventm claimed..

. While the time limit for an appeal ftom the final re-
jectmu of:a claim corwspondmg to.a patent claim is
usually.. set - under the provisions of 37 CFR 1.607(b),
where the remamder of .the case is . rwdy for final

er, and this is appealable; “While failure fo- mpbnd
within the: set stétutory period (37 CFR :1.134) .results
im :abandonment :of :the: entire apphcatmn. That is not
appea]able

The rejection of claims presented for mterference
with a patent sometimes creates a situation Where two
different; periods :for response.are running -against the
applxcatlon-—one, the statutory period dating from the
fast ‘full 'action”on the- case; the other, the limited
period set for the response to the rejection (either first
or final) of the presented claims. This -condition
should be avoided where possible as by setting a
shiortened penod for the entire case, but where un-
avoxdable, it should be emphasized in the examiner’s
letter. .

In this connecuon it is to be noted that a reply toa
rejection or an appeal from the final rejecuon of the
presented claims will not stay the running of the regu-
lar statutory period if there is an unanswered Office
action in the case at the time of reply or appeal nog
doés such reply or appeal relieve the examiner from
the duty of acting on the case if it is up for action,
when reached in its regular order.

Where an Office action sets a time limit for re-
sponse to or appwj from that action or a portion
thereof, the examiner should note at the end of the
letter the date when the time limit period ends and
also the date when the statutory period ends. See

§ 710.04.

REJECTION APPLICABLE TO PATENT AND
APPLICATION

If the ground of rejection is applicable to both the
claims in the application and the claims in the patent,

any letter including the rejection must have the ap-
proval of the group director. See § 1003, item 10.

Form Paagragh 1092
REJECTION OF CLAIM CORRESPONDING TO PROPOSED
COUNT

Clalm [1] of this spplication hes been copied by the epplicent from
Us.pm;,;iNo 2l mclmuamwamuewthemphwu

An interference cannot be initisted since a prevequisite for interfer-
ence under 37 CFR 1.606 is that the cleim be patenteble to the ap-

plicant subject to 8 judgment in the interference.
Mpamgmphmustbepucededbyare)ectmnomhechm

meuu _ S

CLA!MSNU!‘OOPIED WITHHNONEYEAR

Clm[l]:qectedundﬂwUSC.BS(b)wnmbemgmademwt
mmeyurﬁummedatemwmchusmtemmmmnwd
Form Peragraph 1004 . . . : :
COPIED CLATMS DRAWNTODIFFERENT INVBNTION
Chm(l}of%sapphmonmmwdbyamhmtmmtmm
to clsims of U.S..patent [2].. .

Theenmmerdoano!comdermuchmmbedxrected to the
same invention gs.that of U.S. patent [3] becanse [4]. Accordingly,
mmmfwunnotbemmudbasedupmth:sclmm

§23W @3 Presentaﬁon of mams for Interfer-
_ence With s Patent, After Prosecution of Ap-
plication is Closed [R-~2]

An amendment presenting a clsim to provoke an in-
terference in an application not in issue is usually sd-
mitted and promptly acted on. However, if the case
had been closed to further prosecution as by final re-
jection or allowance of all of the claims, or by appeal,
such amendment is not entered as a matter of right.

An interference may result when an applicant pre-
senis claims to provoke an interference with a patent
which provided the basis for- final rejection. Where
this  occurs, if the rejection in guestion has been ap-
pealed, the Board of Patent Appeals and Interferences
should be notified of the withdrawal of this rejection
so that the appeal may be dismissed as to the involved
claims.

Where the prosecution of the application is closed
and the presented claims relate to an invention dis-
tinct from that claimed in the application, entry of the
amendment may be denied (Ex parte Shohar, 1941
C.D. | (Comr. 1940)). Admission of the amendment
may very properly be denied in a closed application,
if prima facie, the claims are not supported by appli-
cant’s disclosure. An applicant may not have recourse
to presenting a claim corresponding to a patent claim
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- AFTBR NO’!'BCE W ALLOWANCE ,

‘When i anieﬁdment whicli inclades’ one or siore
claims p ted 1o 'provoke an’ hiterference with a
patent is received after the Notice of ‘Allowatice and
the examiner finds one or more of the claims patent-
able to the apphcant and an interference to exist, the
examinier should prepare a letter, requesting that the
application be withdrawn from issue for the purpose
of interference. This letter, which should designate
the claims to be involved, together with the file and
the proposed amendment, should be sent to the group
director. R

- When ‘an amendment which mcludes one or more
claims presented to ‘provoke an interference with a
patent is received after Notice of Allowance, and the
examiner finds basis for refusing the interference on
any ground, the examiner should make an oral report
to the supervisory primary examiner of ‘the reasons
for refusing the requested -interference: - Notification to
applicant is made on Form PTOL-271 if the entire
améndinent or a portion of the gmendment (including
all the presented claims) is refused. Form Paragmph
11.01 should be employed to express the ‘ddverse rec-
ommendation: as-to:the entry of the’ presented: claims.

§2307.04 : Presentation of Claims  For ‘Interfer-
ence With a Patent Involved ina Reexamina
tion' Proceeding [R«2] ey

An interference will not ‘be declared thh 2 patent
which is involved in a reéxamination proceeding
except upon specific authorization from the Office of
the " Assistant Commissioner 'for - ‘Patents. Wheti an
amendment is filed in a pending apphcatxon presenting
claims for the purpose of interference with a patent
involved in a reexamination proceeding, the owner of
the patent must be notified (see 37 CFR 1.607(d). The
applicant must identify the patent under reexamina-
tion with which interference is sought. The claims
may be rejected on any apphcable ground, mcludmg,
if appropriate, the prior art cited in the reexamination
proceeding. Prosecution of the application should
continue as far as possible, but if the application is
placed in condition for allowance and still contains
claims which interfere with the patent under reexam-
ination, further action on the application should be
suspended until the reexamination proceeding is termi-

nated. See also § 2284.

Form Peregraph £1.15.
PATENT CLAIMS UNDERGOING REEXAMINATION

This application contains claims which conflict with the claims of
U.S patent No. [1], now involved in a reenamination proceeding.

Prosecution in this application is SUSPENDED UNTIL TERMI-
NATION OF THE REEXAMINATION PROCEEDING.

Applicant should inquire as to the status of this application six
months from the date of this letter.

Eseminer Note:

m ’ m W h o0 g 1

stantially to.8 claim of & pamg, m o

udeutzfythepmmimdthenumb«dﬂmpm
claim, unmthechxmmpmtedmmpometoa
suggestion by the examiner.” -

This requirement of 37 CFR 1.607(c) applies to
clmmpmentedmanapplwmonauhemmeoﬂ'ﬁhng

as well as to claims presented in an amendmen

pendmg application. If an applicant, atwmey or
agent ‘presents a claim corresponding exactly or sub-
starnitially to a patent claim without complying with 37
CFR 1.607(c) the examiner may be led into making an
acnon dxffere_m fmm what would Rmve %een made

mformamn as to why zén xdennﬁeauonfo the s¢
oftheclmmwasmtmade o

The exaniinér shoald’ requnre the apphumt to supﬂy a
full identification of the copied patent claims by . mmg
Form Paragraph ll 10

Fonn in n.m. : .
FAILURE TG mENT!FY SOUR@E OF PATENT CLAIMS

Claun()ofthlsapp!wﬂwnhasappaxmﬁybmwpuedfmaus
patent without being suggested by the examiner. The patent
tiumber and the number of the copied clsim have not been properly
ulenuﬁed 37CFR1607(¢)

Apphcamureqmredtoxdenufythepnmtmﬂclmnumbenm
supply information explaining why a complete identification of the
copiéd patent claim(s) has not beem presénted. Following apph-
cant’s responge to this requirement or the sbandonment thereof, the
application will be forwarded by the essminer o the Office of the
mmtmrmmufmwmmmm
under 37 CFR 1.607(c).

APPLICANT IS REQUIRED TO RESPOND TO THIS RE-
QUIREMENT WITHIN ONE MONTH FROM THE DATE OF
THIS LETTER TO AVOID ANY QUESTION OF ABANDON-
MENT.

Ensminer Note:
The primary exeminer must refrain from commenting 23 to the

reasons for applicant’s failure to disclose the U.S. patent identifi-
cation.

After the applicant’s response or abandonment of the
application, the examiner is required to “notify the
Commissioner of any instance where an applicant fails
to identify the patent” under 37 CFR 1.607(c). The
examiner’s notification should be in the form of a
memorandum directed to the Office of the Assistant
Commissioner for Patents. The memorandum must be
accompanied by the application and a copy of the
patent from which the claim(s) was copied.
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wmmmmmhwmmme
wiﬁamm&&?%lm(d)mwmem-
entet be notified (1) when the attempt to provoke the
intesferénce 1s first mads, asid (2), if an interference is
notdac!dred,oﬁheﬁmldwiumnmwdechremm-
werferenee.
'l'hmreguhtﬁonpmwdesapmemeewnhmﬂcem
goon ‘s an applicant attempts to provoke an interfer-
eneewnththepatemsothatthepnteuwempresewe
the invention records from the moment the notice is
réceived until the time, in some instances many. years
later, when the interference is ulmmte!y declared be-
tween the patentee and the applicant. -
=Forumgmpmlll9and11203honldbeusedto
moufythepatemee S
Faml’muhllv )
Nonca 1'0 PA‘I‘ENTEE. lN’l‘ERFERENCE somm*

Yéu are Wéreby wotified under 37 CPR- léﬂ'l(d)thﬂmapphcmtm
netkmstopmvukemmwfcrencewnthymwmﬂo.[l]

Fm?mmhu.m ,
NOTICE. . TO PATENTEE, lNTERFERENCE NOT DE-
CLARED

HNotice vwos ccmmunwed to you under 37 CFR 1607(d) -on [l]
that an spplicant was seeking to provoke an interference with your

U.s. pmm No 2}
A final dewmmtlon of this issue has resulwd ina dec:s:on niot to
declere en interference.

No inquiries regarding the identity of the applicant will be enter-

Examiser Note:
I brecket 1, ingert the date of mailiog of the earlier notice that
cleime had been copied from that patent.

It is anticipated that patentees may makc inguiries
as to the status of the application after the first notifi-
cation has been received. Since the group having re-
spongibility for the application will be indicated on
the letter and the letter will not contain any informa-
tion pertaining to that apphcatnon, it will be necessary
for each patent examining group to establish and
maintain some type of permanent record. The type of
permanent record is left to the discretion of the group
director. This permanent record must be independest
of the application file and the patented file in order to
provide adequate information for patentee inquiries
relative to non-receipt of either a second notice or a
notice of declaration of interference either before or
after either is mailed from the Patent and Trademark
Office. Additionally, the permanent record must asso-

In sumimary, & 37 cm R w‘?(d) mme (me m
sraphll:ﬂ)isprepamdhyapeminmem
having jurisdiction over' the application attempting o
provoke an interference with & patent. The originel is
placed of record in the patented file, one copy is-sent
to the patentee, and an entry is made in the perma-
nmtgmuprecordt’or 37 CFR 1.607(d) notices. If a
final decision is made: that no interference will be de-
clared, a primary examiner will prepare and sign & 37
CFR 1.607(d) notice (Form paragraph 11.20)... ..

‘The original of this notice is:entered of- record g
the patented file, one copy is sent to: the patentee, and
another entry is made in the permanent record for:37
CFR 1.607(d) notices. If an intetference is to-be insti-
tuted, 'the declaration: of interference notice. will: be
sent by an':examiner-in-chief amd no addmonal form
wxllbeseutbytheexammer §oaye

"ALTHOUGH THE ! "PERMANENT RECO!
FOR:*SECTION +1.607(d) 'NOTICES - lNCLUBES
IDENTIFICATION BOTH OF:THE/ PATENT

D, ., APPLICATION, . . THE
CANNOT AND SHOULD' NOT E
INFORMATION CONCERNING~ THE PARTY
OR APPLICATION: ATTEMPTING: TO PRO-
VOKE AN: INTERFERENCE ' UNLESS AND
UNTIL AN INTERFERENLE ns DECLARED 35
USC 122, - ,

_2308 lnterference Between an Applncatmn and a
Patent; ana Fame Shuwmg by Applncant
[R-2]. "

37 CFR 1.608 Interﬁ'rence berwwn an appbcamm and a pau"nr,
prima facie showing by applicant. (a) When the earlier of the filing
date oreffective filing date of an application is three months or less
after the easlier of the filing date or effective filing date of a patent,
the applicant, before an interference will be declared, shall file an
affidavit alleging that there is'a basis Gpon which apphcant is enti-
tled to 2 judgment relative to the patentee.

B) Whea the esrlier of the. filing date or the effecnve ﬁ!mg date
of an application is more than three months after the earlier of the
filing date or the effective filing date under 35 U.S.C. §120 of a
patent, the applicant, before an mterfercnce will be declared, shall
file (1) evidence which may consist of patents or piinted publica-
tions, other. documents, .and .one.or more. affidavits which demon-
strete thet applicant is prima facze entitled to a judgment relative to
the patentee and (2) an explanauon stafing with particularity the
basiz upon which the applicant is prima facie entitled to the judg-
ment. Where the bagis upon which an spplicant is entitled to judg-
ment relative t0 & patentee is priority of invention, the evidence
shall include affidavits by the applicant, if possible, and one or
more corroborating witnesses, supported by documentary evidence,
if available, each setting out a factual description of acts and cis-
cumstances pesformed or obeerved by the affiant, which collective-
ly would prima focie entitle the applicant to judgment on priority
with respect to the earlier of the filing date or effective filing date
of the patent. To facilitate preparation of a record (§ 1.653 (g) and
(h)) for final hesring, an applicant should file affidavits on paper
which is 8% = 11 inches (21.8 by 27.9 cm.). The significance of any
printed publication or other document which is self-authenticating
within the meaning of Rule 902 of the Federal Rules of Evidence
or § 1.671(d) and any patent shall be discussed in an affidavit or the
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Underﬁlﬁoa ﬂwmwmmathepmvm
practice under deleted 37 CFR § 1.204(c) of requiriag
am applicant seeking to provoke an interference with &
patént to submit evidemce which demonstrates that
the spplicant is prima fecie eatitled to a judgment rel-
ative to the patentee. Evideace would be submitted
oanly when the earlier of the filing date or effective
filing .date of the application is more. than three
months after the earlier of the filing date or effective
filing “date under 35 U.S.C. § 120 of the patent. The
evidence may relate to patentability and need not be
restricted to priority: When the evidence (1) consists
of prior printed - publications . and . patents. and (2)
- shows that the claims of the application- ‘are:not’ pat-
eitible, the claims in the spplication would be reject-
ed: ahd theapphcaatcw!dﬁlea request f()rreemm-
maﬁ:m of: the: patent.: 17 S :

z.m 01 Patent, Has Filhg Date Ear!ier thanAp—
”b’;';,?:ﬂﬁcaﬁm‘ [R—Z]

" When &n applicant attcmpm to provoke an mtctfer-
enice with a patent, the examiner must determine ‘the
effective filing dates of the: application :and of the
patent. In determining the effective filing date of .the
patent, only the patent’s effective United States ﬁlmg
date. wﬂl be considered. Aay claim of forengn priority
by the' patentee under 35 U.S.C. 119 'will not be taken
into account when determining whether or not an in-
terference should be declared, in order to be consist-
ent with the holding in fn re Hilmer, 359 F.2d 859,
149 USPQ 480 (CCPA 1966) to the effect that the ef-
fective date of a United States patent as @ reference is
not affected by the foreign filing date to which the
patentee may be entitled under 35 U.S.C. 119. If the
patentee is determined to be entitled to the benefit of
a prior United States application as to claimed subject
matter involved in the interference, that application
must be listed on the PTO-850 form (see § 2309).

If the effective date of the applicant is three months
or less later than that of the patented application, the
applicant must submit an affidavit or declaration al-
leging that there is a basis upon which applicant is en-
titled to a judgment relative to the patentee, 37 CFR
1.608(a). The affidavit or declaration may be made by
persons other than the applicant. See § 715.04.

If the effective filing date of the application is more
than three months after the effective filing date of the
patent, 37 CFR 1.608(b) requires that the applicant
must file (1) evidence, such as patents, publications
and other documents, and one or more affidavits or
declarations which demonstrate that applicant is
prima facie entitled to a jwdgment relative to the pat-
entee, and (2) an explanation stating with particularity

~ 5
US.C. 102(c) 03. A statemem shcmld be mclmw m
the rejection that the patent cannot be overcome
an affidavit or declaration under 37 CFR 1.131 bm
oaly through interference proceedings. Note, howev-
er, 35 US.C. 135(b) md 5230702 The applicant
should also be advised that an affidavit under 37 CFR
1.608(z) or evidence and an -explanstion  under 37
CFR 1.608(b) (as appropriate) must be submnned and
it should be stated, if applicable, that the patentee has
been accorded the benefit of an earlier U.S. applica-
tion.

If the applicant does not agree that he of she is
claiming the same invention as the patent, and files an
affidavit under-37 CFR 1.131, the rejection should be
repeated and made fingl. The rejection should specify
what . the count or counts. of the. interference between
the application and the patent would be. If the appli-
cant still dissgrees with the examiner, the rejection
may be appealed to the Board of Patent Appeals and
Interferences, and the question of whether the appli-
cation and the reference patent are claiming the same
invention may be argued on appeal, inasmuch as the
37 CFR 1.131 affidavit cannot be considered unless
the apphcant is found to be claiming an invention
which ‘is’ patentably ‘distinct from that claimed: in' the
patent. See In re Hidy, 303 F.2d 954, 133 USPQ 650
(CCPA 1962) and In re Clark, 457 F2d 1004 173
USPQ 359 (CCPA 1972). -

2308.02 Showing Under 37 CFR 1 m(b) [R-z]

The showing under 37 CFR 1.608(b) must be such
as to show that the applicant is prima facie entitled to
a judgment relative to the patentee. Since 35 U.S.C.
135(a), as amended by Public Law 98-622, now gnves
the Board of Patent Appeals and Interferences juris-
diction in an interference proceeding over questions
of both priority and patentability, the 37 CFR
1.608(b) showing need not attempt to show: prior in-
vention by the applicant, but may instead demonstrate
that -the applicant would be entitled to-a: judgment
against the patentee on a ground of unpatentability
(as, for example, that the claims of the patent which
will correspond to the count or counts are unpatenta-
ble over prior art or prior public use, or that the
patent does not comply with 35 U.S.C. 112).

An applicant in preparing affidavits or declarations
under 37 CFR 1.608(b) to provoke an interference
with a patentee whose effective U.S. filing date ante-
dates the applicant’s by more than three months,
should have in mind the provisions of 37 CFR 1.617,
and especially the following:

1. That after these affidavits or declarations are
forwarded by the primary examiner for the declara-
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., 3.. Additional. evidence: in respomse tp. auch orda;

wnll not be. considered unless justified by a showing
under the provisions of 37 CFR. 1.617(b). If the appli-
cant responds. the applncant must serve the patentee

showmsunder37CFR1608(b)andofthcrespomeh_:

and they will be entitled to present thenr Vil
respect thereto (37 CFR 1.617(d)). =~
All afﬁdavxts or declaramms _submi must

thentwahng must be authenticated snd discuséed with'
particularity by an-affiant. having direct. knowladge of
the: matters involved. However;: it-is ot necessary

practice be revealed in the affi davnts,, larations, ¢
exhibits: if the affidavits.or declarations aver observa-
tion of the mecessary. acts: and facts, including docu-
mentstion when available, before the patentee’s effec-
tive filing date. On the ‘other hand, where reliance is
placed upon diligence, the. affidavits or declarations
and documentation should be precise as to dates from
a date just prior to patentee’s effective filing date. The
showing skould relate to the essential factors in: the
determination of the question of pnonty of mventlon
as set out in 35 U.S.C. 102(g).

5. The explanation required by 37. CFR 1.608(b)
should be in the nature of a brief or explanatory re-
marks accompanying an amendment, and should set
forth the manner in which the reqmremcnw of the
counts are satisfied and how the requirements for con-
ception, reduction to practice or diligence are met, or
otherwise explain the basis on which the applncant is
prima facie entitled to a judgment.

6. ‘Published decisions of the Cmm of Customs
and Patent Appeals and the Board of Patent Interfer-
ences concerning the quantum of proof required by
an applicant to make out a prima facie showmg enti-
tling the applicant to an award of priority with re-
spect to the filing date of a patent so as to allow the
interference to proceed, 37 CFR 1.617(a), second sen-
tence, include Kistler v. Weber, 412 F.2d 280, 162
USPQ 214 (CCPA 1969); Schwab v. Pittman, 451
F.2d 637, 172 USPQ 69 (CCPA 1971); Murphy v.
Eiseman, 166 USPQ 149 (Bd.Pat.Int. 1970); Golota v.
Strom, 489 F.2d 1287, 180 USPQ 396 (CCPA 1974);
Howvitz v. Pritchard, 182 USPQ 505 (Bd.Pat.Int. 1974);
Azar v. Burns, 188 USPQ 601 (Bd.Pat.Int. 1975) and

3'7 byan,
However, w!xm 8 mowm lmder 3‘7’ Cl
filed, "the ekdiine t 2.
whether the applicant is rciymx upon prior invention
or unpatentability. as-a. besis -for the showing. If the
applicant alleges prior invention, the examiner should
merely determine that at least one date prior 10 the
effective filing date of the patent is alleged; if so, the
examiner should proceed to institute the interference
as described: in- § 2309.-If the showing is ‘based on al-
leged, unpatentability of the patent’ claim ‘or claims,
the examiner should- detexmme ‘whether any ground
of unpatentability alleged. is-such.that. it would also
apply to. the apph_cant, for, .example, if the applicant al-
leges : th xhec]mms patent_are_statutorily,

ed om tﬂm admxssmn» of wpatentablhty,; mthout,

gm'di the»mems of the matter. Com pare; Ex . parte.
Grall,: 1202 -USPQ « 701, (Bd.App:;1978). A_lthou,gh ‘the
applicant may wish:to contest the. questmn of .whether.
the common;invention-is: ;patentable. to. the . .patentee;
an interference cannot be declared unless the common.
invention is patentable to the applicant. Hilborn, v.
Dann, 546 FZd 401 192 US?Q 132" (CCPA 19’76) If
the *alfeged unpaténtability is“based ‘on” patenis o
printed publications, the apj it' may ‘still be able to
file a' requut for reexammmon of the patem under 35
U S C. 302 '

m.os Patemt has Filmg Date Later Than pr-
plication R=2]

-Although' a “patént whxch has an- eﬁ'ectnve U. S
filing date’ later ‘than the effective filing date of an ap-
plication is not’ prior art against that application; the
application should not be issued if the application and
patent contain claims to the same patentable inven-
tion. In order to avoid the issaaiice of two- patents to
the same’ patentable mvemwn, ‘the examirier should
take steps to institute an mterference between the: ap-
plication'and tlie patent.

If the applicati ri’comams ‘at least one allowable
claim drawn to the same patentable invention as at
least one patent claim, the examiner may initiate the
interference by proceeding as described in § 2309. If
the application does not contain such an allowable
claim, such a claim should be suggested to the appli-

cant, as described in § 2305.

If the application discloses, but does not claim, an
invention claimed in the patent, so that 2 patent could
be granted to the applicant . wﬁhom an interference
proceeding, the patent should only be cited to the ap-
plicant. The applicant cen then determine wlxether to

: 2300-19




webstaniislly to cachcousts . - - Coee
(3)-mwmsiamywmwh§chmw_bymeex-

amiger 10 be petentsble over any count;and. - . .
(4) Whether an applicant'or patentee ié entitled to the beénefit

of the filing date of sa eastier app and, if 0, sufficient in-

‘4 "Cotint” o ‘will be indictited é
over thié cotint. For iiitince; i) Exuiiiple
the-examiniet’ fiust indicate that (1) claimis' 1 and 2 of
cotrespiind & the éount and‘(2) claim 3 of application
E ‘defines ‘& separate’ patentable - invention from. the

R-2]

F jon of Coun

rendum” (Form, PTO-850),. the examiner. must: deter-

mine, precisely what the count. or counts of the. inter-
ference will be. Unlike previous practice, under the
revised rules (37 CFR 1.601-1.688) the ‘question of
whethier the interferenice involves & patent is eséential-
ly irrelevant to the formulation of the counts. -

In formulating, the count or counts, the examiner
must decide two interrelated questions: (1) how many

counts will there. be, and (2) what will the scope of
each count be. The following principles should be
kept in mind: , .

1. Each count must be drawn to a separate pat-

entable invention, that is to,say, the invention defined

in each count must not be the same as, or obvicus
over, the invention defined in any other count. How-
ever, a count may properly be included if it is unob-
vious over snother count, even though the reverse
might not be true. For example, a count to a species
and & count to a genus might properly both be includ-
ed in the interference if the species is patentable over
the genus, even though the genus might not be pat-
entable, given the species. '

It is expected that most interferences will involve
only one covat oF & very small number of counts, in
view of the requirement of separate patentability.

2. A count shoald normally be sufficiently broad
as to encompass the brosdest corresponding patent-
able claim of each of the parties. However, a situation

ally be narfowet in’scopé then aiiy parent ¢
which corresponds to it; this ‘does not'préctude later
sobstitaion of & coutt which is narfovier tiad the
S o O+ ey hotion
under 37 CFR 1.633(¢).

3. A count may not be so broad as 10 be unpaten-
table over prior art. If a count cannot be made’ sufft-
ciently broad i scope as to embrace the broadestc
responding_patentsble claims of the parties witho.
being unpatentable, that would indicate either that the

parties’ corresponding claims ‘are unpatentable or per-
haps, if the parfies” claims do mot. overlap, that they
‘drawn. 10, two separately patentable inventions and
sepataiely patcaable in

the
- Rxample I Application & contains patentable ¢laim 1 (engine):
. Application B contsins patentsble.claim 8 {engine). If en interfee-
. ence is.declared, there. will be one count (engine). Claim 1.of 2p-
plication A snd claim 8 of application B would be designated to
" Example 2 Application C contains pateitable claims 1 (eigiac)
and 2 (6-cylinder enginc). Application D-contains. patentable
_clsim 8 (eagine). Aniengine sad a 6-cylinder. engine define the
same. patentsble invention. If an interference is declared;. there
will be one. count (engine). Claims 1 and 2 of application C and
" ¢laini '$ of applica tion D would be designated to correspond to
. Je . 3:  Application E. coatains ' patentable . claims 1
(engine), 2 (6-cylinder engine), aud 3- {engine’ with a platisum
. piston). Application F contains patentable claims 11 (engine) and
12 (8-cylinder engine). Claims 1 and 2 of application E and
claims 11 and 12 of application F define the same’ patentable in-
vention. Claim' 3 of application E defines a separate patentsble in-
vention frowm clzims 1 ead 2 of application E and cleims 11 and
12 of epplicetion F. If an interference is declared, there will be
one count (engine). Claims 1 and 2 of Application E and claims
11 and 12 of spplication F would be designated to correspond to
the count. Claim 3 of application E ‘would not be desigiiated to
' to the count. Loy T R R
4:  Application - G - contains patentable - claims 1
(engine), 2 (6-cylinder engine), sad 3 (engine. with a pletinum
piston). Application H contains pateatable claims 11 (engine) and
15 (engine with a platinum piston). Claims 1 and 2 of application
G and claim 11 of application H define the same patentsble in-
vention. Claim 3 of application G and claim 1§ of epplication H
define a seperate patentsble invention from claims 1 and 2 of ap-
plicstion G azd claim 11 of application H. If an intesference is
declared, there will be two counts: Couet 1 (engine) and Count 2
(engine with 8 platinum piston). Claims 1 and 2 of application G
and claim 11 of application H would be designated to correspond
to Coust 1. Claim 3 of application G and claim 15 of spplication
H would be designated to correspond to Count 2.
Example 5: Application J contains patentsble claims 1 {engine),
2 (combinstion of an engine and a carburetor) and 3 (combination
of an engine, a carburetor, and a catalytic converter). Applics-
tion K contains patentable claims 31 (engine), 32 (combination of
an engine and a carburetor), end 33 (combinstion of an engine, a
carburelor, and en sir filter). The engine, combiastion of &n

4
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- (Maskish group
. .plication L.and cleim 11 of applicstion M would be designated to,
memt‘ : N I i3 :-‘ ~
.. Example' 7: Application s e 1 (bea-
" zéme). " Applicution P’ contsins patentable claim 1 1" (&yleie). Hea-

-gene ‘and xyleie: define tie seme putentable invention: If au intess:
. ferencesis: deélared; there will be one count (benzene of 1ylene).:
. Claim 1;0f application. N and claim. 11.0f spp uld be

A creapiond 06:the:
+: invention:

pplication T 'contiins patentable ¢ ‘(Markush
- gtéup of beazene or chlofoform);’ 12'(beanéng); tnd13:(chloro-
_(Markush group of be: ‘o chloroform). Claims 1, 2 and 3 of
“application S and ‘claims 11,12 ‘and 13'of application T would be
- designated to'coirespond 10 the cousit: The PTO will icontirive 1o
 adhere to; Backer v-> Patrick,’ 47 USPQ 314: (Comm'r.Pat."1939):
An interference. can have two counts only if gae count defines a

separate_patentable invention from-another count. If chloroform

defities ‘8 separate patenitsble invention from bénzene
: tetference is declared, there will ‘be two: counts:’ Count "1 (ben-
zene) and Count 2 (chloroform). Claims 1 and 2 of application: S
 and claims .11, and. 12 of applicstion T would be designated to
correspond to Count 1. Claims 1 and 3 of spplication S and
claims 11 asid 13°6f application T would be designated to corre-
spond fo Coung 2. "0 i Ul
. Example 10: Patent A contains claim 1 (cngine). Application U
containg .patentable claim 11 (engine). If an interference is de-
clare, there will be one count (engine). Claim 1 of patent A and
claim 11 ‘of application U woiild be designated to correspond to
the coant. L
Example 11: Patent B containg claims § (engine) and 2 (6cylin-
der engine). Applicstion V contains patentsble claim 8 (engine).
An engine and a 6-cylinder engine definic the same patentable in-
vention. If an interference is declared, there will be one count
(engine). Claims 1 and 2 of patent B and claim 8 of spplication V
would be designated to correspond to the count, . - . .
Example 12: Patent C contains claims 1 (engine) 2 (6-cylinder
engine), and 3 (engine with a platinum piston). Application’ W
contains patentsble claims 11 (engine) and 12 (8-cylinder engine).
Claims 1 and 2 of petent C and claims 11 and 12 of application
W define the same patentable invention. Claim 3 of patent C de-
fines a separate patentable invention from claims § and 2 of
patent C and claims 11 and 12 of spplication W. If an interfes-
ence is declared, there will be one count (engine). Claims 1 and 2
of patent C and claims 11 and 12 of application W would be des-

A AT FA VAR

3,

4ad claias 11 of spplication X would be de
| réipond 1o Count . Claim 3 of patent D sad claim
15 ofspplication X wond be desigated 1o correspond o Coust

le i4: Patent E contains claims | (Maghkush group of
. beazene. or. tolueas), 2 (benesne), and. 3 (toluene). Application Y
. contgios patenteble cleim. 11 (benzene). Beasene and. toluene
MMWWM~W.|H an-interfesreace s de-
.. clared; there will-be ione -Comnt (Markusl group of beszene of
;. solaene):: Claims:1; 2-and3 patent ‘B snd-claim ‘11 of application
- ¥ would be designsted to-correspond to! the count. .- . o
“ation Y1 Exsinple 14 e revérsed. Putent E containg claim 1
-(benzeie) Applicstios" ¥ cont its patentable- clainis’ 11 (Markeat
- ‘groap of Berizene oF toliiene), 12/ (benzene), ind 13 (eolincsie). I
i intérfererice’ i’ déclived]’ the count will be' the ‘same ‘s the
'patent'E/iid éldime id 13 of epplication Y

identical o or brosder, than patent. clsims which correspond to
the counts. /A single patent clsim would be presumed, subject to
s motion under 37 CFR 1.633(c); not. to define, separate. patent-
able inventions. Patent G contsins claims | (Markush group of
.- bieuizkse ofchloroform); 2 (Benbene),; 8843 (chlotéform). Hppli-
cation AA contains patentable claim 33 (genzeéde), If - on interfer-
ence is declared, initially it will be presumed by the PTO, subject
0 & Iater motion taider 37 CFR. 1.633(c) thit benzeni and chlo-
~eofiorm define the sane patentable: invéntion: There will: be one
., cousnt: (Merkush group of benzene osichloroform). Claims. 1, 2
-and 3 of patent G. and,claim 33 of application AA would be des-

ignated to correspond.to the count. If a party believes benzeiie

“‘and chloroform’ define ssparate patentable inventions, that pairty
could file @ 'otion under 37 CFR' 1.633(c) to redefine the count

and the ‘claims cofresponding to the éounts.

Exomple 18: Patent H contains claim 1 (Markush group of bea-
zeme or chloroform), 2 (benzene), end 3 (chloroform). Applice-
tion AB cootains patenteble claims 11 (Markush group of ben-
zene of chioroform), 12 (benzene), and 13 {chloroform). Benzene
and ehloroform initially would be presumed, subject to & motion
under 37 CFR 1.633(c), to define the seme patentsble invention,
because they are récited as & Merkueh group in a single patent
claim. If an intesference is declared, there will be one count
(Markush group of benzene of chioroform). Claims i, 2 and 3 of
patent H and claims 11, 12 and 13 of application AB would be
designated to correspond to the count. If a party believes ben-
zene and chloroform define separste patenteble inventions, the
pasty could move under 37 CFR 1.633(c) to gubstitute & count
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, ofpatentJandclamﬂofapplmthCwouldbedmmdto
'correapondtothecoum
Emmplcm-mfacumthmexmplearethemsﬁmp!e
#18, Assume that applicaat-AD belicves that beizene snd choloro-
- form define ‘separate_jatemtable inventions, Applicent AB woeld
- file & motion wader §1:633(¢)(1):to subatitule Count-2: (benzene)
s«for Count'1 (Markeush'grotp of beniene of chlorolorm) and edd
Count 3 (chloroform).;if the examiner-in-chief. grants the motion,
-the interference wonld: be. redeclared. by deleting: Count - &; and
submtukmgﬂu is Co;t_mu 2. and 3; Claims :t md 2.0f, the

. mvcnuon and the, Bond holds

invention, the pasty proving the'
,Zene. or chloroform would pi

or chloroform, pa:entee H'would te emitm\‘l 10 ‘&’ patent conitain-
ing claims 1 through 3 even if spplicant’ ‘AB iiverited chloroform
before patentes H invented chioroform. Applimt AB would not
be entitled to a patent withi clmms 11 througi. 13- -

230902 P 0 -cf Papers—-lnim Memo-
' randum [R-Z} ‘ :

_The. only paper. ptepared;by the. exammer is the Ini-
tial Memorandum- (Form . PTO-850. Revision %s or
later) addressed to the Board of Patent Appeals and
Interferences which pmvndes aithorization for prepa-
ration of the declaration notices. The latter papers are
prepared in the Service Branch of the Board.

A sample of a filled-out Form PTO-850 is shown
below.

A separate form is used for each cmmt of the inter-
ference. The form need not be typed unless the count
is not identical to any claim of any of the parties. If
the count is identical to a claim of one of the parties,

the number of that claim is circled. If the count is not
identical to any claim of any the parties, the count
should be typed in the space provided on the form
(an additional plain sheet may be attached if needed).

The files to be included in the interference should

be listed by last name (of first listed inventor if appli-

1 3 applicatic 'towhnchap@nymenmled
Anapﬂmntmﬂbewcordedthebemmmfafm-
eign application on' ‘thie: Form PTO-850 and declera-
tion notices only if the papers required by 37 CFR
1.55, including a sworn translation, have been filed
and: the pmnnyexammuhmdetermmedﬂm the ap-
plicant is in fact entitled to the benefit of such appli-
catmn ‘A paténtes may be 'ccorded-the benefit of the

terference pmvsded he- hasiémmphéd wnth the tequme-

. mients~of*37' CFR “1.55; bas filed & sworn"transls

the: spaca pmvnded on the form.. A claim ccrrespouds
to a ‘count if; considering the count as prior art, -the
claim womld be unpatemable over the count under 35
U.S.C. 102 or 103. If the examiner is in doubt as to
whether a perty’s claim does or does.not correspond
to a count, it should be listed as corresponding to the
count; If the party disagrees with this listing, 2 motion
may be filed under 37 CFR 1.633(c)(4) during ‘the in-
terference to designate the claim as not correspondmg
to the count.

'Note that for each count, every clmm in a party’s
applncatmn or patent must be designated as either cor-
responding or not corresponding to the count. The
fact thet a clasim may be under rejection does not
mean that it should not be desxgnated For every
claim of an apphcatlon which ‘is listed on the form,
the examiner must indicate whether or not that claim
is allowable by writing “(allowable)” or “(not allow-
able)” next to the claim number(s). At least one of the
claims designated as corresponding to the count must
be allowable.

If an involved case contains multiple dependent
claims, the examiner should be careful to indicate
which embodiments of each multiple dependent claim
correspond or do not correspond to each count. An
embodiment of & multiple dependent claim should not
be circled on form PTO-850 as being the count, but
rather, the embodiment should be written out in inde-
pendent form in the space provided.
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tained with the interference.
Affidavits or declarations under 37 CFR 1. 131 and
1.608 are availsble: fori by -an- opposing
party to an intérference: after the prehmmry motions
under 37 CFR 1 633 ‘are decxded ‘See” 31 CFR
1.612(b). :
Affidavits or: declamtnons in the ﬁle of & pamt are -
not removed, inasiiiich as they have been: avmlablc to
the public smcethe date-the patent- nssued.

2309, [%4 ]Rewrdwm Eachlnterference

When there are two. ot m ae:;reiated‘

pending in the Patent and Trademark Office; in order 1 nierference & exami ;
;fpermdjbrcump!ﬂmgmted‘er&m {a) Bach initerference will be de-
.clared by. an._esaminer-in-chief. wWho. may_ ‘edter all interlocutory

that the record of the proceedings in éach _particolar

interference m:iy be kept separate-and-distinct,all-mo-— -

tions and papers-sought to-be" filed. therein must be .
titled in and relate only. to the particular. intesference
to which they belong, and no motion or paper can be

is joined, another interference or matter

other interferedce. . . .

2309, &? 2]C0mnltatwn With Exammemm-alief
The examinef” should consult w1th o ‘of the exam-

iners-in-chief in-any case of doubt or where the | prac--

tice appears to-be-obscure or-confused. In view of . .

their specialized experience. they. may. be able to sug-

difficulty in the future treatmerit of the case. -

2309.06 Interfering. Subject Matter. im “Secrecy
Order” Cases [R-2]

37 CFR 5.3 Pmecumn of application under secrecy order; with-
holding patent. (b) An interference. will mot be declared involving
national applications under secrecy order. However, if em applicant
whose apphcatxon under secrecy order copies claims from an issved
patent, a notice of that fact will be p]aced in the file wrapper of the
patent. (See § L. 205((:)) '

Since declaration of an interference gives immediate -
access to applications by opposing parties, no interfer-
ence will be declared involving an application which
has a security status therein (See §§ 107 and 107.02).
Claims will be suggested so that all parties will be
claiming substanually identical subject matter. When
all applications contain the claims suggested, the fol-
lowing letter will be sent to all parties:

“Claims 1, 2, etc. (indicating the conflicting
claims and claims not patentable over the applica-
tion under security status) conflict with those of
another application. However, the security status
(of the other application/ of your application)

erd of Pamnt Wls an(i Iﬁtexf&wm md re-'

ence wnh s) 'xld m p!med
file. Also, maccordancewnthNCFRlém(d),the
patentee should be notified. The “of ani inter-

~&mmukenupupontermnmuoxaoftm “gecurity

status™ of the application in which patent claims are

Apteam Thesuuested nctzoes should be modified

group. should, in’ additmn, ‘Contain the iden-

"x' amining.
- tification of ;h;g applncatmns anm patents mvolved and

37 CFR 1.610 Assign

order;nthemterference,except pamelcunmtmsoﬁ'n
lesst thres mnembers ofmemM(l)lmrmﬂugmta
- ~final- hearing;-(2) -enter 8- decision-under §5 1.617, 1.640(c) or (&),

,.,..,.;..-1652,16 i) or 1.658 ¢z (3) enter th d@twhch&erm
filed in any interference which relates to, or in which 56 or. . (3) enter any other ox

nates the interference.

() AR HiecessEry, another examinerin-chief may-act in place of
: .' the one who declased the interference. ‘Unless otherwise provided

mthsmutmedmofﬁeemmmch&fmgmdm
* the interfer ‘panel Coliditing 6f two G mitte members of the

. Board may esiter mterlocutory ogders.

_(c) Unless ‘otherwise provided in’ this ‘subpart, times for taking
X “ifi the iaterference will set oaa me-by-ease basis

:rbytbeexmerm-cbwfmmdwmemwfm Times for

mkmgacmmxbaﬂbesetandtheemmer-m—chmfshnneumm
control over the interference such that the pendéiicy of the interfer-

gest a course of action which will avoid consxderable B A' enee before the Board does not normally exceed two years.

- {(d) An ezaminer-in-chief may hold a conference with the parties
to consider: (1) simplification of any issues, (2) the necessity or de-
sirability of amendments to counts, (3) the possibility of obtaining
. admissions of fact and genuineness of documents: which will aveid
unnecesssry proof, (4) any limitations on the number of expert wit-
nesses, (S) the time and place for - ocmductmz a deposition

(6 1.673(2)), end (6) any other matter 23 may aid in the disposition
. of the interférence. Afier 2 conference, the exmmner-m-cm may

enter any order which may be appropriate. .
(c) The examiner-in-clief may determine @ pmpeﬂ' course of con-
duct in en interference for any situation ot specxﬁcally covered by

. his part.

Under § 1. 610 each mterference wﬂl be declared
by an examiner-in-cheif. The examiner-in-chief enters
all interlocutory orders in the interference. As neces-
sary, another examiner-in-chief may act in place of
the examiner-in-chief assigned to the interference. At
the discretion of the exeminer-in-chief assigned to the
interference, a pmnel of two or more examiners-in-
chief may enter an interlocutory order. The examiner-
in-chief will set times and control proceedings such
that pendency of the interference normally will not
exceed 24 months. Under § 1.610(d), the examiner-in-
chief is authorized to hold conferences. Any confer-
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; mummw(n)m.mwmm
w&paumeumdma involved in an interfezence oz the
dmdmmmmrmkom«

(c)mmwmmmmw ‘
(l)theamwdmdmceofm&paﬂymvolvedmthemwr-

@)menmmdaddrmohecordofanymmmyoramtof

record in apphummpamtmwvedmthemterferme; :
(3)themeofmy signee of record in the Patent and
Trademask

Office;
(4)mesdcnntyofanyapptmonorpmmtmvolvedmthem-

(S)Wha‘glmnysmadthemcﬁzoﬂbeﬁhngdmof
mwlwt *tllexdeumyofthemhuapp!nm
(6)theoomtorcoums,

a)tbeclnmotchmofm :awmﬁouwmywtentwh:ch_

i eich ‘coL; snd

(8)ﬂ:cmdetofthcpnmes.

The. notice of declaration 0. S theume for (1)
ry statemient. 88 provi ‘”;‘;-j§1621(a). @) scrvmg
temrent ‘lids biea filed ‘s¢' provided

§1 mm;uwmm preliminsry motions authorized by: 51533
oppositions to the -motions; and replies to the oppositions. -«
(e)mmyhcmvmmmc%almwtmmeﬁer-

pon Mt of. the Interferel_nge mm Memoran—
dum (Form PTO-SSO) and the case files fmm the | pri-

cretxon as b Imt actxons he or she may take, partxcu-
larly with regard to the setting of times, and in study-
ing the rules it will be noted that many of their provi-
sions are modified by a’ ‘qualification * ‘such as “‘unless
otherwise ordered by an-examiner-in-chief.” There-
fore, it may well be that: different exsminers-in-chief
will follow someéwhat: different procedures in the
mterferencw assz@ed to thiem. 3

PREPARATION OF Dscum:nou NoTice

The pspers mecessary in declarmg an interference
are prepared at the Board of Patent Appeals and
Interferences. The notices to the parties and the dec-
laration sheet are signed by the examiner-in-chief,
who declares the interference by mailing the notices
to the several parties to the .proceeding. Thereafter
the applications and interference files are kept at the
Board where they are also recorded in a card index.

The fact that an application that has been made spe-
cial by the Commissioner becomes involved in an in-
terference does not entitle that interference to be
taken up out of turn. Strickland v. Glaser, 214 USPQ
549 (Comr. 1980). The parties may expedlte the pro-
ceeding by taking action promptly when times are set,
and by requesting that certain time periods be re-
duced or eliminated.

beamwmon wm,nm

was issued. on the basis of an application filed under
3'ICFR147 mmm;mbespemﬁednanmm
Mmuganmmferew.msetommmml(c).()m
item fo be set out is the “order of the parties,” mean-
mthcordermwhnchthepameswnﬂukemmmy
The “order of the parties” is a procedural tool. It in-
dicates the “style” of the case—which pmctmonm
are, encouraged to use. If there are two_counts a.nd
one.party is ‘.‘semor as to one count and Jumor as
t, the party has the burden as proof_a_s

to  that’ cmmt w\whnch ‘the party, is * ‘junior.” See
§ 1. 657. Appr priate wsnmony penods will be_ set
‘5 ‘ r

. p ;

In settmg the times for ﬁlmg prelnmmary statemems
and preliminary motlons, the examiners-in-chief may
es." Somie ‘may hold a tele-
phone conference with the: lwd ‘attorneys to work out
times' acceptable to'all parties; while others may speci-
fy times in the declaration tnictices and state that those
times will be final unless a lead attorney requests by a
certain date that they be changed. In cither event, the
times, once finally set, will not be changed except for
good cause shows. Any motion to extend time must
reach the exammer-m-chnef before expiration of the
time penod to be extended, and may not be granted
even if it is unopposed. Note that 37 CFR 1.645. spe-
cxﬁcally provides that “The press of other business
arising after an examiner-in-chief sets a time for taking
action will not normally constitute good cause.”

Once an interference is-declared involving an apph-
cation, ex parte prosecution of the application is sus-
pended and the applicant need not respond to any
PTO action outstanding as of the date the interference
is declared.

2312[R.A2c]cess to Applications in Interferenmce

37 CFR 1.612 Access to applications. () Afier an interference is
declared, each party shell have accews to and may oblain copies of
the files of any application set out in the notice declaring the inter-
ference, except for affidavits filed under § 1.131 and any evidence
and explanation under § 1.608 filed separate from an amendment.

(b) After preliminary motions under § 1.633 are decided
(§ 1.640(b)), each party shell bave access to and may cbisin copies

2300-25




exwpt fm' aﬂiﬂavits lmder § 1.131‘
M exphua undet‘ QWM)‘

(Commr 'Pat. 1950) and" vert, 7
terference Practice, 62 3. Pat Oﬂ’ Soc’y. {"209 293'
(1930). Under §1. 612(5),:4 st

cduse is issued under § 1. 6!7(a) and’the party responds
10 the order under § 1.617(b). Under §l612(d), the
parties may agree to exchange copm of t!mr wcmc
tive ﬁl& :

2313 Lmd Attomy or Agent [R-Zl }

.37 CER lleMmmemmywmdM
perties. in an - interference, withdrawal of astorney or agent.-(3) Bach
pmymaybeteqwedwdemgmteoneanomeyorwwrecord
25 the lead atiorney or agent.

(b)ﬁesmeancmymagemormembersoﬂbemﬁrmof
mmeyswagemmymmuenttwoormmwmman
interference except as may be permitted under this Chapter.

{c) -An . examiner-in-chief ms makemecmarymmrywdeter
mmwbethermatmmymagmtslmuldbequmhﬁedfmmrep-
xmmgamnymmmafmﬁancmmf-m-cwmwmc
op:monmatanmomyorammwbequwuﬁed,mecxm
imep-in-chief shall refer the wmatter 10 the Commissioner. The Com-
nmmmrmﬂmmaﬁwmmwwmmymmneym

a@ematwuldbequmhﬁed.

(d) Wo sttorney or agent of record in an mterferem.‘.e may Withe
draw as attéeney or agent of record except with the approval of an
exuminer-in-clief and sfier ressonable notice to the pasty on whoze

behalf the sttorney or agent has appeared. A request to withdeaw
as attorney or agent of record in un interference shafl be mde by

motion.(§ 1.635).

Under § 1.613(a), when a party has appointed more
than one attorney or agent of record, the party may
be required to designate 8 “lead” attorney or agent. A
“lead” attorney or agent is a registered attorney or
ageat of record who is primarily responsibie for pros-
ecuting an interference on behalf of a party and is the
individual whom an examiner-in-chief can contact to
set times and take other action in the interference.
Section 1.613(b) continues the practice of not permit-
ting the same attorney or agent (o represent two or

MANUAL OF PATENT,; Bi4

i mv.‘(n)
over an merktem wm thc merfam is

mmm
declared wader § 1.600. -
@)mmmmwm&mfemee"
mwdmewmmemmmgONSUSC g4 i
(c)MumunlnﬂhnveJunmmommypcm;mh
cation . watll the interference. is. declared, An exammer—m-duef
where appeopriate, may for & limited purpose restore ju 08, to.
theemmerommyapﬂmonmvolvedm he ;

: qu
nonsshouldnotbedmcussedex Pa newntha.nyofthe
interested . parties .and. that they. should so, inform . ap-
plicants or their aftorneys: if any: attempt is made: to
discuss ex parte these inter partes questions.., ..., ...

The interference is declared when the exammer-m-
chief mails the notices of intetference to the parties.
The interfererice is thus techiiically peiidinig before
the Board of Patent Appeals ‘and" Intérférénces from
thedaﬁeonwhxchthenotwesmmﬂed #id - from
that date the files of the various’ applxcmxms set'out in
the notices are opened to mspectmn by the: other par-
ties to the extent prowded in 37 CFR '1.612.

Obvious minor errors in the couits or corregpond-
ing claims of an application may be corrected by the
examiner-in-chief before the declaration notices are
magiled. The changes will be made in red ink and ini-
tialled in the margin by the exeminer-in-chief.

Throughout the interference, the interference and
application files involved are in the keeping of the
Service Branch of the Board except at such times that
action is required, such as for concusrent prosecution,
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J7ACFR Glsmnafexmpmxum (2) Whea aa in-
tesference - is ' declared, éx porie prosecution of e spplication in-
Whmmwwmmm
papeis related: to’ the application received during peadency of, the.

mmwum«mmMmt«fm,

wﬂhwtch:comtofmmwmm

@)Exm’wmwmlnmwﬁedm'myummm
1 wuhthemmfcreme' ﬂw_comeutoftheexmin—

fetenoeﬁcomdeted m‘dewim 52364 oy

comt ofthe mmmer-m:chwf pmvmdtbﬁ pmmry
exmmer whi: forwards :the - appeal. certifies; in: a

,mwmmmmmmmhm
Wmmwmammmmwvﬂ

- examinerin-chief in:charge of .the interference
mﬁbeobtmnedbefmmdat&hﬁsmywm

prosecum ofthc applncam

Amﬂmﬁm

Whereomafwvemlmpphcaﬁomofﬁhesmem—
ventor of assignee which contain overlapping claims
gets: into an interference, the: prosecution of all ‘the
cgses not. in ‘the: interférence should be carried as far
@3 possible, by treating as prior art the:counts of the
mterfemand&ymsﬂngoapmwhﬁesafdm-
m -or dnsmwtwn ‘between the applications. In some

suspénsion of actm by the Office cannot be
avoided. see § 709 (1)

Where an applmtmn involved in an interference in-
cludes, in addition to the subject matter of the inter-
ference, a separate and divisible invention, prosecu-
tion of the second itivention may be had during the

of the interference by filing a divisional ap-
plication for the second invention or by filing a divi-
sional application for the subject matter of the inter-
ference and moving to substitute the latter divisional
application for the application originally involved in
the interference. However, the application for the
second invention may not be passed to issue if it con-
taing claims broad enough to dominate matter claimed
in the application involved in the interference.

From Paragraph 11.16
2SECTION BASED ON COUNT OF AN INTERFERENCE

The twmmem of amendmenm ifiled/durmg an iy

1. mhmmammmmﬁmwssusc
102 or 103 wsing the count of em interference a8 prior art. '

2. Mpanmhumwemlywmappth
mmmlyownww:mymmmwfmwnmm-
mﬂvedmthemterfereace

l'un Pmm n 17 - .
SUSPENSION OF PROSECUTION PENDING OUTOOME OF
leRWNCE . ;

‘l'he_oummofmtefferemeNo. [l]hasumatemibumgmme
ity of the clsims in this spplication. Prmcuum,m‘Mm-
phmm n:SUSPENDED pendms a ﬁnﬂ degment in ihe mﬁ.r-

Aﬁybﬁuﬁtsﬁoﬂdmﬂ&mmuphrmmwmmmai'
mm

- This paregreph: thould caly be used in en uppWMm
nmmthenmfe:mehmn«mnlyowmdbymdmw-

impose
mmamﬂywhomwcm@ymmﬂmugumdm
mmmymmwmmmumhﬁmmmm
sanction may, irclude among others eatry. of s onder:
(t)mwnnsuﬂmfmwbaveueﬁmbhshedmmm

(b)?recludmgapaﬂyﬁomﬁlmgamoﬂonoramelnmy
statement;

© Mludmg @ party from pfewnung or conmtmg 8 particulss
issue;

' (@) Precluding a party fmm rewestmg. obtaining, of ommg
dincovery; or

© Grantmg jodgment i in tlze meeﬁemnee

Section 1.616 permits. an-  examiner-in-chief or the
Board to impose appropriate sanctions against a party
wheo fails to comply with the rules or with an order
entered in the interference. Pa.ragraphs (@ thromgh ©
of §1.616 set forth some of the possible sanctions
which can be entered: The particular sanction (o be
entered will depend on the facts of a given case and
ordinarily will not be entered prior to ngmg the af-
fected party an opportunity to present its views. An
individual examiner-in-chief cannot impose 2 sanction
granting judgment inasmuch as entry of a judgment
requires action by the Board. See § 1.610(a). A pasty
desiring sanctions imposed against an opponent cam
move under § 1.635 for emtry of an order imposing
sapctions.

For examples of cases where sanctions are wasrant-
ed, see Woods v. Tsuchiya, 207 USPQ 228 (Comm'r.
Pat. 1979) and Tezel v. Bellantoni, 188 USPQ 688
(Bd.Pat.Int. 1975). _
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ircm Mnmmmmmmmm mm m’
inefdn-chief shall’ review any evidesice flled by an applicent vader
Mm(ww“ sl ”'“’ifmwphem wmmmwm
nmummmmcmmm-mﬂwmw
tonjudnmemm!mvctothepamwe.thmﬁmwmm
ceed in the normsa! menner under the ’&Mpﬂnm
the opinion of the examiner-in-chief the evidence Gils. 1o ehow that
the applicant is grime facie entitled to a judgment relative to the
patentee, the essminer-in-chief shall, cwcunmdywnhmbeme
dechnngthcmfame.enmmozdermgmemforme
opinion and directing the applicant, within 2 time set in the order,
to show cause why summary judgment sbonld not be emercd
against the applicant. .

(b) The applicant may file & response to the ordet and sme any
réssonis why summary’ judgment’ should ot be eatered.” Any res
quests by the applicant for a hearing before the Boakd' shall be
made in the response. Addmonal ewdenceshnﬂnmbep«mt:}d;a:y

appt '.

appllcum files & response, the apphcant shall serve on each oppo-'
nent & copy.of amy. evidence filed under § 1.608(b) and this para-

graph.
(c)lfarwnnotumelyﬁ]edbythe:ppﬁmn tthoard’
Mmmaﬁmmmmgmwwme

pplmn
“ (@) If o' respomoe s timely filed By tic spplicent,; el}-oppéiients
mmsmmummbymmm The
statement may set forth views as to why summery judgmesstishould
be gmnted against the applicant, but the statement shall be limited
ﬁdzséusshﬁwhyan the evndeboepfeseﬂmd by &eawﬁcm&dd’es
got overcome the reasons given by, ¢hi éxaminer-inschief fodfssuing
the order to show cause. Evidence shalt not bc ﬁled by an oppo-
nent. Anupponcntmymetrequmhemng, TR e
“(€) Within & time i by’ the eknmmer appl:-
ammyﬂlcafep!ywmymmﬁ!edbymyoppmmt
(i)Wﬁenmrcthsatwommmmvdwdmmmferenoe,
ﬁwmymmmmymmmmymw
s OF. Tl
(g) If a respomse by the applicant is timely filed, the examiner-in-
chief ‘or the Board shall decide whether the evidence submitted
under § 1.608(5) and any additional evidence properly submitted
under: paragraph (b) of this section shows that the applicant is
prima facte entitled o0 a judgment relative to the patentee. If.the
applicant is not prime facie entitled io-a judgment relgtive to, the
patentee, the Roard shall enter a final decision granting summary
judgment against the applicant. Otherwise, an.isterlocotory order
shaﬂbeenteredamhmmngthcmurferencewproceedmthe
norms] mannes- uaifer e teguiations of this subpast. |
(h) Ounly- en. sppliceat; who. filed evidence mde:r!lﬂls(b) may
requestahamg.lfthstmpplwnntrequmahﬂms.meBomd
myholdakmgptmmenuyofadecmmdermguph(g)
of this' section. The examiner-in-chief shall set a dale and time for
the hesring. Unlees Stherwise ordered by (hié exsminersin-chief or
the Boerd, thespphammdmyopponcm\wﬂlmhbemmkdw
no more thap wmmmdmnlatzumemattbehanng.

- Section 1.617 provides for: ‘SUMmary Jadgment pro-
ceedmgs in those cases where a junior party applicant
is required to file evidence and an explanation under
§ 1.608(b). To avoid summary judgment, the jumior
party applicant must establisli that it is prima facie en-
fitled to judgment relative to the senior party patent-
ee. For the most part, practice under § 1.617 w:ll be
the same as the previous practice under 37 CFR
1.228. The major changes from the previous practice
are the following:

(1) A prima facie case can be based on pmentabnhty
as well as priority.

the original” sho‘w m.we, The‘ ‘good, cg@e
showiag , required by §L6mb) xmpm 8 _siricter
standard than was required under the prior sules, sules, The
stncter standard m cons&demd nemry m mder to
better prepme themr uutml showings undu § 1.608(b).
Under previous ‘practice, the Board of Patent Interfer-
ences found. that substantiel .time was Jost in issuing
ordeérs ‘to show- mmbmdmmmﬁeqmmml
showinig" only to have an adequate showing made
with. the Tesponse to the order to show cause Under
the “good. cause” standard ignorance’ ‘by a party or
counsel of the provisions of the tules or the substan—
tive requu'ements of the law will not constntute good

3 When an ‘initerferencs mvo!vw o’ ﬁmm two
pames,ai}oppommmpermimdwmmamﬁem
sugiitiary ' jadgmént proceedings. Thus;ghe: revised
rules’overrule-Chan: v. Akiba' v. Clayton; 189 USPQ
621 (Comni'r:: Pat: 1975).: : ;_

2 (4 Previously; -an: applncant hﬁd ‘o file m mes
of its:initial showing under 37.CFR-§ 1.204(c): Under
§1:608(b), & party - need-ouly: filé;oné copy of :the
showing. However, any. perty: responding :to: an: ordes
to: show cause: must serve.a. copy of its: mmlsImeg

B itosithe s ;

<A, smgle examine
férence to proceed after isénance of m"mder to’ s"huw
cause under § 1.608(b) and the filing of a response by
an applicant under:§ 1.617(b). Only: the Board, how-
ever, may enter. & summary judgment. See § 1.617(b).

/ARy opponent: may-attack the sufficiency of an.ap-
phcant’s showing under § 1.608(b) when thst showing
is presented as evidence: under: § 1.672. In. Summary
judgment . pa'oceedmg& all an apphcam need .do is
make out .a prima: facze case. If the interference is. al-
lowed to proceed in the normal manner, the appxwant
must prove priority by a preponderance of evidence
(when the.application.and the patent. are copendmg)
or_beyond a reasonable. dou‘bt (when the applncatlon
burden m summax’y judgment proceedmgs ns not as
strict, a5 the burden in proceedings following s summary
judgment. Breuer v. DeMarinis, 558 F.2d 22, 28, 194
USPQ 308, 313 (CCPA 1977 amd Schwab v. Pittman,
451 F.2d 637, 640, 172 USPQ 69, 71 (CCPA 1971).

The second sentence of §1.617(d) is intended to
make clear that opponents may, file statements in re-
sponse to an applicant’s “response,” but the statement
“shall be limited to.discussing why all the evidence
presented by the applicant does not overcome the rea-
sons given by the examiner-in-chief for issuing the
order to show cause.” The PTO does not’ mtend o
expend summary judgment proceedings into. 2 “mini-
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preaen '
iger; 481.F.24 . 1327, 179»USPQ; 103 (CCPA
1913). Under § 1.617(d) the opponent may not nrge a
rationale for summary  judgment which does not
appear in the order to show cause issued by the esam-

iner-in-chief. However, it is not the
mterpret § 1. 617(6) in’ the ‘narrow ‘man
of Customs and Patent Appeals' interp i'e d"

§'1.204(c) i Kahl v. Scoville, 609F2¢ 99! 995-996
203USI 652 6 [k ‘An

pret §1. 617(d)

Exemple An spplicant copies
WmMiWMNM} Upoi: review of the
showmg uader § 1.608(), the ezaminer-in-chief concludes than
- the'showiag Gils to walie owl s priime ficle coseof priciity; be-
cause applicant has fiiled to show an ectusl reduction to prec-
=+ ticet Applicait filEs-a vespome and inchides additivast évidence

which perporis to show en actual reduction (0. péactice. The pet-.

wEntee then files o:tatement in which two arguments. ate: made.
F:m. patentee argues thet the additions! evidence has not; been
@ -suthenticited. Second;. patenice srgues that even if sppli-
mthwdwwnmactualredwuontopnnuee,mmmrymdg-
. quent. is mevertheless ;appropsiate bacause : applicant. suppressed
andcomenledmerthctcmlredmmmpuctwe.ﬁeﬁxna-
gmmuw.bmthemondugnmtsmA‘m
mymmmthmfﬁmyofﬂnapphmt'sevidme
Famma.dmmmummrywdgmmbegrmm
-omly :after feir motice in the order to:show cause. Accordingly,
. summary judgment will not be based on a rationsle raised by a
- patentee in o statement which does. not correspond: to the ration-
- ale wveed by the examiner-in-chief in the the order to show cause.

Once summary judgmeit proceedings have con-
cluded;: an interference will proceed “in the normal
maaner.” The change is intended to. codify the deci-
sioms in Walsh v. Sakai, 167 USPQ 465 (Comm'r.Pat.
1967) and Ing v. Chmu. 207 USPQ 321 (Commr Pat.
1979). - -

2318 Retum uf Umuthmimd Papem [R-Z]

37, CFR 1.618 Return of umwrbamed papem (a) The' Patent and
Trademark Office shall return fo a party asy paper presénted by
the party when the filing of the paper is not authorized by, or is
aot in complisnce with the requirements of, this subpart. Any paper
returned will not thereafter be considered by the Patent dnd Trade-
mark Office in the interference. A party may be permitted to file a
corrected paper under such conditions as may be deemed appropri-
atebymexmm-m-clmf

(b) When presenting & paper in an interference, a party shall not
submit with the paper a copy of a paper previously filed in the in-
terferance.

Under § 1.618, the PTO has authority to return to 8
party any paper presented in an interference which is
not authorized by, or is not in compliance with the
requirements of, Subpart E of the Rules of Practice.
When an improper paper is filed, a party may be

chmfmapmtmdmu-

37 CFR I 62! Mmimry sm‘emeu. lmfwﬁlim mmqfﬂlim
(a)Whhmthenmesetfmﬁhmprelmmarymmm:mdﬁMﬁ&
mhmnymyﬁknmmmywemcm"
mmyhdmﬁbymywwmms
facts recited therein or by ea attorney or sgent of recoed. -~

(b)WhennpaﬂyﬂﬂesaprehmmryMtcmem,ﬁcmmM
also simultaneously file and serve on all in the interfer-
ence & notice dtating that & preliminery statement has been filed. A
copyqftheprehmmuymtememneedm@besewcdmmmed
by ‘an ¢ neét-tn-clhief,

~'Sections 1:621' thmugh 1.629- govem prehmmary
statements ‘which continue to be ;r;;‘ vired in inte

. prehmmary statemem serves. several useful: pur-'
posesm &n mterkrmce (l) nt Serves. m!mnta partys
B ) ) F <, R

1o take tesumony- .and (3) it-serves. as notwe to an.op-
ponent of the case which: is-alleged: by a party.: Under
the rules ithe: issues. which: will be raised and decided
by the Board at final hearing are made known during
the mterlocutory stage through  (a) the, preliminary
statement, (b) motions  under . § 1.633 and decisions
thereon, and (c) notices. under §1.632 of a party’s
intent to argue abandomment, suppressmn, or concwl
ment, .

ume set for ﬁlmg prehmmary motxons, ‘and the. oppos~
ing parties notified of their filing. However, they are
not served until ordered by the examiner-in-chief,
afier preliminary motions (if any) have been decided.

2322 Prelimingry Statement, Invention Made by
Who and Where [R-2]

37 CFR 1.622 Prelimingry statement, who made invention, where in-
vention made. (g) A party's preliminary statement must identify the
inventor who made the invention defined by each count and must
state on behalf of the inventor the facts required by paragraph (a)
of §§ 1.623, 1.624, and 1.625 g3 may be sppropriate. When an inven-
tor identified in the preliminery statement is not an inventor named
in the party’s application or patent, the party shall file 2 motion
under § 1.634 1o correct inventorship.

{b) The preliminary sistement shall state whether the invention
was made in the United Stetes or sbroed. If msde abroed, the
preliminary statement shall state whether the party is entitled to the
benefit of the second seatence of 35 U.S.C. § 104.
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2373

ufy the immuﬁvc mdm MW Mw
ﬂned by mh mm If‘fom of, t&wmvm m!uded,

o mary Stmemem, InventimrMMe in

37 CFR 1633 m&fmwary smmvmu. n’nmm'ou nudc in mmd
Seates (a)WhenlhemmmwmnmdcintheUmdSmuora
party is entitled 1o the besefit of the second seatence of 35 U.S.C,
{104, ﬂuwﬂmmnmntmmtsmu&efdhwughmuto
theinven 3 defined by each count: .

)% The,‘datennwmch the first drawmg of tlse mmon was

" (2)111edateonwhnchthefmtwnttendenmmoﬁhem-
ventlonwumade.

(J)MMmmwhchmemvanw&sﬁmmbym

nnveamrtomother
(C)Hedateoawimﬁthemventmnwmﬁm g
mvemor

vmmwumtwmﬂy:edumdmxwm_by
[ ’sﬁﬁngmm i,

mmve mmdmmbk dﬁgmwmwe

(b)lfnpanymmdsmprovedenvmthepm&mrymw-
mentmustakocomp!ymh&lézs

6y When'd pasty-slieges vnder paragraph (a){1) of this seciion
thiet ‘2 drawing wes mede; u.copy. of the fimt drawing shall be filed
mmmbwmm,mamﬂ-
leges under paragraph (a){2) of this section that a written descrip-
tion of the invention was made, a copy of t} @ " G
tion shali be filed with end identified in i prelifainsry sistement.
Seeﬁlmw)whm:eopyonheﬁmdmmgmmdmp-
mmnotheﬁledwnhehsmd:mmmmmt. ‘

- Sections '1.623, 1.624, and 1:625 rmpecuveiy st out
the allegatmns which should be made in, and the ai-
tachments “which 'should aocompany, a preimmary
statement when (1) the invention was madé in the
United States, (2) the invention was made sbroad and
was iiitroduced into the United States, and (3) derive-
tlon by an opponem from a party is to be an issue.

Statement, Invemim Made

37 CFR I 624 Pmlmmary Statement; mventwn made amd. (a)
Whenlhemvenumwumwcabroadmdapanymdswrdy
on introduction of the invention into the United States, the preiimi-
nery statement must siate the followmg facts as to the invention de-
fined by each count:

(1) The date on which a duwmg of the invention was first in-
troduced into the United States.

(2) The date on which a wrillen description of the iavention
was first introduced into the United States.

(3) The date on which the invention was first disclosed to an-
other person in the United States.

(4) The date on which the inventor’s conception of the inven-
ton was first introduced into the United States.

(5) The date on which an actusl reduction to prectice of the
invention was first introduced into the United States. If an sctual
reduction to practice of the invention was not introduced into the
United States, the prelintnary statement shall so state.

(6) The date after imtroduction of the invemtor’s conception
into the United States when active exescise of ressonable diligence

(ﬂWWmM:&smv&ﬂmwmmm;'

(demeonw!w:hmemvmwasﬁmwwm
mvmwmhcrpm LERS
(S)Tbedmemwmmhemvwmwﬁmmmwme
mvam skt i FERRE
the (Qmﬂnteonwmchﬁsemmwmﬁmwmwm

opposEny. i
(b)lhpmtyinwndstopmvepﬁmy thepfehmxmymm
mmﬁoeomylywithﬁlm.’»mmmw
(c)%smﬂkwummaph(m)ﬁﬂmm
thet 2 drewing wad made, acopyoftheﬁmdmwmsmuw
with ‘sid ideatified in the preliminaty o ¢ Whith & guisty ul-
leges wider paragraph (e)(3) ‘of this section ‘thet ‘@ Writien ‘deserip-
uoaoﬂhemvenuonwasmnde,neopyoﬁheﬁmmwm-
tion shall be filed with and identified in the preliminary statement.
See § 1.626(b) when 8 first dmwmgorﬁmwmtendelcmm
camotbeﬁledwuhtheprehmmry statement.. i

A party does not have to anege dcnvamon in @ pee-
liminary - statement where the: partydoes: not ‘kmow
derivation occurred until the testimony petiod. Sec-
tion 1.623 requires a pasty to file a:preliminary state-
ment when derivation is an issue. If derivation is fot
known or discovered: prior to the date the preliminary
statement is due, a party must move to amend the
prehmmary statement and’ a]lege derivation pmmpﬂy
afier existence of derivation is discovered. ,

%%[Rngliminary Statemeat, Earlier Application

37 CFR 1.626 Preliminary statement; earlier application. When a
party does not intend to present evidence to prove g conception or
an actual reduction to practice and the party intends to rely solely
on the filing date of an earlier application filed in the United States
or abroad to prove a constructive reduction to practice, the prelim-
inery statement may so state and identify the estlier spplication
with particularity.

Section 1.626 permits a party to ﬁle a pwhmmm'y
statement which states that the party only intends to
rely on the filing date of an earlier United States or
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ofmmmmmmmmwwwmym
ing or written description shall be filed in a sealed eavelope besring
only. the ssme of the pasty filing the ststement aad the style (6.,
Janes ., Smith) aad number of the interference. The sealed eave-
lomn!wmdmumomlythemdmmuywmdmaf
any drawing or written description. §f the preliminacy statement is
fdedthmughmcmm,themledenvdopeshoﬂdbeeadowdmm
outer, eavelope . sddressed . (o . the. Commissioser of Patents and
acmrduwewnth§ll(e)

SHmE ;mybeopmedmlyauhedmctm

37 CFR 1628Pre1immary mtemem, cnmrmuof ervoe.. (a)Am-
teried érror arhing tirough- insdvertence: ar mistake in conmection
with (1) & preliminery’ ststemeént of (2} deawings or 8 written de-
scription submitted therewith or omitted thereform, may be cos-
rectad: by & giction (§1:635) for Jeave w.flle 2 comecied siatement.
The motion shell be suppoited by sn effidevit-emd shell show thet
thé correction s empntial to the eénds of justice and shall be accom-
pmiedbytﬁwtmwnmm“mammﬁuu
soon- s practicel sfter discovery of the erron. -

(b)Whmapanymnotﬂmhncopyofndnmmawm
description 10 the: party's: | - glatement : 8% . required- by
§62.623); 1.624(e).-or.1,625c); - the pmty (1) shbell show good
causemdexplammtheprehmmaxywwhyacopyofme
deawing or: writlen description cannot be atteched to the prelimi-
nary: siitement: and:(2).shall attach (o the prelininary slatement the

earliest drawisg: oz written description: mede in or introduced ino -

the United States which is available. The party shall file 2 motion
(¢ 1:635) to amend its preliminary. statement promptly after: the first
drawing, first weitten description, or drawing or. writtep description
first introduced into. the United States becomes availsble. A copy of
the drawing or written description may be obtained, where appro-
pnate,byamomu(§l635)foraddxmaldxﬁcovuy under § 1.687
or during a testimony period. ~

' 'Section 1.628 sets out how an error in a preliminary
statement may be corrected.

Section: 1.628(b) covers the possibility that a draw-
ing might not be available, e.g., a drawing destroyed
in “a fire.” Section 1.628(b) permits a perty to allege a
date when a first drawing or first written description
was - made in those circumstances where the first
drawing or first written description is not available.
The party is required (1) to show good cause and ex-
plain in the preliminary statement why a copy of the
drawing or written description cannot be attached to
the preliminary statement and (2) attach to the prelim-
inary statement the earliest drawing or writien de-
scription maede in or introduced into the United States
which is available. The party is also reguired to file a
motion to amend its preliminary statement promptly
after the dmwing or written description becomes
available. It is the PTO’s intent by the ameadment to
§ 1.628(b) to overrule the holding of headnote [1] of
Reddy v. Davis, 187 USPQ 386, 388 (Comm’r Pat.

1975).

37 CFR '1.637 Preliminary sssiemase, sasking before fling,, openisg,

@)eﬁmmmmﬂmwmm
stelement eccuried pelor (o tie dute alfeged in the o
estoblish only the s occusred a3 eacly o the date
slatement.

@)mﬂmbemmwdm;mvem -

: m&mmmmmmmmwmwm
ar - .

@)myoppomwwdmemvmmﬁmme‘my

mo{admamm}gmmmmwmm

mﬂydmnmﬁkampyafmeﬁmdmwmgwmmm

tion - widh the ‘glatement: 55 required by § 1.623c)

§ 1.624(c), or § 1.625(c), the party will be restricted w the earlier of

Memny’sﬁ!mgdmmwecgw%gdm&ummm
1.62

MSectmn 'lﬁﬁ’m:@m the eﬁ'ect of a. premmnaty

mtemeut.Apanywhafmlstoﬁleapr_
statement will .not: be ‘permitted to prove (1) that the
partymadethemvennmdeﬁnedbyacoumpmmw
the pmy’s filing date o (2) . that an opponem denved
the invention t‘romthe party. .

ma Rehmce (& Emﬁer Aw!ﬁcaﬁem [R-Z]

37CFR IﬁOReMmmwberappIamxm Apartyshaﬂnotbe
entifled o rely on the filing date of s earlier application filed in
the United kawmabromm«w(a)&bewﬂmaﬁplwmum
tified (§1.612(c){3)) & in the notice declering: the interfercace or (@)
the party files a mouonmderﬁlé%seekmgthebem-
ﬁtoﬂheﬁhngdateofﬂmmthermpphcamn ,

2331 Aeem [R-»Z]

37 €FR 1.631 Access w pmlmuww statemaént, Service ey‘pmﬁm:-
nary statement.’ {g) Unlews olherwise ordered by an examiner-in-
chief, wncmeudymthmmofadmmbymemmm- 3
chief on prelimingry motioas filed under § 1.633, any preliminary
sutemcntﬁ!edunder§162!(a)shaﬂbcopenedmmspecmbym
senlor party and any jonior party who filed a prefimingry state-
ment. Within a time set by the examinerin-chief, & party shell sepve
awpyofmmhmymmtmmhoppommwhomeda
meewder§!621(b)

() A junior party whodowmmﬁleaprehmmary statement shan
notlmveaecmtolhepm!mmxrystatemeutofmyo&erwﬂy :

{c) If zn interference is terminated before the preliminery wiute-
ments have beea the prelimingry statements will remain
m!edmdwﬂlberemmedmmempecuvepmwhoswm
the statements.

Under § 1.631, preliminary statements normally will
be opened for imspection when an examiner-in-chief
decides preliminary motions filed under § 1.633. A
junior party who does not file 2 preliminary statement
is not entitled to access to a preliminary statement. of
any other party. When an interference is terminated
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Q L 631('b). Howevet, & junior party is only mqmred to
serve a senior party who files @ statement.

2332 Ahawmt,Suwmor 7
“to be Argaed [R-2] -

37 CFR 1.632 Notice of intent to atgmﬂbaadbam& Suppression
or coacealment by opponent. A potice shall be filed by a party who
mtendstoarguethu:nopponemhmabmdoued.swpmed.
concesled. an: actual reduction. to :practice (38 U.S.C..§102(g). A
mﬂymﬂwbemmmdmugueabwdoumwor
concealment by am opponest unless the notice is timely filed. Unless
mhouudo(hermbyanexmner-m-chmf anoucesnmely

to bnef (§ l 656) or argue at ﬁnal g (§1.
that an ‘opponent abandonéd, suppressed, or concealed
anactualreductmntopmchceunlmthenoﬂcers
timely filed. A notice is timely" if filed within ‘ten: (10)
days after the close ‘of the testimény-in-chief period of
&h opponent. While‘a party has the: {mrden of provmg
that an opponent abandonéd, -sup ers
cealed; ‘the' burden may. be discharged on. the; basis: of
the opponcnt’s evidence alone. Shindelar v, Holdeman,
628 F.2d 1337, 207 USPQ 112 (CCPA 1980). See also
Correge v. Murphy, 705 F.2d 1326, 217 USPQ 753
(Fed. Cir. 1983); Horwath v. Lee, 564 F.2d 948, 195
USPQ 701 (CCPA 1977); and Peeler v. Miller, 535
F.2d 647, 190 USPQ 117 (CCPA "1976). Under previ-
ous practice where notice weas' not: mqmred, it was
possible that a party might learn for the first time that
abandonment,ysupprewion, or concealment was an
issue when the party teceived an opponent’s brief at
final hearing. See Klug v. Wood, 212 USPQ 767, 771
n. 2 (Bd.Pat.Int. 1981). At that point, it was often too
late to reopen proceedmgs in the interference. The
purpose of requiring the notice under § 1.632 is to
make the parties and the Board aware during the in-
terlocutory stage of an interference that abandonment,
suppression, or concealment may be an issue in the in-
terference. Early notice permits the pm'tws to ask for
and the examiner-in-chief to set appropriate testimony
periods for a party to present evidence related to
abandonment, suppression, and concealment, particu-
larly in those cases where long \mexp!amed delays
tend to prove the allegation of suppression or con-
cealment. Early notice also eliminates the need for the
party moving to reopen the testimony petiod. Kiug v.
Wood, supra.

f:m Seeleg.‘v

WWM:WWWWMHWWW
mammmwwmw-mwuw
nent fiden the moving party. See § 1.637) -
mnmmmmmmmmuwwm
ference-in-fact. A motion wader this paragreph is proper oaly i (1)
the interference lavolves o design sppiicetion or petent or o plant
epplication or petent ot (2) no clalin of & perty which corvespoads
to & coum i identicel to aay e%wnofmoppm‘wﬁchm

sponds to that count. Seeiw.ﬁ(a)
mhﬁect mrby ()]

(€} A motion to redefine the

interfering
addiugmmmmgawmt.a)ameam

mgm(ﬂrequmgmoppmentwboxsmapplﬁmtwadda
chmmdmdwgnatethechmmwnupmdtoacom%
51637(!3&“@)
(d)AmwmmaMappkmmmedw
mdfftuwlammohedmthmwﬂﬁnn
(e)Ammmmwm(l)mm
MWMWMMWW ol
byamﬂmowmfa@mmpaﬂm&mvﬂwdm&e
interference o7 '(2) when 2! interference invelves. theee. or more
mmwmmmmmpmmmmdmymmw
-themaeffereace.See§l637(a)and(e).
(t)Amouwbemordedthebeneﬁtdtheﬁlmgdﬂeofm
arﬁerappbmhonﬁledmtbeUmtedS:aﬁsmMSeeﬁlﬁ?
@and @ -
@)Amtoamkthebmeﬁtmdedmcppommm
notice décluring the interference of the filing date of an emlier ap-
pﬁaﬁmﬂedmtbeUnMWorabmadSeeM&?(a)m
@)
@)Whmammtwmvdvedmmmwr&rmmdthem
has o file or files an application for reissue under § 1.171; & motioa
:;daddtheapphcauonfmrmwthemmferm See§1637(a)
&) ‘
(’)Whenamouonzsﬁledunderpamgmph(n).(b),or(g)oﬂ'm
section, an opponent, in addition to opposing the motion, may file a
motion to redefine. the interfering subject matter under paragraph
(c) of this section or a motion to subsumte a dnﬂ'emnt mpphmuon
under paragraph (d) of this section.”
U)Whmamouonmmwunderpmgmph(c)(l)ofmm
an opposent, in eddition o opposiag the motios, mey file a motion
forbeneﬁtmderpamgmph(ﬂo“hmsecumasmtheeomtwbe
Mormwnuted .

Under § 1.633, a party may file prehmmary momns
for judgment, to redefine the interference, to.substi-
tute a.different application in: the interference, to de-
clare an additional 'interference, to be accorded the
benefit of an earlier application, to attack benefit pre-
viously accorded an opponent, or to add a reissue ap-
plication to the interference. The motions are called
“preliminary motions” in order to distinguish the mo-
tions from other motions which might be filed during
the course of an interference. The preliminary mo-
tions replace motions authorized by former 37 CFR
€ 1.231, row deleted.

It was particularly important, under previous prac-
tice, to review one’s proofs in advance and bring such
motions under 37 CFR 1.231 as might be necessary to
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sponding to a count is un tlw
With two ons, unpatentabiﬁty on

excepti
prior art (35-U.S.C. 102, lO:l),mfﬁmcdemc}o-
sure (38 U.S.C. 112, ﬁrstpumgrapk),mdeﬁnuenmof

claims (35 U.8.C. 112, second pm'ngrﬂph). dmmae pat-
wcmid

enting; ‘estoppel, ‘or-any other ground whick

support a - holding - that - claims  corresporiding
count are not patentsble; The two: encephom are (1)
priority of invention: of the subject matter of a: count
by the moving party as against any-opponent and (2)
dmvammﬁthcsub;ectmatterofacomtbythcop-
‘ponent: from ‘the: moving. party.: The fwo exceptions
are directed to issues’ which are: traditional- Wty”
issues, .e.g,, which inventor made the invention de-
fined by & coint first or, wher derivation is an isste,
‘who made the invention. Resolution of those:“priori-
ty” wssm almmt alWays reqmresthe takmg of testi-

the interference made the invention deﬁned by tbe

’dountpnortoanopponentmmem
subseqm to' the  moving ‘party. Thus, - patemabahty
issue, such as that raiséd’ under'35 U.S.C.-§'102(g) in
Sutter Produets’ Co. v,/ Péttibone Mulliken Corp, 428
F:2d 639,166 USPQ 100 (7th Cir.:1970), can properly
be - -raised - with ' & ‘motion- for judgment . undér
§ 1.633(a). Derivation- by an ‘opponent from “an- indi-
vidusl ‘not involved in the: mterfercnce can al.w be
raxsedundet§1633(a) e

~“Under § 1.633(b), a party can move fonr a Judgmmt
when ‘the péarty bélieves there is no interference-in-
fact. A motion for judgment on the ground of no in-
terference-in-fact is only ‘propér under one of three
conditions: (1) when an’interference involves designs,
(2) when the interference involves plant applications
or a plant application and plant patent, or (3). when.no
claim of a party which corresponds to a count is iden-
tical to any claim of an opponent which corresponds
to that count. An example illustrates when a motnon
under § 1.636(b) is proper.

Example 1. Application AD contains pateatable claim 1 (6-cyl-
inder enging). Apphcauon AE contains patentable cleim 3 {(8-cyl-
inder engine). Am interference is declared with s single couut (6-

or S-cylinder engine). Claim 1 of applicatioa AD and claim 3 of
nmwmﬁmdwpmwwnmpmdwnhewumw
cant AD believes that a 6-cylinder engine is a “sepa-ate patent-
able invention™ (see § 1.601(n)) from an S-cylinder engine. Appli-
cant AD caa file 2 motion under § 1.633(b) for a judgment oa the
gmuud of no iaterference-in-fact stating why a 6-cylinder engine
is patentably distinct from an 3-cylinder engine. If the Boerd ulti-
mately agrees with applicant AD, a patent can issue to AD con-
taining claim 1 of application AD and a second patent can iszue
to AE comteining claim 3 of application AE.

:g:eaqd theamded Mmmw

e

. Anipphcantmaymoveto&ddaciumwﬂw

cant’s apphcatwn aml to_ designate” the claim to be
o to ‘& count. see 51633((:){%)

(ensmc), PatcntK conumc!mm 3 (engme) md 5 (G-cykndex

__engme)Cl;mgnlo!‘applic’aﬁonAFandcmm3oImthm
"dwgmted‘tooorrespoxﬁtotheemmt.ApphmtAFMn
~ Gcylinder engme"u the ““sume patcatable’ . mvention™ (see
L 1:60i()) 25 engine. Applicent: AF cea file ‘a moticn @hder
- 1§ 1.633(e)3) to designate claim 3 of pateat K as corresponding to
.theeounhlftbcmouonnsgmnkedmdapplmﬁpnwﬂsm

' the interferénce; judgment will be entered against patentee K and

"bothc!ams3md50£patentKw:ﬂbemceMum3$
USC $135@a). -

: e 3. Appmamn AG cmmuns mmwu claien 1
‘(enme) P&tentLemmmchnt(enm)mdS(%cyhm
engine). An interference is declared with ope count (engine).
ClmmlofapphmtwnAGandclmms3m&50fmthm
dwgnatedtocuﬁmpoudmthecwm Patentee L believes that
an 8-cylinder engine defines a “veparate paténtsble imvention™
- {see § 1.601(n)) from engine. Patentce L should file. a motion
‘mder51633(cx4)mdm3uatecﬁmswpwameem-
responding™ to the covat.’ If tie iotion'is grantéd sud s adverse
Judgment is entered against patentee L, only clsim 3 will be can-
cel!edfromthcpmempumuanuoﬁusc §l$5(a).

‘A motion to redefine the mterfenng subject matter
may aleo reguest that an opponent who is an applicant

be reguired 1o add a claim to the opponent’s applica-

tion and to. designate the claim fo correspond to a
count. See § 1.633(c)(5). Such a motion may be filed
when a party sees that the opponent discloses, but
does not claim, subject matter which the party be-
lieves should be involved in the interference. ;

- Section  1.633(i) continues the previous practice
(from 37 CFR§ 1.231) of allowing a party to move to
redefine the subject matter of the interference or sub-
stitute a different application when an opponent
moves for judgment (see § 1.633(2) and (b)) or to
attack benefit (see § 1.633(g)).

- Paragraph () of § 1.633 permits an opponent to
move for benefit when a party moves to add or sub-
stitute a count. Thus, when a motion to add a count is
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mle apptoved

Secﬂogn L633(e) adupu ‘the ‘.eatoppel
by«&hg Cmm .of Customs.and Patent- Appeals in Avery
v, Chase, 101 F.2d 205,.40 USPQ 343 (CCPA 1939),
cert: denied, 307 U.S. 638 (1939);

The following comment by the CCPA in its opm
ion.in In re Shimer, 69 F.2d 336, 558, 21 USFQ 161,

163 (CCPA 1934), accurately ex “the intent of
P anulgatin §§1 633(e)mdwss:(c)
e stated that this rule works no liard-

y Ifip«mtybehévesthatabdppomthmcommxﬂed
,"fraud”« or hias engaged m “meqmtwle ‘conduct,” the

:ment., Obvxomly,‘a;motmn for _wdmum on the basis
of “fraud” or ‘meqmtable conduct” must- make out a
‘case by clear and comvincing evidence. The examiner-
in“chiief has sufficient authority under the riles to pre-
clide a party from proceeding in' an interference on a
‘baseless charge of “fraud” or “meqmmhle conduct.”
See also 37 CFR 10 23(c)(18)

233301 P Motions—-RehM to Amm-
cation Not Involved in Interference [R-2]

Whernever a party in intérference !mngs a motion
under 37 CFR 1.633(d) or [O) concerning an applica-
tion not already included in the mwrfcrmce, the ex-
aminer-in-chief should at once send the primary exam-
iner:a: written notice of such motion: and the primary
exammer should plaoe thls nouce m smd apphcmon
file, ¢
‘The mtwe is customanly sent to the cxamining
group which declared the interference ginice the appli-
cation referred {0 in the motion is genem!ly examined
in the same group. However, if the application is not
being examined in the same group, then the correct
examing group should be ascertained and the notnce
forwarded to that group.

This notice serves useful and essential purposes, and
due attention must be given to it by the examiner
when it is received. First, the examiner is cautioned
by this notice mot to consider ex parte, questions
which are pending before the Office in inter partes

m Mwm o mmmm 37.CFR-1.131. at
lmmmmwbemkdmmmeopwngww
mmmmeappm .03

Hamqumthebemftofafomgnﬁhmgdmw
under35USC. 119 is filed while an application is-in-
volved in:interference; the papers are: to be: placed in
tbeapphcmonﬁ!emthememannermaamdmems
seceived. during interference, and - appropriate . action
takcnaﬁuthetermmtnon of the interference. . :...-.

-4 party who desires'to be accorded the benefit of a
fm'eugn filing date which:was pot.accorded in-the dec-
inrati papemshould ﬁleam«monfat benm ofmat

§ 1. 324) mvolved in an in

. ‘A party who 'wishes: to: change the namcd mventwe
entity of its application or patent involved in an inter-
ference must do:so by way of.a motion uander 37-CFR
1.634: ‘Such a: motion must be accompanied by the
items required by 37 CFR 1.48 (in the case of an ap-
phcatxon) or 37 CFR 1.324 (in the case of a. patent),
and is decided by -the examiner-in-chief. If the pri-
mary examiner becomes aware that ‘papers, under. 37

CFR: 1.48 or.1.324  have been, filed in.an. application

or - patent, respectively, .involved .in an interference,
the examiner should call them to the. attention. of the
examiner-in-chief in charge of the mterference

2338 Misceiﬂmeous Motﬁons ER—2]

: 37CFR lGJSMmIIawmmm Apanyseekmgmtryofan

orderrehtmgwany matter other than a matter which may be
raised under §§ 1.633 or 1.634 may fi file a motion requestmg emry of
the order. See § 1.637(e) and (b).

Section 1.635 authorizes the filing of motions other
than those specified in §§ 1.633 or 1.634. Motions filed
vonder § 1.635 will be referred to as “miscellaneous
motions™ to distinguish from “preliminary motions”
under § 1.633. Instances where a miscellaneous motion
can be filed include motions to correct an error in a
preliminary statement, to extend time for taking
action or to seek judicial review, to obtain permission
to proceed under 35 U.S.C. §24 or to obtain addi-
tional discovery. _ ‘
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smAnWmmmw6Mammmmmwmwmmnmm
is discovered i the imventorship of em application, or. patest im-
volvadhminmktmemmmmbymm

@)Ammmmmmmeaummuﬂmm

mmmmmmmmwmm G)WWWMMW

(i) Show the claia does not define the same patentsble |

Secm 1636 aets ‘out the tunes within wluch a
monmcanbeﬁlcd

- A party must: exemed:hgeme in correctmg inven-
torship.- Van Oteren v." Hafner, - 278 Fi2d 738, '126
uspPQ ist (CCPA 960). c oo T

. (S)Amdmmymmimmm ‘torequiremoppommwho
mmappmeaddmmddmmmemem
spondmstowmmn ;
(I)Propmachmwbewdedbyme
(u)%owmemmmmhtywmewﬂmcm

mdapplythewmofmeclmmtomedhcmeofnheop

(0], A motion, ue tin & cextifi
oppoungpmm A,mmnmmodfutkmwlveby
themesnmdbythemomn. movmzpmyahall'

plwaﬁm,ememﬁadomuﬁledunwﬁnalmhwﬂ(b).
hubemmvedmaaewunenm. e we
:(3)-Show :the g ity 2 applmm
ptopmedtobeﬂ&d@ﬂhedsﬂ'mtnpp&w&hmwlmhm
. gpond 10 eech count éad wpply: the tersas-of the clnims. to the dis-
closure of the different application; when pecesssry. the applicant
M%MMMMMMMIAM@OM
dlﬂ'erentspphum
(4)mmebyammmmr§lﬁ3mreqmng
thebeneﬁtoﬂhemm&meaﬂmm&wmuﬁmdmme

C added v me-pnﬂy’d @pﬁmﬁw wﬁichcoﬂespoad W ewh

UmtedSumonbmw.
mﬁw‘”"m”m““‘"“mm’”‘?‘" @ AP "sotion to’ declare an- edditions] intetference
oo HEESES Im file with' i : under!lﬁ”(e)sbnllexplmnwhymaddmoml mmﬁermmnw
i,:u s iimteresiin REFRAEAS m&ry
’ ad?g)sldenﬁfynﬂchnms“man oﬁ;ggents apphcnﬁdu which mg? Whe";ﬁu(em). m’ﬁmmm an addaﬁoml faterfer-
should be designated to correspond (o each proposed:couat; ) “'O'del’! ify the additi ollaﬁopmphﬂm

. if an opponent’s ‘application does 1ot contain such & claim,

..themvmgpmyshtllpropmnclmmtobeaddedwﬂm
Mnyofmypropmedclumsw!heoppmentmd
".-omymemmoftbechMEothedeeoHMoppo-
,m’:ppaliutm

. (v)Dmgnﬂetheclmmof any patenz mvolved mthem-
‘ tetference which .define_the same pmentable mventwn u
’mhpropmdeoum

(v)smwmmhpmmsedcoumdeﬁnensepcmepm-
. entable invention from every othier count in the interference.
) (v:)Benceompamedbyamnonumilﬁn(ﬂmqm
mglhcbweﬁtofmcﬁlmgdateofmymlmapplwmoa
" filed in the United States or sbroad. L
(2)Apfeﬁmmatymmimseeldnsmnmendm‘upplécaﬁm
claim oot waooumoraddmgaclmmtobedww

edmtoacountshull

(i) Propose en amended or edded claim.

(i) Show thiag the propbsed: or edded claim defines the
seme pajentable invention as the count.

(@) Show the patentability to the applicant of each
smended or added claim and apply the terms of the amended
or added claim (o the disclosure of the application; when
necesary & moving party applicant ehell file with the motion
en amendment making the amended or edded claim to the

application.
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(i) Ceriify that a complete copy of the file of the addition-
al applicetion, except for documents filed under § 1.131 of

Mm(b),hmbemmwedom‘ﬂopmmm

(i) Propose & count for the additionn! interference.

(iv) Show. the patentability to the applicant of all claims
m,orpmmudt@beaddedto.Maddihomlapplmm
which correspoad o each propoled count for e sdditional
interference and apply the terms of the claims to the disclo-

-gure of the edditions] application; when wecessary the appli-

cant shall file with the motion an amendment addisg & claim
to the additional ep

" (v) When the oppénent is'an applicant, show the patent-

ability to the opponent’ of eay clainis in, or propoted to be

‘added to, the opponeat’s epplication which correspoad. to

thepropmedeomtmdapplyﬂmtemoﬁheclm*mmme
dieclosure of the opponent’s application.

(vi) When the opponent is @ patentee, dwmﬁe the claims
of the patent which define the same patentable iavention de-
fined by the propossd count.

(vii) Show that each proposed count for the additional in-
terference defines a seperate patentsble invention from all
counts of the interference in which the motion is filed.

(viii) Be sccompanied by a motion under § 1.633(f) re-
questing the benefit of the filing date of an easlier epplication
filed in the United States or abrozd.



nmm mmm mmmm
mey anlmn 1

(ﬁ «
(ili) When the moving pasty

mmmmm«wwmmmmmw
chhleﬁdmmch

addedw.tlmpnnys

o o Man, oppqnmswphczmdoaw contain such & claim,

.:f_thcmowa;wtymﬂpmpomnchlmwbeaddedmthe

ommt'ammmmmpﬂnymnmme

.. ..patentability of smy proposed claims to (he opponent and

applythe&ermsofthechxmstotlwdisc!omreoﬂheopw
nent's appliceiion.

(v, wtheclumofanypateutmvolvedmahem-

deﬁne he same. pmcmab!e invention as

VU (viy Show thiast each’ propoaed count for the oddmoml in-
. terference. defines & separate patentsble invention from all
<77 'Gounts in' the interference in which the motion is filed.
(vu)Bemompmxedbyamotwnunderﬁf&&(t)requat-
“hebeneﬁtoﬁheﬁlmgdatcofmwherappbcemnﬁled
theUmtedmaor .
{0 A pi ”“"'momﬁforbmﬁ!underﬁlﬁ”(ﬁﬂﬂl
(1) Identify the easlier application. e
(Z)Whmmewhumpﬁcaﬁouhmmmmedmme
Umtedﬁm,bemmueompmmpyofmeﬂeofmewh-
5t e Vapplication, | except - for' documenty  filed *under § 1131 or
§ 1.608(b), has been served on alt opponeiite. When the earlier ap-
- plication 'is' en'epplication filed sbroad; certify that & copy of the
- gpplibation filed shroed hes been served ob all opponents: If the
wﬁempphmﬁhdabmndunmmEngimh.thetmments
: of!LMTmmah)bem
(3)Showm&cwhernpplmnmconsmmenammuve
reducnon to practice of each count.
u (g)A rebmwymumsoamckbcuﬁtmderilm(g)shall
: uwmhmt.whyanopponemshouMnotbemded
thebeneftofthcﬁlmgdateofthewherwplmum
. (b)Aprelmmrymomamaddmapphcamfmremueunder
51633(11)shﬂl. : .
(1) Identify the applmuon for reissue.
-.(2) Certify thas 2 complete copy of the file of the spplication
for reissue has been served oo all opponents. .
(3)Showthepmemab¢htyofallchmxsm.orpmpowdtobe
added to, the gpplication for reissue which correspond to each
count and. apply.the terms of the claims to the disclosuse of the
applicition forrmue;whennecesmyamovmg applicant for re-
usueslmllﬁlewnththcmoﬁonanamcndmentaddmgachxmto
.theapphcatwnhrremuc
" (&) Be accompanied by a motion under § 1.633(D requesting
‘_thebeneftoftheﬁhnsdmeofanearherapphcamﬁledmthe
United States or abroad. .

Section 1.637 sets out the content of motions. In
prior interference practice, parties and their counsel
have had difficulty meeting all the “unwritten” re-
quirements for motions under former 37 CFR § 1.231.
Section 1.637 is quite specific in setting out the re-
quirements for each type of motion, particularly the
preliminary motions. By setting out with specificity
the requirements for each type of motion, it is intend-
ed to minimize disposition of motions on technicali-
ties.

Section 1.637 sets out the requirements of a motion
under § 1.633(c)(5). Those requirements are: the
moving party must (1) propose a claim to be added to
the opponent’s application, (2) show the patentability

- MANUAL OF PATENT/EICA

aot specxﬁu!ly disclose a Mylmder enzme. pruﬁeumw
coutsins ocaly a single claim 3 (cngine). thet spplication
AV specifically discloses a 6-cylinder engine and believing that o
6-cylinder engine is the same patentable Tovention’ w “enging”
- AW could move vader § 1.633(¢)(8) 1o: reguire spplicant AV to
- add & cleimy (G:cylinder engine) and to have the claim designated
to correspond to the count (WLAMMAYWW
onthegmundthata&cylmderenﬁnewwtbe “gnine” patest-
able invention” as “enginel” ¥ themotion: is; grentld, apﬁum
AunldberequuedtoaddaclamtoMyknderengme
'1thechmwmﬂdbe6escgmwdtownupmdmmecmt.ifay-
: p!mmAmemcmmfemce,tbeyndmmmpmhde
uppﬁmMAVﬁomobmﬂiﬁgfapﬁcMw:ﬁxﬂﬁmto “engiie® or
~“6-cybndcreugme“lfthemoﬁonudemed‘mmemth¥aﬁ-

“If sn’ applicant 18 ordéred’ by, #i & stifef"
i'ammdmmttopmentachmandtheappﬁuprfaﬂsoneﬁmam

Uuder the rules, 1t is not‘the mtem of 'the P’m to
allow a semoriparty to test thi sufﬁciency of the case-

: of a jurt Pp
& “motion for. a directed verdict’:. (se
the Federal Rules of ‘Civil Procedure) at: the: eonclu-
sion of the junior' party’s- -case-in-chiefand “prior to a
senior party’s case-in-chief i not authorized viider the
rules. If a senior party believes the case-in-chief of the
junior party is- insufficient :as a matter.-of -law, the
sepior party may elect to proceed immediately to final
hearing. If the senior party is incorrect;’ huwever, the

any case-in-chief or rebuttal.. See e.g, Camsmck V.
Kroekel, 200 USPQ 548, 550 n. 4 (Comm’r. Pat. 1978);
Lorenian v. Winstead, 127 USPQ 501, 508 (Bd.Pat.
Int. 1959); and, more recently, Burson v. Canmchael,
731 F.2d 849, 221 USPQ 664 (Fed Cir. 1984) (“There
is no support in law: for fepeawd bites: at the apple™).
Tais would be true even 1f the only evxdence relied
§ 1.608(b). In this respect, the rules codify the deci-
sion in Walsh v. Sakai, 167 USPQ 465 (Comm . Pat.
1970).

2338 Opposiﬁcm and Reply [R-2]

37 CFR 1.638 Oppasition and reply, time for filing epposition and
reply. (a) Unless otherwise ordered by an examiner-in-chief, any op-
position to any motion shall be filed within 20 days after sesvice of
the motion. An opposition shel]l (1) identify eny materisl fact set
forths in the motion which is in dispute and (2) include an argument
why the relief requested in the motion should be denied.
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FRIJAAICET OVDITE

mnmaﬁm&wﬂmg Oppositio
MK opposition, must identify any |
pute. Armp{ypmmfwmm
mations. A reply 19,8 reply:is nos auy
2339 ¢ Evidesce-ia: Sepport: oﬁ»

ﬂﬁon; or*meﬂly [R—E}M’f

(:‘)Mvéﬁny miwfm*mege&" _____ ; “Gigpbdition,’ S
mnymumdmmmmmmmmupw
ualegs tbg,prqof;elwd upon; is: <part.of: the inperlerence. file or the
file of an. plic: mvde3QMmmhmmﬂ

46 :
gytmdedwde&exﬂwmtm mmwmmt
appropriate interlocutory relief and enter an order i
nakmgofmumonyanddeferrmgademwnmthemouontofmﬂ

will be orde

It sﬁ'diﬂd[ e that if al ,_dav; cannot be fimels
prepared 0 be ﬁled with a motion, the moving party
may wish to take advantage: of :peragiaph (¢) of
§ 1.639 which requires a party to specify, any testimo-
ny .. A ‘moving party or an
opponent :may.. .describe. any wstxmany needed: to re-
so&ve o motnon undef mﬁm § 1 633 or: § I~634 O&en,

Accordmgly, a party may describe testimony needed
to . resolve motions . to correct mventotsl;np under
s

i§,,'634) and éhe ‘issue
considered at final hearing,
with § 1.671(e).

‘Example. An interference is declared withi one’ count between
appllcatson :AH and application’ AJ: Applicant AH files a prelimi-
‘nary motion under § 1.633(c)(1) to redefine the interference by

" adding & $econd count. In order to succeed, applicant’ AH must
* ‘show that the proposed count to be added is' directed to'a “sepa-
‘rute patentsble invention” (see-§ 1.601(n)) from. the count already
in the interference.. fn the motion, applicant AH sets forth in
detail the testimony which will be requlfed to prove that the sub-
ject matter of the’ ‘proposed count is to a geparate patentable in-
vention from the subject matter of the count in the interference.
Applicant AJ. opposes the motion on the ground that the pro-

the’ party ‘must comply

VR~ IO InEan

MMMWWMW
(oce Q:% 601(n)). An WNW

i ” i WWW% & ‘1“
M&ewﬁﬂ&%ﬂf&wwm
mmywm m;mmwmmaﬁwmm

mtuumsmummhnmmm&hﬁumw
the czmminer-in-chief:: Mmmmwmydmwm:m
mgmkeplacebytelepbone. 5 .

of dény any motich ‘hkemhothertcuoa which' wmsecmewhe
m:wcdy,mdwmdmmuﬂhamm&ux
- {1} When: preliminady motions vader.§ 1.633 9f¢ decided, tlwe

dummr—nwhwfmﬂ,whmme;nry;aﬂanmefmﬁimgagy
Y ) Y . jm

pmemm ameudmeax reqmm‘d’%?“&‘# eimuncm-ndmf aliall - be

3 ' y apmim-
hary stiteniéht préviovily: filet under § K 62%) ‘ARer the Tk €
fmﬁhﬂgmymndnmmwmmdmmm

(c) ' When @ décision on iy mononmder § 1.633,1 634=or‘>l.635

mentered swhich does not reselt in'the fsusnce’of an order to show

cause. underparagmph\(d)qﬂhlssecnon. apmymay file a: reqnest
14 days, .

speclfy with- particularity the ‘points’ heheved m have been thisap-
prehended. or overlooked in rendering the decision.. No: opposition
to a request, for, reconsideration shall be filed unless requmwd by an

examlner-' -chlef or the Board . A decision of single examiner-in-
chief will niot ordinarily be modified unléss an opposition has been
requésted by an examiner-in-chief or the Board. The request for re-
consideration ghall be.acted on: by a: panel 6f the Board codsisting
of at lesst theee examingrs-in-chief, .one:of whom:will mommuy be
the exnminer-in-chief who decided the motion. . R

D An exsmmer-m-cluef may mue an ordcr %) show cause why

_mdgment should not be entered agamst a party when

WA decmon on’ a mouon is entesed which is d:sposmve of
the interfereiice against the party a3 to all counts;

(2)Themny|sajmmnywhofmﬂstommmw
sigtement; oF

) The periy iz a jm«' party whose-. prclnmnary uaaemmt
fuls fo vercome the earlier of the. filing date or. effective filing
date of nnother perty..

{e) When an order to show cause is issued under paragraph (@) of
this section, the Board shail enter a judgment in accordance with
the order unfiess, within 20 days after the date of the ‘order, the
party against whom the order issued files a paper which shows
good cause why judgment should not be entered in accordance
with the order. Any other party may file a response to the paper
within 20 days of the date of service of the paper. If the party
against whom the order was issued fails to show good cause, the
Board shell eater judgment agsinst the parly. If o perty wiches to
take testimony in response to an order to show ceuse, the pery’s

2300-37



BECLIETY ww@ﬂmmwm Mmladom
themmummyqummwlmhwmme&eex-
aminer-in-chief or the Board.

The extent of the consultation will bedetermmed
by the examiner-in-chief; the examiner may be con-
sulwdmcrelyonmpmmofpamubmty ot may be
asked (o conduct a sesrch of newly-presented counts
or claims. The coasultation may be informal, as by a
te!ephonecaﬂ.ormaybebyamorejforma!wmten

lmuted $0. mntma ot deuymgm.mmn{

-t0- “take such other-action wmeh will
memejm.tpeedy mdmexpemwedwmmauon
of the interference.” 37 CFR 1.640(b). 4

A perty is’ entitled to rég
mmambyamemmwm

Boud,bmthedecwimbythesmgleenmmer-m-
MwﬂlmmmﬂybemodtﬁedunWanoppom
tion has been requested. The request for reco

m@awﬂweweedmbyamelofﬂwwvxlmm
ing of at lesst three examiners-in-chief, one of whom
Xgﬂ normally be the examiner-in-chief who decided

[]

that their requests for reconsidesatio

i wnx bz
are mg more fully eom:demd if

Mm&miﬁnwﬁhtheme,butmmmlme
decision on reconsideration by a majority vote. Use of
the exmiw-in-chm who decided the motion and
two edditionsl enminm»m—chwf ) mmumm de!ay

wmuwdwhommfmﬂhrwnththeremwdand
(2) minimizes the possibility that reversible error oc-
curred if only the examiner-in-chief who decided the
momu nlw individuelly decided the request for re-

ference may take a number of different courses. If a
motion for judgment is granted, the examiner-in-chief
will issue an order to show cause against the party or
parties to whom the motion applies. Judgment will be
entered sgainst the perty or parties by the Board if

tention of the exnmxner-m-cMefm charge of the'inter-
ference. The examiner-in-chief will determine ‘what
action, xﬁ‘any, shonld be ukeniﬂ thcmterfetmce

e [R-2]

37 CFR zw.«mm’af slication or patent o interference.
Duﬁn;memcyufmmmferemwmwmmw%cww
mmdwmﬁ%wammh@v@mmm
ﬁmc@ M M m sume petoutelne m 8 B cousl in
MmmmmmmmmfmywdtMeWw
pamemmwmmmcbmamnyanrmaﬂw-
ties.

Section 1.642 permxts an exammef«in—chxefto add 8
newly discovered patent, as well as newly discovered
applications, to an interference since 35 U.S.C. 135(a)
authorizes mterferenca between applwamﬂm and pat-

ents.

EXAMINER DISCOVERS ANOTHER APPLICATION OR
PaTERT DURING INTERFERENCE

If, during the pendency of an interference, the ex-
aminer discovers another application or patent claim-
ing subject matter which is the same as, or not paten-
tably distinct from, the invention defined in & count of
the interference, the examiner should bring the appli-
cation or patent to the attention of the examiner-in-
chief in charge of the interference. The examiner-in-
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i ’ 1635)for-uryofm
kwmmmmmmce.mmm
Mu)bmwmwﬁtbemmwwum-
? ma)mwamwhytheeudsohmmetm
the, ohpnﬂiummbepmﬂedtoptmecumuwmmfer-
ence, The examiner-in-chilef may aflow the sssignee of a part inter-
mwmmmtferemmmhmmmybew
peiate.
2344 PMW[R—Z]

.wcm IWMM in imd‘enm (l) Thcre is no appal to

i

ialninmferencefmadecmofmenm
Mcwwn’mdem:ofmmnm" ‘
o win mwuwct apemm m QR mferme

¢ Peder Buluovaidence or
wmmmmmsuw -+
@)Amm;ammw(n)(l)ofmsmmdm
mnsdmmnmmammamm-mm
or the panel may be dismissed se untimely. A petition under pars-
m(axz)dmammmnmummmmwme
Boerd ewsading Any peitition ender paragraph (a)(3) of
mebcumlyifubmadeumoﬁmsunWy
mammm%ma,lwmms Any opposi-
uwmapeutbudmﬂbeﬁledwuth!nISdaysofthcdawofsewwe
of the petition.
(c)The%aMmpeﬁdenmmymemedmgmlewa
,myhmudmthedmrenmonheemmum-chwf the panel,
or the Commissioner.
 (d) Any petition must contain o statement of the facts involved
'M%pmmmpomuwbeuvmmmewﬁmmqmed
Bnefsotammmdl.lfmy,mwppoﬂofdwpemmoruppm
tion shall sccompany or be embodied therein. The petition will be
emdedonmbmsoftherecmdmadcbefofcthceummemn-
chefortbcpcneluﬂmnewwﬂenumllbcwmﬁcredhythc
Commitilones in deciding e petit Copies of documents al-
readyofmommminmfmshdltmbewbmmmme

petition or oppos
(e)AnypammmdcxWﬂph@)ofmumm;ballbcac-
compmwdbymepeﬂtionfeemfonhinﬂﬁ(h)
(ﬁmmmfwmmm:m of a decislon by the Commis-
slomer shall be filed withie l."daysoftbedmgﬁhe(:mnw-
Wmebemempméedbthf@emfoﬂhmﬁlnm)
Nooppommuoamqwefmmmmdemmmﬂbemedum
reguested by the Commissioner. The decleion will act ordinarily be

nwdiﬁedunlmmbmwhmhubmmqmwdbym&m

nisgioner.

(g) Where reasonably poasible, service of any petition, opposi-
tion, or request for reconsiderstion shall be such thaet delivery is ac-
complished within one working day. Service by hend or “Esrpress
Mail” complies with this paragraph.

pm Been theww\uf mbetamiaﬂ My Semim
lMaﬁemmmmnumzethays Section 1.644
authonzu a‘petition to the Comuiissioner from & deci-
sion ‘of an examineér-in-chief or & panel when the éx-
ammer-m-cluef or the panel shall be of the" opmwn o
tlmt the decns:on involves' a controllmg ‘question ‘of
procedure or an i ,te“rpretatlon of a rule as'to'w ch
there ls,a substantwj sround for a dnﬂ'erwce'o

gous, to:that, ofadsstnct ourt cer 8 question 10
a court of appeals under 2 USC. § 1292(b). A
tion. can. be filed seeking: to invoke the supervisory
thority. of . the Compnissioner..However; the pemwn
caniiot:be filed pridr t0;entry: of mdgmem md cannot
rélaté- to thé merits .of ‘priority: or: -0 the
admissibility of evidesice 'under: the: Federal: Rulw of
Bvidence. A petition may also:be filed seeking waiver
of & rule.’ A 'fee asset forth i 37 'CFR 117(h) s
charged’ for éach pemmn ‘and for eaah request for re-
consideration’ of &’ decision on petition. Any’ petmon
wﬂl be decnded on the record made beforc the emm

,,,,,,

cannot by submntted with'the petition. Af'Opposition

‘Be filed unle .‘, rdered by ‘the’ Commimoner
;aably 'possnble,,servxce of a petmon must
be such that delivery. is a'ccompllshed within 1 day
Service by hand or “Exprms Mail” complx@s w:th thxs
reqmrement

When a. PTO employee is granted authonty to
decide a.petition under § 1.644(i) in an mterference
case, the employee will not be the exammer—m—chnef
handling the interference or an emp’loyee on a panel
of thé Board deciding the petition. It is expected that
an employee deciding a petition by delegauon of au-
thority will be one who. could exescise independent
judgment on the petition bearing in mind that a peti-
tion will be decided on the record made beforé the
examiner-in-chief or the panel. In connection with this
Iatter point, findings of fact by an examiner-in-chief or
the Board will be presumed to be correct unless
shown to be clearly erroneous. Discretionary action
by an examiner-in-chief or the Board will mot be over-
turned unless it is shown that an abuse of discretion
occurred.

A petition under § 1.644(a)(2) cannot be filed until
after the Board has entered judgment and the petition
cannot relate to the merits of priority of invention or
patentability or a question of whether evidence is ad-
missible under the Federal Rules of Evidence.
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’ CCPA lms“' statéd that “ﬁlmfmming hm
duties, the Commissioner cannot usurp the ﬁmcmms
or: " impinge:: upod: the:: of . the
Board . ...’ established: by 3§ U.SE. 1357 In re Dick-
 dgom,: 299, F.2d 954,958, 133 . USPQ 39, 43: {CCPA
1962)..See wloo Myers:v: Feigelman, supra,. 455 F.2d at
%99 n..8 172 USPQat583n. .8, However, xtzsnlso

. er. “shall supenutend or,.per-
form all dutm requu'ed by. law re¢ the grant-
mg and. issuing of -patents ... . ."” 35 USC. . §6;
Kingsland v.. Carter, Carbaretor Corp., 83 US. App.
DC»266 168 F.2d 565,,,.77 "USPQ 499 (DC Cir.

mine: on petman enther t“pmmy ofmvmtmn" Br
“&Wtentabzhty 22 Sée §11.644(a)(2).  Likewise, tlie:Com-
: i will-mot: cxms:det whethemmndeﬁce slmuld

Rules -of Evidence.: The PTO; belmves ﬂm thc F@deﬁ-

al courts, which routinely rule on. admissibility. under

the Federal Rules, sre in.a belter. position to. deter-

mine whether the Board pmperly mtea:preted the Fed-

eral Rules of Evidence. ... . ..1. - i
Whnle the Cammnssxoner.,. i

135(3), it does not fonow that "’(Commtsswner is
precluded from mterpretmg PTO rules on procedural
matters, including ptocedural matters related. to the
admissibility of evidence on some basis other, than the
Federal Rules of Evidence, ¢.g., whether a party has
complied with a PTO rule such as § 1. 67l(e) (proce
dure for relying on" affidavits) ‘or § I. 671(g) (permxs-
gion reqmred for obtammg evndence by subpwua)

2345 Extemmn 0f Txme [R-Z]

37CFR l 645 Extensm af time, late papers, .ﬂay af ppwmdmgr. {a)
Apartymayﬁlcamotwn(§l635)seekmganumonoftnmcto
take sction in an intesference, to file a noticé of appeal (§§ 1.302,
1.304), 67 (o commence g civil action (§§ 8.303, '1.304). The motion
shail e filed withip sufficient timie to actually. reach the enaminer-
in-chief before eapiration of the time for. taking action, filing the
notice, or commencing the civil action. A moving pasty should not
aspume tiat the motion will be granted even if there is no objection
by say other pasty. The motion will be denied unless the moving
mﬂyshmwgnodmsewhymex&cnmsbm&dbemwd The
press of other business arising after an examiner-in-chief sets a time
for taking action will not normally constitute good cause. A motion
geeking additional time to take testimony because & party hes not
been sble to pfocm'ethe testimony of 8 witness dhall set foeth the
name of the witness, any steps taken to procure the testimony of
the witness, the dates on which the steps were taken, and the facts
espected (o be proved through the witness.

(b) Any paper belatedly filed will not be considered except upon
motion (§ 1.635) which shows sufficient cause why the paper was
not timely filed.

(c) The provisions of §1.136 do not apply to time periods in
interferences.

USPQ -234__ zss . ,’z -

counsel, but numerous other mterfefen‘

‘Mamﬂmfmmmwﬁmmﬂum

- Under § 1.610(d)(6), a request for an extension of time

can be made orally and an appropriate ofder will then
be entered thus eliminating considerable paper work.
The order will be the written: record of the reguest
and decision. See 37 CFR 1.2, themqusof!nme
bavcmthcpast caused. numerous delsys

ence cases.. Under previous. interference. Spmctme,
some delays were caused because attorneys. and
agents on many occasions, unexpectedl 2

Section 1.645(a) specnﬁm the prééédure to be. used
when a w;men momm ls ﬁled It should be noted ﬂmt

When' counsel mdr an exammer—m-chnef agree to a
schedule and times are set, the parties are expected to
adhere to tlie schedule unless there are unusual cir-
cumstances. Apart from work that counsel may bave
in an interference, an examiner-in-chief has' a.docket
and must manage not only the interference involving

“The USS.

£

the followmg i Romnwum. Ine. .. Beckman: Imsm

ments, Inc., 727 F.2d 1540, 1549-1550 221 USPQ L
10 (Fed. Cir. 1984): '

“The conduct of a trial, grantmg of contlmmnm

and the like, is not, however, solely or entirely a

matter of balancing conveniences of the partnes

The Federal Rules of Civil Procedure recognize an-

other conmsideration—the need for the exercise of

discretion by the trial court in carrying out its duty
of managing the judicial process, the business of the
court, and the administration of justice.”

Howeves, the rules recognize the need for the exer-
cise of discretion of an examiner-in-chief in carrying
out his or her duty of manmaging the interference
(6 1.610), the business of the PTO (§ 1. 610), and the
administration of justice (§ 1.601).
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ARUIYORY |

sorinfaald |

thenmofmypmonmedthhepemg i;g  gerv-
Proof | servicenﬁyﬁe e by 1 ' sckiiowledpment of serv-
‘icé by or o béhalf oF:tié persba served or 4 stalement digied by

mmmmwty’smwmxcminmminm
mzeqmﬂwmumAmmmofmnmywmt
amehedto.w:ppams the paper stating the date and manner

, ) ente uprﬂnaﬁaepmofofservwe s

2347 Trmhmm'zle.-- T B PR
37 CFR' 1.647 Tranislation qfdwummiuﬁ)mign kmguage. Wben
mymmamtmamanﬂthmEnMa
mﬂumuofmedoummtmﬁuzlnhmi aitesting
wtbemyoﬂhemhmdnﬂ filedwnhthedocument.
Under: § 1.647;. whenapartyreheaouadocummt
in & non-English language, an English language trans-
lation of the ‘document. and an:-affidavit attesting to
the accuracy of . tlie: transiation will be required.:The
‘rule sppliés to-any. document, including evidence sub-
‘mitted with motions; foreign: applications: for which a
'partysee&sbeneft,wmmony,mdexmbusmtmduced
in evidence during testimony.

2351 Tim fm Dinwvery and Tecﬂmmy [R-Z]

37 CFR 1.65F Sem‘ng tlmesﬁrdiwamyamd mkingmn'mom; par-
ties entitled 59 take testimony. (8) At an appropriate stage in an inter-
ference, an examiner-in-chiel shell set (1) s time for filing motions
(QIMWMWWWNGBHQM(Z)W
nypenodsforuhngmynecmurymtmon

() Where sppropeiate, testimony periods will be set to permit a

party to:
(1) preseat ite case-in-chief and/or case-in-rebuttal and/or

(2). crom-examine an opponent’s case-in-chief md/of @ case-in-

‘mmﬁdmmﬂ&”&yo&&mymﬁeawm&e
peper within 15 days of the date of service of the paper. If the
pntyamﬂwhomtﬁeord«wasmdfuktoshowgmdcwse,

‘beﬁledumfm-zhmﬂsléwc). _—
. {c)mmmwmncmspmﬁedmmmh(b)ofﬂusm-
-mmmammbymemmwcachmshm

@umﬁl.ﬁﬁkmmmmw&waw
mywbdmuem '

(&) Testhmony disll be taken dmg me
mm«)ﬁmm :

Underﬁlﬁ!,aﬁeradecmnmwmedwpmhw
mary ‘motions, an exsminer-in-chief sets times for
"ﬁlingmoﬂmfuraddmonﬂdimveryamiformkhxg
testimony. Any motion for. addmomﬁ dmcovery will
bet90bﬂmmwemtom gatoric

mmcnpu of interrogatories, crom-mwmgnwm md recorded
answers under § 1.684(c).
(b)Anaﬁﬁdavnsballbeﬁledasuetforthm§1.672(b)or(e).A
certified transcript of a deposition’ including »° deposifion cross-ex-
emining on offiont; dhall be fled as sot-forth in § 1.676. An originel

'agreodsaamtmllbeﬁledasmfonhm§lﬁn(n A transcript

tories, and rworded answers ghall

ﬁlcthreeeopmmdwveoneenpyohrmrdcomgof
(1)Aanofmemwefmchmmmgmepagmof
BB f

‘thewcordwhuethedmctmmymd

esch witiiess beging. -

(2) As index of exln’bnts bneﬂly dmn’bmg the mm:re ofeach
exhibit and giving the page of the record where each cxlmbnmfmt
identified and offered into evidence.

{3) The count or counts. -

(4) Esch (‘) affidavit, (i) transcript, including transcripts of
cross-cxamination of any affisnt, (i) agreed statement relied upon
by the parly, snd (iv) transcript of interrogatories, cross-interroga-
tories, and recorded answers filed under paragraph () of this sec-
tion.

(5 EBach notice, officiel record, and publication relied upon by
the. party and filed ender § 1.682(). .

{6) Any evidence from emother interference, mmmg.

sction rehedupmby@mnymder“é%
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wmmmu
MWMWamWWMW

typograghioel

clete - black plrmenont fmege. !
nmmpwhumnpmﬂuwmm
thm By vk e g h&y’n
%Wa;ﬁmﬂx
am (16.3 by 24.1 em.).

¥ @MMMW@M
pmsnph(c)oftkmecmn €

m i ;CREEGD 8 " ]
(i)Anymmy-~md,arexh‘bandoeammply
mthtmsmmy;_:mmmilﬁlm ,

Secﬂonlﬁﬁsetsoutwhatshmmmﬂ;ewcordto
beconszderedbytheBoardatﬁnalhunng The
‘record oommwutobepnnted ortypedonpuper 8%
inchés by 11 ‘inches in sizé A
partyﬁ!esanaﬂidavnt.thepartyskmuldmes%by ll
inch paper for the affidavit. :

2356 Finsl Hearing [R-2]

37cmms4ma1mm (n)mmwopaMmaowm
“jnterference, the parties will be gives e -0 ' eppear
-befote the Boerd ¢ present ‘oral argument o2 -a final beering. An
examiner-in-chief shall set a date and time for finel hearing. Unless
otherwise ordered by an examiner-in-chief or the Board, esch party
Mﬂbeamﬁedwmmehm&mmmo@mﬂmmmu
final heating:

: (b)’nneopemmmmmemufammnywmmamr

statement of the jenior perty's case and. the junior party’s position

mmmpmwwemeprmnwdmbewfofmymMWyA
paﬂymayrwveapommofmmfmm

(c)chmetbemudedtoargthmopMam
doned, or concegled an actual reduction to practice
unless & notice under § 1.632 was timely filed.

(d)mwwnng.memwﬁmmshaﬂbemkmmm-
visement by the Board. Noﬁmhetpagetdmﬂbeﬁledememw
§l653(b)ornmhomedbyanemmmer~mchefwmeﬁmrd
Noaddmmmlofalugummtsmnbehadmlmomwdbym
Board.

Section 1.654 continues the practice or holding a
final hearing where oral argument may be presented
by all parties. No fee is charged for appearmg at oral
argument at final hearing in an interference. -

will be.entered by the Board. See. §§.
1.640(c). If the Board determi

Review of the finil de

5b¢fumapany‘mksjw“vwwufm mwm

;wmmmmmmwwmmm

m w si:ow um

spomewmeordermshowhmMm

e m the c%mm is ot
#to the party, u- final d j

will be entéred ‘holding the cMm;m be unpitentable.
. mtubymdn-
m&remwmderssvs.c.lﬂmiw It } be
mmd,hawever, -thet if there are other claims in:the
ppk ‘~~.. m‘pm\vhmhmdwmedmbe

?.wumrhomgthmechmwpammkwmm
enmadaﬁerﬁmlheamg:mothermm Such a

WMFwWMMMg(a)MWWMMmu-

" tled % Ble baels for final heusing. The exsminer-in-chief shall de-

mmMMMMm@wmmmmm@
@)mmdugmwnjmmﬂyMwﬂmmwo-
headings and in the order indicated:
(i)Ameo@emmmwwhmemmﬁ,Mmmbkof
canes (alphabetically seranged), statuies, érd other suthorities cited,
wmhmfumestothemesoﬂhebmfwmmeymcnm
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(l)nlwmm the fesves ead of the focts need mot be tisde
enlosy (he & Glasatinfled, with ﬂw statement in the opesing

Woﬂh rty gad
@ aa oapyofmemmneedmtbe
Wummywnsemummwamm
party ia coerect; ,
(d)&ieﬁmnybepumdonymmmutypewnmtm
sise paper may be used. momhmf,o{mhmymem
o@'wle@d-ﬁzedoub!e-mcedtypcwm ,orﬂym*mbnd
fis exvess of 28 legalsize doublespace typewritien pagés shall be
peinted unless 8 satisfectory resscm: bé . given wiy, the: brief shodld
mbepcMAnypnmedMMcmﬂyw:}nmmm

: (ynmmmmmdmwmum
. (:)Asyhmfw)whdoumwvm@ quiremer

(h)lfapnrtywmtsthe teadetmg
mleomtheadmmibibtyof‘ evidénce, the party 't
'hmhgbmfmoﬁmﬁmdthreeeopﬁdamoﬁm(ﬁlﬁﬂ
‘b supprets tie evidence!’ ‘!'hepmvmof!lﬁ?(b)dommply

OWheauunmputyfu!stoumdyﬁlemopenms
mmymquﬂngmejmmmwumwhythe
Board should not treat feilure to file the brisl wé'a Goscéssion of

priogity. If the fails to respond within g time period set
mnhem'der Mmmzbemmwmeﬁmmmﬂy _

Once the ‘parties have *filed - their - evidentiary
records, times will be set for filing briefs, and then the
case will ‘be set: for hearing. 37 CFR lﬁ%wspecnfc
es to the contents of the briefs...

In large measure, §:1.656 follows the wqmmmems
of Rule 28 of ‘the Federal: Rules of Appellate Proce-
dure. An original and’ three copies of a brief are re-
quired. Under § 1.656(h), if a party wants the Board
mrenderingxtsﬁmldecmontomlethatanyew-
dence is inedmissible, the perty must file with its
opening brief an original and three copm of a motion
to suppress the evidence. Any prewous objection to
the admissibility of evidence is waived unless the
motion to suppress is filed. This procedural provision
makes clear that an objection to the admisaibility of
evidence must be renewed at final hearing and will be

Jhroushk(d and (). through G

moﬁon tnder 51633@) 'y !omg-pany who Sould have ‘properly
-mbved, but' Giled to move,’ undar 5 1:633 or 1.636; shall be es-

selbattable
MMMWWM
“Mnfthmwoﬁlmr

‘37(‘.‘51! IMMW(:)AMMM&MM
eholl: eplir-a decition resolving thie issées faissd et fimal hearing.
mdewmmy(l)mwjudm&mwholemmwm )

mmmemmemmer -in-chief for further proceed-
mgs,m(3)tnkeﬁmhet tion’ fiot- inconsistent with law. A judg-
mentnmamntmnmtewhetherormten&wymmtm
o o patent containing thé ‘claims inthe party’s paleat o spplication
which correspond to the count’ When the; Boerd enters @ declsion
swarding judgment as. tonll count.s, thedecmon mﬂ beregardcd
as a fingl decision. -~ 51 ~ 1

J(Ba)My1re=¢1ifaeﬂtt‘<m~ ;

ﬁeopmﬂmt@dmonmthemme@ﬁwmdmmmg-
-ificantly modifies ite: otiging] -decizion: under: paragraph (8). of this
‘sectipn, the: Boerd: mydesimwmedmmoathereqwz forr&
-consideration 28 & new detision. <

(c) A judgment in an mteffetence settlm all isgoes which (i) were

rhised end ‘decided tn the interference, (2) could hive been'properly

raised and decided in the inteiference by e motion -under §1.633.(a)
§1.634.and.(3) could have been
sdditional” imterférence with a

topped - wmkeexmemmmmmsum- the: Pateat and
Tredemark Office aftes the interference which is.inconsistent with
that party’s feilure to properly move, except thet a losmg party
shall not be estopped with respect to any claims which correspond,
of properly could have corresponded, to 8 comt m to wluch tiwt

pmy wis awarded & favorsble judgment. -

In’its final decwlon, ‘the’ Boamd can ‘(!) enter judg-

“ment, inl ‘whole or in part, {2) remand ‘the iiiterference
to an examiner-in-chief, or (3) take’ further action not
“mconsistent with' law, A Judgment"as to ‘& éount ‘will

state whether of niot each party is entitled t6 a patent
containmg clmms ‘which' correspond to- the - count.

“When Judgmem 1§ ‘enntéred -as to all counts, the deci-

sion of the 'Board is’ considered final for the piirpose
of Judxcml review. Section 1658(c) defines the doc-
trine' of interference estoppel as it is to be applied in
the PTO after an interference is terminated. The defi-

" nition of interference estoppel is designed to encour-

age parties in interference cases to settle as many
issues’ as possible in one proceeding. Section 1.658(c)
creates an estoppel both as to senior and junior parties
unlike the previous practice (37 CFR § 1.257) which
limited estoppel in some instances to jumior parties.
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‘which or pmpmw
responded, 1o a'colint betd wwmmv immvﬁrd-
w 8 WMM:“ A5 arde of vabio ne
After the Bodrd ‘of Pafemzw md lnmfw-
mcuhu'mdereda%’ !
the losing party may' éither’
Appesls fot the qum Circudt, nadw 35 u.sm. 141.
or file a civil ‘actioi’in : wm&m ﬁmﬁwm
under 35 U.S/C. 146, Upoi the ol dn'é o
the Court of Appeals for the Federal Circuit, t w
posing party may elect to hgve the pm@eed}ns”
ducted in a district court.”n ‘¢
mﬂbemumedattheBomdmmmwpmcwd
ing has terminated. ('l'thTOmny,bmmrmallydms
not, issue the application ¢ of e winmng_pnrty in an -
teiferénce iavolving only app , fiotwithstind-
ms theﬁlmgo civil, acuon underSS USC 146 by
, _See Menaca Ve Wm 20.F.2d. 335.

£ m’!ewm W«m ‘of facts not pre-
;of rqcm%wh “filéd which; Aimm opﬁm “of the- mmmer.

i’oven‘bomes Pejective

(b)shonmméhoufdl‘mwkwwhdaedmyyom{omm
demﬁ#dmmmmmumnmcm
-tk invelved: fa the: judgment -of .the intesference; it may iiciude in
~mdecmtmwmemﬁmmmwmmmmt
be reexamined. mmmmmrwmd&mewwhetm
f»ﬂmﬁowwiﬂ'beerdemd: w1y A q
(c)TheBomﬂmypukewyothettmmmmuon theex-

“Under’ § 1. 659, "th Board :

‘tions o examiners,, '

recommendations that apphcanm claims not. involved
in the interference be rejected and that a patent be re-
examined as’'to patent clanms not- mvolved in the mter-
ference. . ..

‘When .a patent is. involved. in an mterference esch
claim of the patent will ‘be. designated to. (1) corre-
spond to a count or:(2) not. correspond to g count.; All

_claims which.are. ultimately determined to correspond
to a count will be “involved in the, Judgment of the
interference.”. Inasmuch. as they are involved in the
judgment of the interference, there is no, need to rec-

ommend reexamination of those claims. The clazms in-
volved in the interference are cither patentabl . OF; Ul
patentable based on the final decision of the. Board.
Section 1.659(b). merely authorizes the Board to rec-
ommend reexamination of patent claims. whlch )} are
not involved in the judgment and (2) for one reason
or another neither party saw fit to move to designate
as corresponding to a count. ;
2360 Notice of Reexamination, Reiwue, Protwt
or Litigation [R=2] _

37 CFR 1.660 Notice of reexamination, reissue, protest, or Ilngarwn.
(2) When & request for reexsmination of a patent involved in an in-

§lﬁ€0mdwmeﬂmkeepthcmdaﬁaﬂys

| ammxent mfmmd of activity, whwh is relwant toan

;mg the interference. - Bﬁore'tia\ﬁng‘any .action on the

reissue, the primary examiner should: consult: the ex-

‘aminer-in-chief in chargé of the intérference. It is' par-
“ticularly important that ‘the reissue_application not be

gmnted without the approval of the examiner-in-chief.

,2361 Terminatiom @f Interference After Jmig

- ment [R-E]

37 CFR 1. 661 Temcmmw af mrezference qﬂ‘er Judgmem. Aften- a
final decision is entered by the Board, an interference is considered
terminated when mo eppeal (35 U.S.C. 141) or other review (35
USC.!M)h&sbeenmmbemkenorhad o

‘Section - 1661 sets” forth: when .an - mtcrference is
considered terminated after a:judgment. is entered in

- the : interference. -For! the: purpose of:filing copies of

settlement agreements - under-357U.S:C:. 135(c), if:an
appeal ‘or civil action is not. filed, the interference: is
consideted  terminated as of the date the’ time for
filing an appeal or civil action expired. 37 CFR 1.661;
Tallent v. Lemoine, 204 USPQ 1058 (Comr. 1979)..See
also Nelson v. Bowler, 212 USPQ 760 (Comm’r. Pat.
1981). If en appeal is taken to the Court of Appeals
for the Federal Circuit, the interference terminates on
the date -of receipt of the court’s mandate by the
PTO. In re Jones, 542 F.2d 65, 191 USPQ 249 (CCPA
1976). If a civil actica is filed; and the decision of the
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: jadgment sgeinst the spplicest &3 to @l claims come-
sponding to all counts. Upoa the filiag by a party of & request foc
mo’madvmwdmt.meMmymmmt
wmm

(b)!fawemeenivohedlﬂaammfereweﬁhmwm
formdnmathehne&mwemdmﬁdmmoﬁbemm
comenpondisg .10 the cousts.of the intesfesence for the purpose of
aypiding the. m:;rferencc,,;udgmmz may be entered against the pat-
mmAmmewboﬁ!umxppbamtmmmﬂmmfm
the purpose of avoiding the interference shall timely file a prelimi-
mmmderfmﬁ(h)wmmmwhthm

timely, filed.
c)'!ﬁe b
@ il

e{ammmmssusc §253 by
mifm‘nmmAWMmuMnmh

any' statmofily distleined cliims from being

‘ provld&s that a party may request
that an adverse judgment be entered. The. section also
pmvxdesthatwhenawnttendmclmmer(naatam

mer),’ lc'oncessmn* of pnonty or unpatents-

; or abaridonment of the contest is filed,
ncmon, or abandonment w:ill be

'Secuon:i\.662(b) provuiw that whet a'patentee files a
reissue application and omits all claims of a patent
gto the counts of an interference for the
Patpose "of ‘avoiding ‘the interference, judgmen
‘be ‘entered ‘against the patentee. Under §1.662(c), the
"ﬁlmg@fammtorydmclmmerwﬂl aot be treated a3 2
request for ‘entry of an adverse judgment unless all
patent claims corresponding to a count are disclaimed.
Under § 1.662(d), if after entry of a judgment or after
filing of a statutory disclaimer no interference exists,
the - fiterference will be terminated .28 to any party
gmmtwhom,mdgmenthasmtbemememdmdany
further: prosecution: of any application involved in the
terference will be ex parte before the examiner. -
' When some of the patent claims corresponding to
count are disclaimed, the interference proceeds on the
basis of the remaining claims which correspond to the
count. If all patent - claims. corresponding to a count
are disclaimed, judgment will be entered. The third
gentence of § 1.662(a) does not apply to an application
which is mot involved in an interference. If an appli-
cant files a continustion-in-part application and suc-
cesefully moves (§ 1.633(d)) to substitute the continu-
ation-in-part for the application involved in the inter-

37 CFR 1656 Adtion after inse ' Fasvard
i i P"W tekce guch wﬁm in m &p-
o Mm ] ﬂ

mwmmmmmammmm
ject to such ez parte action g5 their respective condi-
mmyreqmmmutewhenmepmtym

statutory period for response by Memp!tmnt.SeeEx
parte Peterson, 1941 C.D. 8 (Com’s).
Themmtobe!mkenbythemfoﬂcwmg

edmderm!m”%lﬁ()l-léﬂ&wﬁ!betemmmeﬂ

by judgmeat. -
When the files are returned to the examining group

‘after termination of the interference, the primary ex-

aminer is required to make an entry on the index in
the interference file on the next vacent line that the
decision hss been noted, such as by the words “Deci-
sion Noted” and the primary exeminer’s initials. The
interference file is then returned to the Service
Branch of the Board of Pateat Appeals and Interfer-
ences when the examiner is through with it. There it
will be checked to see thet such note has been made
end initisled before filing away the interference
record.

If an application has been withdrawn from issue for
interference and is again passed to issue, a notation

“Re-examined end passed for issue™ is placed on the
file wrapper together with a new signsture of the pri-
mary examiner in the box provided for this purpose.
Smhammﬂbemlwdumbymmbhmmg

bepmedformueandmkmnpm‘bkmscrmout
those applications which are mistakenly forwarded to
the Publishing Division during the pendency of the
interference.

See § 1302.12 with respect to listing references dis-
cussed in motion decisions, end § 2364 concerning the
entry of amendments.

Form Paragraeph 11.02 may be used to resume ex
parte prosecution.

Peswz Pazagragh 11902
EX PARTE PROSECUTION IS RESUMED
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Sl e, wwmammwwu
mts,gﬁwmlm

Esaminer Mate:
In bracket 7Cingdet whathes \mmummmfm& Ly
2363.01 . .MNo lutexference In Fact. m—zl o

“The Board miay, i it fndy ﬂi&(ﬁ*' e
€nge in fact, wward Jidgaiedt (¢ both
& case, each party-applicant. may be
on-the: claims of the application d
wzmdiwg 1o the count, if those claime are mhenme
patemable o

236302 The Winning Party [R=2]

If the prosecuiion of the winning party’s case had
‘8ot been closed, the winning party. generally: may be
allowed adidnioval and broader clains to the.conunon
'Meﬁtablei«subject mateer.: (Note; ‘however, «fn re
Hoover. Ca.;- Ere., 134 F.2d 624,57 . USPQ: 111;:1943
C.D..338 (CCPA).)-The.winning: party-of .the:interfer-
ence is not:denied :ariything, heior she: was inposses-
sion of: pncnr to theinterference;: oz does:he-or:she
déquire and additional-rights-as-a: sesult-of the.inter-
ference. His or her case 1hus. stands:&s it waspnox 10
she-intesferesce. If the: application.was under, final- re-
Jectionias: 1. some. of its; claims at the time theinter-
ference-wasfarmed; the institution; of; them@sfe:enqp
-acted:to suspend: but: 10t tevacetey;the, fiml rejegtion.
:Aftes-termination of the imterfegencera lefter is written
the applicant, as in the case of any other:actio
:swered at.the time: the interference was: mstxtuteqi,_set-
&mga shonencd penod of 2 xmm:h ;w;:hm

. OFFICE ACTION. Ul\_,\SWERED . .

“This’ apphcation confains ‘an unanswered”()mce ammrmnluf on
-1} A'SHORTENED STATUTORY PERIOD FOR'RESPONSE
-TQ, SUCH  ACTION. 1S-SET TQ.EXPIRE - l2] FROM .THE
DATE OF THIS LETTER., . - . . .-

- Examiner Note:

This paragraph must be preceded by paragraph 1 02
~Inbracket [2} insert da“.e, days; or-months. :

2363 03 The Losmg Party [R-2]

.37 CF R. I 663 Szaxus of clq:m of defeat applncam qfter mrerﬁ.'r
ence, W henever an “adverse Judgmeut is entered. a5 o a count
against | an appl cant “from which o appeaf (35 U8.C.-§ 141) or

" otfier review- (35 U5.C-§ 146) hiss bezit or con'be taken or had,the

- claims -of : the -application- correspondmg to:the count. stand (inally

- disposed of withaut, funhet .action by the. exanuuet. Such c!azms are
.86t gpen ¢ !'urlhnr et parte prosecuﬂon i e

- The Board’s Judgmem in an. mterference conducted
under 37 CFR 1.601—1.688 will state that. the:losing
.party is not entitled to a patent. containing the claims
corresponding to the count.or counts. Under 37 CFR
1.663, such claims “stand ﬁnall) disposed. of without
further action by the examiner.” See also 35 USC
135(a). When the files are returned to the examining
group after termination of the interference, a pencil
line should be drawn through the claims as to: which
a judgment of priority adverse to an apphcant has
been rendered, and the notation *“37 CFR 1.663"

MANUAL OF PATBREIA

rtténjss restncted o Su ubjédt 1

‘ferred_ to th
‘approve orders of‘ tlus nature. .

stand finally dmpocad-oﬁn
1.663.° :
If all the claims in the application are ¢
letter should be wrilten mﬂ?ormws the .
an t!ze ctmms m the upp!mﬁm imve bew

.ume ;hc m}erference »was
_mdmaniyf € i

ready for issue, his or her nght to re

Exammer-m-chief who hms authority to
- In addition to.repeating. any omstmdmg rejecum,

the examiner should consider: whether any remaining

claims ‘i the losing party’s application should be re-
jected -om the ground of unpatentability under 35
Us.C. 102/103. or on the grmmd of estoppel.

1. UNPATENTABILITY UNDER 3 US.C. 102/

103
The ‘examiner: shouEd detefmme fmm thc Boud’s

’Idecxsm thie - basis on’' which : judgment -was readered

against ‘the applicant. If the judgment was thet appli-
cant wasmttheﬁrstmvenmofthem;ean

issue, the application claims may- be rejected under 35
U.S.C.102(g)/103 as unpatentable over the lost

counts. If the judgment was based on @ holding that
applicant derived the invention from another, a rejec-
tion of claims as unpatentable over the lost counts
under 35 U.S.C. 102(5)/103 may be in order. Where
the Board rendered judgment against the applicant be-
cause his or her claims were unpatentable over prior
art, under 35 U.S.C. 112, or on other grounds, the
other claims in the application should: be reviewed to
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éstopped to take subseguent dction in' the PTO
wmhkmmmmtwﬁhtbepmﬂfmmtom
erlymove.ﬂowever in the event of a “split award,”
the losing party is not estopped as to claims which
, or properly could have cormep&mded,
toaccuntwlmhheorshewm
" The following exaimples illustrate the apphcatwn of
estoppeltothelomngparty =
ExampkllunmputysppﬁuatALmdmmpaﬁyapph-
um&xwmmmwemmmmm"m
“r B and clede valy invention A in their respective applications.
o Aw interference s declared with & simgle count to iaveption. A.
N’entherpcﬂyﬁksamoﬁmmdetﬁCFRlGB(c)(l)maddn
wmvmounludgmmgmnﬂofAL‘schmm
mgmmmm:mmmmmﬁm

reapondmgtothecomttompaﬁyapphumﬂs&mmor
,punym&xcmtALwﬂlbeutopgadtoob@mnapﬂenﬁmtamng
_claims to invention B in the intérference. Senior party applicant
AR will ‘not ewbpped o&mmapateutcmtamgcimmto
“inveation B, s
3JmpmyappWAMmdmmpmyappk-
,eqm AP both disclose separate patendsble inventions “C”, “D”,
‘and “E" and claim inventions C and D in their respective appli-
cations. An interference is' declered with two counts. ' Count 1 is
to investion C and Count 2 is. (o invention D. Neither party files
aprekmmu’ymoumtoaddnpmpoudCouthomvenmE.
- Judgment gs o ol AM's cloims corresponding to Counts. § 'and 2
- is awasded to junior party epplicent AM. Senior party applicant
AP will be estopped to thereafler oblain a patent coataining
«claims to inventios E, becanse applicant AP failed to move to
2dd u’count to invention B in the imterference. Junior party appli-
mtAMwmnmmmmwMapmwtmmmcm
to invention B. - :
Emwpktlntlmuampk.mfwmmwemmmﬁmm-
p!eSexeeptMmdgmemmawardedmmal]APsclmmsw
responding to Counts 1 and 2 to semior party spplicant AP.
Junior pastly epplicant AM will be estopped to oblsin & potent
. contuining claims to invention E, becanse applicant AM feiled to
move o add a count o invegtion E in the interference. Senior

' mnyapphmtAPmﬂnmbe&oppedtooWnapatemcon-'

taining claims to inveation E.

" Example 5. In this example, the facts are the same gs in Ensm-
ple3exeeptmmwdgmcnnsawudedmmofAMsclmmm-
respondisg to Couat 1 to junior party applicant of AM and judg-
ment is awarded to all AP's claims corresponding to Count 2 to
senior party spplicant AP. Both parties will be estopped to
omainapmmwmmnmgclmmwmvemm&bewmenmhcr
moved to add & count to inveation E dusing the interference.
Assume that jenior party AM could have properly moved under
37 CFR 1.633{0) to be accorded the benefit of an earslier applics-
uon.bmdndamdosoduﬁnguhemwfexence Junior party AM
will not be estopped in subsequent ex parte prosecution from
mhngforwwﬁtofmeemhenppﬁmonmtothemmde-
fined by Coumt 1. Accosdingly, if the examiner were 10 reject
jenior pasty AM's claim corresponding to Count 1 on the basis

epplicant AT on the caim ©

eace is declared between spplicant AQ ead spplicent
sole count iz direcied to invention B. mmhmww

‘cant A} or He amsignee to declare ou additions] lateeferen

MWAKMWASWMammW@
GAanaﬁaﬁ‘Ak’acmm

‘ containing
tiom G, bewmmﬁemh\kmdthewmm%edmmvew

declare sa additions] interference with '8 coamt to invention G.
Enampk?‘lhﬁcumth&un@em&emeas&em

in Example 6 except that judgment as (o all of AQ's claims corre-

;MMWWMWMWWAQ.A[W&CM“
AS and the mseignee would ot be becamse applicant

AQ was not a “lodiag party™ (37 CFR 1.658%(c))-

Example & fipplicsst AT diacloves & generic inveation to “sol-
vent? and 8 species to “benzene.” Application AT containg 8 pat-

"'MM!(@M)MM&M@MWAUG&
- ¢lsei’ the geheric  inventioa 1o “solveni” ‘end’ sptcies b0 “btn.

zene’ end “toloaie.” Application AU conteize petentable cleim 3
r.-‘(wmt)mdmmmmmmwmuwm:

W_Avmdwwedtowmmmemtwo
fingsy motions ere filed. AMMmanfwmof
pbmtAmeMbeatoppedmobemap&mmmummga
claim to benzene, becasse applicant- AU failed to e o prelimi.
nary moticn under 37 CFR 1.633(c){1) seeking to add 2 count to
benzene aad beazene was disclosed in winging perty AT's appli-

" ‘cation. Applicant AU would ¢lhio e enopped to obinis o patent

coatsining @ cleim to toluene, uslen “loluene”™ defines o “szpe-
rate patepteble invention” from “wivent,” A besis for intesfer-
ence estoppet (37 CFR lﬁss(c))emm:f toluene” end “solvent™
define the “same patentsble invention,” because a claim 10 “tole-
ene” could propedly have been sdded end designasted to corre-
spond to the count. See 37 CFR 1.633(c)(2).

The following two examples illustrate the applica-

tion of estoppel against an applicant who lost the in-
terference based solely on the fact that theapplicam
was unsble to establish a date of ‘invention prior to
the opponent’s foreign filing date (see Ex parte Tyigat,
225 USPQ 907 (Bd App 1935))

but does not epecifically discloee a 6-cylinder engine. Application
AW conteins cely e single claim 3 (emgine). The U.S. “filing
date™ (37 CFR lml(h))ofthe AV application s prior o the
U.S. filing date of the AW spplicetion, but the AW application
claims g foreign priority date under 35 U.S.C 119 baged on an
application filed in a forcign countey prior to the filing date of
the AV gpplication. An interference is declared. The sole count
of the interference is to “an engine.” Claim | of the AV applice-
tion and claim 3 of the AW application are designated to corre-
spond to the couat. During the interference, applicant AV does
not move uader 37 CFR 1.633(c){2) to add a claim to 8 6-cylin-
der engine and to designate the claim to correspond to the count.
Applicent AW iz awerded 8 judgment in the interference based
on the earlier filing date of the foregin patent epplication. After
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. ¢o=uldobtamapwemmw:nmgchm2 lfmlheothethmd.n
G-cylinder engiﬁeinuu “séparsite patentable invention,” claim 2
- of the AV ‘ipnltics wuu!dberejectedonmebmsofmrkf
Heneemoppelb‘eamec!ﬁchothlvebcenamkdbyn
“mot 7CF_R 1633(c)(2) See37CFR IGSB(C) ‘

 claim 2 (6-cylin&r engme)
. both, chxm“' and 2 of :applmtwn AV are demgmted to carre-
B cou;xt Duiring the mterference, apphcant AV does
63 clai

y ing. party’s appl
aminer should&mreﬁzlly consider: whetherdthe grounds
of estoppel have been fu}ly applied. -In> ‘order 10- ‘pro-
. T 8 i of ' ‘the*dogtrities “of lost

1 : ) (1) and. (2 ‘,1.§(d)(3), (e) 1)
and- (2), or (h),. a. movmg party is- reqmred to submit
with his or her motion as a separate paper, an-amend-
ment embodymg the proposed claimis if the claims are
not already in the applxcatlon ‘concerned. In _the case
of an. apphca.txou involved in the interference, this
amendment is not entered at that-time but is placed in
the:application file.. .. . - .. ..

- An-amendment ﬁled in. connectlon thh a motlon to
add or substitute counts in an. mterference must- in-
clude any claim or claims to be added and be accom-
panied by the -appropriate. fees (or_fee authonzatlon),
if any, which would be due if the amendment were 10
be entered, even though it may be that the amend-
ment, wdl never be eritered. Only upon ‘the grammg of
the motion. may. it be necessary for, the other party or
parties: to present claims, but the’ fees (or the fee au-
thorized) must be paid whenever claims are presented.
Claims which have been submitted in response to a
suggestion by the Office for inclusion in an applica-
tion must be accompanied by the fee due (or fee au-
thorization), if any. Money paid in connection with
the filing of a proposed amendment will not be re-
funded by reason of the nonentry of the amendment.

If the motion is granted the amendment is entered
at the time decision on the motion is rendered. If the
motion is not granted, the amendment, though left in
the file, is not entered and is so marked.

&wmmofmeamndmeﬁ, mmmﬁmmtﬁé
» following the termination of the interference, If

muﬁedthattheapplwatmwallowedaudmcﬁoﬁee
of Allowance will be seat in due course, that prosecu-
tion is closed and to what extent the amcndmem has
been entered.

As a corollary to thls pwctsce,, nt fol!ows that
where prosecution of the ‘winning application . had
been closed prior to the declaration of the interfer-
ence, as by being in condition for i issue, that applmca-
tion may mnot be reopened to further. prosecution _fol-
lowmg me.mterferemce. even thmlgh addmonal clmms

TIMAary,, exammer, sugg&stmg a. clmm or clarms
for interference with another party and for .the pur-
pose of declaring an additional interference, the exam-
iner enters the amendmcnt and,takes the proper steps

: OTHER AMENDMEm

When an amendment to an. apphcatwn mvolved in
an interference is received, the examiner inspects the
ameridment and, if necessary, the' application, to' de-
termine whether or not the amendment affects the
pending . or. -any prospective .interference. If the
amendment is an ordmary one properly respongive to
the last regular ex parte action precedmg ‘the declara-
tion_of the interference and does not affect the pendl
ing or any prospective interference, the amendment is
marked in pencil “not entered” and placed in.the file,
a corresponding ‘entry being endorsed - in ink in ‘the
contents column of the wrapper and on the sérial and
docket cards. After the termination of the interfer-
ence, the amendment may be permanently. entered
and considered as in the case of ordinary amendments
filed during the ex parte prosecution of the case.

If the amendment is one filed in a case where ex
parte prosecution of an appeal to the Board of Patent
Appeals and Interferences is being conducted concur-
rently with an interference proceeding (see § 2314),
and if it relates to the appeal, it should be treated like
any similar amendment in an ordinary appealed case.

When an amendment filed during interference pur-
ports to put the application in condition for another
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and .marked “not em' the applicant is in-
fmmedwkynwﬂlnotbemeuwredandmwd
upos.

When the amendment sceks to pmvoke an interfer-
ence with. a _patent not involved in the interference
and the exaniinér believes that the claifmis ‘presented

are not patentable to the applicant, and where the ap-
plication is opén’ to further ex parte prosecution, the
file should be obtained, the amendment entered and
the. clsims, rejected, setting.a time limit. for response..
. If recomsidesation “is requested and rejection made
ﬁmlaﬁmehmxt for appeal-should be set. Where the
o gt the time of forming the interference
was closed funher ex parie prowcutmn and the dis-
closure of the application will prime facie, not support
the clsims  presented; or where -the claims presented
are’ duwn to a‘'noni-elected invention, the amendment
will not be’ entered and the applwant ‘will be so in-
formied.. giving very bneﬂy .feason for ‘the non-
entry of the amendment. - : .

2368 Second. Inte.rference [R-z]

37 CFR L 665 Second imerﬁ.'rence. A second interference between
the same pastics will not be declared upoa an application not in-
volved in an earlier interference for an mventicn defined by a
count of the earlier mterference See § 1.658(c).

2366 Interference Settlement Agreement [R-2]

37 CER 1.666 Filing of interference settlement agreements. (a) Any
agreement or understanding between partics to 28 interference, in-
cluding say collateral agreements referred to therein, made in coa-
nection with or ia contemplation of the terminstion of the interfer-
ence, must be in writing and a true copy thereof must be filed
before the termination of the interference (§ 1.6561) as between the
parties to the sgreement or understanding.

(&) If amy perty filing the agreement or uadersianding under
peragreph (2) of this section so requests, the copy will be kept sepa-
sate from the file of the interference, and made availshle only to
Government sgencies on wrillen request, of to any person upon pe-
tition accompanied by the fee set forth in § 1.17() and on a show-
ing of good cause.

{c) Failuge to file the copy of the agreement of understanding
under persgraph (a) of this section will render permanently unen-
forceable such agreement or understanding and any patent of the
parties imvolved in the imterference or say patent subseguently
issued om amy application of the parties so involved. The Commis-
sioner may, however, upon petilion accompamied by the fee set
foreth in § 1.17¢(h) and on a showing of good cause for failure to file
within the time prescribed, permit the filing of the agreement or
undersiending dering the siz month period subsequent to the termi-
nation of the interference as between the parties to the agreement
or understanding.

37cmmnmmmwpm&m {n)!!wdmmm-
sists of testimony and exhibits, officis! records and publications Bled
Wﬁlmmfmmmtmmfwm moowdmz.ow
action filed under § 1.683, and mmmuws
and the specification (‘mcMws chims) md dmwm wfmy app!n-
caiion or palent: -
{1} Javolved in the intesference.
(2)Towlmhmpmnyhmheenmmdedbemfﬁmtmm
declasing the interference m by a prehuumy momn granted
u:nder§lé$3
e)mmhamymwe.mmmmmwa
by e preliminary motion under § 1.633. -
(4)5&whchben@wmxmndedbyamehmmymoﬂom

granted uader § 1.633.
(b)Emeptasmhuwnsepmwdedmﬁmmt&eFederdRu]m
of Bidésice shall apply-to interference proces Those porlicns:

d&mmeEmmrwtlmmmmm
mmmwmkvmto.m_ il not ap >

Ly %m of the United' Stma,” Y8 Mawue."’ "mm
“tmlemn‘t. m“moff&m“mmnexmmemmdwmwu
may be:sppeopriste.. . . . . s e s A

(2) “Judge™ means emmmer-m-chzef ) '

(3) “Judicial notice™ means official notnce k

{4y ~Civil “acticn,” “civil’ pmceedmg e "m
mem imterferenc: o o

-(5):*Appellate court" mms Um!ed Smt&s Coun of Appeals
for the Federal Circuit or a United States dxstnct caurt when _;udx-
cmlrewew:s :'3SUSC.§I46 o

(6) “Before thie heéaring™ in Rule 703 means befm'e gmng testi-
mony by, oral deposition or-affidavit. - -~ -

+(7) “The trial or hearing” in Rules 803(24) and 804(5) rneans
t.hc ukmg of testunony by oral deposmon )

(d) Certification is not necessary ‘as a condition to admssiblhty
whentberecmduarecordofthe!’atentmd?mdmk@fﬁcew
which alt parties have access. -

{e) A party may not re]y on an alﬁdavn ﬁled by that pany
during ex parte prosecution of an applwatlon, an affidavit under
§ 1.608(b), or an affidavit under § 1.635(b) unless (1) & copy “of the
affidavit is or has been Served ‘and (2) @ written notice i Gled prior
to the close of the party’s relevant testimony period stating that the
pesty intends to rely on the affidavit. When proper motice is given
under this paragraph, the affidavit shall be deemed filed under
§§l 672g:) A copy of the aﬂﬁdavn shall be mcluded in the record
{§ 1.65 Co

{) The significance ofdocumemary and other exhibits shall e
dtwuned with- particularity by a witness during oral deposition or
in an affidavit.

(8) A party must file a motion (§ 1.633) seeking permission from
an examiner-in-chief prior to taking testimony or seeking docu-
ments or things ender 35 U.S.C. § 24. The motion shall describe the
general mature and the relevence of the testimony, document, or
thing.

{h) Evidence which is not taken or sought and ﬁ!ed in accord-
ance with this subpan shall not be admissible.

Section 1.671 sets out what will be considered evi-
dence.

37 CFR 1.671 (b) and (c) provide that the Federal
Rules of Evidence apply to interference proceedings
to the extent indicated in the rule. It should be noted
that this provision does not eliminate the we]l-settled
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U‘nder *‘i;6'7t(e). 8 party connot fely on 8 previom-f

ly filed affidavit mchmmmfitm@grﬂ CFR

-13] ,/t ‘
sewedanduotmumvenﬂm&cmﬂy ingends to
rely on the affidavit. The purpose for the notice is to
pemntmoppomntwdetcrmimmadepomm‘
for cross-examination is my (m §¢ 1.672(b) and
1.673(e)).

Section 1.671(e) is intended to overrule prior con-
struction of PTO rules in Holmes v. Kelly, 586 F.2d
234, 237 n. 7, 199 USPQ 778, 782 n. 7 (CCPA 1978)
and Brecker v. Jennings, 204 USPQ 663 (Bd.Pat.Int.
1978), which considered a Rule 1.132 affidavit in the
file of an involved application to be part of the
“record” in an interference. Under § 1. 671(e), a party
mtendmg to rely on such an affidavit must give notice
andseweacopyofﬂmafﬁdavﬂmﬂwopponent

Even. though the affidavit may have. been consid-
ered. by. the examiner-in-chief ia deciding: a prelimi-
narymaqm,nmymbemuwdwedbythe%mda&

final licaring unléss § 1.671(c) has been oomphed wzth
Similar] ”hile §, 1;611(3);.prbvidaJtM the.

tion- (including claims) and drawings of the mvolved
andcertamothermesmmevmwe,otherpapers
in those files are not in cv:dence nnm spec:ﬁcally in-
troduced as exhibits. .
. Under §1.67i(f), the slgmﬁmce of documentary
and other exhibits must be discussed with particularity
by a witness durmg oral deposition of in an affidavit.
Section 1.671(f) sets out in the regulstions an eviden-
tiary requirement imposed by precedent. See Popoff v.
Orchin, 144 USPQ 762 (Bd.Pat.Int. 1963) (unexplained
experimental data should not be considered); Chandler
v. Mock 150 F.2d 563, 66 USPQ 209 (CCPA" 1945)
(records standing alone were held to be meaningless),
and Smith v. Bousquer, 111 F.2d 157, 45 USPQ 347
(CCPA 1940) (unexplained tests in stipulated testimo-
ny are entitled to little weight). See also In re Bor-
kowski, 505 F.2d 713, 184 USPQ 29 (CCPA 1974) and
Triplett v. Steinmayer, 129 F.2d 869, 54 USPQ 409
(CCPA 1942). Under § 1.671(g), & pasty is required to
obtain permission from an examiner-in-chief prior to
proceeding under 35 U.S.C. § 24. This requirement in-
sures that a subpoens is necessary (e./g., a subpoena
ordinarily should not be necessary where testimony of
an opponent is sought) and that testimony sought
through a § 24 subpoena is relevant before a subpoena
is issued. The motion seeking permission to proceed
under § 24, any opposition thereto, and the order of
an examiner-in-chief authorizing the moving party to
proceed under §24 will be of assistance to a federal
court in the event a party is required to resort to a
court to enforce the subpoena or to compel answers
to questions propounded at any deposition where a
witness is appearing pursuant o a su . See Shee-
han v. Doyle, 529 F.2d 38, 188 USPQ 545 (st Cir.),
cert, denied, 429 U.S. 870 (1976), rehearing denied, 429
U.S. 987 (1976).

~ AL OF PA o e

PROCEDURE

Undfer wmm m‘“‘ W*wﬁ%ﬁm ‘ot m}

wm it be' Wble Y :

‘The courts have articulated a rule oﬂ&w wlnieh the:
PTO will’ cam:mle to mppl"fh ‘detérmining mmﬁw
ity of ‘laboratory - notebe ithe
Rule 803(b)(6) @f me FMR&M of Em See:
e.g., Alpm v.: Slasin, 305 F.24' 891, 134 USPQ 296
(CCPA ' 1962) and ' Elliott v.” Barker, 481 F.2d: 1337,
179 USPQ 100 (CCPA 1973).

" Ordinarily, the examiner-if-chief can order @ purty
to produce en individeal for a deposition as loag as
themdmdmlnsapaﬂyoﬂumdeﬂheoontmlaﬂhc
party, e.g., an employee of an-assignee. Where so-
called “third parties” are concerned, however, issu-
anice ‘of & subpoena may be necessary, bécause the
PTQ has no quthonty to compel attendance of thnrd
parties.’

2312 Manner of Takiug Testimuny ER—2]

37 CFR l 672 Mansner of toking cestireony. (a): TFestimony ef . wn-
mmybe“mken byoml dmoraﬁdnvn wcordswe

pﬁ'methemmyofthewmm-hynﬁidwitmdm ;
paity -electg 0 present. testitnony of 8 withess by affidavit shall;
Wmthecloseofthepany’smlevm nmonypemd.ﬁ!emd
serve an, affidavii of the ‘witness or, wheér ; L
under § 1.671(e). To facilitate preparation record- (§l 65%g)
md(h)).apaﬂysbonldﬁlemaﬁchvﬁmpaperwlmhu&%‘by
11 inches (21.8.by:27.9 cmi). A pasty shall ‘not:be entitled 1o rely on
my document: referred to:in the affidevit unless a copy of the doca-
ment is filed with the afﬁdsvnﬁ. Apauy shallnotbeenutled torcly
on any thing mentioned in the affidavit uiiléss the opponent is given
rmonableaccesswthcthmg.Aﬂnngmsométhngotherthma
docament. After the affidavit is filed and ‘within'a: tme set by an
examiner-in-chief, any opponent may file & request to cross-examine
the witness on oral depositicn. If dny opponent réquests crois-exs-
aminstion of an affiant, the party shall notice a deposmon under
§1.673(c) for the purpose of croms-cxamination of any opponent.
Any redisect and recross shall take place at the deposition. At any
deposition for the purpose of cross-examination of & witness wlmse
testimony is presented by affidavit, the parfy shall not be entitled to
rely on any document or thing not meationed in-ons or.more of the
affidavits filed under this paragraph, except to the extent necessary
to conduct proper redirect. A party electing o présent testimony of
2 witness by deposition shall notice’ 2. depeeition: of the witness
mndcr§l673(a) The party who' gives notice of deposition shall be
responsible for obtaising a court reporter and for ﬁlh'as 8 cemiied
transcript of the deposition as required by § 1.676. = -

(¢} A party wishing to take the testimony of a witness whwet&-
timony will be compelled andeér 35 U.S.C. § 24 must first obisin
permission from an examiner-in-chief wader § 1.671(g). If permission
i granted, the party shall notice & deposition of the witness under
§ 1.673 and may proceed under 35 U.S.C. §24. The testimony of
thie witness shall be taken on oral deposition.

{d) Notwithstanding the provisioas of this subpart, if the parties
agree in writing, a deposition may be taken before any person au-
thorized to administer oaths, at any plece, upon any notice, and in
any manner, and when so taken may be used like other depositions.

(e} If the parties agree in writing, the testimony of eny witness
may be submitted in the form of an effidavit without opportunity
for cross-examination. The affidavit of the witness shall be filed in
the Patent and Trademark Office.

(f) If the parties agree in writing, testimony may be submitted in
the form of an agreed statement setting forth (1) how a particuler
witness would testify if called or (2) the facts in the case of one or
more of the partics. The agreed statement shall be filed in the
Patent and Trademark Office. See § 1.653(a).
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the ‘parties agree, testnmony can be

: d by affidavit without ity for cross-
wum (see §1.672(e)) or by stipulated testimony
m- an sgreed stitement of facts (see § 1.672(1)).

An -affidavit 'may be used omly when a witness
agrees 10 ¢ign the affidavit. If en individual refuses to
sign an affidavit: or- volutmnly appear at'a deposition
the party calling the witness will have to- compel ut-
tendance: at 8 .deposition by. a. subpoena, under: 35
U SC. 24 er recelvmg permxssmn from an examm-

N . gy y TN .. s
wheﬂler the temmony will be by ‘oral- deposmon, by
aﬁdavnt or otherw:sc' the mm*m be! determmed ‘the

vant to the conduct of the testimony. 'Followmg ‘the
conferéiice the ‘examiner-in-chief will ‘normally issue
an order settmg the times for dnscovery, taking testi-

mlmgs as ma be necmary in the partncular case.

Former tule 37 CFR 1.287(a) required, that a party
provndc dnscovery by . servmg copies of ‘documents
and lists within a specified time before takmg his testi-
mony. The essence of this requirement is carried for-
ward in°37 CFR 1.673 where the testimony of a wit-
néss is to be by deposntwn If a witness’ testimony will
be by affidavit, prior service of documents and lists is
not required, but copies of documents referred to in
the affidavit must be filed and served therewith, and
the opponent raust be given reasonable access to any
thing mentioned therein. 37 CFR 1.672(b).

2373 Notice of Examination of Witness [R-2] -

37 CFR 1.673 Natice of examination of witness. (a) A parly clect-
ing to take testimony of a witness by deposition shall, after comply-
ing with pamgmphs (b) and (g) of this section, file and serve a
single notice of deposition stating the time and place of each depo-
sition to be taken. Depositions may be noticed for & reasonable time
and place in the United States. Unless the parties agree in writing. a
deposition may not be noticed fos any other place withow approvsl
of an esaminer-in-chief (sec § 1.684). The notice shall specify the
name aad address of esch witness and the general nature of the tes-
timony to be given by the witness. If the name of a witness is not
keaown, 8 generel description sufficient to identify the wilness or a
puﬁcuhr cless or group to which the witness belongs may be
given instead.

(®) Unless the parties agree otherwise, 8 party shall serve, but nol
file, a1 leass three days prior to the conference required b) pata-
graph (g) of this section, if service is made by hand or “Expres
Mail,” or &t least ten days prior to the conference if service is made

by amy other means, the following:

P .~mcmerxﬁmﬁummw&w~i%lmmy
MMMWmm&w:mw W

(c) A party shall not be pefm‘“fbd’ 18’ eely dt gy dmmzﬁum o
any wingts ol ‘Hsted in the m‘ﬁuc&‘ of ‘aty dncament not derved or
any thing nbt ”ed(m reqived by pamgmpi ) af this section, {1)
unless all oppanents agree in mmg of ¢n the record o permit the
party to reh on the wnfm'ss, dmumem. or lhmg or (2) excepl upon
a motion (§ L. 635) mommfy filed which is accompanied by any
propowd mobice, additions!; documents, of ists and whick shows
sufficient cause why lhe natice, documenss, of Hsis were neg served
in accordance with ghig section.

(d) Each opposiag party shall have a full om--murhy o .mend a
deposition and eross-examine. If an opposing. party atierds 2 deposi-
tion of a witaess pot named in & actice and cross-examines the wits
eess or fails to-object @ the wking of the deposuion: the opposiag
party shall be deemed to have waived any right w0 ab_pect w0 the
mkmg af the deposition” for lack of proper notice R

(e) A paﬂy dectmg 16’ present 1esnmony by afﬁdimn -md who ns

au lhe sm time: ac; scrnwly av. me same. ume that re&wmble o@-
pommuy;m mmurm ong! place uf*deposmou m mmer canml

x‘bpponems to anempr to ngree ‘oh & mmually accepta
ble'time and plate for conducting the ‘deposition. A certificate shall
appear in the notice: stiting that: the oral confefence’ took. place or
explaining why the conference could not be had. If the pardes
cannot agree 10 a mutually acceptable place and time for conduct-
ing the depositinnat’ the cotiferenice; the paitics shall contact an ex-
aminef-in-chief who shall then designate. the time and place for con-
ducting the deposumn o

{h)-A .copy of the notice of. deposmon shali he wa\.hed to the
certified trapscript of the deposition filed under. § 1.676(a).

Section 1.673 sets out how a deposition must be no-
ticed. A deposition can be noticed for any reasonable
place in the United States. The extent to which par-
ties, witnesses, and attorneys or agenis have to travel
may be considered in determining whether a place is
reasonable. Prior to 'serving a notice for a deposition,
a party is required to ke two procedural steps.
Under § 1.673(b), a party is required to serve a copy
of the documents and a list of the things in its posses-
sion, custody, and control upon w hich it intends to
rely. Under § 1. 673(g the party is tequired to have
an oral conference (in person .ot by . ielephione) with
all opponents to attempt to agree on a mutvally ac-
ceptah]e time and place for taking the deposition. An
examiner-in-chief may sel the time and place if agree-
ment is not reached. A single notice listing all the wit-
nesses and the gencral nature of tiwir expected lesti-
mony is then served. Under § 1.673(¢) and except as
provided, a party can not vely on any witness nol
mentioned in the notice, any docwaeni aot seived, or
any thing not iistedd. Under § Lo73hi a copy of any
natice must be attached to the mm!’o. teansenipr of
each deposition filed. '
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fions Taken Wefore [R-8)

37CFR 1574mmmmmumm
Wiakin the United Ziates or a territory or inulae pessenilon of the
United Hats o deposition thall be taken belore an officer anthoe-
wmmm«mwmmwmmsm«wm

@) Usnloss Mwﬁmmhmmm;mm
Mambemm&mmmumommr(l)nmmm
gloyee of o pasty, (2) a relative or employes of em attormey or agent
dnpmy or (3) & person interested, directly or indirecily, in the

serforance elther as counsel, stiorney, ageat, or otherwine.

Section 1.674 sets out the persoms before whom

depouﬁomcanbeuken
2378 Examination of Witness [R-2]
37 CFR lG?JEmmmmdwimm rooding and sigaing tram-
scripe of deposition. {a) Eack witness before giviag an orel depocition
shall be duly sworn sccording to law by the elfiver before whom
the deposition is to be taken.

(b) The testimony shall be tzken in answer o interrogatories with
any cuestions snd snswers recorded in their regular order by the
officer or by some other person, who ehall be subject to the provi-
gioas of § 1.674(b), in the preseuce of the officer unless the presence
of the officer is waived on the récord by agrecment of ofl pasties.

() All objections made at the time of the deposition to the quali-
Bcations of the officer taking the deposition, the memaer of teking
n.mewdeneep:wnu ﬁwmdwofmymy ‘g aay olher
cliection 1o the procesding shell be noted on the resoed by the of-
fieer. Evidence objectzd to shall be wken subject %0 ey cbjection.

(&) Unless the parties agree in writing or waive reading snd sig-
nagure by the witness on the record at the deposition, when the tes-
tmony has been transcribed s tramscript of the deposition shall be
mdbytbewmand!henmedbymewmmmefmmof
(ﬂ}maﬁdnmmthepmeeofmymﬂryorﬂ)adeehmm.

Secnonl675setsouthowadepommnxstobe

taken,
2376 Filing Transcript of Deposition [R-2]

37 CFR 1.676 Certification and filing by officer, marking exhibits.
{&) The officer shall prepare a certified transcript of the deposition
by sitaching to 2 traascript of the deposition 8 copy of the notice
of deposition, any exhibits to be annezed to the certified transcript,
and a certificate gigned and sealed by the officer and showing:

(1) The witness wes duly sworn by the officer before com-
mencement of testimony by the witness.

(2) The transcript is a true record of the testimony given by
the witness.

{3) The came of the person by whom the téstimony wes re-
corded and, if not recorded by the officer, whether the testimony
was recorded in the presence of the officer.

(4) The presence or abeence of any opposing party.

(5) The place where the depositior wes takea end the day and
hour when the deposition began and ended.

{6) The officer is not disquelified vader § 1.674.

(B) If the parties waived any of the requirements of peregraph (a)
of this section, the certificate shall go state.

() The officer shall note on the certificate the ciscumstances
wader which a witness refuses to sign e transcript.

(d) Unless the parties agree otherwise in writing or on the record
at the deposition, the officer ehall securely seal the certified tran-
script in an eavelope endorsed with the style of the imterference
(e.g., Smith v. Jones), the intesference number, the asme of the wit-
ness, end the date of sealing and chall prompily forward the enve-
lope to BOX INTERFERENCE, Commisioner of Pateats and
Trademerks, Washington, D.C. 20231. Documents and things pro-
duced for inspection duging the examinstion of s witsess, shall,
vpos fequest of @ party, be marked for identificetion end snnexed
to the certified transcript, and may be inspected and copied by any
my.exuptthatﬁ%epcmnp@odwnsmmmdw
dwawmmﬂwm.mepenmmy(l)oﬁ’awmmbemrked
for identificetion and enmexed to the cestified (remscript end to
serve thereafter s originals if the person affords to ¢fl parties fair

MWMW;MM
_mwmmwmm

Section l&‘lémamhowimmwn«mw
and file a certified tmmcnpa ofa deposition

mmm
amd(B)oftheFedemiRuEeaomeBProcedmem

applicable to interferences. .

37 CI"R 1 677 Fam af a Wmnpt af depommn. (a)
of & deposition must be typewritten ca opag) [
peper approximately 8% by 11 inches (218 by' 29.9 cm) 'in"size
(hcmm)ngudoubkwdmmedﬂeo?MW
: » with a mergin of 1% inches; (S.QW-)

Loty teih 22l H - m eaih ]
(1. ﬁxe)}mqmpmpm&edwmlrmm mudtbe'eon:
mvdymb&ednﬂmmmmmmmswm
mhqummmwbefollo\vedbymmwgr x .

37 CFR'I. 678 Tm:wcnpt of depmman must beﬁIed. Unlm other
wise ordered by anexaminer-in-chief, scemﬁedmmscrm of a
miwst be filed in the Patent and Trademark Office within

45 days from the date:of the deposition: It a party refuses to filea
certified transcript, the examiner-in-chief or the Board may, take ap-
peropriste action under § 1.616. If a party refuses to file a certified
transcript, any opponent may move for leave to file the certified
transeript- end inclede 2 copy of the transcnpt as pm ‘of ; the=’0ppo-
aent’s record.

Under § 1.678, a transcript of a deposmon ‘titust be
filed in the PTO within 45 days of the date of the

deposition.
2379 Imspection of Transcript [R—Z]

37 CFR 1.679 Inspection of & tmmnpt. A certified transcnpt filed
mﬂwl’s&emtdeudemukOfﬁcemaybemspecwdbymypany
The certified transcript may not be removed from the Patent and
Trademark Office for printing (§ 1.653(g)) unless authorized by an
eraminer-in-chief upon such terms as may be appropriate. =

mzmomm Records and Printed Publications
-2

37 CFR 1.682 Offtcial records and printed publications. (a) A pasty
may introduce into evidence, if otherwise admisible, any officisl
vecord o7 printed publication not identified on the record during
the taking of testimony of a witness, by filing a2 notice offering the
official record or publication into evidence. If the evidemce relates
to the party’s case-in-chief, the notice shall be filed prior to close of
testimony of the party’s case-in-chief. If the evidence relates to re-
buttel, the notice shell be filed prior to the close of testimony of the
party’s case-in-rebuttal. The notice shell (1) identify the officisl
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(c),Wywmwmwnammmma :

mmthe_nmmmw'tﬁemmmyohheofﬁcw
drd or printed publication’ shall be Medwiﬂun 13 dtya orsefv
ice of the notice. See alio § 1:656(h)."

Section 1.682 sets out how & party may introduce in
evidence, if otherwise admissible, official records or
pnnted publications. When. a notice is served, & party
is. also required to serve (but not file) copies of the of-
ficial records and printed. publications. Any objection
to the: motice or to the sdmissibility of any official
record. or ‘publication must- be ﬁled wnhm 15 days of
theé date of serv:cc‘of he notice: o

eﬂﬁbttérﬁmgtesu ohy Whenths‘latterooursels
foﬂm&ved ----- ‘théré i$ no need to take ‘advantage of the

37 CFR 1653 Tanmony 4. amther mner_femm pmcmifng. or
action. .(a); Prior t;close of g party’s sppropsiate testimony period
or thhm sucb time_as may be, set . by an exammcr-m-chxef a party
may file'a motlon (9 1. 635) for leave to vse'in'an intefference testi:
mony' of afw:tnm from’ another inferferenice, proceeding; 6r: actios
involving the same- parties, subject: to such: conditions g8’ may. be
deemed - appropriate. by an examiner-in-chief.- The motion shall
specify with' particularity the exact testlmony fo be used and. shmll,
demoustrate its relevance.

‘(b) ‘Any objection to the admissibility of the testimony of the wit-
ness ghall be made in an opposmon to thc motlon See also

§ 1.656(h).

Section. 1. 683 sets out how a party may use testimo-
ny from anmhcr interference or proceeding.

2384 Testlmony ina Forelgn Country [R-2]

37 CFR L 684 Festimony in @ jbrelgn country. (&) An examiner-in-
chief may authonzc testimony of a witness to be taken in a foreign
country. A party seeking to take testimony in a foreign country
shall, prior to the close of the party’s appropriate testimony period
or within such time as may be set by an examiner-in-chief, file a
motion (§ 1.635):

(1) Naming the witness,

(2) Describing the particular facts to which it is expected that
the witness will testify.

(3) Stating the grounds on which the moving party believes that
the witness will so testify.

(4) Demonstrating that the expected testimony is relevant.

(5) Demonstrating that the testimony camnot be taken in this
country at all or cannot be taken in this country without hardship
to the moving party greatly esceeding the hardship to which all
opposing parties will be exposed by the taking of the testimony in a
foreign country.

v hed by en affidevie stating that the wotion i made
hmmmwmmmmMMmmmw

party. .
o (T} W by wﬁmu s o be m of the
wilsitas, : ‘

@)MWMW&MM@me

Dt COTAh Yt ronnls

ﬁﬂgdzahmum;m M%"M)m%
eo aay o 28y Crosm-inter-
rogatories g ‘fn the opposition.

(c)Hmemcﬁmkmm.mmmmyMbewom&e

mgmmwmekmmmmmmmmw
rigs before an officer o administer caths in the foreign
mmwmumdeWSWmmtmmw
mommnpupmumumptoﬂhe CEO88-
mmommmmmmmmemo@mﬁumd
crose-interrogatosies, and shall transmit the tramscript to BOX IN-
TERFERENCE, Comm;miouerofhtenuand Trademarks, Wesh-
ington, D.C. 20231, thhaeernﬁutengmdmd@edbytheoﬂi-
mnndnhnwmg-' SRELTE

(R)Thewmuwndulyswomby&eofﬁcermmmg
tbemogawnuandcr ,;.mterwgatoms. s .

: igned ] answe “presence of the officer.
Theofﬁeenmﬂsmelhe‘cmmmnmunﬂerwhmhammmm-
fuwstor«durnigurecurdedanswem R
mmomwunotdlmwmmﬁNM

, party | g

burden of vify tha false sweanng ‘the giving of testimony is
pumshtb‘ie 8y permry ‘under the'laws of the foreign country. Unless
false swesring in: the giving of testinicay before the.officer shall be
pugighable as perjury under the laws of the foreign country where
tanmony is taken, the testunony “shall not be entitled to the same
weight as testimony taken in the ‘Uniited States. The welght of the
testxmonyshall bedetermmed in emch case B

: Secnon l 684 sets out how a party may take testi-
mony in a foreign country.

- Section . 1.684, does not apply to cross-exammauon
If a party submits an affi davit under § 1.672() or in-
tends to rely on an affidavit. under §1617(e), the
party must make the affiant available for cross-exami-
nation at a deposition.. See § 1.673(e).. A deposition
may be noticed only “for a. reasonsable time and place
in the United States.” See. §1.673(a). Accordingly, it
is not expected that §1684(a) will be used to cross-
examine affiants residing in foreign countries. The
party filing the affidavit will be required to make the
affiant available for cross-examination in the United
States.

2385 FErrors in Deposition [R-2]

37 CFR 1.685 BEvrors and irregulaﬁties in depositions. (a) An error
in 8 notice for taking a deposmon is waived uniess 2 motion
(§ 1.635) to quash the notice is ﬁled as soon as the error is, or could
have been, discovered.

(b) An objection to 8 qumﬁcauon of an officer taking 8 deposi-
tion is waived unless:

(1) The objection is' made on the record of the deposmon
before & witness beging to testify, -
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23073
(@) 1€ discovered efter the deposition, & mades ¢ 1.635) w0 wp-

MmmmmhMumummth‘

bave been discovered.
(c)Aummwmmuymunmmhmek
g::scnbed uceniﬁedmﬁptwdgmdhyuwﬂaw.mam
tmaacnpnsmpawd. mmmmm
warded, filed, or flicer is wipived upless
-M(thS)memdwmnkmnmum
etror of irregularity is, or could have been, discovered, - .
(d)Anobjecuontouxecompezmyoth, .
ewdence,mwncrofmugthedepodﬁon.tb questions
and answers, sny oeili ‘or affirmation, ormdmt@fmypmyu
the deposition is waived ualess an objection is made on' the record
at the deposition stating the specific ground of objection. Any ob-
Jection which s pasty wishes considered by the Bodrd ot finsl hear-
mgshallbemcludedmamotmwsuppmm&r!léﬁ(h)
(e) Nothing in this section precludes taking notice of plain errors
aﬂ'ecnns substantial rights although they were not bmzht to the
attention of an exammer-m-cluef or the Board

Section 1.685 sets out how objecuons dm'mg the

taking of dépositions must. be: raised. Under § 1.685(a),
an error m a notice of deposmon is: waxved ‘uriless'a

Jec R R ) 3 .
waxved unless (l) the objecnon.. noﬁed on the record
of the deposition before s witness: begins: to: temfy or

@ :f dlscovered aﬁer the depomtmn““
“filéd ‘as the

script lsslgned byawltness, orthetmnscnptupm-
pared or otherwise handled by -the ctourt repdrier is
waived unless & motion to suppressis filed as soon as
the error is, or could have ﬂiswvered Under
§ 1.685(d), any objectxon on the merits to the admissi-
bility of evidence: (e.g., under the Federal Rules of
Bvidence) is waived unless-an objection is made-on
the ‘record at the deposition stating the specific
ground of “objection. Often ‘objections are ‘cured by
subsequent testimony. Accordingly, any objection
which a party wants the Board to comsider at final
hearing must also be made the subject of a motion
under § 1.656(h).

‘Section 1.685(d) requires an objection to be stated
on the record. An objection to the sdmissibility of
evidence must be stated on' the record gnd a motion
under § 1.656(h) renewing the objection at final hear-
ing must be filed. No longer will a:paity be permitted
to attend a deposition and fail to enter an objection
only to raise the objection at final hearing. -

A single examiner-in-chief may rule on admiscibility
of evidence “where appropnate” and in “unusual”
circumstances. There are times during interferences
where a motion in limine can be helpful. For example,
a junior party during its case-in-chief may wish to ex-
amine a witness on a document which was not served
as required by § 1. 673(b)(1) The senior party objects
and realizes that if the junior party is permitted to ex-
amine the witness on the document, extensive cross-
examination using numerous documents would be
necessary. In order to avoid wasting considerable
time, the parties could contact the examiner-in-chief
by phone for a determination in limine on whether the
junior party should be able to examine the witness on

order would be subject 3 &0
stion. See § 1.640(c). On
Wthmmrmwwlﬁwmmwm
wobjection Seeﬁmm(e),MWe.Itwumm-

37 CFR IM?AMM!M(&)AW&MWM
mmuwwnmw

wpmwamymymmmwm
ments and things during croes-cnaminstion of an opponcat’s witnemn
u&mgtkmmypmddmmrsmm

{c} Upon' & motion (§ 1.63%) beought by a pasty withia the tme
et by an examiner-in-chief uader § 1.651 ar theresfler &8 authorized
byﬁl&SmdupmamomgtMﬂumwmoowu-
qmes,menmmehm-chlefmymderaddmonﬂdmovemum
matters under the control of a party within the icope of the Feder-
amaammWWMMmmmmw

:(@.Thepammyqreewdmmymsmemelmumy
e e absence of an agréement, a. ¢ additional da

Secttonlﬁﬂsetsout wamﬂycouldawkm

obtsin.additionsl discovery. “Additional discovery™. is
defined in § 1.601(a). Secmn 1.687(c) does not change
the standard (“interest of mstlce”) for obtmmns dis-
COVETY.

Additional discovery obtained under a protwtwe
order issued by either the PTO or s district court will
not be admitted in evidence in the PTO in determin-
ing the interference. All evidence submitted in an in-
terference must be made available to the public under
the provisions of § 1.11(a). Accordingly, any protec-
tive .orders have to be vacated before a document
could be admitted in evidence in the PTO which is
subject to a protective order. The following example
illustrates how the practice would work.

Example. An interference involves party X and pesty Y.
During the interference, party X files a motion for additional dis-
covery under §1.687(c) asking that pesty Y be required to
produce certzin documents. Party Y opposes on the sole ground
that the documents contain irede secret and confidential informa-
tion. Party Y indicates that it has no objection to produciag the
documents for inspection by counsel for party X, but insists that
party X not be permitted to intpect the docements: Accordingly,
party Y asks the examiner-in-chief to authorize the discovery sub-
Jject to entry of a protective order. Party Y argues, however, that
the sanctions of § 1.616 are not sufficient in the event of a viola-
tion of the protective order. An examiner-in-chief concludes that
additional discovery should be ordered, that a protective order is
appropriate, and that the senctions of § 1.616 are rot sufficient in
the event of a violation of the protective order. Under the cir-
cumstances, the examiner-in-chief would enter an order directing
party Y to produce the documents for inspection by counsel of
party X on the condition that party X seek production of the
documents by & subpoena duces tecurn under 35 U.S.C. 24. Upoa
issuance of any subpoens, party Y could move the district court
for entry of a protective order. If the district court emters the
protective order, party Y can produce the documents to counsel
for party X. If the protective order of the exsminer-in-chief is
violated, an appropriste ssnction up to and including judgment
may be entered by the Board. In addition, pasty Y would be in 2
position to seek contempt or other sanctions in the district coust.
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2388  Use of Discovery [R-2]

37 CER J.688 Use of Discovery. (8) If atherwise edsalsalbl
mymmdwein@oevidmm.wmmnwmwﬁmu
of en answer to 8 written intervogetosy obleined by dis-
covery uader § 1.687 by filing s copy of e request for edminien
or the written interrogatory end the saswer. If the answer relates
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ries obtained as a result of additional disc
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