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1701 Exeminers Not To Ezpress Opinlon on Ve-

Congress, in 35 U.S.C. 282, has endowed every
patent granted by the Patent snd Trademark Office
with & presumption of validity. Public policy demands
that every employee of the Patent and Trademark
Office refuse to express to any person any opinion or
view gs to the invalidity of any United States Patent
except in the course of examining a reissue or recxam-
ination application. The question of validity or inva-

'-'hdntynsexc!wvelyammermrthecomutodeter
_ 'of the examini

‘corps is cau-
uonedtobemmaﬂywaryofmymmy&anmy
person outside the ‘Pagent - and: Trademerk . Office (-

.cluding any employee of another government

agency), the answer to which iight indicate that a
ular patentshouldnothavebeenmued -

“"“Fisther, when & field of search for an invention is
“requested, Patent and Trademark Office ‘employees

should rouunely inquire whether the invention has

‘been patented in the United States.

Examiners are especially cautioned against answer-

ing inquiriés from any person outside the Patent and
“Trademark Office a8 to whether or not a certain ref-
" erence was counsidered and whether or not & claim

would have been allowed over that reference. This

'apphesmanythmgmthepatentedﬁle,mcludmgthe
‘extent of the field of search and any eniry relating

thereto. The record of a patented file must speak for
itself. Practitioners can be of material assistance in this
regard by refraining from making such inquiries of
members of the examining corps. Answers to inquiries
of this nature must of necessity be refused, and such
refusal should be considered neither discourteous nor
an expression of opinion as to validity. Searches sug-
gested to members of the public who conduct validity
searchwmnghtwenmeasabmsforconcludmg
that the examiner who examined the application
during its prosecution overlooked a pertinent area of
prior art during his or her search. This might adverse-
Iy affect the presumption of validity.

‘The exeminer who offers suggestions as to fields of
search might well find himself or herself in a position
where the offer to help might lead to statements made
by the examiner which adversely refiect on the patent
itself. These statements, while not part of the Patent
and Trademark Office written record, may result in
the examiner being sought for testimony in connec-
tion with litigation resulting from the issuance of that
patent. While § 1701.01 points out that the testimony
of examiners can be taken by deposition in appropri-
ate situations, the circumstances noted are not appro-
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situstions, m made by the exammr occur
after the fact (issusnce of the patent) and could only
lead to improper exsminer testimony sitce they
mwwwwmmm
er’s work methods md professional judgment
pointed out sbove, the determinstion of vakduy afa
UmMSMMuMytmmmm
tion by competent judicial authority.

1701.01 MmNmToTuﬁfquEx-
perts

Im&aspmpohcydmmtpemnexmn

ers to decide, as judges in the Patent and Trademark

to give opinions as expert witnesses in patent cases &
. the coerts, every examiner who shall testify s an

expert in a patent case pending in any court will be
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Wheneveranexammermaskedorsubpoenwdto
testify in e smit comcerning a patent, trademark regis-
tration, or application for ecither, the examiner is di-
rected to report that fact immediately to the Solicitor.
Where the suit involves a patent or an epplication for
a patent, the examinér must slsc promptly notify the
OfﬁceoftheDeputyAwstantComm!ssmnerforPab
eats.

Ako.emmmmaretemmdedthat.mvnewofthe
long established policy of the Patent and Trademark
Office to refuse to permit members of the staff of the
Patent and Trademark Office to testify in patent suits,
they should, before sllowing an application, determine
that the written record is accurate and complete.

Patent exsminers are forbidden to testify as patent
experts or {0 express opinions, in testimony or other-
wise, as to the invalidity of any issued patent. Patent
examiners have, in connection with litigation involv-
ing patent validity, been called to testify on factual
matters. In those cases, the practice had been to
permit the examiner to testify only upon the issuance
of a subpoens.

However, under current pratice, patent examiners
are permitted to testify on deposition in patent suits,
without the need for a subpoens, provided the follow-
ing conditions are satisfied:

(1) The party proposing to take the testimony
will state in writing, that the questions to be asked
of the examiner will be phrased to comply with the
permissible scope of inguiry as outlined in the pro-
tective orders contained in the Court opinions in In
re Mayewsky, 162 USPQ 86, 89, and Shaffer Tool
}gcl)ﬂu v. Joy Maaufacturing Co., 167 USPQ 170,



pmfembly.athuuhinydayspﬁonotheddeoa
the taking of the depodition is desired.
(3)'I‘hattheputyukingtbedepgu.iﬁonume
with the Solicitor to notice the deposition at & place
(4)'!'hattheputytahngthedeposmonmpplya
courtesy copy’ of depomonmnmwthe
Patent and Tradesark Office for its records,
. If the party desiriag to take the testimony . of the ex-
- amgner -does not.agree to the: conditions: eanmerated,
~thePatentandTudemuk0fﬁeewﬂlnotpamtthe
_examiner to be depoeed without & subpoena.
- See. glso Monsgato Company v: Dawaonw
Compeny et-al., 176 USPQ 349 (1972); and-Fisher &
PonerCompnnyv CommgGlus Woxks, 181 USPQ
329(1914). L :

1762 RmuFmEnmm

- Bxtract from 37 CFR 1.34], RezimctiouofAmmeysadw
(&) Pormer éxanviners: Mo perdon who hus served i the exninining
corgs of the:Petent and Tredemark Office will be registered’ eller
} mofhummr,xfremedbefoteuchmbe

iming group during his period of service therein; and (2) not o pre-
_mmmmmwmmuymm&ema
prosecution of say spplicstion of another filed within 2 years after
medﬂeheleftmhmmdmdtomhmwhm
the specific authorizetion of the Commisioner. Asociated sad re-
fsted clasess i other group may be required to be included i the
undectaking or designated clsses may be excleded. In case epplice-
tiom for registration or reimsistement is mede aficr resignation from
the Office, the sppliciat will ot be registered, ormnlwad.fhe
hes prepased or proseceted, or wesisted in the |

ecution of any MW&W&%M(&&
WIBUS.CM). .

See also § 305. _

The Patent Official Gazette reports every Tuesday
the patents and design patents issucd and defensive
publications published on that day. As to each patent,
the following information is given:

(1) the name and (2) the city and state of residence
of the applicant with the Post Office address in the
case of unassigned patents, (3) the same dats for the
assignee, if any, (4) the filing date, (5) the serisl
number of the applicetion, (6) the patent number, (7)
the title of the invention, (8) the number of claims, (9)
the U.S. clamification by class and subclass, (10) a ge-
lected figure of the drawing, if any, except in the case
of a plant patent, (11) & claim or claims, (12) interns-
tional classification, (13) U.S. patent application data,
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the Patent and Trademark Office relating to trade-
marks is published every Tuesday. It contains en illus-

.mdmwmwmma

list of trademasks -classified list of regis-
teredtndmhandl’atentand'l‘udmrkOﬁce
potices.
Orden:honldbe‘ddrmedandmmade
payable to Superintendent of Documents, U.S. Gov-
ernmmanOﬁoeWuhmamDC.m
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The PALM (Patent A

ﬁMomtomg)SyMutheauwmateddau

maiisge-
ment system used by the Patent end Trademark
Office for the retrieval and/or on-line updating of the
computerrecordofmhpatentapphamm
PALM System also maintains examiner time, activity,

docket and clerical backlog records.

Information retrieval from PALMsbymeansof
vndeodnphytermmals. Infommapdateuby

means of video display transactions snd, predominant-

ly,bymemoftransacﬂomenteredvmbarcode
readers(BCR).Amongotherntexm,clmﬁcmon.cx-
aminer docket, attorney, inventor, and prosecution
history data as well as the location of each application
canberetnevedandupdatedon-hnewnhPALM.
Docket Reports . ‘

'Ihéreoordmgofehangeutoemmerdockeuu
accomplished by PALM simulteneously with the re-
cordmgofmcomingmdoutgomg communications,
transfers of to and from dockets, and
other types of updating of the application record. The
status of each examiner’s docket can be determined by
means of on-line video display transactions and is sup-
plemented by periodic printed reports. Docket reports
that are generated by PALM include the individual
examiner mew, specisl and amended docket which
lutsapphcauommpmmyorder-themdmdualex-
aminer rejected application docket; the individual ex-
aminer new spplication profile, which lists the totals
of new applicstions in each docket, sorted by month
of filing; and various summaries of the above reports
at the group art unit, group, and corps levels.

Time and Activity Reports
All reporting of examiner time and activity is on a
bi-weekly besis. Each examiner’s examining and non-









