Patontability

T5.01 Instructions re Patentability Reports
T05.01(s) Wature of P.R., Its Use and Disposal
T05.01(b) Sequence of Bumnmon
103.01(c) Counting and Recording P.R.'s
705.01(d) Duplicate Prints of Drawings
705.0l(c) Limitation 88 to Use -
705016y Interviews With Applicants
706 Rejection of Clalms
70601 Contrasted With Ob)ecuous
706.02 Rejection on Prior Ant
706.02(g) - Establishing “Well Known™ Prior Art
706.02(b) Admissions by Applicant
706.03 Rejections Not Based on Prior Art
W6.03(a) Nonstatutory Subject Matter
76.03(6) Barred by Atomic Energy Act
706.03(c) Functional
706.03(d) - Vagve and Indefinite

- 706.03(e).  Product by meus
106.0)f) Incomplete
T0603(g)  Prolix -
706.03(k) Nounstitutory Claim -
706.03() Aggregation
706.03(j) Old Combination
06.03(k) Duplicate Claims; Double Patenting
706.03(%) Multiplicity
706.03m) WNonelected Inventions
70603(n) Correspondence of Claim and Disclosure
706.03(0) New Matter
T0603p) No Utility -
706.03(q) Obvious Method
T06.03z) Mere Furction of Machine
706.03(s) Siatutory Bar
T706.03(t) Other Assigned Application
T706.03(v) Disclaimer
T06.03(v) After Interference of Public Use Proceeding
706.03(w) Res Judicata
706.03(x) Reissue
706.0¥y) Improper Markush Group
706.03(z) Undue Breadth
70604 Rejection of Previously Allowed Claim
706.05 Rejection After Allowance of Application
706.06 Rejection of Claims Copied from Patent
706.07 Final Rejection
706.07(a) When Proper on Second Action
706.07(b) When Proper on First Action
706.07(c) Premature
706.07(d) Withdrawal of Premature
706.07(e) Withdrawal of Final! Rejection, General
706.07() Time for Response to Final Rejection
T Ezsmines's Letter or Action
70701 Primery Exeminer Indicates Action for New Assistant
707.02(a) Cases Up for Third Action and Five-Year Cases
707.04 Initial Sentence -
707.05 Citation of References
707.05(a) Copies of Cited References
767.95(6) Citation of Related Art by Applicants
707.05(c) Order of Listing
707.05(d) Reference Cited in Subsequent Actions
707.05(e) Data Used in Citing References
707.05(1) Effective Dates of Declassified Printed Matter
707.05(g) Incorrect Citation of References
707.06 Citation of Decisions, Orders, Memorandums and Notices
707.07 Completeness and Clarity of Examiner’s Action
707.07(a) Complete Action on Formal Matters
707.07(b) Requiring New Oath
T07.07(c) Drafisrnsn’s Requirement
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T01.0Kd) Lenguage ToBeUnanemuug Claims

TOHe) Note Al Outsisadiag 5

090 . Asswer All Muterial Traversed

707.0%(g) Piecemesl Examination

70707k Notify of Inaccurecies in Amendment

101070 Esch Claim To Be Mentivaed in Each Letter

T07.07() Siste When Claims Are Allowable

07107(k) Numbering Paragraphs

101070y Comment on Exsmples

707.08 Reviewing and Initialing by Assistant Examiner

70709 Sigeing by Primary or Other Authorized Examiner

707.10 Entry

707.11 - Date

707.12 Mailing

707.13 Returned Office Action

708 Ordew of Examinstiocn

708.01 List of Specisl Cases

768.02 FPetition to Make Special

708.03 Exsminer Tenders ngmnon

709 Suspewslon of Action

70901 Overlapping Applications by Same Applicant or owned by
Same Assignee )

710 Period for Response

71001 Statutory Period =~

710.01(e) Swatutory Period: How Compauted :

71002 Shortened Smutory Penod and Tune Lumt Actions Com-
pated

710.02(b) Sitestions in Whnch Used SWened Statutory Period

710.02(c) Sitwations in Which Used: Time Limit Actions )

71002(d) Differences Between smmmw Statutory end Time
Limit Periods

710.02(e) Exteasion of Time )

71004 Two Periods Running

710.04(s) Copying Patent Claims

71005 Period Ending on Ssturday, Sunday or Federal Holiday

710.06 Miscellaneous Factors Determining Date

711  Abssdocment

711.01 Express or Formal Abandonment

711.02 Failure to Take Required Action During Statutory Period

711.02(a) lusufficiency of Response

711.02(b) Special Situations Involving Abandorment

711.02(c) Termination of Proceedings

711.03 Reconsideration of Holding of Abandonment; Revival

711.03(s) Holding Based on Insufficiency of Response

711.03(b) Holding Based on Failure to Respond Within Period

711.03(c) Petitions Relating to Abandoament

711.03(¢) Examiner’s Statement on Petition To Set Aside Examin-
er’s Holding

711.04 Disposition of Abandoned Applications

711.04(a) Pulling and Forwarding Abandoned Applications

711.04(b) Ordering of Patented and Abandoned Files

711.04(c) Notifying Applicants of Abandonment

711.05 Letter of Abandonment Received After Application is Al-
lowed

711.06 Abstracts, Abbreviatures and Defensive Publications

711.06() Citation and Use of Abstracts, Abbreviatures and Defen-
sive Publications as References

712 Absadonment for Faflure to Pay Issue Foe

713 [Enterviews

713.01 General Policy, How Conducted

713.02 Interviews Prior to First Official Action

713.03 Interviews for “Sounding Out" Examiner Not Permitted

713.04 Substance of Interview Must Be Made of Record

713.05 Interviews Prohibited or Granted, Special Situations

713.06 No Inter Partes Questions Discussed Ex Parte

713.97 Exposure of Other Cases

713.08 Demonstration, Exhibits, Models

713.09 Finally Rejected Application

713.10 Interview Preceding Filing Amendment Under § 1.312

714 Applicant’s Actions

714.01 Signatures to Amendments
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ZI4010)-.. 2 Rempropnrly Signed.

714.0l(c) smwd by Attomey Not of Record

714.01(d) Amendment Signed by Applicent But Not by Atiomey
of Record

7T14.02 Muyt Be Pully Responsive

71403 Amendments Mot Fully Responsive, Action 10 Be Taken

71404 Claims Presented in Amendment with No Attempt to
Point Out Patentable Novelty

714.05  Exsminer Should Immediately Inspect

71406 Amendments Sent to Wroag Group

71407 Amendments Mot ia Permanent Ink

714.08 Telegraphic Amendment

71409 Amendments Before First Office Action

714.10 Cloims Added in Excess of Filing Fee

714.11 Amendment Filed During Interference Proceedings

714.12 Amendments Afier Final Rejection or Action

T14.13 Amendments After Final Rejection or Actios, Procedure
Followed

714.14 Amendments Afier Allowance of All Clgims

714.15 Amendment Received in Examining Group Afier Mailing
of Notice of Allowance

714.16 Amendment After Notice of Allowance, 37 CFR 1.312

714.16(a) Copied Patent Claims : '

714.16(b) Filed With a Motion Under §1.231

714.16(c) Additions} Claims

714.16(d) Handling

714.16(¢) Entry in Part

714.17 Amendment Filed After the Penod for Raponse Hns Ex-
pired e A N

714.18  Entry ofAmmdmcm Lo

714.19 List of Amendments, Entry Denied

714.20 - List of Amendments Esntered in Part

714.21 Amendments Insdvertently Entered, No Legal Effect

714.22  Entry of Amendments, Directions for :

714.23 Entry of Amendments, Directions for, Defective

714.24 Amendment of Amendment . -

714.25 Discourtesy of Applicant or Attorney

715 Swearing Back of Referesce—Affidavit or Declarstion Under
§1.131

715.01 Reference Claims Foreign Filmg Date

715.01(a) Reference is a Joint Patent to Applicant and Another

715.01(b) Reference and Application have Common Assignee

715.01(c) Reference is Publication of Applicant’s Own Invention

715.02 General Rules as to Generic Claims

715.03 Practice Relative to Chemicat Cases

715.04 Who May Make Affidavit or Declaration

715.05 Patent Claiming Same Invention

715.07 Facts and Documentary Evidence

715.07(2) Diligence

715.07(®) Interference Testimony Sometimes Used _

715.07(c) Acts Relied Upen Must Have Been Carried Out in This
Country ¢

715.07(d) Disposition of Exhibits

715.08 Passed Upon By Primary Examiner

715.09 Seasonable Presentation

716 Affidavits or Declerstions Tnvmlng Rejections, 37 CFR 1132

717 File Wrapper

717.01 Papers in File Wrapper

717.01(a) Arrangement of Papers in File Wrapper

711.01(b) Prints

717.02 Date Entered on File Wrapper

717.02(b) Name or Residence of Inventor or Title Changed

717.03 Clagsification During Examination

717.04 Index of Claims

717.05 Field of Search

717.06 Foreign Filing Dates

717.07 Related Applications

720 Public Use Proceedings

720.01 Preliminary Handling

72002 Examiner Determination of Prima Facie Showing

720.03 Preliminary Hearing

72004 Public Use Proceeding Testimony

720,05 Final Decision

724 Trade Secret, Confidential, and Protective Order Materials

724.01 Completeness of the Patent File Wrapper

Protective Order Materials

72403 Types of Trade Secret, Confidential, end/or Protective
Order Materials Submitted Umn: 5724 02 .

72404 Office Treatment and Handling -7 Materials Submxued
Under § 724.02

72404(s) Materisle Submitted in an Application Covued by 35
U.s.C. 122

724.04(b) Materinls Submitied in Reissue Applications Opcn 1o the
Public Under 37 CFR L.11(b)

724.05 Petition to Expunge Materials Submitied Under § 724.02

701 Statutory Authority for Examinsation

35 US.C 131. Examination of application. The Commissioner
shall cause a2m examination to be made of the application and the
alleged new invention; and if on such examination it appears that
the applicant is entitled to a patent under the law, the Commission-
er shall issue s patent therefor.

The main conditions precedent to the grant of a
patent to an applicant are set forth in 35 US.C. 101,
102, 103.

35 US.C. 101. Inventions patenmble. Whoevcr mvents or discov-
ers any new and useful process, machine, manufacture, or composi-
tion of matter, or any new and useful improvement thereof, may
chtain a patent therefor, subject to the condmons and reqmremems
of this title.

ForM PARAGRAPH 7.04 CoprIES 35 U S. C 101

35 US.C 100. Definitions. When used in this title unltss the con-
text otherwise indicates—

(a) The term “invention” means invention or discovery.

(b) The term “‘process” means process, art or. method, md in-
cludes & rew use of 2 known process, machme. manufacture, com-
position of matter, or material.

(c) The terms “United States™ and “this coumry“ mean the
United States of America, its territories and

{d) The word “patentee” includes not only the patcntee to whom
the patent was issued but also the sucessors in title to the patentee.

702 Requisites of the Application

When a new application is assigned in the examin-
ing group the examiner should review the contents of
the application to determine if the application meets
the requirements of 35 U.S.C. 11l. Any matters af-
fecting the filing date of the application, such as lack
of an oath or declaration, filing fee, or claims should
be checked before the application is placed in the
storage racks to await the first action.

The examiner should be careful to see that the ap-
plication meets all the requisites set forth in chapter
600 both as to formal matters and as to the complete-
ness and clarity of the disclosure. If all of the requi-
sites are not met, applicant may be called upon for
necessary amendments. Such amendments, however,
must not include new matter.

702.01 Obvicusly Informal Cases

When an application is reached for its first action
and it is then discovered to be impractical to give a
complete action on the merits because of an informal
or insufficient disclosure, the following procedure
may be followed:

(1) A reasonable search should be made of the in-
vention so far as it can be understood from the disclo-
sure, objects of invention and claims and any appar-
ently pertinent art cited. In the rare case in which the
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g _utupmhdeuru-
sonable mrch the wﬁou should clearly inform appli-
cant that no search was made. .

(2) Informalities noted by the Application Division

and deficiencies in the drawing should be pointed out
bymumofmhmemmmeexmeﬂktm(m
570707(0). L

()Atequumntshouldbemﬁethuthespecnﬁ-
cationberevmdtomformto:dmmmcﬁnmhmd
United States practice;

(4)Theclumsshouldberejectedasfxﬂmgto
define the invention in the manner required by 35
U.S.C. 112 if they are informal. A blanket rejection is
usually sufficient.
. The examiner should not attempt to poimt out the
specific points of informality in the specification and
claims.. The burden is on the applicant to revise the

phcat:on to render it in proper form for a complete
examination. :

If & number of obviously mformal claims are filed
lnanapphcauon,mchclmmsshouldbctrwedas
bung a single claim for fee and examination purposes.

It is obviously to applicant’s advantage to file the
application with an adequate disclosure and with
claims which confotnt to the U.S. Patent and Trade-
mark Office usages and requirements. This should be
done whenever posgible. If, however, due to the pres-
sure of 2 Convention deadline or other reasons, this is
not possible, spplicants are urged to submit promptly,
preferably within three months after filing, a preliminary
amendment which corrects the obvious informalities.
The informalities should be corrected to the extent
that the disclosure is readily understood and the
cleims to be initially examined are in proper form,
particularly as to dependency, and otherwise clearly
define the invention. “New matter” must be excluded
from these amendments since preliminary amendments
do not enjoy original disclosure status, § 608.04(b).

Whenever, upon examination, it is found that the
terms or phrases of modes of characterization used to
describe the invention are not sufficently consonant
with the art to which the invention pertsins, or with
which it is most nearly connected, to ensble the ex-
aminer to make the examination specified in 37 CFR
1.104, the examiner should make a ressonsble search
of the invention so far as it can be vnderstood from
the disclosure. The action of the examiner may be
limited to a citation of what appears to be the most
pertinent prior art found and a request that applicant
correlate the terminology of the specification with
art-accepted terminology before further action is
made.

Use Form Paragraph 7.01 where the terminology is
such that a proper search cannot be made.

7.01 Use of Terminology, Cannot Be Examined

A preliminary examination of this application reveals that it in-
cludes terminology which is o different from that which is gener-
ally accepted in the art to which this invention perizins that it is
impractical to make 2 proper search of the prior art.

For example: [1]

Applicent is required to provide a clarification of these matters
or correlation with art-accepted terminology so that a proper com-
pasison with the prior art can be made.

A SHORTENED STATUTOAY PERIOD FOR RESPONSE
TO THIS ACTION 18 SET TO EXPIRE 30 DAYS FROM THE
DATE OF THIS LETTER.

Exsminee Nete: _

(8) Use this or the next paregeaph when @ ssarch cannot be msade.

(2) In the “brackes™ fill in en appropriate indication of the termei-
aology. properties, unite of tess data, ete. Marelhepmbkmes-dl
as the pages of specification invelved.

(3) For the to be followed when only the drawing & infor-
mal, see 608.02(c) and G08.03(B) of che MPEP.

Use Form Paragraph 7.02 where the application is
so incomprehensible that a reasonable search camnot

be made.

7.02 Disclosure Is Incomprehensible
The disclosure is objected to umder 35 U.S.C. 112, first pere-

zraph,ubunssomeomptehenﬂkstoprecludearemnﬂe
seurchofthepnormbytlnexm For example, tbcfoﬂowug

items are ot understood: [1].

Appliceat is required to sebmit sa amendment which clarifies the
disclosure so that the examiner may make a proper comperisom of
the invention with the prior art.

Appbuntshmﬂdbeurefulmwmtmduceanyuewmwmm
tbednclosure(ue..m!terwbchumtsuppoﬂedbythedudmm

as originally filed). -~ -
A SHORTENED STATUTORY PERIOD FOR RESPONSE
TO THIS ACTION IS SET TO EXPIRE 30 DAYS FROM THE

DATE OF THIS LETTER.

Eminer Nom:

1. Use this paragraph when a search cannot be made.

2. In the beacket, indicate the page numsbers and features which are
not understood.

3. See form paragrophs 6.28 and 6.30 jor improper idiomatic Erg-
lish,

Use Form Paragraph 7.03 where the invention
cannot be understood because of illegible handwritten
pages.

7.03 Handwritten Pages Are Jilegible

The Examiner cannot understand the invention because the hand-
written pages are illegible.

Applicant is required to submit legible pages preferably in typed,
double spaced form.

A SHORTENED STATUTORY PERIOD FOR RESPONSE
TO THIS ACTION IS SET TO EXPIRE 30 DAYS FROM THE
DATE OF THIS LETTER.

For the procedure to be followed when only the
drawing is informal, see §§ 608.02(a) and 608.02(b).

703 “General Information Concerning Patents”

The pamphlet “General Information Concerning
Patents” may be sent to an applicant handling his own
case when the examiner deems it advisable.

704 Search

After reading the specification and claims, the ex-
aminer searches the prior art.

The subject of searching is more fully treated in
Chapter 900. See §§ 904 through 904.02. The inven-
tion should be thoroughly understood before a search
is undertaken. However, informal cases, or those
which can only be imperfectly understood when they
come up for action in their regular turn are also given
a search, in order to avoid piecemeal prosecution.
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