Congress, in 35 U.S.C. 282, has endowed every
':pu&entgrantedbythertdemdemrkOfﬁce
with s presumption of validity. Public policy demands
that every employee of the Patent and: Trademark
. Office refuse (0 express: to eay person any opinica or
view s to the invelidity of any: United States Patent
- except in the course of examining a reissue or reexam-
ination application. The question of validity or imva-
Jidity is exclusively a matter for the courts to deter-
- mine.Bach; member of the. examining coepe i can-
tioned to be especislly wary of any.inquiry from say
penonoumdethc!’ateutmd'rrademat‘k“()ﬁce (-
cluding dny - employee of another ~govermment
- sgency);- the answer to. which might indicate tlm a
particular patent should not have béen isssed.

' Furﬂterwhenaﬁe&dofsearchformmvenm:s

reqmlted, Patent and Trademark Office employees

'ﬁouldmﬁmquwewhctherthemvmnonlm
been patented in the United States. -

Bxamtnemareespecullymﬁonedagmmtmwer
ing inquiries from any person outside the Patent and
Trademark Office as to whether or not & certain ref-
ereace was considered and whether or not a claim
would have been allowed over that reference. This
applies to anything in the patented file, including the
extent of the field of search and any emtry relating
thereto. The record of s patented file must speak for
itself. Practitioners can be of material assistance in this
regard by refraining from making such inquiries of
members of the examining corps. Answers to inquiries
of this nature must of mecessity be refused, and such
refusal should be considered meither discourteous nor
gn expression of opinion a3 to validity. Searches sug-
gested to members of the public who conduct validity
searches might well serve as a basis for concluding
that the examimer who examined the application
during its prosecution overiooked a pertinent area of
prior art during his or her search. This might sdverse-
ly affect the presumption of validity.

The examiner who offers suggestions as (o fields of
seasch might well find himself or herself in a position
where the offer to help might lead to statements made
by the examiner which adversely reflect on the patent
itself. These statements, while not part of the Patent
and Trademark Office written record, may result in
the examiner being sought for testimony in connec-
tion with litigation resulting from the issuance of that
patent. While § 1701.01 points out that the testimony
of examiners can be taken by deposition in sppropri-
ate situations, the circumstances noted are not appro-
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priate. Examiner's testimony is limited o factual am-
Mwmmmmamm
history. In' velidity' search
situstions, ‘comments made by the exasiier occur
aﬁerthefact(humoeoftheputem)mdcouldonly
lead to improper emminer testimony sihce they
amount to “second * of the original examin-
er's work methods and professionsl judgment. As
pointed out sbove, the determination of validity of s
United States patent is strictly a matter for determins-
tion by competent judicinl suthority. '

1701.01 Men Not To Teltify an Paunt Ex-
perts -
lnasmuch 88 pubhc polxcy does not permit examin-
ers to dgcxde as judges in the Patent and Trademark
Office, questions upon which they have been retained

-togweopmiomuexpertwntnewmpﬂentcamm
Athecoum,everyemnerwhothllmquasan

expeﬂmapatentcasepcndmgmmywuttwﬂbc

- dismiseed, unless he or. she, shall have 90 - testified in-
_ voluatarily, upon compulsion by competent. judicial

authority, and without retainer or prepagation.- ... -

Whenever an examiner is asked or subpdensed (o
testify in a suit concerning a patent, trademark- regns-
tration, or apphcatlon for either, the examiner is di-
rected to report that fact immediately to the Solicitor.
Where the suit involves a patent or sn application for
a patent, the e miner must also promptly notify the
Office of the Deputy Ass:stant Commissiosier for Pat-
ents.

Also, examiners are seminded that, in view of the
long established policy of the Patent and Trademark
Office to refuse to permit members of the staff of the
Patent and Trademark Office to testify in patent suits,
they should, before allowing an application, determine
that the written record is accurate and complete.

Patent examiners are forbidden to testtfy as patent
experts or to express opinions, in testimony or other-
wise, as to the invalidity of any issued patent. Patent
examiners have, in conaection with litigation involv-
ing patent validity, been called to testify on factual
matters. In those cases, the practice had been to
permit the examiner to testify only upon the issuance
of & subpoena.

However, under current pratice, patent examiners
are permitted to testify on deposition in patent suits,
without the need for & subpoena, provided the follow-
ing conditions are satisfied:

(1) The party proposing to take the testimony
will state in writing, that the questions to be asked
of the examiner will be phrased to comply with the
permissible scope of inquiry as outlined in the pro-
tective orders contained in the Court opinions in In
re Mayewsky, 162 USPQ 86, 89, and Shaffer Tool
g?rks v. Joy Manufacturing Co., 167 USPQ 170,




n'm

mmtnotgoinmhypoﬁmicllorm
‘mm«wbwmm
'; Y868 B M@mmm

..,ummm[ﬁwl"mmmm.
(2) That in_sddition 0 c
dmwdmerdeivﬂ
Procedure, the party taking the testimony will
ngiveadeqmmﬁoeoftheukiuohhe
d@uﬁﬁonofﬂwpﬁeatmmtotbeﬁom

ukmgoftbedepomxonudmed.

(3) Thst the perty teking the déposition arrange
mwmwmmmuum
convenient to the Patent and Trademark Office.
(4)Thattheputyuhggthe'deponmmpplya
comew eopy of ‘the "deposition’ transcip

Compmyetd l%UsPQW(IM)'md‘m&
ggtgwq y v Cmm Work& 181 USPQ
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ecutioa of any such spplication es indicsted in this peragraph. (See
fasther 18 U.S.C. 207).

See also § 309.
1763 The Officisl Gazette

The Patent Official Gazeste reports every Tuesday
thepamtsmddwgnpnmtsmdmdddme
publications on thet day. As to each patent,
the following information i givea:

(l)themmmd@)theutymdmteofrmdmce
of the applicant with the Post Office address in the
mofummedmm@)themm,forthe
sasignee, if eny, (4) filing date, (5) the serial
number of the (6} the patent number, (7)
the title of the invention, (8) the number of claims, (9)
theus.cluﬂﬁcwonbycmundwbclw,(w)aw
lected figure of the deawing, if any, except in the case
of & plant patent, (11) & claim or claims, (12) interns-
tional classification, (13) U.S. patent spplication dats,
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' Ordussbouldbeaddrmedudmmade
-‘payabkaupainmeatofDocm US Gov

o ’IhePAW(P&tentApp!mLomungmd
Momtomg)Systemnmemmdaumge-
. ment . system used by the Pstent amd Trademark

Office for the retrieval and/or oa-line updating of the

- computer record of each patent spplication. The

PALM System also maintaing examiner time, acnvxty,
docket end clerical backlog records. - .
InfommmulfmmPALuubymmof
video : display terminals. Information' update is by
means of video display transsctions asd, predominant-

. 1y, by means of transactions entered vie bar code

readers (BCR). Among other items, classification, ex-
aminer docket, attorney, investoe, and - prosecution
history dats as well as the location of each application
canberetnevedmdupdatedon-hncwuhPALM

Docket Repom

'I'herwordmgofchangestoeumwdockeum
accomplished by PALM simultancoasly with the re-
cording of incoming and outgoing communications,
transfers of applications to and from dockets, and
other types of updating of the application record. The
status of each examiner’s docket can be determined by

_ means of on-line video display trenssctions and is sup-

plemented by periodic printed reports. Docket reports
that are generated by PALM include the individual
examiner new, special end amended docket which
lists applications in priority order; the individual ex-
aminer rejected application docket; the individual ex-
aminer new application profile, which lists the totals
of new applications in each docket, sorted by month
of filing; and various summaries of the sbove repotis
at the group art unit, group, and corps levels.
Time and Activity Reporis

All reporting of examiner time and activity is on s

bi-weekly basis. Each examiner’s examining and non-









