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Errors in a patent may be corrected in four ways,
namely (1) by reissue, (2) by the issuance of a certifi-
cate of correction which becomes a part of the patent,
(3) by disclaimer, and (4) by reexamination.

1401 Reissue

25 USC 251 Relssue of defective patents. Whenever any patent
#. theough ereor withouwt sny deceptive intention, deemed wholly
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or partly inoperative or invalid, by reason of a defective specifica-
tion or drewing, or by reason of the patentee claiming more or less
then he had & right to claim in the patent, the Commissioner shall,
on the surrender of such patent and the payment of the fee required
by law, reissue the patent for the invention disclosed in the original
patent, and in accordance with 2 new and amended application, for
the unexpired part of the term of the original patent. No new
matter shell be introduced into the application for reissue.

The Commissioner may issue several reissued patenis for distinct
and sepsrate parts of the thing patented, upon demand of the appli-
cant, and upon payment of the required fee for a reissue for each of
such reissued patents.

The provisions of this title relating to applications for patent shall
be applicable to applications for reissue of a patent, except that ap-
plication for reissue may be made and sworn to by the assignee of
the entire interest if the application does not seek to enlarge the
scope of the cigims of the original patent.

No reissued patent shall be granted enlarging the scope of the
claims of the original patent unless applied for within two years
from the grant of the original patent.

1402 Grounds for Filing [R-3]

The most common bases for filing a reissue applica-
tion are (1) the claims are too narrow or too broad;
{2) the disclosure contains inaccuracies; (3) ®* * ® ap-
plicant failed to or incorrectly claimed foreign priori-
ty; §4¢) applicant failed to make reference to or in-
correctly made reference to prior copending applica-
tions.

pAn attorney’s failure to appreciate the full scope
of the invention was held to be an error correctable
through reissue in In re Wilder, 222 USPQ 369 (Fed.
Cir. 1984). The Patent and Trademark Board of Ap-
peals held in Ex parte Scudder, 169 USPQ 814, 815
(1971) that 35 U.S.C. 251 authorizes reissue applica-
tion to corfect misjoinder of inventors where 35
U.S.C. 256 is inadequate. Reissue may no longer be
necessary under the facts in Ex parte Scudder in view
of 35 U.S.C. 116 as amended effective November 8
1984 by Public Law 98-622 which provides, inter
alia,

“Inventors may apply for a patent jointly even
though . . . (3) each did not make a contribution to
the subject matter of every claim in the patent.”

Note 37 CFR 1.45 as amended effective May 8,
1985 (Federal Register, Vol. 50, No. 45, 9368, 9369,
9379, March 7, 1985).¢

The correction of misjoinder of inventors in divi-
sional reissues has been held to be a ground for re-
issue: Ex parte Scudder, 169 USPQ 814, The Filing of
a reissue application ®* * ® pmay not bed necessary if
the only change is to correct the inventorship since
this can be accomplished under the provisions of 35
U.S.C. 256 and 37 CFR 1.324.

A reissue was granted in Brenner v. State of Israel,
862 O.G. 661, 158 USPQ 584, where the only ground
urged was failure to file a certified copy of the origi-
nal foreign application to obtain the right of foreign
priority under 35 U.S.C. 119 before the patent was
granted.

Correction of failure to adequately claim priority in
earlier filed copending U.S. Patent application was
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held a proper ground for reissue in Sampson v. Comr.
of Pats., 195 USPQ 136, 137 (D.C.D.C. 1976). Reissue
applicant’s failure to timely file a divisional applica-
tion is not considered to be error causing a patent
granted on elected claims to be partially inoperative
by reason of claiming less than they had a right to
claim; and thus such applicant’s error is not correcta-
ble by reissue of the original patent under 35 U.S.C.
251: In re Orita, Yohagi, and Enomoti, 193 USPQ
145, 148 (CCPA 1977); see also In re Mead, 581 F.2d
257, 198 USPQ 412 (CCPA 1978).

1403 Diligence in Filing [R-3]

When a reissue application is filed within two years
from the date of the original patent, a rejection on the
grounds of lack of diligence or delay in filing the re-
issue should not normally be made, in the absence of
evidence to the contrary: Ex parte Lafferty, 190
USPQ 202 (Bd. App. 1975); but see Rohm & Haas
Co. v. Roberts Chemical Inc., 142 F.Supp. 499, 110
USPQ 93 (S.W. Va. 1956) reversed on other grounds
245 F.2d 693, 113 USPQ 423 (4th Cir. 1957).

However, as stated in the fourth paragraph of 35
U.S.C. 251,

No reissue patent shall be granted enlarging the
scope of the claims of the original patent unless ap-
plied for within two years from the grant of the
original patent.

See § 1412.03 for broadening reissue practice.

pNote In re Bennett, 226 USPQ 413, 416 (Fed. Cir.
1985); In re Fotland, 128 USPQ 193 (Fed. Cir. 1985).¢

A reissue filed on the two year anniversary date is
considered filed within two years: see Switzer &
Ward v. Sockman & Brady, 142 USPQ 226 (CCPA
1964) for a similar rule in interferences.

1404 Submission of Papers Where Reissue
Patent is in Litigation [R-3}

Applicants and protestors (see § 1901.03) submitting
papers for entry in reissue applications of patents in-
volved in litigation are requested to mark the outside
envelope and the top right hand portion of the papers
with the words “REISSUE LITIGATION" and with
the Office or group art unit of the Patent and Trade-
mark Office in which the reissue application is locat-
ed, e.g., Assistant Commissioner for Patents, Board of
bPatent§ Appeals $and Interferences§, Examining
Group, * * * Office of Publications, etc. Protestor’s
participation, including the submission of papers, is
limited in accordance with 37 CFR 1.291(c). Any
“Reissue Litigation” papers mailed to the Office
should be so marked and mailed to Box 7, Commis-
sioner of Patents and Trademarks, Washington, D.C.
20231. The markings perferably should be written in a
bright color with a felt point marker. Papers marked
“REISSUE LITIGATION” will be given special at-
tention and expedited handling. See §§ 1442.01-
1442.04 for examination of litigation related applica-
tions.

1410 Content of Reissue Application

37 CFR 1.171. Application for reissue. An application for reissue
must contain the same parts required for an application for an origi-
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nal patent, complying with all the rules relating thereto except as
otherwise provided, end in addition, must comply with the require-
ments of the rules relating to reissue applications. The application
must be accompanied by a certified copy of an abstract of title or
an order for a title report accompanied by the fee set forth in
§ 1.19(b)}2), to be placed in the file, and by an offer to surrender
the originel patent (§ 1.178).

Applicants for reissue are reqguired to file a reissue
oath or declaration which, in addition to complying
with §1.63, must comply with §1.175. The oath or
declaration or filing fee may be submitted after the
filing date under 37 CFR 1.53.

$1410.01 Reissue Applicant, Oath or Declarsa-
tion, and Assent of All Assignees [R-3]

37 CFR 1.172 Applicants, assignees. (8) A reissue oath must be
signed and sworn to or declaration made by the inventor or inven-
tors except as otherwise provided (see sections 1.42, 1.43, 1.47), and
must be accompanied by the written assent of all assignees, if any,
owning an undivided interest in the patent, but a reissue oath may
be made and sworn to or declaration made by the assignee of the
entire interest if the application does not seek to enlarge the scope
of the claims of the original patent.

(b) A Reissue will be granted to the original patentee, his legal
representative or assigns as the interest may appear.

The reissue oath must be signed and sworn to or
declaration made by all the inventors except as other-
wise provided in 37 CFR 1.42, 1.43 and 1.47. Where
the reissue application does nor seek to enlarge the
scope of any of the claims of the original patent, the
reissue oath may be made and sworn to or declaration
made by the assignee of the entire interest.

The reissue oath or declaration must be accompa-
nied by the written assent of all assignees. 35 U.S.C.
111 and 37 CFR 1.53 provide, however, for according
an application a filing date if filed w'th a specification,
including claim(s), and any required drawings. Thus,
where an application is filed without an oath or decla-
ration, or without the assent of all assignees, if the ap-
plication otherwise complies with 37 CFR 1.53(b) and
the reissue rules, the Application Branch will send out
a notice of missing parts setting a period of time for
filing the missing part and for payment of any sur-
charge required under 37 CFR 1.53(d) and 1.16(e).
The surcharge is required because, until the assent is
filed, the reissue oath or declaration is defective, since
it is not apparent that the signatures thereon are
proper absent an indication the assignees have assent-
ed to the filing.

Where the written assent of all the assignees to the
filing of the reissue application cannot be obtained,
applicant may under appropriate circumstances peti-
tion to the Office of the Deputy Assistant Commiis-
sioner for Patents (MPEP section 1002.02(b)) for a
waiver under 37 CFR 1.183 with fee (37 CFR 1.17(b))
of the requirement of 37 CFR 1.172, to permit the ac-
ceptance of the filing of the reissue application.

The reissue application can then be examined, but
will not be allowed or issued without the assent of all
the assignees as required by 37 CFR 1.172: N. B. Fas-
sett, 11 O.G. 420, 1877 C.D. 32; James D. Wright, 10
O.G. 587, 1876 C.D. 217, 218.

Form paragraph 14.15 may be used to indicate that
the consent of the assignee is lacking.

14002









