Chapter 900 Prior Art, Classification, Search

e e A

. 901 Prior Art

901.01 Canceled Matter in U.S. Patent Files
901.02 Abandoned Applications
901.03 Pending Applications
901.04 U.S. Patents
901.05 Fdreign Patent Documents
901.05(a) Citation Data
901.05(b) Other Significant Data
901.05(c) Obtaining Copies
901.05(d) Translation
901.06 Non-patent Publications
901.06(a) Scientific Library
901.06(b) Borrowed Publications
901.06(c) Alien Property Custodian Publications
901.06(d) Abstracts, Abbreviatures and Defensive Publications
901.07 Arrangement of Art in Examining Groups
901.08 Borrowing References
901.09 Missing Copies—Replacement
902 Official Publications and Indices of U.S. Patents
902.01 Manual of Classification
902.01(a) Index to the U.S. Patent Classification
902.02 Definitions
902.02(a) Search Notes
902.02(b) Search Cards
902.03 U.S. Patent Classification Indices
902.03(a) Master Classification File (MCF) on Microfilm
902.03(b) Patent Index
902.03(c) Subclass Lists
902.03(d) Classification and Search System Information System
(CASSIS)
902.04 Classification Orders and Bulletins
903 Classification
903.01 Statutory Authority
903.02 Basis and Principles of Classification
903.02(a) New and Revised Classes
903.02(b) Scope of a Class
903.02(c) Establishing Subclasses and Cross Reference Art Collec-
tions
903.03 . Classification of Foreign Patents
903.05 Transfer of U.S. Patents
903.06 Practice to be Used in Ordering Official Cross References
903.06 Ordering Official Cross-References
903.06(a) Discovery of New Cross-References
903.07 Classifying and Cross-Referencing at Allowance
903.07(a) Cross-References—Keep Systematic Notes during Pros-
ecution
903.07(b) Issuing in Another Examining Group Without Transfer
903.08 Applications—Assignment and Transfer
903.08(a) New Applications
903.08(b) Classification and Assignment to Examiner
903.08(c) Immediate Inspection of Amendments
903.08(d) Transfer Procedure
'903.08(¢) General Regulations Governing the Assignment of Ap-
plications for Examination
903.08(f) Post Classifier’s Decision
903.08(g) Transfer to Another Examining Group after Decision
903.09 International Classification of Patents for Inventions
903.10 Duties of the Post Classifier
904 How to Search
904.01 Analysis of Claims
J904.01(a) Variant Embodiments within Scope of Claim
904.01(b) Equivalents
904.01(c) Analogous Arts
904.01(d) Outlining Field of Search
904.02 Conducting the Search
*905 Miscellaneous
905.01 Photocopy Orders
905.02 Soft Copy Orders
905.03 Ordering of Patented and Abandoned Files
905.04 Marking Examiners’ Copies of Patents
905.05 Application File Location

%01 Prior Art
Note 37 CFR 1.104(a) in § 707.

901.01 Canceled Matter in U.S, Patent Files

Canceled matter in the application file of a U.S.
patent is not a proper reference as of the filing date
under 35 U.S.C. 102(e), see Ex parte Stalego, 154
USPQ 52. However, matter canceled from the appli-
cation file wrapper of a U.S. patent may be used as
prior art as of the patent date in that it then consti-
tutes prior public knowledge under 35 U.S. C. 102(a),
In re Lund et al, 153 USPQ 625 (CCPA 1967).

901.02 Abandoned Applications

37 CFR 1.108. Abondoned applications not cited. Abandoned appli-
cations as such will not be cited as references except those which
have become abandoned as a result of the filing and acceptance of a
request under § 1.139.

Where an abandoned application is referred to in an
issued U.S. patent, the disclosure of the application is
incorporated by reference into the disclosure of the
patent and is available to the public. See § 1.14(b).

In re Heritage, 1950 CD. 419, 86 USPQ 160, holds
that where a patent refers to and relies upon the dis-
closure of a copending abandoned application, such
disclosure is available as a reference. See also In re
Lund, 153 USPQ 625, 54 CCPA 1361.

It has also been held that where the reference
patent refers to a copending but abandoned applica-
tion which discloses subject matter in common with
the patent, the effective date of the reference as to the
common subject matter is the filing date of the aban-
doned application. Ex parte Clifford, 49 USPQ 152;
Ex parte Peterson, 63 USPQ 99; and In re Switzer et
al., 612 O.G. 11; 77 USPQ 156.

. Published abstracts, abbreviatures and defensive
publications are references (§ 901.06(d)).

§ 901.03 Pending Applications

Except as provided in 37 CFR 1.11(b) pending U.S.
applications are preserved in secrecy (37 CFR 1.14(a))
and are not available as references. However, claims
in one application may be rejected on the claimed
subject matter of a copending application of the same
inventive entity. For applications having a common
assignee and different inventive entities claiming a
single inventive concept see § 804.03.

Applications abandoned under § 1.139 are treated as
pending applications for limited time periods regard-
ing interferences and the filing of a continuing appli-
cation. (See § 711.06.)

§ 901.04 U.S. Patents

The following different series of U.S. patents are
being, or in the past have been issued. The date of
patenting given on the face of each copy is the publi-
cation date and is the one usually cited. The filing
date, in most instances also given on the face of the
patent, is ordinarily the effective date as a reference
(35 U.S.C. 102(e)).

X-Series. These are the approximately 10,000 patents
issued between 1790 and July 4, 1863. They were not



§ 901.04

originally numbered, but have been arbitrarily as-
signed numbers in the sequence in which they were
issued. The number should not be cited. When copies
are ordered, the patentee’s name and date of issue suf-
fice for identification.

1836 Series. The mechanical, electrical, and chemi-
cal patents issued since 1836 and frequently designat-
ed as “utility” patents, are included in this series. A
citation by number only is understood to refer to this
series. This series comprises the bulk of all U.S. pat-
ents issued. Some U.S. patents issued in 1861 bear two
numbers but only the larger number should be cited.

Reissue Series. Reissue patents (§ 1401) have been
given a separate series of numbers preceded by “Re.”
In citing, the letters and the number must be given,
e.g., Re 1776. The date that it is effective as a refer-
ence is the effective date of the original patent appli-
cation, not the filing date of the reissue application.

Design reissue patents are numbered with the same
number series as “utility” reissue patents. The letter
prefix does however indicate them to be design re-
issues.

A.L Series. From 1838 to 1861, patents covering an
inventor’s improvement on his own patented device
were given a separate series of numbers preceded by
“A.L” to indicate Additional Improvement. In citing,
the letters and the number must be given, e.g., A.L
113. About 300 such patents were issued.

Plant Patent Series. When the statutes were amend-
ed to provide for patenting certain types of plants
(Chapter 1600) these patenis were given a separate
series of numbers. In citing, the letters “P.P.” and the
number must be given, e.g., P.P. 13.

Design Patents. Patents for designs (Chapter 1500)
are issued under a separate series of numbers. In
citing, the letter “D” and the number must be given,
e.g., D. 140,000.

Numbers for Identification of Bibliographic Data on the First Page
of Patent and Like Documents (INID Numbers)

The purpose of INID Codes (“INID” is an acronym for “Inter-
nationally agreed Numbers for the Identification of Data”) is to
provide a means whereby the various data appearing on the first
page of patent and like documents can be identified without knowl-
edge of the language used and the laws applied. They are now used
by most patent offices and have been applied to U.S. patents since
Aug. 4, 1970. Some of the codes are not pertinent to the documents
of a particular country and some which are may, in fact, not be
used. Those codes which are not applicable to U.S. patents or not
used are identified in the list below.

INID Codes and Minimum Regquired for the Identification of
Bibliographic Data
(10) Document identification

*(11) Number of the document

*(12) Plain language designation of the kind of document

**(19) WIPO country code, or other identification, of the coun-
try publishing the document

(** Minimum data element for patent documents only)

(20)" Domestic filing data

*(21) Number(s) assigned to the application(s), e.g. “Numéro
d’enregistrement national”, “Aktenzeichen”

€(22) Date(s) of filing application(s)

*(23) Other date(s) of filing, including exhibition filing date and
date of filing complete specification following provisional spec-
ification !

(24) Date from which industrial property rights may have effect

MANUAL OF PATENT EXAMINING PROCEDURE

(25) Language in which the published application was originally
filed

(26) Languvage in which the application is published
(30) Priority data ®

#(31) Number(s) assigned to priority application(s) !

*(32) Date(s) of filing of priority application(s) ?

¥(33) Country (countries) in which priority application(s) was
(were) filed ?

Note: With the proviso that data coded (31), (32) and (33) are
used together and on a single line, category (30) can be used, if so
desired.

(40) ixate(s) of making available to the public

%#(4]) Date of making available to the public by viewing, or
copying on request, an unexamined document, on which no
grant has taken place on or before the said date !

##(42) Date of making available to the public by viewing, or
copying on request, an examined document, on which no grant
has taken place on or before the said date !

##(43) Date of publication by printing or similar process of an
unexamined document, on which no grant has taken place on
or before the said date !

#%(44) Date of publication by printing or similar process of an ex-
amined document on which no grant has taken place on or
before the said date

¢#(45) Date of publication by printing or similar process of a
document on which grant has taken place on or before the said
date

(46) Date of publication by printing or similar process of the
claim(s) only of a document !

*%(47) Date of making available to the public by viewing, or
copying on request, a document on which grant has taken
place on or before the said date !

(**Minimum data element for patent documents only, the mini-
mum data requirement being met by indicating the data of making
available to the public the document concerned)

(50) Technical information

*(51) International Patent Classification

(52) Domestic or national Classification

(53) Universal Decimal Classification !

#(54) Title of the invention

(55) Keywords !

(56) List of prior art documents, if separate from descriptive text

(57) Abstract or claim

(58) Field of search
(60) References to other legally related domestic patent documents

including unpublished applications therefor 3

Note: Priority data should be coded in category (30)

(65) is intended primarily for use by countries in which the na-
tional laws require that re-publication occurs at various procedur-
al stages under different publication numbers and these numbers
differ from the basic application numbers]

(61) Number and, if possible, filing date of the earlier application,
or number of the earlier publication, or number of earlier
granted patent, inventors’ certificate, utility model or the like to
which the present document is an addition ?

(62) Number and, if possible, filing date of the earlier application
from which the present document has been divided out

(63) Number and filing date of the earlier application of which the
present document is a continuation

(64) Number of the earlier publication which is “reissued”

(65) Number of a previously published patent document concerning
the same application

(70) Identification of parties concerned with the document

Note: [(75) and (76) are intended primarily for use by countries in
which the national laws require that the inventor and applicant are
normally the same. In other cases (71) and (72) or (71), (72) and

(73) should generally be used]

“#(71) Name(s) of applicant(s) !

(72) Name(s) of inventor(s) if known to be such !

*#(73) Name(s) of grantee(s)

(74) Name(s) of attorney(s) or agent(s) !

(75) Name(s) of inventor(s) who is (are) also applicant(s)
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+#(76) Names(s) of inventor(s) who is (are) also applicant(s) and
grantee(s) .

(**For documents on which grant has taken place on or before
the date of making available to the public, and gazette entries relat-
ing thereto, the minimum data requirement is met by indicating the
grantee, and for other documents by indicating the applicant).

(80) Identification of data related to International Conventions other
than the Paris Convention

Note: The codes (86) and (87) are intended to be used:

—on national documents when identifying one or more of the
relevant filing data or publication data of a regional or PCT appli-
cation.

—on regional documents when identifying one or more of the
relevant filing data or publication data of another regional or PCT
application. These data should be used together and preferably
on a single line.

(81) Designated State(s) according to the PCT !

(82) Elected State(s) according to the PCT !

(84) Designated Contracting States under the European Patent
Convention !

(85) Date of fulfillment of the requirements of article 22 and/or 39
of the PCT for introducing the national procedure according
to PCT!

(86) Filing data of the regional or PCT application, i.e. application
number, language in which the published application was origi-
nally filed and application filing date

(87) Publication data of the regional or PCT application, i.e. publi-
cation number, language in which the application is published
and publication data.

(88) Date of deferred publication of the search report.!

(89) Document number and country of origin of the original docu-
ment according to the CMEA Agreement on Mutual Recogni-
tion of Inventors’ Certificates and other Documents of Protec-
tion for Inventions.!

The INID codes which are preceded by a single asterisk (*)
relate to those data elements which are considered to be the mini-
mum elements which should appear on the first page of a docu-
ment—and in an entry in an official gazette.

The INID codes which are preceded by a double asterisk (**)
relate to those data elements which are considered to be minimum
elements in circumstances specified in the accompanying notes.

Notes concerning the application of INID Codes to U.S. patents:

1 This item is either not applicable to U.S. patents or, if applica-
ble, is either not coded or not assigned this code.

2 The respective specific data elements within this category are
not individually coded. They are printed in a particular format
under the caption *“Foreign Appiication Priority Data” which is
identified by the INID Code [30].

3 The specific data applicable to a particular patent is printed
under the caption “Related U.S. Application Data.” Where the re-
lationship is due solely to division or to continuation and/or con-
tinuation-in-part, the data is identified by the appropriate specific
INID Code, i.e. [62] or [63], respectively. Where the relationship is
due to any combination of these two specific sub-categories, the
ddta is identified by use of the generic INID Code [60].

901.05 Foreign Patent Documents

In some countries, there is a delay between the date
of the patent grant and the date of publication. Gener-
ally, a foreign patent should not be cited as a refer-
ence unless the examiner has seen the patent.

-Citation data pertaining to those countries from
which the most patent publications are received are
given in the following sections. Additional informa-
tion can be obtained from the Scientific Library.

A. FOREIGN PATENT MATERIAL

There are approximately 25 countries in which the
specifications of patents are published in printed form,
including those in which the specifications are so pub-
lished before the patent is granted. Where an inven-
tion is patented in more than one country, a single

901.05

copy is selected for placement in the examiners’
search file. If the U.S. is one of the countries in the
“family” of patents, none to the foreign “equivalents”
are placed in the search file.

B. NoOTES ON FOREIGN PATENT LAWS IN GENERAL

Some general information on foreign patent laws is
given here, to summarize particular features which
may be observed and to consider terminology used.
Some additional details may be found under individu-
al countries in Part F.

By way of contrast, it is first recalled that in the
United States a number of different events all occur
on the same day, the issue date. These events include:
(1) a patent document, the “letters patent,” which
grants and thereby creates the legal rights conferred
by a patent, is executed and sent to the applicant; (2)
the patent rights come into existence; (3) the patent
rights can be exercised; (4) the specification of the
patent becomes available to the public; (5) the pros-
ecution papers become available to the public; (6) the.
specification is published in printed form; (7) an issue
of an official journal, containing an announcement of
the patent with an abstract or equivalent, is published.
In most foreign countries various ones of these events
occur on different days and some of them may never
occur at all.

a. Applicant. In most countries the owner of the
prospective rights, derived from the inventor, may
also apply for a patent in his own name as applicant;
in a few, other persons may apply as well or be
joined as co-applicants. Hence applicant is not syn-
onymous with inventor, and the appliant may be a
company. Some countries require the inventors’
names to be given and regularly print them on the
published copies; Other countries may sometime print
the inventors’ names, presumably when available or
when requested to do so.

b. Application. The word application is commonly
used to refer to the entire set of papers filed when
seeking a patent. However, from the standpoint of
strict statutory language in many laws, and this was
once the case in the U.S. as well, the word applica-
tion refers only to the paper, usually a printed form,
in which a patent is requested. The application, in this
sense, is to be “accompanied by” or have *“attached”
to it certain other papers, namely a specification,
drawings when necessary and perhaps other papers.

¢. Publication of pending applications. In general,
pending applications are confidential until a patent is
granted, or until a certain stage in the proceedings, or
until a certain date, as may be specified in a particular
law.

Some countries have adopted a practice of publish-
ing pending applications, meaning the contents or
documents of the application, at a certain time after
filing, the applications being as yet unexamined or in
process of examination. The applicant is given certain
provisional rights on this publication.

This publication may take either of two forms. In
some countries, a notice giving certain particulars is

900-3



901.05

published in the official journal and thereafter any one
may see the papers at the patent office or order
copies. There is no printed publication of the specifi-
cation, although an abstract may be published in
printed form. In Australia, patents are microfilmed
copies of applications, In re Wyer, 210 USPQ 790
(CCPA 19381).

Several other countries publish the specifications of
pending applications in printed form at a specified
time after filing. These documents, of course, consti-
tute references as printed publications and whether or
not a patent is subsequently granted becomes unim-
portant.

In dealing with foreign patent material, the words
“published” and “publication” sometimes refer only to
the opening for inspection and making copies of the
papers and not to a printed publication. In what fol-
lows this will be pointed out when not apparent from
the context.

d. Administrative systems. The administrative sys-
tems of issuing patents by a patent office vary from an
inspection of the papers to determine if they are in
proper form to an examination of the merits on the
basis of an extensive search of the prior art. The
former are referred to as nonexamining or registration
countries, although there could be a rejection on mat-
ters apparent on the face of the papers, such as that
the subject matter is what we would call outside the
statutory classes.

Of the examining countries (more appropriately
pre-examining) the extent of the material searched
varies. Only a few, possibly less than a dozen, include
a substantial amount of foreign patent material and
nonpatent publications, as well as their own patents,
in their search files. Some countries specifically limit
the search by rule to their own patents with very
little or no additional material, or do so for lack of
facilities. An increasing number require applicants to
give information concerning references cited in corre-
sponding applications filed in other countries.

e. Oppositions. Most examining countries consider
participation by the public as an inherent feature of
their examining system. When an application is found
10 be allowable by the examiner, it is “published” for
opposition. Then there is a period, usually 3 or 4
months, within which members of the public can
oppose the grant of the patent; this could be any
person or company in most countries, or only one
having an interest in some. The opposition is an inter
partes proceeding and the opposer can ordinarily raise
any ground on the basis of which a patent would be
refused or held invalid, including any applicable refer-
ences.

The publication for opposition, also referred to as
laying open for opposition, may take the form of the
publication of a notice in the_official journal with the
application, meaning the contents, being then open to
public inspection and the obtaining of copies. Some
countries, in addition, issue the specifications of the
allowed applications in printed form at or about the
same time and there is hence in these a printed publi-
cation which is available as a reference in the U.S.

MANUAL OF PATENT EXAMINING PROCEDURE

f. The Patent. In the nonexamining countries, and in
the examining countries if the applicant is successful,
a patent is issued, or granted, or the invention be-
comes patented, in due course. Practices and termi-
nology vary and in some there is no “letters patent™
document which creates and grants the rights as in
the U.S. In some countries the examiner grants the
patent by signing the required paper. In a few coun-
tries nobody does anything, the patent standing grant-
ed by operation of law after certain events have oc-
curred. The term “granting the patent” is used for
convenience, but it should be noted that sections
102(a) and 102(b) of 35 U.S.C. do not use this termi-
nology.

A list of granted patents is ordinarily published in
the official journal, with an abstract or claims in some
countries, but this is usually after the granting date.

Where the specifications of granted patents are
issued in printed form, this seldom occurs simulta-
neously with the day of grant, but may occur a short
time thereafter in some, or after several years in a
few.

The term of a patent may vary in different coun-
tries, with respect to the number of years and the
method of determining it. In some countries, it is a
specified number of years after the date of grant but
in many the patent expires a specified number of
yerars after the filing date even though the patent
rights might not commence until a later date.

Most countries require the payment of annual or
periodic fees to maintain a patent in force. These may
start a few years after filing, and increase each year.
If not paid within the time allowed the patent lapses
and is no longer in force.

C. STATUTORY Basis: SECTIONS 102 (a) and (b)

Section 102(a) of Title 35, U.S.C. provides that a
patent cannot be obtained if “the invention was . . .
patented or described in a printed publication in this
or a foreign country, before the invention thereof by
the applicant . . .” while section 102(b) provides that
a patent cannot be obtained if “the invention was pat-
ented or described in a printed publication in this or a
foreign country . . . more than one year prior to the
date of the application for patent in the United
States.” The common phrase in these two quotations
“patented or described in a printed publication in this
or a foreign country” refers to two different things
and can be separated as follows:

1. “patented . . . in this or a foreign country”
2. “described in a printed publication in this or a
foreign country.”

These are two different sources of references, namely
(1) foreign patents (we are not concerned with U.S.
patents here) and (2) printed publications, which can
be used for finding anticipation under section 102 or
for finding obviousness in view of section 103.

The published specifications of foreign patents with
which we are concerned have a dual aspect; they are
printed publications, and at the same time they repre-
sent foreign patents. There may be, and usually are,
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two different effective dates for reference purposes,
one the effective date when used as a printed publica-
tion, and the other the effective date when used as a
foreign patent. (The term “effective date” is here used
to indicate the date we consider the document effec-
tive for the purpose we intend to use it; the same date
may have little or no significance in the country of
origin.) When used as printed publications everything
disclosed in the specification is available for use, and
the laws under which they were issued are irrelevant.
When used as foreign patents some matters disclosed
in the specification might not be available for use (see
below), and complexities of foreign laws may arise in
interpretation and in determining the effective date.

Excluding the U.S. and the extremely few, if any,
which act similarly, three categories of countries can
be distinguished.

1. Countries in which the specification is issued in
printed form before the patent is granted. These in-
clude those countries which so publish the specifica-
tions at the time of publishing for opposition, and
those countries which so publish the specifications of
pending applications a certain time after filing. Prob-
ably the majority of specifications now received and
placed in the search files are of these kinds. Since
there is a printed publication of earlier date, the date
(and also whether or not) the patent is granted be-
comes irrelevant. Where the specification is printed
again when the patent is granted, the later copies are
sometimes no longer placed in the search files. The
specification of the patent might differ from the previ-
ously published specification in some instances, but
normally this would consist only in a narrowing of
the claims with possibly a corresponding reduction of
the specification. The application, the specification of
which was issued in printed form, may be still pend-
ing or may have become abandoned; these facts are
immaterial to the use of the printed specification as a
printed publication.

2. Countries in which the specification is issued in
printed form only gfter the patent is granted. Where
the printed publication date is early enough for all
purposes the fact of patenting is not important. But
since the patenting date is earlier, the foreign patent
can be used as a patent when the printed publication
date is not early enough or has been overcome by an
affidavit under 37 CFR 1.131. The effective date as a
patent may be the actual date the patent was granted
or some date which has been established for this pur-
pose. In some countries the specification is issued in
printed form so soon after the patent is granted that
the question of establishing the earlier patenting date
has not even arisen.

3. Countries in which the specification is rot issued
in printed form. These form the majority from the
standpoint of the number of countries, but form a
small minority with respect to the proportion of pat-
ents issued. Occasionally one is called to an examin-
er’s attention, as in a motion to dissolve an interfer-
ence; these can only be considered as patents and
treated in the same manner as would be patents of
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group 2 countries above when a copy is obtained
before the specification was printed.

The basis for using a foreign patent as a pafent is
the expression in the statute “patented . . . in ... a
foreign country” which has been quoted above.
Hence it is the subject matter which has been patent-
ed in the foreign country which is the reference and
not necessarily everything disclosed in the specifica-
tion. Suppose the specification of the patent discloses
two separate and distinct devices, A and B, and ali
the claims are restricted to A; the disclosure of B in
the specification cannot be referred to at all. An ex-
treme example like this is not apt to occur, and in the
normal case that comes before the examiner there is
little or no difference between the disclosure and
what is patented. It is not always necessary for details
relied upon to be specifically recited in the claims of
the foreign patent since it is not the claims which is
the reference but, in the language of the statute, the
invention that has been patented. Once having deter-
mined what subject matter is available in the foreign
patent for reference purposes, it can be used for an-
ticipation or as a basis for determining obviousness,
but any remaining subject matter must be blocked out
of consideration. Office practice is illustrated by In re
Fuge, 124 USPQ 105, 1960 C.D. 73 and Ex parte QOvist
et al, 152 USPQ 709. Infringement suit decisions are
Reeyes Bros. Inc. v. U.S. Laminating Corp., 157 USPQ
235 (Dist. Ct., E.D. N.Y. 1968) and The Bendix Corp
et al. v. Balax, Inc. 164 USPQ 485 (C.A. 7, 1970).
There are still, however, a number of matters that
need clarification and the result for some situations
can only be determined when they arise.

D. GENERAL INFORMATION

a. Copies of Printed Specifications. The Patent and
Trademark Office receives, through the Library,
copies of the printed specifications of patents, and of
applications, from nearly all the countries which issue
them in printed form. This is by exchange arrange-
ments with the countries involved. Practice has
changed in recent years with respect to the number of
copies received, the type of records kept, and distri-
bution of the copies. Most important, one copy of
each invention is classified into the U.S. system and
placed in the search files. Copies from nearly all of
the countries received are so handled, all foreign lan-
guage patent documents now being accompanied by
an English language abstract.

Where the specification is printed twice, once
during the application stage and again after the patent
has been granted, only the first printing is in general
placed in the search files. The second printing ordi-
narily does not vary from the first as to disclosure. If
it does the variations normally would be deletions to
correspond to reduction in the scope of the claims or
perhaps to a requirement for restriction.

b. Unprinted Foreign Patents. Copies of specifica-
tions of patents of countries which do not issue them
in printed form are of course not received. Occasional
ones may come before the examiner; these may be
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supplied by applicants or cited in a motion to dissolve
an interference.

When requested to do so, the Scientific Library
will attempt to obtain a copy of an unprinted patent
from the patent office of the country. In particular,
official copies of Belgian patents can be obtained prior
to the time they are issued; the Library will ask that
the date of granting and the date the specification was
available to the public be endorsed on the copy. The
original is retained by the Library and a copy made
for the examiner.

The Library keeps a file of copies of unprinted pat-
ents which it has acquired. This file is checked before
any request is made to the foreign patent office.

c. Official Patent Journals. Most countries issue an
official patent journal, corresponding in general to the
Official Gazette of the U.S. Patent and Trademark
Office. In some both patent and trademark matters are
included, while some countries have a separate jour-
nal for trademarks. These official patent journals may
have the word Journal, Bulletin, Gazette, Record or
an equivalent word, in their title and the official titles
otherwise vary. The term official journal will be used
here in referring to these publications broadly. Some
countries do not have a special official patent journal
but utilize a general government journal which
mainly includes other matters.

Bound sets of the official journals are shelved in the
Library adjacent the numerical patent collection of
the particular country. Official journals are received
from some countries which do not issue printed
patent specifications; these are shelved in a different
location.

Some countries issue annual indexes containing var-
ious lists relating to patents issued during the year,
and other information. These are shelved adjacent the
official journal of the country.

d. Translations. Examiners may request translators
in the Reference Section of the Library to assist them
orally or with written translations of any specifica-
tions in languages with which the examiner is not fa-
miliar. See §§ 901.06(a) and 903.03. Alternative ver-
sions of specifications, in English or other languages
known to the examiner, can sometimes be found; see
below.

e. Abstracting Services. The official journals of a few
countries include abstracts of the disclosures of the
patents announced or applications published. Separate
classified abstracts, called Abridgments, are published
in Great Britain; the Library has a set of these abridg-
ments.

Many technical abstracting publications include
patent literature; the most notable of these is Chemi-
cal Abstracts. The annual indexes of Chemical Ab-
stracts include, in addition to the subject matter index,
an author index in which the patentee’s and inventor’s
names appear, and patent number lists; corresponding
patents of different countries are identified.

Specifications of unprinted, or as yet unprinted, pat-
ents may be included in some of ‘these abstracting
services.
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) Data on Printed Copies. Besides the text of the
specification, and the drawing if any, the printed
copies carry a certain amount of information concern-
ing the patent and the application in a heading or on a
special top page. Significant items, particularly dates,
are referred to elsewhere. The organization composed
mainly of examining patent offices (ICIREPAT, Paris
Union Committee for International Cooperation in In-
formation Retrieval among Patent Offices) has devel-
oped a numerical code relating to the bibliographic
information on the copies and most countries use this
code by placing the number, enclosed in a circle or
between brackets adjacent to the corresponding item,
even before it had yet reached its final accepted form.
The major items of interest are listed to indicate the
nature of the information which may appear. These
code numbers are listed in § 901.04.

Some foreign countries list the references cited
during the prosecution, following the practice started
in the U.S. These, especially if they are U.S. patents,
may be helpful, either as references of interest to the
examiner or to suggest an overlooked field of search.

See § 901.05(a) for additional items.

g Citation Dates. The information to be given in
citing a foreign patent or specification is specified in
§ 707.05(e). The date used for citation purposes may
be the effective date, or one of the effective dates, but
in the case of some countries it may not correspond
to the precise effective date of the reference. Details
regarding dates, for a number of countries, are given
in Part F.

The examiner has the duty of determining in the
first instance that the effective date (or one of them)
of the foreign patent or specification to be used as a
reference is at least earlier than the filing date of the
application being considered. This is no problem
when the reference is at least several years older, in
which case the citation date used may serve merely to
show this fact and as part of the identification. Also,
for most countries the necessary information is con-
tained on the face of the publication. Certain coun-
tries with special problems are treated in detail in Part
F.

A foreign patent may have two different effective
dates as a reference, one the effective date as a patent
and the other the effective date as a printed publica-
tion. This distinction is of importance only when the
specification is printed for the first time after the
patent is granted, and then only if the printed publica-
tion date is too late to be used at all, or too close to
the filing date of the application being considered that
the possibility of being overcome by an affidavit
under 37 CFR 1.131 may exist. Except for these situa-
tions, it is simplest to regard the foreign printed speci-
fication, whether of a patent or of an application,
merely as a printed publication and nothing more.
With this view nearly all of the information in the
present group of sections becomes merely background
information indicating how these printed publications
came into being, perhaps interesting and educational,
but otherwise of no concern.
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h. Corresponding Specifications. Since a separate
patent must be obtained in each country in which
patent rights are desired (except for the European
Patent Convention and a group of African countries
which have a common patent), there may be a
number of patents of different countries for the same
invention. The large increase in the total number of
patents issued each year has been due in greatest part
to the increase in the number of international filings;
probably over half of the printed specifications issued
each year are duplicates of others.

All of the countries listed in Part F are parties to
the Paris Convention for the Protection of Industrial
Property and provide for the right of priority. If an
application is filed in one of the countries, an applica-
tion for the same invention thereafter filed in a second
country, within one year of the filing of the first ap-
plication, will be entitled to the benefit of the filing
date of the first application on fulfilling various condi-
tions. (This subject is treated in section 201.13) The
second country is required to specify that priority is
claimed and to give the country, date, and the
number of the first application, on the patent or speci-
fication which it issues. This data serves the purpose,
among others, of enabling a patent issued on the first
application to be located. There may be any number
of these second applications, in different countries,
and the group as a whole is usually referred to as a
family of patents.

In general the specification of the second applica-
tion is identical in substance to the specification of the
first; in many instances the second, if in another lan-
guage, is simply a translation of the first with perhaps
some variation in purely formal parts. But in a minor-
ity of cases the two may not be identical. It is permis-
sible to combine two or more first applications for dif-
ferent subject matter into one second application; also
the second application could be filed for only part of
the disclosure of the first. It is also permissible for the
second application to have the relationship to the first
which we refer to as continuation-in-part; the second
application may occasionally include additional sub-
Jject matter, such as a further example discovered after
the first was filed. In some instances the second appli-
cation could have its disclosure diminished or in-
creased, to meet the requirements or practices of the
second country.

The various ones of a family of patents will normal-
ly have different effective dates. In discarding dupli-
cate specifications (§ 903.03) a note should be written
on the one retained giving the data relating to the one
discarded, if the one retained is not the one with the
earliest effective date or dates, or both may be re-
tained for a time.

The examiner may have occasion to specifically at-
tempt to locate a foreign specification corresponding
to a reference he or she may have on hand. This may
be either for language purposes or for purposes of
dates. The Library will assist in or conduct the search
for the duplicate version.

Duplicate or substantially duplicate versions of a
foreign language specification, in English or some
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other language known to the Examiner, can some-
times be found. It is possible to cite a foreign lan-
guage specification as the reference used, while at the
same time citing an English language version of later
date as a convenient translation if the latter is in fact a
translation; any disputes in such cases must be settled
by the language of the one which is used as the refer-
ence.

If a U.S. patent being considered as a reference
claims the priority of a prior filed foreign application,
it may sometimes be desirable to determine if the for-
eign application has issued or has been published, to
see if there is an earlier date. A little experience will
show when this would be fruitless and when some
result is probable. The following situation actually oc-
curred. The claims were rejected on the basis of a
U.S. patent and the applicant filed affidavits to over-
come the filing date of the reference; the affidavits
were controversial and the case went to appeal, with
extensive briefs and examiners’ answer being filed.
After all this work, somebody noticed that the U.S.
patent reference claimed the priority of a foreign ap-
plication filed in a country in which patents were
issued fairly soon, checked the foreign application,
and discovered that the foreign patent had not only
been issued but also published in printed form: more
than one year prior to the filing date of the applica-
tion on appeal.

If a foreign patent or specification claims the prior-
ity of a U.S. application, it can be determined wheth-
er the latter-is abandonded, still pending, or patented.
Even if the U.S. case is or becomes patented, the for-
eign documents may still be useful as supplying an
earlier printed publication date.

If a foreign patent or specification claims the prior-
ity of an application in another foreign country, it
may sometimes be desirable to check the latter to de-
termine if an earlier date is possible. An example so
obvioys as to be trite and which does not occur very
often is the following; if a British specification being
considered as a reference claims the priority of an ap-
plication filed in Belgium, it is known at once that a
considerably earlier effective date can be established,
if needed. If the application referred to was filed in
one of the countries which publish applications in
printed form a specified period after filing, after such
system was instituted, this publication may give an
earlier date. These remarks obviously also apply to a
U.S. patent claiming a foreign priority.

The determination if a foreign patent corresponding
to known priority data has been issued or the applica-
tion published, is a comparatively simple matter for
some countries, but for some it is quite laborious and
time consuming and may not even be possible from
Library sources. The greatest facility for locating cor-
responding patents from unofficial sources exists in
the chemical field. Chemical Abstracts publishes ab-
stracts of patents of a large number of countries. Only
one is abstracted in full and if a corresponding patent
turns up there is a cross-reference to the other. The
annual indexes include lists of patent numbers, and
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also include patentee’s and inventor’s names in the al-
phabetical author index. A concordance of corre-
sponding patents appearing during five year periods
has also been published.’

When an application is filed outside the convention
year from an earlier application, a patent issuing on
the later one is sometimes possible, but it will not
refer to the first application. It is hence possible that
there may be duplicate specifications without any in-
dication revealing the fact. These are caught only by
chance when the two copies come together in the
same subclass.

i. Proof of Dates. The examiner is not required to
prove either the date or the occurrence of events
specified on specifications of patents or applications,
or in official journals, of foreign patent offices which
the Patent and Trademark Office has in its possession.
In a court action certified copies of the Patent and
Trademark Office copies of these documents consti-
tute prima facie evidence, in view of 28 U.S.C. 1745,
which reads as follows:

Copies of the specifications and drawings of for-
eign letters patent, or applications for foreign letters
patent, and copies of excerpts of the official jour-
nals and other official publications of foreign patent
offices belonging to the United States Patent and
Trademark Office, certified [by the U.S. Patent and
Trademark Office] in the manner provided by sec-
tion 1744 of this title are prima facie evidence of
their contents and of the dates indicated on their
face.

An applicant is entitled to show the contrary by com-
petent evidence, but this question seldom arises.

The date of receipt of copies by the Office, as
shown by office records or stamped on the copies,
need only to be stated by the examiner, when neces-
sary.

E. SEcTION 102(d)

Section 102(d) of Title 35 United States Code pro-
vides that a patent cannot be obtained in the United
States if:

“(d) the invention was first patented or caused to
be patented by the applicant or his or her legal repre-
sentatives or assigns in a foreign country prior to the
date of the application for patent in this country on an
application filed more than twelve months before the
filing of the application in the United States,”.

This section specifies four conditions which, if all
are present, establish a bar to a patent in this country.
These conditions are:

(1) The foreign application must have been filed more
than twelve months before the filing in the
United States;

(2) The foreign application must have been filed by
the same applicant as in the United States or by
his or her legal representatives or assigns;

(3) The invention was patented in the foreign country
on the basis of the foreign application concerned
before the filing in the U.S,;

(4) The same invention is involved.
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If such a foreign patent is discovered by the exam-
iner, a rejection is made as being barred by 35 U.S.C.
102(d).

If the invention is patented after the date of filing in
the United States, the foreign patent is of no concern.
The law was different prior to the coming into force
of the Patent Act of 1952. The effect of R.S. 4887,
first paragraph, the precursor of 102(d) was that a
person was barred from a U.S. patent if the invention
was patented in the foreign country before the U.S.
patent was granted. The situation was, the other con-
ditions listed above being present, that if the U.S.
patent issued first, there was no bar whereas if the in-
vention was patented in the foreign country first,
either before the U.S. case was filed or while the U.S.
case was pending, a U.S. patent was barred. The
change in the law rendered immaterial the patenting
in the foreign country while the U.S. application was
pending.

Under the old law it was the routine practice to
have the library make a search to ascertain if any so-
recited foreign application had become patented.
After the law was changed, this practice was found to
be normally fruitless and was abandoned. As stated in
§ 706.13(s), the probability of the foreign patent
having issued after the date of execution of the origi-
nal oath and before the U.S. filing date is so slight as
to make such a search ordinarily unproductive.

With respect to the first requirement, the U.S. ap-
plication is in time to prevent the bar from arising if it
is filed on the one year anniversary date of the filing
date of the foreign application. If this day is a Satur-
day, Sunday or Federal holiday, the year would be
extended to the following business day, see Ex parte

‘Olah et al., 131 USPQ 41 (Board of Appeals, 1960).

‘No questions appear to have arisen in recent times
in connection with the second requirements, as ordi-
narily the foreign application is recited in the oath or
declaration of the U.S. application, nor in connection
with the fourth requirement.

Cases in which the bar of Section 102(d) might be
applicable do not arise very often since all that an ap-
plicant needs to do to avoid it is to file in the U.S.
before the invention is patented in the foreign coun-
try. Recent cases have been concerned with the
German Gebrauchsmuster (American Infra-Red Radi-
ant Co., Inc., et al. v. Lambert Industries, Inc., et al.,
149 USPQ 722, 360 F.2d 977 (C.A. 8, 1966), the date
of patenting in certain countries, and with special
problems in design cases.

The statute does not refer to the “granting” or “is-
suing” of a patent in the foreign country but uses the
expression “the invention was . . . patented . . . in a
foreign country. . . .

A period of secrecy after granting the patent before
the specification becomes available to the public, as in
Belgium and Italy, has been held to have no effect in
connection with 102(d). Gramme Electrical Co. v.
Arnoux and Hochhausen Electric Co. et al., 17 Fed
838, 1883 CD 418, involved a predecessor of 102(d);
Ex parte Weiss, 159 USPQ 122 (Board of Appeals,
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1967), and In re Talbott, 170 USPQ 281 (CCPA,
1971) involved U.S. design applications in which the
foreign design registrations were secret. A secret for-
eign patent of the type in which the patentee was for-
bidden to apply for patents in other countries or to
disclose the invention, and no infringement suits could
be brought with respect to infringements committed
before the secrecy was removed, was disregarded in
Ex parte Rackham, 1923 CD 4 (Comm. of Pat.).

In design cases the period is six months instead of
one year, 35 U.S.C. 172. Foreign design registrations
and applications for such registrations are considered
equivalent to U.S. design patents and applications for
the purpose of 35 U.S.C. 102(d) and 119. Ex parte
Weiss, In re Talbott, supra.

F. NOTES ON INDIVIDUAL COUNTRIES

The following sections give some data concerning
the published patent material of a number of countries
to assist in their use and citation as references. In
some instances a small amount of information con-
cerning the patent system of the country is included;
this is done in order to give some idea of the variety
of systems and also with the view that the signifi-
cance of the different dates may become clearer. In
general, citation data and the appearance of different
dates on the printed copies refer only to the current
or a recent period and might not apply to earlier
forms of publications.

1. Australia. Australia was the first country to adopt
a system of publishing, but only in the sense of open-
ing to public inspection, pending applications a speci-
fied time after filing. At present the time is 18 months
after the filing of the complete specification, or earlier
if the applicant requests. There is an announcement in
the official journal and anyone may inspect or obtain
copies of the application, but the specification is not
issued in printed form at this time. This does not con-
stitute a printed publication. Ex parte Haller, 103
USPQ 332. At the same time that the application is
published in this sense, printed abstracts are issued.
The abstracts published since 1969 are stored in the
Library and can be used as printed publications for
whatever they actually disclose. Australian patents
ar¢ now provided in the form of microfilm, In re
Wyer, 210 USP(Q 790 (CCPA 1981).

Applications are examined with a limited search of
the prior art (except as noted below) and after being
found allowable by the examiner, the term “Accept-
ed” is used. Then a notice of the acceptances is pub-
lished in the official journal. There is a 3-month
period for oppositions to be filed. The specifications
of the allowed applications are issued in printed form
a short but variable time after publication of the
notice of the acceptance. The date of this printing
does not appear anywhere; it has no significance in
Australia. (A date which may appear in a footnote
type line at the bottom of the first page is not the date
of the printed publication.) The patent is granted
(sealed) after the opposition period is over or after
any opposition is terminated in favor of the applicant.
The sealing date is normally about six months after
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the Accepted date but would be later if there was an
opposition; this date can be ascertained from the offi-
cial journal in the Library.

Printed copies of the specifications carry the filing
date (application “lodged™), the date the application
was opened to inspection (after the word “Published”,
or the phrase “Complete Specification Published™),
and the date of acceptance (after the word “Accept-
ed” or the phrase “Complete Specification Accept-
ed”). The word “Published” on the copies refers to
the 18-month opening for inspection referred to in the
first paragraph.

When dates are fairly close the examiner must as-
certain when the printed copy was received in the Li-
brary, or when the patent was sealed and cite this
date, with an explanation. When the Australian speci-
fication is so old that questions of its availability as a
reference, or of swearing back of it, would not be apt
to arise, the “Accepted” date can be used for citation
purposes but denominating it as such.

The examination system was modified in 1970 by a
new law. Under the new system when an application
is reached for examination in its regular turn, the ap-
plicant is sent a letter which notifies him that he must
request examination, and pay a special examination fee
within six months (which time can be extended in cer-
tain cases). If the examination is not requested within
the time limit, the application becomes abandoned
(the word “lapsed” is used). In any event the exami-
nation must be requested within five years from the
filing of the complete specification, otherwise the ap-
plication becomes abandoned. The examination is the
same as before except that in certain cases a modified
examination, by paying a lesser fee, can be requested.
If the application is based on a prior U.S. or British
application and the prior application is patented, the
applicant can amend the Australian specification to
make it the same as the patented one and ask for a
modified examination; the examiner then, to a certain
extent, Accepts the findings of the U.S. or British ex-
aminer.

The number appearing on the printed copies is as-
signed at the time of acceptance; under the new
system, the series was jumped to 400,001 as the
number of the first one. Also under the new system,
the publication of the specifications of application
which became abandoned (lapsed) after they were
opened to inspection, has begun. These carry only the
application number.

2. Austria. Printed copies of Austrian patents carry
the expression “Ausgegeben am . . .” followed by a
date. This is the date the patent specification was
issued in printed form and is used for citation pur-
poses as well. It now appears beneath the line in large
type giving the patent number, and formerly appeared
in the upper right hand corner.

Applications are examined and laid open for opposi-
tion if found allowable; the opposition period is four
months. The patent stands granted by operation of
law 30 days after the expiration of the opposition
period if there was no opposition or after the date of
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a favorable final decision if there was an opposition;
no specific action is taken by anyone. The date of
grant is published in the official journal about six
weeks before the printing date.

The term of the Austrian patent is 18 years from
the date of the laying open for opposition, which date
is identifiable as the date following the expression
“Beginn der Patentdauer”: (beginning of the term of
the patent) which appears on the printed copies.

3. Belgium. Belgian patents are normally granted
within a month from filing, after 2 minimum formal
inspection; in some cases the granting is delayed until
six months after filing.

The granting of the patent consists in the making
up and signing of a “ministerial decree” or depart-
mental order, which remains in the file; in due time
the applicant (now patentee) is sent what amounts to
a certified copy, with an attached copy of the specifi-
cation. In the normal case the specification of the
patent is kept secret for a period of three months after
the patent is granted, by a specific provision in the
statute, after which it becomes available to the public.
Such a period of secrecy is tacked into the granting
date and the date of a Belgian patent as a patent to be
considered in using it as a reference under 35 U.S.C.
102(a) and (b) is taken as the date when the specifica-
tion became open to public inspection, fn re Eken-
stam, 1958 C.D. 402; 118 U.S.P.Q. 349. (A period of
secrecy occuring after grant has not been taken into
account in connection with 35 U.S.C. 102(d). There is
no period of secrecy after granting in the delayed
issue cases and the effective date as a patent for these
cases is the actual date the patent was granted.

The specifications are not issued in printed form
until about two or three years after the patents are
granted. The printed copies received since No.
620,001 (granted January 10, 1963, available to the
public January 10, 1963, printed February 2, 1965)
consist in a reproduction of the granting Order as the
top page, together with a reproduction of the specifi-
cation and drawing. The filing date appears in the
preamble of the Order; the patentee’s name and the
title of the invention, and any claim for priority,
appear in Article 1; and the granting date is at the end
abqve the official’s signature. The date on which the
specification became available to the public appears in
the upper right hand corner in the lower part of a re-
tangular frame, below the expression “Brevet mis au
lecture” in the French language copies. This is the
date to be used for citation purposes and as the effec-
tive date as a patent. The date on which the printed
copies were issued as such does not appear on the
copies, but can sometimes be ascertained from the
title page of the bound volumes. The copies are re-
ceived in groups of 50 already sewn together for
bindling, with a title page giving the date on which
they were printed and published.

Belgian specifications were not issued in printed
form until 1950, beginning with No. 493,079 and these
continued up to No. 573,100 (filed November 18,
1958, granted December 15, 1958, available to the
public March 16, 1959, printed September 21, 1982)
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when printing ceased for three years until resumed in
the format first described. There is hence a gap of
46,900 patents for which printed specifications have
not been received. The printed copies of the 1950-
1958 period carry the date they were issued in printed
form in a line at the bottom of the first page, “Edité
et imprimé le --——" on the copies printed in
French. For the first year only, 1950, they show the
date the specification was available to the public, after
the word “Publié,” which in this instance does not
refer to printed publication. The granting date is spec-
ified on all, after the word “octroye” on the French
language copies. Further details on Belgian patents
with a more particular description of the older printed
copies and the method of determining the effective
date as a patent when not given, are in the Memoran-
dum of March 2, 1959, published at 41 J.P.O.S. 440-
443, June 1959.

Belgian chemical patents are abstracted in various
publications and these published abstracts can be used
as printed publications for what they disclose. If the
examiner needs the full text of a Belgian specification
which has not yet been printed, the Library can be
requested to obtain a certified manuscript copy.

4. Canada. Patents have been issued in printed form
since January 1948. The date of issue of the patent ap-
pears on the copies following the word “Issued”, or
the words “Emis le” on those printed in French.
Prior to 1948, mounted clippings from the official
journal were placed in the search files. Recent copies
are coded, the issue date being item 45.

Czechoslovakia. The Czech patent specifications
carry the date the application was laid open to public
inspection for opposition, following the word “Vylo-
zeno” or “Vylozené”, and the later date of publica-
tion. of the specification in printed form, following the
word “Vydano” or “Vydané”. The publication date is
the date to be cited.

6. Denmark, Finland, Norway, Sweden. A new
patent law came into effect in each of these countries
on January 1, 1968. Most of the provisions of these
laws are practically identical: uniform laws were en-
acted as part of a long-range plan leading toward a
possible Nordic patent, not yet in effect.

Applications are examined and when found allow-
able published for opposition. Under the new laws the
practice of issuing the specifications in printed form at
this time has begun. This publication is a reproduction
of the manuscript specification with added heading
material; those for Denmark and Norway are on dif-
ferent shades of blue paper and those from Finland
carry the data identification code numbers. They have
been given a new number in the patent number series
of each country, and carry three dates. The first date
is adjacent the application number and is the filing
date; the second date is referred to below; and the
third date, the lastest in time, is the date used for cita-
tion. There will be a second printing after, and if, a
patent is granted.

Under the new laws, applications are opened to
public inspection 18 months after the filing date, or
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