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This Chapter deals with the duties owed toward
the Patent and Trademark Office by the inventor and
every other individual who is substantively involved
in the preparation or prosecution of the application
and who is associated with the inventor or the inven-
tor’s assignee. These duties, of candor and good faith
and disclosure have been codified in 37 CFR 1.56, as
promulgated pursuant to carrying out the duties of
the Commissioner under Sections 6, 131 and 132 of
Title 35 of the United States Code.

Also covered is subsection (c) of § 1.56 involving
possible striking of an application where signed or
sworn to in blank, or without actual review by the
applicant, or where altered or partly filled in after
being signed or sworn to.

This Chapter treats rejecting by the Office under
§ 1.56(d) of an application where it is established that
a “fraud” has been practiced or attempted to be prac-
ticed on the Office or where there has been any “vio-
lation of the duty of disclosure” through bad faith or
gross negligence. The standard of proof required to
establish “fraud” §, “inequitable conduct”§ or ““viola-
tion of duty of disclosure” is treated in this chapter.
In addition, some aids to attorneys and agents for
helping ensure compliance with the duty of disclosure
are presented herein.
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This Chapter covers examiner handling, including
referral to the Office of the Assistant Commissioner
for Patents, of applications containing information or
allegations raising possible questions of “fraud”, “in-
equitable conduct”, or “violation of duty of disclo-
sure.” Sections are provided setting forth the handling
of applications containing such questions by the
Office of the Assistant Commissioner for Patents.

The application of § 1.56 by the Office must be
done on a case by case basis. It is not possible to set
hard and fast policies which cover every situation. It
is the intent of the Office to apply § 1.56 in a reasona-
ble and fair manner carefully weighing the facts and,
as much as possible, the intents and judgments of
those bound by the duty of disclosure. Note In re
Stockebrand 197 USPQ 857 (Comr. Pats. 1978);
upheld in District Court for Mass; Digital Equipment
Corp. v. Parker, 206 USPQ 428 (1980); and later re-
versed by Court of Appeals for First Circuit, Digital
Equipment Corp. v. Diamond, 210 USPQ 521 (1981).
Also see Kansas Jack, Inc. v. Kuhn, 219 USPQ 857,
861 (Fed. Cir. 1983):

“The fact finder must evaluate all of the facts and circumstances in
each case.”

And, Orthopedic Equipment Co. v. All Orthopedic
Appliances, 217 USPQ 1281, 1287 (Fed. Cir. 1983):

“A holding of fraud or inequitable conduct requires support in the
underlying facts.”

$The Court stated in J.P. Stevens & Co. v. Lex
Tex, Ltd., 223 USPQ 1089, 1094 (Fed. Cir. 1984),

“Materiality and intent are factual issues subject to
the clearly erroneous standard of review.”§

2001 Duty of Disclosure, Candor, and Good
Faith [R-3]

37 CFR § 1.56. Duty of disclosure; fraud; striking or rejection of ap-
plications.

(@) A duty of candor and good faith toward the Patent and
Trademark Office rests on the inventor, on each attorney or agent
who prepares or prosecutes the application and on every other indi-
vidaal who is substantively involved in the preparation or prosecu-
tion of the application and who is associated with the inventor,
with the assignee or with anyone to whom there is an obligation to
assign the application. All such individuals have a duty to disclose
to the Office information they are aware of which is material to the
examination of the application. Such information is material where
there is a substantial likelihood that a reasonable examiner would
consider it important in deciding whether to alfow the application
to issue as a patent. The duty is commensurate with the degree of
involvement in the preparation or prosecution of the application.

(b) Disclosures pursuant to this section may be made to the
Office through an attorney or agent having responsibility for the
preparaticn or prosecution of the application or through an inven-
tpr who is acting in his own behalf. Disclosure to such an attorney,
agent, or inventor shall satisfy the duty, with respect to the infor-
mation disclosed, of any other individual. Such an attorney, agent,
or inventor has no duty to trassmit information which is not mate-
rial to the examination of the application.

* (c) Any application may be stricken from the files if:

(1) An oath or declaration pursuant to § 1.63 is signed in blank;

(2) An oath or declaration pursuant to § 1.63 is signed without
review thereof by the person making the oath or declaration;

(3) An oath or declaration pursuant to § 1.63 is signed without
review of the specification, including the claims, as required by
§ 1.63(b);

or
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(4) The application papers filed in the Office are altered after the
signing of an oath or declaration pursuant to § 1.63 referring to
those application papers.

(d) No patent will be granted on an application in connection
with which fraud on the Office was practiced or attempted or the
duty of disclosure was violated through bad faith or gross negli-
gence. The claims in an application shall be rejected if upon exami-
nation pursuant to 35 U.S.C. 131 and 132, it is established by clear
and convincing evidence (1) that any fraud was practiced or at-
tempted on the Office in connection with the application, or in con-
nection with any previous application upon which the application
relies, or (2) that there was any violation of the duty of disclosure
through bad faith or gross negligence in connection with the appli-
cation, or in connection with any previous application upon which
the application relies.

(e) The examination of an application for compliance with para-
graph (d) of this section will normally be delayed until such time as
(1) all other matters are resolved, or (2) appellant’s reply brief pur-
suant to § 1.193(b) has been received and the application is other-
wise prepared for consideration by the Board of Appeals, at which
time the appeal will be suspended for examination pursuant to para-
graph (d) of this section. The prosecution of the application will be
reopened to the extent necessary to conduct the examination pursu-
ant to paragraph (d) of this section including any appeal pursuant
to § 1.191. If an appeal has already been filed based on a rejection
on other grounds, any further rejection under this section shall be
treated in accordance with § 1.193(c).

(f) Any member of the public may seek to have an application
stricken from the files pursuant to paragraph (c) of this section by
filing a timely petition to strike the application from the files. Any
such timely petition and any accompanying papers will be entered
in the application file if the petition and accompanying papers (1)
specifically identify the application to which the petition is direct-
ed, and (2) are either served upon the applicant in accordance with
§ 1.248, or filed with the Office in duplicate in the event service is
not possible. Any such petition filed by an attorney or agent must
16be in compliance with § 1.346.

(g) A petition to strike an application from the files submitted in
accordance with the second sentence of paragraph (f) of this sec-
tion will be considered by the Office. An acknowledgment of the
entry of such a petition in a reissue application file will be sent to
the member of the public filing the petition. A member of the
public filing such a petition in an application for an original patent
will not receive any communications from the Office relating to the
petition, other than the return of a self-addressed postcard which
the member of the public may include with the petition in order to
receive an acknowledgement by the Office that the petition has
been reeeived. The Office will communicate with the applicant re-
garding any such petition entered in the application file and may
require the applicant to respond to the Office on matters raised by
the petition. The active participation of the member of the public
filing a petition pursuant to paragraph (f) of this section ends with
the filing of the petition and no further submission on behalf of the
petitioner will be acknowledged or considered unless such submis-
sion raises new issues which could not have been earlier presented,
and thereby constitutes a new petition.

(h) Any member of the public may seek to have the claims in an
application rejected pursuant to paragraph (d) of this section by
filing a timely protest in accordance with § 1.291. Any such protest
filed by an attorney or agent must be in compliance with § 1.346.

(i) The Office may require applicant to supply information pursu-
ant to paragraph (a) of this section in order for the Office to decide
any issues relating to paragraphs (c) and (d) of this section which
are raised by a petition or a protest, or are otherwise discovered by
the Office.

37 CFR 1.56 defines the duty to disclese informa-
tion to the Office and the criteria for rejecting an ap-
plication when that duty is violated.

Subsection 1.56(a) provides that a duty of candor
and good faith toward the Office rests on the inven-
tor, on each aitorney and agent who prepares or pros-
ecutes the application and on every other individual
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who is substantively involved in the application and is
associated with the inventor or the inventor’s assign-
ee. Section 1.56 also provides that each such inventor,
attorney, agent, and individual has a duty to disclose
to the Office information they are aware of which is
material to the examination of the application.

Section 1.56(b) describes how disclosures pursuant
to § 1.56(a) may be made to the Office. Section
1.56(b) also points out that there is no need for disclo-
sures of non-material information.

Section 1.56, as amended in 1977, represents a mere
codification of the exisiing Office policy and is con-
sistent with the prevailing case law in the federal
courts.

The Court of Appeals in True Temper Corp. v.
CF&1 Steel Corp., 202 USPQ 412, 419 (10th Cir.
1979) noted
“that the fact that it was only on March 1, 1977 with the amend-
ment of Patent QOffice Rule 56, that patent applicants were put
under an express obligation by rule to disclose material information,
is not dispositive as to plaintiff’s duties as an applicant before that
date. The amended rule merely represented a codification of exist-
ing case law on the obligation of applicants to disclose pertinent in-
formation or prior art, or face possible invalidation of the patent
once issued. See Hazel-Atlas Glass Co v. Hartford-Empire Co., 322

U.S. 238, 61 USPQ 241 (Sup. Ct. 1944); Admiral Corp. v. Zenith
Radio Corp., 296 F. 2d 708, 131 USPQ 456 (10th Cir. 1961).”

$In Driscoll v. Cebalo, 221 USPQ 745, 750-751
(Fed. Cir. 1984), the Court citing True Temper con-
cluded,

“the regulation [Section 1.56] essentially represents a codification of
the ‘clean hands’ maxim as applied to patent applicants.”

The Court noted in Argus Chemical Corp. v. Fibre
Glass-Evercoat Co. Inc., 225 USPQ 1100, 1102 (Fed.
Cir. 1985),

“In this appeal we lay to rest any further argument that in the past
the standard for disclosure of known prior art only required that a
reference which fully anticipated a patent, thereby destroying nov-

elty under 35 U.S.C. 102, was required to be disclosed to the PTO
under an applicant’s duty of candor.”§

The Court of Appeals for the Federal Circuit stated
in Kansas Jack, Inc. v. Kuhn, 219 USPQ 857, 862
(1983), when evaluating conduct occurring from 1967
to 1971,

“Where one who knew, or should have known, that a piece of
prior art, or other information, would be material, i.e., important to
the PTO in making its decision, a failure to disclose. that art or in-
formation can be sufficient proof that a wrongful intent existed to

mislead the PTO, and may result in a finding of what has come to
be called fraud on the PTO.”

See also U.S. Industries, Inc. v. Norton Co., 210
USPQ 94, 108, 110 (N.D. New York 1980); USM
Corp. v. SPS Technologies, Inc., 211 USPQ 130, 131
(N.D. Illinois, E. Div. 1981).

The Court in Norton v. Curtiss, 433 F.2d 779, 167
USPQ 532, 544 (C.C.P.A. 1970) stated that
“[t]he ex parte prosecution and examination of a patent application

must not be considered as an adversary proceeding and should not
be limited to the standards required in inter partes proceedings.”

Thus, the “highest degree of candor and good faith”
is required of those participating in proceedings
before the Office: Kingsland v. Dorsey, 338 U.S. 318,
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83 USPQ 330 (Sup.Ct. 1949). An “wncompromising
duty” rests on all who are parties to Office proceed-
ings to report “all facts concerning possible fraud or
inequitableness”: Precision Instrument Manufacturing
Co. v. Automotive Maintenance Machine Co., 324
U.S. 806, 65 USPQ 133 (1945).

1977 RULE CHANGES

The purpose of the rule changes in 1977, promul-
gated in the Federal Register Notice, 42 Fed. Reg.
5588 (Jan. 28, 1977), 955 O.G. 1054 (Feb. 22, 1977),
was

“to improve the quality and reliability of issued patents.”

The primary purpose of many of the provisions of the
rules is to place prior art before the Patent and Trade-
mark Office for evaluation. This was the principal
focus of the now cancelled reissue provisions in
§ 1.175(a)(4), the protest provision in § 1.291, the duty
of disclosure requirements in § 1.56, and the prior art
statement provisions in §§ 1.97-1.99. Most patents that
are invalidated by the courts are invalidated on the
basis of prior art that was not before the Office
during examination; see Koenig, “Patent Invalidity—
A Statistical and Substantive Analysis,” Clark Board-
man Co., Ltd. (1976), Section 5.05(4). The presump-
tion of validity is generally strong when prior art is
before the Office, and weak when it is not; for exam-
ple, see Bolkcom v. Carborundum Co., 523 F.2d 492,
498, 187 USPQ 466, 471, 472 (6th Cir. 1975); and
John Deere Co. of Kansas City v. Graham. 333 F.2d
529, 530, 142 USPQ 243,244-245 (8th Cir. 1964), af-
firmed 383 U.S. 1, 148 USPQ 459 (1966).

Under § 1.175(a)(4) practice, the Board of pPatentg
Appeals pand Interferences¢ would, where reissue ap-
plicant appealed an adverse decision by an Examiner
on patentability of the claims as patented, render an
advisory opinion as to the propriety of the examiner’s
rejections. The C.C.P.A. has, however, refused to
review the Board’s advisory opinions citing lack of
jurisdiction by the C.C.P.A. to entertain such appeals:
In re Dien, 214 USPQ 10, 14 (1982); In re Bose, 215
USPQ 1, 4 (1982).

1982 RULE CHANGES

The rule changes in 1982, promulgated in the Fed-
eral Register Notice, 47 Fed. Reg. 21746 (May 19,
1982), 1019 O.G. 37, April 6, 1982 (1) eliminated
§ 1.175(a)(4) and the so-called “no defect” reissue ap-
plications thereby discontinuing the advisory actions
provided pursuant to subsection (a)(4); (2) amended
§ 1.291 by the addition of paragraph (c) indicating
participation by a member of the public ends with the
filing of a protest; and (3) amended §1.56 by revising
the title and paragraph (d), and adding new para-
graphs (e) through (i), to provide for the rejection of
claims upon examination pursuant to 35 U.S.C. 131
and 132.

Rev, 3, May 1986



2001.01

2001.01 Who Has Duty To Disclose

37 CFR 1.56(a) provides that the “duty of candor
and good faith” and “to disclose” material informa-
tion
“rests on the inventor, on each attorney or agent who prepares or
prosecutes the application and on every other individual who is
substantively involved in the preparation or prosecution of the ap-
plication and who is associated with the inventor, with the assignee
or with anyone to whom there is an obligation to assign the appli-
cation.”

Individuals having a duty of disclosure are limited to
those who are “substantively involved in the prepara-
tion or prosecution of the application.” This is intend-
ed to make clear that the duty does not extend to typ-
ists, clerks, and similar personnel who assist with an
application.

This phrase, when taken with the last sentence of
§ 1.56(a), is believed to provide an adequate indication
of the individuals who are covered by the duty of dis-
closure. The word “with” appears in the first sentence
of § 1.56(a) before “the assignee” and before “anyone
to whom there is an obligation to assign” to make
clear that the duty applies only to individuals, not to
organizations. For instance, the duty of disclosure
would not apply to a corporation or institution as
such. However, it would apply to individuals within
the corporation or institution who were substantively
involved in the preparation or prosecution of the ap-
plication, and actions by such individuals may affect
the rights of the corporation or institution. Corporate
records or information which is known to, or reason-
ably should be known to, the individuals covered by
§ 1.56(a) falls within the duty of disclosure. Other cor-
porate records or information not known to the indi-
viduals covered by § 1.56(a) does not fall within the
duty of disclosure, unless such records or information
reasonably should have been known to such individ-
uals. See “Duty of Reasonable Inquiry” in § 2001.02.

2001.02 Extent of Duty To Disclose [R-3]
37 CFR 1.56(a) provides,

“the duty is commensurate with the degree of involvement in the
preparation or prosecution of the application.”

. DuTty OF REASONABLE INQUIRY

Case law supports that there exists.a duty of rea-
sonable inquiry. In Chas. Pfizer & Co. v. Federal
Trade Commission, 159 USPQ 193, 199 (6th Cir.
1968), certiorari denied 161 USPQ 832 (1969), the
Court stated,

“We agree with the Hearing Examiner that if Cyanamid’s patent
répresentative did not know the true facts, he was nevertheless

under a duty to know them and under a duty to reveal the truth to
the patent examiner.”

. The court, in Movidyn Corp. v. Hercules, Inc., 185
USPQ 116, 122 (D. Minn., 4th Div. 1975), stated its
belief that

“where ignorance is the only excuse for a misrepresentation it is
not a sufficient excuse if it appears from all the circumstances of
the case that the party making the representation was fairly warned
that it might not be true. Hercules failed in an affirmative duty to
investigate further the representations it made to the Patent Office
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and in my opinion that failure would warrant a refusal to enforce
the patent.”

Similarly, in Chromalloy American Corp. v. Alloy .
Surfaces Co., 173 USPQ 295, 305 (D.Del. 1972) the

Court held that

““if the oath signers had any difficuity in understanding it, they cer-

tainly had a duty to inquire into its meaning or to rely upon their
attorneys and accept the consequences.”

Likewise, in SCM Corp. v. Radio Corp. of America,
167 USPQ 196,206 (S.D.N.Y. 1970) the Court indicat-
ed,

“It was his [counsel’s] duty to inform himseif . . . . He could not
avoid responsibility by trying not to ‘see the details’.”

PpThe duty of disclosure extends to information that
a person covered by section 1.56{(a) “knew or should
have known” would be material: Kansas Jack, Inc. v.
Kuhn, 219 USPQ 857, 862 (Fed. Cir. 1983); In re Jer-
abek, 229 USPQ 530 (Fed. Cir. 1986).¢

As set forth in the promulgation of the Rules of
Practice In Patent Cases, 42 Fed. Reg. 5588, 5589
(Jan. 28, 1977), 955 O.G. 1054 (Feb. 24, 1977) and as
concurred with and stated by the Court in True
Temper Corp. v. CF&I Steel Corp., 202 USPQ 412,
419 (10th Cir. 1979), § 1.56 as amended in 1977

“merely represented a codification of existing case law on the obli-
gation of applicants to disclose pertinent information or prior
art. . .”.

Certainly the “duty of reasonable inquiry” such as
represented by the above cited cases is an intergral
part of and included in the duty of disclosure. For in-
stance, if an applicant or applicant’s attorney is aware
of facts which indicate a reasonable possibility that a
bar to patenting or information material to examina-
tion may exist, they are expected to make reasonable
inquiries to ascertain such information and to submit
such to the Office.

2001.03 To Whom Duty of Disclosure is Owed
R-3]

37 CFR § 1.56(a) states that the “duty of candor
and good faith” is owed “toward the Patent and
Trademark Office” and that all such individuals have
a “duty to disclose to the Office” material informa-
tion. This duty “toward” and “to” the Office extends,
of course, to all dealings which such individuals have
with the Office, and is not limited to representations
to or dealings with the examiner. For example, the
duty would extend to proceedings before the Board
of * * * Patent hAppeals andg Interferences, the
Office of the Assistant Commissioner for Patents, etc.

2001.04 Information Under 37 CFR 1.56(a)
Subsection 1.56(a) sets forth

“a duty to disclose . . . information they are aware of which is ma- -
terial to the examination of the application” (emphasis added).

The term “information” as used in § 1.56 means all of
the kinds of information required to be disclosed and .

includes any information which is “material to the ex-
amination of the application.” Materiality is defined in
§ 1.56(a) and discussed herein at § 2001.05. In addition
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to prior art such as patents and publications, § 1.56 in-
cludes, for example, information on possible prior
public uses, sales, offers to sell, derived knowledge,
prior invention by another, inventorship conflicts, and
the like.

The term - “information” is intended to be all en-
compassing similar to the scope of the term as dis-
cussed with respect to §1.291(a) (see § 1901.02).
However, as discussed in § 2001.05, § 1.56(a) is not
limited to information which would render the claims
unpatentable, but extends to any information “where
there is a substantial likelihood that a reasonable ex-
aminer would consider it important in deciding
whether to allow the application to issue as a patent.”

It should be noted that the rules are nor intended to
require information favorable to patentability such as,
for example, evidence of commercial success of the
invention. Similarly, the rules are not intended to re-
quire, for example, disclosure of information concern-
ing the level of skill in the art for purposes of deter-
mining obviousness.

2001.05 Materiality Under 37 CFR 1.56(a) [R-3]
Subsection 1.56(a) provides,

“All such individuals have a duty to disclose to the office informa-
tion they are aware of which is material to the examination of the
application (emphasis added).”

“Material” connotes something more than a trivial
relationship. It appears commonly in court opinions.
Subsection 1.56(a) elucidates,

“Such information is material where there is a substantial likeli-

hood that a reasonable examiner would consider it important in de-
ciding whether to allow the application to issue as a patent.”

This sentence paraphrases the definition of material-
ity used by the Supreme Court in TSC Industries v.
Northway, 426 U.S. 438, 48 L.Ed. 2d 757,96 S. Ct.
2126, 44 U.S.L.W. 4852 (1976). Although in that case
the court was concerned with rules promulgated by
the Securities and Exchange Commission, the Court’s
articulation of materiality is believed consistent with
the prevailing concept that has been applied by lower
courts in patent cases.

The definition of materiality in § 1.56 has to be in-
terpreted in the context of patent law rather than se-
curities law. Principles followed by courts in securi-
ties cases should not be translated to patent cases
automatically. It is noteworthy, however, that in for-
mulating the definition of materiality in TSC Indus-
tries the Supreme Court noted that the standard of
materiality should not be so low that persons would
be “subjected to liability for ingignificant omissions or
misstatements,” or so low that fear of liability would
cause management “simply to bury the shareholder in
an avalanche of trivial information a result that it is
hardly conducive to informed decision making.”

‘Although the third sentence of § 1.56(a) refers to
decision of an examiner, the duty of disclosure applies
in the same manner in the less common instances
where the official making a decision on a patent appli-
cation is someone other than an examiner, e.g., a
member of the Board of Patent $Appeals and§ Inter-
ferences * * *, This is implicit in the duty “of candor
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and good faith” toward the “Office” that is specified
in the first sentence of § 1.56(a).

The Court in Norton v. Curtiss, 433 F.2d 779, 167
USPQ 532, 544 (C.C.P.A. 1970) characterized ‘“‘mate-
riality” as being of “critical concern;” and indicated,

“[IIn patent cases, materiality has generally been interpreted to
mean that if the Patent Office had been aware of the complete or
true facts, the challenged claims would not have been allowed.”

However, the court then indicated at page 545 of
the USPQ citation its concern that “materiality” not
be defined too narrowly by stating that

“the above test cannot be applied too narrowly if the relationship
of confidence and trust between applicants and the Patent Office is
to have any real meaning. Findings of materiality should not be
limited only to those situations where there can be no dispute that
the true facts, or the complete facts, if they had been known,
would most likely have prevented the allowance of the particular
claims at issue or alternatively, would provide a basis for holding
those claims invalid.”

® ® ® ¢ ®

“It is our view that a proper interpretation of the “materiality”
element of fraud in this context must include therein consideration
of factors apart from the objective patentability of the claims at
issue, particularly (where possible) the subjective considerations of
the examiner and the applicant. Indications in the record that the
claims at issue would not have been allowed but for the challenged
misrepresentations must not be overlooked due to any certainty on
the part of the reviewing tribunal that the claimed invention,
viewed objectively, should have been patented. If it can be deter-
mined that the claims would not have been allowed but for the mis-
representation, then the facts were material regardless of their
effect on the objective question of patentability.”

Other courts have also treated the question of “ma-
teriality.” Thus, in In re Multidistrict Litigation In-
volving Frost Patent, 185 USPQ 729, 741 (D.Del.
1975), the court characterized the question of “materi-
ality » as follows:

“Some variation of the so-called “but for” test has appeared in
nearly every patent fraud case.

L4 % % % L4
“In other words, a finding of fraud is warranted if, but for the
misconduct of the patent applicant, the patent would not properly
have issued. This is what has been referred to as an “objective but
for test”.

L ® % L ®

“The second “but for” test is the so-called “subjective test”. This
test requires a court to examine the effect which fraudulent repre-
sentations had upon the examiner. If misrepresentations caused the
examiner to issue the patent, then this kind of “but for fraud” will
be found.

@ L o ® L

“The final “but for” test has been labeled “the but it may have”
test, i.e., courts look to whether the misrepresentations made in the
course of the patent prosecution may have had an effect on the ex-
aminer,

L L & ¢ L]

“Hence, in this Circuit, a misrepresentation which makes it “im-
possible for the Patent Office fairly to assess [the] application in the
prevailling stautory criteria . . . will, given the requisite intent, lead
to a finding of invalidity.”

Citing Digital Equipment Co. v. Diamond, 653
F.2d 701, 210 USPQ 521 (1st Cir. 1981), the Court of
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Appeals for the Federal Circuit in American Hoist &
Derrick Co. v. Sowa & Sons, Inc. $220 USPQ 763,
773 (Fed. Cir. 1984)¢* * * stated,

“PTO Rule 1.56(a), explains materiality, * * *

The PTO ‘standard’ is an appropriate starting point for any dis-
cussion of materiality, for it appears to be the broadest, thus encom-
passing the others, and because that matoriality boundary most
closely aligns with how one ought to conduct business with the
PTO. There is no reason, however, to be bound by any single
standard, for the answer to any inquiry into fraud in the PTO does
not begin and end with materiality, nor can materiality be said to
be unconnected to other considerations:

Questions of ‘materiality’ and ‘culpability’ are often interrelated
and intertwined, so that a lesser showing of the materiality of the
withheld information may suffice when an intentional scheme to de-
fraud is established, whereas a greater showing of the materiality of
withheld information would necessarily create an inference that its
nondisclosure was ‘wrongful.” (Digital Equipment Corp. v. Dia-
mond, supra at 716, 210 USPQ at 538.).”

The Patent and Trademark Office “standard” set
forth in 17 CFR 1.56, as amended in 1977, “merely
represented a codification of existing case law on the
obligation of applicants to disclose pertinent informa-
tion or prior art”: True Temper Corp. v. CF&I Steel
Corp., 202 USPQ 412, 419 (10th Cir. 1979). $Note
J.P. Stevens & Co. v. Lex Tex, Ltd., 223 USPQ 1089,
at 1092 (Fed. Cir. 1984); In re Jerabek, 229 USPQ 530
(Fed. Cir. 1986)¢

The Court of Appeals for the Federal Circuit noted
in Rohm & Haas Co. v. Crystal Chemical Co.,
* * %722 F.2d 1556, 220 USPQ 289, 300 (Fed. Cir.
1983), cert. denied, 105 S. Ct. 172 (1984)4, that

“{iln contrast to cases where allegations of fraud are based on the

withholding of prior art, there is no room to argue that submission
of false affidavits is not material.”

2001.06 Sources of Information

All individuals covered by §1.56 (see §2001.01)
have a duty to disclose to the Patent and Trademark
Office all material information they are aware of, or
reasonably should have been aware of (see § 200.02),
regardless of the source of or how they become
aware of the information. Materiality controls wheth-
er information must be disclosed to the Office, not the
circumstances under which or the source from which
the information is obtained. If material, the informa-
tion must be disclosed to the Office. The duty to dis-
close material information extends to information such
individuals are aware of prior to or at the time of
filing the application or become aware of during the
prosecution thereof.

Such individuals may be or become aware of mate-
rial information from various sources such as, for ex-
ample, co-workers, tradeshows, communications from
of with competitors, potential infringers or other third
parties, related foreign applications (see § 2001.06(a)),
prior or copending United States patent applications
(see § 2001.06(b)), related litigation (see § 2001.06(c))
and preliminary examination searches.

2001.06(a) Prior Art Cited in Related Foreign
Applications

Applicants and other individuals, as set forth in
§ 1.56, have a duty to bring to the attention of the
Office any material prior art or other information
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cited or brought to their attention in any related for-
eign application. The inference that such prior art or
other information is material is especially strong
where it is the only prior art cited or where it has
been used in rejecting the same or similar ¢ g}aims in
the foreign appiication. See Geniveto Jewelry Com-
pany, Inc. v. Lambert Bros., Inc., 216 USPQ 976
(S.D. New York 1982) wherein a patent was held in-
valid or unenforceable because patentee’s foreign
counsel did not disclose to patentee’s United States
counsel or to the Office prior art cited by the Dutch
Patent Office in connection with the patentee’s corre-
sponding Dutch application. The Court stated, at 216
USPQ 985,

“Foreign patent attorneys representing applicants for U.S. patents
through local correspondent firms surely must be held to the same
standards of conduct which apply to their American counterparts; a
double standard of accountability would allow foreign attorneys
and their clients to escape responsibility for fraud or inequitable
conduct merely by withholding from the local correspondent infor-
mation unfavorable to patentability and claiming ignorance of
United States disclosure requirements.”

2001.06(b) Information Relating to or From Co-
pending United States Patent Applications

The individuals covered by 37 CFR 1.56(a) have a
duty to bring to the attention of the examiner, or
other Office official involved with the examination of
a particular application, information within their
knowledge as to other copending United States appli-
cations which are “material to the examination” of the
application in question. As set forth by the court in
Armour & Co. v. Swift & Co., 175 USPQ 70, 79 (7th
Cir. 1972),

“we think that it is unfair to the busy examiner, no matter how dili-
gent and well informed he may be, to assume that he retains details
of every pending file in his mind when he is reviewing a particular
application . . . [T]he applicant has the burden of presenting the
examiner with a complete and accurate record to support the al-
lowanceof letters patent.”

See, also § 2004 at No. 8.

Accordingly, the individuals covered by § 1.56(a)
cannot assume that the examiner of a particular appli-
cation is necessarily aware of other applications “ma-
terial to the examination” of the application in ques-
tion, but must instead bring such other applications to
the attention of the examiner. For example, if a par-
ticular inventor has different applications pending in
which similar subject matter but patentably indistinct
claims are present that fact must be disclosed to the
examiner of each of the involved applications. Simi-
larly, the prior art references from one application
must be made of record in another subsequent appli-
cation if such prior art references are “material to the
examination” of the subsequent application.

Normally if the application under examination is
identified as a continuation or continuation-in-part of
an earlier application the examiner will consider the
prior art cited in the earlier application. The examiner
must indicate in the first Office action whether the
prior art in a related earlier application has been re-
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viewed. Accordingly, no separate citation of the same
prior art need be made in the later application.

2001.06(c) Information From Related Litigation
[R-3]

Where the subject matter for which a patent is
being sought is, or has been involved in litigation, the
existence of such litigation and any other material in-
formation arising therefrom must be brought to the at-
tention of the Patent and Trademark Office; such as,
for example, evidence of possible prior public use or
sales, questions of inventorship, prior art, allegations
of “fraud” $, “inequitable conduct”§ or “violation of
duty of disclosure”. Such information might arise
during litigation in, for example, pleadings, admis-
sions, discovery including interrogatories, depositions
and other documents, and testimony.

Where a patent for which reissue is being sought is,
or has been, involved in litigation which raised a
question material to examination of the reissue appli-
cation, such as the validity of the patent, or any alle-
gation of “fraud” §, “inequitable conduct”§ or “viola-
tion of duty of disclosure”, the existence of such liti-
gation must be brought to the attention of the Office
by the applicant at the time of, or shortly afier, filing
the application, either in the reissue oath or declara-
tion, or in a separate paper, preferably accompanying
the application, as filed. Litigation begun after filing
of the reissue application should be promptly brought
to the attention of the Office. The details and docu-
ments from the litigation, insofar as they are “material
to the examination” of the reissue application as de-
fined in 37 CFR 1.56(a), should accompany the appli-
cation as filed, or be submitted as promptly thereafter
as possible.

For example, the defenses raised against validity of
the patent, or charges of “fraud” or “inequitable con-
duct” in the litigation, would normally be “material to
the examination” of the reissue application. It would,
in most situations be appropriate to bring such de-
fenses to the attention of the Office by filing in the
reissue application a copy of the court papers raising
such defenses. As a minimum, the applicant should
call the attention of the Office to the litigation, the ex-
istence and the nature of any allegations relating to
validity and/or “fraud” or “inequitable conduct”§
relating to the original patent, and the nature of litiga-
tion materials relating to these issues. Enough infor-
mation should be submitted to clearly inform the
Office of the nature of these issues so that the Office
can intelligently evaluate the need for asking for fur-
ther materials in the litigation. See § 1442.04.

$2001.06(d) Information Relating to Claims
Copied from a Patent [R-3]

.Where claims are copied or substantially copied
from a patent, 37 CFR 1.607(c) requires applicant
shall, at the time he or she presents the claims(s),
identify the patent and the numbers of the patent
claims. Failure to comply with 37 CFR 1.607(c) may
result in the issuance of a requirement for information
as to why an identification of the source of the copied
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claims was not made, and it may be necessary to take
further action such as rejecting the application pursu-
ant to 37 CFR 1.56(d). Clearly, the information re-
quired by 37 CFR 1.607(c) as to the source of copied
claims is material information under 37 CFR 1.56(a)
and failure to inform the PTO of such information
may violate the duty of disclosure.¢

2002 Disclosure—By Whom and How Made
37 CFR 1.56(b) provides,

Disclosures pursuant to this section may be made to the Office
through an attorney or agent having responsibility for the prepara-
tion or prosecution of the application or through an inventor who
is acting in his own behalf. Disclosure to such an attorney, agent,
or inventor shall satisfy the duty, with respect to the information
disclosed, of any other individual. Such an_attorney, agent, or in-
ventor has no duty to transmit information which is not material to
the examination of the application.

2002.01 By Whom Made

37 CFR 1.56(b) makes clear that information may
be disclosed to the Office through an attorney or
agent of record or through a pro se inventor, and that
other individuals may satisfy their duty of disclosure
to the Office by disclosing information to such an at-
torney, agent, or inventor who then is responsible for
disclosing the same to the Office. Information that is
not material need not be passed along to the Office.

2002.02 Moust be in Writing

It is clear that the “disclosures . . . to the Office”
under 37 CFR 1.56 must be in writing as prescribed
by 37 CFR 1.2 which requires that

[a]ll business with the Patent and Trademark Office should be
transacted in writing. * * * The action of the . . . Office will be
based exclusively on the written record in the Office.

Further, as provided in 37 CFR 1.4(b),

Since each application file should be complete in itself, a separate
copy of every paper to be filed in an application should be fur-
nished for each application to which the paper pertains, even
though the contents of the papers filed in two or more applications
may be identical.

2002.03 Information Disclosure Statement
As stated in 37 CFR 1.97(a),

As a means of complying with the duty of disclosure set forth in
§ 1.56, applicants are encouraged to file an information disclosure
statement at the time of filing the application or within the later of
three months after the filing date of the application or two months
after applicant receives the filing receipt. If filed separately, the dis-
closure statement should, in addition to the identification of the ap-
plication, include the Group Art Unit to which the application is
assigned as indicated on the filing receipt. The disclosure statement
may either be separate from the specification or may be incorporat-
ed therein.

While information disclosure statements are a pre-
ferred and one of the safest ways to comply with the
duty of disclosure, it is not necessarily essential to file
information disclosure statements under 37 CFR 1.97-
1.99 to comply with the duty of disclosure in 37 CFR
1.56.

For example, not commenting on the relevance of
information submitted, or not including a copy of the
document cited, will not necessarily constitute a fail-
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ure to comply with the duty of disclosure. However,
failure to comply with the duty of disclosure could
result from non-submission of a copy of a document,
especially a foreign patent or literature item, which
might be difficult for the examiner to readily obtain.
Similarly, non-identification of an especially relevant
passage buried in an otherwise less or non-relevant
text could result in a holding of “violation of duty of
disclosure;” see, for example, Penn Yan Boats, Inc. v.
Sea Lark Boats, Inc., 359 F. Supp. 948, 175 USPQ
260 (S.D. Fla. 1972), affirmed 479 F.2d 1338, 178
USPQ 577 (5th Cir. 1973), certiorari denied 414 U.S.
874 (1974).

37 CFR 1.97(b) provides

(b) A disclosure statement filed in accordance with paragraph (a)
of this section shall not be construed as a representation that a

search has been made or that no other material information as de-
fined in § 1.56(a) exists.

STATEMENTS NoT LIMITED TO DOCUMENTS

Information disclosure statements are, of course,
not limited to documents such as patents and publica-
tions. As provided in § 1.98(a) information disclosure
statements may be used to bring “other information”
to the attention of the Office.

2002.03(a) Updating of Information Disclosure
Statement [R-3]

Section 1.99 provides that if at anytime prior to is-
suance of a patent, an applicant, pursuant to his duty
of disclosure under § 1.56, wishes to bring to the at-
tention of the Office additional patents, publications
or other information not previously submitted, the ad-
ditional information should be submitted with reason-
able promptness. For example, applicants have a duty
of bringing to the attention of the Office any material
prior art or other information they become aware of
from related United States applications, related for-
eign applications, related litigation (see § 2001.06 (a),
(), & (c)), or which is otherwise brought to their at-
tention. Applicants should keep the Office advised of
the status of any related litigation. pNote section
2003.¢

2002.04 Foreign Patents and Publications

,Applicants should be aware that where the informa-
tion being called to the Office’s attention is a foreign
patent or a publication, the relevance of such informa-
tion may not be readily apparent or a copy readily
available. It may be highly desirable if not necessary
in some cases, in order to ensure compliance with the
duty of disclosure and consideration of the informa-
tion by the Office, to provide any translation available
or explain the relevance of the art or provide a copy
of the document.

2003 Disclosure—When Made [R-3]
37 CFR 1.56 provides

All such individuals have a duty to disclose to the Office infor-
mation they are aware of. . . .

As set forth in 37 CFR 1.97

applicants are encouraged to file an information disclosure state-
ment at the time of filing the application or within the later of three
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months after the filing date of the application or two months after
applicant receives the filing receipt.

In reissue applications, applicants are encouraged to
file such statements at the time of filing or within two
months of filing, since reissue applications are taken
up “special”’: see §8§ 1442 and 1442.03. However, in a
reissue where waiver of the normal two month delay
period of § 1.176 is being requested (sce § 1441), the
statement should be filed at the time of filing the ap-
plication, or as soon thereafter as possible.

Clearly the “duty to disclose” “information they
are aware of”’ implies that such disclosure should be
made reasonably soon after they become aware of the
information, e.g., prior to the first Office action or
with the response to an action if the information is
discovered during the period for response thereto. Al-
though the duty of disclosure is expected to be ful-
filled promptly, the Court of Appeals for the Federal
Circuit has held that it is possible in certain limited
circumstances, while an application is pending, to cor-
rect an initial misrepresentation of facts in an affidavit:
Rohm & Haas Co. v. Crystal Chemical Co., §$722
F.2d 1556, 220 USPQ 289, 301 (Fed. Cir. 1983), cert.
denied, 105 S. Ct. 172 (1984)¢* * *

By submitting the information early in the examina-
tion process, i.e., before the Office acts on the appli-
cation if possible, the submitting party ensures that
the information will be considered by the Office in its
determination of the patentability of the application.
The presumption of validity is generally strong when
prior art was before and considered by the Office and
weak when it was not: Bolkcom v. Carborundum Co.,
523 F.2d 492, 498, 186 USPQ 466, 471, 472 (6th Cir.
1975).

37 CFR 1.99 provides that where

an applicant, pursuant to his or her duty of disclosure under § 1.56,
wishes to bring to the attention of the Office additional . . . infor-
mation not previously submitted, the additional information should
be submitted . . . with reasonable promptness (emphasis edded).

See § 2002.03(a)
2003.01 Disclosure After Patent Is Granted
By CiraTiONS OF PRIOR ART UNDER § 1.501

Where a patentee or any member of the public (in-
cluding private persons, corporate entities, and gov-
ernment agencies) has prior patents or printed publi-
cations which the patentee or member of the public
desires to have made of record in the patent file, pat-
entee or such member of the public may file a citation
of such prior art with the Patent and Trademark
Office pursuant to § 1.501. Such citations and papers
will be entered without comment by the Office. The
Office does not of course consider the citation and
papers but merely places them of record in the patent
file. Information which may be filed under § 1.501 is
limited to prior art patents and printed publications.
Any citations which include items other than patents
and printed publications will not be entered in the
patent file. See §§ 2202-2206.
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By REEXAMINATION

Where any person, including patentee, has prior art
patents and/or printed publications which said person
desires to have the Patent and Trademark Office con-
sider after a patent has issued, such person may file a
Request for Reexamination of the patent (see 37 CFR
1.510 and §§ 2209-2220).

2004 Aids to Compliance With Duty of Disclo-
sure [R-3]

While it is not appropriate to attempt to set forth
procedures by which attorneys, agents, and other in-
dividuals may ensure compliance with the duty of dis-
closure, the items listed below are offered as examples
of possible procedures which could help avoid prob-
lems with the duty of disclosure. Though compliance
with these procedures may not be required, they are
presented as helpful suggestions for avoiding duty of
disclosure problems.

1. Many attorneys, both corporate and private, are
using letters and questionnaires for applicants and
others involved with the filing and prosecution of the
application and checklists for themselves and appli-
cants {0 ensure compliance with the duty of disclo-
sure. The letter generally explains the duty of disclo-
sure and what it means to the inventor and assignee.
The questionnaire asks the inventor and assignee ques-
tions about

—the origin of the invention and its point of depar-

ture from what was previously known and in the
prior art,

—possible public uses and sales,

—prior publication, knowledge, patents, foreign

patents, etc.
The checklist is used by the attorney to ensure that
the applicant has been informed of the duty of disclo-
sure and that the attorney has inquired of and cited
material prior art.

The use of these types of aids would appear to be
most he]pful though not required, in identifying prior
art and may well help the atiorney and the client
avoid or more easily explain a potentially embarrass-
ing and harmful “fraud” allegation.

2. It is desirable to ask questions about inventorship.
Who is the proper inventor? Are there disputes or
possible disputes about inventorship? If there are
questions, call them to the attention of the Patent and
Trademark Office.

3. It is desirable to ask questions of the inventor
about the disclosure of the best mode. Make sure that
the best mode is described. The disclosure of the best
mogle may be raised in litigation. See for example,
Carlson “The Best Mode Disclosure Requirement in
Patent Practice,” Vol. 60, Journal of the Patent Office
Society, page 171 (1978).

4. It is desirable for an attorney or agent to make
certain that the inventor, especially a foreign inven-
tor, recognizes his or her responsibilities in signing the
oath or declaration. Note that 37 CFR 1.69 requires
that,

(a) Whenever an individual making an oath or declaration cannot
understand English, the oath or declaration must be in a language
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that such individual can understand and shall state tha.t such indi-
vidual understands the content of any documents to which the cath
or declaration rejates.

Note § 602.06 for a more detailed discussion.

5. It is desirable for an attorney or agent to careful-
ly evaluate and explain to the applicant and others in-
volved the scope of the claims, particularly the broad-
est claims. Ask specific questions about possible prior
art which might be material in reference to the broad-
est claim or claims. There is some tendency to mistak-
enly evaluate prior art in the light of the gist of what
is regarded as the invention or narrower interpreta-
tions of the claims, rather than measuring the art
against the broadest claim with all of its reasonable in-
terpretations. It is desirable to pick out the broadest
claim or claims and measure the materiality of prior
art against a reasonably broad interpretation of these
claims.

6. It may be useful to evaluate the materiality of
prior art or other information from the viewpoint
whether it is the closest prior art or other informa-
tion. This will tend to put the prior art or other infor-
mation in better perspective. However, § 1.56 may
still require the submission of prior art or other infor-
mation which is not as close as that of the record.

7. Care should be taken to see that prior art or
other information cited in a specification or in an in-
formation disclosure statement is properly described
and that the information is not incorrectly or incom-
pletely characterized. It is particularly important for
an attorney or agent to review, before filing, an appli-
cation which was prepared by someone else, e.g., a
foreign application. It is also important that an attor-
ney or agent make sure that foreign clients, including
foreign applicants, attorneys, and agents understand
the requirements of the duty of disclosure, and that
the U.S. attorney or agent review any information
disclosure statements or citations to ensure that com-
pliance with § 1.56 is present. See Gemveto Jewelry
Comparny, Inc. v. Lambert Bros., Inc., 216 USPQ 976
(S.D. New York 1982) wherein a patent was held in-
valid or unenforceable because patentee’s foreign
counsel did not disclose to patentee’s United States
counsel or to the Office prior art cited by the Dutch
Patent Office in connection with the patentee’s corre-
sponding Dutch application. The Court stated, at 216
USPQ 985,

Foreign patent attorneys representing applicants for U.S. patents
through local correspondent firms surely must be held to the same
standards of conduct which apply to their American counterparts; a
double standard of accountability would allow foreign attorneys
and their clients to escape responsibility for fraud or inequitable
conduct merely by withholding from the local correspondent infor-

mation unfavorable to patentablhty and clalmmg ignorance of
United States disclosure requirements.

8. Care should be taken to see that inaccurate state-
ments or inaccurate experiments are not introduced
into the specification, either inadvertently or inten-
tionally. For example, stating that an experiment “was
run” or “was conducted” when in fact the experiment
was not run or conducted is a misrepresentation of
the facts. No results should be represented as actual
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results unless they have actually been achieved. Paper
examples should not be described using th.e past tense.
See §§ 608.01(p) item D and 707.07(1). Also, misrepre-
sentations can occur when experiments which were
run or conducted are inaccurately reported in the
specification, e.g. an experiment is changed by leaving
out one or more ingredients. See Steierman v. Connel-
Iy, 192 USPQ 433 (PTO Bd. of Pat. Int. 1975); 192
USPQ 446 (PTO Bd. of Pat. Int. 1976).

9. Do not rely upon the examiner of a particular ap-
plication to be aware of other applications belonging
to the same applicant or assignee. It is desirable to
call such applications to the attention of the examiner
even if there is only a question that they might be
“material to the examination” of the application the
examiner is considering. It is desirable to be particu-
larly careful that prior art or other information in one
application is cited to the examiner in other applica-
tions to which it would be material. Do not assume
that an examiner will necessarily remember, when ex-
amining a particular application, other applications
which the examiner is examining, or has examined.
See Armour & Co. v. Swift & Co., 175 USPQ 70, 79
(7th Cir. 1972) §; Kangaroos U.S.A., Inc. v. Caldor,
Inc., 222 USPQ 703, 708, 713-714 (S.D.N.Y. 1984).

While vacating the summary judgement and re-
manding for trial in Kangaroos, the Court, 228 USPQ
32 (Fed. Cir. 1985), stated at page 35 that a “lapse on
the part of the examiner does nof excuse applicant.”’§

10. When in doubt, it is desirable and safest to
submit information. Even though the attorney, agent,
or applicant doesn’t consider it necessarily material,
someone else may see it differently and embarassing
questions can be avoided. The court in U.S. Industries
v. Norton Co., 210 USPQ 94, 107 (N.D. N.Y. 1980)
stated “In short, the question of relevancy in close
cases, should be left to the examiner and not the ap-
plicant.”

11. It may be desirable to submit information about
prior uses and sales even if it appears that they may
have been experimental, not involve the specifically
claimed invention, or not encompass a completed in-
vention. pNote Hycor Corp. v. The Schleuter Co.,
740 F.2d 1529, 222 USPQ 553, 557-559 (Fed. Cir.
1984)¢

12. Submit information promptly. An applicant, at-
torney or agent who is aware of prior art or other in-
formation and its significance should submit same
early in prosecution, e.g., before the first action by
the examiner, and not wait until after allowance. $Po-
tentially material information discovered late in the
prosecution shouid be immediately submitted. That
the issue fee has been paid is no reason or excuse for
failing to submit information. See Elmwood Liquid
Products, Inc. v. Singleton Packing Corp., 170 USPQ
398 (M.D. Fla., Tampa Div. 1971).4

13. It is desirable to avoid the submission of long
lists of documents if it can be avoided. Eliminate
clearly irrelevant and marginally pertinent cumulative
information. If a long list is submitted, highlight those
documents which phave been specifically brought to
applicant’s attention and/or¢g are known to be of most
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significance. Note Penn Yan Boats, Inc. v. Sea Lark
Boats, Inc. 359 F. Supp. 948, 175 USPQ 260 (S.D.
Fla. 1972), affirmed, 479 F.2d. 1338, 178 USPQ 577
(5th Cir. 1973), certiorari denied 414 U.S. 874 (1974).

14. Watch out for continuation-in-part applications
where intervening material information or documents
may exist; particularly watch out for foreign patents
and publications related to the parent application and
dated more than one year before the filing date of the
CIP. These and other intervening documents may be
material information: In re Ruscetta and Jenny, 118
USPQ 101, 104 (C.C.P.A. 1958); In re von Lagenho-
ven, 458 F.2d. 132, 173 USPQ 426 (C.C.P.A. 1972);
Chromalloy American Corp. v. Alloy Surfaces Co.,
Inc., 339 F. Supp. 859, 173 USPQ 295 (D. Del. 1972).

15. Watch out for information that might be
deemed to be prior art under Section 102(f) and (g).

Section 102(f) of Title 35 United States Code may
be combined with Section 103; see Corning Glass
Works v. Schuyler, 169 USPQ 193 (D.D.C. 1971),
affd in Corning Glass Works v. Brenner, 175 USPQ
516, (D.C. Cir. 1975) where the District Court adopt-
ed defendant’s post trial memorandum on 102(f) and
103; Halliburton v. Dow Chemical, 182 USPQ 178,
186 (N.D.Ckla. 1974); Dale Electronics v. R.C.L.
Electronics, 180 USPQ 225 (1st Cir. 1973) and, Ex-
parte Andresen, 212 USPQ 100 (Bd. App. 1981).

Note also that prior invention under § 102(g), may
be combined with Section 103, such as in In re Bass,
474 F.2d 1276, 177 USPQ 178 (C.C.P.A. 1973).

pNote 35 U.S.C. 103, second paragraph as amended
by Public Law 98-622 disqualifies section 102(f)/103
or section 102(g)/103 prior art which was, at the time
the second invention was made, owned by or subject
to an obligation of assignment to, the person who
owned the first invention: see 1050 O.G. 316.¢

16. Watch out for information picked up by the in-
ventors and others at conventions, plant visits, in-
house_reviews, etc.; see, for example, Dale Electron-
ics, Inc. v. R.C.L. Electronics, Inc., 1§0 USPQ 225,
228 (1st Cir. 1973).

17. Make sure that all of the individuals who are
subject to the duty of disciosure, such as spelled out
in § 1.56 are informed of and fulfill their duty.

18. Finally, if information was specifically consid-
ered and discarded as not material, this fact might be
recorded in an attorney’s file or applicant’s file, in-
cluding the reason for discarding it. If judgment
might have been bad or something might have been
overlooked inadvertently, a note made at the time of
evaluation might be an invaluable aid in explaining
that the mistake was honest and excusable. Though
such records are not required, they could be helpful
in recalling and explaining actions in the event of a
question of “fraud” por “inequitable conduct”§ raised
at a later time.

2005 Alterations or Partly Filling in Applica-
tions After Execution [R-3]

Applications which have not been prepared and ex-
ecuted in accordance with the requirements of Title
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