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This chapter relates only to interference matters
before the examiner. $The provisions in this chapter
do,NOT apply to interferences declared on or after
February 11, 1985, except in special circumstances,
such as: (1) Interferences which are declaréd as a
result of a motion made in another interference which
was pending before the Board before February 11,
1985 (e.g., an interference declared as a result of a
motion under 37 CFR 1.231 to declare an additional
interference); (2) an interference related to another in-
terference declared prior to February 11, 1985 (e.g.,
an interference involving a method of using a com-
pound where an interference involving the same par-
ties and the compound was declared prior to Febru-
ary 11, 1985); and (3) an interference reinstituted after
having been dissolved under the old rules (37 CFR
1.201-1.288) (e.g., an interference reinstituted after
having been dissolved as a result of a motion under 37
CFR 1.231 to dissolve on the grounds of unpatentabi-
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lity where the applicant has obtained allowance of the
claims held unpatentable in the decision on motions).
For interferences declared on or after Febroary 11,
1983, except those indicated in (1)-(3) of the previous
paragraph, see Chapter 2300 of this Manual.§
The interference practice is based on 35 U.S.C. 135
Pas it read prior to February 11, 1985¢.

35 U.S.C. 135. Interferences. (a) Whenever an application is made
for a patent which, in the opinion of the Commissioner, would
interfere with any pending application, or with any unexpired
patent, he shall give notice thereof to the applicants, or applicant
and patentee, as the case may be. The question of priority of inven-
tion shall be determined by a board of patent interferences (consist-
ing of three examiners of interferences) whose decision, if adverse
to the claim of an applicant, shall constitute the final refusal by the
Patent and Trademark Office of the claims involved, and the Com-
missioner may issue a patent to the applicant who is adjudged the
prior inventor. A final judgment adverse to a patentee from which
no appeal or other review has been or can be taken or had shall
constitute cancellation of the claims involved from the patent, and
notice thereof shall be endorsed on copies of the patent thereafier
distributed by the Patent and Trademark Office.

(b) A claim which is the same as, or for the same or substantially
the same subject matter as, a claim of an issued patent may not be
made in any application unless such a claim is made prior to one
year from the date on which the patent was granted.

(c) Any agreement or understanding between parties to an inter-
ference, including any collateral agreements referred to therein,
made in connection with or in contemplation of the termination of
the interference, shall be in writing and a true copy thereof filed in
the Patent and Trademark Office before the termination of the in-
terference as between the said parties to the agreement or under-
standing. If any party filing the same so requests, the copy shall be
kept separate from the file of the interference, and made available
only to Government agencies on written request, or to any person
on a showing of good cause. Failure to file the copy of such agree-
ment or understanding shall render permanently unenforceable such
agreement or understanding and any patent of such parties involved
in the interference or any patent subsequently issued on any appli-
cation of such parties so involved. The Commissioner may, howev-
er, on a showing of good cause for failure to file within the time
prescribed, permit the filing of the agreement or understanding
during the six month period subsequent to the termination of the
interference as between the parties to the agreement or understand-
ing.

The Commissioner shall give notice to the parties or their attor-
neys of record, a reasonable time prior to said termination, of the
filing requirement of this section. If the Commissioner gives such
notice at a later time, irrespective of the right to file such agree-
ment or understanding within the six-month period on a showing of
good cause, the parties may file such agreement or understanding
within sixty days of the receipt of such notice.

Any discretionary action of the Commissioner under this subsec-
tion shall be reviewable under section 10 of the Administrative Pro-
cedure Act.

37 CFR 1.201 set forth the definition of an interfer-
ence pprior to February 11, 1985¢

@Former, now deleted§g 37 CFR 1.201. Definition, when declared.
(a) An interference is a proceeding instituted for the purpose of de-
termining the question of priority of invention between two or
more parties claiming substantially the same patentable invention
and may be instituted as soon as it is determined that common pat-
entable subject matter is claimed in a plurality of applications or in
an application and a patent.

(b) An interference will be declared between pending applica-
tions for patent, or for reissue, of different parties when such appli-
cations contain claims for substantially the same invention, which
are allowable in the application of each party, and interferences
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will also be declared between pending applications for patent, or
for reissue, and unexpired original or reissued patents, of different
parties, when such applications and patents contain claims for sub-
stantially the same invention which are allowable in all of the appli-
cations involved, in accordance with the provisions of the regula-
tions in this part,

(c) Interferences will not be declared, nor continued, between ap-
plications or applications and patents owned by the same party
unless good cause is shown therefor. The parties shall make known
any and all right, title and interest affecting the ownership of any
application or patent involved or essential to the proceedings, not
recorded in the Patent and Trademark Office, when an interference
is declared, and of changes in such right, title, or interest, made
after the declaration of the interference and before the expiration of
the time prescribed for seeking review of the decision in the inter-
ference.

1101 Preliminaries to an Interference [R-2)

$Since no new interference will be declared under
the procedures set forth in this chapter unless it is re-
lated to an interference declared prior to February 11,
1985, the procedures relating to activities prior to the
declaration of an interference set forth in this chapter
have been deleted. See Chapter 2300 for current pro-
cedures.g * * *

1104 Jurisdiction of Interference [R-2]

The declaration of interference is made when the
* * ¥ notices of interference pare mailedq to the par-
ties. The interference is thus technically pending
before the Board of Patent BAppeals and¢ Interfer-
ences from the date on which the letters are mailed,
and from that date the files of the various applicants
are opened to inspection by other parties * * *

Throughout the interference, the interference
papers and application files involved are in the keep-
ing of the Service Branch except at such times that
action is required as for decision on motions, final
hearings, appeals, etc., when they are temporarily in
possession of the tribunal before whom the particular
question is pending.

If, independent of that interference, action as to one
or more of the applications becomes necessary, the
examiner charges out the necessary application or ap-
plications from the Service Branch by leaving a
charge card. It is not foreseen that the primary exam-
iner will need to take action for which he or she re-
quires jurisdiction of the entire interference. Howev-
er, if circumstances arise which appear to require it,
the primary examiner should request jurisdiction from
the Board of Patent pAppeals andg Interferences.

The examiner merely borrows a patent file, if
needed, as, where the patent is to be involved in a
new interference.

1105 Matters Requiring Decision by Primary
- Examiner During Interference [R-2]

$Former, now deleted§ 37 CFR 1.231. Motions before the primary
exgminer. (a) Within the period set in the notice of interference for
filing motions any party to an interference may file a motion seek-
ing:
g(l) To dissolve as to one or more counts, except that such
motion based on facts sought to be established by affidavits, decla-
rations, or evidence outside of official records and printed publica-
tions will not normally be considered. A motion to dissolve an in-
terference in which a patentee is a party on the ground that the
claims corresponding to the counts are unpatentable to the patentee
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over patents or printed publications will be considered through re-
examination if it complies with the requirements of § 1.510(b) and is
accompanied by the fee for requesting reexamination set in
§ 1.20{c). Otherwise, 2 motion to dissolve an interference in which
a patentee is a party will not be considered if it would necessarily
result in the conclusion that the claims of the patent which corre-
spond to the counts are unpatentable to the patentee on a ground
whick ie aot ancillary to priority. Where a motion to dissolve is
based on prior art, service on opposing parties must include copies
of such prior art. A motion to dissolve on the ground that there is
no interference in fact will not be considered unless the interference
involves a design or plant patent or application or unless it relates
to 2 count which differs from the corresponding claim of an in-
volved patent or of one or more of the invalved applications as
provided in §§ 1.203(a) and 1.205(a).

(2) To amend the issue by addition or substitution of new counts.
Each such motion must contain an explanation as to why a count
proposed to be added is necessary or why a count proposed to be
substituted is preferable to the original count, must demonstrate
patentability of the count to all parties and must apply the proposed
count to all involved applications except an application in which
the proposed count originated.

(3) To substitute any other application owned by him as to the
existing issue, or to declare an additional interference to include
any other application owned by him as to any subject matter other
than the existing issue but disclosed in his application or patent in-
volved in the interference and in an oppesing party’s application or
patent in the interference which should be made the basis of inter-
ference with such other party. Complete copies of the contents of
such other application, except affidavits or declarations under
§§ 1.131, 1.202, and 1.204, must be served on all other parties and
the motion must be accompanied by proof of such service.

(4) To be accorded the benefit of an earlier application or to
attack the benefit of an earlier application which has been accorded
to an opposing party in the notice of declaration. See § 1.224.

(5) To amend an involved application by adding or removing the
names of one or more inventors as provided in § 1.45. (See para-
graph (d) of this section.)

(b) Each motion must contain a full statement of the grounds
therefor and reasoning in support thereof. Any opposition to a
motion must be filed within 20 days of the expiration of the time set
for filing motions and the moving party may, if he desires, file a
reply to such opposition within 15 days of the date the opposition
was filed. If a party files a timely motion to dissolve, any other
party may file a motion to amend within 20 days of the expiration
of the time set for filing motions. Service on opposing parties of an
opposition to a motion to amend which is based on prior art must
include copies of such prior art. In the case of action by the pri-
mary examiner under § 1.237, such motions may be made within 20
days from the date of the primary examiner’s decision on motion
wherein such action was incorporated or the date of the communi-
cation giving notice to the parties of the proposed dissolution of the
interference.

(c) A motion to amend under paragraph (2)(2) of this section or
to substitute another application or declare an additional interfer-
ence under paragraph (a)(3) of this section must be accompanied by
an amendment adding claims corresponding to the proposed counts
to the application concerned if such claims are not already in that
application. The motion must also request the benefit of a prior ap-
plication as provided for under paragraph (a)}(4) of this section if
the party concerned expects to be accorded such benefit.

(d) All proper motions as specified in paragraphs (a) and (b) of
this section, or of a similar character, will be transmitted to and
considered by the primary examiner without oral argument, except
that consideration of a motion to dissolve on a ground other than
no interference in fact will be deferred to final hearing before a
Board of Patent Interference where the motion raises a matter
which would be reviewable at final hearing under § 1.258(a) and
such matter is raised against a patentee or has been ruled upon by
the Board of Appeals or by a count in ex parte proceedings. Also
consideration of a motion to add or remove the names of one or
more inventors may be deferred to final hearing if such motion is
filed after the times for taking testimony have been set. Requests
for reconsideration will not be entertained.
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(e) In the determination of a motion to dissolve an interference
between an application and a patent, the prior art of record in the
patent file may be referred to for the purpose of construing the
issue.

() Upon the granting of a motion to amend and the adoption of
the claims by the other parties within a time specified, or upon the
granting of a motion to substitute another application, and after the
expiration of the time for filing any new preliminary statements, a
petent interference examiner shall redeclare the interference or shall
declare such other interferences as may be necessary to include said
claims. A preliminary statement as to the added claims need not be
filed if a party states that he intends to rely on the original state-
ment and such a declaration as to added claims need not be signed
or sworn to by the inventor in person. A second time for filing mo-
tions will not be set and subsequent motions with respect to matters
which have been once considered by the primary examiner will not
be considered.

Whether a motion should be transmitted to the Pri-
mary Examiner is a matter that rests largely within
the discretion of the Pexaminer-in-chiefg * * *, and
any party may by petition challenge a decision of
the $examiner-in-chief§ * * * to transmit or not to
transmit a motion. A decision refusing to transmit a
motion is scrutinized more thoroughly on petition
than a decision transmitting a motion, “as it is consid-
ered desirable to submit all matters raised by motion
under 37 CFR 1.231 to the primary examiner for deci-
sion on the merits where possible.” Gutman v. Ber-
iger, 200 USPQ 596, 597 (Comr. Pats. & TM, 1978).
The rights of the parties are deemed to be adequately
protected by limiting review of the transmission or
dismissal of a motion under § 1.231 to a request for re-
consideration and/or petition under §§ 1.243(d) and
1.244, respectively.

An interference may be enlarged or diminished
both as to counts and applications involved, or may
be entirely dissolved, by actions taken under § 1.231
“Motions before the primary examiner” or under
§ 1.237 “Dissolution at the request of examiner”. The
action may be a substitution of one or more counts,
the addition of counts or dissolution as to one or
more counts or as to all counts, a change in the appli-
cation by addition, substitution, or dissolution, a shift-
ing of the burden of proof, or a conversion of an ap-
plication by changing the number of inventors. See
§ 1111.07. Decisions on questions arising under this
rule are made under the personal supervision of the
primary examiner.

Section 1.231(a)(1) provides for a motion that a
patent claim is unpatentable in an interference pro-
ceeding where reexamination thereof has also been re-
quested. See also § 2284.

Examiners should not consider ex parte, when
raised by an applicant, questions which are pending
before the Office in inter partes proceedings involving
the same applicant or party an interest. See § 1111.01.

Occasionally the entire subject matter of the inter-
ference may have been transferred to another group
between the time of declaring the interference and the
time that motions are transmitted for consideration. If
this has occurred, after the second group has agreed
to take the case, the Interference Service Branch
should be notified so that appropriate changes may be
made in their records.
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1105.[01 ]Briefs and Consideration of Motions
R~2

A party filing a motion is expected to incorporate
any reasons with the motion so that an initial brief is
not contemplated although if an initial brief is filed
with the motion, it would not be objectionable. Under
§ 1.231(b) other parties have twenty days from the ex-
piration of the time for filing motions for filing an op-
position to a motion, and the moving party may file a
reply brief within fifteen days of the date such opposi-
tion is filed. If a motion to dissolve is filed by one
party the other parties may file a motion to amend
within 20 days from the expiration of the time set for
filing motions and the same times for opposition and
reply brief are allowed with respect to the filing date
of the latter motion.

After the expiration of the time for filing a reply
brief, motions filed under § 1.231 are examined by
Ban examiner-in-chief§ * * * who, if he or she finds
them to be proper motions, will transmit the case to
the primary examiner for consideration of the motions
with an indication of such motions as are improper
under the rules and which should not be considered if
there be any such. No oral hearing will be set. The
primary examiner should render a decision within two
months on each motion transmitted by the pexaminer-
in-chief¢ * * *. The decision must include the basis
for any conclusions arrived at by the primary examin-
er. Care must be taken to specifically identify which
limitations of a count are not supported, or the por-
tions of the specification which do provide support
for the limitations of the count when necessary to
decide a motion. The examiner should not undertake
to answer all arguments presented.

In motions of the types specified below the primary
examiner must consult with and obtain the approval
of pan examiner-in-chiefg * * * before mailing the de-
cision. Motions requiring such consultation and ap-
proval are:

Motions to amend where the matter of support for
a count is raised in opposition or the examiner
decides to deny the motion for that reason,

Motions relating to the benefits of a prior applica-
tion;

Motions to dissolve on the ground that one or more
parties have no right to make the counts,

Motions to dissolve on the ground of no interfer-
ence in fact,

Motions to convert an application to a different
number of inventors, '

Motions to substitute or involve another application
in interference where the matter of support for a
count is raised in opposition or the examiner de-
cides to deny the motion for that reason,

Motions to amend involving modified or “phan-
tom” counts,

Motions to amend seeking to broaden a patent
claim and an issue is raised with respect to the
showing in justification.
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pConsultation will normally be with the examiner-
in-chief who transmitted the motions¢ * * * The con-
sultation will normally be at the offices of the Board
of Patent pAppeals and¢ Interferences. The primary
examiner should arrange a convenient time by tele-
phone. In the case of motions to amend or to involve
another application the BPexaminer-in-chiefg * * * will
examine any opposition which may have been filed
and if the question of right to make the pgposed
counts as to any party is raised thereby, the §examin-
er-in-chiefg¢ * * * will indicate in the letter transmit-
ting motions the necessity for consultation. If such in-
dication is not made there will be no necessity for
consultation unless the primary examiner, after con-
sideration, concludes that one or more parties cannot
make one or more of the proposed counts. In this case
the primary examiner should consult the Bexaminer-
in-chief§ * * *,

1105.02 Decision on Motion To Dissolve [R-2]

By the granting of a motion to dissolve, one or
more parties may be eliminated from the interference;
or certain of the counts may be eliminated. Where the
interference is dissolved as to one or more of the par-
ties but at least two remain, the interference is re-
turned to the primary examiner prior to resumption of
proceedings before the Bexaminer-in-chief§ * * * for
removal of the files of the parties who are dissolved
out. Ex parte action is resumed as to those applica-
tions and the interference is continued as to the re-
maining parties. The ex parte action then taken in
each rejected application should conform to the prac-
tice set forth hereinafter under $§ 1109(a)g * * * See
§ 1302.12 with respect to listing references discussed
in motion decision.

With respect to a motion to dissolve on the ground
that one or more parties does not have the right to
make one or more counts it should be kept in mind
that once the interference is dissolved as to a count,
any appeal from a rejection based thereon is ex parte
and the views of other parties in the interference will
not be heard. In order to preserve the inter partes
forum for consideration of this matter a motion to dis-
solve on this ground should not be granted where the
decision is a close one but only where there is clear
basis for it.

It should be noted that if all parties agree upon the
same ground for dissolution, which ground will subse-
quently be the basis for rejection of the interference
count to one or more parties, the interference should
be dissolved pro forma upon that ground, without
regard to the merits of the matter. This agreement
among all parties may be expressed in the motion
papers, in the briefs, or in papers directed solely to
that matter. See Buchli v. Rasmussen, 339 O.G. 223
1925 C.D. 75; Tilden v. Snodgrass, 1923 C.D. 30, 309
0.G. 477; and Gelder v. Henry, 77 USPQ 223.

Affidavits or declarations relating to the disclosure
of a party’s application as, for example, on the matter
of operativeness or right to make should not be con-
sidered (In re Decision dated Aug. 12, 1968, 160
USPQ 154 (Comm. of Pats., 1968)), but affidavits or
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declarations relating to the prior art may be consid-
ered by analogy to 37 CFR 1.132. In addition, affida-
vits or declaratiors submitted to establish the exist-
ence or non-existence of an interference in fact may
also be considered.

If there is considerable doubt as to whether or not
a party’s application is operative and it appears that
testimony on the matter may be useful to resolve the
doubt, a motion to dissolve may be denied so that the
interference may continue and testimony taken on the
point. See Bowditch v. Todd, 1902 C.D. 27, 98 O.G.
792 and Pierce v. Tripp v. Powers, 1923 C.D. 69 at
72, 316 O.G. 3.

Where the effective date of a patent or publication
(which is not a statutory bar) is antedated by the ef-
fective filing dates or the allegations in the prelimi-
nary statements of all parties, then the anticipatory
effect of that patent or publication should not be con-
sidered by the examiner at this time, but the reference
should be considered if at least one party fails to ante-
date its effective date by such party’s own filing date

or the allegations in such party’s preliminary state-

ment. See Forsyth v. Richards, 1905 C.D. 115, 115
0.G. 1327 and Simons v. Dunlop, 103 USPQ 237.

In deciding motions under 37 CFR 1.231(a)(1), the
examiner should not be misled by citation of decisions
of the Court of Customs and Patent Appeals o the
effect that only priority and matters ancillary thereto
will be considered and that patentability of the counts
will not be considered. These court decisions relate
only to the final determination of priority, after the
interference has passed the motion stage; in the ordi-
nary case a motion to dissolve may attack the patent-
ability of the count and need not be limited to matters
which are ancillary to priority.

Where a motion to dissolve is based on a conten-
tion of no interference in fact, the question to be de-
cided is whether claims presented by respective par-
ties as corresponding to the count or counts in issue
claim the same invention even though a claim of one
party differs from the corresponding claim of another
party through omission of limitations or variation in
language under 37 CFR 1.203(a) or 1.205(a). * * *
Since the claims were found allowable prior to decla-
ration, granting of a motion to dissolve on this ground
would normally result in issuance of the respective
claims to each party concerned in separate patents.
The question to be decided then, is whether one or
more limitations in the claim of one party which are
omitted or broadened in the claim of another party
are material. Whether or not they are material de-
pends primarily on whether they were regarded as
significant in allowing the claim in the first instance.
That is, the prosecution should be examined to deter-
mine if the limitation in question was relied upon to
distinguish from cited prior art, or if it was essential
to obtaining the desired result. See Mabon v. Sher-
man, 34 CCPA 991, 73 USPQ 378, 161 F.2d 255, 1947
C.D. 325 (1947); Brailsford v. Lavet, 50 CCPA 1367,
138 USPQ 28, 318 F.2d 942, 1963 C.D. 723 (1963);
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d Knell v. Muller, 174 USPQ 460 (Comm. of Pats.,
1971). :

1105.03 Decision on Motion To Amend or To
Add or Substitute Another Application [R-2]

Motions by the interfering parties may be made
under 37 CFR 1.231(a) (2) and (3) to add or substitute
counts to the interference and also to substitute or in-
volve in interference other applications owned by
them. It should be noted that, if the examiner grants a
motion of this character, a time will be set by the
Board of $Patent Appeals and¢ Interferences for the
nonmoving parties to present the allowed proposed
counts in their applications, if necessary, and also a
time will be set for all parties to file preliminary state-
ments as to the allowed proposed counts. Note that
the spaces for the dates on the decision letter are left
blank by the examiner, § 1105.06. An illustrative form
for these requirements is given at § 1105.06. If the
claims are made by some or all of the parties within
the time limit set, the interference is reformed or a
new interference is declared by the pexaminer-in-
chiefg * * *

Also, it should be noted that in an interference
which involves only applications, a motion to add a
count should not be granted unless the proposed
count so differs from the original counts that it could
properly issue in a separate patent. Becker v. Patrick,
47 USPQ 314, 315 (Comm. Pat. 1939). * * * The
counts of any additional interferences should likewise
differ in the same manner from the counts of the first
interference and from each other.

When the interference involves a patent, the ques-
tion of whether the proposed additional counts differ
materially from the original counts does not apply,
since in that case all of the patent claims which the
applicant can make should be included as counts of
the interference.

It will be noted that 37 CFR 1.231(a)(3) does not
specify that a party to the interference may bring a
motion to include an application or patent owned by
said party as to subject matter, in addition to the ex-
isting issue, which is not disclosed both in said party’s
application or patent already in the interference and
in an opposing party’s application or patent in the in-
terference. Consequently the failure to bring such a
motion will not be considered by the examiner to
result in an estoppel against any party to an interfer-
ence as to subject matter not disclosed in his case in
the interference. On the other hand, if such a motion
is brought during the motion period, secrecy as to the
application named therein is deemed to have been
waived, access thereto is given to the opposing parties
and the motion may be transmitted by the §examiner-
in-chief§ * * *; if so transmitted, it will be considered
and decided by the primary examiner without regard
to the question of whether the moving party’s case al-
ready in the interference disclosed the subject of the
proposed claims.
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CONCURRENCE OF ALL PARTIES

Contrary to the practice which obtains when all
parties agree upon the same ground for dissolution,
the concurrence of all parties in a motion to amend or
tc substitute or add an application does not result in
the automatic granting of the motion. The mere
agreement of the parties that certain proposed counts
are patentable does not relieve the examiner of the
duty to determine independently whether the pro-
posed counts are patentable and allowable in the ap-
plications involved. Even though no references have
been cited against proposed counts by the parties, it is
the examiner’s duty to cite such references as may an-
ticipate the proposed counts, making a search for this
purpose if necessary.

The examiner should also be careful not to refuse
acceptance of a count broader than original counts
solely on the ground that it does not differ materially
from them. If that is in fact the case, and the pro-
posed count is patentable over the prior art, the exam-
iner should grant the motion to the exent of substitut-
ing the proposed count for the broadest original count
so that the parties will not be limited in their proofs
to include one or more features which are unneces-
sary to patentability of the count. Where there is
room for a reasonable difference of opinion as to
whether two claims are materially different (or paten-
tably distinct) it is advisable to add the proposed
claim to the issue rather than to substitute it for the
original count. This will allow the parties to submit
priority evidence as to both counts.

Affidavits or declarations are occasionally offered
in support of or in opposition to motions to add or
substitute counts or applications. The practice here is
the same as in the case of affidavits or declarations
concerning motions to dissolve that is, affidavits or
declarations relating to disclosure of a party’s applica-
tion as, for example, on the matter of operativeness or
right t6 make, should not be considered, but affidavits
or declarations relating to the prior art, or relating to
patentable distinctness of the proposed counts from
the existing issue or from each other, may be consid-
ered by analogy to 37 CFR 1.132.

If a motion under 37 CFR 1.231(a) (2) or (3) is
denied because it is unpatentable on the basis of a ref-
erence which is not a statutory bar, and which is
cited for the first time by the examiner in the deci-
sion, the decision may be modified and the motion
granted upon the filing of proper affidavits or declara-
tions under 37 CFR 1.131 in the application file of the
party involved. This is by analogy to 37 CFR 1.237,
although normally, request for reconsideration of de-
cisions on motions under 37 CFR 1.231 will not be
entertained. 37 CFR 1.231(d). These affidavits or dec-
larations should not be opened to the inspection of
opposing parties and no reference should be made to
the dates of invention set forth therein other than the
mere statement that the effective date of the reference
has been overcome. As in the case of other affidavits
or declarations under 37 CFR 1.131, they remain
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sealed until the preliminary statements for the new
counts are opened.

A member of the Board of Patent BAppeals and¢
Interferences must be consulted in connection with
motions to add Or substitute one or more couiits or
applications where the matter of right to make one or
more counts is raised in an opposition to the motion
or the primary examiner wishes to deny a motion for
that reason although it has not been raised by a party.
In the event the consultation ends in disagreement,
the matter will be resolved by the Deputy Assistant
Commissioner for Patents.

1105.04 Decision on Motion Relating to Benefit
of a Prior Application Under 37 CFR
1.231(a)4) [R-2]

The primary examiner also decides motions under
37 CFR 1.231(a)(4) relating to the benefit of a prior
U.S. or foreign application under 35 US.C. 119 or
120. These may involve granting the moving party
the benefit of a prior application, or denying the op-
ponent the benefit of a prior application which was
accorded to him when the interference was declared.

In deciding a motion of this nature, it is usually ad-
visable to decide any other motions first. See
§ 1105.06. When the counts are changed as the result
of a motion to amend under 37 CFR 1.231(a)(2), or a
new interference is to be declared as the result of a
motion under 37 CFR 1.231(a)(3), the parties should
be accorded the benefit of any prior applications as to
the new counts. However, the moving party will not
be accorded the benefit of any prior applications as to
the new counts unless the moving party has specifical-
ly requested it. 37 CFR. 1.231(c).

In accordance with present practice a party may be
accorded the benefit of a prior application with re-
spect to a generic count if the prior application dis-
closes a single species within the genus in such a
manner as to comply with the first paragraph of 35
U.S.C. 112. See In re Kirchner, 134 USPQ 324; Wag-
oner v. Barger, 175 USPQ 85; Kawai v. Metlesics,
178 USPQ 158; Weil v. Fritz, 196 USPQ 600. If the
prior application is a U.S. application, continuity of
disclosure must have been maintained between the
prior application and the involved application either
by ‘copendency or by a chain of successwely copend-
ing applications. See 35 U.S.C. 120. If the prior appli-
cation is foreign, it must have been filed not more
than twelve months prior to the earliest U.S. applica-
tion to which the party is entitled. See 35 U.S.C. 119
and §§ 201.14, 201.15.

If the primary examiner has a reasonable doubt as
to whether a party should be accorded the benefit of
a prior application, the benefit of that application
should not be granted. The examiner’s decision on the
question of benefit is not final, since the granting or
denying of a motion under 37 CFR 1.231(a)(4) is a
matter which may be considered * * * at final hear-
ing. 37 CFR 1.258(b).

As a result of the decision on motions it may be
necessary for the primary examiner to change the
order of the parties, which determines the order of
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taking testimony. The parties will be listed in the in-
verse order of their effective filing dates, with the
party having the latest effective filing date being
listed first, If a party is accorded the benefit of a prior
application for less than all the counts, the filing date
of that application will not be considered as his effec-
tive filing date when determining the order of the
parties. Note that the burden of proof as to each
count is specified by 37 CFR 1.257(a), so that even
though a party who is senior as to some counts and
junior as to others may be designated as junior party
for procedural purposes and required to take his testi-
mony first, he or she has the burden of proof only as
to those counts for which he or she has the later ef-
fective filing date.

1105.05 Dissolution onr Primary Examiner’s
Own Request Under 37 CFR 1.237 [R-2]

$Former, now deletedg 37 CFR 1.237. Dissolution at the request of
examiner. If, during the pendency of an interference, a reference or
other reason be found which, in the opinion of the primary examin-
er, renders all or part of the counts unpatentable, the attention of
the Board of Patent Interferences shall be called thereto. The inter-
ference may be suspended and referred to the primary examiner for
consideration of the matter, in which case the parties will be noti-
fied of the reason to be considered. Arguments of the parties re-
garding the matter will be considered if filed within 20 days of the
notification. The interference will be continued or dissolved in ac-
cordance with the determination by the primary examiner. If such
reference or reason be found while the interference is before the
primary examiner for determination of a motion, decision thereon
may be incorporated in the decision on the motion, but the parties
shall be entitled to reconsideration if they have not submitted argu-
ments on the matter.

37 CFR 1.237 covers dissolution of an interference
on the primary examiner’s own motion if he or she
discovers a reference or other reason which renders
any count unpatentable.

The following procedures are available under the
provisions of 37 CFR 1.237:

A. If the primary examiner becomes aware of a ref-
erence or other reason for dissolving the interference
as to any count when the interference is before him or
her for determination of a motion, decision on this
newly discovered matter “may be incorporated in the
decision on the motion, but the parties shall be enti-
tled to reconsideration if they have not submitted ar-
guments on the matter” (37 CFR 1.237). This same
practice obtains when the primary examiner discovers
a new reason for holding counts proposed under 37
CFR 1.231(a) (2) or (3) unpatentable. Under this prac-
tice, the primary examiner should state that reconsid-
eration may be requested within the time specified in
37 CFR 1.243(d).

B. If the primary examiner becomes aware of a ref-
erence or other reason for dissolving the interference
as to any count when the interference is not before
the examiner for determination of a motion, the pri-
mary examiner should call the attention of the jexam-
iner-in-chief§ * * * to the matter. The primary exam-
iner should include in his or her letter to the §examin-
er-in-chief§ * * * a statement applying the reference
or reason to €ach of the counts of the interference
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which he or she deems unpatentable and should for-
ward with the original signed letter a copy thereof for
each of the parties of the interference. Form at
§ 1112.08.

The pexaminer-in-chief§ * * * then may suspend
the interference and forward a copy of the letter to
each of the parties together with the following com-
munication:

The attached communication from the primary
examiner has been forwarded to the Pexaminer-
in-chief§ * * *. Inasmuch as the primary examin-
er has chose to act under 37 CFR 1.237 this pro-
ceeding is suspended. Recomnsideration can be re-
quested in accordance with 37 CFR 1.237.

It is improper for a party to an interference to bring
a reference or any other reason for dissolution to the
attention of the primary examiner except by a motion
to dissolve under 37 CFR 1.231 or, after the motion
period has closed, by an inter partes letter calling at-
tention to the reference or reason. See § 1111.01. In
the latter case, consideration of the reference or
reason is discretionary with the primary examiner.
The $examiner-in-chief¢ * * * may upon receipt of
such a letter submit it to the primary examiner, who
will follow the procedures set forth in paragraph B
above if he or she considers that the subject matter
corresponding to the count in issue is unpatentable
over a reference or for any other reason.

On the other hand, if the primary examiner consid-
ers said subject matter to be patentable, under the cir-
cumstances, he or she will notify the pexaminer-in-
chief§ * * * informally of his or her conclusion. The
Pexaminer-in-chief§ * * * will then send a letter to
the parties to the effect that the primary examiner has
considered the reference or other reason, etc. and still
considers the subject matter corresponding to the
count to be patentable. No reason or basis for the
conclusion of the primary examiner will be stated in
this letter, since the parties have no right to be heard
on this question. See, Hageman v. Young, 1898 CD
18 (Comm. Dec.).

In cases involving a patent and an application,
where the primary examiner acts under 37 CFR
1.237, the practice enunciated in Noxon v. Halpert,
128 USPQ 481 (Comm. Dec. 1953) should be fol-
lowed. * * * ] '

If, in an interference involving an application and a
patent, the applicant calls attention to a reference
which the applicant states anticipates the issue of the
interference or makes an admission that applicant’s
elaim corresponding to the count is unpatentable be-
cause of a public use or sale, 35 USC 102(b), the pex-
aminer-in-chiefg * * * will forthwith dissolve the in-
terference, and the primary examiner will thereupon
reject the claim or claims in the application over ap-
plicant’s own admission of nonpatentability without
commenting on the pertinency of the reference. Such
applicant is of course also estopped from claiming
subject matter not patentable over the issue.

If preliminary statements have become open to all
parties, 37 CFR 1.227, or if not and a party authorizes
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the primary examiner to inspect his or her preliminary
statement, effect may be given thereto in considering
the applicability of a reference to the count under 37
CFR 1.237. See § 1105.02.

1105.06 Form of Decision Letter [R-2]

In order to reduce the pendency of applications in-
volved in interference proceedings, primary examiners
are directed to render decisions on motions within 30
days of the date of transmittal to them.

The decision should separately refer to and decide
each motion which has been transmitted by a state-
ment of decision as granted or denied. The decision
must include the basis for any conclusions arrived at by
the primary examiner. Care must be taken to specifi-
cally identify which limitations of a count are not sup-
ported, or the portions of the specification which do
provide support for the limitations of the count when
necessary to decide a motion. Different grounds
urged for seeking a particular action, such as dissolu-
tion for example, should be referred to and decided as
separate motions. When a motion to dissolve on the
ground of no right to make urges lack of support for
more than one portion of a count and is granted, the
examiner should indicate which portions of the count
he or she considered not to be disclosed in the appli-
cation in question. The same practice applies in deny-
ing a party the benefit or prior application.

.Motions to amend or to substitute an application, if
unopposed, do not require any statement of conclu-
sion if granted, but a denial should be supplemented
by a statement of the conclusion on which denial is
based. If such a motion if granted over opposition, the
reason for overruling the opposition should be given.
If an application is to be added or substituted and the
examiner has determined that it is entitled to the filing
date of a prior application by virtue of a divisional,
continuation or continuation-in-part relationship, the
decision should so state.

It s advisable to decide motions to dissolve first,
then motions to amend or to substitute an application,
and finally motions to shift the burden of proof or re-
lating to benefit of an earlier application taking into
account any changes in the issue or the parties which
may have been effected by the granting of other mo-
tions. If a motion to shift the burden of proof is grant-
ed the change in the order of parties should be stated.

If a motion to dissolve is granted as to all counts,
no decision should be rendered on any motion for
benefit that is before the Primary Examiner for deter-
mination. Furukawa v. Garty, 151 USPQ 110,
(Comm. Pats. 1965).

If a motion to amend is granted the decision should
close with Form Paragraph 11.07 setting times for
nonmoving parties to present claims corresponding to
the newly admitted counts and for all parties to file
preliminary statements as to them.

11.07 Decision on Motion, New Counts Added

Should the part [1] desire to contest priority as to proposed
count §2)], a claim corresponding to such count should be submitted
by amendment to the respective application(s) on or before
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. Failure to submit such an amendment within the time al-
lowed will be taken as a disclaimer of the subject matter of the pro-
posed count. The statements demanded by 37 CFR 1.215 et seq.
with respect to proposed count [3] must be filed in a sealed enve-
lope bearing the name of the party filing it and the number and title
of the interference on or before . See also 35 CFR 1.231(f),
second sentence. The time for serving preliminary statements, as re-
quired by 37 CFR 1.215(b), is set to expire on

Examiner Note:

1 In bracket 1, insert ‘y” and the name of the party or the plural
“les” if more than one party.

2. In brackets 2 and 3, insert the count number(s).

3. The date blanks will be filled in by the *examinerg-in-chief§.

If a motion to substitute another commonly owned
application by a different inventor is granted, the de-
cision should include Form Paragraph 11.08 setting a
time for the substituted party to file a preliminary
statement.

11.08 Decision on Motion, Party Substituted

The party [1] to be substituted for the party [2] must file on or
before , a preliminary statement as required by 37 CFR 1.215
et seq. in a sealed envelope bearing the party’s name and the
number and title of the interference on or before

Examiner Note:
The date blank will be filled in by the *examinerg-in-chiefg.

The decision should close with the warning state-
ment in Form Paragraph 11.09.

11.09 Decision on Motion, Closing Statement

No request for reconsideration will be entertained. 37 CFR
1.231(d).

The spaces provided in the above paragraphs for
the dates for copying allowed proposed counts and
for filing and serving preliminary statements should
be left blank. The appropriate dates will be inserted in
the blank spaces by the Service Branch of the Board
of Patent pAppeals andg Interferences before the de-
cision is mailed. :

Where there has been consultation with a member
of the Board of Patent § Appeals and§ Interferences
as required by §1105.01, the word “APPROVED”
and spaced below this the Board member’s name who
was consulted should be typed at the lower left hand
corner of the last page. The Board member will sign
in the space below “APPROVED.” If less than all of
the ,motions decided required consultation, under
§ 1105.01, the word “APPROVED” should be fol-
lowed by an indication of matters requiring such ap-
proval. For example,

“Approved as to the motion to shift the burden of
proof.”

After the decision is signed by the primary examin-
er apd the proper clerical entry made, the complete
interference file is forwarded to the Service Branch of
the Board of Patent pAppeals and§ Interferences for
dating and mailing or for the Board member’s signa-
ture'if there has been a consultation.

The motion decision is entered in the index of the
interference file; it should include the following infor-
mation and be set forth in this order:

Date _ “Dec. of Pr. Exr.” ____ Granted. If
some of the motions have been granted and others
denied, the last entry will be “Granted and Denied”,
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and of course, if all the motions have been denied, the
last entry will be “Denied.” If a date for copying al-
lowed proposed counts and for filing preliminary
statements has been set, this should also be indicated
at the end of the line by

“Amendment and Statement due ____.” Below are
examples of entries which should be made in the in-
terference brief in the section entitled “Decisions on
Motion” (Form PTQ-222) in each case involved in
the interference:

Dissolved

Dissolved as to counts 2 and 3
Dissolved as to Smith

Counts 4 and 5 admitted

These entries should be verified by the primary ex-
aminer.

Determination of the next action to be taken is
made by the Service Branch of the Board. Examples
of such action may be redeclaration, entry of judg-
ment, or setting of time for taking testimony and for
filing briefs for final hearing.

1105.07 Petition for Reconsideration of Decision

Petitions or requests for reconsideration of a deci-
sion on motions under 37 CFR § 1.231 or § 1.237 will
not be given consideration § 1.231(d). An exception is
the case where under 37 CFR 1.237 the primary ex-
aminer for the first time takes notice of a ground for
dissolution while the interference is before the exam-
iner for consideration of motions by the parties and
incorporates this matter in his decision so that the
parties have had no opportunity to present arguments
thereon. In this case the examiner’s decision should
include a statement to the effect that reconsideration
may be requested within the time specified in 37 CFR
1.243(d). See § 1105.05.

1106 Redeclaration of Interferences and Addi-
tional Interferences [R-2]

Redeclaration of interferences where necessitated
by a decision on motions under 37 CFR 1.231 will be
done by Pan examiner-in-chief§ * * * the papers
being prepared by the Interference Service Branch.
The decision signed by the primary examiner will
constitute the authorization. The same practice will
apply to the declaration of any new interference
which may result from a decision on motions.

1106.01 After Decision on Motion [R-2]

Various procedures are necessary after decision on
a motion. The following general rules may be stated:

(1) If the total result of the motion decision consists
solely in the elimination of counts, the elimination of
parties or a shifting of the burden of proof, no redec-
laration is necessary. The motion decision itself con-
stitutes the paper deleting counts or parties and is
likewise adequate notice of the shifting of the burden
of proof.

(2) If the motion decision results in any addition or
substitution of parties or applications or the addition
or substitution of counts, then redeclaration is neces-
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sary. If redeclaration is necessary, the information
falling within category (1) is also included in the
redeclaration papers. The old counts should retain
their old numbers for ease of identification.

(3) Since all of the necessary information concern-
ing an application to be added or substituted should
appear in the motion decision or on the face of the
application file no separate communication from the
primary examiner to the pexaminer-in-chief§ * * * is
necessary or desired.

The #pexaminer-in-chief¢§ * * * will determine
whether or not the nonmoving parties have copied

the proposed counts which have been admitted within

the time allowed and if they have, the $examiner-in-
chiefg * * * will proceed with the redeclaration. If a
party fails so to copy a proposed count and thus will
not be included in interference as to such count the
application will be returned to the primary examiner
by the pexaminer-in-chief¢ * * * with a memorandum
explaining the circumstances, unless the original inter-
ference will continue as to one or more counts. In the
latter case the application concerned will be retained
with the original interference and a new interference
will be declared (assuming at least one other nonmov-
ing party asserts the proposed count) on the new
count and including only those parties who have as-
serted it in their applications.

In declaring a new interference as a result of a
motion decision the notices to the parties and the dec-
laration sheet will include a statement to the follow-
ing effect:

“This interference is declared as the result of a
decision on motions in Interference No. ———."
In this case also, no times for filing preliminary state-
ments or motions will be set.

1106,[02 ]By Addition of New Party by Examiner
R-2

pFormer, now deletedg 37 CFR 1.238. Addition of new party by ex-
aminer. If during the pendency of an interference, another case ap-
pears, claiming substantially the subject matter in issue, the primary
examiner should notify the Board of Patent Interferences and re-
quest addition of such case to the interference. Such addition will
be done as a matter of course by a patent interference examiner, if
no testimony has been taken. If, lowever, any testimony may have
been taken, the patent interference examiner shall prepare and mail
a gotice for the proposed new party, disclosing the issue in interfer-
ence and the names and addresses of the interferants and of their
attorneys or agents, and notices for the interferants disclosing the
name and address of the said party and his attorney or agent, to
each of the parties, setting a time for stating any objections and at
his discretion a time of hearing on the question of the admission of
the new party. If the patent interference examiner be of the opinion
that the new party should be added, he shall prescribe the condi-
tions imposed upon the proceedings, including a suspension if ap-
propriate.

Section 1.238 states the procedure to be followed
when the examiner finds, or there is filed, other or
new applications interfering as to some or as to all of
the counts. The procedure when any testimony has
been taken differs considerably from the procedure
when no testimony has been taken. However, the dif-
ference does not involve the primary examiner but
rather affects the action taken by the* examiner§-in-
chiefg.
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The primary examiner forwards Form PTO-850
accompanied by the additional application to the In-
terference Service Branch, giving the same informa-
tion regarding the additional application as in connec-
tion with an original declaration* and also including
the number of the interference. If no testimony has
been taken, the Pexaminer-in-chief§ * * * will as a
matter of course suspend the interference and rede-
clare it to include the additional party setting such
times for the new party or all parties as is consistent
with the stage of proceedings at that point. If the ad-
ditional party is to be added as to only some of the
counts, the $examiner-in-chiefg * * * will declare a
new interference as to those counts and reform the
original interference omitting the counts which are in-
cluded in the new one. In this case the fact that the
issue was in another interference should be noted in
all letters in the new interference.

1106.03 After Resumption of Ex Parte Prosecu-
tion Subsequent to the Termination of an In-
terference by Dissolution Under 37 CFR
1.231 or 1.237 [R-2]

If the examiner finds upon further consideration
that the position taken in a decision on motion dis-
solving an interference was incorrect and that the in-
terference should be reinstituted, the following proce-
dures should be followed:

1. The examiner should upon allowance of the
claims in the application which were previously
denied, corresponding to the former counts in the in-
terference clearly indicate in the action to the appli-
cant, the reasons for the change in position as com-
pared to the position taken in the decision on motions.

2. This action to the applicant allowing such claims
should have the approval of and bear the approval of
the Group Director.

3. The application(s) and patent(s) involved in the
reinstituted interference should be forwarded together
with the necessary forms PTO-850 g(see § 1112.05)¢
and the old terminated interference files to the Board
of Patent pAppeals and§ Interferences.

4. At the top of the form PTQ-850, in the legend
“Interference-Initial Memorandum”, the word “Ini-
tial” should be stricken and the word “Reinstatement”
should be substituted therefor in red ink.

5. The forms PTO-850 must bear the approval of
the Group Director.

1107 #PAction Following Termination ofg * * *
Interference [R-2]

$The action to be taken by the examiner following
termination of the interference depends upon how the
interference was terminated, and in some instances,
the basis of the termination. Interferences conducted
under 37 CFR 1.201-1.288 may be terminated either
by dissolution or by an award of priority.

After the Board of Patent Appeals and Interfer-
ences has rendered a final decision in an interference,
the losing party may either appeal to the Court of
Appeals for the Federal Circuit, under 35 U.S.C. 141,
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or file a civil action in a United States district court,
under 35 U.S.C. 146. Upon the filing of an appeal to
the Court of Appeals for the Federal Circuit, the op-
posing party may elect to have the proceeding con-
ducted in a district court. In either event, the files
will be retained at the Board until the court proceed-
ing has terminated. (The PTO may, but normally does
not, issue the application of a winning party in an in-
terference involving only applications, notwithstand-
ing the filing of a civil action under 35 U.S.C. 146 by
the losing party. See Monaco v. Watson, 270 F.2d 335,
122 USPQ 564 (D.C. Cir. 1959).)¢ * * *

pWheng* the files pareg** returned to the examin-
ing group Bafter termination of the interference,§ the
primary examiner is required to make an entry on the
index in the interference file on the next vacant line
that the decision has been noted, such as by the
words “Decision Noted” and the primary examiner’s
initials. The interference file is returned to the Service
Branch of the Board of Patent pAppeals and§ Inter-
ferences when the examiner is through with it. There
it will be checked to see that such note has been made
and initialed before filing away the interference
record.

1108 Entry of Amendments Filed in Connection
With Motions [R-2]

& & %

Under 37 CFR 1.231(c) #a moving partyg * * * is
required to submit with his or her motion * * * as a
separate paper, an amendment embodying the pro-
posed claims if the claims are not already in the appli-
cation concerned. In the case of an application in-
volved in the interference, this amendment is not en-
tered at that time but is placed in the application file.

An amendment filed in connection with a motion to
add gor substituteg counts to an interference must
pinclude anyg * * * claim or claims to be added and
pbe accompanied byd* the appropriate fees g(or fee
authorization)§, if any, which would be due if the
amendment were to be entered, §even thoughg it may
be that the amendment will never be entered. Only
upon the granting of the motion $may it beg * * *
necessary for the other party or parties to present
claims, but the fees §(or fee authorization)g must be
paid whenever $claims are§ presented. Claims which
have been submitted in response to a suggestion by
the Office for inclusion in an application must be ac-
companied by the fee due g(or fee authorization)§, if
any. Money paid in connection with the filing of a
proposed amendment will not be refunded by reason
of the nonentry of the amendment.

If the motion is granted the amendment is entered
at the time decision on the motion is rendered. If the
motjon is not granted, the amendment, though left in
the file, is not entered and is so marked.

If the motion is granted only in part and denied as
to another part, only so much of the amendment as is
covered in the grant of the motion is entered, the re-
maining part being indicated and marked “not en-
tered” in pencil. (See 37 CFR 1.266.)
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In each instance the applicant is informed of the
disposition of the amendment in the first action in the
case following the termination of the interference. If
the case is otherwise ready for issue, pthed§ applicant
is notified that the application is allowed and the
Notice of Allowance §will be¢* sent in due course,
that prosecution is closed and to what extent the
amendment has been entered.

As a corollary to this practice, it follows that
where prosecution of the winning application had
been closed prior to the declaration of the interfer-
ence, as by being in condition for issue, that applica-
tion may not be reopened to further prosecution fol-
lowing the interference, even through additional
claims had been presented pin connection with a
motion in the interference¢ * * *

It should be noted at this point that, under the pro-
visions of § 1.262(d), the termination of an interfer-
ence on the basis of a disclaimer, concession of priori-
ty, abandonment of the invention, or abandonment of
the contest filed by an applicant operates without fur-
ther action as a direction to cancel the claims in-
volved from the application of the party making the
same.

#1109(a) Interference Terminated by Dissolution
[R-2]

If the interference was dissolved, the action to be
taken by the examiner depends on the basis for the
dissolution.

A. Common ownership: If the interference was dis-
solved because the involved applications were com-
monly assisgned (37 CFR 1.202(c)), the examiner
should proceed as indicated in § 804.03.

B. No interference in fact: A holding of no interfer-
ence in fact means that the claims of the parties which
correspond to the counts are drawn to patentably dif-
ferent inventions. Therefore, if the interference is dis-
solved on the ground of no interference in fact, either
as a result of the granting of a motion to dissolve
under 37 CFR 1.231(a)(1), or by the Commissioner
pursuant to a recommendation by the Board of Patent
Appeals and Interferences under 37 CFR 1.259, the
parties may each be issued a patent on their corre-
sponding claims, assuming that those claims are other-
wise patentable. Knell v. Muller, 174 USPQ 460
(Comr. 1971).

C. Unpatentability: The interference may be dis-
solved on the ground of unpatentability either as a
result of the granting of a motion to dissolve under 37
CFR 1.231(a)(1) (on a ground other than no interfer-
ence in fact), or on the examiner’s own motion under
37 CFR 1.237 (see § 1105.05). In either case, the ap-
plication or applications to which the ground of disso-
lution applies must be rejected on that ground. For
example, if the interference is dissolved on the ground
that the claims of A which correspond to the counts
are unpatentable to A (under 35 U.S.C. 112, 102, 103,
etc.), A’s claims should be rejected as unpatentable on
that ground in the next Office action. The rejection
may of course also be made as to any other claims of
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