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201 Types of Applications
37 CFR 1.9 Definitions.

(a) A national application as used in this chapter means a U.S.
national application for patent which was either filed in the Office
under 35 U.S.C. 111 or which resulted from an international appli-
cation after compliance with 35 U.S.C. 371.

(b) An international application as used in this chapter means an
international application for patent filed under the Patent Coopera-
tion Treaty prior to entering national processing .at the Designated
Office stage.

& . & & .

National patent applications fall under three broad
types: (1) applications for patent under 35 U.S.C. 101
relating to a “new and useful process, machine, manu-
facture, or composition of matter, etc.”; (2) applica-
tions for plant patents under 35 U.S.C. 161; and (3)
applications for design patents under 35 U.S.C. 171.
The first type of patents are sometimes referred to as
‘“utility” patents or “mechanical” patents when being
contrasted with plant or design patents. The special-
ized procedure which pertains to the examination of

applications for design and plant patents are treated in
detail in Chapters 1500 and 1600, respectively. Na-
tional applications include original, reissue, divisionai,
continuation, § 1.60, § 1.62, plant, design and continu-
ation-in-part applications.

20101 Sole

An application wherein the invention is presented
as that of a single person is termed a sole application.

201.02 Joint

A joint application is one in which the invention is
presented as that of two or more persons.

201.03 Convertibility of Application

37 CFR 1.48 Correction of inventorship

If the correct inventor or inventors are not named in an applica-
tion for patent through error without any deceptive intention on
the part of the actual inventor or inventors, the application may be
amended to name only the actual inventor or inventors. Such
amendment must be diligently made and must be accompanied by
(1) a petition including a statement of facts verified by the original
named inventor or inventors establishing when the error without
deceptive intention was discovered and how it occurred; (2) an
oath or declaration by each actual inventor or inventors as required
by § 1.63; (3) the fee set forth in § 1.17¢h); and (4) the written con-
sent of any assignee.

Under § 1.48, if the correct inventor or inventors
are not named. in an application for patent, the appli-
cation can be amended to name only the actual inven-
tor or inventors so long as the error in the naming of
the inventor or inventors occurred without any de-
ceptive intention on the part of the actual inventor or
inventors. Section 1.48 requires that the amendment
be diligently made and be accompanied by (1) a peti-
tion including a statement of facts verified by the
original named inventor or inventors establishing
when the error without deceptive intention was dis-
covered and how it occurred; (Z) an oath or declara-
tion by each actual inventor or inventors as required
by § 1.63; (3) the fee set forth in § 1.17¢h); and (4) the
written consent of any assignee. Correction will be
permitted, if diligently requested, in cases where the
person originally named as inventor was in fact not
the inventor of the subject matter contained in the ap-
plication. If such error occurred without any decep-
tive intention on the part of the true inventor, the
Office has the authority to substitute the true inventor
for the erroneously named person. If deceptive inten-
tion was present on the part of other individuals sub-
stantively involved in the preparation or prosecution
of the application their conduct will be considered
and appropriate action taken under 37 CFR 1.56. In-
stances where corrections can be made include
changes from a mistaken sole inventor to a different
but actual sole inventor, changes from a mistakeniy
identified sole inventor to different, but actual, joint
inventors; conversions from erroneously identified
joint inventors to different but actual, joint inventors;
and conversions from erronéously identified joint in-
ventors to a different, but actual, sole inventor wiil
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201.04

also be permitted. In each instance, however, the
Office must be assured of the presence of innocent
error, without deceptive intention on the part of the
true inventor or inventors, before permitting a substi-
tution of a true inventor’s name.

The required “statement of the facts verified by ali
of the original applicants” must include at the least, a
recital of the circumstances, includirg the relevant
dates, of (1) the error in naming the actual inventor or
inventors and (2) the discovery of the error. Without
such a showing of circumstances, no basis exists for a
conclusion that the application had been made in the
names of the original sole or joint applicant(s)
“through error and without any deceptive intention”,
and no foundation is supplied for a ruling that the
amendment to remove the names of those not inven-
tors or include those to be added as inventors was
“diligently made.” .

On the matter of diligence, attention is directed to

the decision of the C.C.P.A. in Van Otteren v.
Hafner, 757 O.G. 1026, 126 USPQ 151 (1960).

It is possible to file a sole application to take the
place of the joint application, subject to the require-
ments of § 1.48.

For the procedure to be followed when the joint
application is involved in an interference, see
§ 1111.07.

Conversion is permitted by 35 U.S.C. 116.

The primary examiner will make determination on
petitions under 37 CFR 1.48 for correction of inven-
torship unless the examiner finds that questions are
present regarding fraud or deceptive intention, in
which case the petition will be referred to the Office
of the Assistant Commissioner for Patents prior to a
determination on the petition.

Any attempt to effect a second conversion must be
referred to the group director. The provisions of 37
CFR 1.312 apply to attempted conversions after al-
lowance and before issue. When any conversion is ef-
fected, the file should be sent to the Application Divi-
sion for a revision of its records.

Where a person is added or removed as an inventor
during the prosecution of an application before the
Patent and Trademark Office, problems may occur
upon applicant claiming U.S. priority in a foreign
filed case. Therefore, examiners should acknowledge
any addition or removal of inventors made in accord-
ance with the practice under § 1.48 and include Form
Paragraph 2.14 in the next communication to appli-
cant or his attorney. Form Paragraph 2.14 reads as
follow:

2.14  Error in Naming Inventor

In view of the papers filed [1], it has been found that this applica-
tion, as filed, through error and without any deceptive intent, im-
properly set forth the inventorship, and accordingly, this applica-
tion has been corrected in compliance with 37 CFR 1.48. The in-
ventorship of this applicaton has been changed by (2].

Examiner Note: In bracket 2, insert explanation of correction
made, including addition or deletion of appropriate names.

201.04 Parent Application

The term parent is applied to an earlier application
of an inventor disclosing a given invention. Such in-

- 201.04(a)
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vention may or may not be claimed in the first appli-
cation. Benefit of the filing date of copending parent
application may be claimed under 35 U.S.C. 120.

Original Application
“Original” is used in the patent statute and rules to
refer tc an application which is not a reissue applica-

tion. An original application may be a “first” filing or
a continuing application.

201.05 Reissue Application

A reissue application is an applicatios. for a patent
to take the place of an unexpired patent that is defec-
tive in some one or more particulars. A detailed treat-
ment of reissues will be found in chapter 1400.

201.06 Division Application

A later application for a distinct or independent in-
vention, carved out of a pending application and dis-
closing and claiming only subject matter disclosed in
the earlier or parent application, is known as a divi-
sional application or “division”. Both must be by the
same applicant. (See below.) The divisional applica-
tion should set forth only that portion of the earlier
disclosure which is germane to the invention as
claimed in the divisional application.

In the interest of expediting the processing of
newly filed divisional applications, filed as a result of
a restriction requirement, applicants are requested to
include the appropriate Patent and Trademark Office
classification of the divisional application and the
status and location of the parent application, on the
papers submitted. The appropriate classification for
the divisional application may be found in the Office
communication of the parent case wherein the re-
quirement was made. It is suggested that this classifi-
cation designation be placed in the upper right hand
corner of the letter of transmittal accompanying these
divisional applications.

Use Form Paragraph 2.0l to remind applicant of
possible division status.

2.01  Definition of Division

This application appears to be a division of application Serial No.
[1] filed [2). A later application for a distinct or independent inven-
tion, carved out of a pending application and disclosing and claim-
ing only subject matter disclosed in the earlier or parent applica-
tion, is known as a divisional application or “division”. The divi-
sional application should set forth only thz+partion of the earlier
disclosure which is germane to the invention as claimed in the divi-
sional application.

Exsminer Note

[1] Serial No. of parent application.

[2] Filing date of parent apptication.

A design application is not to be considered to be a
division of a utility application, and is not entitled to
the filing date thereof, even though the drawings of
the earlier filed utility application show the same arti-
cle as that in the design application. In re Campbell,
1954 C.D. 191; 101 USPQ 406; Certiorari denied 348
U.S. 858.

While a divisional application may depart from the
phraseology used in the parent case there may be no
departure therefrom in substance or variation in the
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TYPES, CROSS-NOTING, AND STATUS OF APPLICATION

disclosure that would amount to “new matter” if in-
troduced by amendment into the parent case. Com-
pare §§ 201.08 and 201.11.

37 CFR 1.48 .

Since § 1.48 permits the correction of inventorship
in an application, it follows that a new application, re-
stricted to divisible subject matter, filed during the
pendency of the joint application by one of the joint
applicants, in place of restricting and converting the
joiiit case, may properly be identified as a division of
the joint application if the conditions of the following
paragraph are met. In like manner under 37 CFR
1.48, a new joint application for divisible subject
matter present in a sole application may be identified
as a division if filed by the sole applicant and another
during the pendency of the sole. See § 201.11.

However, the following conditions must be satisfied
in each of the foregoing situations,

(a) It must appear that the parent application was
filed “through error and without any deceptive inten-
tion”.

(b) On discovery of the mistake the new application
must be diligently filed and the burden of establishing
good faith rests with the new applicant or applicants.
_ (c) There must be filed in the new application the
verified statement of facts required by 37 CFR 1.48.

(d) A statement must be filed in the parent applica-
tion indicating that § 1.48 papers relating to the inven-
torship thereof have been filed in a particular continu-
ing application.

It should be noted that 35 U.S.C. 120 requires that
the prior application and a new application be “by the
same inventor” in order for the new application to
have the benefit of the filing date of the prior applica-
tion. :

For notation to be put on the file wrapper by the
examiner in the case of a divisional application see
§ 202.02. '

201.06(2) Division-Continuation Program

37 CFR 1.60. C tion or divisi
closed in a prior application.

A continuation or divisional application (filed under the condi-
tions specified in 35 U.S.C. 120 or 121), which discloses and claims
only subject matter disclosed in a prior application may be filed as
a separate application before the patenting or abandonment of or
termination of proceedings on the prior application. Signing and ex-
ecution of the application papers by the applicant may be omitted
provided the copy is supplied by and accompanied by a statement
by, the applicant or his or her attorney or agent that the application
papers comprise a true copy of the prior application as filed. Such
statement must be a verified statement if made by a person not reg-
istered to practice before the Patent and Trademark Office. Only
amendments reducing the number of claims or adding a reference
to the prior application (§ 1.78(a)) will be entered before calculating
the filing fee and granting of the filing date.

SECTION 1.60 PRACTICE

The § 1.60 practice was developed to provide a
procedure for filing a continuation or divisional appli-
cation where hardships existed in obtaining the signa-
ture of the inventor on such an application during the
pendency of the prior application. It is suggested that
the use of the § 1.60 practice be limited to such in-

| application for invention dis-

201.06(a)

stances in view of the additional work required by the
Office to enter preliminary amendments.

Section 1.60 practice permits persons having au-
thority to prosecute a prior copending application to
file a continuation or divisional application without
requiring the inventor to again execuie an oath or
declaration under 35 U.S.C. 115, if the continuation or
divisional application is an exact copy of the prior ap-
plication as exe.uted and filed. It is not necessary to
file a new oath or declaration which includes & refer-
ence to the non-filing of an application for an inven-
tor’s certificate in § 1.60 applications filed after May
1, 1975. Likewise, it is not necessary to have the in-
ventor sign a new oath or declaration merely to in-
clude a reference to the duty of disclosure if the
parent application was filed prior to January 1, 1978
or to indicate that the inventor has reviewed and un-
derstands the contents of the application if the parent
application was filed prior to October 1, 1983. Where
the immediate prior application was not signed (for
example, where it was filed under the former § 1.147
or current § 1.60 or § 1.62 practice), a copy of the
most recent application having a signed oath or decla-
ration in the chain of copending prior applications
under 35 U.S.C. 120 must be used.

The basic concept of § 1.60 practice is that since
the inventor has already made the affirmation re-
quired by 35.U.S.C. 115, it is not necessary to make
another affirmation in a later application that discloses
and claims only the same subject matter. It is for this
reason that a § 1.60 application must be an exact du-
plicate of an earlier application executed by the inven-
tor. It is permissible to retype pages to provide clean
copies. '

SECTION 1.60 APPLICATION CONTENT

As mentioned previously, a § 1.60 application must
consist of a copy of an executed application as filed
(specification, claims, drawings and oath or declara-
tion). The use of transmittal form 3.54 is urged since
it acts as a checklist for both applicant and the Office.

Although a copy of all original claims in the prior
application must appear in the §1.60 application,
some of the claims may be canceled by request in the
§ 1.60 application in order to reduce the filing fee (see
form 3.54, item 5). Any preliminary amendment pre-
senting additional claims (claims not in the prior ap-
plication as filed) should accompany the request for
filing an application under § 1.60, but such an amend-
ment will not be entered until after the filing date has
been granted. Any claims added by amendment
should be numbered consecutively beginning with the
number next following the highest numbered original
claim in the prior executed application. Amendments

‘made in the prior application do not carry over into

the § 1.60 application. Any preliminary amendment
should sccompany the § 1.60 application and be di-
rected to “the accompanying § 1.60 application” and
not. to the prior application.
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201.06(a)

All application copies must comply with 37 CFR
1.52 and must be on paper which permits entry of
amendments thereon in ink.

Copies of the application must be prepared and sub-
mitted by the applicant, or his attorney or agent, and
" be verified to be true copies by him or her. The copy
of the oath or declaration need not show a copy of
the inventor’s or notary’s signature provided that all
other data is shown and an indication is made that the
oath or declaration has been signed.

in order to obtain a filing date under:§ 1.60 a copy
of all pages of the application, including description,
claims, any drawings and oath or declaration, are re-
quired to be submitted. If all pages are not submitted,
remedy is by way of petition under § 1.183 and pay-
ment of the fee under § 1.17(h).

Claims for priority rights under 35 U.S.C. 119 must
be made in § 1.60 applications if it is desired to have
the foreign priority data appear on the issued patent.
In re Van Esdonk, 187 USPQ 671 (Comm’r Pat.
1975). Reference should be made to certified copies
filed in a prior application if reliance thereon is made.

If the claims presented by amendment in a § 1.60
application are directed to matter shown and de-
scribed in the prior application but not substantially
embraced in the statement of invention or claims
originally presented, the applicant should file a sup-
plemental oath or declaration under § 1.67 as prompt-
ly as possible.

In view of the fact that § 1.60 applications are limit-
ed to continuations and divisions, no new matter may
be introduced in a § 1.60 application, 35 U.S.C. 132.

A statement to the effect that the verifier believes
the submitted copy to be a true copy of the prior ap-
plication as filed to the best of his or her information
and belief is a sufficient verification, if an explanation
is made as to why the statement must be based only
on belief.

If the inventorship shown on the original oath or
declaration has been changed and approved during
the prosecution of the prior application, the § 1.60 ap-
plication papers must indicate such a change has been
made and approved in order that the changed inven-
torship may be indicated in the § 1.60 application. The
§ 1.60 application papers should also include any addi-
tions or changes in an inventor’s citizenship, residence
or post office address made and approved in the prior
application.

If small entity status has been established in a
parent application, it is not necessary to again file a
verified statement under § 1.27 if the small entity
status is desired in a § 1.60 application. The § 1.60 ap-
plication must however include a reference to the
verified statement in the parent application if the
small entity, status is still proper and desired (37 CFR
1.28(a)).

ForMAL DRAWINGS REQUIRED

Formal drawings are required in § 1.60 applications
as in other applications. Transfer of drawings from
abandoned applications is permitted. If informal draw-

MANUAL OF PATENT EXAMINING PROCEDURE

ings are filed with the application papers, use Form
Paragraph 2.02 for formal drawing requirement.

202 37 CFR 1.60 Drawing Requirement

This application, filed under 37 CFR 1.60, lacks formal drawings.
The informal drawings filed in this application are acceptable for
examination purposes until such time as allowed subject matter is
indicated. Applicant will be required either to submit new formal
drawings or to request transfer of the formal drawings from the
abandoned parent application.

Any drawing corrections requested but not made in
the prior application should be repeated in the § 1.60
application if such' changes are still desired. If the
drawings were changed during the prosecution of the
prior application, such drawings may be transferred,
however, a copy of the drawings as originally filed
must be included in the § 1.60 application papers to
indicate the original content. :

Use Form Paragraph 2.04 for instructions to appli-
cant where drawing corrections have been requested
in the parent application.

2.04 Correction of Drawings in Rule 1.60 Cases

The drawings in this application are objected to by the Drafts-
man as informal. Any drawing corrections requested but not made
in the prior application should be repeated in this application if
such changes are still desired. If the drawings were changed during
the prosecution of the prior application, such drawings may be
transferred. However, a copy of the drawings as originally filed
must be included in the 37 CFR 1.60 application papers to indicate
the original content.

Examiner Note: Use form paragraphs 6.39 and 6.40 with this
paragraph,

Affidavits and declarations, such as those under
§§ 1.131 and 1.132 filed during the prosecution of the
prior application do not automatically become a part
of the § 1.60 application. Where it is desired to rely
on an earlier filed affidavit, the applicant should make
his remarks of record in the § 1.60 application and in-
clude a copy of the original affidavit filed in the prior
application.

Use Form Paragraph 2.03 for instructions to appli-
cant concerning affidavits and declarations in the
parent application.

2.03  Affidavits and Declarations in Parent Application

Applicant refers to an affidavit filed in the parent application. Af-
fidavits and declarations, such as those under 37 CFR 1.131 and 37
CFR 1.132, filed during the prosecution of the parent application
do not automatically become a part of this application. Where it is
desired to rely on an earlier filed affidavit, the applicant should
make the remarks of record in the later application and include a
copy of the original affidavit filed in the parent application.

ABANDONMENT OF THE PRIOR APPLICATION

Under § 1.60 practice the prior application is not
automatically abandoned upon filing of the § 1.60 ap-
plication. If the prior application is to be expressly
abandoned, such a paper must be signed by the appli-
cant, the assignee of record or the attorney or agent
of record § 1.138. A registered attorney or agent not
of record acting in a representative capacity under
§ 1.34(a) may also expressly abandon a prior applica-
tion as of the filing date granted to a continuing appli-
cation when filing such a continuing application.
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If the prior application which is to be expressly
abandoned has a notice of allowance issued therein,
the prior application can become abandoned by the
nonpayment of the issue fee. However, once an issue
fee has been paid in the prior application, even if the
payment occurs following the filing of a continuation
application under § 1.60, a petition to withdraw the
prior application from issue must be filed before the
prior application can be abandoned (§ 1.313). The
checking of box 8 on form 3.54 is not sufficient to ex-
pressly abandon ar application having a notice of al-
lowance issued therein and ihe issue fee submitted
(see § 608.02(1)).

If the prior application which is to be expressly
abandoned is before the Board of Appeals or the
Board of Interferences, a separate notice should be
forwarded by the applicant 10 such Board, giving
notice thereof. .

After a decision by the CAFC in which the rejec-
tion of all claims is affirmed, proceedings are termi-
nated on the date of receipt of the Court’s certified
copy of the decision by the Patent and Trademark
Office, Continental Can Company, Inc., et al. v.
Schuyler 168 USPQ 625 (D.C.D.C. 1970). See
§ 1216.01.

EXAMINATION

The practice relating to making first action rejec-
tions final applies also to § 1.60 applications, see
§ 706.07(b). )

Any preliminary amendment filed with a § 1.60 ap-
plication which is to be entered after granting of the
filing date should be entered by the clerical personnel
of the examining group where the application is final-
ly assigned to be examined. Accordingly, these appli-
cations should be classified and assigned to the proper
examining group by taking into consideration the
claims that will be before the examiner upon entry of
such a preliminary amendment.

If the examiner finds that a filing date has been
granted erroneously because the application was in-
complete, the application should be returned to the
Application Division via the Office of the Assistant
Commissioner for Patents. :

Form 3.54 is designed as an aid for use by both ap-
plicant and the Patent and Trademark Office and
should simplify filing and processing of applications
under 37 CFR 1.60. ‘

Form 3.54 Division-continuation program application transmittal
form.

37 CFR 1.60

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Docket NO....ooveccvieiiveiiinicicnrcnens
Anticipated Classification of this
application:

Class.......... Subclass .....c.covemnene
Prior appiication:

EXAMINET ..ocovvvvcnecrmennreersnnenas

ATt Unitec e :

201.06(a)

THE COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, D.C. 2023].

Sir: This is a request for filing a [J continuation [J divisional ap-
plication under 37 CFR 1.60, of pending prior application serial no..
...... filed on

{date)

(inventor currently of record 10 prior applicstion}
for

(zitle of invention)

1. 3 Enclosed is a complete copy of the prior application, in-
cluding the oath or declaration as originally filed and
an affidavit or declaration verifying it as a true copy.
(See 8 and 9 for drawing requirements.)

2. OO A verified statement to establish small entity status
under 37 CFR 1.9 and 1.27 O is enclosed [ was filed
in the prior a_plication and such status is still proper
and desired (37 CFR 1.28(a)).

3. O The filing fee is calculated below:

CLAIMS AS FILED IN THE PRIOGR APFLICATION LESS aNY CLAIMS
CANCELLED BY AMENDMENT BELOW

. No.
For: No. filed | 1ire
Basic fee
Total claims. —20= *)
Indep claims —3= )
O Multiple Dependent Claim P d

* If the difference in Col. 1 is less than zero, enter “0° in Col. 2.

Fees for small entity Fees for other then & small entity
OR
Rate Fee Rate Fee
$150 OR $300
X5= H OR X 10= S
X15= S OR X 30= S
+50= ) OR +100= s
Total H OR Totsl S

4. [0 The Commissioner is hereby authorized to charge any
fees which may be required, or credit any overpay-

ment to Account No. ... A duplicate copy of this
sheet is enclosed.

5. O A check in the amount of $........ is enclosed.

6. O Cancel in this application original claims ......... of .the

prior application before calculating the filing fee. (At
least one original independent claim must be retained
for filing purposes.)

7. O Amend the specification by inserting before the first line
the sentence:—this is a [J continuation, [J division, of
application serial no. filed

8. O Transfer the drawings from the prior application to this
application and abandon said prior application as of
the filing date accorded this application. A duplicate
copy of this sheet is enclosed for filing in the prior
application file. (May only be used if signed by person
authorized by §1.138 and before pryment of base
issue fee.)

9. [O'New formal drawings are enclosed.

10. [0 Priority of application serial no. ............. filed on .ceeeeee
in

(country}
is claimed under 35 U.S.C. 119.
0 The certified copy has been filed in prior application
serial no. filed
11. O The prior application is assigned of record to......cccccvenene.
12. O The power of attorney in the prior application is
to..

(name, regittration number, and sddress)

a. [0 The power appears in the original papers in the prior -

application.



201.06(b)

b. O Since the power does noi appear in the original
papers, a copy of the power in the prior application is

enclosed.

c. 0 Address all future communications to ....... (May only
be completed by applicant, or attorney or asgent of
record.)

13. O A preliminary amendment is enclosed. {(Claims added by
this amendment have been properly numbered con-
secutively beginning with the number next following
the highest numbered original claim in the prior appli-

cation.)

14. O 1 hereby verify that the attached papers are a true copy
of prior application serial no. ............. as originally
filed on

(dzte)

The undersigned declare further that all statements made herein
of his or her own knowledge are true and that all siatements made
on information and belief are believed to be true; and further that
these statements were made with the knowledge that willful false
statements and the like so made are punishable by fine or imprison-
ment, or both, under section 1001 of Title 18 of the United States
Code and that such willful false statements may jeopardize the va-
lidity of the application or any patent issuing thereon.

(date) (signature)
Address of signator:

I Inventor(s)

[ Assignee of complete interest
0 Attorney or agent of record
O Filed under § 1.34(a)

201.06(b) File Wrapper Continuing Procedure

37 CFR 1.62 File wrapper continuing procedures.

(a) A continuation, continuation-in-part, or divisional application,
which uses the specification and drawings from a prior application
to be abandoned, may be filed before the payment of the issue fee,
abandonment of, or termination of proceedings on a prior applica-
tion. The filing date of an application filed under this section is the
date on which a request is filed for a application under this section
including identification of the Serial Number, filing date, and appli-
cant’s name of the prior application.

(b) The filing fee for a continuation, continuation-in-part, or divi-
sional application under this section is based on the number of
claims remaining in the application after entry of any preliminary
amendment and entry of any amendment under § 1.116 unentered in
the prior application which applicant has requested to be entered in
the continuing application.

(c} In the case of a continuation-in-part application which adds
and claims additional disclosure by amendmenti, an oath or declare-
tion as required by § 1.63 must also be filed. In a continuation or
divisional application which discloses and claims only subject
matter disclosed in a prior application, no additional oath or decla-
ration is required.

(d) If an application which has been accorded a filing date pursu-
ant to paragraph (a) of this section does not include the appropriate
filing fee pursuant to paragraph (b) of this section, or an oath or
declaration by the applicant in the case of a continuation-in-part ap-
plication pursuant to paragraph (c) of this seciion, applicant will be
so notified and given a period of time within which to file the fee,
oath, or declaration and to pay the surcharge as set forth in
§ 1.16(e) in order to prevent abandonment of the application. The
notification pursuant to this paragraph may be made simultaneously
with any notification of a defect pursuant to paragraph (a) of this
section.

(e) An application filed under this section will utilize the file
wrapper and contents of the prior application to constitute the new
continuation, continuation-in-part, or divisional application but will
be assigned a new application serial number.

() The filing of an application under this section will be con-
strued to include a waiver of secrecy by the applicant under 35
U.S.C. 122 to the extent that any member of the public who is enti-
tled under the provisions of 37 CFR 1.14 to access to, or informa-
tion concerning either the prior application or any continuing appli-
cation filed under the provisions of this section may be given simi-
lar , access to, or similar information concerning, the other
application(s) in the file wrapper.

MANUAL OF PATENT EXAMINING PROCEDURE

(g) The filing of a request for a continuing application under this
section will be considered io be a request to expressly abandon the
prior aplication us of the filing date granted the continuing applica-

. tion,

(h) The applicant is urged to furnish the following information
relating to the prior application to the best of his or her ability:

(1) Title as originally filed and as last amended;

(2) Name of applicant as originally filed and as last amended;

(3) Current correspondence address of applicant;

(4) Identification of prior foreign application and any priority
claim under 35 U.S.C. 119.

(i) Envelopes containing only application papers and fees for
filing under this section should be marked “Box FWC".

An applicant may file a continuation or division of
a pending patent application by simply filing a request
therefor and paying the necessary application filing
fee. To file a continuation-in-part application, an
amendment adding the additionai subject matter and
an oath or declaration relating thereto is also re-
quired.

The “file wrapper continuing” (FWC) procedure is
set forth in § 1.62. Under this simplified procedure,
any continuing application such as a continuation,
continuation-in-part, or divisional application may be
filed by using the papers in the copending prior appli-
cation, which application will become automatically
expressly abandoned. Under the FWC procedure, a
new. serial number is assigned and the specification,
drawings and other papers in the parent application
file wrapper are used as the papers in the continuing
application. Changes in inventorship may be made.
The “file wrapper continuing” (FWC) procedure is
available for utility, design, plant, and reissue applica-
tions to the full extent that continuing applications
can now be filed in such applications. Use of the
FWC procedure will automatically result in express
abandonment of the prior application as of the date
that the continuation, continuation-in-part, or division-
al application is filed.

The FWC procedure can be used for any continu-
ation, continuation-in-part, or divisional application
provided the applicant wishes the copending prior ap-
plication to become abandoned. If a divisional appli-
cation is desired without abandonment of the parent
application, the procedure under § 1.60 should be
used. Applicant also has the option of filing new ap-
plication papers with a reexecuted oath or declara-
tion.

Under § 1.62, the specification, claims.and draw-
ings, and any amendments in the prior application are
made available for use in the continuation, continu-
ation-in-part, or divisional application. A new filing
fee is required in accordance with 35 U.S.C. 41 and
37 CFR 1.16. The only other statutory requirement
under 35 U.S.C. 111 is a signed oath or declaration.
Since a continuation or divisional application cannot
contain new matter, the oath or declaration filed in
the prior application would supply all the information
required under the statute and rules to have a com-
plete application and to obtain a filing date. Accord-
ingly, the previously-filed oath or declaration will be
considered to be the oath or declaration of the § 1.62
continuation or division. However, if a continuation-
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in-part application is being filed, or a correction of in-
ventorship is being made, then a new oath or declara-
tion must be signed and filed by the applicant.

The original disclosure of an application filed under-

§ 1.62 will be the original parent application and
amendments filed on the filing date and referred to in
the oath or declaration by the inventor(s). However,
the filing fee will be based on the claims in the § 1.62
application after entry of any unentered amendments
under § 1.116 in the prior application whose entry has
been requested by the applicant and any preliminary
amendment which may accompany the FWC request
and filing fee. The Certificate of Mailing Procedure
under 37 CFR 1.8 does not apply to filing a request
for a “File Wrapper Continuing” application since the
filing of such a request is considered to be a filing of
national application papers for the purpose of obtain-
ing an application filing date (37 CFR 1.8(a)(i)).

The applicant may file a signed FWC request and
the regular filing fee under § 1.16 and other necessary
papers with the Patent and Trademark Office, either
by mail addressed to “Box FWC” or in person with
the mail room. An individual check or deposit ac-
count authorization should accompany each FWC ap-
plication, since combined checks delay processing.

The Correspondence and Mail Division sorts out all
“Box FWC” envelopes upon receipt and delivers
them to a reader for prompt special handling. The
recader applies the “Mail Room” date stamp and
marks the categories of the fees. The papers for each
FWC application are assigned a regular national serial
number and placed in a “Jumbo” size file wrapper.
The Special Handling Branch reviews the FWC re-
quest for accuracy and completeness and assigns the
filing date if everything appears to be in order. Prob-
lems are handled, insofar as possible, by calling the
applicant or attorney by telephone. There is no need
for any processing of the FWC application by the
Classification or Examination Branches of Application
Division since there are no papers to be examined and
the FWC application is routed to the group assigned
the prior application. When the FWC application file
wrapper is received in the examining group, the
parent application is promptly obtained and processed
by a clerical staff member.

All of the correspondence from the Office in a
FWC application refers to the FWC application serial

number and filing date and is processed in the same

manner as any other continuation, continuation-in-part
or divisional application. The first action final rejec-
tion procedures set forth in § 706.07(b) apply to FWC
applications filed under § 1.62. The PALM III system
can supply information to authorized persons as to the
location of the parent application file wrapper and ties
the parent application number to the FWC application
number.

The provisions of § 1.62 provide that if any applica-
tion in the file wrapper is available to the public that
all applications in the file wrapper will be available to
the public.

Paragraph (a) of § 1.62 sets forth the minimum re-
quirements for obtaining a filing date. Paragraphs (b)

201.07

and (c) of § 1.62 set forth the filing fee and oath or
declaration requirements. Paragraph 1.62(d) relates to
later filing of the filing fee or oath or declaration as
provided for in 35 U.S.C. 111.

CERTIFIED COPY

If a certified copy of a continuation-in-part applica-
tion filed under § 1.62 is desired for foreign filing pur-
poses, a clean retyped copy of the application, includ-
ing the amendments made in the parent application
and the amendment submitted with the § 1.62 applica-
tion must be submitted to the Solicitor’s Office to-
gether with an affidavit that the retyped copy is a
true and accurate copy of the FWC application as
filed.

SMALL ENTITY STATUS

If small entity status was established in the parent
application of an application filed under § 1.62, and
such status is desired and proper in a § 1.62 applica-
tion, it is necessary that a new statement under § 1.27
to be filed.

PRrRIORITY CLAIM

Claims under 35 U.S.C. 119 and 120 for the benefit
of the filing dates of earlier applications in a parent
application will automatically carry over to an appli-
cation filed under § 1.62. Applicants are encouraged
to repeat and update such claims at the time of filing
a § 1.62 application so that such claims will not be
overlooked. The issue clerk should check if priority
data has been entered of the file wrapper.

Form Paragraph 2.28 may be used to remind appli-
cant to insert parent application data.

2.28 Reference in § 1.62 Continuing Applications

This application filed under 37 CFR 1.62 lacks the necessary ref-
erence to the prior application. A statement reading “This is a [1]
of application Serial No. {2], filed [3] should be entered following
the title of the invention or as the first sentence of the specification.
Also, the present status of the parent application(s) should be in-
cluded.

Examiner Note:

1. In the “bracket 1” insert Division, Continuaticn, or Continu-
ation-in-part.

2. Use only in “File Wrapper Continuing” applications.

201.07 Continuation Application

A continuation is a second application for the same
invention claimed in a prior application and filed
before the original becomes abandoned. The applicant
in the continuing application must be the same as in
the prior application. The disclosure presented in the
continuation must be the same as that of the original
application, i.e., the continuation should not include
anything which would constitute new matter if insert-
ed in the original application.

At any time before the patenting or abandonment
of or termination of proceedings on his or her earlier
application, an applicant may have recourse to filing a
continuation in order to introduce into the case a new
set of claims and to establish a right to further exami-
nation by the primary examiner.
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201.08

For notation to be put on the file wrapper by the
examiner in the case of a continuation application sce
§ 202.02.

Use Form Paragraph 2.05 to remind applicant of
possible continuation status.

2.05 Definition of Continuation Application

This application appears to be a continuation application of Serial
No. [l], filed [2]. A continuation is a second application by the
same applicant for the same invention claimed in a parent applica-
tion and filed before the parent application becomes abandoned to
receive the benefit thereof under 35 U.S.C. 120. The disclosure pre-
sented in the continuation must be the same as thai of the parent

. application.

At any time before the abandonment of or termination of pro-
ceedings in the parent application, an applicant may have recourse
to filing a continuation in order to introduce into the case 2 new set
of claims and to establish a right to further examination by the pri-
mary examiner.

The Streamlined Continuation Program has been
superseded by §1.60 practice which became effective
on September 1, 1971, see §201.06(a) and the File
Wrapper Continuing Procedure under §1.62 which
became effective on February 27, 1983, see
§ 201.06(b).

201.08 Continuation-in-Part Application

A continuation-in-part is an application filed during
the lifetime of an earlier application by the same ap-
plicant, repeating some substantial portion or all of
the earlier application and adding matter not disclosed
in the szid earlier case. (In re Klein, 1930 C.DD. 2; 393
0.G. 519.)

A continuation-in-part filed by a sole applicant may
also derive from an earlier joint application showing a
portion only of the subject matter of the later applica-
tion, subject to the conditions stated in the case of a
sole divisional application stemming from a joint ap-
plication under 37 CFR 1.48 (§ 201.06). Subject to the
same conditions, a joint continuation-in-part applica-
tion may derive from an earlier sole application.

Unless the filing date of the earlier application is ac-
tually needed, for example, in the case of an interfer-
ence or to overcome a reference, there is no need to
make a determination as to whether the requirement
of 35 U.S.C. 120, that the earlier application discloses
the invention of the second application in the matter
provided by the first paragraph of 35 U.S.C. 112, is
met and whether a substantial portion of all of the
earlier application is repeated in the second applica-
tion in a continuation-in-part situation. Accordingly,
an alleged continuation-in-part application should be
permitied to claim the benefit of the filing date of an
earlier application if the alleged continuation-in-part
application complies with the following formal re-
quirements of 35 U.S.C.120:

1. The first application and the alleged continuation
application were filed “by the same inventor”;

2. The alleged continuing application was “filed
before the patenting or abandonment of or termina-
tion of proceedings on the first application or an ap-
plication similarly entitled to the benefit of the ﬁlmg
date of the first application”; and

MANUAL OF PATENT EXAMINING PROCEDURE

3. The alleged continuving application “‘contains or
is amended to contain a specific reference to the earli-
er filed application.”

For notaticn to be put on the file wrapper by the
examiner in the case of a continuation-in-part applica-
tion see § 202.02. See § 708 for order of examination.

Use Form Paragraph 2.06 to remind applicant of
possible continuation-in-part status.

2.06 Definition of CIP

This application appears to be a continuation-in-part application
of Serial No. {1], filed [2]. A continuation-in-part is an application
filed during the lifetime of an earlier appiication ‘by the same appli-
cant, repeating some substantial portion or all of the earlier applica-
tion and adding matter not disclosed in the earlier case. (In re
Klein, 1930 C.D. 2; 393 0.G. 519.)

Examiner MNote:

[1] Serial No. of earlier application.

[2] Filing date of earlier application.

201.02 Substitute Application

Use Form Paragraph 2.07 to remind applicant of
possible substitute status.

2.07 Defintion of a Substitute

Applicant refers to this application as a “Substitute” of Serial No.
[1), filed [2]. The use of the term “Substitute” to designate an appli-
cation which is in essence the duplicate of an application by the
same applicant abandoned before the filing of the later case finds
official recognition in the decision, Ex parte Komenak, 1940 C.D.
1; 512 O.G. 739. The notation on the file wrapper (See MPEP
202.02) thai one case is a “Substituie” for another is printed in the
heading of the patent copies. A “Substitute” does not obtain the
benefit of the filing date of the prior application. The indication
that this case is a “Substitute”” will result in the further endorsement
by the Assignment Division on the case of any assignment of the
parent case that may have been made.

The use of the term “Substitute” to designate any
application which is in essence the Duplicate of an
application by the same applicant abandoned before
the filing of the later case, finds official recognition in
the decision, Ex parte Komenak, 1940 C.D. 1; 512
0O.G. 739. Current practice does not require applicant
to insert in the specification reference to the earlier
case however, attention should be calied to the earlier
application. The notation on the file wrapper (see
§ 202.02) that one case is a “Substitute” for another is
printed in the heading of the patent copies. See
§ 201.11.

As is explained in § 201.11 a “Substitute” does not
obtain the benefit of the filing date of the prior appli-
cation.

201.10 Refile

No official definition has been given the term
Refile, though it is sometimes used as an alternative
for the term Substitute.

If the applicant designates his application as “‘refile”
and the examiner finds that the application is in fact a
duplicate of a former application by the same party
which was abandoned prior to the filing of the second
case, the examiner should require the substitution of
the word substitute for “refile,” since the former term
has official recognition. The endorsement on the file
wrapper that the case is & “substitute” will result in
the further endorsement by the Assignment Division
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of any assignment of the parent case that may have
been made.

Use Form Paragraph 2.08 to remind applicant of
possible refile status.

2.08 Definition of a Refile.

it is noted that applicant refers tc this application as a “Refile”.
No official definition has been given the term “Refile”, though it is
sometimes used as an alternative for the term *Substitute”. Since
this application appears to be in fact a duplicate of a former sppli-
cation by the same party which wes sbandoned prior to the filing
of the second case, the substitution of the word “Substitute” for
“Refile,” is required since the term *Substitute™ has official recog-
nition. The indication that this case is 2 “Substitute”™ will result in
the further endorsement by the Assignment Division on the case of
any sssignment of the parent case that may have been made. Appli-
cant is required tc make appropriate corrections.

201.11 Continuity Between Applications: When
Entitled to Filing Date

Under certain circumstances an application for
patent is entitled to the benefit of the filing date of a
prior application of the same inventor. The conditions
are specified in 35 U.S.C. 120.

35 U.S.C. 120. Benefit of earlier filing date in the United States. An
application for patent for an invention disclosed in the manner pro-
vided by the first paragraph of section 112 of this title in an appli-
cation previously filed in the United States, or as provided by sec-
tion 363 of this title, by the same inventor shall have the same
effect, as to such invention, as though filed on the date of the prior
epplication, if files before the patenting or abandonment of or ter-
mination of proceedings on the first application or on an application
similarly entitled to the benefit of the filing date of the first applica-
tion and it contains or is amended to contain a specific reference to
the earlier filed application.

There are four conditions for receiving the benefit
of an earlier filing date under 35 U.S.C. 120:

1. The second application (which is called a con-
tinuing application) must be an application for a
patent for an invention which is also disclosed in the
first application (the parent or original application);
the disclosure of invention in the first application and
in the second application must be sufficient to comply
with the requirements of the first paragraph of 35
U.S.C. 112. See In re Ahlbrecht, 168 USPQ 293
(CCPA 1971).

Form Paragraphs 2.09 and 2.10 should be used
where the disclosure of the second application is not
for an invention disclosed in the parent applicant.

2.09 Heading for Conditions for Priority Under 35 U.S.C. 120

Applicant has not complied with one or more conditions for re-
ceiving the benefit of an earlier filing date under 35 U.S.C. 120 as
follows:

Exsminer Note:

One or more of the following from paragraphs 2.10 to 2.13 must
Jollow depending upon the situation at hand.

2.10 Disclosure Must Be The Same

The second application {which is called a continuing application)
must be an application for a patent for an invention which is also
disclosed in the first application (the parent application); the discio-
sure of invention in the parent application and in the continuing ap-
plication must be sufficient to comply with the requirements of the
first paragraph of 35 U.S.C. 112. See In re Ahlbrecht, 168 USPQ
293 (CCPA 1971).

Examiner Note:

This paragraph must be preceded by hearing paragraph 2.09.

261.11

2. The continuing application must be co-pending
with the first application or with an application simi-
larly entitied to the benefit of the filing dats of the
first application.

3. The continuing application must contain a spec1f-
ic reference to the prior appiication(s) in the specifica-
tion.

Form paragraphs 2.09 and 2.12 shouid be used to
indicate reference to the parent application is re-
quired.

2.12 Application Must Contain a Reference 1o Parent

The continuing application must contain a specific reference to
the parent application(s) in the specification.

Examiner Note:

This paragraph must ke preceded by heading paragraph 2.09.

4. The continuing application must be “filed by the
same inventor” as in the prior application. The term
“same inventor” has been construed in In re Schmid:,
1961 C.D. 542; 13¢ USPQ 404, to include a continu-
ing application of a sole inventor derived from an ap-
plication of joint inventors where a showing was
made under 37 CFR 1.48 that the joinder involved
error without any deceptive intent (35 U.S.C. 116).
See § 201.06.

COPENDENCY

Copendency is defined in the clause which requires
that the second application must be filed before (a)
the patenting, or (b) the abandonment of, or (c) the
termination of proceedings in the first application.

Use Form Paragraphs 2.09 and 2.11 to indicate co-
pendency is required.

2.11 Application Must Be Copending With Parent

The continuing application must be copending with the parent
application or with an application simularly entitled to the benefit
of the filing date of the parent appiication.

Examiner Note:

This paragraph mus: be preceded by heading paragraph 2.09.

If the first application issues as a patent, it is suffi-
cient for the second application to be copending with
it if the second application is filed on the same date,
or before the date the patent issues on the first appli-
cation. Thus, the second application may be filed
while the first is still pending before the examiner,
while it is in issue, or even between the time the issue

fee is paid and the patent issues.

If the first application is abandoned, the second ap-
plication must be filed before the abandonment in
order for it to be copending with the first. The term
“abandoned,” refers to abandonment for failure to
prosecute (§ 711.02), express abandonment (§ 711.01),
and abandonment for failure to pay the issue fee
(§712). If an abandoned application is revived
(§ 711.03(c)) or a petition for late payment of the issue
fee (§712) is granted by the Commissioner, it be-
comes reinstated as a pending application and the pre-
ceding period of abandonment has no effect.

The expression “termination of proceedings” in-
cludes the situations when an application is abandoned
or when a patent has been issued, and henee this ex-
pression is the broadest of the three.
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201.11

After a decision by the Court of Appeals for the
Federal Circuit in which the rejection of all claims is
affirmed, proceedings are terminated on the date of
receipt of the Court’s certified copy of the decision
by the Patent and Trademark Office, Continental Can
" Company, Inc. v. Schuyler, 168 USPQ 625 (D.C.D.C.
1970). There are several other situations in which pro-
ceedings are terminated as is explained in § 711.02(c).

When proceedings in an application are terminated,
the application is treated in the same manner as an
abandoned application, and the term “abandoned ap-
plication” may be used broadly to include such appli-
cations.

The term “‘continuity” is used to express the rela-
tionship of copendency of the same subject matter in
two different applications of the same inventor, and
the second application may be referred to as a con-
tinuing application. Continuing applications include
those applications which are called divisions, continu-
ations, and continuations-in-part. As far as the right
under the statute is concerned the name used is imma-
terial, the names being merely expressions developed
for convenience. The statute is so worded that the
first application may contain more than the second, or
the second application may contain more than the
first, and in either case the second application is enti-
tled to the benefit of the filing date of the first as to
the common subject matter.

REFERENCE TO FIRST APPLICATION

The third requirement of the statute is that the
second (or subsequent) application must contain a spe-
cific reference to the first application. This should
appear as the first sentence of the specification follow-
ing the title preferably as a separate paragraph (37
CFR 1.78(a)). Status of the parent applications
(whether it is patented or abandoned) should also be
included. If a parent application has become a patent,
the expression *, Patent No. ——" should follow the
filing date of the parent applicaton. If a parent appli-
cation has become abandoned, the expression *, aban-
doned” should follow the filing date of the parent ap-
plication. In the case of design applications, it should
appear as set forth in § 1503.01. In view of this re-
quirement, the right to rely on a prior application
may be waived c« refused by an applicant by refrain-
ing from inserting a reference to the prior application
in the specification of the later one. If the examiner is
aware of the fact that an application is a continuing
application of a prior one, he or she should merely
call attention to this in an Office action by using the
wording of Form Paragraphs 2.15 or 2.16.

2.15 Reference 1o Parent Application 35 U.S.C. 120 Benefit

If applicant desires priority under 35 U.S.C. 120 based upon a
parent application, specific reference to the parent application must
be made in the instant application. This should appear as the first
sentence of the specification following the title, preferably as a sep-
arate paragraph. Status of the parent application (whether patented
or abandoned) should also be included. If a parent application has
become a patent, the expression *“Patent No.” should follow the
filing date of the parent application. If a parent application has

. become abandonded, the expression “abandoned™ should follow the
filing date of the parent application.

MANUAL OF PATENT EXAMINING PROCEDURE

2.16 Refersnce to Copending Application

It is noted that this application appears to claim subjeci matter
disclosed in applicant’s prior copending application Serial No. [1],
filed [2]. A reference to the prior application must be inserted as
the firest sentence of the specification of this application if applicant
intends to rely on the filing date of the prior spplication under 35
US.C. 120. See 37 CFR 1.78(a). Also, the present status of all
parent applications should be included.

If the examiner is aware of a prior application he or
she should note it in an Office action, as indicated
above, but should not require the applicant to call at-
tention to the prior application.

In § 1.60 cases, applicant, in the amendment cancel-
ing the nonelected claims, should include directions to
enter “This is a division (continuation) of application
Serial No. .......... , filed cocviininnnnnn. ” as the first sen-
tence. Where the applicant has inadvertently failed to
do this the wording of Form Paragraph 2.17 should
be used. Where the § 1.60 case is otherwise ready for
allowance, the examiner should insert the quoted sen-
tence by examiner’s amendment.

Applications are sometimes filed with a division,
continuation, or continuation-in-part oath or declara-
tion, in which the oath or declaration refers back to a
prior application. If there is no reference in the speci-
fication, in such cases, the examiner should merely
call attention to this fact in his Office action, utilizing
the wording of Form Paragraph 2.17.

2.17 Reference in § 1.60 Continuing Applications.

This appiication filed under 37 CFK 1.60 lacks the necessary ref-
erence to the prior application. A statement reading “This is a {1]
of application Serial No. [2), filed [3]" should be entered following
the title of the invention or as the first sentence of the specification.
Also, the present status of all parent applications should be includ-
ed.

Examiner Note:

In the bracket 1, insert either—Division—or—Continuation—.

Use only for Rule 1.60 applications. For File Wrapper continuing
applications under 37 CFR 1.62, see form paragraph 2.28.

Where the applicant has inadvertenly failed to
make a reference to the parent case in an application
filed under 37 CFR 1.60 or 1.62 which is otherwise
ready for issue, the examiner should insert the re-
quired reference by examiner’s amendment.

Sometimes a pending application is one of a series
of applications wherein the pending application is not
copending with the first filed application but is co-
pending with an intermediate application entitled to
the benefit of the filing date of the first applicaton. I
applicant desires that the pending application have the
benefit of the filing date of the first filed application
he or she must, besides making reference in the speci-
fication to the intermediate application, also make ref-
erence in the specification to the first application. See
Hovlid v. Asari, 134 USPQ 162; 305 F. 2d 747 and
Sticker Industrial Supply Corp. v. Blaw-Knox Co.,
160 USPQ 177.

There is no limit to the number of prior applica-
tions through which a chain of copendency may be
traced to obtain the benefit of the filing date of the
earliest of a chain of prior copending applications. See
In re Henriksen, 158 USPQ 224; 853 O.G. 17.
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