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Errors in a patent may be corrected in four ways,
namely (1) by reissue, (2) by the issuance of a certifi-
cate of correcticn which becomes a part of the patent,
(3) by disclaimer, and (4) by reexamination.

1401 Reissue

35 U.S.C. 251. Reissue of defective patents. Whenever any patent
is, through error without any deceptive intention, deemed wholly
or partly inoperative or invalid, by reason of a defective specifica-
tion or drawing, or by reason of the patentes claiming more or less
then he had a right to claim in the patent, the Commissioner shall,
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on the surrender of such patent and the payment of the fee requireg
by law, reissue the patent for the invention disclosed in the original
patent, and in accordance with a new and emended application, for
the unexpired part of the term of the original patent. No new
matter shall be introduced into the application for reissue.

The Commissioner may issue several reissued patents for distinct
and scparate parts of the thing patented, upon demand of the appli-
cant, and upon payment of the required fee for a reissue for each of
such reissued patents.

The provisions of this title relating to applications for patent shall
be applicable to applications for reissue of a patent, except that ap-
plication for reissue may be made and sworn to by the assignee of
the entire interest if the application does not seek to enlarge the
scope of the claims of the original patent.

No reissued patent shail be granted enlarging the scope of the
claims of the original patent unless applied for within two years
from the grant of the original patent.

1402 Grounds for Filing

The most common bases for filing a reissue applica-
tion are (1) the claims are too narrow or too broad;
(2) the disclosure contains inaccuracies; (3) seeking a
determination of inventorship which might be deemed
to result in an error by the Office; (4) applicant failed
to or incorrectly claimed foreign priority; (5) appli-
cant failed to make reference to or incorrectly made
reference to prior copending applications.

The correction of misjoinder of inventors in divi-
sional reissues has been held to be a ground for re-
issue: Ex parte Scudder, 169 USPQ 814. The Filing of
a reissue application is not necessary if the only
change is to correct the inventorship since this can be
accomplished under the provisions of 35 U.S.C. 256
and 37 CFR 1.324.

A reissue was granted in Brenner v. State of Israel,
862 O.G. 661, 158 USPQ 584, where the only ground
urged was failure to file a certified copy of the origi-
nal foreign application to obtain the right of foreign
priority under 35 U.S.C. 119 before the patent was
granted.

Correction of failure to adequately claim priority in
earlier filed copending U.S. Patent application was
held a proper ground for reissue in Sampson v. Comr.
of Pats., 195 USPQ 136, 137 (D.C.D.C. 1976). Reissue
applicant’s failure to timely file a divisional applica-
tion is not considered to be error causing a patent
granted on elected claims to be partially inoperative

by reason of claiming less than they had a right to

claim; and thus such applicant’s error is not correct-
able by reissue of the original patent under 35 U.S.C.
251: In re Orita, Yohagi, and Enomoti, 193 USPQ
145, 148 (CCPA 1977); see also In re Mead, 581 F.2d
257, 198 USPQ 412 (CCPA 1978).

1403 Diligence in Filing

When a reissue application is filed within two years
from the date of the original patent, a rejection on the
grounds of lack of diligence or delay in filing the re-
issue should not normally be made, in the absence of
evidence to the contrary: Ex parte Lafferty, 190
USPQ 202 (Bd. App. 1975); but see Rohm & Haas
Co. v. Roberts Chemical Inc., 142 F.Supp. 499, 110
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USPQ 93 (S.W. Va. 1936) reversed on other grounds
245 F.2d 693, 113 USPQ 423 (4th Cir. 1957).

However, as stated in the fourth paragraph of 35
U.S.C. 251,

No reissue patent shall be granted enlarging the
scope of the claims of the original patent unless ap-
plied for within two years from the grant of the
original patent.

See § 1412.03 for broadening reissue practice.

A reissue filed on the two year anniversary date is
considered filed within two vears: see Switzer &
Ward v. Sockman & Brady, 142 USPQ 226 (CCPA
1964) for a similar rule in interferences.

1404 Submission of Papers Where Reissue
Patent is in Litigation

Applicants and protestors (see § 1901.03) submitting
papers for entry in reissue applications of patents in-
volved in litigation are requested to mark the outside
envelope and the top right hand portion of the papers
with the words “REISSUE LITIGATION" and with
the Office or group art unit of the Patent and Trade-
mark Office in which the reissue application is locat-
ed, e.g., Assistant Commissioner for Patents, Board of
Appeals, Examining Group, Board of Interferences,
Office of Publications, etc. Protestor’s participation,
including the submission of papers, is limited in ac-
cordance with 37 CFR 1.291(c). Any “Reissue Litiga-
tion” papers mailed to the Office should be so marked
and mailed to Box 7, Commissioner of Patents and
Trademarks, Washington, D.C. 20231. The markings
perferably should be written in a bright color with a
felt point marker. Papers marked “REISSUE LITI-
GATION” will be given special attention and expe-
dited handling. See §§ 1442.01-1442.04 for examina-
tion of litigation related applications.

1410 Content of Reissue Application

37 CFR 1.171. Application for reissue. An application for reissue
must contain the same parts required for an application for an origi-
nal patent, complying with ail the rules relating thereto except as
otherwise provided, and in addition, must comply with the require-
ments of the rules relating to reissue applications. The application
must be accompanied by a certified copy of an abstract of title or
an order for a title report accompanied by the fee set forth in
§ 1.19(b)(2), to be placed in the file, and by an offer to surrender
the original patent (§ 1.178).

Applicants for reissue are required to file a reissue
oath or declaration which, in addition to complying

with §1.63, must comply with §1.175. The oath or -

declaration or filing fee may be submitted after the
filing date under 37 CFR 1.53.

1411 Form of Specification

37 CFR 1.173. Specification. ‘The specification of the reissue appli-
cation must include the entire specification and claims of the patent,
with the matter to be omitted by reissue enclosed in square brack-
ets; and any additions made by the reissue must be underlined, so
that the old and the new specifications and claims may be readily
compared. Claims should not be renumbered and the numbering of
claims added by reissue should follow the number of the highest
numbered patent claim. No new matter shall be introduced into the
specification.

The file wrappers of all reissue applications are
stamped “REISSUE” above the Serial Number on the

front of the file. “Reissue” also appears below the
Serial Number on the printed label on the file wrap-
per.

Cut up soft copies of the original patent, with only
a single column of the printed patent securely mount-
ed on a separate sheet of paper may be used in pre-
paring the reissue specificaticn and claims to be filed.
It should be noted however that amendments to the
reissue application should not be prepared in this way.
After filing, the specification and claims in the reissue
application must be amended by filing a paper which
indicates the specific change to be made. The exact
word or words to be stricken out or inserted and the
precise point where the deletion or insertion is to be
made must be specified in the amendment as provided
in 37 CFR 1.121(e) and (a). However, insertions or
deletions to the specification or claims made prior to
filing should be underlined or bracketed, respectively,
as indicated in §1.173.

Examples of the form for a twice-reissued patent is
found in Re. 23,558 and Re. 28,488.

Entire words or chemical formulas must be shown
as being changed. Change in only a part of a word or
formula is not permitted. Deletion of chemical formu-
las should be shown by brackets which are substan-
tially larger and darker than any in the formula.

1411.01 Certificate of Correction in Original
Patent

The applicant should include any changes, addi-
tions, or deletions that were made by a Certificate of
Correction to the original patent grant in the reissue
application without underlining or bracketing. The ex-
aminer should also make certain that all Certificate of
Correction changes have been properly incorporated
into the reissue application.

1411.02 New Matter

New matter, that is, matter not present in the patent
sought to be reissued, is excluded from a reissue appli-
cation in accordance with 35 U.S.C. 251.

The claims in the reissue application must also be
for matter which the applicant had the right to claim
in the original patent. New matter may exist by virtue
of the omission of a feature or of a step in a method.
See United States Industrial Chemicals, Inc. v. Car-
bide & Carbon Chemicals Corp., 1942 C.D. 751, 315
U.S. 668, 53 USPQ 6. -

1412 Content of Claims

The content of claims in a reissue application. is
somewhat limited as indicated in §§ 1412.01-03.

1412.01 Reissue Claims Must Be for Same Gen-
eral Invention

The reissue claims must be for the same invention
as that disclosed as being the invention in the original
patent, as required by 35 U.S.C. 251. This does not
mean that the invention claimed in the reissue must
have been claimed in the original patent, although this
is evidence that applicants considered it their inven-
tion. The entire disclosure, not just the claim, is con-

1400-2



CORRECTION OF PATENTS 1414

sidered in determining what the patentee objectively
intended as his invention. The proper test is set forth
in In re Rowland, 526 F.2d 558, 560, 187 USPQ 487,
489 (CCPA. 1973), requiring “an essentially factual in-
quiry confined to the objective intent manifested by
the original patent” (emphasis in original). See also In
re Mead, 581 F.2d 257, 198 USPQ 412 (CCPA 1978).
There should be something in the original patent evi-
dencing that applicant intended to claim or that appli-
cant considered the material now claimed to be his or
her invention.

1412.02 Recapture of Cancelled Subject Matter

A reissue will not normally be granted to “recap-
ture” claimed subject matter deliberately cancelled in
an application to obtain a patent: In re Willingham,
282 F.2d 353, 127 USPQ 211 (CCPA 1960). See also,
In re Richman, 161 USPQ 359, 363, 364 (CCPA
1969); and In re Wadlinger, Kerr and Rosinski, 181
USPQ 826 (CCPA 1974). See § 1412.03.

1412.03 Broadening Reissue Claims

35 U.S.C. 251 prescribes a two year limit for filing
applications for broadening reissues:

“No reissue patent shall be granted enlarging the
scope of the original patent unless applied for
within two years from the grant of the original
patent.”

A claim of a reissue enlarges the scope of the
claims of the patent if it is broader than such claims in
any respect, even though it may be narrower in other
respects or, in other words, if it contains within its
scope any conceivable apparatus or process which
would not have infringed the original patents: In re
Ruth, 278 F.2d 729, 126 USPQ 155, 156; 47 CCPA
1016 (1960); In re Rogoff, 261 F.2d 601, 120 USFQ
185, 186, 46 CCPA 733 (1958), and cases cited there-
in. A claim broadened in one limitation is a broadened
claim even though it may be narrower in other re-
spects. In a reissue application, filed within two years
of the original patent grant, broadened claims may be
.presented even though such claims were not submit-
ted until more than two years after the patent grant
and were broader in scope than both the original
patent claims and broadening reissue claims originally
submitted: In re Doll, 164 USPQ 218, 220 (CCPA
1970).

A reissue application is considered filed within two
years of the patent grant if filed on the two year anni-
versary date of the patent grant: see Switzer & Ward
v. Sockman & Brady, 142 USPQ 226 (CCPA 1964)
for a similar rule in interferences.

Form Paragraphs 14.12 and 14.13 may be used in
rejections based on improper broadened reissue
claims.

14.12  Rejection, 35 U.S.C. 251, broadened claims after two years
Claim {1J rejected under 35 U.S.C. 251 as being broadened in a

reissue application filed outside the two year statutory period.
Examiner Note:

The claim limitations that broaden the scope should be identified
and explained, See MPEP 706.03(x) and 1412.03.

14,13 Rejection, 33 U.S.C. 251, broadened cloims filed by assignee

Claim E!] rejected under 35 U.S.C. 251 as being claims which
have been improperly broadened in a reissue application made and
sworn 0 by the assignee end not the patentee.

14i3 Drawings

37 CFR 1.174. Drawings. (a) The -drawings upon which the origi-
nal patent was issued may be used ir reissue applications if no
changes whatsoever are to be mede in the drawings. In such cases,
when the reissue application is filed, the applicant must submit a
temporary drawing which may consist of a copy of the printed
drawings of the patent or & photoprint of the original drawings of
the size required for original drawing.

(b} Amendments which can be mede in a reissue drawing, that is,
changes from the drawing of the patent, are restricted.

If transfer of the patent drawings to the reissue ap-
plication is desired, a letter requesting transfer of the
drawings from the patent file should be filed along
with the reissue application. ’

If transfer of the original drawing is contemplated,
applicant must submit a copy of the original drawing.

The drawings of the original patent may be used in
lieu of new drawings, provided that no alteration
whatsoever is to be made in the drawings, including
canceling an entire sheet.

When the reissue case is ready for allowance the
examining group makes the formal transfer of the
original drawing to the reissue case. See § 608.02(k).
Additional sheets of drawings may be added but no
changes can be made in the original patent drawings.

1414 Content of Reissue Osath or Declaration

37 CFR 1.175. Reissue oath or declaration. (s} Applicants for re-
issue, in addition to complying with the requirements of § 1.63,
must also file with their applications a statement under oath or dec-
laration as follows:

(1) When the applicant verily believes the original patent to be
wholly or parily inoperative or invalid, stating such belief and the
reasons why.

(2} When it is claimed that such patent is so inoperative or inval-
id “by reason of a defective specification or drawing,” particularly
specifying such defects.

(3) When it is claimed that such patent is inoperative or invalid
“by reason of the patentee claiming more or less than he had 2
right to claim in the patent,” distinctly specifying the excess or in-
sufficiency in the claims.

(4) [Reserved]

(5) Particularly specifying the errors relied upon, and how they
arose or occurred.

(6) Stating that said errors arose “‘without any deceptive inten-
tion™ on the part of the applicant. '

(7) Acknowledging a duty to disclose information applicant is

' aware of which is material to the examination of the application.

(b) Corroborating affidavits or declarations of others may be filed
and the examiner may, in any case, require additional information
or affidavits or declarations concerning the application for reissue
and its object.

The reissue oath or declaration is an essential part
of a reissue application and must be filed with the ap-
plication or within the time set under 37 CFR 1.53.
The question of the sufficiency of the reissue oath or
declaration filed under 37 CFR 1.175 must in each
case be reviewed and decided personally by the pri-
mary examiner (see § 1414.03).

Reissue oaths or declarations must point out very
specifically what the defects are and how and when
the errors arose, and how and when errors were dis-
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covered. If additional defects or errors are discovered
after filing and during the examination of the applica-
tion, a supplemental reissue oath or declaration must
be filed pointing out such defects or errors and how
and when they arose and how and when they were
discovered. The statements in the oath or declaration
must be of facts and not conclusions. All reissue
oaths, in addition to complying with sections (a)(1)
and (a)(2) and/or (a)(3), must also comply with sec-
tions (a)(5) and (a)(6), and (a)(7) if filed on or after
July 1, 1982 (note Federal Register, Val. 47, No. 97,
May 19, 1982, pages 21746 to 21753).

37 CFR 1.175 was amended effective July 1, 1982
(Federal Register, supra) to eliminate paragraph (a)(4)
and Office consideration of the merits of “no defect”
reissue applications filed on or after July 1, 1982.
Under amended § 1.175 an applicant for reissue will
be required to file in the reissue application a state-
ment under oath or declaration specifically averring a
defect in the patent, e.g., “a defective specification or
drawing,” and/or an “excess or insufficiency in the
claims.”

1414.01 Reissue Oath or Declaration Under
§ 1.175 (a)(1), (a)(2), & (a)(3)

Reissue oaths or declarations, other than those filed
under former § 1.175(a)(4), must comply with section
(a)(1) and the appropriate sections (a)(2) and/or (a)(3).
All reissue oaths or declarations must, in addition,
comply with sections (a)(5), (a)}(6) and, if filed after
July 1, 1982, with section (a)(7).

Subsection (a)(1) requires a statement that “appli-
cant verily believes the original patent to be wholly
or partly inoperative or invalid,” and in addition, “the
reasons why.” Subsection (a)(2) applies when it is
claimed that such patent is so inoperative or invalid
“by reason of a defective specification or drawing”;
and requires applicant to particularly specify such de-
fects. Subsection (a)(3) applies when it is claimed that
such patent is inoperative or invalid “by reason of
patentee claiming more or less than he had a right to
claim in the patent”; and requires applicant, in addi-
tion, to distinctly specify the excess or insufficiency in
the claims. The reissue oath or declaration should
specify how the reissue overcomes the defect in.the
original patent, e.g., describe how the newly present-
ed or amended claims differ from those of the original
patent.

Form Paragraphs 14.01 and 14.14 may be used
where the reissue oath or declaration does not state
why the patent is wholly or partially inoperative or
invalid.

14.01 Defective reissue oath/declaration, 1.175(a)(1)

The reissue oath or declaration filed with this application is de-
fective because it fails to contain a statement that the applicant be-
lieves the original patent to be wholly or partially inoperative or
invalid, as required under 37 CFR 1.175(a)(1).

Examiner Note:

1. Use this paragraph when applicant fails to allege a defect.

2. Paragraph 14.14 must follow. (copy in § 1444)

Failure to assert a difference in scope between the
original and reissue claims in the reissue oath or dec-
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laration, has been held to be a fatal defect. The patent
statutes afford no authority for the reissue of a patent
merely to add claims of the same scope as those al-
ready granted: In re Wittey, 180 USPQ 320, 323
(CCPA 1974).

1414.92 Reissue Osath or Declaration under
§ 1.175(a)(4)

Section 1.175 as amended effective July 1, 1982
eliminates paragraph (a)(4). Under paragraph (a)(4},
the Office formerly gave advisory opinions on patent-
ability over additional prior art without any changes
in the patent claims. The Office will not give such ad-
visory opinions on applications filed on or after July
1, 1982.

Former § 1.175(a)(4) recognized that reissues could
be filed to have the patentability of the original
patent, without changes therein, considered in view of
prior art or other information relevant to patentability
which was not previously considered by the Office.

37 CFR 1.175(a)(4) was held to be within the rule-
making power of the Commissioner in Sheller Globe
Co. v. Mobay Chemical Corp., 204 USPQ 1052 (E. D.
Mich., Southern Div., 1980).

A §1.175(a)(4) type reissue oath or declaration
must

(1) state that “the applicant is aware of prior art or
other information relevant to patentability, not previ-
ously considered by the Office, which might cause

"the examiner to deem the original patent wholly or

partly inoperative or invalid”,

(2) particularly specify “‘such prior art or other in-
formation”’; and,

(3) request “that if the examiner so deems, applicant
be permitted to amend the patent and be granted a re-
issue”. In addition a § 1.175(a)(4) type reissue oath or
declaration must comply with subsections (a)(5) and
(a)(6) of § 1.175.

However, no reissue application will be passed for
issue with only a § 1.175(a)(4) type oath or declara-
tion. Applications filed under § 1.175(a)(4) cannot be
passed for issue without amendment, but will be reject-
ed as lacking statutory basis for a reissue, if there are
no other grounds of rejection, since 35 U.S.C. 251
does not authorize reissue of a patent unless the
patent is deemed wholly or partly inoperative or in-
valid. However, the record of prosecution of the re-
issue will indicate that the prior art has been consid-
ered by the examiner. If a reissue filed under
§ 1.175(a)(4) is amended, even though in response to a
rejection, the reissue is thereby converted into an ap-
plication under § 1.175(a)(1), and appropriate §§ 1.175
(@)(2) and/or (a)(3), and a supplemental reissue oath
or declaration must be filed containing the appropri-
ate averments.

The supplemental reissue oath or declaration must
comply with paragraphs (a)(1) and (a)(2)/(a)(3), (a}X5),
and (a)(6), and (a)(7) if filed after July 1, 1982, of
§ 1.175, relating to actual errors rather than possible
or “what might be deemed to be errors.” If the claims
are amended and a proper supplemental oath or decla-
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ration is not filed, a rejection must be made on the
basis that the reissue oath or declaration is insuffi-
cient. The supplemental oath or declaration insures
compliance with 35 U.S.C. 251 by providing appro-
priate averments relating to actual errors rather than
possible errors.

If applicant is seeking reissue in view of particular
prior art or other information, in a § 1.175(a)(4) type
reissue, the reissue oath or declaration must point out
“what might be deemed to be errors” in patentability
in view of such prior art or other information, and
how such possible errors arose or occurred (note
§ 1414.03). More specifically, the oath or declaration,
in appropriate circumstances, might state that some or
all claims might be deemed to be too broad and inval-
id in view of references X and Y which were not of
record in the patented files. Usually, a general state-
ment will suffice. But where appropriate, such as
where the pertinence of the new references X and Y
are not evident, more specificity about “what might
be deemed to be errors” should be provided. Of
course the reissue applicant does not have to, and pre-
sumably does not, agree that “errors” exist. However,
the reissue applicant does have to, in the reissue oath
or declaration of the subsection 1.175(a)(4) type, par-
ticularly specify “what might be deemed to be errors
relied upon.”

It is particularly important that the reissue oath or
declaration specify in detail, as required by
§ 1.175(a)(5), how what might be deemed to be errors
arose or occurred. “How” includes when and under
what circumstances what might be deemed to be
errors arose or occurred. This means that the reissue
oath or declaration must specify the manner in which
that which “might be deemed to errors” “arose or oc-
curred.” For example, if the § 1.175(a)(4) reissue was
filed for reexamination in view of prior art or other
information, the reissue oath or declaration must indi-
cate when and the manner in which the reissue appli-
cant became aware of the prior art or other informa-
tion and of the possible error in the patent; such as,
for example, through discovery of prior art or other
information subsequent to issuance of patent, knowl-
edge of prior art or other information before issuance
of the patent with significance being brought out after
issuance by third party, through allegations made in
litigation involving the patent, etc. It is particularly
important that the reissue oath or declaration ade-
quately specify how *“what might be deemed to be
errors” arose or occurred. If the reissue oath or decla-
ration does not particularly specify “how,” i.e., the
manner in which any possible errors arose or oc-
curred, the Office will be unable to adequately evalu-
ate reissue applicant’s statement in compliance with
§ 1.175(a)(6) that the *“‘errors, if any, arose ‘without
any deceptive intention’ on the part of the applicant;”
see § 1414.04,

Subsection 1.175(a)}(6) specifically requires that all
reissues oaths or declarations, including those filed
under § 1.175(a)(4), contain the averment ‘“that said
errors, if any, arose ‘without any deceptive intention’
on the part of the applicant.” This requirement for an
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absence of “deceptive intention™ should not be over-
looked, since it is a necessary part of any reissue ap-
plication, including those of the § 1.175(a)(4) type.
Note § 1414.03.

Thus, a patentee could, prior to July 1, 1982, have
filed a reissue if he or she believed his or her patent
was valid over prior art not previously considered by
the Office. The procedure could have been used at
any time during the life of a patent. During litigation,
a federal court could stay court proceedings to permit
new art to be considered by the Office.

1414.02(2) Information Considered
§ 1.175(a)(@)

Effective July 1, 1982 § 1.75(a)(4) has been eliminat-
ed, and the Office will not give advisory opinions on
patentability in view of prior art or other information,
as previously provided for under § 1.175¢(z)(4), on ap-
plications filed on or after July 1, 1982, including ap-
plicaticns filed under 37 CFR 1.60 and 1.62. Reissue
applications filed after July 1, 1982 with only a
§ 1.175(a)(4) oath or declaration should be rejected by
using the wording of Form Paragraph 14.19.

under

14.19 “No defect" reissue no longer examined if filed on or after July
1, 1982

The [1] filed with this application is defective because it fails to
contain a statement that the applicant believes the original patent to
be ‘wholly or partly inoperative or invalid, as required under 37
CFR 1.175(a)(1), and it fails to specify actual errors relied upon, as
required under 35 CFR 1.175(a)5). .

The Patent and Trademark Office no longer examines “no
defect” reissue applications under prior section 37 CFR 1.75(a}(4)
as to questions of patentability. This reissue application will not be
examined as to questions of patentability until applicant specifically
avers a defect in the patent and specifies actual errors, as opposed
to “what might be deemed to be errors”.

Claim [2] rejected as being based upon a defective reissue [37],
as discussed above.

Examiner Note:

1. In bracket | and bracket 3, insert either—oath—or—declara-
tion—.

2. In bracket 2, list all claims in the application.

3. This paragraph applies to all reissue applications filed on or
after July 1, 1982 under the provisions of old paragraph (a)(4) of 37
CFR 1.175.

No search or other rejections are made.

In applications properly filed prior to July 1, 1982
under subsection 1.175(a)(4), the types of information
contemplated under § 1.175(a)(4) include any informa-
tion, not previously considered by the Office, which
might cause the examiner to deem the original patent
wholly or partly inoperative or invalid. While prior
art documents such as patents and publications are
most often the kinds of information which are the
subject of §1.175(a)(4) type reissues;, subsection
1.175(a)(4) is not limited to prior art documents. Any
information “which might cause the examiner to deem
the original patent wholly or partly inoperative or in-
valid” may be the subject of an (a)(4) type reissue.
For example, such information which might demon-
strate that:

(1) the patented subject matter was publicly known
or used by others in this country before the invention
thereof by applicant;
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(2) the patented subject matter was in public use or
on sale in this country, more than one year prior to
the date of the application for patent in the United
States;

(3) the patentee had abandoned the invention or did
not himself or herself invent the subject matter patent-
ed;

(4) before patentee’s invention thereof the invention
was made in this country by another who had not
abandoned, suppressed, or concealed it;

(5) the disclosure in the patent is insufficient in
some respect under 35 U.S.C. 112;

(6) the patent otherwise lacks compliance with any
of the statutory requirements for patentability;

(7) “fraud” or “violation of the duty of disclosure”
is present.

The information may be in different forms, such as
patents or publications. However, the information
may also be based on other forms of evidentiary mate-
rial including, for example, litigation-related materials
such as complaints, answers, depositions, answers to
interrogatories, exhibits, transcripts of hearings or
trials, court orders and opinions, stipulations of the
parties, etc. Of course, the reissue applicant does not
have to, and presumably does not, agree that the
errors exist. Applicant does not have to express a per-
sonal belief as to the relevancy of the information; it
is sufficient that its relevancy has been or might be as-
serted by someone else such as, for example, an ad-
verse party in litigation. However, the reissue appli-
cant must particularly specify “what might be deemed
to be errors relied upon”, in the reissue oath or decla-
ration of the § 1.175(a)(4).

1414.03 Requirements of § 1.175(a)(5)

All reissue oaths or declarations must comply with
§ 1.175(a)(5) by “particularly specifying the errors
relied upon, and how they arose or occurred.” Sec-
tion 1.175(a)(5) has two specific requirements, both of
which must be complied with in the reissue oath or
declaration. This section requires applicant to particu-
larly specify (1) “the errors relied upon” and (2)
“how they arose or occurred.”

If applicant is seeking to amend claims in view of
particular prior art or other information the reissue
oath or declaration must point out such prior art or
other information and “the errors relied on” in view
of such prior art or other information. More specifi-
cally, the oath or declaration, in appropriate circum-
stances, might state that some or all claims are
deemed to be too broad and invalid in view of refer-
ences X and Y. Usually, a general statement will suf-
fice. But where appropriate, such as where the perti-
nence of the new references X and Y are not evident,
more specificity about “the errors relied on” should
be provided.

It is particularly important that the reissue oath or
declaration specify in detail how the errors arose or
occurred. “How” includes when and under what cir-
cumstances the errors arose or occurred. This means
that the reissue oath or declaration must specify the
manner in which “the errors” *arose or occurred.”

MANUAL OF PATENT EXAMINING PROCEDURE

For example, the reissue oath or declaration must in-
dicate when and the manner in which the reissue ap-
plicant became aware of the prior art or other infor-
mation and of the error in the patent; such as, for ex-
ample, through discovery of prior art or other infor-
mation subsequent to issuance of patent, knowledge of
prior art or other information before issuance of
patent with significance being brought out after issu-
ance by third party, through allegations made in liti-
gation involving the patent, etc. It is particularly im-
portant that the reissue oath or declaration adequately
specify how the errors arose or occurred. If the re-
issue oath or declaration does not particularly specify
“how,” i.e., the manner in which the errors arase or
occurred, the Office will be unable to adequately
evaluate reissue applicant’s statement in compliance
with § 1.175(a)(6) that the “errors arose ‘without any
deceptive intention’ on the part of the applicant”; see
§ 1414.04.

Form Paragraphs 14.02 and 14.03 may be used
where the reissue oath or declaration fails to comply
with § 1.175(a)(5).

14.02  Oath fails 10 specify errors, § I1.175(a)(5)

The reissue oath or declaration filed with this application is de-
fective to because it fails to particularly specify the errors relied
upon, as required under 37 CFR. 1.175(a)5).

Examiner Note:

1. Use this paragraph when applicant has alleged an error in gen-
eral terms only, and has failed to supply sufficient detsails thereof.
Identify and elaborate.

2. Paragraph 14.14 must follow (copy at § 1444).

1403 Oath fails to specify how errors arose or occurred, § 1.175(a)(3)

The reissue oath or declaration filed with this application is de-
fective to because it fails to particularly specify how the errors
relied upon arose or occurred, as required under 37 CFR
1.175(a)(5).

Examiner Note:

1. Use this paragraph if applicant fails to specify the manner and
details of how the errors occurred, when and the manner in which
they were discovered by applicant. The examiner should identify
the specific deficiencies.

2. Paragraph 14.14 must follow (copy at § 1444).

1414.04 Requirements of § 1.175(a}{6)

Section 1.175(a)(6) specifically requires that all re-
issue oaths or declarations contain the averment “that
said errors arose ‘without any deceptive intention’ on
the part of the applicant.” This requirement for an ab-
sence of “deceptive intention” should not be over-
looked, since it is a necessary part of any reissue ap-
plication. The examiner will determine whether the
reissue oath or declaration coniains the required aver-
ment that the “errors arose ‘without any deceptive in-
tention’,” although the examiner will not comment as
to whether it appears there was in fact deceptive in-
tention or not (see § 2022.05).

Form Paragraph 14.04 may be used where the re-
issue oath or declaration does not comply with
§ 1.175(a)(6).
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14,04 Oath lacks statement of no deceprive intent, § 1.175(a)(6)

The reissue oath or declaration filed with this application fails 10
state that the errors arose “without any deceptive intention” on the
part of the applicant, as required under 37 CFR 1.175(2)X6).

Exeminer Note:

Paragraph 14.14 must follow (copy at § 1444).

1414.05 Requirements of § 1.175(a)(7)

Subsection 1.175(a}(7) has been added effective July
1, 1982 (Federal Register, Vol. 47, No. 97, May 19,
1982, pages 21746 to 21763) to parallel the provisions
requiring the same acknowledgment of the duty of
disclosure in the oath or declaration in reissue applica-
tions as in non-reissue applications. Reissue oaths or
-declarations, whether original or supplemental, filed
after July 1, 1982 should be checked by the examiner
for compliance with subsection 1.175(a}(7).

1415 Reissue Filing and Issue Fees

35 US.C. 41. Patent Fees. (8) The Commissioner shall charge the
following fees:

» » » [ L4

2. For issuing each original or reissue patent, except in design or
plant cases, $500.

= L] -3 [ ] »

4. On filing each application for the reissue of a patent, $300; in
addition, on filing or on presentation at any other time, $30 for
each claim in independent form which is in excess of the number of
independent claims of the original patent, and $10 for each claim
{whether independent or dependent) which is in excess of twenty
and also in excess of the number of claims of the original patent.

Errors in payment of the additional feés may be rectified in accord-
ence with regulations of the Commissioner.

® L) & ® %

37 CFR 1.16 Nationol Application filing fees.

L) ® & . °
() Basic fee for filing eech reisus spplicstion:
By & smell entity (§ 1.9%). $150.00
By other than & wasll eatity Kitalo

@ In :ddmoo to the basic filing fee in & reizue appluucn, for filing or later

p for each independent claim which is in excess of the number of
independent claims in the origingl patent:
By & emall entity (§ 1.9(0) 15.00
By other then & smal] entity 30.00
() In sddition to the basic filing fec in ® muue -ppbcauon for ﬁhng or later
presentation of each claim (wheth dent or dependent) in excess of
ZDlndlhomucualoenumherofclummdwongmd patent. (Note
that § 1.75(c) indi how multiple dependent claims are considered for fee
purposes.): .
By & small entity (§ 1.%(N). 5.00
By other then & emall entity 10.00

The applicant is permitted to present every claim
that was issued in the original patent for a fee of $150
by a small entity [37 CFR 1.9(f)] and $300 by other
than a small entity. In addition to the basic filing fee,
for filing or later presentation of each independent
claim which is in excess of the number of independent
claims in the original patent, the fee is $15 by a small
entity and $30 by other than a small entity; and in ad-
dition for filing or later presentation of each claim
(whether independent or dependent) in excess of 20
and also in excess of the number of claims in the
original patent, the fee is $5 by a small entity and $10
by other than 2 small entity. The Office has prepared
a Form 3.70 which is designed to assist in the correct
calculation of reissue filing fees.
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; _ ATTORNEY'S DOCKET NO.
REISSUE APPLICATION FEE DETERMINATION RECORD

CLAIMS AS FILED - PART{

BN | eon Lresinoen) wemen oL S
w voraLcrams | ® ofes of x5= | $ x10m [$
© inDer. cams | (b-c o{x15= | § x30= [$

BASIC FEE +150= § +3004%
TOTAL FILIKG FEE | § " OR $
CLAIMS AS AMENDED — PART 1
Y mst NO. rn‘:s'en'r BRLL PIITY Saus parmy
fffé’ﬁ%‘&‘éfi‘&“: :‘ég?:or%s;v EXTRA I o A%?F | mry | MO
TOTAL CLAIMS MINUS j°° °e x5= | § x10= | ¢
INDEP. CLAIMS MINUS . x15= | § %30 | §
aor, 1| OR |$

® §f the entry §n colurn ] §s Jess than the entry im column 2, write “0° in eolumn 3,
©° 3f the "Highest Kurber Previously Peif For® IN SHIS SPACE is lese than 20, write “30" im ehile opeca. “
®e9 pfter eny cencelotione ©f claims.

oeec 3§ °A® 1o greater thon 20, vee (B-A); £€ °A° lo 20 or less, woe (B-20).

{C] please eharge my Deposit Account No. in the amount
of . k duplicate copy of this sheet 18 enclosed.

[] The Commissioner is hereby suthorized to charge any sdditional fees under
37 CFR 1.16 or 1.17 which may be required, or credit any overpayment to

Deposit Account No. » A duplicete copy of this sheet iw
enclosed,
[CJ A cheek in the amount of § to cover the £iling fee iz enclosed,
date . Attorngy of Recard
#T0 Fesrm 3,90 Vatent ena Tredomate OHice - UG, DEPARTMENT 6f GOMMEREE™
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1416 Offer to Surrender and Return Original
Patent

37 CFR 1.178. Original patent. The application for a reissue must
be sccompanied by an offer to surrender the original patent. The
application should also be accompanied by the original patent, or if
the original is lost or inaccessible, by an affidavit or declsration to
that effect. The application may be accepted for examinstion in the
absence of the original patent or the affidavit or declarstion, but
one or the other must be supplied before the case is allowed. If a
reissue be refused, the originel patent will be returned to applicant
upon his request.

The examination of the reissue application on the
merits is made even though the offer to surrender the
original patent, or an affidavit or declaration to the
effect that the original is lost or inaccessible, has not
been received. However, in such case the examiner
should require one of the above in the first action.
Either the original patent, or an affidavit or declara-
tion as to loss or inaccessibility of the original patent,
must be received before the examiner can allow the
reissue application.

Form Paragraph 14.05 may be used to require an
offer to surrender the original patent.

14.05 No offer to surrender original patent

This reissue application was filed without an offer to surrender
the original patent or, if the original is lost or inaccessible, an affi-
davit or declaration to that effect which is required. The original
patent, or an affidavit or declaration as to loss or inaccessibility of
the original patent, must be received before the reissue application
can be allowed. See 37 CFR 1.178.

Esaminer Note:

The examination of the reissue application on the merits is made
even though these requirements have not been met. This require-
ment should be made in the first Office action.

If applicant requests- the return of the patent on
abandonment of the reissue application, it will be sent
to the applicant by the Mail and Correspondence Di-
vision, and not by the examining group.

An applicant may request that a surrendered origi-
nal patent be transferred from an abandoned reissue
application to a continuation or divisional reissue ap-
plication. The clerk making the transfer should note
the transfer on the “Contents” of the abandoned ap-
plication. The Serial Number and filing date of the re-
issue application to which it is transferred must be in-
cluded in the notation. Where the original patent
grant is not submitted with the reissue application as
filed, patentee should include a copy of the printed
original patent. Presence of a copy of the original
patent is useful for the calculation of the reissue filing
fee and for the verification of other identifying data.

1417 Claim for Benefit Under 35 U.S.C. 119

A “claim” for the benefit of an earlier filing date in
a foreign country under 35 U.S.C. 119 must be made
in a reissue application even though such a claim was
made in the application on which the original patent
was granted. However, no additional certified copy of
the foreign application is necessary. The procedure is
similar to that for “Continuing Applications” in
§201.14(b).

The heading on printed copies will not be carried
forward to the reissue from the original patent.

Therefore, it is important that the file wrapper be en-
dorsed under “Claims Foreign Priority.”

1418 Information Disclosure Statement and
Other Informstion

Paragraph (8)(7) has been added effective Juiy i,
1982 to §1.175 to parallel the reguirements of 37 CFR
1.56 and require acknowledgment in the reissue oath
or declaration of the *duty to disclose information ap-
plicant is aware of which is material to the examina-
tion of the application.”

Reissue applicants may utilize 37 CFR §§1.97-1.99
to comply with the duty of disclosure required by
§1.56 (note §2002.03). This does not, however, relieve
applicant of the duties under §1.175 of, for example,
“particularly specifying the errors relied upon, and
how they arose or occurred” in the reissue oath or
declaration, or particularly specifying how and when
applicant became aware of and/or came to appreciate
the relevancy of such prior art or other information.

While §1.97(a) provides for filing an information
disclosure statement within three months of the filing
of an application or two months after applicant re-
ceives the filing receipt, reissue applicants are encour-
aged to file information disclosure statements at the
time of filing in order that such statements will be
available to the public during the two month period
provided by §1.176.

Section 37 CFR 1.175(b) provides that,

“(b) Corroborating affidavits or declarations of
others may be filed and the examiner may, in any
case, require additional information or affidavits or
declarations concerning the application for reissue and
its object.”

Thus, applicant may under §1.175(b) file “corrobo-
rating affidavits or declarations of others . .. con-
cerning the application for reissue and its objects.” It
also provides that “the examiner may, in any case, re-
quire additional information or affidavits or declara-
tions concerning the application for reisswe or its
object.”

37 CFR 1.56 as amended effective July 1, 1982 pro-
v1des,

“(i) The Office may reqmre applicant to supply in-
formation pursuant to paragraph (a) of this section

<1420 Reissue Applicant

37 CFR LI72 Applicants, assignees. () A- reissue oath must be
signed and sworn to or declaration made by the inventor or inven-
tors except as otherwise provided (see §§ 1.42, 1.43, 1.47), and must
be accompanied by the written assent of all assignees, if any,
owning an undivided interest in the patent, but & reissue oath may
be made and sworn to or declaration made by the assignee of the
entire interest if the application does not seck to enlarge the scope
of the claims of the original patent,

(b) A reissue will be granted to the original patentee, his- legal
representatives or assigns as the interest may appear.

The examiner must inspect the abstract of title to
determine whether 37 CFR 1.172 has been complied
with (note §201.12).

Where the written assent of all the assignees to the
filing of the reissue application cannot be obtained,
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applicant may under appropriate circumstances peti-
tion to the Office of the Deputy Assistant Commis-
sioner for Patents (§ 1002.02(b)) for a waiver under 37
CFR 1.183 with fee (37 CFR 1.17(h)) of that require-
ment of §1.172, to permit the filing of the reissue ap-
plication. The reissue application can be examined,
but will not be allowed or issued without the assent of
all the assignees as required by §1.172: N. B. Fassett,
11 O.G. 420, 1877 C.D. 32; James D. Wright, 10 Q.G.
587, 1876 C.D. 217, 218.

Form Paragraph 14.15 may be used to indicate that
the consent of the assignee is lacking.

14.15 Consent of assignee lacking

This application is objected to under 35 U.S.C. 251 as lacking the
written consent of all assignees owning an undivided interest in the
patent.

1430 Reissue Files Open to the Public

37 CFR 1.11(b) provides that all reissue applica-
tions filed after March 1, 1977 “are open to inspection
by the general public, and copies may be furnished
upon paying the fee therefor. The filing of reissue ap-
plications will be announced in the Official Gazette.”
The announcement gives interested members of the
public an opportunity to submit to the examiner infor-
mation pertinent to the patentability of the reissue ap-
plication. The announcement includes the filing date,
reissue application and original patent numbers, title,
class and subclass, name of the inventor, name of the
owner of record, name of the attorney or agent of
record, and the examining group to which the reissue
application is initially assigned: A group director or
other appropriate Office official may, under appropri-
ate circumstances, postpone access to or the making
of copies of a reissue application; such as, for exam-
ple, to avoid interruption of the examination or other
review of the application by an examiner. Those re-
issue applications already on file prior to March 1,
1977 are not automatically open to inspection, but a
liberal policy is followed by the Office of the Solici-
tor in granting petitions for access to such applica-
tions. '

For those reissue applications filed on or after
March 1, 1977, the following procedure will be ob-
served: )

1. The filing of reissue applications will be an-
nounced in the Official Gazette and will include cer-
tain identifying data as specified in § 1.11(b). Any
member of the general public may request access to a
particular reissue application filed after March 1,
1977. Since no record of such request is intended to
be kept, an oral request will suffice.

2. The reissue application files will be maintained in
the examining groups and inspection thereof will be
supervised by group personnel. Although no general
limit is placed on the amount of time spent reviewing
the files, the Office may impose limitations, if neces-
sary, e.g., where the application is actively being
processed.

3. Where the reissue application has left the examin-
ing group for administrative processing, requests for
access should be directed to the appropriate supervi-

sory personnel in the Division or Branch where the
application is currently located.

4. Requests for copies of papers in the reissue appli-
cation file must be in writing and addressed to the
Commissioner of Patents and Trademarks, Washing-
ton, D.C. 20231 and may be either mailed or deliv-
ered to the Office mailroom. The price for copies
made by the Office is thirty cents per page.

1431 Notice in Patent File

37 CFR 1.179. Notice of reissue application. When an application
for a reissue is filed, there will be placed in the file of the original
patent a notice stating that an application for reissue has been filed.
When the reissue is granted or the reissue application is otherwise
terminated, the fact will be edded to the notice in the file of the
original patent.

Whenever a reissue application is filed, a form
PT(O-445 notice is placed in the patented file identify-
ing the reissue application by Serial Number and its
filing date. The pertinent data is filled in by the Ap-
plication Division. When divisional or continuation
reissue applications are filed, a separate form for each
reissue application is placed in the original patented
file. When the reissue is issued or abandoned, it is im-
portant that the Record Room be informed by the ex-
amining group clerical staff of that fact by written
memo. Record Room personnel will update the form
PTQ-445 in the patented file

.1440 Examination of Reissue Application

37 CFR 1.176 Examination of reissue. An original claim, if re-pre-
sented in the reissue application, is subject to reexamination, and
the entire application will be examined in the same manner as origi-
nal applications, subject to the rules relating thereto, excepting that
division will not be required. Applications for reissue will be acted
on by the examiner in advance of other applications, but not sooner
than two months after announcement of the filing of the reissue ap-
plication has appeared in the Official Gazette.

Section 1.176 provides that an original claim, if re-
presented in a reissue application, will be subject to
reexamination and along with the entire application,
will be fully examined in the same manner subject to
the same rules relating thereto, as if being presented
for the first time in an original application. Reissue
applications are normally examined by the same ex-
aminer who issued the parent patent. In addition, the
application will be examined with respect to compli-
ance with §§ 1.171-1.179 relating specifically to re-
issue applications; for example, the reissue oath or
declaration will be carefully reviewed for compliance
with 37 CFR 1.175. Reissue applications with related
litigation will be acted on by the examiner before any
other special applications, and will be acted on imme-
diately by the examiner, subject only to the 2 month
delay after publication for examining reissue applica-
tions.

1441 Two-Month Delay Period

Section 1.176 provides that reissue applications will
be acted on by the examiner in advance of other ap-
plications, i.e., “special”, but not sooner than two
months after announcement of the filing of the reissue
has appeared in the Official Gazette. The two-month
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