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%01 Prier Azt
Note 37 CFR 1.104(a) in § T07.

001.01 Canceled Matter in U.S. Patent
Files

Canceled matter in the application file of a
U.S. patent is not a proper reference as of the
filing date under 35 U.8.C. 102(e), see Ex parte
Stalego, 154 USPQ 52. However, matter can-
celed from the application file wrapper of a
U.8. patent may be used ns prior art as of the
patent date in that it then constitutes prior
public knowledge under 85 U.S.C. 102(a).

901.02 Abandoned Applications

37 OFR 1.108. Abandoned applicationy not cited.
Abandoned applications as such will not be cited as ref-
erences except those which have become abandoned
as a result of the filing and acceptance of a request
under § 1.139.

Where an abandoned application is referred
to in an issued 1.8, patent the disclosure of the
application is incorporated by reference into the
disclosure of the patent and is available to the
public. See § 1.14(b).

In re Heritage, 1950 C.D. 419, 86 USPQ 160,
holds that where a patent refers to and relies
upon the disclosure of a copending abandoned
application, such disclosure is available as a
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referance. See also In re Lund, 153 USPQ) 625,
54 CCPA 1361. _

It has also been held that where the refer-
ence patent refers to a copending but aban-
doned application which discloses subject mat-
ter in common with the patent, the effective
date of the reference a¢ to the common subject
matter ig the filing date of the abandoned ap-

plication. Ex parte Clifford, 49 USPQ 152; Ex

parte Peterson, 63 TUSPQ 99; and In re Switzer
et al, 612 O.G. 11; 77 USPQ 156.

Published abstracts, abbreviatures and defen-
sive publications are references (§ 901.06(d)).

901.63 Pending Applications

Except as provided in 37 CFR 1.11{(b} pend-
ing U.S. applications are preserved in secrecy
(87 CFR 1.14(a)) and are not available as ref-
erences. However, claims in one application may
be rejected on the claimed subject matter of a co-
pending application of the same inventive
entity. For applications having a coromon as-
signee and different inventive entities claiming
a single inventive concept see § 804.03.

Applications abandoned under §1.139 are
treated as pending applications for limited time
periods regarding interferences and the filing
of a continuing application. (See § 711.06.)

901.04 1.5, Pateunts

The following different series of U.S. pat-
ents are being, or in the past have been issued.
The date of patenting given on the face of
each copy is the publication date and is the one
usually cited. The filing date, in most in-
stances also given on the face of the patent, is
ordinarily the effective date as a reference (35
US.C. 102(e)).

X-8eries.  These are the approximately
10,000 patents issued between 1790 and July 4,
1836, They were not originally numbered, but
have been arbitrarily assigned numbers in the
sequence in which they were issued. The num-
ber should no# be cited. When copies are or-
dered, the patentee’s name and date of issue
suffice for identification. Copies in stock are
arranged chronologically.

1836 Series. The mechanical, electrical, and

chemical patents issued since 1836 and fre-
quently designated as “utility” patents, are in-
cluded in this series. A citation by number
only is understood to refer to this series. This
series comprises the bulk of all U.S. patents
issued. Some T.S. patents issued in 1861 bear
two numbers but only the larger number should
be cited. '
Reissue Series. Reissued patents (§ 1401)
have been given a separate series of numbers
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preceded by “Re.” In citing, the letters and the
nurober must be given, e.g., Re 1776. The. date
that it is effective as a reference is the effective
date of the original patent application, not the
filing date of the reissue application.

Design reissue patents are numbered with the |
same number series as “utility” reissue patents.
The letter prefix does however indicate them to
be design reissues.

A.J. Series From 1838 to 1861, patents
covering an inventor’s improvement on his own
patented device were given o separate series of
numbers preceded by “A.1” to indicate Addi-
tional Improvement. In citing, the letters
and the number must be given, e.g., A1 113.
About 800 such patents were issued.

Plant Patent Series. When the statutes were
amended to provide for patenting certain types
of plants (Chapter 1600) these patents were
given a separate series of numbers. Tn citing,
the letters “P.P.” and the number must be given,
e.g., P.P. 18,

Design Patents. Patents for designs (Chap-
ter 1500) are issued under a separate series of
numbers. In citing, the letter “D” and the
number must be given, e.g., 1. 140,000.

ICIREPAT Numbers for Idemtification of Biblio-

graphic Data on the First Page of Patent and
ELike Documents

The Parls Union Commitiee for International Coop-
eration in Information Retrieval Among Patent Offices
{ICIREPAT) has approved revisions in INID Codes
(ICIREPAT Numbers for Identification of Data)
which became effective for use by the countries which
apply such codes o their documents on Januvary 1, 1978,
A complete list of the Codes, as revised, appears below.

Changes in INID Codes which partieularly affect
their appiication to U.S. patents consist of the provi-
sion of the new codes [75] and [76] that ave intended
primarily for use by countries in which the national
kaws require that the inventor and applicant are nors
mally the same. Use of the code [Y2] which was hereto-
fore applied to U.8. patents has been discontinued and,
it lieu thereof, codes [75] and [761, as appropriate, has
been used effective with the patent issne of January 2,
1678,

The purpose of INID Codes is to provide a means
whereby the various data appearing on the first page
of patent and like documents can be identified without
knowledge, of the language used and the laws applied.
They are now used by a number of Patent Offices and
have been applied to T.8. patents since Aug. 4, 1970,
Some of the codes are not pertinent to the documents
of a particular country and some which are may, in
fact, not be used. Those codes which are not applicable
to U.8. patents or not used are identified in the list
below.
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£10] Document identification
[11] Number of the document
[18] ICIREPAT country code, or other identifica-
tion, of the country publishing the docu-
ment

[20] Domestic filing data

[21] Number{s) assigned to the application(s).
e.g. “Numero d'enregistrement national"
“Aktenzeichen”

[22] Date(s) of filing application(s)

[23] Other date(s} of filing, including exhibition
filing date and date of filing complete spec-
ification following provisional specifica-
tion*

Convention priovity date®

[811 Number(s) assigned ¢o priority applica-
tion(s) *

[321 Date(s) of filing of priority application(s) *

(881 Country {(countries) in which priority ap-
plication(s) was (were) filed™

(301

1401 Datels) of making aveiladle to the public
[411 Date of making avallable to the public by
viewing, ‘or copying on reguest, an un-
examined document, on which no grant
hsas taken place on or before the said date?

Date of making available to the pubiic by
viewing, ot copying on request, an
examined document, on which no grant
has taken place on or before the said date 1

Date of publication by printing or similar
process of an unexamined document, on
which no grant has taken place on or be-
fore the said date"

Date of publication by printing or similar
process of an examined document, on
which no grant has taken place on or be-
fore the said date

Date of publication by printing or similar
process of a document, on which grant has
taken place on or before the said date

Date of publication by printing of similar
process of the claim(s) only of a docu-
ment*

Date of making available to the public by
viewing, or copying on request, a docu-
ment on which grant has taken place on or
before the said date*

[42]

{437

[44]

£45]

[46]

[47]

[50] Technicael information

[511 International Patent Classification
[52] Domestic or national classifieation
[531 Universal Decimal Classification™

’i\Tottes concerning the application of INID Codes to US.
patents :
1his item iz either not applicable to U.S. patents or, if
applicable, is either not coded or nol assigned this code.
#7The vespective specifie data elements within this categery
are not individually ecoded. They are printed in s particular
format under the caption “Foreign Application Priority Data”
which is identified by the INID Code [30].
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[54] 'Fitle of the invention

(581 Keywords?

[66] List of prior art documents, if separate from
degcriptive text

(67} Absiract or claim

[B81 Iield of search

[601 Reference(s) to other legally related domestic
document (8) * '
[61] Related by addition(s)?
[62] Related by division(s)
[631 Related by continnation (s)
[64] Related by reissue(s)

[T0] Identification of parties concerned with the docu-
ment

[711 Name (s} of applicant{s)

[72] Name{s} of inventor(s) if known to be
such®

[78] Name(s) of grantee(s)

[74] Name(s) of attorney (8) or agent(s) *

[781 Name{s) of inventor(s) who is(are) alsc
applicant(s)

i76] Name(s) of inventor(s) who is(are) also
applicant (3) and grantee (8}

Codes 1751 and [76) are intended primarily for use
by ecuntries in which the national laws require that the
inventor and applicant are normally the same. In other
cases [T1] and [72] or {71}, [72] and [73] should gen-
arally be used.

901.05 Foreign Patent Documents

All countries do not issue their patent speci-
fications in printed form. In some countries,
there is a delay between the date of the patent
grant and the date of publication. Generally,
a foreig]'n patent should not be cited as a refer-
ence unless the examiner has seen the patent.

Citation data pertaining to those countries
from which the most patent publications are re-
ceived are given in the following secfioms.
Additional information can be obtained from
the Scientific Library. :

The following material was originally pre-
pared by Mr. P.J. Federico, formerly as ixam-
iner-in-Chief of the Board of Appeals.

A. Foreign Patent Material

B. Notes on Foreign Pafent Laws in General:
. Applicant

. Application

. Publication of Pending Applications

. Adminigtrative Systetns

. Oppositions

. The Patent

Eac T IR P e R <4

3 The specific data applicable to a particslar patent is
printed under the caption “Related U.8. Applieation Data”
Where the relationship is due solely to divislen or to continu-
ation and/or continuationp-in-part, the data is identified by
the approprinte speeific INID Code, ie, [62] or 1631, re-
spectively. Where the relationship is due o zny combinafion
of these two specific snb-categories, the data is identified by
use of the generic INID Code {60].
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C. Statutory Basis: Sections 102(a) and (b)

D. General Information

. Copies of Printed Specifications
. Unprinted Foreign Patents

. Official Patent Journals

. Transglations

. Abstraeting Services

Data on Printed Copies

. Citation Dates

. Corresponding Hpecifications

i. Proof of Dates

E. Section 102(4)

[ L R

. Notes on Individual Countries:
1, Australia
2, Austria
. Belgium
. Canada
. Czechoslovakia
. Denmark, Pinland, Norway, Sweden
. East Germany
8. Finland-see under Denmark
9a. France: Law of 18441968
98, France: Law of 1969
10a. Germany
108, Germany : Gebrauchsmuster
11. Great Britain
12, Hungary
138. Tialy
14, Japan
15. Netherlands
18, Norway—see under Denmark
17. Poland
18, Sweden—see under Denmark
19, Switzerland
20. TRSR

1M W

A, Torzrenw Parext MATERIAL

There are approximately 25 countries in
which the specifications of patents are pub-
lished in printed form, including those in which
the specifications are so published before the
patent is granted. These countries include all
those which issue over 10,000 patents per year,
11 in number (including the U.5.) and which
totalled over 300,000 patents per year, according
to statistics for 1969, The remaining countries
of the 25 added about 50,000 to this total. These
figures do not include the specifications of pend-
ing applications which are published in printed
form and may never result in patents; these
would add about another 50,000 to the total, Of
course there is considerable duplication,

This body of published foreign patent ma-
terial has been increasing in recent years; abhout
15 years ago the volume was about half. Copies
of specifications of most of the countries which
print them are placed in the examiner’s search
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files and their importance as a body of search
material has increased.

Countries which do not issue specifications in
printed form and which issue a substantial num-
ber of patents; from 5 to 10 thousand per year,
include Argentina, Brazil, Mexico, South
Africa and Spain. Some of these may publish
printed abstracts or claims in their journals.
Countries which do not print are not considered
except in Part C.

The first four sections of this Part are limited
to the use of foreign patent material as refer-
ences made available by 35 U.S.C. 102{a} and
(b}. Section 102(d) of Title 85 is discussed in
Part B and some statements made in the preced-
ing sections do not apply to this section of the
statute, Part F gives a varying amount of detail
concerning the patent publications of 20 coun-
tries.

B. Nores ox Forpien Patext Laws 1w
GENERAL

Some general information on foreign patent
laws is given here, to summarize particular fea-
tures which may be observed and to consider
terminology used. Some additional details may
be found under individual countries in Part F.

By way of contrast, it is first recalled that in
the United States a number of different events
all oceur on the same day, the issue date. These
events include: (1) apatent document, the “let-
ters patent,” which grants and thereby creates
the legal rights conferred by a patent, is exe-
cuted and sent to the applicant; (2) the patent
rights come into existence; (8) the patent rights
can he exercised ; (4) the specification of the pat-
ent becomes available to the public; (5) the
prosecution papers become available to the pub-
lic; (8) the specification is published in printed
forms (7} an issue of an official journal, con-
taining an announcement of the patent with an
abstract or equivalent, is published. In most for-
eign countries various ones of these events oc-
cur on different days and some of them may
never oceur at all,

a. Applicant. In most countries the owner of
the prospective rights, derived from the inven-
tor, may also apply for a patent in his own name
as applicant; in a few, other persons may apply
a3 well or be joined as co-applicants. Hence ap-
plicant is not synonymous with inventor, and
the applicant may be a company. Some coun-
tries require the inventors’ names to be given
and regularly print them on the published cop-
ies; other countries may sometimes print the in-
ventors’ names, presumably when available or
when requested to do so.

b. Application. The word application is com-
monly used to refer to the entire set of papers
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filed when seeking a patent. However, from the
standpoint of strict statutory language in many
- laws, and this was once the case in the U.S. as
well, the word application refers only to the
paper, usually a printed form, in which a patent
is requested. The application, in this sense, is to
be “accompanied by” or have “attached” to it
certain other papers, namely a specification,
drawings when necessary and perhaps other
papers.

In Great Britain and certain other countries
whose laws were originally modeled after the
British law (Australia, for example} the appli-
cation, meaning the printed form i which a
patent is requested, may be “accompanied by”
either a “provisional” specification or a “com-
plete” specification. These terms are explained
under Great Britain in Part F.

. Publication of pending applications. In
general, pending applications are confidential
until a patent is granted, or until a certain stage
in the proceedings, or until a certain date, as
may be specified in a particular law. A few
countries (Great DBritain for one) published
Hsts of recently filed applications in their official
journals but the contents are not public.

Some countries have adopted a practice of
publishing pending applications, meaning the
contents or documents of the application, at a
certain time after filing, the applications being
as yet unexamined or in process of examination.
The applicant is given certain provisional
rights on this publication.

This publication may take either of two
forms. In Australia, and recently in the Scandi-
navian countries, a notice giving certain par-
ticulars is published in the official journal and
thereafter any one may see the papers at the
patent office or order copies. There is no printed
publication of the specification, although an
abstract is published in printed form in some
of these countries.

Several other countries publish the specifica-
tions of pending applications in printed form
at a specified time after filing. These include
the Netherlands and (lermany, and, starting
recently, France, but with respect to some ap-
plications only. These documents, of course, con-
stitute references as printed publications and
whether or not a patent is subsequently granted
becomes unimportant,

Further details on this publication of pend-
ing applications, meaning the publication of the
specification, are given under the countries
which have been mentioned.

In dealing with foreign patent material, the
words “published” and “publication” sometimes
refer only to the opening for inspection and
making copies of the papers and not to a printed
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publication. In what follows this will be pointed
out when not apparent from the context.

_d. Administrotive systems. The administra-
tive systems of issuing patents by a patent office
vary from an inspection of the papers to de-
termine if they are in proper form to an ex-
amination of the merits on the basis of an
extensive search of the prior art. The former
are referred to as nonexamining or registration
countries, typical of which are Belgium, Italy
and France (old law). In the latter two, how-
ever, there could be a rejection on matters ap-
parent on the face of the papers, such as that the
subject matter is what we would call outside the
statutory classes.

Of the examining countries (more appro-
priately pre-examining) the extent of the ma-
terial searched varies, Only a few, possibly less
than a dozen, include a substantial amount of
foreign patent material and nonpatent publica-
tions, as well as their own patents, i their
search files. Some countries specifically limit
the search by rule to their own patents with very
little or no additional material, or do so for lack
of facilities. An increasing number require ap-
plicants to give information concerning refer-
ences cited in corresponding applications fled
in other countries.

Examination procedure involves actions by
an examiner and responses by the applicant. In
Germany and some other countries the term “re-
jection” is not used except for the last action
which is the refusal of a patent by the patent
office and constitutes the disposal of the case.
Previous actions, through full, are in a sense
advisory only. There is no abandonment for
failure to respond. If an applicant does not
respond within a set time limit the examiner
must take the case up for action again but then
he can merely reject for the reasons previously
given, which disposes of the case. In Great Brit-
ain there is no time limit for response but the
application must be placed in condition for al-
Towance (in order for acceptance) within & fixed
time set by rule, now 214 years, otherwise the
application “becomes void.”

The deferred examination system is discussed
under Germany and Netherlands in Part F.

e. Oppositions. Most examining countries con-
sider participation by the public as an inherent
feature of their examining system. When an ap-
plication is found to be allowable by the exam-
iner, it is “published” for opposition. Then there
is a period, usually 8 or 4 months, within which
members of the public can oppose the grant of
the patent ; this could be any person or company
in most countries, or only one having an interest
in some. The opposition is an infer paries pro-
ceeding and the opposer can ordinarily raise
any ground on the basis of which a patent would
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be refused or held invalid, including any ap-

Hicable references, Oppositions are heavy in
germany, about 30% of allowed applications
being opposed, but in other countries they do
not exceed & to 10%.

The publication for opposition, also referred
to as laying open for opposition, may take the
form of the publication of 3 notice in the official
journal with the application, meaning the con-
tents, being then open to public inspection and
the obtaiming of copies, This form of publica-
tion does not constitute a printed publication.
Some countries, in addition, issue the specifica-
tions of the allowed applications in printed
form at or about the same time and there is
hence in these a printed publication which is
available as a reference in the T.8,

In general, full patent rights come into exist-
ence on the date of publishing for opposition. In
some {Germany for example) suits for infringe-
ment can be filed at once, while in others (Great
Britain for one) an infringement suit cannot
be filed until after the patent is granted, but
then damages can be recovered back to the pub-
lication date. If there is an opposition and the
patent eventually is refused, the patent rights
vanish retroactively.

F. The Patent. In the nonexamining countries,
and in the examining countries if the applicant
is successful, o patent is issued, or granted, or
the invention hecomes patented, in due course.
Practices and terminology vary and in some
there is no “letters patent” docwment which
creates and grants the rights as in the U.8, In
some countries the examiner grants the patent
by signing the required paper (in one country
the patent is granted by the dating and signing
by the examiner of a line on the face of the file
wrapper) ; in a few countries nobody <loes any-
thing, the patent standing granted by operation
of law after certain events have occurred. The
term “granting the patent” is used for conven-
ience, but it should be noted that sections 102{a)
and 102(b) of 35 U.S.C. do not use this
terminology.

A list of granted patents is ordinarily pub-
lished in the official journal, with an abstract or
claims in some countries, but this is usually after
the granting date. Normally the specification
of the patent is open to public inspection and
the obtaining of copies, from the time it was
granted. In a few countries there is a short
period of secrecy after the granting during
which there is no access to the specification by
the publie, see under Belgium, France and Ttaly
in Part F. (There is still one country in which
1t appears that the specification is not public
until after the patent has expired.) The file
wrapper, that is, the prosecution papers in the
file, is not made public in some countries.
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Where the specifications of granted patents
are 1ssued in printed form, this seldom oceurs
simultaneously with the day of grant, but may
oceur a short time thereafter in some, or after
several yearsin a fow.

The ferm of a patent may vary in different
countries, with respect to the number of years
and the method of determining it, In some coun-
tries it is a specified number of years after the
date of grant (U.S., Canada) but in many the
patent expires a specified number of years after
the filing date (16 in England, 18 in GGermany,
20 in France) even though the patent rights
might not commence until a later date; other
variations exist.

Most countries require the payment of an-
nual or periodical fees to maintain a patent in
force. These may start a few years after filing,
and increase each year. If not paid within the
time allowed the patent lapses and is no longer
in force.

C. Srarurory Basis: Sgorions 102(a) axNp
(b)

Section 102(a) of Title 85 provides that a
patent cannot be obtained if “the invention
was . . . patented or described in a printed
publication in this or a foreign country, before
the invention thereof by the applicant . . .”
while section 102 (b} provides that a patent can-
not be obtained if “the invention was patented
or described in a printed publication inthisora
foreign country . . . more than one year prior
to the date of the application for patent in the
United States.” The common phrase in these
two quotations “patented or described in a
printed publication in this or a foreign country”
refers to two different things and can be sepa-
rated as follows:

1. “patented . . . in this or a foreign country”

2. “desceribed in a printed publication in this

or a foreign country.”
These are two different sources of references,
namely (1) foreign patents (we are not con-
cerned with U.S, patents here) and (2) prinfed
publications, which can be used for finding an-
ticipation under section 102 or for finding ob-
viousness in view of section 103.

The published specifications of forsign pat-
ents with which we are concerned have a dual
aspect; they are printed publications, and at
the same time they represent foreign patents.
There may be, and usually are, two different
effective dates for reference purposes, one
the effective dates when used ag a printed pub-
lication, and the other the effective date when
used as a foreign patent, (The term “effective
date” is here used to indicate the date we con-
sider the document effective for the purpose we

(f'——‘\
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intend to use it; the same date may have little
or no significance in the country of origin.)
When used as printed publications everything
disclosed in the specification is- available for
nse, and the laws under which they were issued
are irrelevant. When used as foreign patents
some matters disclosed in the specification
might not be available for use (see below), and
complexities of foreign laws may arise in 1nter-
pretation and in determining the effective date.

Excluding the U.S, and the extremely few, if
any, which act similarly, three categories of
countries can be distinguished. o

1. Countries in which the specification is is-
sued in printed form before the patent 35
granted. These include those countries which
so publish the specifications at the time of pub-
lishing for opposition, and fhose countries
which so publish the specifications of pending
applications a certain time after filing. Prob-
ably the majority of specifications now received
and placed In the search fles are of these kinds.
Since there is a printed publication of earlier
date, the date (and also whether or not) the
patent is granted becomes irrelevant, Where the
specification is printed again when the patent s
granted, the later coples are sometimes no
longer placed in the search files. The gpecifica-
tion of the patent might differ from the previ-
ously published specification in some instances,
but normally this would consist only in a nar-
rowing of the claims with possibly a corre-
sponding reduction of the specification. The ap-
plication, the specification of which was issued
in printed form, may be still pending or may
liave become abandoned; these facts are imma-
terial to the use of the printed specification as
a printed publication.

9, Countries in which the specification is
issued in printed form only after the patent is
granted. Where the printed publication date is
early enough for all purposes the fact of patent-
ing is not important. But since the patenting
date is earlier, the foreign patent can be use
as a patent when the printed publication date is
not early enough or has been overcome by an
affidavit under 87 CFR 1.181. The effective date
as . patent may be the actual date the patent was
granted or some date which has been established
for this purpose. In some countries the specifica-
tion is issued in printed form so soon after the
patent is granted that the question of establish-
ing the earlier patenting date has not even
arisen.

8. Countries in which the specification is no¢
issued in printed form. These form the majority
from the standpoint of the number of countries,
but form a small minority with vespect to the
proportion of patents issued. Oceasionally one
18 called to an examiner’s attention, as in a mo-
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tion to dissolve an interference; these can only
be considered as patents and treated in the same
manner as would be patents of group 2 coun-
tries above when a copy is obtained before the
specification was printed, and the German short
term minor patenis (see under Germany in
Part F.}.

The basis for using a foreign patent as ¢
potent is the expression in the statute “patented
...in...a foreign country” which has
been quoted above. Hence it is the subject mat-
ter which has been patented in the foreign coun-
try which is the reference and not necessarily
everything disclosed in the specification. Sup-
pose the specification of the patent discloses
two separate and distinct devices, A and
B, and all the claims are restricted to A; the
disclosure of B in the specification cannot be re-
ferred to at all, An extreme example like this
is not apt to occur, and in the normal case that
comes before the examiner there is little or no
difference between the disclosure and what is
patented. It is not always necessary for details
relied upon to be specifically recited in the
claims of the foreign patent since it is not the
claims which is the reference but, in the lan-
guage of the statute, the invention that has been
patented. Once having determined what subject
matter is available in the foreign patent for ref-
erence purposes, it can be used for anticipation
or as a basis for determining obviousness, but
any remaining subject matter must be blocked
out of consideration. Office practice is illus-
trated by In re Fuge, 124 USPQ 105, 1860 C.D.
73 and Ewx parte Ovist et of, 152 USPQ _709.
Infringement suit decisions are [Decves Bros.
Ine. v. U.8. Laminating Corp., 157 USPQ, 235
(Dist. Ct., E.D. N.Y, 1968) and T'he Bendiz
Corp et al v. Balax, Ine. 164 USPQ 485 (C.A.
7, 1970). There are still, however, a number of
matters that need clarification and the result for
some situations can only be determined when
they arise.

D. Goyeran INFORMATION

a. Copies of Printed Specifications. The Pat-
ent and Trademark Office receives, through the
Library, copies of the printed specifications of
patents, and of applications, from nearly all
the countries which issue them in printed form.
This is by exchange arrangements with the
countries involved. Practice has changed in re-
cent vears with respect to the number of copies
received, the type of records kept, and distribu-
tion of the copies. Most important, one copy is
sent, to the examining groups for classification
into the U.S. system and placing in the search
files, see Section 903.08, Copies from nearly all
of the countries received are so forwarded, most
foreign language ones now being accompanied
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by an English language abstract. However, the
sending of copies received from some countries
has been limited to those patents which were not
previcusly filed in some other country.

Where the specification is printed twice, once
during the application stage and again after
the patent has been granted, only the first
printing is in general sent to the examining
groups in the case of certain countries (see Part
F). The second printing ordinarily does not
vary from the first as to disclosure. If it does
the variations normally would be deletions to
correspond to reduction in the scope of the
claims or perhaps to a requirement for
restriction.

Whether & copy of a particular foreign
patent has been recelved can be ascertained
from the Foreign Patent Services and Records
Section of the Library. Photocopies of foreign
patents can be ordered by an examiner for
placement in the shoes of a class in which he
examines, if the patents would be of frequent
use in that class (section 905.01).

b. Unprinted Foreign Patents. Copies of
specifications of patents of countries which do
not issue them in printed form are of course
not received by the Library. Oeccasional ones
may come before the examiner; these may be
supplied by applicants, cited in a motion to dis-
solve an interference, or, primarily of German
Gebrauchsmustern, received in a search ex-
change program.

When requested to do so, the Library will
attempt to obtain a copy of an unprinted
patent from the patent office of the country. In
particular, official copies of Belgian patents can
be obtained prior to the time they are issued in
printed form; the Library will ask that the date
of granting and the date the specification was
available to the public be endorsed on the copy.
The original is retained by the Library and a
copy made for the examiner.

The Library keeps a file of copies of un-
printed patents which it has acquired, This file
18 checked before any request 1s made to the
foreign patent office.

e. Official Patent Journals, Most countries
issue an official patent journal, corresponding
in general to the Official Gazette of the U.S.
Patent and Trademark Office. In some both
patent and trademark matters are included,
while some countries have a separate journal
for trademarks. These official patent journals
may have the word Journal, Bulletin, Gazette,
Record or an equivalent word, in their title, and
the official titles otherwise vary. The term
official journal will be uged here in referring to
these publications broadly. Some countries do
not have a special official patent journal but
utilize a general government journal which
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mainly includes other matters, as did Switzer-
Iand before 1962.

Bound sets of the official journals are
shelved in the Library adjacent the numerical
patent collection of the particular country.
Official journals are received from some coun-
tries which do not issue printed patent speci-
ficationg; these are shelved in a different
location.

Some countries issue annual indexes contain-
Ing varicus lists relating to patents issued dur-
ing the vear, and other information. These are
shelved adjacent the official journal of the
country.

A complete bibliographic catalogue of the
holdings of the Library of foreign patents,
official journals and annual indexes, at its date,
is given in Manual of Foreign Patents by
Belknap Severance, published by the Patent
Office Society in 1935.

d. Translations. Fxaminers may request
translators in the Reference Section of the
Library to assist them orally or with written
translations of any specifications in languages
with which the examiner is not familiar. See
MPEP sections 901.06(a) and 903.03, Alterna-
tive versions of specifications, in English or
other languages known to the examiner, can
gsometimes be found; see below.

e. Abstracting Services. The official journals

‘of 9 few countries include abstracts of the dis-
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closures of the patents announced or applica-
tions published. Separate classified abstracts,
called Abridgments, are published in Great
Britain; the ILibrary has a set of these
abridgments.

Many technical abstracting publications in-
clude patent literature; the most notable of
these is Chemical Abstracts, The annual indexes
of Chemical Abstracts include, in addition to
the subject matter index, an author index in
which the patentee’s and inventor’s names ap-
pear, and patent number lists; corresponding
patents of different countries are identified.

Specifications of unprinted, or as yet un-
printed, patents may be included in some of
these abstracting sepvices.

f. Data on Printed Copies. Besides the text of
the specification, and the drawing if any, the
printed copies carry a certain amount of infor-
mation concerning the pafent and the applica-
tion in a heading or on a special top page. Sig-
nificant items. particularly dates, are referred
to elsewhere, The organization composed mainly
of examining patent offices (ICTREPAT, Paris
Unjon Committee for International Coopera-
tion in Information Retrieval among Patent
Offices} has developed a numerical code relating
to the bibliographic information on the copies
and a few countries have begun to use this code

R
e ™,
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by placing the number, enclosed in a cirele, ad-
jacent to the corresponding item, even before it
had yet reached its gnal accepted form. The ma-
jor items of interest are listed to indicate the
nature of the information which may appear.
These code numbers are lisited in section 901.04.

The countries which now use the identifica-
tion numbers are, in addition to the U.S., Can-
ada, Finland, France, Germany, Great Britain
and Japan.

Some foreign countries list the references
cited during the prosecution, following the
practice started in the U.8. These, especially if
they are U.S. patents, may be helpful, either as
references of interest to the examiner or fo sug-
gest an overlooked field of search.

See section 901.05(a) for additional items.

9. Citation Dates. The information to be
given in citing a foreign patent or specification
is specified in section 707.05(e). The date used
for citation purposes may be the effective date,
or one of the effective dates, but in the case of
some countries it may not correspond to the
precise effective date of the reference. De-
tails regarding dates, for a number of countries,
are given in Part F,

The examiner has the duty of determining in
the first instance that the effective date (or one
of them) of the foreign patent or specification to
be used as a reference is at least earlier than the
filing date of the application being considered.
This is no problem when the reference is at least
several years older, in which case the citation
date used may serve merely to show this fact
and as part of the identification. Also, for most
countries the necessary information is contained
on the face of the publication. Certain countries
with special problems are treated in detail in
Part F.

A foreign patent may have two different ef-
fective dates as a reference, ome the effective
date as a patent and the other the effective date
as a printed publication. This distinction is of
importance only when the specification is
printed for the first time after the patent is
granted, and then only if the printed publica-
fion date is too late to be used at all, or too close
to the filing date of the application being con-
sidered that the possibility of being overcome
%y an affidavit under 37 CFR 1.131 may exist.

Cxcept for these situations, it is simplest fo re-

gard the foreign printed specification, whether
of a patent or of an application, merely as a
printed publication and nothing more. With
this view nearly all of the information in the
present group of sections becomes merely back-
ground information indicating how these
printed publications came into being, perhaps
interesting and educational, but otherwise of no
concern,

296-98865 0 ~ 79 - 17
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h. € m*respondz’n,% Specifications. Since a sep-
arate patent must be obtained in each country
in which patent rights are desired (except for
the European Patent Convention and a group of
African ecountries which have a common pat-
ent), there may be a number of patents of ditfer-
ent countries for the same invention. The large
increase in the total number of patents issued
gach year has been due in greatest part to the
increase in the number of international filings;
probably over half of the printed specifications
issued each year are duplicates of others.

All of the countries listed in Part F are par-
ties to the Paris Convention for the Protection
of Industrial Property and provide for the
right of priority. If an application is filed in
one of the countries, an application for the same
invention thereafter filed in a second country,
within one year of the filing of the first appli-
cation, will be entitled to the benefit of the filing
date of the first application on fulfilling various
conditions. (This subject is treated in section
201.18) The second country is required to spec-
ify that priority is claimed and to give the
country, date, and the number of the first appli-
cation, on the patent or specification which it
issues, This data serves the purpose, among
others, of enabling a patent issued on the first
application to be located. There may be any
number of these second applications, in different
countries, and the group as a whole is usually
referred to as & family of patents.

In general the specification of the second ap-
plication is identical in substance to the specifi-
cation of the first; in many instances the second,
if in another language, is simply a translation
of the first with perhaps some variation in
purely formal parts, But in a minority of cases
the two may not be identical. Tt is permissible
to combine two or more first applications for
different subject matter into one second applica-
tion; also the second application could be filed
for only part of the disclosure of the first. Tt is
also permissible for the second application to
have the relationship to the first which we refer
to as continuation-in-part; the second applica-
tion may occasionally include additional subject
matter, such as a further example discovered
after the first was filed. In some instances the
second application could have its disclosure di-
rrinished or inereased, to meet the requirements
or practices of the second country.

The various ones of a family of patents will
normally have different effective dates, In dis-
carding duplicate specifications (section 903.03)
a note should be written on the one retained giv-
ing the data relating to the one discarded, if
the one retained is not the one with the earliest
effective date or dates, or both may be retained
for a time.
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The examiner may have cccasion to specifi-
cally attempt to locate a foreign specification
corresponding to a reference he may have on
hand. This may be either for language pur-
poses or for purposes of dates. The Tabrary will
assist in or conduct the search for the duplicate
version.

Duplicate or substantially duplicate versions
of a foreign language specification, in English
or some other language known to the Examiner,
can sometimes be found. It is possible to cite a
foreign language specification as the reference
used, while at the same time citing an English
language version of later date as a convenient
translation if the latter is in fact a translation;
any disputes in such cases must be settled by
the language of the one which is used as the
reference.

If a U.S. patent being considered as a refer-
ence claims the priority of a prior filed foreign
application, it may sometimes be desirable to
determine if the foreign application has issned
or has been published, to see if there is an
earlier date. A little experience will show when
this would be fruitless and when some result is
probable. The following situation actually oc-
curred. The claims were rejected on the basis of
a T.8. patent and the applicant filed affidavits
to overcome the filing date of the reference; the
affidavits were controversial and the case went
to appeal, with extensive briefs and examiner’s
answer being filed. After all this work, someé-
body noticed that the U.S. patent reference
claimed the priority of a foreign application
filed in a country in which patents were issued
fairly soon, checked the foreign application,
and discovered that the foreign patent had not
only been issued but alse published in printed
form more than one year prior to the filing date
of the application on appeal.

If a foreign patent or specification claims the
priority of a U.S. application, it can be deter-
mined whether the latter is abandoned, still
pending, or patented. Even if the U.S. case is
or becomes patented, the foreign document may
still be useful as supplying an earlier printed
publication date.

If a foreign patent or specification claims the
priority of an application in another foreign
country, it may sometimes be desirable to check
the latter to determine if an earler date is pos-
sible. An example so obvious as to be trite and
which does not occur very often is the follow-
ing; if a British specification being considered
as a reference claims the priority of an applica-
tion filed in Belgium, it is known at once that
a considerably earlier effective date can be es-
tablished, if needed. If the application referred
to was filed in one of the countries which pub-
lish applications in printed form a specified
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period after filing, after such system was insti-
tuted, this publication may give an earlier date.
These remarks obviously ‘also apply to a U.S.
patent claiming a foreign priority.

The determination if a foreign patent cor-
responding to known priority data has been
issued or the application published, is a com-
paratively simple matter for some countries, but
for some it is quite laborious and time consum-
ing and may not even be possible from Library
sources. The greatest facility for locating cor-
responding patents from unofficial sources
exists in the chemical field. Chemical Abstracts
publishes abstracts of patents of a large number
of countries. Only one is abstracted in full and
if a corresponding patent turns up there is a
cross-reference to the other. The annual indexes
include lists of patent numbers, and also in-
clude patentee’s and inventor’s names in the al-
phabetical author index. A concordance of
corresponding patents appearing during five
year periods has also been published.

When an application is filed outside the con-
vention year from an earlier application, s pat-
ent issuing on the later one is sometimes
possible, but it will not refer to the first applica-
tion. It is hence possible that there may be du-
plicate specifications without any indication
revealing the fact. These are caught only by
chance when the two copies come together in
the same subelasgs. )

i. Proof of Dates. The examiner is not re-
guired to prove either the date or the occurrence
of events specified on specifications of patents
or applications, or in official journals, of foreign
patent offices which the Patent and Trademark
Office has in its possession. In a court action
certified copies of the Patent and Trademark
Office copies of these documents constitute prima
facie evidence, in view of 28 U.8.C. 1745, which
reads as follows: )

Copies of specifications and drawings of
foreign letters patent, or applications for
foreign letters patent, and copies of excerpts
of the official journals and other official pub-
lications of foreign patent offices belonging
to the United States Patent and Trademark

Office, certified [by the U.S. Patent and

Trademark Office] in the manner provu}ed by

section 1744 of this title are prima facie evi-

dence of their contents and of the dates indi-
cated on their face.
An applicant is entitled to show the contrary by
competent evidence, but this question seldom
arises.

The dates of receipt of copies by the Office,
as shown by office records or stamped on the
copies, need only to be stated by the examiner,
when necessary.
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E. Secrion 102(d)

Section 102(d) of Title 35 United States Code
provides that a patent cannot be obtained in the
United States if:

“(d) the invention was first patented or
caused to be patented by the applicant or his
legal representatives or assigns in a foreign
country prior to the date of the application for
patent in this country on an application filed
more than twelve months before the filing of
the application in the United States,” or

This section specifies four conditions which,
if all are present, establish a bar to a patent in
this country. These conditions are:

(1) The foreign application must have been
filed more than twelve months before the
filing in the United States;

(2) The foreign application must have been
filed by the same applicant as in the
United States or by his legal representa-

~ tivesorassigns;

{8) The invention was patented in the for-
eign country on the basis of the foreign
application concerned before the filing
intheU. 8.3

(4) The same invention is involved.

If such a foreign patent is discovered by
the examiner, & rejection is made as being barred
by 85 U.8.C. 102(d).

T the invention is patented after the date of
filing in the United States, the foreign patent
is of no concern. The law was different prior to
the coming into force of the Patent Act of 1952.
The effect of R.S. 4887, first paragraph, the
precursor of 102(d) was that a person was
barred a U.S. patent if the invention was pat-
ented in the foreign country before the U.S.
patent was granted. The situation was, the other
conditions listed above being present, that if the
U.S. patent issued first, there was no bar
whereas if the invention was patented in the
foreign country first, either before the U.S, case
was fled or while the U.S. case was pending,
a U.8. patent was barred. The change in the law
rendered immaterial the patenting in the for-
eign country while the U.S. application was
pending.

Every applicant is required to list in the oath
or declaration all corresponding foreign appli-
cations more than one year old (37 CFR 1.65
& 1.70). Under the old law it was the routine
practice to have the library make a search to
ascertain if any so-recited foreign application
had become patented. After the law was
changed, this practice was found to be normally
fruitless and was abandoned. As stated in sec-
tion 706.13(s), the probability of the foreign
patent having issued after the date of execution
of the original oath and before the U.S, filing
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date is so slight as to make such a search ordi-
narily unproductive.

‘With respeet to the first requirement, the U.S.
application is in time to prevent the bar from
arising if it is filed on the one year anniversary
date of the filing date of the foreign applica-
tion. If this day is a Saturday, Sunday or holi-
day, the year would be extended to the following
business day, see ex parte Olah et al, 131 USPQ
41 { Board of Appeals, 1960).

No questions appear to have arisen in recent
times in connection with the second reguire-
ment, as ordinarily the foreign application is
recited in the oath or declaration of the U.S.
application, nor in connection with the fourth
requirement.

Cases in which the bar of Section 102(d)
might be applicable do not arise very often since
all that an applicant needs to do to avoid it is
to file in the U.S. before the invention is pat-
ended in the foreign country. Recent cases have
been concerned with the (German Gebrauchs-
muster (American Infra-Red Radiant Co., Inc.,
et al v. Lambert Industries, Inc., et al, 149
USPQ 792, 360 F.2d 977 (C.A. 8, 1966)), the
date of patenting in certain countries, and with
special problems in design cases. :

The statute does not refer to the “granting” or
“Issuing” of a patent in the foreign country but
uses the expression “the invention was . . .
patented , . . in a foreign country. .. . In
ex parte Biek and Thiele, 161 USPQ 795 (Board
of Appeals, 1968), it was held that an invention
is patented in Germany when the application 1s
gublishe’d for opposition (the Auslegeschrift

ate) since the patent rights come into being on
this date by operation of law, and can even he
exercised, even though the formal act referred to
as “granting” the patent has not yet occurred.
Later the same holding was made in connection
with Japanese and British patents ex parte
Tizuka, 171 USPQ 50 (Board of Appeals, 1970),
even though, while the rights come into exist-
ence on the date of publication for opposition
with Hability for infringement from that date,
suit cannot actually be filed until a later date.
These questions are of no concern in connection
with Sections 102(a) and 102(b) since there
are printed publications of the same or earlier
date in thege countries.

A period of secrecy after granting the patent
before the specification becomes available to the
public, as in Belgium and Italy, has been held
to have no effect in connection with 102(d).
Gramme Electrical Co. v. Arnoux and Hoch-
hausen Electric Co. et al., 17 Fed 838, 1883 CD
418, involved a predecessor of 102(d) ; Ex parte
Weiss, 159 USPQ 122 (Board of Appeals,
1967), and In re Talbott, 170 USPQ 281
(CCPA, 1971) involved U.S. design applica-
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tions in which the foreign design. registrations
were secret, A secret foreign patent of the type
in which the patentee was forbidden to apply
-for patents in other countries or to disclose the
invention, and no infringement suits could be
brought with respect to infringements com-
mitted before the secrecy was removed, was dis-
regarded in Ex parte Rackham, 1923 OD 4
(Comm. of Pat.).

In design cases the period is six months in-
stead of one year, 35 U.S.C. 172. Foreign design
registrations and applications for such regis-
trations are considered equivalent to U.S. design
patents-and applications for the purpose of 35
U.8.C. 102(d) and 119. Ex parte Weiss, in re
Falbott, supra.

F. Notes ox Inpmvipuarn CounTrizs

The following sections give some data con-
cerning the published patent material of a num-
ber of countries to assist in their use and cita-
tion as references. In some instances a small
amount of information concerning the patent
system of the country is included; this is done
in order to give some idea of the variety of sys-
tems and also with the view that the significance
of the different dates may become clearer. In
general, citation data and the appearance of dif-
ferent dates on the printed copies refer only to
the current or a recent period and might not
apply to earlier forms of publications.

1. Australic. Australia was the first country
to adopt a system of publishing, but only in the
sense of opening to public inspection, pending
applications a specified time after filing. At
present the time 18 18 months after the filing of
the complete specification, or earlier if the ap-
plicant requests. There is an announcement In
the official journal and anyone may inspect or
obtain copies of the application. but the speci-
fication is not issued in printed form at this
tirne. This does not constitute a printed publi-
cation. Bw parte Holler, 108 USPQ 332. At the
same time that the application is published in
this sense, printed abstracts are issued. The ab-
stracts published since 1969 are stored in the
Library and can be used as printed publications
for whatever they actuaily disclose.

Applications are examined with a lmited
search of the prior art (except as noted below)
and after being found allowable by the exam-
iner, the term “Accepted” is used. Then a notice
of the acceptance is published in the official jour.
nal. There is a 8-month period for oppositions
to be filed. The specifications of the allowed ap-
plications are issued in printed form a short but
variable time after publication of the notice of
the acceptance. The date of this printing does
not appear anywhere; it has no significance in
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Australia. (A date which may appear in a foot-
note type line at the bottom of &e first page is
not the date of the printed publication.) The
patent is granted (sealed) after the opposition
period is over or after any opposition is termi-
nated in favor of the applicant. The sealing date
is normally about six months after the Ac-
cepted date but would be later if there was an
opyposition; this date can be ascertained from
the official journal in the Library.

Printed copies of the specifications carry the
filing date (application “lodged”), the dafe the
application was opened to inspection (after the
word “Published”, or the phrase “Complete
Specification Publighed”}, and the date of ac-
ceptance (after the word “Accepted” or the
phrase “Complete Specification Accepted”).
The word “Published” on the copies refers to
the 18-month opening for inspection referred to
in the first paragraph.

When dates are fairly cloge the examiner must
ascertain when the printed copy was received in
the Library, or when the patent was sealed and
cite this date, with an explanation. When the
Australian specification is'so old that questions
of its availability as a reference, or of swearing
back of it, would not be apt to arise, the “Aec-
cepted” date can be used for citation purposes
but denominating it as such.

The examination system was modified in
1970 by a new law. Under the new system when
an application is reached for examination in its
regular turn, the applicant is sent a letter which
notifies him that he must request examination,
and pay a special examination fee within six
months (which time can be extended in certain
cases), If the examination is not requested
within the time 1imit, the application becomes
abandoned (the word “lapsed” is used). In any
event the examination must be requested within
five years from the filing of the complete spec-
ifieation, otherwise the application becomes
abandoned. The examination is the same as
before except that in certain cases a modified
examination, by paying a lesser fee, can be re-
quested. If the application is based on a prior
U.S. or British application and the prior ap-
plication is patented, the applicant can amend
the Australian specification to make it the same
ag the patented one and ask for a modified ex-
amination; the examiner then, to s certain ex-
tent, accepts the findings of the U.S. or British
examiner,

The number appearing on the printed copies
is assigned at the time of acceptance; umder
the new system, the series was jumped to 400,001
as the number of the first one. Also under the
new system, the publication of the specifiea-
tions of applications which hecame abandoned
(Japsed) after they were opened to inspection,

e -"\
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has begun, These carry only the application
nurnber.

9, Austria, Printed copies of Austrian patents
carry the expression “Ausgegeben am . .. fol-
Jowed by a date. This is the date the patent
specification was issued in printed form and
is used for citation purposes as well. It now
appears beneath the line in large type giving
the patent number, and formerly appeared in
the upper right hand corner.

Applications are examined and laid open for
opposition if found allowable; the opposition
period is four months. The patent stands
granted by operation of law 80 days after the
expiration of the opposition period if there was
no opposition or after the date of a favorable
final decision if there was an opposition; no
specific action is taken by anyone. The dafe of
grant is published in the official journal about
six weeks before the printing date.

The term of the Austrian patent is 18 years
from the date of the laying open for opposition,
which date is identifiable as the date following
the expression “Beginn der Patentdauer”: (be-
ginning of the term of the patent) which ap-
pears on the printed copies.

3. Belgium, Belgian patents are normally
granted within a month from filing, after a
minimum formal inspection; in some cases the
granting is delayed until six months after filing.

The granting of the patent consists in the
making up and signing of a “ministerial
decree’ or departmental order, which remains
in the file; in due time the applicant (now
patentee) is sent what amounts to a certified
copy, with an attached copy of the specifica-
tion. In the normal case the specification of the
patent is kept secret for a peried of three
months after the patent is granted, by a specific
provision in the statute, after which it becomes
available to the public. Such a period of secrecy
is tacked into the granting date and the date
of a Belgian patent as ¢ patens to be considered
in using it as a reference under 35 U.S.C.
102(a) and (b) is taken as the date when the
gpecification became open to public inspection,
In ve Ekenstam, 1958 C.D. 402; 118 U.S.P.Q.
349. (A period of secrecy occuring after grant
has not been taken into account in connection
with 85 U.8.C. 102(d). There is no period of
gecrecy after granting in the delayed issue cases
and the effective date as o patent for these cases
is the actual date the patent was granted.

The specifications are not issued in printed
form until about two or three years after the
patents are granted. The printed copies received
since No. 620,001 (granted January 10, 1963,
available to the public January 10, 1963,
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printed February 2, 1965) consist in a repro-
duction of the granting Order as the top page,
together with a repro?luction of the specifica-
tion and drawing. The filing date appears in
the preamble of the Order; the patentee’s name
and the title of the invention, and any claim for
priority, appear in Article 1; and the granting
date is at the end above the official’s signature.
The - date on which the specification became
available to the public appears in the upper
right hand corner in the lower part of s rec-
tangular frame, below the expression “Brevet
mis au lecture” in the French language copies.
This is the date to be used for citation purposes
and as the effective date as a patent. The date
on which the printed copies were issued as such
does not appear on the copies, but can some-
times be ascertained from the title page of the
bound volumes. The copies are received in
groups of 50 already sewn together for binding,
with a title page giving the date on which they
were printed and published.

Belgian specifications were not issued in
printed form until 1950, beginning with No.
498,079 and these continued up to No. 573,100
(filed November 18, 1958, granted December 15,
1958, available 1o the public March 16, 1959,
printed September 21, 1962) when printing
ceased for three years until resumed in the for-
mat first deseribed. There is hence a gap of
46,900 patents for which printed specifications
have not been received. The printed copies of the
19501958 period carry the date they were issued
in printed form in a line at the bottom of the
first page, “Edité et imprimé le ——” on the
coples ]ﬁrinted in French. For the first year only,
1950, they show the date the specification was
available to the public, after the word “Publié,”
which in this instance does not refer to printed
publication. The granting date is specified on
all, after the word “octroye” on the French lan-
guage copies. Further details on Belgian patents
with a more particular description of the older
printed copies and the method of determining
the effective date as a patent when not given, are
in the Memorandum of March 2, 1959, published
at 41 JP.0.8, 440443, June 1959,

Belgian chemical patents are abstracted in
various publications and these published ab-
stracts can be used as printed publications for
what they disclose. ¥ the examiner needs the
full text of a Belgian specification which has not
yet been printed, the Library can be requested
to obtain a certified manuscript copy.

4. C'anada. Patents have been issued in printed
form since January 1948. The date of issue of
the patent appears on the copies following the
word “Tssued”, or the words “Emis le” on those
printed in French. Prior to 1948, mounted clip-
pings from the official journal were placed in
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the search files. Recent copies are coded, the is-
sue date being item 45, '

8. Gzechoslovakia. The Czech patent specifica-
tiong carry the date the application wag laid
open to public inspection for opposition, follow-
ing the word “Vylozeno” or “Vylozené”, and
the later date of publication of the specification
in printed form, following the word “Vydéno”
or *Vydané”. The publication date is the date to
be cited. '

8. Denmark, Finlond, Norway, Sweden. A
new patent law came into effect in each of these
countries on January 1, 1968, Most of the provi-
sions of these laws are practically identical: uni-
form laws were enacted las part of a long-range
plan leading toward a possible Nordic patent,
not yet in effect.

Applications are examined and when found
allowable published for opposition. Under the
new laws the practice of issuing the specifica-
tions in printed form at this time has begun.
This publication is a reproduction of the manu-
seript specification with added heading ma-
terial; those for Denmark and Norway are on
different shades of blue paper and those from
Finland carry the data identification code num-
bers. They hiave been given a new number in the
patent number series of each country, and carry
three dates. The first date is adjacent the ap-
plication number and is the filing date; the sec-
ond date is referred to below; and the third
date, the latest in time, is the date used for
citation. There will be a second printing after,
and if, a patent is granted.

Under the new laws, applications are opened
to public inspection 18 months after the filing
date, or priority date if one is claimed. There is
no printed publication at this time. The date of
this Jaying open for inspection is the second of
the three dates which appear on the subse-
quently printed specifications and has no effect
in the TU.S.

Prior to this new system there was only one
printing, of the patent. The printed specifica-
tions of the patents carry the following infor-
mation:

Denmark : The date the patent was granted
follows the expression “Patent ustedt den . ..,
The date, later in time, the specification was
published, follows the expression “Beskrivelse
offentilggjort den . . ..

Finland : The upper right hand corner gives
the date the patent specification was published,
following the expressions “Julkaistu/Publice-
rad”™. The date the patent was granted, which is
earlier, follows the expressions “Patenti mydn-
nettitin—Patent beviljades den”. These expres-
sions are in two languages, first Finnish then
Swedish.

256

MANUAL OF PATENT EXAMINING PROCEDURE

Norway: The date the patent specification
was published appears in the heading following
an expression beginning with the word “Offent-
liggjort™.

Sweden : The upper right hand corner bears
three dates; first the date the patent was
granted, after the expression “Beviljat den”,
and third the date, later in time, the patent spec-
ification was published, after the expression
“Publicerat den”; the middle date is sfated as
the date the patent term starts, which is the date
of publication (not printed) for opposition.

The publication date is the date to be used
for citation of these old law patents; the oc-
casion for resorting to the earlier granting date
seldom if ever arises.

7. East Germany. The patents of Rast Ger-
many (German Democratic Republic) can only
be used as printed publications. The date of this
publication follows the word “Ausgabetag”,
and is the date to be cited,

Patents are granted after a formal examina-
tion and the specification issued in printed form
on yellow paper, An examination as to novelty
may be requested later by the patentee and the
patent office will confirm the patent or annul it
in whole or in part. If confirmed (or only an-
nulled in part) the specification is printed
again, on white paper. This second printing car-
ries its own publication date (Ausgabetag) ; the
date of the earlier publication is the date fol-
lowing the expression “In Kraft getren,” as in-
dicated by a footnote at the bottom of the first
page.

8. Finland. See under “Denmark, Finland,
Norway, Sweden”.

9a. France: Law of 1844-1968. In view of a
change in the French system caused by a new
patent law which came into effect January 2,
1969, French patents are considered in two sec-
tions. The present section deals primarily with
the old law cases but present tense is mainly
used, for convenience,

Prior to the new law patents were granted
after an examination as to formal matters only,
but an application for subject matter we would
call outside the statutory classes of inventien
could be rejected. The granting of the patent
consisted in the execution of a paper called an
“arreté ministeriel” which. term is literally
translatable as “ministerial decree”, but “de-
partmental order” is also used. This decree or
order remains in the file; the applicant is noti-
fied and some time later he is sent what amounts
to a certified copy, with an attached copy of the
specification. About five weeks or so after the
granting of the patent an announcement ap-
pears in the Official Bulletin which, in recent
years, also publishes an abstract at the same
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time. The specification of the patent is issued in
printed form about four or five months later.

The specifications and drawings of French
patents have been regularly published in sepa-
rate printed leaflets since 1902. Prior to this
time only selected ones were published, in book
form with the specifications and drawings in
separate volumes, and mounted copies of the
drawings were placed in the search files.

From 1902 up to a date in 1960, the printed
specifications of French patents regularly car-
ried three dates in the heading. For example
French patent 1284900, the last one to do so, has
the following in the heading:

(1) “Demandé le 28 juillet 1959, a 14" 48™ &
Paris.”

[Tiled July 28, 1959 at 2:48 P.M. in Paris.]

(2) “Délivré le 23 mai 1960.”

[ Granted May 28, 1960.]

(3) “Publié le 19 octobre 1960.”

[ Published QOctober 13, 1960.]

The first date, the “Demandé” date, is the
date the application was filed; the hour of the
day is given since there are no interferences and
the patent of the applicant who filed his appli-
cation first would be the valid one; the city is
given since applications may be filed in various
local government offices throughout the coun-
try. The second date, preceded by the word “Dé-
livré?, is the date the patent was granted; the
French verb “délivrer” when used with refer-
ence to patents means “to grant.” The third
date, preceded by the word “Publié”, is the
date on which the specification was issued in
printed form.

Beginning with Patent No. 1284901 (granted
May 23, 1960) the publié date has been omitted
from the printed specification. It is hence not
possible to tell from the printed copies when
they were issued in such form. This informa-
tion, however, can be found in the Official Bul-
letin which contained periodical lists of the
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until the date of the appearance of the Official
Bulletin announeing it, and it is only on the
later date that members of the public could in-
spect and obtain copies of the specifications of
patents. This change in practice is indicated by
a notice in the Official Bulletin which first ap-
peared in the issue for July 11, 1957, and is
taken as beginning with patent No. 1,148,401,

" the first one announced on that date, It is hence

numbers of the specifications which have been -

printed giving the dates when the printed
copies were available to the public. Later, the
identification of the Official Bulletin in which
the patent was announced was added to the
heading, at first without the date. Currently,
and recently, the heading gives the filing date,
the granting date, and the date and number of
the Official Bulletin. The most recent format has
a coded cover page; item 46 gives the date of
the Official Bulletin.

In 1957 there was a change in the practice in
the French Patent Office, which required a
change in the practice of the U.S. Patent and
Trademark Office. The specifications of granted
patents were made inaccessible to the public
from the date the granting order was executed,
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necessary to apply In re Ekenstam, 1958 C.D.
402, 118 USPQ 349, to these patents and con-
sider the date of the Bulletin as the effective
date as a patent.

Summary, old law patents: There are num-
bered below 2,000,000, The effective date as &
patent is the granting (délwré) date up to No.
1,148,400, and is taken as the date of the Official
Bulletin from No, 1,148,401, The effective date
as a printed publication is about four or five
months later, when printed copies are issued.
For citation purposes, the publié date is used
when this appears; the délivré date, or the date
of the Official Bulletin if it appears, is used
when the Publié date does not appear.

Patents of Addition: These are referred to
as “certificates of addition” and were numbered
in a separate series and when one of these is
cited it must be identified as an addition.

Special Medical Patents: Beginning in 1958,
patents for medicaments were issued under the
heading “Brevet spécial de médicament”, ab-
breviated as B.S.M., in a separate numbering
series, with the letter “M” after the number.
These were granted only after a search was
made and a search report filed.

The separate numbering of patents (certifi-
cates) of addition and of patents for medica-
ments has been discontinued under the new law.

Application Numbers: Patent applications
can be filed in France in a local government of-
fice in each Department. Each local office main-
tains a register and has its own series of serial
numbers, for applications filed there. The ap-
plicant is given, as a recipt, a copy of the memo-
randum or record entered in the register which
is known. as a “procés verbal.” The local office
then promptly forwards the papers to the patent
office in Paris. The application number, when
given, apprears on the printed specifications fol-
lowing the abbreviation “P.V.” While there are
thus many different series of numbers, the
ranges covered in a given year apparently do
not overlap and the city of filing is ordinarily
dropped. Under the new law, the numbering
system has been changed.

9b. France: Law of 1969. The new law which
came into effect January 2, 1969 did not apply
to applications already on file and the remarks
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made in the preceding section apply for an
overlapping period after this date.

Under the new law patents are divided into
two classes: “patents for invention” and “certifi-
cates of utility,” The term of the patent is 20
years from the filing date and of the certificate
of utility 6 years from the filing date. Ixcept
for the fact that medicaments can be patented,
there is no other differences between the two in
subject matter, the conditions for patentability,
or in the rights granted.

The certificate of utility is issued in due
course without any search of the prior art, as
all patents except those for medicaments were
issued under the prior law,

An application for patent is subjected to a
novelty search and report, a special fee being
peid. Except in the case of medicaments, the ap-
plicant may request postponement of the novelty
search up to two years, If the search is not re-
quested by that time, the application is auto-
matically converted to one for a certificate of
utility, Also the applicant himself may convert
the application to one for a certificate of utility
during this period.

The novelty search was conducted by the In-
ternational Patent Institute at the Hague and an
initial novelty report is issued. The applicant
may fle arguments and amendments and &
second report is issued, This report and the file
are open to the public and third parties may
file references and statements, with the appli-
cant having an opportunity te file arguments
and amendments. A final novelty report is then
issued. There is no actual rejection or refusal of
a patent, but the patent is granted with the
record of the report.

The system of novelty searches commenced in
January 1969 with respect to certain clagses
only, and has since been extended to additional
classes. For the remaining classes patents are
granted substantially according to the old sys-
tem, without novelty search, but an action for
infringement cannot be brought unless a novelty
report is made. Patents granted under the old
law likewise cannot be sued on unless the paten-
tee supplies a novelty report. Patentees can
order novelty searches and reports dirvectly from
the International Patent Institute.

Patents (both kinds) under the new law have
claims instead of the old “résumé.”

Under the new law all applications are open
to public inspection 18 months after the filing
date, or the priority date if one is claimed, un-
less the application has been abandoned (with-
drawn). The specifications are also issued in
printed form a short time thereafter. This pub-
lication may occur earlier on request of the ap-
plicant. If the patent is granted early enough,
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the publication of the application as application

- does not occur.

The system of application numbers has been
changed. When received by the central office, all
applications are renumbered in a single series;
the first two digits of the new number are the
last two digits of the year of filing, The new
number replaces the P.V, number ahd is re-
ferred to on the printed copies as the “national
registration number”,

When the specification is published the first
time, either as application or as patent if there
was no preceding application publication, the
case iz assigned a publication number. These
numbers begin with 2,000,001 and are retained
thereafter, being or becoming the patent num-
bers. The separate numbering of medical pat-
ents has been dropped and they are now
numbered in the same series. Likewise the sepa-
rate numbering of patents of addition has been
dropped and these are also numbered in the
same series. There may be a certificate of addi-
tion to a certificate of utility, but identification
as such is not essential.

The printed specifications of pending appli-
cations are reproductions of the original papers,
with a cover page from set type giving cerfain
information, issued on light green paper.

The specifications of patents are printed from

set type, with a new format cover page, on white
paper. If it is the initial publication, the words
“Premidre et Unique Publication” (first and
only publication) appear in a box beneath the
heading. If it is the second publication the
words “Deuxidéme Publication de 1"Invention”
appear,
" In both forms the cover page is coded: appli-
cation number, item 21; filing date, item 22;
applicant, item 71; publication of patent num-
ber, item 11. There have been some changes in
the coding, however, and some confusion may
remain.

The printed specifications of applications
give the date the application was open to public
inspection, uncoded or item 41, but do not give
the date they were published in printed form,
which date is of no concern in France. For the
time being the date copies were received in the
Library is the date to be used as the effective
date; if a more precise date is needed, the Li-
brarian will attempt to obtain further informa-
tion from the French Patent Office.

The printed specifications of patents give the
date of the publication of the notice that the
patent was granted in the uncoded line reading
“Publication de la délivrance.” For the time
being the date appearing in this line is taken
as the effective date as a patent.
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Tt appears that publication of lists of num-
bers of the specifications available in printed
form, with the dates they were so available, has
been discontinued.

10a. Germony. The first patent law of united
Germany came into effect 1n 1877 and printed
copies of specifications of patents have been
received from number 1 of 1877. Applications
were examined with a search of the prior art.
When found allowable by the examiner, the
application was published for o§)position and
within three months anyone could eppose the
granting of a patent. The procedure is outlined
in Ex parte Gruschwitz et al., 1963 C.D. 859,
138 USPQ 505, with further details in £w
parte Beik and Thiele 161 USPQ 795

For patents with numbers below 1,000,000,
the printed specifications carry a date in the
upper right hand corner which is preceded by
the words “ausgegeben am”. This is the date on
which the specification was issued in printed
form and is used for eitation. (It was also used
for the date the patent was granted, which does
not appear on the copies, but this is no longer
of any concern to examiners.) These are printed
on white paper.

Prior to September 1955 the only printing of
the specification was after the patent was
granted. From September 1935 through Decem-
ber 1956, the specifications of allowed applica-
tions published for opposition were issued in
printed form in a format similar to patent
specifications. These are headed “Patentan-
meldung” and carry the application number.
These are printed on white paper. ]

Beginning in January 1957, allowed applica-
tions published for opposition were renumbered
and issued in printed form on green paper.
These are headed “Auslegeschrift”. The num-
bers begin with 1,000,001, When and if the pat-
ent is granted the specification is printed again
as a “Patentschrift”, on white paper, and car-
ries the same number. Shortly after this system
began, the placing of printed copies of the spec-
ifications of patents in the search files was dis-
continued since these was a printed publica-
tion of earlier date. The numbers had not
reached 1,300,000 when a new law came into
effect.

On October 1, 1968, the German Patent Of-
fice shifted into a new examination schedule
similar to the deferred examination procedure
followed in the Netherlands since 1964, but with
a few differences, When an application is filed
it is not up for action on the merits but just ve-
mains a pending application until there is a re-
quest for examination, with an examination fee.
Tf there is no request within seven years from
the filing date the application is no longer
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pending, and the application may also lapse for
nonpayment of annual maintenance fees which
are due for the third and following years from
the filing date. The applicant may ask for a
search and citation of references only, paying
one third the fee, and the examination may be
requested later (with the balance of the fee)
but still within the seven years. (Anyone else
may pay the fee and request the examination,
but he does not become a party to the proceed-
ings.) There is no change in the actual exami-
nation procedure, which still follows that out-
lined in Ew parte Gruschwits et al. The only
difference is in the timing, with some cases hav-
ing a separate search report in the record be-
fore the first action on the merits, but some cases
will never be examined at all.

Under the new law every application is open
to the public and the specification and drawings
are ‘ﬁub}ished in printed form, 18 months after
the filing date or 18 months after the priority
date if one is claimed, if then still pending, but
a preceding notice must appear in the official
journal,

Applications filed before October 1, 1968 and
still pending on that date were brought under
the new law with the exception of those which
had reached a certain stage in their prosecution.
Publication of these prior applications is being
spread over a period of several years,

After the application is published, the apphi-
cant has certain provisional rights, not full pat-
ent rights, which can be exercised against in-
fringers, but which are unenforceable if the ap-
plication becomes abandoned.

The new publications are photo-offset repro-
ductions of the manuscript specification, and
drawings if any, with a top page printed from
set type. They are printed on ye%low paper. The
top page serves as a heading and gives a certain
amount of coded information. The German
word “Offenlegungschrift” appears in large let-
ters in the heading; this is the word specially
coined to designate these printed specifications
{(in the German plural “en” is added to the
word). They are numbered with a seven digit
namber greater than 1,400,000, The number cot-
responds to a new system of numbering appli-
cations referred to below. The items appearing
on the first page are coded and following is the
significance of some of them.

21. Aktenzeichen. The application number;
the old number, if there was one, is in paren-
theses.

22. Anmeldtag. The filing date.

30-88. Data with respect to a priority appli-
cation.

43. Offenlegungstag. The publication date.
This is the date to be used for citation purposes
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and as the effective date as a printed publica-
tion.

71. Applicant, who need not be the inventor.

72. Inventor.

The system of numbering applications has
been changed. According to the old system the
application number consisted of the initial letter
(or first two or three letters) of the applicant’s
name, followed by a serial number, with a diff-
erent series of numbers for each initial letter;
the examining group and classification followed
the number but these were not used for identifi-
cation purposes. According to the new system,
the first case filed in October, 1968, is numbered
1,800,001 and the numbers increase to the end
of the year; the first case filed in 1989 is num-
bered 1,900,001 and the first case in 1970 is num-
bered 2,000,001, and so on. The first two digits
of the nwmber are 50 less than the last two digits
of the year. The prior applications which were
brought under the new law were renumbered to
fit into the new system, beginning with 1,400,
001, but here, however, the corregpondence with
the year of filing does not regularly exist. As
applications, the numbers also have an addi-
tional decimal number following the seven digit
number, but this has only internal significance
to the German Office and is dropped ; the letter
P may also appear before the number, this refers

to “patent” and distinguishes from Gm re-

ferring to Gebrauchsmustern. The published
specification will carry the same number as the
application (dropping the letter P and the
decimal part} ; if the application is allowed and
published for opposition, it will be printed again
on green paper with the same number; and 1f a
patent is issued the specification will be printed
again on white paper, with the same number,

The published specifications constitute refer-
ences as printed publications, effective on their
publication date. They may be cited and refer-
red to as German Specifications, with the nusual
citation data. This termn may also be used for
the published (printed) specifications of al-
lowed German applications.

For convenience of distinction, following is
a list of the four types of German publications
of specifications in printed form.

A. Patent specifications (Patentschrift).
White paper. If numbered below 1,000,000
there will not have been any earlier printed
publication except in cases of the group of para-
graph B. If numbered above 1,000,000 and be-
low 1,400,000 there will have been an earlier
printed publication (see paragraph C) and if
nutmbered above 1,400,000 there may have been
two earlier printed publications. The patent
specifications with numbers above 1,000,000 have
not been placed in the search files since 1957,
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B. Specifications of allowed applications pub-
lished for opposition (Patentanmeldung).
White paper. The specifications of allowed ap-
plications publithed for opposition were issued
in printed form beginning September, 1955
and through December, 1956 in a format similar
to patent specifications. These carried the appli-
cation number and the heading “Patentanmel-
dung.”

C. Specifications of allowed applications pub-
lished for opposition {Auslegeschwift). Green
paper. These began January 1957 and are num-
bered above 1,000,000, If nwmbered above 1,400,
000 there will have been an earlier printed pub-
lication (see paragraph D) except for those
which were allowed before 18 months from fil-
ing. Those numbered above 1,400,000 have a new
format coded cover page; the date of printed
publication is given opposite item 44 and of the
earlier printing, if any, opposite item 48.

D. Specifications of applications, unewamined
or in process of examination (OfFenlegung-
sehrift). Yellow paper. Described above; this
printing is skipped when the Auslegeschriff is
published first.

10b. Germany: Gebrauchsmuster (Utility
Models). The German law, in addition to the
regular patent law, provides for short term
patent rights in new and useful articles of manu-
facture (processes and compositions of matter
being excluded) which might be (but not neces-
sarily) of a lower order of inventive merit than
required for the longer term patent. These go by
the name of “Gebrauchsmuster” which word 1s
customarily translated as “utility model” and
might also be translated as “useful article”. The
texrm “petty patent” is also sometimes used.
They are registered without search and the spec-
ifications and drawings, while available to the
publie, are not issued in printed form. The term
is three years, counted from the filing date, and
they are renewable for another three year pe-
riod. Copies of course are not placed in the
search files except for a few which have come to
the examiner’s attention.

Right of priority. An application for a Ge-
brauchsmuster is considered to be an application
for a patent in a foreign country, and conse-
quently the right of priority of 35 U.8.C. 119
can be based upon such an application. A small
proportion of applications for patent filed in
the United States by German residents claim
the priority of a previously filed application for
a (Grebrauchsmuster, When endorsing the num-
ber of the foreign application on the face of
the U.S. file the examiner should be careful in
voting the nature of the foreign application as
a “atility model” by using the abbreviation
“Gm”.

T
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Not a printed publication. When a German
utility model is registered a notice thereof is
published in the official journal, the Patentblatt,
and the specification is then available to the pub-
lic. The regular publication of abstracts of the
specifications (with a figure of the drawing) of
registered Gebrauchsmuster began in July,
1964, with number 1,895,601, in a new periodical
“Ayszuge aus den Gebrauchsmustern” which i8
in the Library. These abstracts may be used, for
their content, as printed publications. The effec-
tive date would be the date the periodical was
published.

Tnasmuch as the full specifications are not is-
sued in printed form, they cannot be used as
printed publications, in conformity with deci-
sions of the courts and of the Office that
manuscript specifications of issued patents, and
of applications laid open for public inspection,
are not printed publications.

Prior patents. The examiners may use a Ge-
brauchsmuster which has come to his attention
as a prior patent, effective as of the date of reg-
istration, in the same manner as they would use
a Belgian or Italian patent for the period of
severéﬁ years after it is granted and before the
specification is issued in printed form. See Part

The registration of a Gebrauchsmuster also
constitutes the patenting of the invention in a
foreign country for the purpose of Section 102
(d) of the statute,

If the examiner needs the full text of a Ge-
brauchsmuster specification and drawings, the
librarian will obtain a copy direct from the Ger-
man Patent Office. A file of copies which have
been obtained in the past is maintained in the
library. Copies received from Germany may
have a clipping from the official journal pasted
near the top of the first sheet and close to it a
stamped date which is the registration date.

Minor patents of other countries, Some other
countries, ineluding Italy, Japan, Poland,
Spain, Brazil, Portugal, Philippines, also have
system of minor patents. In the Philippine and
Ttalian Jaws they are called “patents for utility
models.” In Japan they are searched and ex-
amined, and the specifications are printed, but
these have not been placed in the search files.

11, Great Britoin (United Kingdoms). British
specifications published in printed form go back
to the 17th century, From the standpoint of the
numbering system used they are divided into
three groups.

1. 16171852 (part). Patents are numbered in
a single séries from No. 1 of 1617 to No. 14359
of 18592. The year is necessary in citing one, to
avoid confusion with later series. The number-
ing and printing was done after 1852
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2. 1852 (part)-1915. Each year has its own
numberln%lserles and henee the year, which ap-
pears on the specifieation in large type next to
the number is an indispensable part of the iden-
tification number, and no further date need be
given. The number and year also appear on the
drawings but occasionally an exponent appears
on the number, giving the corrected year.

8. From 1916. Beginning in 1916, a new
number was assigned when the application was
allowed (accepted), starting with No. 100,001,
and this 1s the current series.

The second group includes at various fimes
the specifications of applications which became
abandoned, and at one time after 1916 the
specifications of certain abandoned applications
were also published in printed form. The word
abandoned is not used but “became void” is used
instead.

An aﬁ)pli«cation may be filed “accompanied
by” either a “provisional specification™ or a
“complete specification”.

The provisional specification need only de-
seribe the nature of the invention; it does not
need to have an enabling disclosure and neither
drawing nor claims are required. Its purpose is
to establish a priority date. The complete
specification must be filed within 12 months,
with three months extension pessible; if not
filed, the ap%ﬁication becomes void. New matter
in the complete may be given the benefit of the
filing date of the provisional. The subject
matter of several provisionals may be joined in
one complete.

Applications are examined, on the basis of
the complete specification, but the examination
is partial. In general only prior British specifi-
cations are searched (specifications over 50
years old, of any country, are not references in
any event), and the question of obviousness
cannot be raised by the examiner. When the ap-
plication is allowed, the British use the words
“aecepted” and “acceptance” where we would
say “allowed” and “allowance”. It is published
for opposition and the opposer can cite any ap-
plicable references and raise all questions of
patentability.

At the time of allowance and publication for
opposition, the specification is assigned & num-
ber and published in printed form ; these are the
copies which we receive and place in the search
files. The copies for some time have carried the
expression “complete specification published”,
with a date; this is the date to be cited and used
as the effective date as a printed publication.
Older copies have the expression “complete
specification accepted”, with a date, which is
used for citation. Recent copies are coded, but
the number 45 is used, instead of the apparently
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more appropriate number 44, for the date the
specification was issued in printed form.

A fter the opposition period is over, or after a
. favorable decision if these was an opposition,
the patent is “sealed” (there is a sealing fee).
This term is used to signify the granting of the
patent involving the making up of the “letters
patent” with the signing and affixing of a seal,
and comes from the time when the last act in
granting a patent wag affixing the Great Seal
of England, which was quite a formal occasion.
Lists of sealing dates are published in the Qf-
ficial Journal. There is no second printing of the
specification when or after the patent is granted.
Amendments if any may be printed on slips for
attachment, but we do not use them. A British
patent can be amended similar in extent to a
non-broadened or narowed reissue in the U.S.
but in a simpler manner, and an “amended
specification” 1s sometimes published.

12. Hungary. The date of the publication of
the specification of the patent is given at the
top, following the word “Megjelent,” in the
order year, month, day.

13. ftaly. Separately printed copies of the
specifications of Italian patents have been re-
ceived since 1925. The date the application was
filed i given in the heading opposite the words
“data di deposito” and the date the patent was
granted is given opposite the words “data di
concessione”. Prior to No. 500,001, granted in
1954, different words or abbreviations were used
in referring to filing (Dpd., Domandato) and
to the granting (Des., Rilasciato, Concesso).

Copies of the specifications are not issued in
printed form until some time after the patent is
granted, generally two or three years, Prior to
about the middle of 1957 (year of grant) a
printer’s colophon on the last page indicated
the month and year of printing. This has been
dropped and it has not been possible since then
to ascertain from any informatiton in our Office
when the specifications were published in
printed form. The date they were received in
the Library here gives a limiting date.

Sinee Italian patents are granted some time
before there is a printed publication, they are
used as patents when the printed publication
date is not early enough. However the date the
patent was actually granted is not used ag the
effective date as a patent since the specification
is kept secret by law for a period after the
granting and the date the specification became
available to the public must be used instead, In
re Ekenstam. The period is normally three
months except that in a small proportion of
cases the period of secrecy is extended to six
months. The official journal of the Italian
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Patent Office, the “Bollettino”, indicates if there
was a six months period of secrecy, but only
through the year 1962. _

The Memorandum of Qctober 26, 1960, 42
J.P.O.8, 795-8 gives some further details.

The granting date is used for ecitation pur-
poses. However, the applcant should be ad-
vised of the effective date as being three months
or six months later when this information may
be useful to him. A dilemma is created if the
filing date of the application being examined
is between 3 and 6 months after the granting
date of a prospective Italian patent reference,

The Library will write to the Italian Patent

Office to attempt to ascertain the date the speci-
fication became available to the public. In the
meantime the patent could be cited for the ap-
plicant’s information, pending determination
of its availability.

14. Japan. Japan enacted a new law in 1970,
effective January 1, 1971, which introduced a
form of deferred examination procedure.

Referring to cases under the old law, the
specifications of allowed applications are pub-
lished in printed form at the time of publica-
tion for opposition. This date appears on the
printed copies in Arabic numerals, in the order
year, month, and day. The year is given by the
regnal year of the present Emperor and is con-
verted to the calendar year by adding 1925;
thus “40, 8, 6" is 1965, March 6. The date ap-
pears in the upper right hand corner, beneath
the number. The number is assigned at the time
of publication and the first two digits, spaced
from the remainder, are the regnal year,

Recent published specifications use the data
information code and give the calendar year, as
well as the regnal year, of publication.

15. Netherlands. The Netherlands inaugu-
rated the deferred examination system on
January 1, 1964. Applications when filed are
not examined, except to determine if they are
formally in order. At any time within seven
years after filing, the applicant may request a
search report, paying a fee for the same. After
the search report is received, the applicant may
request the examination of the application
leading to granting of the patent, paying
another fee; this likewise must be done within
the seven years except that there isan extension
of up to four months from receipt of the search
report if the search request was made near the
end of the seven years. If there is no search re-
quest within the seven years, or if there was one
but no examination request within the allowed
time, the application becomes abandoned. A fter
the second year, an annual fee is due to keep
the application pending.

N
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As part of the system applications are open
to public inspection 18 months after filing, or
after the priority date if one is claimed, and
the specifications are published in printed form
unless the application has already been aban-
doned. Certain provisional rights begin with
this publication.

The published specifications are reproduc-
tions of the originals with a cover page or head-
ing, printed on light green paper. The number
appears in the upper right hand corner of the
cover page (Octrooiaanvrage No.); this is a
seven digit number the first two digits of which
are the last two digits of the year of filing. 'The
date or publication is next to the phrase “Datum
van ter inzagelegging:” and the applicant’s
name is next to the word “Aanvrager”.

The Netherlands examination is particularly
severe. When found allowable, the application
is laid open for opposition and the specification
is at that time also issued in printed form (mak-
ing a second printing since 1964). If the patent
is granted, the specification is again issued in
printed form (making a second printing, since
1964), an earlier printed publication, the speci-
fleations of granted patents are no longer placed
in the examiner’s search files, Copies of allowed
applications published for opposition were
never received by our office.

16. Norway. See under “Denmark, Finfand,
Norway, Sweden”.

17. Poland. The date the specification of
the patent was published appears in the
upper right hand corner following the word
“Opublikowano”.

18. Sweden. See under “Denmark, Finland,
Norway, Sweden”.

19. Switzeriond. Two different systems are
in operation in Switzerland. The majority of
patents are issued without search and examina-
tion in the light of references, but after a rigor-
ous examination as to form. The date used for
these is the publication (veréffentlicht, publié,
pubblicato) date; this is the date the specifica-
tion was issued in printed form.

In two fields, inventions relating fo time-
keeping, and inventions relating to the non-
mechanjcal treatment of textiles and fibers, ap-
plications are searched and examined in the
light of the prior art and the procedure differs
from that followed in the other cases; it follows,
in general, the procedure in Germany as de-
scribed in Zw Parte Gruschwite ef ol., 1963
C.D. 859, 138 U.S.P.Q. 505, Patents which have
been issued under the examination system can be
recognized from information given in the head-
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ing which refers to the publication of the appli-
cation (in the Frenbh and German language
applications, Demande publiée and Gesuch
bekanntgemacht, respectively) for opposition.
As in the German practice, when a case is found
allowable by the examiner the application is
published for opposition and the specification is
issued in printed form (called Auslegeschrift
on the German language copies and Mémoire
exposé on the French). These printed copies
have not been received by the U.S. Patent Office.
The printed copies of the patent specifications
which we do receive carry the publication date
which is used if sufficiently early. They indicate
the date of the earlier printed version and if
it becomes necessary in connection with a Swiss
patent issued under the examination system to
establish an earlier date, the Library can ob-
tain a copy of the earlier printed specification
from the Swiss Patent Office.

The effective dates of Swiss patents are dis-
cussed in. £ parte Reuge, 115 USPQ 51 and
in Bz parte Appeal No. 194-87, 1966 C.D. 31,
152 USPQ 70.

20. USSE. A general description of the
Soviet law on inventions and discoveries can
be found at 43 J.P.O.S. 1-55, January 1961.
There have been a few changes since that date,
with an expanded organization and a new build-
g, and the issues have passed 30,000 a year.

With certain exceptions, an inventor may
apply for either an inventor’s certificate (also
called an author’s certificate) or a patent. In
the former case the invention is presented to the
state and any establishment in the country can
use it; the inventor is éntitled to compensation
ordinarily measured on the basis of a percent-
age of the savings from one year’s use of the
invention, not to exceed 20,000 rubles, and to
certain perquisites. In the case of a patent, the
right to exclude others is granted, Nationals do
not seek patents. Less than about 8% of issues
are patents, all except one or two now and then
being eranted to foreigners, and forelgners ap-
ply for very few inventor's certificates.

Applications are examined with a search of
the prior art, including foreign patent material.
When granted, the specifications are issued in
printed form. Except for the appearance of
identifying words in the heading, the specifica-
tions of author’s certificates and patents are not
distinguishable.

Since the author’s certificates are not patents,
they can only be used as references as printed
publications, and the effective date would be
the date the specification was issued in printed
form.



901.05 (a)

The library has received printed copies since
1958, For the earlier ones received the date of
receipt by the Library, stamped on the copies,
is the date to be used. Issues since 1964 show
three successive dates in the heading in succes-
sive lines: the first is the filing date; the second
(but the priority data if any would precede
this) is the date of publication in the official
journal, the Bulletin, the number of which is
also given; and the third, which is in the last
line preceding the horizontal ruling, is stated
to be the date of publication of the description.
This last date is the date to be cited.

901.05(a) Ciiation Data

Foreign patent publications that use Arabic
and Roman numerals in lien of names to indi-
cate the date, show in order the day, month, and
year. Roman numerals always refer to the
month,

Japanese patent application publications
show the date in Arabic numerals, by indicating

MANUAL OF PATENT EXAMINING PROCEDURE

in order the year of the reign of the present
Erperor, the month, and the day. To convert
the Japanese year of the Emperor to the West-
ern calendar year, add 1925 to the Japanese
year. For example: 40-3-6=March 6, 1965.

Foreign 1angua%e, alphabetical lists of the
names of the months, and of the names and ab-
breviations for the United States of America
are shown on the following page. The lists set
forth only selected, commonly encountered
foreign language names, and do not include
those which are similar to the English langnage
names and thus easily translatable.

In using the lists, identification of the foreign
langnage (except for Russian), is not necessary.
The translation into English 1s ascertained by
alphabetically locating the foreign language
name on the Hst.

The list of the foreign language names and
abbreviations for the United States is useful in
determining whether a foreign language patent
publication indicates the filing of a similar ap-
plication in the United States.

Alphabetical List of Selected Koreign Language Names of

Meonths
a80st0 Augusi maggio May
golt August Mal May
augusti August Maj May
avFil April majis May
bFezen Maroeh maraskiuu November
&ervna June maren Mareh
dervenca July mars Mareh
czerwea June Marts Mareh
décembre December Miirz March
dicernbre December marzo March
dubna April mei May
elokuu August ottobre Qctober
febbraio February pradziernika Qctober
TFeber February prosines December
februari February Fijna October
février February settembre September
gennaio January sierpnia August
giugno June &rpna. August
grudnis December atyeznia January
heinilkuu July syyskuu September
helmikuu February tammikuu Janunary
huhtikuu April toukolkun May
Jinner January unorsa February
janvier January wrzednin September
joulukun December zari September
juiliet July
juin June RUSSIAN
kesiikuu June
kvetna May aBryetr August
Lwietnis April supens April
leden January Aenalpn December
lipca July HINIE July
listopad November HIOHD June
listopadn November :::ga' ﬁggch
iok?‘kzm ??Obef‘ Hoabps November
uglo wy ORTHAODS QOctober
lutego Tebruary CeHTAODD September
maaliskuu March denpan February
maart March AHBAPH January

264



PRIOR ART, CLASSIFICATION, SEARCH

901.05(b)

Alphabetical List of Selected Foreign Language Names and
Abbreviations for the United States of America

Amerikas Forenta Stater
De Forenete Stater av Amerika
BE, UU.

I, .

E.U.A.

E.U.dAm.

Etats-Unis d’ Amérique
S5p.St.A.

Spoj. St.Am.

Spojene Staty Americke
Stany Zjednoczone Ameryki

Btati Uniti ¢’ America
8.U

8. U.A.

S.Z.A.

V.5t.A.

V.St.v. Al

Ver.S56. V. Am(erika)

Vereenigde Staten Van Amerika
Vereenigde Staten Van Noord-Amerika
VYereinigten Staaten Von Ameriksa
Vorenede Stater i Amerika

ICIREPA'T Country Identification Code Letters

AU Austraelia FR  France AT Austria

BE  Belgium GB  United Kingdom PL  Poland

CA  Canada HU Hungary . RO  Rumania

CH Switzerland IN  India FI Finland

C8  Czechoslovakia IT Italy S0 USSR

DK  Denmark JP Japan 8  Sweden

DD EHast Germany NL  Netherlands UsS TUsA

DE  Germany, Fed. Rep NO Norway YU  Yugoslavia

EI  Treland

901.05(b) Other Significant Data they should be identified as such and, when

Occasionally, the exact date of foreign pat-
enting becomes material. In the case of Aus-
tralia, Austria, East Germany, India, Ireland,
Tinited Kingdom and [1.8.8.R., it does not ap-
pear on the printed copies of the patents. If
necessary, this information can be secured from
the Scientific Library.

For the effective dates of Belgian patents, see
the Memorandum of March 2, 1959, which has
been reproduced in 41 J.P.0.S. at page 440.

For the effective dates of Italian patents, see
the Memorandum of October 25, 1960 distrib-
uted to all examiners and published in 42
J.P.0O.8. 795-8,

Comments concerning German, French and
Belgian procedure in granting patents are
found in Ex parte Gruschwitz et al.,, 138 USPQ
505. This case did not involve anticipation but
the bar of foreign patenting under 35 U.S.C.
102(d). The Board of Appeals has held that a
Japanese application was “patented” upon its
ggblication date, Eix parte Iizuka, 171 USPQ

A German Offenlegungsschriften publication
is not considered to be a patent under 35 U.5.C.
102(d), Ex parts Links, 184 USPQ 429 (Bd. of
Appls. 1974}, However, a German Auslege-
schrift publication is considered to provide the
legal effect of a patent under 35 U.S.C. 102(d),
%%S%Mte Beik, 161 USPQ 795 (Bd. of Appls.

Some countries issue patents of addition and
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separately nurabered as in France, the number
of the addition patent should be cited.

“Patents of addition” generally cover im-
provements of a patented parent invention and
can be obtained by the proprietor of the parent
invention. Inventivenessin relation to the par-
ent invention need not be demonstrated and the
term is governed by the term of the parent
patent.

For citation of the number of pages of draw-
ing and specification, see § 707.05(e).

%ome foreign countries list the references
cited during the prosecution. These, especially
if they are %S patents, may be helpful, either
as references of interest to the examiner or to
suggest an overlooked fleld of search.

Frperar, Reposric or (GERMANY

(GGerman allowed applications have been is-
sued in printed form beginning September 1,
1955, Those printed from this date up to De-
cember 31, 1956, are captioned “Patentan-
meldung.” They should be cited as “German
printed applications” and identified by the name
of the applicant, the serial number of the appli-
cation, and the date of publication. They are
printed on white paper. The applications
printed after January 1, 1957, are printed on
green paper and are captioned “Auslegeschrift”
and have an additional number which is larger
than 1,000,000 and which will be the number of
the patent, if issued. This new nnmber should
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be used instead of the original serial number.
When and if the patent is granted, the specifi-
cation is printed again on white paper with the
same number.

On October 1, 1968, the West German Patent
Office shifted to a deferred examination proce-
dure. Under this procedure all pending appli-
cations are printed on yellow paper at 18
months after the filing or claimed priority date
as “Oﬁ'eniegungsschri?ten”‘ The numbering sys-
tem is larger than 1,400,000

German Utility Models (Gebrauchsmuster)
may be used as references as prior patents, but
not as prior printed publications since the full
specifications are not printed effective as of
their registration date. When necessary, the
Librarian will obtain the complete text of the
specification from the German Patent Office.
A file of such copies is maintained in the Scien-
tific Library.

NETHERLANDS

Nether]lands applications, unless withdrawn,
are printed beginning January 1, 1964. They
are captioned “Octrooiaanvrage”. They should
be cited as Netherlands applications giving the
number, date of publication, “Datum van ter
inzagelling”, name of applicant, “Aanvrager”,
and datn customarily given in citing foreign
patents,

Uwrmee Krvepom

Certain United Kingdom applications had
become void and hence lack a date of accept-
ance. Nevertheless, they were given a number
in the patent series. The date of publication
gyear only) is given following the statement
“Printed for His Majesty’s Stationery Office,”
and this should be cited.

British specifications prior to 1916 have
printed in Iarge heavy type at the head of the
first page of the specification a number and
year, as 1451 A.D. 1912, This, together with
the name, as required by the rules, is always
the proper citation of the patent. The year
given at the head of the specification is either
the year of filing or the year of acceptance, but
in either case it is the official designation of
the patent.

The year printed on the drawing is not al-
ways the year for correct designation of the
patent. Where it is not, the correct year is
shown by & small superior number or expo-
nent placed to the right and above the serial
number of the patent, as—

1910--No. 499
1912--No. 19421 1

In instances of this kind the patent should be
cited as No. 499 of 1911 or No. 19491 of 1918,
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Frawoe

The date of recent French patents to be taken
as the effective date as o patent for reference
purposes is the date of the Official Bulletin of
the French Patent Office {Bulletin Officiel de la
Propriété Industrielle) in which the granting
of the patent was announced. This date does not
appear on the printed copies of the specifica-
tions of the patents. The printed copies give the
date the patent was granted (déliveé) and the
number of the particular issue of the Official
Bulletin in which the granting of the patent
was announced. The date of the issue of the
Bulletin, if needed, may be obtained from the
Bulletin itself in the Library and would be
about five or six weeks later than the granting
date. The granting date may be used for citation
purposes but if the precise date is critical the
effective date should also be given,

The date used as the effective date when the
patent is used as a patent (rather than as a
printed publication which date is later) has
been the date on which the patent was granted,
indicated on the printed copies by the word
“délivré”, as was established by decisions of
the courts, the Commissioner, and the Board of
Appeals. Owing to a change in the practice in
the French Patent Office whereby the specifica-
tions of granted patents are now not available
to the public until the date of the Official Bul-
letin, it is necesssary to apply In re Af RBken-
stam, 45 COPA 1022, 256 F.2d 321, 1958 OD
402, 734 OG 290, 118 USPQ 849 ; and use the
date on which the specification became available
to the public as the effective date as a reference.
This practice will apply to recent French pa-
tents, going back to bumber 1,148401 an-
nounced in the Official Bulletin of July 11, 1957
and back to patent of addition number 67,251,
No change in practice is indicated with respect
to French patents prior to these numbers. See
also Ix parte Appeal No. 24247, 196 USPQ 828
(Bd. Appl. 1976).

SWITZERLAND

The effective dates of Swiss patents are dis-
cussed in Ex parte Reuge, 115 USPQ 51 and
in Ex parte Appeal No. 194-38, 1966 CD 31,
152 USPQ 70. It should be noted that two dif-
ferent systems are in operation in Switzerland.
The majority of patents are issued without
search and examination in the light of refer-
ences, and the date used for these is the publica-
tion (verdffentlicht, publié, pubblicato) date.
In two fields, inventions relating to time-keep-
ing, and inventions relating to the non-mechan-
ical treatment of textiles and fibers, applica-
tions are searched and examined in the light
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of the prior art and the procedure differs from
that followed in the other cases; it follows, in
general, the procedure in the Federal Republic
of Germany as described in Ex parte Grusch-
witz et »l, 1963 CD 859, 138 USPQ
505. Patents which have been issued under
the examination system can be recognized
from informafion given in the heading
which refers to the publication of the applica-
tion (the French and German language ap-
plications, Demande publiée and Gesuch be-
kanntgemacht, respectively). As in the German
practice, when a case is found allowable by the
examiner the application is published for oppo-
sition and the specification 1s issued in Erinted
form (also referred to as Auslegeschrift, Ger-
man and Mémoire expose, French). These
printed copies have not been received by the
Office. If it becomes necessary in connection
with a Swiss patent issued under the examina-
tion system to establish a date earlier than the
date the patent was granted, the library can ob-
tain a copy of the earlier printed application
from the Sywiss Patent Office.

901.05(e) Obtaining Copies [R-1]

Photocopies of foreign patents can be ordered
by an examiner for placement in the shoes of a
class in which he examines, if the patents would
be of frequent use in that class (8§ 905.01 and
903.03).

901.05(d) Translation [R-1]

Examiners may request transhators in the
Translation Branch of the Scientific Library to
assist them oraily or with written translations
of foreign language specifications thought to be
pertinent to an application being examined.
(See §901.06(a), Translations—~Requests for
Tronslations, and §903.08, Classification of
Foreign Patents, below.) Alternative versions
of specifications, in English or other languages
kmown to the examiner, can commonly be found.
Searches for alternate versions are performed
in the Foreign Patent Branch of the Scientific
Library. As a substitute for translation, this
service materially reduces the apparent problem
posed by 2 foreign language specification.
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901.06 Non-Patent Publications
[R-1]

All printed publications may be used as ref-
erences, the date to be cited being the publica-
tion date. Recognized abbreviations of names
of periodicals may be used in their citation
(§707.05(e)).

here are some publications kept or circu-
lated in every group and each assistant ex-
aminer should ascertain which are available in
his group and whether or not any of them is
likely to bear on any class assigned to him.

Science Abstracts of London, England pro-
vides the Patent and Trademark Office with
certain non-patent literature. This literature in-
cludes the following:

A. A copy of the full text of the article;

B. An English language abstract attached to
the full text of the article;

C. Bibliographic details;

D. United States Classification including
clags and subelass, where necessary addi-
tional copies are provided. The Interna-
tional Patent Classification is provided
with each document.

E. A document identification number

pre-
ceded by the alpha character S followed
by an eight digit number (eg.
S00840001).

The United States classification as well as the
International Patent Classification is placed
on each document made of record and stamped
“RECORDED?” by the New Documents Proc-
essing Branch. No change in status of the docu-
ment (e.g. changing classification, eancelling or
adding of copies) should be made unless the
New Documents Processing Branch is notified.
The document should be returned to the New
Document Processing Branch with a change
request specifying the document identification
number, group art unit, status change and the
name of the examiner, If the change in clagsi-
fication places the “RECORDED” non-patent
literature document in another examining
group, the request should be attached to the
document and forwarded to the new group.
The examiner in the new group should indicate
his or her approval and forward the material
to the New Document Processing Branch.

Rev. 1, Jan. 1880
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‘Where a non-patent literature reference with
a document identification number is cited, the
identification number and the class and subclass
should be included on form PTO-892.

The citation wshould be ag follows:
(500840001) Winslow, CE.A. Fresh Air and
Ventilation N.Y., E. P. Dutton, 1926, p. 97-112,
TH 7653. Wb, 315-22,

901.06 (a) [R-1]

86 U 8.0 8, Library, The Commissinner shall main-
tain a lbrary of scientific and other works and pe-
riodicals, both foreign and domestie, in the Patent
and Trademark Office to aid the officers in the dis-
charge of their dufies.

The technical literature, foreign patents and
services supplied by the New Documents Proc-
essing Branch and available in the Scientific
Library are important to the examiner for two
primary reasons. In the first place, they provide
material which must be known or searched to de-
termine whether claims of applications are di-
rectly anticipated, and therefore unpatentable
under the provisions of 35 U.S.C. 102. In the
second place, in cases in which the primary
search indicates that there is some novelty as
compared to any single reference in the art, the
library handbooks, textbooks, periodicals, re-
ports and other materials assist in deciding the
question of patentable invention (35 U.S.C.
103). They enable the examiner to make a fur-
ther study to determine whether the features
novel in the particular combination searched
would be obvious to a person skilled in the art
from the general state of knowledge as reflected
in the technical literature.

Scientific Library

MarERIALS AVAILABLE
Foreign Patents

The United States Patent and Trademark
Office receives foreign patents by exchange from
almost all countries that print their patents. In
most cases, two coples are received: one for the
examiners’ search files and one for the numeri-
cal set in the Library. Since July, 1969, the
numercial set for many countries have been ob-
tained on 16 mm microfilm reels. Patents on
which there is no date of publication (Australia,
France and Italy) show the date of receipt in
the Library. Soviet and Bulgarian authors’
certificates are date-stamped even though a
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“date of publication” appears thereon because
there is some doubt whether “publication”
means “printing.”

Foreign Patent Journals

Most foreign countries issue official patent
and trademark journals corresponding to the
Official Glazette. Patent journals are shelved
under country names in the patent collections,
and with the numerical sets of those countries
which print their patents. Trademark jour-
nals are retained for only 4 months. Most coun-
tries issue name indexes; some also issue clas-
sified indexes. These are shelved with the
journals.

Books

A representative selection of books published
in the United States and Great Britain in the
fields of applied techhology is systematically
acquired by the Library. In addition to the
English language books, there is a modest se-
lection from French and German literature,
mostly in the field of chemistry. There are
also collections in the various examining groups
of books and trade catalogs pertinent to the
arts which they examine. The Design Patent
Group has a great many manufacturers’
catalogs.

In selecting books and periodicals to be or-
dered, the Manager and the library staff obtain
assistance from members of the examining corps,
and suggestions concerning materials to be

obtained are welcomed at any time. Duplicate 1

copies of books purchased by the Library may
be ordered by examiners for use in the groups
by addressing a memorandum to the Manager
of the Library via the group director. '

The books and trade catalogs procured for
permanent assignment to the examining groups
are recorded in the Fibrary’s main catalog, and
copies of these books sometimes are available
in the Library also.

Technical Periodicals

Over 1,500 technical periodicals are received.
These include publications of many important
scientific and technical societies. The list in-
cludes o number of titles in the design patent
field and in flelds of interest to non-examining
areag of the Office.

Most of the periodicals received by the Li-
brary are circulated to examining groups.

e
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Once each year the Library sends to each group
a list of all titles currently circulated to them
with request for suggestions for changes, This
systematic procedure does not preclude the re-
questing of subscriptions for new titles at any
time, and the Library itself will occasionally
add new titles. The Library is alert-to new
periodical publications and it acquires sample
copies which it sends to groups likely to be inter-
ested with o request for review and recommen-
dation,

An important part of the duties of each ex-
aminer involves constant inspection of non-
patent literature pertinent to the class or classes
that he examines. The Library has undertaken
to assist in this time-consuming activity.

Laerary ServIcEs
Non-Patent Literature

Encyclopedic works, published indexes, and
abstracting vehicles which assist searches in
patents and technical literatures are constantly
mcrensing in number and quality. The Library
welcomes suggestions for acquisition of avail-
able or forthcoming aids to searching. In con-
ducting library searches, examiners ate encour-
aged to supplement their own familiarity, skill,
and available time by queries addressed to the
Reference Section of the Library (Ext. 72957 }.

The Staff of the Reference Section
will assist examiners in the use of the card
catalogs and other resources of the Ii-
brary, in pointing out publications which will
help examiners define the limits of the field of
search, and in providing information for use in
prior-art searches. Upon request, it will provide
bibliographies on given subjects.

The Reference Section (Ext. 72957 ) has ac-
cess via a remote terminal to the data bases of
Lockheed, ‘the Systems Development. Corpora-
tion, and the National Library of Medicine.
These data bases cover the entire field of
knowledge; print out bibliographies and in
some cases data; and provide a valuable initial
screen of the non-patent literature for the
examiner intending to make a search of the
secondary sources of his area of interest,

Main Catalog

This card catalog is located in the Reference
Room and provides access via author’s name,

Ly title, and 2 or 8 subject headings, all arranged

901.06(a)

m one alphabet. All materials purchased for ~¥71

the Office through the Acquisition Section of
the Library are represented in the catalog. The
author entry card notes where a book has been

assigned, as appropriate, If an examiner finds —d

that the book desired is not on the shelf he or
she may be able to ascertain through the card
catalog that another copy is available elsewhere
in the Office. Examiners sometimes acquire ma-
terial independently of the Library, and it is
Important that any such material should be sent
to the Library’s Technical Processes Branch for
cataloging to assure that it may be recorded for
the benefit of the entire Office.

The Library of Congress classification scheme
18 used in classifying the books and pe-
riodicals. A printed outline of this scheme is
kept on one of the reading tables on the second
floor and a shorter outline is posted on the end
of two of the book stacks, Examiners will find
the outline helpful in determining the general
subject area of the field in which they are inter-
ested. Near the main card catalog, there is a
separate card listing of bound periodiecals and
foreign patent and trademark journals.

Foreign Patent Information

Upon request made to the Foreign Patents
Branch (Ext. 73545) the Library will procure
individual typewritten copies of patents from
countries which issue, but do not print them.
Where applicable, the dates of opening to in-
spection, of issuance and of publication will be
requested of the foreign patent office, The copy
of each patent so acquired is retained in &
special file in the Ioreign Patents Branch
and a photocopy thereof is submitted to the
examiner. As reguested by examiners, the
Branch performs searches in foreign patent
journals to ascertain the dates of opening to
public inspection, of grant or sealing, and of
publication of specified foreign patent appli-
cations. They will also make searches to locate
patents with an earlier date or in a more
familiar language.

Loan of Books and Oiher Publications

GFeneral

All Library materials other than the books
in the main reference collection in the Refer-
ence Room may be charged out at the cir-
culation deslk. Materials should be kept as
briefly as possible. Since all library materials
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are used for reference purposes, none may
be talken outside of the Patent and Trademark
Office. Examiners may use the Department of
Commerce Libraries as well as other Federal
Government libraries in the area. The Reference
Section (ISxt. 72957) can answer gquestions re-
garding the accessibility and lending practices
of the other libraries. Books needed from that
Library for official use should be obtained

through the Scientific Library by means of in- -

terlibrary loan as described in the following
paragraph,

Interlibrary Loans

On request the Reference Section (HExt.
72959) will borrow from other libraries mate-
rials not available in the Scientific Library.
In return for this service, the Library loans
its materials to other libraries in the District
of Columbia so that occasionally an examiner
may find that the item he desires is unavail-
able. These materials which are out on inter-
library loan may be recalled for the examiner
if required for immediate use. To borrow
books from another library is costly in terms
of both time and effort; therefore, it is libravy
policy not to borrow materials unless strietly
pertinent to official use. Law books cannot be
borrowed by the Library for use by examiners
in connection with law courses.

When a book or periodical is borrowed from
another library, and cited in an Office action, a
photocopy of the portion cited should be or-
dered immediately and placed in an appropri-
ate class and subclass. This class and subelass
should be cited in the Office action.

Publication Dates

Requests pertaining to the earliest date of
publication or first distribution to the public
of publications and patents should be made to
the Reference Section. They can obtain the day
and month of publication claimed by the copy-
right owner for United States publications and
they will write to the foreign source.

Translations

Begquests for Translations

Eixaminers may consult the translators in the
Translation Branch on the lobby level of build-
ing 6 (Ext. 78193) for oral assistance in trans-

lating foreign patents or literature that are \

possible references for an application being ex-
amined. Examiners may request written trans-
lations of pertinent portions of references cited
in applications. Translations are made from all
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of the principal European languages and from
Japanese,

Card Index of Available T'ranslations

This index lists all translations which have
been made by the Translation Branch of the
Library and a few others gathered from mis-
cellaneous sources. The card file and over
18,000 translations of foreign patents and
trademarks with some periodical articles and

excerpts from books are located in the Transgla-

tion Branch. Translations, which arve available
to examiners and non-Office personnel, are in-
dexed by country, patent or trademark number,
and patentee or author. A copy of any transia-
tions coming to an examiner from outside of
the Office should be furnished to the Translation

Branch so that it may make a copy for its files.

In this case the source is indicated on the trans-
lation so that it will not be certified as an official
translation of the Patent and Trademark Office.

901.06(h) Borrowed Publications
See § 901.06 (a}, Interlibrary Loans.

901.06(¢) Alien Property Custodian
Publications

Applications vested in the Alien Property
Custodian during World War II were pub-
lished in 1943 even though they had not
become patents.

Care must be taken not to refer to these pub-
lications as patents; they should be designated
as A.P.C. published applications.

An AP.C. published application may be
used by the examiner as a basis for rejection
only as a printed publication effective from the
date of publication which is printed on each
copy.

The manner of citing one of these publica-
tions is as follows: A.P.C. Application of
Ser. No. ______ , Published _..___

The Scientific Library containg a complete
set of A.P.C. published applications arranged
numerically in bound volumes.

901.06(d)

Abstracts, Abbreviatures
and Defensive Publications

Abstracts and Abbreviatures are Patent and
Trademark Office publications of abandoihed ap-
plications. Defensive Publications (the O.G. de-
fensive publication and search copy) are Patent
and Trademark Office publications of a pro-
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visionally abandoned application wherein the
applicant retains his rights to an interference
for a limited time period of five years from the
earliest effective 1.S. filing date. See §§ 711.06
and 711.06 (a).

Distinet numbers ave assigned to all Defen-
sive Publications published after December 16,
1969, for example.

iy 269 00
L Number series, 001-099 available
monthiy,
0.G. volume number,
Document category, T for Tech-
nical discltosure.

Defensive Publications are incladed in sub-
class lists and subseription orders. The distinct
numbers are used for all official reference and
document copy requirements, Lo

A conversion fable from the application
serial number to the distinct number for all
Defensive Publications published before De-
cember 16, 1969 appears at 869 O.G. 687.

901.07 Arrangement of Art in Exam-
ining Groups

In the examining groups the U.S. patents are
arranged in shoes bearing appropriate labels,
each showing the class, sub-class, and usually
the lowest and highest numbered patents put in
the respective shoe. The patents should be ar-
ranged in numerical order.

Some U.S. copies are marked “Cross Ref-
erence.” These are patents which are classified
in other classes or subclasses but which have
disclosures pertinent to the subclasses in which
they are placed as cross references. Cross ref-
erence copies may be filed in the shoes along
with the copies of the original patents to sim-
plify the tasks of searching and filing.

Coples of foreign patents are usually kept in
shoes separate from and immediately following
the U.S. patents.

Al foreign patent documents (patents and
published applications) involved in a reclas-
sification project issued after January 1, 1974
are filed by year of publication only, within each
subclass. Each such foreign patent document has
the year of publication written in red in the
upper right-hand corner of the front page. It
is anticipated that eventually all the classified
foreign patent document search files will be ar-
ranged in this manner. This filing arrangement
aids the examiner in updating his search as well
as the Office of Patent Classification in the main-
tenance of the integrity of the search files.

Non-patent publications or photocopies
thereof containing disclosures for particular
subclasses, if numerous, should be filed in shoes
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following the foreign patents, otherwise at the
bottom of the last shoe of foreign patents.

901.08 Borrowing References

The search files in each examining group
should at all times be complete. Where they
are incomplete, the examiners using such files
and relying upon their completeness may miss
valuable references. References removed from
the files whether for use in the group or other-
wise should, of course, he promptly returned.

901.09 Missing Copies—Replacement .

When the original or cross-reference hard
copy of a reference patent is missing from the
examiner’s search files, a soft copy may be or-
dered on modified buff colored form PO-14. The
box marked “Notes” on this form has been
stamped with two check boxes, “OR” for orig-
inal and “XR” for cross-reference, and the
words “REPLACEMENT COPY”. In order-
ing a substitute or replacement copy, the exam-
iner should complete the “Patent Number”,
“Date of Order”, “Examiner’s Name” boxes,
mark the number one -1- in the “No. of Copies”
box and place the classification in the first
“Class-Subclass/Digest” box. In the “Notes”
box, mark through the appropriate checik box
for either “OR” or “XR”, depending on which
type document is missing.

To expedite the handling of requests for RE-
PLACEMENT coipes and thereby insure the
guickest response, the following routing proce-
dures should be adhered to:

(1) Use designated collection drops for copy
orders within each group.

(2) Group clerical personnel should hand
carry or mail the modified Buff colored PO-14
at least daily, to the Classifier Support Section,
room CP2-7D12 or drop them in the Docu-
mentation soft copy order box provided at the
reference order window in room 2-1A03. This
box is emptied at least three times daily.

The attorneys’ drop slot at the Customer
Services Division Window should not be used
nor should the forms be mailed to Customer
Services Division as consequent rerouting to
Documentation for processing will result in un-
necessary delay.

All soft Copy Replacement copies ordered on
modified buff colored form PO-14 will be la-
beled with the classification noted on the PO-14
and the upper face of the soft copy will be
stamped either “Substitute for missing OR” or
“Substitute for Missing XR".

If the original copy 1s subsequently found the
replacement copy should be removed from the
file and discarded.



902

C /), 234, 567

USK A SEFARATE FORM FOR ORDERING EACH MISSING COPY
EXAMINER S NAME ART UNIT DATE OF ORDER

NO. OF COPIES

ELeeny Gray f66 | 10-15-7F
FO REPLACE
MISSING
COPY N
wcg“%““ m%"éﬁ'm“
CHECH GNE BOX ONLY:
[CJor XXR CGunknown

SR kg

U.S. DEPARTMENT OF COMMERCE
PATENT AND YRAGEMARK QFFICE

EXAMINER'S ORDER FOR REPLACEMENT COPY

PIO-18C R, 3.761

902 Official Publications and Indices
of 1.5, Patents

902.01 Manual of Classification

The Manual of Classification is published in
loose-leaf form, and supplementary sheets con-
taining changes are issued from time to time
to replace the original sheets.

All changes to official subclagses are effected
by a series of Classification Orders. As these
changes are published, each examiner should
enter them in his manual, so that his manual
will at all times be complete and up-to-date. As
supplementary sheets are tssued, the old sheets
should be removed, and the new sheets substi-
tuted therefor.

There are over 800 classes of utility inven-
tions each having a title deseriptive of its sub-
ject matter and being identified by one of a
series of class numbers (some numbers of the
series are blank and not presently assigned to
any class). Fach class is subdivided into a
number of subclasses with each subclass bear-
ing a title descriptive of its subject matter and
being identified by a subclass number which in
many instances will include decimal fractions
and alphabetic characters. A complete identifi-
cation of a subelass requires both the class and
subclass numbers, the class number appearing
first and the subclass number second, e.g., “108-
1617 identifies Class 103, Subclass 161.

The Manual of Classification has the follow-
ing parts:

A Brief Statement on the Use of the Manual.

Olasses Arranged by Related Subjects. Tab-
ulation of classes, in which the classes are ar-
ranged in three major subject groups, with the
classes listed under each group by relationship
of subject matter. This tabulation is for the
purpose of asgisting the user in finding the
main class pertinent to his search.

Classes Arranged by Group Avé Units.

MANUAL OF PATENT EXAMINING PROCEDURE

Olasses Listed Alphabetically by title.

Olasses Arranged Nwmerically with Group
Art Unit and Search Boom Locations.

Subclass Schedules. Complete subclass sched-
ules for each class, the utility classes appear-
ing first in numerical sequence of class num-
bers, and then the design classes in numerical
sequence of design class numbers.

902.02 Definitions

All of the utility classes (i.e., classes devoted
to technology) except a few unrevised classes
have definitions. None of the design classes
has definitions.

Such definitions state the subject matter that
is found in each defined class and subclass
much more explicitly than it is possible to
state in short class and subclass tifles.

Each examining group has at least one set
of definitions and there are several sets in the
Public Search Room. Additional or replace-
ment sheets incorporating all changes and addi-
tions are issued from time to time and should be
promptly added to each set of definitions.

902.02{(a) Search Notes

The definitions have search notes as a part
thereof; namely, notes giving information as
to where subject matter related to the class will
be found (such notes appearing after the class
definition), and also notes as to where subject
matter pertinent to the subclass will be found
(appearing after the subelass definition).
These notes are intended to indicate both the
relationship and the difference between the
separately classified subjects.

Such search notes are not exhaustive and
should be regarded as suggestive of additional
fields of search, but not as limiting the search.

902.02(b) Search Cards

In one shoe of each defined subclass in both
the examining group and the Public Search
Room is a “Search Card” having the definition
of the subclags and the search notes if any.

902.03 1I1.8, Patent Classification In-
dices

A number of indices of T.8. patents are avail-
able and may be used to obtain classification
data of U.S. patents.

902.03(a) Numerical

A numerical index of domestic patents giyv-
ing their present original classification is avail-
able in the Public Search Room and in the Docu-

mentation Processing Division.
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‘There is a separate index for each series, X,
1836, A1, Re, PP and ID. Information as to both
the original classification and official cross-
reference classification of all U.S. patents is
available from the patent index telephone, Ext.
78951, This is a multiple line telephone and
problems with busy signals should be minimal.
The data is updated with new issues and re-
classification projects.

902.03(¢c) Subelass Lists

A list of the number of patents contained in
each subclass can be obta.ln‘ed from the Docu-
mentation Processing Division.

2902.04 C(lassification Orders and Bul

letins

Classification Orders are issued from time to
time giving all changes in the classification
that have been made officially, including every
change to be made in the Manual of Classifica-
tion or in the definition books.

Copies are distributed to all examining
groups for immediate use.

903 Classification

903.01 Statutory Authority

The statutory authority for establishing and
maintaining a classification is given in the fol-
lowing statute, which states:

3% U.B.C. 8. Classification of petents. The Com-
missioner may revise and maintain the classification
by subject matter of United States letters patent, and
such other patents and printed publications as may
be necessary or practieable, for the purpose of deter-
mining with readiness and accuracy the novelty of
inventions for which applications for patent are filed,

903.02 Basis and Principles of Classi-
fication

The basis of classification used in the U.S.
Patent and Trademark Office, the principles fol-

lowed, and the reasons why such principles were

adopted are set forth in the boollet Denvelop-
ment and Use of Patent Classification Systems,
which is available in cach art unit. Since clas.
sification is the basic tool of every examiner, this
hooklet, particularly as it relates to the present

classification system, should be carefully

studied,

903.02(a) New and Revised Classes
[R~1]

The establishmept: of new classes or sub-
classes and the revision of old classes are done
under the supervision of a patent classifier.
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The classifier performing the reclassification
secures a set of patent copies of the present clas-
sification. With these copies, by study and sue-
cessive groupings, he or she develops an arrange-
ment of the patents which is satisfactory for
searching.

The lines marking the confines of the new or
revised class and its subclasses are determined,
and appropriate definitions drawn. Then the
examiner’s and the Public Search Room’s copies
of the patents included in the new class are col-
lected, arranged and labeled conformahly to the
new classification, Official cross-references are
also prepared and appropriately Iabeled.

The patents comprised in the new class are
g{atered upon the numerical and subelass in-

ices.

Notification of the new class or subelass is
published in a Classification Order, and Supple-
mentary sheets necessary to correct the loose
leaf Manual of Classification are published.

Definitions of all revised classes and sub-
classes are included in Classification Orders,

903.02(b) Secope of a Class

In using any classification system, it is nec-
essary to analyze the organization of the class
or classes to be included in the search.

The initial analysis should determine which
one or ones of the several types of subject mat-
ter (manufacture, art, apparatus or starting
material) are contained in the class being
considered.

Further, relative to each type of subject mat-
ter, it is necessary to comsider each of the
various combinations and subcombinations set
out below:

Feature Combined with Basic Subject Mat-
ter for Some Added Purpose. The added pur-
pose is in excess of the scope of the subject
matter for the class, as defined in the class defi-
nition, e.g., adding a sifter to a stone crusher
which gives the added function of separating
the crushed stone,

Feature Combined to Perfect the Basic Sub-
ject Matter. TFeatures may be added to the
basic subject matter which do not change the
character thereof, but do perfect it for its in-
tended purpose, e.g., an overload release means
tends to perfect a stone crusher by providing
means to stop it on overload and thus prevent
ruining the machine. However, this perfect-
ing combined feature adds nothing to the basic
character of the machine.

Basic Subject Matter. The combination of
fentures necessary and essential fo the funda-
mental character of the subject matter treated,
e.g., a stone crusher requires a minimum num-
ber of features ns essential before it can fune-
tion as such.

Rev. 1, Jan. 1980



903.02(c)

Subcombinations Specialized to Basic Sub-
ject Matter. Kach type of basic subject matter
may have subcombinations specialized to use
therewith, e.g., the crusing element of a stone
crusher.

Subcombinations of General Utility, Each
type of basic subject matter may have sub-
combinations which have utility with other
and different types of subject matter, e.g., the
machine elements of a stone crusher. Subecom-
binations of this character usually are provided
for in some general class so that the examiner
should determine in each instance where they
are classified.

903.02 (¢) Establishing Subelasses and

Digests [R-1]

Unofficial subclasses and digests made by ex-
aminers made in accordance with established
clagsification guidelines can subsequently be
defined and issued as an official part of the
classification.

When an examiner finds it desirable to create
an unofficial subclass or digest the appropriate
post classifier should be consulted. The post clas-
sifier will assist the examiner in establishing any
new unofficial subclass or digest by; providing
appropriate instractions on how to mark patents
to be transferred from an existing subclass to a
new subclass or digest, obtaining any additional
cross-reference copies that might be needed, de-
termining the title of the newly established sub-
class or digest, and assigning the numeric and/
or alpha designation to be placed on the new
subclass or digest.

All newly created unofficial subclasses will,
to the maximum extent possible, be made official
s0 as to be a part of the defined classification
system and will thus appear in both the exami-
ners’ and Public Search Room files. The intent
is to accomplish this with a minimum amount of
disruption to the examiners, Any examiner hav-
ing the group director’s approval to create new
subelasses should contact the group post classi-
fier for his group. The classifier will cooperate
with the examiner on the arrangement of the
subclasses he wishes to establish and the defini-
tions thereof, Then, the examiner will physically
establish the subclasses and assign alpha desig-
nations thereto. On a time available basis, the
examiner may be aided in this task by classifica-
tion personnel.

At this point, the Office of Patent Classifica-
tion will withdraw the corresponding Search
Room copies, and using data gathered from
the examiners’ unofficial subclasses, conduct the
final processing of the Search Room patents.
After this is complete (i.e. the Search Room
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coples are arranged by the new classification),
the examiners’ copies will be withdrawn for a
short period to go through final clerical proc-

essing into numeric subelasses and then re- -

turned to the examiners,

The above procedures will not only be bene-
ficial to the Search Room file but will also pro-
vide the examiners with defined subclasses,

903.03 Classification of Foreign Pat-
ents [R-1]

Foreign patent documents are distributed by
the New Document Processing Branch of the
Document Processing Division to the examining
groups with forms attached. The examiner
should indicate the proper classification for the
foreign patent on the form.

If the foreign patent is not properly classifi-
able in his or her group, the examiner should
indicate on the foun a Group Art Unit and
Class in which he or she consider it to be classi-
flable, if possible, and return it with the patent
to the New Document Processing Branch. Any
indication of class made by the New Document
Processing Branch is advisory only, and the
final decision as to where the patent is to be
placed is made by the examiner in whose art it is
classifiable.

All subelasses in which a copy of the foreign

patent is desired should be indicated on the form, =1

New Document Processing Branch wiil order
any necessary additional copies and label them
with the classifications indicated on the form.

All foreign patents should be classified and
returned with the forms to the New Document
Processing Branch by the due date indicated on
form.

If the examiner desires to update the classifi-
cation of a foreign patent by changing, cancel-
ling or adding copies, he or she should forward
the patent to the New Document Processing
Branch with the desired transaction attached.

It is helpful if the copy is either folded or
disassembled and re-stapled so that the most
significant sheet of drawing is exposed when
the copy is in the shoe cage. NOTE : Since the
Library retains copies of these and other for-
eign patents (See § 901.06(a)), a desired for-

cign patent, known by country, number, and 7

publication date can be inspected in the Library
or photocopies ordered.

Examiners confronted with language prob-
lems in classifying foreign-language patents
may call upon the Translation Branch of the
Scientific Library for assistance, see § 901.06(a).

Time spent in classifying foreign patents s
allowed in computing an examiner’s output.

.
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The method used in classifying foreigh patents
and the assignment of such work among the
examiners of the group are left to the super-
visory primary examiners. The hours spent by
each examiner on this work are noted on the
individual examiner’s record of “Other” time
{PO-690R).

903.05 Transfer of U.S. Patents

The transfer of official copies of U.S. patents,
either original or cross-reference, from one
class or subelass to another requires the ap-
proval of a classifier.

Examiners must submit to the appropriate
classification group all questions of transfer of
patents.

When an examiner desires to transfer offi-
cial copies of domestic patents to a different
class or subclass, he or she should have a memo-
randum list prepared for signature of the pri-
mary examiner of the numbers of all patents
which are to be transferred indicating only the
class and subclass into which each is to be
placed. Both originals and properly identified
official cross-references may be included in the
same list and these may involve transfers to or
from any number of different classes or sub-
classes. Additional cross-reference copies of any
listed patent may also be requested. This lst
with the examiner’s copies of the patents is
routed through any other group involved for its
prompt approval or comment and is forwarded
to the appropriate classification group.

In those instances where a transfer is ap-
proved by a patent classifier, the class and sub-
class designations on both the examiner and
Puyblic Search Room copies of the patents are
changed and the classification data files are
altered to agree with the new classification.
When the transfer is not approved, the copies
of the patents will be returned with a notifica-
tion thereof.

Unauthorized transfers render the subclasses
in the Public Search Room no longer dupli-
cates of those in the examiners’ rooms, and also
render incorrect the classification data files.

When it becomes necessary in the course of a
transfer to remove copies from the files in the
Public Search Room or Examiner Search
Room, a notice indicating the patents with-
drawn and the classifications to which they are
transferred is placed in the search file.

The procedure for transferring an entire
class or subelass from one group to another
is given in the Manual of Clerical Operations.
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903.06 Practice To Be Followed in
Ordering Official Cross-Refer-

ences

The following alternatives are available for
obtaining offiecial cross-reference copies of
United States patents,

a. Send to the classification group a list of
patents and relative to each patent, indicate the
class and subclass in which it is thought each
should be cross-referenced.

b. The preferred mode of ordering a cross-
reference where the examiner has a soft copy
with the pertinent portion marked, is to indi-
cate on the marked soft copy the class and
subclags in which it is thought it should be
cross-referenced. Such soft copy should be
forwarded to the classification group where it
will be promptly inspected, the necessary action
taken and the soft copy returned within two
days of its receipt.

903.06(a) Discovery of New Cross-

References

Patents which are useful as references may be
found either in the course of a search or from
inspection of the Official Gazette cach week.
Copies may be placed in the examiner’s search
files. See § 905.02,

903.07 Classifying and Cross-Refer-
encing at Allowance

It is the duty of each primary examiner to
personally review the classification and cross-
referencing made by his or her assistants of
every appiication passed for issue and to print
his or her full name on the blue issue classifica-
tion slip to show that this review has been made.

Both the blue issue classification slip (PTO-
270) and the file wrapper provide spaces for the
full names of the “Assistant Txaminer” and
“Primary Examiner.”

An examiner with full signatory authority
who acts on an application himself and sends it
to issue shonld print hisor her full name on the
blue issue slip and stamp and initial the file
wrapper ondy 1n the “Primary Examiner” space.
A line should be drawn through the “Assistant
Examiner” spaces on both the blue issue slip
and the file wrapper to make it clear that the
absence of an initial or signature in the box was
1ot an oversight.

The initial classification of pending applica-
tions and the drawings thereof will have been
indicated in pencil by the supervisory primary
examiner. See § 908.08(b).
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However, an application, properly classified
at the start of examination, may be improperly
classified when it is ready for allowance. The
allowed claims should be reviewed, in order to
determine the subject matter covered thereby.
It is the diselosed subject matter covered by
the allowed claims that determines the original
clagsifieation of U.S. patents.

Only the correct official classification should
be left on the file and drawing of each appli-
cation when passed for issue.

The examiner fills out a blue issue classifica-
tion slip (PTO-270) or a salmon slip (PTO-
328) in the case of designs to indicate the class
and subclass in which the patent should be clas-
sified and also the classes in which it should ap-
pear as a cross-reference. The examiner should
be certain that all subclasses into which cross-
references are placed are still in existence. The
examiner attaches the blue issue classification
slip to the inside of the left fold of the file
wrapper to be forwarded to the Patent Issue
Division.

The examiner also enters the final official clas-
sification appearing on the issue classification
slip in the space provided on the front of the file
and in the space provided in the stamping at the
top margin of the drawing. Care should be exer-
cised to see that all three entries of the classifi-
cation are correct and in agreement, particularly
after any alteration of one entry, for otherwise
the patent will be printed with an erroneous
classification or improperly positioned in the
Official Gazette.

All examiners are requested to fill in the
class and subelass on the drawings in large
numerals using as much of the space provided
as feasible. In this way the filing of drawings
and subsequent retrieval by the Patent Issue
Division will be greatly aided. See also § 1802.10.

All examiners must include unofficial subclass
designators on the blue issue slips (PTOQ-270)
at the time of issue when appropriate. This ap-
plies to both the original classification and the
cross-reference classification. Any time that a
patent is being issued in or cross-referenced to
& subclass containing unofficial subclasses, the
alpha designation for the proper unofficial sub-
class must be included on the blue issue slip. No
other designation is permissible. Inclusion of
only the numeric designation of an official sub-
class which includes unofficial subclasses is an
incomplete and improper entry on a blue issue
glip. All official subclasses which have unoffi-
cial subclasses are now designated with an “R”
(denoting residual) and if the patent does not
fit an indented nnofficial subelass, the blue slip
should include the “R” designation. Tt is per-
missible to place multiple copies of a patent into
a single seb of unofficial subelasses.
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When the original patent is elassified in an
unoficial subclass {ineluding the “R” subclass),
the front of the file wrapper and the drawing
should also include the alpha designation.

Digests should also be included on the blue
issue slip, but the original classification must
never be a digest. The indication for a copy of
a patent in o digest must be in the cross-
reference area of the blue issue slip and must
be identified by class number, alpha characters
DIG and appropriate digest number.

Resunmission

The original classification assignment of an
application may have involved a “borderline”
sttuation. The file wrapper of such an applica-
tion will be stamped, “RESUBMIT TO
CLASSIFICATION GROUP ———, ete.”,
the stamp appearing below the Interference
Search box. A “Special” tag should be attached
to the file when resubmitted, Note that there
should be no resubmission if there is, at the time
of allowance, no longer any doubt or dispute
about the proper classification.

Where an official Classification Order affects
an application already passed to issue, the clas-
sification group makes the necessary changes on
the file wrapper, blue slip, and drawing, if any.
The clerk of the examining group is notified so
that the Serial Register card may be similarly
changed.

Applications which already Lave been sent
to the printer will be classified by the classifica-
tion group at the time the patent issues.

903.07(a) Cross-Referencing—Keep

Systematic Notes During
Prosecution

Throughout the examination of the case,
systematic notes should be kept as to eross-
references needed either due to claimed or un-
claimed disclosure. Examiners handling related
subject matter shonld be consulted during
prosecution (whether they handle larger un-
claimed combinations or claimed or unclaimed,
but disclosed, subcombinations), and asked if
cross-references are needed. A cross-reference
MUST be provided for all CLAIMED dis
closure where possible and inserted on the blue
issue classification slip at time of issue.

903.67(b) Issming in Another Exam.
ining Group Without
Transfer [R-1]

When an examiner issues a prospective pat-

ent in another examining group, he or she notes’

in the space provided on the blue issue classifi-
cation slip, in red ink, the class and subclass of
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the other group, and in parenthesis the number
of said other group. (The initials of said other
primary examiner must appear in the block to
the right of the original classification.) In the
lower left corner, the examiner writes his or

L her own group number in black ink. (When the

patent issues, the classification group will, as a
matter of routine, send the necessary notices to
the group involved.)

The sending of cases to issue from one group
and assigning them to classes in another group
Is restricted fo those situations where both ex-
aminers concur in the proposed classification of
the patent, which must be shown by the con-
curring examiner initialing the issue classifica-
tion slip, or where there has been a ruling by a
patent classifier, who must initial the slip.

903.08 Applications: Assignment and
Transfer

The cxamining group to which an applica-
tion is assigned 1s responsible for its examina-
tion until such time as the application is offi-
cially transferred to another group by the
classification group.

The primary examiners have full authority
to accept any application submitted to them
that they believe is properly classifiable in a
clags in their art unit.

903.08(a) New Applications [R-1]

New applications are assigned to the various
examining groups in the first instance by the
Application Division.

Upon receiving an application from Applica-
tion Division, the clerk in charge of processing
new applications, should date stamp the file
wra&pper and the back of the docket register
card on the day the file is to be delivered fo the
supervisory primary examiner. The complete
application (file, drawing, and serial registor
card) arc then given to the appropriate super-
visory primary examiner. The clerks should not
permit these cases to remain overnight before
distributing.

If the supervisory primary examiner decides
that the application properly belongs in his

~» or her art unit, it is processed as a new receipt.

See § 903.08(b).
When a new application is received which, in
the opinion of the primary examiner, does not.

—- belong to his or her group, he or she may request

transfer to another group. See § 903.08(d).
Form PTO-447, “Transfer Request” consists
of five copies and is used as a transmittal, group
charge and notification form,
If the search in connection with the first ac-
tion develops art showing proper classification
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elsewhere, the transfer is initiated after a re-
sponse 15 received from applicant,

Borpennine CLaSSIFICATION

The classification assignment of an applica-
tion to the proper examining group, especially
when there 1s submission to and assignment by
the classification groups, often involves a bop-
derline situation. Classifiers in the classification
groups, when assigning such borderline cases,
will stamp the file wrapper directly below the
interference search box when it is their con-
sidered opinion that the classification of such an
application should be reconsidered on allow-
ance. The stamp will indicate which classifica-
tion group will reconsider the case on a “Spe-
cial” basis. Note “Resubmission” portion of
§ 903.07.

903.08(b) Classification and Assign-
ment to Examiner

LEvery application, new or amended and in-
cluding the drawings, if any, when first as-
signed to a group must be classified and as-
signed to an examiner for examination.

The supervigory primary examiner normally
assigns them, noting in lead peneil in the space
provided on the face of the file and in the upper
left hand corner of the first sheet of the “col-
ored” paper prints the class and subelass to
which the case pertains, and also the name or
initials of the examiner or the assigned doclket
designation. The application file is then turned
over to the clerk for processing.

If an examiner other than the supervisory
primary examiner is given the responsibility of
assigning applications, time so spent may, at
the group director’s discretion, be charged to
“Asaisting SPE”,
903.08(¢)

Immediate Inspection of
Amendments

Upon the receipt of an amendment which
makes o transfer proper, steps should be taken
promptly in accordance with the transfer pro-
cedure outlined in § 908.08(d).

903.08(d) Transfer Procedure

TrawsrErs Brrwrexy Arr Untrs Wrirnin TaHE
Samz Group

All “within the group” transfers must be
ealled to the attention of the group clerk so that
the examiner’s docket record card and serial
register card can be changed to correctly mdi-
cate the assignment of the application, The clerk
must also report docket changes on the FEx-
aminer Docket Activity Report, PTO-89C.
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Where there is a difference of opinion among
the supervisory primary examiners as fo as-
signment within the same group, the matter 1s

submitted to the classification “postman” for

resolution, Note § 908.10.
Transrers Brrweey Dirrmrent Groups

Transfer of undocketed and docketed new and
amended applications may be requested between
groups via the regular messenger service with-
out submission to, or approval by the classifica-
tion groups. However, the forwarding group
must send the application to the recelving
group with a transfer request, PTO-447 (only
the forms dated 9/70 or subsequently should be
used), within one calendar week of receipt in
the forwarding group. Amended applications
must be submitted within two weeks of the
group receipt date of the amendment. If an ap-
plication is not submitted within the time limit,
it must be classified, assigned and retained in the
original group.

Exceptions to these time limits are:

1. All new applications (docketed and un-
docketed) transferred to Group 220 purely for
security reasons.

9, New undocketed applications swhich ave
hand carried.

8. New reissue applications filed after March
1, 1977, which should be retained in the group
indicated by the notice of filing in the Official
Gazette for two months following the notice be-
fore transfer.

Where a supervisory primary examiner be-
lieves an application does not belong in his
group, be dates and completes form PTO-447 by
giving a full explanation of the reasons for clas-
sification in the other group art unit. In the
space provided on the form at least one of the
following must be included:

(1) Identification of the controlling claim

examinable in another group.

(2) Identification of any existing informal

transfer agreement.

(3) Other reasons—with full explanation.

The supervisory primary examiner may give
the complete file with form PTO-447 attached,
to his transfer clerk for forwarding by regular
messenger service, or he may obtain the docket
record card from the clerk and hand carry the
entire file to the other group art unit. The group
clerk retains part PTO-447(d) of form PTO-
447,

If the receiving examiner agrees to accept
the application, he classifies and assigns the case
and initials the form PT(0-447 and the face of
the file wrapper. The transfer is effected by the
clerk in the group which accepts the application
by transfer. Application Divisiod is notified by

Rev, 1, Jan, 1980

278

MANTAL OF PATENT EXAMINING PROCEDURE

PTO-447 {2} and the forwarding group is noti-
fied by PTO-447 (e).

If the other examiner does NOT agree to
accept the application within one week of re-
ceipt, such reasons and the examiner’s initials
are placed on the form PTO-447 in any avail-
able space. Where acceptance of an application
is refused by the second group within one week
of receipt in the second group, it may be sub-
mitted to the classification group associated
with the forwarding group for decision. If an
application is not refused within the time limit,
the second group must keep and examine the
application.

Failure to fill in the date on the form by
either the transmitting examiner or the receiv-
ing examiner may result in the assignment of
the application to his or her art unit.

Transfer inquiry after expiration of the time
period may be made by hand carrying the ap-
plication directly to the second group for pos-
sible acceptance. If it is accepted, the transfer
is effected, but if it is refused, the original
group must keep and examine the application.

Transfer of amended applications (any ap-
plication having a response to an action by the
Office) may be requested by using the
regular messenger service, if transfer is initi-
ated within two weeks from the group receipt
date of the response. The procedure for request-
ing transfer of such an amended application is
similar to the procedure for requesting transfer
of a new case. The time limit for mitiating
transfer of an amended application istwo weeks
from the group veceipt c{)ate of the response.
The procedure for hand carrying an amended
application is also similar; if accepted after the
two week period, the transfer may be effected,
but if refused the case remains in the initiating
group. The time limit for refusing the transfer
of an amended case is one week, as for new
applications.

The question or need for a restriction re-
quirement does not enter into the determination
of transfer.

Procroure v THEE Crassirrcarion Group

The classifier may assign the application in
accordance with the forwarding examiner’s
recommendations or, when this is not appropri-
ate, to some other group. He or she writes the
assigned class and group art unit numbers and
his or her initials on the face of the file wrapper
and on PTO-447, briefly giving his reasons in
the space provided on the form.

‘Where the change results in assignment of an
application to a class under the jurisdiction of
another classification group, the classifier ob-
tains the concurrence and signature on PTO-

t

}
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447 of a classifier in the other classification
group.

As heretofore, under certain circumstances a
classifier may, contrary to controlling classifi-
cation rules, assign an application to & class or
group which in his judgment is better equipped
to examine the application. This is fully
described in paragraph 6 and 9 of § 903.08(e);
see also the last paragraph of §908.08(a).
Assignment by the classifier becomes final, and
no transfer should be accepted without the
classifier’s initials on the face of the file
wrapper.

Reconsmerarions

The supervisory primary examiner of the
group art unit to which an application is trans-
ferred may request reconsideration provided
that group art unit has not seen the applica-
tion before the transfer, if he or she believes the
classifier’s assignment is in error, by briefly
stating his reasons on a new form PT(-447 and
sending it with the application to his or her
classification group. Only one such request will
be accepted. The classifier having jurisdiction
of the class in which the application is assigned
considers the matter and writes his decision on
PTO-447. However, reconsideration may not
be requested by a forwarding group when an
application is returned by a classifier for
examination,

Full clerical procedures for transfering ap-
plications are set forth in section 1205 of the
‘Manual of Clerical Procedure.

903.08(e) General Regulations Gov-
erning the Assignment of
Applications for Examina-
tion

The fact shonld be borne in mind that the
following regulations are only general guides,
and exceptions frequently arise because of some
unusual condition. The fact should also be
kept in view that the patent classifiers as well
as the patent examiners are confronted with
an already existing classification, made up
of newly revised classes, those revised years
ago and which have somewhat outgrown their
definitions and Jimits, and still others made a
generation ago and never changed. Also, these
classes are based on different theories and
plansz some on art, some on structure, some on
functions, some on the material worked upon,
and some apparently, on no theory or plan at
all.  The patent classifiers cannot change this
existing condition ns each application comes
up for assignment but must seck to dovetail
the cases into the patchwork and try to get
the applications where they will be best han-

903.08 (e)

dled. To do this often violates the patent clas-
sifler’s views as to what constitutes a really
proper classification.

1. The assignment of applications follows, as
far as possib?e, the rules or principles govern-
ing the classification of patents.

2. The most comprehensive claim, that is the
claim to the most extensive combination, gov-
erns, and this is frue whether there is only one
such elaim and & large number of other claims,
or whether the sets of claims are more evenly
divided. Tt is regarded as just as vital that one
complex claim be searched and adjudicated by
an examiner skilled in the art as that a group
of such claims be so searched and adjudicated.

3. The claims and statement of invention are
generally taken as they read, since any attempt
of a patent classifier to go behind the record
and decide the case upon what is deemed the
“real invention” would, it is believed, introduce
more errors than such action would cure. The
patent classifiers cannot possess the specific
knowledge of the state of the art in all the
classes that the patent examiners collectively
possess, [urther, such questions are matters
of merit for the examiners to determine and
are often open to argument and are subject for
appeal.

4. The location of the United States patents
constituting the prior art is generally control-
ling over all else. (Note: Where time permits,
obvious misplacements of the patents constitut-
ing the prior art are corrected, but to strajghten
all lines as the cases come up for assignment
would require the time of several men and
would often involve a reclassification of an
entire class,)

5. Ordinarily an application cannot be as-
signed to a class which includes one element or
part only of several claimed in combination.
The claim is treated in its entivety. The ques-
tion of aggregation is not reviewed by the pat-
enf classifiers.

6. The patent classifiers ave authorized in
all cases, where they evaluate the facts as war-
ranting it, to assign applications for examina-
tion to the group best able to examine the same.
Since assignment. for examination on this basis
will at times be contrary to classification of
patents containing the same character of
claims, the patent classifiers will indicate the
proper classification of the patent, if such claims
are allowed.

Thns in cases where there is a claim drawn to
hybrid or mixed subject matter and the super-
visory primary examiner in one discipline
feels that the application requires consideration
by, or may be best examined by, a group in one
of the other technical disciplines, chemical,
electrical, or mechanical, he may submit the ap-
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plication to his patent classifier who may assign
the application on 2 “best examinable” basis, in
accordance with this subsection.

Some examples of applications which may be
thus submitted include:

(1) An application contasining a hybrid
claim wherein, for instance, a product is defined
merely in terms of the process for producing it.
See §705.01(e) (1).

(2) Where an application properly assigned
to a mechanical or electrical class contains at
least one claim to mixed subject matter, a part
of which is chemical, the application may be
assigned to the appropriate chemical art unit
for examination; or where the application is
properly assigned to a mechanical class and a
claim therein contains electrical subject matter,
the application may be assigned to the appro-
priate electrical art unit for examination.

As indicated earlier, when an application
which had been assigned for examination in ac-
cordance with this subsection ultimately is
allowed, it will be classified according to the con-
trolling claim. In effect, assignment for exami-
nation may be on & “best examinable” basis, but
the patent will issue and be classified according
to the rules of superiority in elassification ; thus,
the search file will have a constant set of rules
governing placement of patents therein.

Where an application is being reassigned
from one examining discipline to-another, under
the provisions of this subsection, the patent
classifiers are authorized to require the first
examiner to cite references pertinent to the
claimed features falling under the jurisdiction
of the art within his diseipline. In those cases
wherein the application of the reference(s) is
not evident or clear, the first examiner should
include o brief statement explaining the rela-
tion and possible application of the reference(s)
to the claim(8) ; in case of dispute as to the ne-
cessity of this procedure, the patent classifier
has power to require the statement.

7. When an application has been taken up
by an examiner for action and a requirement
to restrict is found necessary, a part of the
claims being directed to matter classifiable in
the group where the case is being examined, an
actlon requiring restriction should be made
without seeking a transfer of the case to another
group. The action of the applicant in response
to the requirement for restriction may result
In making a transfer of the application
unnecessary.

8. Ordinarily where ull the claims of an ap-
plication are for an article made of a specific
composition or alloy with no other characteris-
tic of the article recited, the application will be
assigned to the composition or alloy class.
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9. A class of cases exists in which either no
art or a divided art is found and in which no
rule or principle is involved. (Such cases are
placed where, in the judgment of the patent
classifiers they will be best searched and adju-
dicated.) It is often impossible to so explain a
decision in this class of cases as to satisfy, or in
any way aid, the examiners interested. In-
deed, the reasons for or against sending such
cases one place or another may be o evenly bal-
anced that no reason of any value can be given.

10. An examiner secking the transfer of a
case may make a search, both of hig or her own
class and the class to which he or she thinks the
case should be transferred, and the examiner in
charge of the art unit should exhibit the result
of such search to the appropriate classifica-
tion group. This is the way the expert knowl-
edge of the examiners involved is utilized.

903.08(f) Patent Classifier’s Decision

A classifier in a classification group decides
the question of the proper classification of the
application, and either (1) returns the applca-
tion to the group which submitted it if he denied
the transfer request, or (2) forwards the appli-
cation to the group to which it is transferred.
See also § 903.10.

903.08(g) Transfer to Another Ex-
amining Group  After
Decision

If the application is to remain in the group
which submitted it for classification, no further
procedure is necessary, If assigned to another
group, the classification group processes the case
as deseribed in the Manual of Clerical Proce-
dures.

If the case is one which had been taken up for
action by an examiner according to its effective
filing date, it should be treated as special by any
examiner, art unit, or groud to which it is trans-
ferred. See § 708.01.

903.09 International Classification of
Patents for Inventions [R-1]

In accordance with the Strasbourg Agree-
ment Concerning the International Patent Clas-
sification, the United States is required to in-
dicate on its issuing documents the classification
symbols of the International Patent Classifica~
tion 1979 (Third Edition), hereinafter referred
to as “Int, CL3".

The complete Int. ClL® symbols must be
placed in the indicated space on the Jssue Clas-
sification Slip (form PTO-270) when an appli-

-
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Agricultural Machines or
Implements, in General

(¢) Subclass Indew—Some subelasses have
an index which is merely an informative
summary giving a broad survey of the
content, of the subclass.

Group

Each subclass is broken down into subdivi-
sions referred to as “groups”, which are either
main groups or subgroups.

(a) Group Symbol-—Kach group symbol con-
sists of the subclass symbol followed by
two numbers separated by an oblique
stroke.

{(b) Main Group Symbol—Each main grou
symbol consists of the subelass symbo
followed by a one to three digit huinber,
the oblique stroke and the number 00,

FExample: A 01 B 1/00
Main Group Title-—The main group title
defines a fleld of subject matter consid-
ered to be useful in searching for
inventions,

Example: A 01 B 1/00 Hand tools
(d) Subgroup Symbol—Subgroups form

~ subdivisions under the main groups.

Each subgroup symbol consists of the

cation or Defensive Publication Document is
issued.

The layout of the Int. C1.% is explained below
with reference to the sample page.
Section

The Classification represents the whole body
of knowledge which may be regarded as proper
to the field of patents for invention, divided into
eight sections.

(a) Section Symbol—Each section is desig-
nated by one of the capital letters A
through H.

(b) Section THtle—The secticn title is to be
constdered as a very broad indication of
the contents of the section. The eight sec-
tions are entitled as follows:

A Human Necessities

B Performing Operations; Transport-
ing

C Chemistry and Metallurgy

D Textiles and Paper

I Fixed Constructions

F Mechanical Engineering; Lighting;
Heating; Weapons; Blasting

G Physics

H Electricity

(¢} Contents of Section—FEach section title

!—db—

(e)

is followed by a summary of the titles of
its main subdivisions,

(d) Swbsection—Within sections, informa-

tive headings form subsections, which are
titles without classification symbols.

subelass symbol followed by the one to
three digit number of its main group, the
oblique stroke and a number of at least
two digits other than 00,

Example: A01 B 1/02

Any third or fourth digit after the
oblique stroke is to be read as a decimal
subdivision of the second or third digit,
respectively, e.g. 8/496 is to be read as
“three slash forty two point six”, not
“three slash four hundred and twenty
six” and is to be found after 3/42 and
before 8/43, and 5/1185 is to be read as
“five slash eleven point eight five”, and
is to be found after 5/118 and before
5/119,

Subgroup Title—The subgroup title de-
fines a field of subject matter within the
scope of its main group considered to be
useful in searching for inventions. The
title is preceded by one or more dots indi-
cating the hierarchical position of that
subgroup, i.e. indicating that each sub-
group forms & subdivision of the nearest
group above it having one dot less. The
subgroup title is often a complete ex-
pression, in which case it begins with a
-capital letter. A subgroup title begins
with a lower case letter if it reads as a
continuation of the title of the next
higher, less-indented group, i.e. having
one dot less. In all cases, the subgroup
title must be read as being dependent

Example: Agrienlture

Cluss

Bach section is subdivided into classes.

{a} Class Symbol—Fach class symbol con-
sists of the section symbol followed by a
two digit number,

Example: A 01

(b} Closs title—The class title gives an indi-

cation of the content of the class.
Example:

A 01 Agriculture; Forestry; Ani-
mal Husbandry; Hunting;
Trapping; Fishing

Subelass

Each class comprises one or more subclasses.

(a) Subclass Symbol—Each subclass symbol
consists of the class symbol followed by
a capital letter.

Example: A 01 B

(b} Subclass Title—The subclass title indi-
cates as precisely as possible the content
of the subelass.

Example:
A 01 B Soil working in Agricul-
ture or Forestry; parts, de-
tails, or accessories of
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upon, and restricted by, the title of the
group under which it is indented.
Examples:
A 01 B 1/00 Hand tools
1/24 for treating

meadows or lawns
(The title of 1/24 is
to be read as: Hand
tools for treating
meadows or lawns.)
Hand tools
Tools for uprooting
weeds (The title of
1/16 is a complete
expression, but ow-
ing to its hierarchical
position, the tools for
uprooting weeds are
restricted to hand
tools.)

Complete Classification Symbol

A complete classification symbol comprises
the combined symbols representing the section,
class, subelass and main group or subgroup.

A01IB1/00
1/18

Example:
A 01 B 1/00 Main group
Section or
Class 1/24 Subgroup
Subclass
Group
Guide Headings

The main groups in each subclass are ar-
ranged in a sequence intended to assist the user.
It has not, however, been_found practicable to
standardize the sequence. Where several succes-
sive main groups relate to common subject mat-
ter, it is usnal to provide hefore the first of such
main groups a “guide heading” which is under-
lined, indicating this subject matter (see, for
example, the guide heading “Ploughs” before
group A 01 B 8/00). The series of groups
covered by such a heading extends to the next
guide heading or to a line in heavy type extend-
ing across the column, which is used when the
following group or groups relate to different
subject matter for which no guide heading is
provided (see, for example, the line after A 01
B 75,/00).

Crassreying v rue INT. CLS Syereu

A. Selecting subclusses (Corresponding to U.S.
Class) ¥
The effective scope of a subelass is defined by

the following, taken together:

(a) The subclass title which deseribes, as pre-
cisely as is possible in a small number of
words, the main characteristic of a por-
tion of the whole body of knowledge
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903.09

covered by the Classification, this portion
being the field of the subelass to which
all its groups relate;

Any references which follow the subclass
title or the hierarchically higher class
title. These references often indicate cor-
tain parts of the field described by the
title which are covered by other sub-
classes and are therefore excluded. These
parts may constitute a substantial part of
the field described by the title and, thus,
the references are in some respects as im-
portant as the title itself, For example, in
subclass A 47 D—FURNITURE SPE-
CIALLY ADAPTED FOR CHIL-
DREN-—a considerable part, namely
school benches or desks, of the subject
matter covered by the title is exchided
in view of a reference to particular
groups of subclass A 47 B, thus consid-
erably altering the scope of subclass
Ad4TD,

Any references which appear in groups
or guide headings of a subclass and which
refer subject matter to another class or
subclass may also affect the scope of the
subclass in question. For example, in
subclass B 43 K—INSTRUMENTS
FOR WRITING; DRAWING-PENS—
writing points for indicating or record-
ing apparatus are referred out of group
1/00 to group 15/16 of subelass G 01 D,
thereby reducing the scope of the subject
matter covered by the title of subclass
B43 X,

Any notes or definitions appearing under
the subelass title or its class, subsection or
section - title. Such notes or definitions
may define terms used in the title, or
elsewhere, or clarify the relation between
the subeclass and other places. Examples
are (i) the notes appearing under the
title of the subsection “ENGINES AND
PUMPS”, embracing classes FO01 to
04, which notes define the terms used
throughout the subsection, (il) the notes
appearing under the title of subclass
F 01 B, which define its scope in rela-
tion to subclasses F 01 C to ¥ 01 P, and
(ii1) the definitions following the title of
section C which define groups of ele-
ments.

(b)

(¢)

(d)

B, Selecting Main-groups (Corresponding to
U.S. Mainline Subclasses)

The scope of a main group is to be interpreted
only within the effective scope of its subclass
(as indicated above). Subject to this, the effec-
tive scope of a main group is determined by its

title as modified by any relevant references or —ed

Rev. 1, Jan. 1980
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> notes associated with the main group or with

any guide heading covering it. For example, a
group for “bearings” in a subclass whose title
is limited to a particular apparatus must be read
as covering only features of bearings peculiar
to that apparatus, e.g. the arrangement of bear-
ings in the apparatus. Attention is drawn to the
fact that guide headings are intended to be only
informative and, as & rule, do not modify the
scope of the groups covered by them, except
where it is otherwise clear from the context. By
contrast references in the guide headings
modify the scope of the associated groups,

C. Selecting Subgroups (Corresponding to U.S.
Indented Subeclasses)

The scope of a subgroup is likewise to be

interpreted only within the effective scope of its:

main group and of any subgroup under which
it is indented. Subject to this, the scope of a sub-
group is determined by its title as modified by
any relevant references or notes associated
therewith.

Attention is invited to volume 9 of the Inter-
national Patent Classification, entitled “Guide,
Survey of Classes and Summary of Main
Groups” for detailed procedures for Classifying
into and searching Int. C1.2

.8, Inv. Cr.® Concorvawce, Fourta Eprrrow
The Office of International Patent Classifica-

Ly tion has prepared a revised Concordance be-

MANTAL OF PATENT EXAMINING PROCEDURE

tween the 1.9, classes and subclasses and the
Int. CL2 In many areas the two systems are con-
ceptually different. With this in mind, it will be
seen that a complete one-to-one correspondence
between the two systems cannot be attained, An
indication in the Concordance may refer to only
one relevant group, and not necessarily the only
group in which the patent can or should be
classified. For soms inventions, the Concordance
may not indicate any truly relevant group.
Accordingly, the Concordance must be recog-
nized as a guide to be used in conjunction with
the Int. CL3, and nof as a translation list.

The fourth Edition of the Concordance in-
cludes all changes in the Int. Cl.* and all changes
in the U.S. Classification through Classification
Order 678, dated April 9, 1979,

The Concordance may be incomplete in some
areas and contain errors in other areas. There-
fore, if corrections need to be made in the Con-
cordance, members of the examining corps are
requested to report any suggested changes to
the appropriate group post classifier.

Issur CrassirrcaTion Stap

The blue Issue Classification Slip (form
PTO-270) permits a maximum of four diserete
international notations.

An example of the blue Issue Slip (PTO-
270) is reproduced below with the following
exemplary notations: A01B 1/2; BOTB 7/083;
COSF 110/04 ; and CO8F 267/00. -

PATENT NUMBER

ORIGINAL CLASSIFICATION

S, GOVERNMENT FRINTING OFFICE:. 1979--299.080

SUBCLASS

APPLICATION SEHIAL NUMBER

CROSS REFERENCE(S)

CLASS

SUBCLASS
fONE SUBCLASS PER BLOCK}

APPLICANT'S NAME (PLEASE PRINT)

I¥ REISSUE, ORIGINAL PATENT NUMBER

INTERNATIONAL CLASSIFICATION (INT. oL

AlO|l B | /o2
B 0 7 B 7 / o 83 gg?iﬁm ASSISTANT EXAMINER [PLEASE STAMP OR PRINT FULL NAME)
c o 8 F l I 0/ Lf PRIMARY EXAMINER (PLEASE STAMP OR PRINT FULL NAME]
Ol 8|F 2¢7/00 -
P0G 270 U.5. DEPARTMENT OF COMMERCE

ISSUE CLASSIFICATION SLIP

PATENT AND TRADEMARK OFFICE

Rev. 1, Jan. 1980
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903.10 Duties of the Post Classifier

Post classifiers were established to improve
liaison between the classification groups and
the examining groups. Examiners should con-
tact their post classifier on all classification
problems.

Each post classifier is assigned one examining
group as his responsibility. He 1 eharged with
all classification duties relative to this one ex-
amining group, except for major recldssifica-
tion projects,

A post classifier is responsible for:

(1) The technical accuracy, adequacy -and
completeness of all search systems in his group
including the monitoring of any need for major
and minor reclassification projects including
mechanized systems, .

(2) The full range of classification adminis-
tration functions including the resolution of
classification disputes on pending applications,
guidance on classification mafters to both ex-
aminers and the public, which includes outlin-
ing fields of search and answering examiner’s
requests for advice as to the proper classifica-
tion of allowed applications.

(3) The inspection of issuing applications to
determine the accuracy and adequacy of orig-
inal and cross-reference classification by work-
ing closely with the supervisory primary exam-
iners and group directors to insure feedback to
correct problem arcas.

(4) Determination of the training needs of
the personnel in his assigned group relative to
principles of classification and supplying this
training through formal and informal channels.

Generally, the post classifiers are to aid the
examiners in the use, maintenance, and perfec-
tion of the classification system.

904 How to Search

The examiner, after having obtained a thor-
ough understanding of the invention disclosed
and claimed in the application, then searches
the prior art as disclosed in patents and other
printed documents. Any such document used in
the rejection of a claim is called a “reference.”

In all continuing applications, the parent ap-
plications should %e reviewed by the examiner
for pertinent prior art. Where the cited prior
art of a parent application has been reviewed,
this fact should be made of record in accordance
with the procedure set forth at B.5. of §-717.05.

The first search should be such that the ex-
aminer need not ordinarily make a second search
of the prior art, unless necessiiated by amend-
ments to the claims by the applicant in the frst
response, except fo check to determine whether
any relerence which would appear to be sub-
stantiatly more pertinent than the priorart cited

284.1

904.01 ()

in the first Office action has become available
subsequent to the initial prior art search. It
should cover the invention as deseribed and
claimed, including the inventive concepts
toward which the claims appear to be directed,
It should not be extended merely to add im-
material variants,

904.01 Analysis of Claims

The breadth of the claims in the application
should always be carefully noted; that is, the
examiner should be fully aware of what the
claims do not call for, as well as what they do
require. There is always danger of rea ing
into_the claim limitations imported from the
specification or drawing.

904.01(a) Variant Embodiments
Within Scope of Claim

Substantially every claim includes within its
breadth or scope of definition one or more vari-
ant etbodiments not disclosed by applicant,
which would anticipate the terms of the defini-
tion. The claim must be so analyzed and
understood that any such variant encountered
during the search will be recognized and
selected.

In cach type of subject matter capable of
such treatment (e.g., n machine or other ap-
paratus), the supject matter as defined by the
claim may be sketched in order to clearly
delineate the limitations of the claim. Two or
more sketches, each of which is as divergent
from the particular disclosure as is permitted
by claim recitation, will assist the examiner in
determining the claim’s actual breadth or scope.
However, an applicant will not be required to
submit such sketches of claim structure (In re
Application filed November 16, 1945, 1951
C.D. 1, 646 O.G. 5).

904.01(b) Eguivalents

All subject matter that is the patentable
equivalent of the subject matter as defined in
the claim, even though specifically different
from the definition in the claim, must be
considered.

904.01(¢) Analogous Arts

Not only must the art be searched with which
the invention claimed is classifiable, but also all
analogous arts regardless of where classified.

The deternimation gf when artg are analae-
gous is at times difficult. Tt depends upon the
necessary essential function er utility of the
subject matter covered by the claims, and not
upon what it is called.

Rev. 1, Jan, 1980
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Tor example, a tea mixer and a concrete
mixer are for the snme art, namely, the mixing
art, this being the necessary function of each.
Similarly a brick cutting machine and a biscuit
cutting “machine have the same necessary
function.

904.01(d) Outlining Field of Search

In outlining a field of search the examiner
should note every class and subelass that may
have material pertinent to the subject matter as
claimed. Tvery subelass and digest pertinent
to each type of invention claimed should be
listed, from the largest combination through
the various subcombinations to the most ele-
mentary part. The search should extend to all
probable areas relevant to the claimed subject
matter and should cover the disclosed features
which might reasonably be expected to be
claimed.

The following should be kept in mind: (a)
that o combination reference is necessary to
reject o claim drawn to an old or exhausted
combination, (b) that a combination reference
is valuable as n basic reference where elements
thereof may be varied by substituting equiva-
lent elements of a secondary reference, (¢) that
a convincing aid to a rejection on the ground
of old combination is the citation of references
showing the subcombinations to have been al-
ready recognized as having practical and more
general utility, (d) that combination claims
can be shown unpatentable by combining sepa-
rately classified subcombinational —elements
where rveasons can be given for holding ob-
viousness in forming the combination, and (e

Rev. 1, Janp, 1980
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that in the rejection of a claim on the ground
of aggregation, the citation of references show-
ing the mdividual utility of the elements may
better prove that the aggregative structure is
no more than the sum of the features shown by
the several elemental patents.

An examiner, in each first action upon an ap-
plication, makes an initialed endorsement in
ink in the space provided on the left-hand page
of the open file wrapper, stating the classes and
subeclasses of domestic and foreign patents,
abstract collections and the publications in
which search for references was made and also
the date of the search. Note § 717.05.

In subsequent actions, if further search is
made, notation of the additional field covered
is also endorsed and initialed on the file
wrapper.

904.02 Conducting the Search

It is a prerequisite to a speedy and just de-
termination of the issues involved in the ex-
amination of an application that a careful and
comprehensive search, commensurate with the
limitations appearing in the most detailed
claims in the case, be made in preparing the first
action on the merits so that the second action on
the merits can be made £inal or the application
allowed with no further searching other than to
update the original search. Tt is normally not
enough that references be selected to meet only
the terms of the claims alone, especially if only
broad claims are presented; but the search
should, insofar ag possible, also cover all sub-
ject matter which the examiner reasonably

284.2
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anticipates might be incorporated into appli-
cant’s amendment. A complete search should
vesult if applicant included, at the time of filing,
claims varying from the broadest to which he
believes he is entitled to the most detailed that
he would be willing to accept.

Tt thus results that the examiner finds ref-
erences that, while not needed for treating the
claims before him, would be useful for fore-
stalling the possible presentation of claims to
other subject matter regarded by applicant as
his invention, and claimable with the subject
matter being currently claimed, but shown to
be old by these references.

In selecting the references to be cited the ex-
aminer should carefully compare the references
with one another and with the applicant’s dis-
closwre to avoid the citation of an unnecessary
number. The examiner is not called upon to
cite all references that may be available, but
only the “best.” (87 CFR 1.106.) Multiply-
ing references, any one of which is as good as,
but no better than, the others, adds to the burden
and cost of prosecution, and should therefore
be avoided. However, if doubt exists as to
the inclusion of a reference, it is better to err in
citing too much art rather than too little.

The best reference should always be the one
used. Sometimes the best reference will have a
publication date less than a year prior to the
application filing date, hence it will be open to
being overcome under 87 CFR 1.131. In these
cases, if 2 second reference exists which cannot
be so overcome and which, though inferior, is

-an adequate basis for rejection, the claims
should be additionally rejected thereon,

In all references considered, including non-
patent, foreign patents and domestic patents,
the examiner should study the specification or
description sufficiently to determine the full
value of the reference disclosure relative to the
claimed or claimable subject matter.

905 Miscellaneous
905.01 Photocopy Orders

Patents and/or applications received from
(Yermany, Federal Republic of, since October 1,
1968 and from Japan, France and U.S.5.R. since
July 1, 1969 are not in numerical sequence. In-
asmuch as the Patent and Trademark Office
supplies orders for copies of these foreign docu-
ments from master microfilm reels made up on
weekly or other periodic publishing sequences,
all ordérs must inciude the country, patent or
application number, and the publication date
(1f known) of the ordered document. Reference
should be made to § 901.05(a) to assist in deter-
mining the publication date of the commonly
encountered foreign patentsand applications.

905.02

All orders for photocopies on PTO-250 orig-
inating in the examining groups must be au-
thorized by an examiner having full or partial
signatory authority in the box headed “PRI-
MARY = EXAMINER (Signature)”. The
stamped name of the authorizing examiner will
be indication of authority for Reproduction
Section. Handwritten signatures should not
be used.

905.02 Soft Copy Orders

Soft copies for the examiner’s personal use

" which are not to be placed in the search file may
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be ordered on Blue order form PTO-14A for
use by the examiner. These orders are filled
by employees of Customer Services Division via
Documentation Processing Division.

Because of the cost of printing copies of
patents, economy should be exercised in their
use. No soft copies should, however, be returned
to Customer gervices Division by examiners.

In view of the high cost of printing patents
with color .drawings, orders by examiners for
plant patents and other patents with color draw-
ings will not normally be filled by the Customer
Services Division. Soft copies of patents with
colored drawings may be obtained only for
eross-referencing purposes with the group di-
rector’s approval. The group director indicates
his approval by stamping and initialing form
PTO-14B in the EXAMINER’S NOTES box.

Urparing or Crassrrrcarion Dara Fioe

All patent copies in Official subclasses and
Digests have been recorded as of the summer of
1969, In order that each search file be complete
as to patent copies, it is necessary that each

atent copy subsequently added to the search
le be recorded.

The informal placement of cross references
as “Unofficial Patents” into the examiner’s
search files has been discontinued. All patent
copies now placed in the examiner’s gearch file
are official cross references. Requests for patent
copies on pink order form PTO-14B having
classification information noted thereon will be
ntilized by Documentation to generate and clas-
sify patent documents as added cross-references.
Documentation provides copies to the Public
Search Room and the examiner’s search files in
accordance with the classification notations on
form PTO-14B.

Tf an examiner desires a soft copy for use
other than for cross-referencing purposes, the
form PTO-14A is used. All soft copies ordered
on PTO-14A will be stamped in red in the
upper left hand corner of the front page of the
patent copy. “DO NOT PLACE IN SEARCH
FILEY



905.03

1f an examiner desires a soft copy for per-
sonal use and also wishes to add a cross refer-
ence to the search file, both blue PTO-14A and
pink PTO-14B must be used.

1. Procedure to order Soft Copy for Examiner
use onky,
(Sample A)

Use BLUE form PTO-14A. Mark the num-
ber of soft copies desired in the box marked
“NO. OF COPIES” and also complete the
“PATENT NUMBER”, “GR. ART UNIT?,
“DATE OF ORDER”, and “EXAMINER'S
NAME?” boxes.

2. Procedure to add eross references only.
(Sample B)

Use PINK form PTO-14B mark “TOTAL
COPIES” box with Two (2) times the number
of classifications listed in boxes numbered 1
through 5 on PTO-14B so that the number of
copies provided will be sufficient to fill the re-
quirement for Public Search Room copies also.
Also complete “PATENT NUMBER?, “EX.-
AMINER’S NAME”, “DATE OF ORDER”
and “CLASS SUBCLASS/DIGEST” Boxes.

PATENT NUMBER NO. OF COPIES

A | 2345078 /

USE A SEPARATE ORDER FORM POR EACH PATENT NUMBER
EXAMINER S NAME

FENRY GREEN

EXAMINER'S NOTES

ART UNIT

352

DATE OF ORDER

/0~15- 78

PYO-THA thev 76! VB, DEPARTMENT CF COMMERCE
PATE

i AND TAAQAKARK GRFIGE

PATENT ORDER FOR EXAMIMER'S USE ONEY

B I EXAMINER'S ORGER
CROSS REFERENCES FOR SEARCH FILES

USE A SEPARATE ORDER FORM £OR EACH PATEMT NMUMBER

3, 5%, 789

SR ART unEY

242

EXAMNER S R AME
|| £Rre RoBERTS

[ i EKAMINER'S NOTES

EXAMINER: Order twa copies of
each ciassification below in
this space

A TESF oRBER ONLY DNE CLASSIEICATION PER LINE
SO} 5 T8 g SUBCLASS/ BIGEST

v /5 |23
w /5 | 24
» 259 O

TOTAL COPIES

BT

53

PTO--54 D IREY, LaVbr LS COMM—5T

et bbbt LIS 02 22U IL IS 1655 53 00 H 903838 3606 0 36 0 00 e 0 a4 22 3

For the procedure to be used for ordering
soft copies to replace missing hard copies see
§ 901.09.

MANUAL OF PATENT BXAMINING. PROCEDURE

To expedite the handling of soft-copy orders
requested by Patent and Trademark Office per-
sonnel, and thereby insure the quickest responss,
the following routing procedures should be
adhered to: '

g) Use the appropriate PTO-14A or PTO-
14B form. PTO-14A for soft copies for the per-
sonal use of the examiner and other Office per-
sonnel. PTO-14B used to add Cross References
to the search file only.

S?) Use designated collection drops within
each group.

(8} Group clerical personnel should hand
carry or mail the PTO-14A and PTO-14B
forms at least daily, to the Classifier Support
Section, room CP2-7D12 or drop them in the
Documentation soft copy order box provided at
the reference order window in room CP2-14.03.
This box is emptied at Jeast three times daily.

(4) Documentation Classifier Support Sec-
tion will stamp the day number of receipt of
PTO-14B orders and record total orders each
day and forward to Customer Services Division.

The attorneys’ drop slot at the Customer
Services Division window should not be used
nor should the forms be mailed to Customer
Services Division as consequent rerouting to
Documentation Classifier Support Section for
processing will result in unnecessary delay.

905.03 Orders for Patented and Aban-
doned Files

In the examination of an application it is
sometimes necessary to inspect the application
papers of some previously abandoned applica-
tion or granted patent. This is always true in
the case of a reissue application.

Patented and abandoned files may be ob-
fained in the Record Room and Abandoned
File Unit respectively, by filing out Charge
Form (PTO-125), and leaving this form with
the clerk in charge. The file should be promptly
returned when the examiner has finished with
it. Where a patented file is needed for the pur-
pose of reissue or interference, this information
should be given to the Record Room upon ob-
taining the file, and as soon as these matters have
been disposed of, the file should be returned to
the Record Room,

When an interference is declared between a
patent and an application and the interference
is forwarded to the Board of Patent Interfor-
ences, the clerk in charge of the Record Room
should be informed in order that the charge
may be changed and the location of the file
known at all times.
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Examiners may expedite service in obtaining
sbandoned files and patented files by ordering
them by telephone.

‘When ordering a patented file from the Rec-
ord Room, the name of the person ordering the
file should appear on the Form PTO-125. It 1s
important that the Patent Number be stated
rather than the Serial Number of the applica-
tion which matured into the patent. An exam-
iner ordering a patented file should also place
his art unit number on the form. If the nota-
tion “FIOLD” is marked on the form PTO-125
the case will be held at the Record Room and in
the absence of such notation it will be sent to
the art unit indicated. If ordered by phone,
the examiner may appear at the Record Room
to complete the Form PTO-125 and to pick up
the file or he may request the delivery of the file
by regular Office Messenger Service. If the need
for the file is not urgent, examiner time may be
saved by sending a Form PTO-125, completed
in the manner indicated above, to the Record
Room by regular Office Messenger Service. The
file will be delivered by the same Messenger
Service to the art unit indicated on the form or
it will be held at the Record Reom only if so re-
quested on the form.

Customer Services Division hasg charge of the
drawings in patented cases. Canceled sheets,
however, are not retained with the patented
drawings but are filed with the “Abandoned
Files and Drawings.”
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905.04 Marking Examiners’ Copies of
Patents

When the examiners’ copies of patents are
sent to their respective art units to be filed,
they should be routed across the appropriate
examiners’ desks prior to placement in the
shoes. The assistant examiners who examined
the application should mark in ink on the face
of the drawings, or the specifications where
there are no drawings, such features as may be
deemed advantageous in aiding understanding
of the patents in future searches.

905.05 Charge for Pending Applica-
tion Files

Whenever an application file is temporarily
removed from the group or division having
jurisdiction thereof, Charge Form PTO-125
must be completed, and left with the clerk in
charge, Such Pending applications should also
be “palmed in” by the group or division borrow-
ing the pending application so that accurate
records may be maintained as to the location
of such applications.

Whenever a file is removed from the group
application file rack for use by an examiner
assigned to that group, but not having jurisdic-
tion of that file, cardboard Form OF-25 should
he inserted in place of the borrowed file.

All files should be returned promptly to their
proper location.





