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U.S. DEPARTMENT OF COMMERCE
Patent and Trademark Office
Washington, D. C. 20231

MANUAL OF PATENT EXAMINING PROCEDURE
Third Edltlon

Instructions Regarding Revision No. 53

The attached revised pages are replacements for those

material changed, deleted,

in the Manual having corresponding numbers.

Arrows are printed in the margin of pages to indicate
or added‘by this revision. Where

insertion of new material results in shifting of unchanged

material onto following pages, no arrows appear on such
pages but the revision number is cited at the bottom of each

page.

or

cr

or

cr

Line on which change begins.
Line on which change ends.

Line on which change both begins
and ends.

Opposite a blank space, indicates
deletion of material.

The notation " [R-53]1" in the attached pages appears at the

title of a secticn

that has been revised.

Louis O. Maassel, Editor
Manual of Patent Examining
Procedure

Rev. 53, July 1977



Particular attention is called to the following sections:

‘Section Change
201.13 The list of recognlzed foreign countries for

priority purposes has been updated.

201.14(b) " A new subsection has been added covering the
situation where a priority claim is based on
the filing of an actual model.

201.14 (4} ~ Application serial number minimum requlrements
have been updated. :

512 Section of Certificate of. Malllng practice has
been somewhat: clarlfled.;

609 Amended to note that copies of prior art are
' not required if the Office has cited them in
a prior application of applicant.

702.01 Amended to note that a number of obviously in-
formal claims should be treated as being a
single claim for fee and examination purposes.

711.04 (c) New section on procedures for notifying appli-
cants of abandonment.

901.04 Mention of Design Reissue patents added.

903.08(d) Note added to indicate that reissue application

should be held in Group indicate in 0.G. filing
notice for 2 months following the notice before
making a transfer inguiry.

1106.03 New section on redeclaration of interference
after dissolution under 81.231 or §1l.237.
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Foreword

This Manual is published to provide Patent and Trademark Office patent
examiners, applicants, attorneys, agents, and representatives of applicants
with a reference work on the practices and procedures relative to the prosecu-
tion of patent applications before the Patent and Trademark Office. It con-
talns instructions to examiners, as well as other material in the nature of
information and interpretation, and outlines the current procedures which the
examiners are required or authorized to follow in appropriate cases in the
normal examination of a patent application.

A separate manual entitled “Trademark Manual of Ixamining Proce-
dure” is published by the Patent and Trademark Office as a reference work
for trademark cases.

Examiners will be governed by the applicable statutes, the Rules of Prac-
tice, decisions, and orders and Instructions issued by the Commissioner and
the Assistant Commissioners. Orders and Notices still in force which relate
to the subject matter included in this Manual are incorporated in the text.
Orders and Notices, or portions thereof, relating to the examiners’ duties
and functions which have been omitted or not incorporated in the text may
be considered obsolete. Interference procedure not directly involving the Pri-
mary Examiner 1s not included in this Manual and, therefore, Orders and
Notices relating thereto remain in force.

Subsequent changes in practice and other revisions will be incorporated
in the form of substitute or additional pages for the Manual.

Suggestions for improving the form and content of the Manual are
always welcome. They should be addressed to: 5

Commissioner of Patents and Trademarks,
Editor, ML.P.E.P.
Washington, D.C. 20231

III Rev. 51, Jan. 1977
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Introduction

Constitutional Basis

The Constitution of the United States pro-
vides:

“Art. 1, sec. 8. The Congress shall have
power . . . To promote the progress of science
and useful arts, by securing for limited times
to authors and inventors the exclusive right to
their respective writings and discoveries.”

Statutes

Pursuant to the provision of the Constitution,
Congress has over the years passed a number of
statutes under which the Patent and Trademark
Office 1s organized and our patent system is es-
tablish. The provisions of the statutes can in no
way be changed or waived by the Patent and
Trademark Office.

Prior to January 1, 1933, the law relating to
patents consisted of various sections of the Re-
vised Statutes of 1874, derived from the Pat-
ent Act of 1870 and numerous amendatory and
additional acts.

By an Act of Congress approved July 19,
1952, which came into effect on January 1,
1953, the patent laws were revised and codi-
fied into their present form. With certain excep-
tions applying to applications filed and patents
issued before January 1, 1953, this law governs
all cases in the Patent and Trademark Office.
The patent law is Title 35 of the United States
Code, which contains 96 sections numbered
from 1 to 293, with gaps in the numbering be-
tween various chapters of the title. In referring
to a particular section of the patent code the
citation is given, for ezample, as, 35 U.S.C. 31.
The pamphlet “Patent Laws” (available from
the Superintendent of Documents) reprints the
patent code and some additional statutes.

35 U.8.C. 1 Establishment. The Patent and Trade-
mark Office shall continue as an office in the Depart-
ment of Commerce, where records, books, drawings,
specifications, and other papers and things pertaining
to patenty and to trademark registrations shall be kept
and preserved, except as otherwise provided by law.

Rules of Practice

One of the sections of the patent statute,
namely, 35 U.S.C. 6, authorizes the Commis-

—» sioner of Patents and Trademarks subject to the

approval of the Secretary of Commerce, to es-
tablish regulations, not mconsistent with law,
for the conduct of proceedings in the Patent and
Trademark Office.

37 CFR 1.351. Amendments to rules will be pudlished.
AN amendments in this part will be published in the
Official Gazette and in the Federal Register.

87 CFR 1.352. Publication of notice of proposed
amendments. (a) Whenever required by law, and in
other cases whenevar. practicable, notice of proposed
amendments in this part will be published in the Of-
ficial Gazette and in the Federal Register. If not pub-
lished with the noticé, copies of the text will be furn-
ished to any person requesting the same. All comments,
suggestions, and briels received within a time spec-
ified in the notice will be considered before adoption of
the proposed amendments which may be modified in the
light thereof.

(b) Oral hearings may be held at the discretion of

the Commissioner.
These rules and the various amendments were
published in the Federal Register. In the Fed-
eral Register and in the Code of Federal Regula-
tions these rules are Part 1 of Title 37, Patents,
Trademarks and Copyrights, and the individual
rules, there called sections, are numbered with
the Part number and a decimal point prefixed
to the numbers to the rule number; thus section
1.33 in the Federal Register and the Code of
Federal Regulations is the same as rule 33. A
booklet entitled “37 Code of Federal Regula-
tions,” published by the Office of the Federal
Register, contains all of the patent rules and
forms, as well as trademark rules and forms
and copyright rules. Persons desiring a copy
of the patent rules should order a copy of “37
Code of Federal Regulations” from the Super-
mtendent of Documents.

_The primary function of the Rules of Prac-
tice is to advise the public of the regulations
which have been established in accordance with
the statutes and which must be followed before
the Office. The Rules of Practice govern the
examiners, as well as applicants and their

attorneys.

Commissioner’s Orders and Notices

From time to time, the Commicsioner of
Patents and Trademarks has issued Orders and
Notices relating to various specific situations
that have arisen in operaitng the Patent and
Trademark Office. Notices and circulars of in-
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