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Errors in a patent may be corrected in three
ways, namely by reissue, by the issuance of a
certificate of correction which becomes a part of
the patent. and by disclaimer.

1401 Reissue [R-48]

85 U.S.C. 251. Reissue of defective patents. When-
ever any patent is, through error without any deceptive
intention, deemed wholly or partly inoperative or
invalid, by reason of a defective specification or draw-
ing, or by reason of the patentee claiming more or less
than he had a right to claim in the patent, the Com-
missioner shall, on the surrender of such patent and
the payment of the fee required by law, reigsue the
patent for the invention disclosed in the original patent,
and in accordance with a new and amended application,
for the unexpired part of the term of the original
patent, No new matter shall be introduced into the
application for reissue.

The Commissioner may lssue several reissued patents
for distinet and separate parts of the thing patented.
upon demand of the applicant, and upon payment of
the required fee for a reissne for each of gueh refgsued
patents.

The provisicus of thig title relating to apnlieationy
for patent shall be applicable to appMeations for re-
fssue of a patent, exeept that application for reissue
may be made and sworn to by the assignee of the
entire interest §f the application deoes not seek to
enlarge the seswe of the claims of the original patent,
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ChapterMOO Correction of Patents

No reissued patent shall be granted enlarging the
scope of the claims of the original patent unless applied
for within two years from the grant of the original

patent.

35 U.B.C. 41. Patent Fees. (a) The Commissioner
shall charge the following fees: . . .

4. On filing each application for the reissue of a
patent, 63 ; in addition, on filing or on presentation
at any ‘other time,; $10 for each7eclaim: in independent
form which is in excess of the number of independent
claims of the original patent, and $2 for each claim
(whether independent or dependent) which is in ex-
cess of ten and also in excess of the number of claims
of the original patent. Errors in payment of the addi-
tional fees may be rectified in accordance with regu-
lations of the Conimissioner. . . .

The usual grounds for a reissue are that the
claims are too narrow or too broad, or that the
disclosure has inaccuracies. A reissue was
granted in Brenner v. State of Israel, 862 O.G.
661; 158 USPQ 584, where the only ground
urged was failure to file a certified copy of the
original foreign application to obtain the right
of foreign priority under 35 U.S.C. 119 before
the patent was granted. The correction of mis.
joinder of inventors was held to be a ground
for reissue in Ex parte Scudder, 169 USPQ 814.

When a reissue application is filed within
two years from the date of the original patent,
a rejection on the ground of lack of diligence
or delay in filing the reissue should not be made.

A “claim” for the benefit of an earlier filing
date in a foreign country under 35 U.S.C. 119
must be made in a reissue application even
though such a claim was made in the applica-
tion on which the original patent was granted.
However, no additional certified copy of the
foreign application is necessary. The procedure
is similar to that for “Continuing Applica-
tions” in § 201.14(b).

The heading on printed copies will not be
carried forward to the reissue from the original
patent. Therefore, it is important that the file
wrapper he endorsed under “Claims Foveign
Priority.”

The applicant is permitted to present every
claim that was issued in the original patent for
a fee of 65 dollars. Additional claims must he
paid for in the same manner as claims must he
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- the written assent of all assignees, if any,

1401 01

paid for in original apphcatlons. The ﬁhng fee\

for a design reissue application is 65 dollars.

1401.01 Reqﬁisites [R-48]
$7 OFR 1.171. Application for re

for reissue must contafn the same- parm required for

an application for an original patent, complying with
all the rules:relating-thereto except as otherwise pro-
vided, and-in.additien, must comply .with the require-.
ments of the rules relating to reissue applications. The

application must be accompanied by a certified copy. of-

an abstract of title or an-order for 'a title report, to
be placed in the file, and by an offer to surrender the

ongmal patent (§ 1.178).

1401 02 By Whom Flled and to
Whom Granted [R48]

37 CFR 1.172. Applicants, assignees. (a) Reissue ap-
plications must be signed and sworn to, or:declaration
made, by the inventors except: as -otherwise. provided
{see §§ 1.42, 1.43, 1.47), and must be aecompanied by
owning an
undivided interest in the patent, but a reissue applica-
tion may be made and sworn to or declaration made by
the assignee of the entire interest if the application
does not seek to enlarge the scope of the claims of the
original patent.

- (b) A reissue will be granted to the original patentee,
his legal representatives or assigns as the interest may
appear.

The examiner must inspect the abstract of
title to determine whether 37 CFR 1.172 has
been complied with.

1401.03 Notice in Original File
[R-48]

37 CFR 1.179. Notice of reissue application. When an
applcation for a reissue is filed, there will be placed
in the file of the original patent a notice stating that
an application for reiesue has been filed. When the
reissue is granted or the reissue application is other-
wise terminated, the fact will be added to the notice
fn the file of the original patent,

Whenever a reissue application is filed, a
form PTO-445 notice is entered on the file
wrapper of the original patent and pertinent
data filed in by the Application Division. When
divisional or continuation reissue applications
are filed, a separate form for cach application is
placed in the original patent. When the reissue
is granted or the prosecution of the reissue ap-
plication is terminated, it is important that the
Record Room be mformed of that fact by writ-
ten memo and the mfnrmntxon is applied by the
Record Room on the notice in the patented file.

Rev. 48, Apr. 1976

TENT EXAMINING ~ PROCEDURE

| 140104

Oﬂ'er To Surrender Original
Patent and When Such
Patent Is Returned [R—48]

37 CFR 1.178. Original patent. The application for a
Jrelssue must be accompamed by an }aﬂer to surrender
‘the original patent. The application 'should also be
accompanied by the original patent, or if the original
is lost or imaccessible, by an affidavit or declaration to
that effect. The application may be accepted for exami-
nation in the absence of the original patent or the affida-
vit or declzration, but one-or the other must be supplied
before the case is allowed. If a reissue be refused the
original patent will be returned to applicant upon his

request.

The exammatlon of the reissue application
on the merits is made even though the offer to
surrender the original patent or an affidavit or
declaration to the effect that the original is lost
or inaccessible has not been received, but in such
case the examiner should require one of them in
the first action. Either an: affidavit or declara-
tion as to lost or the original patent must be
received before the examiner can allow the re-
issue application.

If applicant requests the return of his patent,
on abandonment of the reissue application, it
will be sent to him by the Mail and gorrespond-
ence Division and not by the examining group.

1401.05

Use of Original Drawing
[R-48]

37 CFR 1.17% Drawings. (a) The drawings upon
which the original patent was issued may be used in
reissue applications if no changes whatsoever are to
be made in the drawings. In such cases, when the re-
issue application is filed, the applicant must submit
a temporary drawing which may consist of a copy of
the printed drawings of the patent or a photoprint of
the original drawings securely mounted by pasting on
sheets of drawing board of the size required for
original drawing, or an order for the same.

{b) Amendments which can be made In a reissue
drawing, that is, changes from the drawing of the
patent, are restricted.

The letter of transmittal in a reissue applica-
tion should request transfer of the drawings, if
such transfer is desired.

Applicant must submit a mounted copy of
the original drawing or “an order for same”
(37 CFR 1.174) if transfer of the original draw-
ing is contemplated,

Provided that no alteration whatsoever is to
be made in the drawings, including canceling
an entire sheet, the drawings of the original
patent may be used in lien of new drawings.

The mounted copy of the drawing will be
marked “Informal, AFE” (Admitted for Ex-
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, the informality
formal transfer of the

: Howancse.
"When the reissue case is ready for allowance
the examining group males the formal transfer
of the original drawing to the reissue ‘case. See

§ 608.02( k .'iddmon'il cheets of drawings may
be added.
1401. 06 Form of Speclﬁcatlon and
Claims [R-48]
37 CFR 1.173. 8pecification. The specification of the

reissue application must mclude the entire specification
and claims of the patent mth the matter to be omit-
ted by reissue enclosed in sguare brackets; and dny
additions made by the reissue 'muist be underlined, so
that the old and the new specifications and claims may
be readily compared. Claims should not be renumbered
and the numbering of claims’ addéd by reissue should
follow the number of: the highest. nembered patent
claim. No new matter slmll be introduced into the
speciﬁcatfan

The file wrappers of all reissue applications
are stamped “REISSUE" above the Serial
Number on the front of the file. “Reissne” also
appears below the Serial Number on the printed
label on the file wrapper.

Cut up soft copies of the original patent,
with each COLUMN securely mounted on a
separate sheet may be used in preparing the
specification and claims. It should be noted
that amendments to the reissue apphcatxons
should not be prepared in this way. In reissne
applieatiens, both the deseriptive portmn and
the claims must be amended as specified in 37
CFR 1.121{a}. Note 37 CFR 1.121(e).

An example of the form for a twice-reissued
patent is found in Re. 23,558.

CerTtiFIcaTE oF CORRECTION IN RIGINAL
PAaTENT

The applicant should include anv changes,
additions. or deletions that were made by a Cer-
tificate of Correction to the original Patent
Grant in the reissne application without nnder-
lining or bracketing. The examiner should
verify that all Certificate of Correction changes
have been properly incorporated into the re-
issue application,

1401.07 New Matter [R-25]

New matter, that is, matter not present in
the patent, is excluded from a reissue applica-
tion with even greater utm(fnms fhfm in an
ordinary case. The claims in the reissue case
must aleo he for matter which the applicant
had the right to claim in the original patent.

'Newy matter may exist by virtue of .the omis-
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sion of a feature or of a step in a method.
Tnited  States Industrial Chemicals, Inc.
arbide & Carbon. Chemicals Corp.«1942

CD ’«”51, 315 U.S. 668; 53 USPQ 6. .

1401 88 The Relssue Oath or Decla-
- ratlon of [R-48]

37T CFR 1.175. ;Rmssue oath or deolaration«. (a) Ap-
plicants for reissue, in addition to complying with the
reqquirements of the first sentence of § 1.65, must also
file with their applications a statement under oath or
deciaration as follows:

(1) "That applicant verily bellieves the  original
patent ‘to be wholly or partly inoperative or invaud.
and the reasons why.

(2} When it is claimed that such patent is so in-
operative or invalid “by reason of a defective specifi-
catien: or drawlng." particularly speclfylng such
defects. :

(3} When it is claimed that such patent is inop-
erative or invalid “by reason of the patentee claiming

more or less than he had a right to claim in the
patent,”™ distinctly specifying the excess or insufficiency

in the clgims.

{4}y Particularly specifying the errors relied upon,
and how they arose or occurred.

{5} That said errors arose ‘“without any deceptive
intention” on the part of the applicant.

(b} Corroborating affidavits or declarations of others
may be filed and the examiner may, in any case, require
additional information or affidavits or declarations
concerning the application for reissue and its object.

The question of the sufficiency of the reissue
oath or declaration filed under 37 CFR 1.175
must in each case be reviewed and decided per-
sonally by the primary examiner.

The reissue oath or declaration must point out
very specifically what the defects are and how
the errors arose. The statements of the oath or
declaration must be of facts and not conclusions.

An allegation that the specification is insuffi-
cient merely because the claims are too narrow
ordinarily satisfies paragraph (a)(3) of the
rule.

A broadened reissue claim is one which
brings within its scope any subject matter not
embraced by the patent claims. A claim broad-
ened in one limitation is a broadened claim
though it may be narrower in other details. Fox
Typewriter Co, v. Corona Typewriter Co., 282
F. 502 In re Bostwick, 26 CCPA 1117, 1()2 F.
24 8%6, 41 USPQ 279; Schenk et al. v. United
Aireraft Corp., 43 F. Supp. 679, 51 TTSPQ 519;
and Mercoid Corp. v. Milwaukee Gas Specialty
Co., 23 F. Supp. 681, 46 USPQ 23; and In re
Rogoﬁ’ 120 US]’Q 185 (CCPA 1958)

Relative to paragraph (a) (4) of the rule, de-
liberate cancellation of a claim in the original
patent application is ordinarily regarded as

evidence that the failure to include claims to
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~authority for the reissue of a patent. merely:

~add ' other claims of the same scope as.th ose'

already granted, In re Wittry, 180 USPQ 320
(CCPA 1974
of understan ‘or knowledge of applicant’s
attorney as to the real invention may be an
acceptable reason for reissue. However, where
an alleged lack of understanding by appllcant
or his attorney is based on a new factual situa-
tion, which did not exist at the time. the patent
was taken out, reissue is improper. .

Where the reissue oath or declaration is found
insufficient, all new claims in the reissue appli-
cation to which the insufficiency appiies should
be rejected on the basis that the reissue oath
or declaration is: 1nsuﬂic1ent In re Wlttry, 180
USPQ 320 (CCPA 1974)

1401 09 Exammatlon of Relssue
’ . [R—48]" ~

— 3 CFR 1 176 Ezammatzon of rmssue An ongmal

claim, if re-presented in the reissue apphcatlon is sub-
jeet to reexamination, and the entire application will
be examined in the same manner as original applica-
tions, subject to the rules relating thereto. excepting
that division will not be required. Applications for
reissue will be acted on by the examiner in advance of
other applications.

Reissue cases are “special” and remain “spe-
cial” even though applicant does not respond
promptly.

Examination of a reissue application in-
volves two aspects, first, it is examined in the
same manner as an orlgmal application and
second, it must be examined for compliance
with the reissue statute and rules. The prose-
cution of the original patent must be carefully
stndied for its bmrmg on the reissne questions.

While an original claim is subject to re-
examination, the rejection of such a claim con-
stitutes the re]entlon of a previously allowed
claim and must be personally considered by the
primary examiner with great care. To be
effective, a reference must be prior to the effec-
tive filing date of the original patent.

1401.09(a) Adjudication of Original

Patent [R-31]

When a reissue application is filed, the ex-
aminer should determine whether the original
patent. has heen adjudicated by a court. 'l‘ho
decision of the conrt, and also other papers in
the suit may give information essential to the
examination of the reissue, The patented file
will contain notices of the filing and termina-
tion of infringement suits on the patent. which
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3 ‘An error arising from a lack
i
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_patent 1sfﬁf‘ fnotmes are requlred by lnw to be ﬁIed by the

not due to error. ,The patent. statutes afford. no '
~ do not indicate if there was an opinion by the

_court, nor whether a decision was published.

. Shepard
tive digests of the United C'»tates Patents Quar-

clerks of the District (‘ourts. These notices

s Federal Citations and the cumula-

terly, both of which are in the Law ler‘trv,
contain tables of patent numbers giving the
citation of published decisions concerning the
patent. Where papers are not otherwise con-
veniently obtainable, the applicant may be re-
quested to supply or lend copies of papers and
records in swits, or the Office of the Solicitor
may be requested to obtain them from the court.
The information thus obtained shounld be care-
fully considered for its bearing on the proposed
claims. of the reissue, p‘lI'fl(‘ll]ill]Y when the re-
issue application was made in view of the
holdmg of a court.

14-01 10 Restrlctlon and Electlon of
' Specles [R—48] :

The examiner may not require restriction in
a reissue application (rule 1.176 in § 1401.09).
If the origimal patent contains claims to differ-
ent inventions which the examiner may never-
theless consider independent and distinct, and
the reissue application also claims the same in-
ventions. the examiner should not require re-
striction between them or take any other action
with respect to the question of phural inven-
tions. Restriction is entirely at the option, in
the first instance, of the applicant. If the reissue
application contains claims to an independent
and distinet invention which was not claimed in
the original patent, these claims may be treated
by a suttable rejection, such as: lack of in-
operativeness of, or defect in, the original pat-
ent: lack of error; or not being for matter which
might have been claimed in the original patent.

When the original patent contains claims to
a p]umht\ of species and the reissue applica-
tion contains claims to the same species, elec-
tion of species should not be required even
though there is no allowable generic claim. If
the reissue nppllcatmn plpsenfc claims to spe-
cies not claimed in the original patent, election
of speeies should not be loqmred but the added
claims may be rejected on an appropriate
ground which may be lack of inoperativeness
of, or defect in, the original patent and lack
of error in obtaining lho original patent. Most
situatinns require special treatment.

1401.10(a) Divisional Reissue Appli-
cations [R-48]

As is pointed out in the preceding section
the examiner cannot require restriction in re-









