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1701 Examiners Not To Express Opin-
‘ion om Validity [R-35]

Congress, in 35 U.S.C. 282, has endowed
every patent granted bgl the Patent Office with
a presumption of validity. Public policy de-
mands that every employee of the Patent Office
refuse to express to any person any opinion
or view as to the invalidity of any United
States Patent. The question of validity or in-
validity is exclusively a matter for the courts
to determine. Each member of the examining
corps is cautioned to be especially wary of any
ing;xiry from any person outside the Patent
Office  (including any employee of another
government agency), the answer to which
might indicate that a particular patent should
not have been issued. ,

Further, when a field of search for an inven-
tion is requested, Patent Office employees should
routinely inquire whether the invention has
been patented.

Examiners are especially cautioned against
answering inquiries from any person outside the
Patent Office as to whether or not a certain
reference was considered and whether or not
a claim would have been allowed over that
reference. This applies to anything in the
patented file, including the extent of the field
of search and any entry relating thereto. The
record of a patented file must speak for itself.
Practitioners can be of material assistance in
this regard by refraining from making such in-
(julrles of members of the examining corps.

ers to inquiries of this nature must of
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ord established during the application’s pre
cution history. In. validity search situations,
comments made by the examiner occur after the
fact (issuance of the patent) and could only
lead to improper examiner testimony since they
amount to “second guessing” of the original
examiner’s work methods and professional judg-
ment. As pointed out above, the determination
of validity of a United States patent is strictly
a matter for determination by competent
judicial authority.

1701.01 Examiners Not To Testify as
Patent Experts [R-40]

Inasmuch as public policy does not permit
examiners to decide, as judges in the Patent
Office, questions upon which they have been
retained to give opinions as expert witnesses
in patent cases in the courts, every examiner
who shall testify as an expert in a patent case
pending in any court will be dismissed, unless
he shall have so testified involuntarily, upon
‘compulsion by competent judicial authority
and without retainer or preparation. :
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 phirased to

pe of inquiry

, e rders contained
inthe nions in In re Mayewsky, 162
" USPQ 86, 89, and Shaffer Tool Works 7. Joy

~ Manufacturing Co., 167 USPQ 170, 171: -
@k % * the scope of the oral depositions
_of the patent e 1s is hereby limited
atters “must not go into
e areas or the
, analyses or
, ‘th miners in act-

_ ing upon the patent applications maturing
into the patent [in suit].” 167 USPQ 171.
2) That in addition to complying with the
requirements of Rule 30 of the Federal Rules
" of Civil Procedure, th taking the testi-
mony will agreé to give notice of the taking
of the deposition of the patent examiner to
the Solicitor, at least thirty days prior to the
“date on which the taking of the deposition is
desired. ' LR
'8) That the party taking the deposition
arrange with the Solicitor to notice the dep-
osition at a place convenient to the Patent

Office.

If the party desiring to take the testimony of
the examiner does not agree to the conditions

" officer or employee.

- the examiner to be xdépdséd”ﬁvithout 8 subpoem

and compliance with the procedure set forth in

Section 7.02, Department of Commerce Admin-

istrative Order 205-12, June 29, 1967 as

amended April 10, 1970. That section states:

In any case where it is sought by subpoena,
der : ulsery process or other
demand of a coart or other authority (herein-
after referred to as a “demand”) to require
... the producti isclosure of any record in

of Commerce or

... appropr

4.01 of this order. If su
tion with respect, to.di

until the Secretary
. -ords_or, information should be produced, the
* OF ef e who appears in answer to

the demand shall inform the court or other
. puthority. {(a) that the section 7 of this order

i prohibits the officer or employe from produec-

ing or diselosing the records or other. infor-

N ‘mation demanded without the prior. a}l))proval

_ of the Secretary of Commerce, and (b) that
_ the demand has been, or is being, as the case
_ may be, referred for the prompt consideration

. of the Secretary. The officer or employee shall

_also provide the court or other authority with
. copy of the regulations prescribed 1n this
section 7 of this order, and shall respectfully
_request the court or other authority to stay
- the demand pending the receipt of instruc-
. tions or - directions from- the  Secretary of

Commerce concerning the demand.
See also' Monsanto : Company . v. Dawson

Chemical . Company et al., 176 USPQ 849

(1972), Standard Packaging Corporation v.
Curwood, Inc., 180 USPQ 235 (1973) and

Fischer & Porter Company v. Corning Glass

Works, 181 TSPQ 899 (1974).

1702 ' Restrictions on Examiners Re-
 signingFrom the Office  [R-31]
Eotract from Rule 841, Registration of Attorneys
and Agents. (g) Former examiners, ' No person who
has served in the examining corps of the Patent:Office
will be registered after termination of hig services, nor,
if registered before such service, be: reinstated, unless
he undertakes (1) not to prosecute ‘or:aid-in any

‘manner in the prosecution of -any applicatlonpending

enumerated, the Patent Office will not permit
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assist in ‘any man eru :

of any application of anether ﬁled Withlﬂ't ‘
after the date he left such.group, and assigned to such
group, without ‘the specific authorization of the Com-
missioner. Associated and -related classes in “other
groups may be required to be included in the under-
taking or designated’classes may be exeluded. "In ease
application for. registration or reinstatement is made
after resignation from the:Office, the applicant will not
be registered, or reinstated, if he has prepared or
prosecuted, or -assisted .in the preparation or prosecu-
tion of any such:applieation as indicated in this para-
graph. (See further 18 U.S.C. 207).

See also § 309.

1703 The:,(’)’ﬂicial Gazette [R—46]

The Patent Official’ Gazette reports every
Tuesday the patents, and design patents issued
and defensive publications pub]lshed on that
day. As to each patent, the following informa-
tion is given:

(1) the name and (2) the city and state of
residence of the applicant with the Post Office
address in the case of unassigned patents, and
(3) the same data for the assignee, if any, (4)
the filing date, and (5) the serial number of the
'1pp11c'1t10n, ( 6) the patent number, (7) the title
of the invention, (8) the number of claims, (9)
the U.S. classification by class and subelass,
(10) a selected figure of the drawing, if any,

or claims, (12) international classification. (13)
[".S. parent application data, if any. and (14)
foreign priority application data, if any. In the
case of a reisste patent there are published the
additional data of the number and date of the
original patent and original application: and
in the case of a design patent the term of the
patent.

The Patent Official Gazette also includes
notices of patent and trademark swuits,
indexes of patents, disclaimers filed,
Certificates of Correction issued, list of patents
available for license or sale, and general infor-
mation such as orders, notices, ch'mfres in riiles,
changes in c]1<51ﬁc'1t10n, certain adverse deci-
sions in interferences, the condition of work in
the Office, disbarment and registration of at-
torneys. and notices to parties not reached by

Eexcept. in the cz2se of a plant patent. (11) a claim

—mail.

Trademarke Official Gazette. The official
journal of the Patent Office relating to trade-
marks. Published every Tuesday, it contains an
illustration of each trademark published for op-
position, a list of trademarks registered, classi-
fied list of registered trademarks and Patent

—and Trademark Office noties.

/O‘rdél"s‘ should be addressed and remittances

: made payable to Superintendent of Documents,
- US. ovemment Prmtmg Oﬂice, \Vashlngton.

DC: 20402.

1704 Records Kept in Examining
 Groups [R-46]

The principal records kept in the examining
groups are two sets of cards, serial reglster
form PO-205 which are arranged numerically
and docket record form PO-206, of which those
awaiting action are arranged by individual ex-
aminers. Each card contains data concerning
the applications that have been assigned to
the groups, identified by name of applicant, title
of invention, serial number and filing date. No-
tation of attorneys is also made. Each set of
cards also shows the name of the examiner to
whom the examination is entrusted or the
assigned docket designation and the class and
subclass considered most pertinent for examina-
tion, the successive actions taken, and finally the
patenting or abandonment or transfer of the
case.

Miscellaneous records are also kept relating
to matters such as cases on appeal, cases in-
volved in interference, patentability report
cases temporarily in or out of the groups,
cases involving classification questions and ap-
plications or references charged out.

1705 Examiner’s Work Report and
Actions To Be Counted Thereon

[R—46]
Marrine AcrioN CARDS

The following are instructions for complet-

ing the mark sense action cards:
E'mployee number—If the number has less

than five digits, use leading zeros. For example,
employee number 3781 is marked—03781.

Group—VUse first two numbers, for example,
for Group 320. mark—32.

Action—For final rejections mark “FIN.

REJ.”.

For allowances mark “=7",

For all other actions mark “other
action”,

Action number—Prepunched on PO-525,
use card number oorrospondmg to action num-
ber. Mark the action number on all other action
cards.

Art Unit—TUse last digit of Group Art Unit
number. For example, for Group Art Unit 323,
mark ——3.

Class—Mark all three columns. If the class
has less than 3 digits, mark leading zeros to -
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