"m mﬁf@mﬁ& .Gmum,

1,1(}1 Ol(m Commeon Gwnership

116461 (ey ~The Interferente Seureh -

1105014y Correbpondence Undar Rma

110101 (e}’ How Condueted v 1 11

110101 (2) © Notan Actionon tzm (}am ot x

1101.0L(g) ' When and When Not! deeﬁ desraliots

1101.01(!3): Appraval - or- l)mmmmvm by Amm'iww
S Holledbor ;

1101 01(!) F‘aﬂum uf - Ksmim' Paﬂ,)h to - Ovareomu
¢ Flling Date of Henlor Parvty |

110] 01(1) :uﬂumeﬂmm of Clatma 0 o

1101,0L(k) © Cenflicting Partios: Ham flame Attomw

1101 m( l) - Action Te BeMade at ’I‘imu «of Suggogt-
i dngQlalme o oo :

1,1(11 Ol(m) Time Limit: 8et for Makin ﬂuggeatxxd

{ Clalme e U THEE
1101 01(31) ‘Qnggesteﬁ Claimy Mmm va Perlod :t'or
Respopee Boandng -Agalnet: Crée .
1101 Q;l(o) ;Appﬂc&@:i@n m I&amm or, in Interforylnce
110102, With a Patent, L

1101. 02(&) Copying thxw From & Patem,
1101.02(b) BExaminer Cites Patent Having Fillng
' Date Later Than That of Application

1101.02(c) Dim\:mwa Between Copylng Patent

’ (,mhmg and ‘Eugxgmttng (‘mhns of an
Applieation”
1101.02¢(d) Copied Patent Claims Not Identlfied
1101.02¢e) Making of Patent Claims Not a Ros-iwnfw

to Last Office Acti6n

1101.02(f) Rejection of Capied Patent Clalms .

1101.02(g} After Prosecution of Application Is Closed
. or Application s Allewed
Removing of Affidavits or Dt‘elﬂmmonq Be-

1101.03
i fore Interference

1102 Preparation of Interference Puptm mui Dmla-

ration
110201  Prepuration of Papers
110201 (a) Initial Memorandum <o the Board of Pat-
ent Interferencon

Declavation of Interference

Suspension of Ex Parte Prosecation, Full or
Pavilal

1102.02
1103

1104 Juebdiction of Interference

1105 Matters Requiring Declslon by Primary Ex.
aminer During Interforence

1105.01  Brlefs and Consideratlon of Motions

110602 Decision on Motlon To Digsolve

110508  Declslon on Motlon to Amend or fo Add or

Hubstitute Another Application

1[09 Aclion ‘After “A“ward of’ l’rﬁ)ﬂw
1108.01  The Winuing I’mlv
1109:02 The Lomng ‘Pnrty o

“Kecord i’ Hiie

1111 02:”

Interforence (‘ompiew
111108 Overlapping’ Applloutlmm ‘
111,04 “Seerecy Order” Cases'
111105 Amendiients Flled Dirlng Interference
1111,06 \'fotlce of Rule 281 (a)(8) 'Motion Relating
7 1o Apptiention Not Tnivolved in Tnterferemce
111,07 ‘,onverél(m of Appltvnrlon From Joint to Sole
o or Hole to Joint
111,08 Rolsﬂmo Appll(‘ntmn ¥ ilml Whilo Patent Is In
Intorfewnoe o
111108 Sult Undov 45 18,0, 140 by Losing Party
111116 Beueflt of Forelgn ]«‘lllnp: Date
111013 Patentabily Reports
111118 Consultation With Interference Examiner
111414 (‘om\otl(m of ¥rror In Joining Tuventor
1112 Letier Forms Used in Interferences
1112.02  Suggesting Clalms
111208 Same Attorney or Agent
1311204 Requesting Withdrawal From Issue
12,05 Inttial Memorandum
111208 Prhmaey Hxaminer Initintes Dissolution
111230 Douylug Bulry of Amendinent Reeking Fue-

thor Tuterforenco

This chaptor velatos only to interforence mat-
tors before the examinor,

The interfarence practice is based on 85
17.4.C. 136,

86 U.8.0, 185, Interforenoes, (n) Whenever un apphl-
cation s made for a patont which, In the opinion of
the Commissioner, would Interfere with any pending
sppleation, or with any ubexplred patent, he shall

Rev, 81, Jan, 1072



claim of an applicant, sk b
fusal. by tha Patent Omea ﬂf m@ el&lm

Rule 201 sets. :f@yth t}hﬁ
terference.

same patentable inventlon and mgy
goon as it is determlned that conyy

the appucation of each pmty. and Interfammm will
also be declared between pending appuoatioms for pat-
ent, or_for relasue, and unexpim} original or relssued
;;mtenm, of different partxea. wﬁen appllcathms
and patents contain. claims for &ubatantmlly the same
invention which are allowable in all, of the nppnca-
tions involved, In ﬂecoraanm with the ) rovlgloxm ot
these rules, -

(¢) Intertarences wm not b@ declamd nor centm
ued, between nppllcatlonm or applicatlonm mxd nat«mw
owned by the same party unlem ggoo
therefor, The parties mhau make known any wmd all
right, title and mteemst affacting tlm ownawhip “of
any applieation or patent lxwolved or a@mmml to. tlm
proceedings, not recorded in the Patent che. when
an mmymmm fn declared, and of (.hea,ngea ln such
right, title, or interest, made after the d@vlamtlon of
the Interference and before the explmtlon of the time
m@mrlb@d for seeking review of the dwlalon in ‘the

interference,

Rev. 81, Jan. 1072 164

againat the applic
's{%etmd for: L

ften an esxpenmva and
g, Yet, it is neces-
lmm1 two applwamzz

tt)g@(;hm tlmt

that the first applw

_ mvantor.

dev]awd
pmt&nm, eﬁpam 5T,
lion. claim
pssible:interferen:
The question iof-the:propriety of mm i
an interference in an affected by
sormany factors th 1 here
is: nnprmstmab]e.u & :eireumstances rwhich
render an interference unneceéssary are herein-
after noted; butiench ingtarics must be cavefully
con«udered ’if serious errors ave:to be uvmdmi'
+In:determining:whether ansinterference ex-
ists a clain:should:be given:the-brondest inter-
pretation iwhich it reasonably will suppeort,
bearing in mind the followi*n,,; endral pringi

(b) Express‘ limitations i the claim should
not be ignored nor should limitations be read
therein,. .. .. _—

(e). Before a.claim.. (unless. it is o patented
clmm) is made the. count. of an. interference
it should he allowabla.and in:good: form... No
pending claim:which is-indefinite, ambiguous
or otherwise:defective slmu]d be made the coum‘
of aninterference. :

(d) A claim (,Opled from n pumnt it am-
biguous, should be.interpreted..in - the light of
the patent in which it originated..

(e) Sinee an interference botwoen eases havir
& common -assignes: is not normally institut
all cases must be submitted to the A&mmnneni
Braneh for o title report..

(1) :If. doubts exiat.as to whather. there is an
xnterfcamnm, an  intor fm'enc'a Hlmul(l not be
dm'hu'od : T ,




; orimi p tigns ar d b
I’m clmmmgg t}m BRME pamnmbm invention they

may: be:put: in interference, dependent on'the
status of the respective cases and the difference
bhetween theip filing: )
tions should be in condition for atlowany
usunk cireumstancels may justify anexc
this if the: appmm} of ‘t,h@ @ppmgmm%

m obtained, -

- Interforences wil ne)t be' d i '
pendmg applications if there is w differencs-of
more-than 3 monthy in the effective fling dates
of: the oldost and next oldest rplicammmm the
case ‘of -inventions of & simple character, or
diffarence of mora than 6 months in the offective
filing dates-of the a ]pphcnhmlsx in-other casdg
axeept in’ m%phona gituations, a8’ dcstmmm(f
and approved by the group director If an in:
terferonce is’ declared, ‘sl applications heving
the same: interfermg subject: mattﬂr ahmlld be
included. i oad

Before. takmg &nv stapa laokmp; 10 tlw ior*
mation. of:an;, mterferanw, it is very. essential
that the. examiner. make cmm_._;ﬂm pach. of
OS] octwa parties is claiming the same
tentable in n and that the claims that

to constitute the counts of the interference
urly readabla upon the disclosure of’ each
party and allowable in‘ each application.”

Tt is'to be nioted that while the claims of' two
Or IMore n{)phmnts may vary in scope and ‘in
immaterial details, yet if directed to the same
invention, an interference exists. But mere dis:
doquro by an mpph t of an invention ‘which
he is not ‘claiming does not'afford a ground for
suggesting to that applicant claims for the qmd
invention copied from another application tha
is claiming the invention. ' The interition of tlm
parties to claim the same patentable invention;
a8 ex regaed in the summary of the invention or
elsewhere in the dlqclcﬂure, or in the c'imm«; is
an essential in every instance.

- When the subject. matter found to be a]lnw»

Thns
edon 1o
rw&m

able in one npphcnuon is disclosed and olaimed

in another application, but the claims therein
to such subject matter are either nonelected or
mxbw«;t to tdmtmn, the question of interferenco
should be considered. “Im requirement of rule
201 (b) that the conflicting applications shall
contain claims for ﬂmqumm{ly the same in-
vention which are allowable in ench application
should be interpreted ns meaning generally
that the conflicting cluimed subject matter is
sufficiently supported in ench application and
is patentable to each applicant over the prior
arf. 'The statutory requirement of first inven-
torship is of transcendent importence and

dates: One of the applica:

1656

Can advema c}aimmt

 thé exaniiner shiild th

Following are illustrative

tuting interference:
A. Application filed with claims to divisible
inventions:Iiand IT:Before action: requiring
regtrictibnis made, examiner discove m%&’m
oo Thaving ‘allowed olaims: to invention I,
lie: situation ia not altered by the fact ﬁw&t
u:erequxmmml -for vedtriction: had setually boe
made:but ad not been responded:te. Nov is
the situntion aterially differdnt if an election
of noninterforing submvt mattor had been
Q,_;lmut traverse but no action given: en
rits of the elected. inyention.
B, Apphf‘atmn filed’ with elaims to divisible
inyentions I and YT and in response to & ye-
uirement, ﬁon m‘atrwblon, apphmné traverses
the. | a,m,xm@ glects invention 1. E: niner,
gives an action on the merits of T. ﬁ"m&m@

subsequently . fi,g:ds an, application. fo anvother
containing,, i invention I m&
which s ready f ‘

“The; situation. is 1 y the fact that

ection, is, made, without, traverse and . ttm
ected. claims, ossuy cancelled. ... -
.. Application filed with generic cﬁmm and.
claimed species a, b, ¢, d, and.e, - Generie claims

FEULAS

rejected. and, olection of - a, gingle speocies :re-
quired. . Aps)hcmu, elects species a, but. contin-
ues to urge allowability of generic claims.  Ex-

mmnér finds another application olmmmsz: ,spe-
ies b which is ready forissue. ‘
lowabi

,,,,,

lity  of gelmrlc}clmms in - the
. 'n_condition precedent to.set-
ing up’ interferance.

D, Application filed w;th genemc dmma and
claims fo five Species ‘and other s ecies diselosed
but not 'c;poclficuﬂv claimed. Xxaminer finds
another apphontum the 'disclosure and claims
of w}noh are restricted to one of the unelaimed
species and have been fmmd allowable. '

The prosecution of generic claims is taken a\
indicative of an_intention to cover all species
disclosed which come under the generie claim.

In all the above gituations, the applicant has
shown an intention to claim the su{')jtwt mn,ttm*
which is actually being elaimed in another ax
plwulmn. Theso are to bo distinguished fx‘mu
gitaations whord n disfinet invention is vlrnmad
in_one application but merely disclosed in an-
other application without ovidence of an in-
tont. to claim the same. The question of inter-
ference should not be congidered in the latter
instance. THowover, if the application disclos-
ing but not claiming the invention is senior,
and tho junior application is ready for issue,

Rev, 88, July 1072




ntrolling interfering elaim
fied Appropriate transfer of one
of the applications:is made: A fter termination
of the interference, further transfér may be

ecessary depending upon the outcoms. .

Where applications by different inventors but
on’ ownership ‘claim the same subject

of comimon oynership claim the same ¢
matter or subject matter that is not patentab
different:— L
. L. Interference therebetween
instituted since there is no’ conflict’
Elimination, of conflicting’claims fro
cept one case should usually be vequi
78(c). The common assignes must
the applica n

wre properly placed. ' Treatment by rejection
is set forth'in § 80408, - . o
. 1L Where an interference with a third party
is found to exist, the owner should be required
to elect which one of the applications shall be

placed in’interference. ' T
Whenever a common assignes of applications
by different, inventors is called upon to eliminate
conflicting claims from all except one applica-
tion under the provisions of rule 78(c), & copy
of the Office action making this requirement

must be sent directly to éach of the applicants.

Whenever a common assignee is required un-
der rule 201(c) to elect one of the conflicting
applications owned by him for purpose of inter-
ference with u third party, n copy of the Office
action making this requirement must be sent to
the applicantsin each of the commonly nssigned
applications, -~ o

An assignee may not change his election after
an interference has been declared.

1101.01(¢) The Interference Search
[R-23]

The search for interfering applications must
not be limited to the class or subelass in which
it is clnssified, but must be extended to all classes
in or out of the examining group which it has
been necessary to search in the examination of
the application,

Rev, 83, July 1972
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~ ference
k‘ :

by T MORe ap-
he sume invention and

it:to dnstitute inters
t ime, - heshould

dig-notations, however, if .imnde: on: the -f
wrapper:or dreawings, must not be such: as. to
give; any thint to. the applicunts, who may: in-
zitm\‘.; heirown: applications b any: time, of
the dafe or-identity of n supposedly interfer-
ing applieation,:: g.Ser.igxI.Jmmke’m orfiling dates
of conflicting applications:must never be placed
upon:‘drawings or.file: wrappers, : A. book of
“ Prospective . Interferences”. should. . be . mains
tained. containing : complete . date - concerning
possibleinterferences and-the page and line of
this hook should be referred to-oi the respective
file wrappers ior: drawings: - :For future: refers
once, this book may include notes asito-why
prospective ‘interferericés were not decluved.

4T determining ‘whether'an"interference ex-
ists, the 'primary’ examiner must

. ;:‘!;T

is believed. that  the circumstances justify an
interference - between: applications neither of
which is ready for allowance. ,

) Cotrespondence Under
" Rule 202 [R-23]

- Correspondence  under ‘tula 202 may be
necessary but is seldom required under present

1101.01(d

practice. . et ,
Rule 202. Preparation for interfarence belween ap-
plicationy; proliminary inquiry of junior applicent,
In order to ascertain whether any questlonw of pri-
ority avises between: applications which appear to in-
terfere and are otherwise réndy to be prepared for
lnterfemnc@‘. any Junfor applieant may be called upon
to state in writing under oath or doclaration the date
and tho character of the cartiest fact or act, susceptible
of proof, which can be relled upon 4o establiah concep-
tlon of the Invention under consldorntion for the pur-
pose of establishing priority of lovention, The state-
ment, filed in compliznco with this rule will be retalued
by the Patent Office separate from the application file
and if an interference ln declaved wil) be opened gimul-
taneously with the preliminary statement of the parxty
filing the game. In case the junloy applicant makes no
veply within tho time specified, not less than thirty




days, or if the earliest date nlleged in subsequent to the
filing date of the genlor party, the interfevinee ordi-
narily will not be declared,

Under rule 202 the Commissioner may re-
quire an applicant junior to another applicant
to state in writing under oath or by making o
declaration, the date and the character of the

166.1

1101.01(d)

earliest fact or aet, suscoptible of proof, which
can be reliad upon to aﬁt&ﬁlﬂis}x conception of the
invention under consideration. Such affidavit or
declaration does not become a part of the record
in the application, nov does any correspondence
relative thereto. The afidavit or declaration,
however, will become a part of the interference
vecord, if an interforence is formed.

Rev, 88, July 1072



not pms&nt ‘ 0
posed (:mmts , cout 1n this letter.
(6) An 'S W aring
on the dee amtzo .the inter ference ehould ho
stated, ,
(7). Amendments or other pnper% filed in
cases held by the associate solicitor bearing on
the question of interference %hould be prompt] y
forwarded to him.

(8) Letters of subrm%mn sshould ‘be in
duplicate. -

l.IOI.OI(f) Correspondence  Under
Rule 202, Not an Action

on the Cas«-

“Correspondence under rule 202 is not an
action on the case, Hencs, it cannot serve to
extend the statutory period 1f the case is await-
ing action by the applicant.

1101.01(g) Correspondence Under
Rule 202, When and
When Not Needed [R~

23]

After July 1, 1964, correspondence under
rule 202 was greatly curtailed since interfer-
ences between pending npplwutmm with more
than six months differenco in offective filing

167

oittlinge mﬁ

i;»u mﬁwndence Under
5t Rule -202; Approval or
mm pproval by A%Oﬂi&tﬁ

s:' ’ ] h

“i&ppm ed® o or ¥ fnv’a»
wy require, and mmr’n
y {*0 t:lm ,exammm %mu }. o
‘e ‘date “alleged by the" %umnr
( '1, ln' .,,()2 fails: to antedate the Al
' niot applicant, the associate
npp)‘cm\ 1 proposed ‘interference
uner then “follows the procedure
the next géction.” ‘When & “Disap-

proved”" ter ie returned to' the examining
group uwenm;mind‘ y o note to be at-
‘tzig "tlw br party’s’case reqiiesting the

ismn o vekinm the' case to the
: after the notwe 01‘ Mlow«\mo

{ p‘iut*v, as required by rule
202, states anider oath or declartion o dateof a
Fact or pn et siiseaptible of proof, which weuld
establis ‘that; he'had condeived the claimed i n-
vention ‘prior 'to ‘the filing’ date of the senior
upphcant, the nssociate solicitor approves the
examiner’s proposal to suggest claims and the
oxaminer may then proceed with the prepara-
tion of the cases for terférence.

 SRALING STATEMENT

When an_interference is to be declared in-
volving n%)pll(‘utmna which had previeusly been
submitted to tho associate solicitor for corre-

spondence under rule 202, before forwarding
Em files to the Bonrd of annt Interferences,
tho examiner should ascertain from the associ-
ate solicitor if any such statement has been filed
and, if so, fret this statoment and forward it with
the files.

The ounth or declarntion under rule 202 be-
comes n part of the interference file in contra-
distinction to the application file as in the casoe
of an affidavit or declaration under rule 131 or
rule 204 but, like them, is subjeot to inspection
on the opening of the preliminary statements,

When the formation of an interforence be-
tween two parties is necessary, all other appli-
ennts cloiming the contested invention should
be placed in the interference irrespective of
their filing dates or of any dates alleged under
rule 202, provided there is no statutory bar to
the allowanee of the elaims in the other appli-
eations,

Rev. 42, Ocet. 1874




ake a sup
450 when

INTERIM PROCEDURE .

In the meantime the junior party’s applica-
tion will be heated in “aceordance wﬂh the
following:.

Where a
under 1iilé 2
of the qomm p:u'ty, t:}m “examin
reaches the cage for action will w
subql antially ag follows: |

~In view of rule 202, action on L}u& case (ar
'ml claims 1,:2, 4. ete., indicating the conflict-
ing claims and claims not patentable over the
~genior - party’s case) i suspended for six
months to determine whether an interference
will bo-declared (unless these claims are can-
celad).. At:the end of the six months appli-
cant, should call up the case for action.

The Tetter should incliude the usital action on
the remnining elnimg in the ease, indieating
\xlml it any, cluing e allownble,

]]111101
fai

nte a Iette\x

Rav, 42, Oct, 1974
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If,‘a ' ;
stony, them SEY uo hkehhood of Lhe ﬂ;emor pzmv
applieation being put in condition for allow-
ance

within (ho ne\l. six monf hs and the unh'

‘ he junior parlv § ¢ase is
n ol:u‘ma on® which action
i foarence should be

g i%pifﬁildﬂ*,"”f"lmﬁ
dvvlurod e ~

T the junior upphcahon is.in issue, when the
mwx'fcwuw 15, (h‘avovm'ml :md, in- mmmpuud
unce under rule.202, the junior upphmmt fails
to mnke the date nf thu gonior party, the gumm'
appliention should be withdrawn from issue
(see “Lotter Forms Used jn Inter. ferences,”
§TVE2.04) nnd ' lvlt soht i Tormin him' ¢l it
rlm intéy f’mmw claim- or elaims and claims not
prtentable-over the' hemm' ]*nulv s cage cannot




 the o date
and advising: applicant. to call. the
action- at: the end of the six. months,.
after, procedure should be as above.

‘at

Suggestion. of Clai
Rule 208, Preparation for interference betwden ap-
ploations} suggestion of claime for interforence. (v):
Before the declaration:of interference It-must be de-
termined ' by the' examiner that  there' ik -common
gubject ~matter in’ ' the eases of the' respective
parties, patentable to each of the vespeotive parties,
subject to the detérmination of the question of pri-
ority. ' Claims in the same languaie, to form the counts:
of the interference, muat he presant or bo presented, in'
each application ; except that, in cases where, owing to
the nature of the disclosurea:in the respective applica-
tions, 1t 18 not possible for all-applications:to properly:
include a claim in jdentical phraseology ‘to define the
commion-inveption, an, interference miy be declared,
ith the approval of ‘the' Commissionér, nsing as &
count répresenting’ the Interfering subject matter a
elatmy @iffering ‘from the corresponding claims of one
or more of the interfering applications by an imma-
terial Umitation or variation, '

(b) When the claims of two or more applications
differ in phraseology, but relate to substantially the
same patentable subject matter, the examiner shall,
If it has been determined that an interforence should
be declared, suggest to the parties such claims ag are
necessary to cover the common invention In the same
Janguage. The partles to whom the claims are sug-
gested will be required to make thoge claims (1. e, pre-
sent the suggested claims In thelr applications by
amendment) within a specified time, not leas than 80
days, in order that an Interference may be declared.
The fallure or refusal of any applicant to make any
claim suggested within the time specified, shalt be
taken without further action as a disclalmer of the
invention covered by that claim unless the time be
exiended. ' ‘

(¢} The suggestion of claims for purpoge of inter-
ference will not stay the peried for response to an
Office action which may be running agninst an appll-
catton, unless the claims are made by the applicant
within the time specified for making the claims,

(1) When an applcant prosents a claim in his ap-
plication (not suggested by the exuminer ns apecified
in this rile) which s copled from some other appli-
cation, cither for purpose of nterference or otherwise,
he must go state, at the £ime he presenta the clatm and
tdentify the other application,

Although the subject of suggesting claims is
treated in detail at this point in the discussion
of a prospective interference between applica-
tions, some of the practice here outlined is also

11

covering
the exam

169

pplications contain identical cls
the entire interfering subject ma
r proceeds under rule 207 to fo
M ige, proper claims must
Jor all of the parties.
d at this point that if an

the interference; othe

jon of what ¢claims to suggest to the
- applications is one of great im-
portance, and failure to siggest such elaims ag
will'd clenrly the matier in ‘issue leads to
confusion and to prolongation of the contest.
" 'While it 18 much to be désired that the claims
suggested (which are to form the issue of the
interferance). should be, claims already present
in one or the.other of fhe applications, yet if
ims, cannot b in_the applications
which satisfactorily express the issue ¥t may be
necessary to frame n claim or olaims reading on
all the applications and:clearly expressing the
interfering subject matter and: suggest it er
them to aﬁ- parties. - Whether selecting a claim
already presented or framing one for suggestion
to all parties; the examiner should keep m mind
that where one-application has a less detailed
disclosure than others there is less chance for
error in: finding su{)port in all applications if
language is selected from the application with
the less detailed disclosure:

It is not necessary that all the clnims of each
party that. read on: the other party's case be
suggoested, The counts of the i1ssue should be
representative claims and should be materially
differont. .. Stated another way, the difference
between counts should be-one not taught by the
hrior arty, and should have n significant. effect
1n the subject matter involved. In general, the
broadest patentabla claim which is allowable
in each cese should be used as the interference
count and additionnl ¢laims should not be sug-
gested unless they are sufliciently different that
they may pro mr?’v isaue in separate patents. In
determining the brondest patentable count the
oxnminer should avoid the uge of specific lan-
guago which impoges an unneeessary limitation,
Claims not patentably differont. from counts of
the issue aro rojected in the application of the
defented party after termination of the intor-
forence,

Tho claims to form the issue of the interfer-
ence nre suggested to all parties who have not
already made those elnims, .

Whera necessitated by the respective dis-
closures, ons or more applications may be in-
volved on a claim which differs from that of

Rev, 44, Jan, 1945
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on, If a8y
the application w

ong should be dr i

examiner.
1101.01(k) Suggestion of - Claims,
. " Conflicting Parties Have

Rule 208, . Conpflicting: parties Raving samea altorney,
Whenever it ‘shall be found that:two or mere parties
whose interests appear to be in confllct arve represented
by the wame attorney. ‘or. ‘agent, -the : examiner -shall
notify each of said principal:parties and the attorney
or agent of thls fact, and:shall’ also:call the matter
to -the attention of:the Commissioner,  If -conflicting
interests exist, the same attorney or agent or his agso-
clates will not be recognized to represent.either of the
parties whose interesis are 'in conflict without. the
congent of the other party or in the absence of special
circumstances requiring such representation, in fur-
ther proceedings before the Patent and: Trademark
Office involving the matter or application or patent ir
which the conflicting interests exist. .

Notification should be given to both parties
at the time claims are suggested even though
claims are suggested to only one party. Nota-
tion of the persons to whom this letter is mailed
should be made on all copies. (See § 1112.08.)
The attention of the Commissioner ig not called
to the fact that two conflicting parties have the
same uftorney until an-actual interference is set
up and then it is done by notifying the examiner
of interferences as explained in § 1102.01 ().

110101 (1) Suggestion of Claims, Ac-
tion To Be Made at Time
of Suggesting Claims
[R-32]

At the same time that the claims are sug-
gested an action is made on each of the applica-
tions that are up for action by the examiner,
whether they be new or amended cases. In this
way possible motions under rule 231(a) (2)
and (3) may be fovestalled. That is, the action
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applicant
that:nons

does-not- const
claims, so that af
fized for pre
amendment. has-been fil
make - definite nction
the application.. . ;
1101.01(m) _ Suggestion _of Claims,
ot cing o Suggested - Claims
.. Where claims are suggested for interference,
a limited period determined by the examiner,
not less than 30 days, is set for reply. See
§710.02(c).. . .

Should any one of the applicants fail to
make the claim or claims suggested to him,
within the time specified, all his claims not pat-
entable thereover are rejected on the ground
that he has disclaimed. t‘i]]le invention to which
they are directed. If applicant makes the susp
gested claims later they will be rejected on the
same ground unless the delay is satisfactorily
explained. = (See §706.03(u).§

1101.01(n) Suggestion of Claims,
Suggested Claims Made
After Period for Re-
sponse Running Against
Case [R-20]

If mu;igesmd claims are mado within the time
specified for making the clairs, the applicant
may ignore other outstanding rejections in the
application, Tven if claims are suggested in
an application near the end of the period for
response running against the case, and the time
limit for making the claims oxtends beyond the
end of the period, such clnims will be admitted
if filed witLin the time limit even though out-
side the period for response (usually a three
month shortened statutory period) and even
though no amendment was mado responsive to

@




Applicati
'I’dtk‘r'f@’ 1C¢

~An application will n
issne for the purpose:o
an interference. . When an nf
ing before the examiner which, confaing one o
mare. claims, which may: be made. in n cnse in
issue; the examiner may write o letter suggest-
ing such claims to the applicant whose case 18
in.issue, stating that if such claims he made
within a certain specified time the case will be
withdeawn. £from issue, the amendment enteres
and .the interference’ declared.  Such; Jetters
must be submitted to the groupdirector. If
the suggested. claims,are. not  copied in the
application in issue, it moy be necessary. to
withdraw it from issue for the ]Qurpqm of re-
jecting other claims on the implied disclaimer
resulting from the failure to copy the suggested

B

claims, using form at § 1112.04.

When the examiner suggests one or. more
claims appearing in a case in issue to an appli-
cant whose ease is pending before him, the case
in igsue will not be withdrawn for the purpose
of interference unless the suggested claims
shall be made in the pending application with-
in the"t;ime"'&'speciﬁccrl) by ‘the -examiner. The
letter suggesting claimsg should be submitted to
the group%irector forapproval; - -+

In either of the above cases the Patent Issue
Division should be notified when the: claim is
suggested, so that in caso the issue fee is paid
during the time in which the suggested claims
may be made, proper steps may b taken to pre-
vent the issue feo from being applied,

The examiner should borrow the allowed ap-
lication from the Patent Tssue Division and
}mld the filo until the claims ave made or the
time limit expires, This avoids any possible
igsuance of the application ag n patent should
the issne fee be puid,  To further ingure against
the issuance of the application, the examiner
may pencil in the blank space labeled “Date
paid®” in the lower right-hand corner of the file
wrapper the initialled request: “Defer for in-
terference.” The issue fee is not applied to
such an application until the following proce-
dure is carried out.

110102 With a Patent = [R-40]
~Rules . 204, 205. and 206 quoted below deal
with interference involving patents.

"Ruh{ 204, Iiterferende with o patent s affidevit or
declaration by junior applloant. (&) Thefact that one
of ‘the partlos hng alrendy obtained a patent wilt not
prevent s\_n"ln:l’orfinknum’.' Although the Comwisgioner
hag no powet to cancel n ‘patent, he may grant auvother
patent for the gainé invention to & person whe, in the
interference,’ proves lilmsell to be the prior inventor

((b) Wlhien the effectivé flling date of wi applicant
is three months or' less subsequent to the effective
filisig date of ‘4 patentee, the applieant, before the in.
terference will be declared, shall file an afidavit or
deelnration that he made the Invention in controversy
in thig country before the offective fling date of the
patentee, or that hig nets In thiy country with respect
to the tnvention were sufilelont to estabilsh priority of
Invention relative fo the effective fling date of the
patentee,

(¢} When tho effeciive fillng date of an applicant iz
more than three months snbsequent to the effective
fiting dato of the pmtentoe, the npplicant, boefore the in-
terference will be deelared, shall file two coples of affl-
dnvits or declnvationg by Wimagelf, i possible, and hy one
or pore corroborgting witnesnes, supported by documen-
tnry evidonce If avallably, ohch metting out a factonl
deseription of nets and elreumstunces performed or ob-
served by the offinnt, whlch collegtively wonld prima
faele entitie him to an pward of peioelty with reapect to
the offective Qling date of the patent. Tlils showing must
e accompinied by an explanation of the basis on which
he bolleves that the facts sot fortl would overceme the
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e case to-he.otherwise In-condition for
the declaratlon of an'intérforence he:wlll consider:this

material only to'the extent of ‘detérmining whethér a

dnte: prior to theeffective fling date ofthe patent:in
alleged, und 1f g0, the Interference will be declaved,
(Beaalso rale88) © i Lo b e ]
_The extensive discussion of modified. patent
claimg_ below should. not he misin ated,
Most_interferences between ang}x ations and
patents have the exact patent claim as a count,
_ As a patentee may not alter his claims (ex-
cept by reissue) an applicant mush make one
or more cliims of the patent or a claim cor-
mspondixg; substantially to a claim of the pat-
ent and differing. therefrom by, an immaterial
variation or by the exclusion of an immaterial
limitation to invoke an interference as stated in
rule 205(a), either because of:lack of support
in the application for the omitted limitation, or
because justified by a showing as set out in the
rule. An example of the latter might be whore
the showing submitted by the applicant demon-
strates that his bostproofs do not satisfy the
omitted . limitation, This practice is less re-
strictive than that which was followed prior to
adoption of rule 205(a) in its present form.
here a patent claim is modified, the count
of the interference should be the broader claim
as between the patentee and the applicant.
Thus, if an immaterial limitation is excluded,
the count of the interference should he a copy
of the modificd patent claim as made in t‘m
application following the practice as explained
in Bonine v. Bliss, 1919 C.D. 75; 265 O.G. 306.
In addition, it should be carefully noted that
in an interference between an u{)[;)]icﬂnt and n
patentee, the count must be cither the patent
claim or a broader claim; it cannot be a nar-
rower claim. Movehouse v. Armbruster, 183

L USIQ 182 (1973)

It is improper to base a plurality of intee-
ference counts upon a single claim of o patent.
If one count of the interference corvesponded
exactly to the claim of the patont, and another
count corresponded substantinlly to the same
claim, the question would arise, in the case of a
gplit decision on priority, as to who had ob-
tained the fﬂ,vomb{e judgment. Slepian v. Ben-
nett ; 85 USPQ 44, ’

It has been found that the practice sot forth
in Ex parte Card and Card, 112 O.G. 499, 1904
C.D. 383, does not adequately take care of all
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glosure in the appli-
“Bame ‘generic’ inven-
‘¢laiin, is ‘somewhat
the patent,  Under

pplicant’ ghould be

Inim’ of " the patent
nodifying it only by
1pon ‘his own nar:
wtion in the'patent
te, oo Tolle et al. v.
;118 USPQ 292 'In
oclaring the interforence, tho oxact’ patent
claim should be used ‘as the count of thé intér-
ferenco and it shouild be indicated that the claim
in the application correspoitds substatitially to
to the interference count,” ~ " v T
Examples of the practice outlined in the

preceding paragraph:

narrower
sich el
permitt
ns exact
substi
rower
claim which he ein
Starkey, 1958 C.D

o

L Parent Craims ‘A Ranor or 10 7o 90

Application discloses: a .range .of 20 to. 80,
there being no distinction in substance between
the two ranges. . T

-Application may be permitted to copy the pat-
ent . claim, -modifying it by . substituting. his
range of 20 to 80 for the range of 10 to 90 in
the patent claim,. U \

Interference should be declaved with the ex-
act patent claim as the count and it should be
indicated that the claim in the application
corresponds. substantially to tho interforence
count,

I1. Parent Cramms A Mancusu Grove or 6
Muninens.

Application discloges n Markush group of 5
of the snme 6 members, there being no distine-
tion in substanco betweon tho lzwo'grmlrs.

Ap\)]icmlt may be permitted to copy the pat-
ent claim, modifying it by substituting his
G-member group for the 6-member group in
the patent claim.

Interference should be declared with the ex-
act patent claim as the count and it should be
indicated thut the claim in the application cor-
responds substantially to the interference count.




~ In some onses,
tion, although

digclogura in JCR~

~ the claim of the (fmtent.ﬂl‘f the applicant pre-
sonts o, corresponding broader claim, the a?ph-,
cation elaim should be nsed as the count of the
interference and it should be indicated on form
PO-850 that the count is a modification of the
patent claim, The applicant should not bo per-
mitted to copy the exact patent claim if any
limitation thereof is not disclosed in the nppli-
cation, If the application discloses every limita~
tion of the patent claim, and the ap]i)l{cmt
copies the exact patent claim, the patent claim is
used as the count of the interference. In the
latter circumstance, if the applicant presents a
timely motion under rule 281 to substitute a
broader count and accompanies the motion with
a satisfactory showing, as by nsserting that his
best evidence lies outside the exact limits of the
patent claim, the applicant may be permitted
to substitute a count wherein language based
upon his slightly broader disclosure replaces
the corresponding limitation in the patent
claim. In redeclaring the interference, the ap-
blication claim is used as the count of the inter-
ference and it is indicated in the redeclaration
papers that the claim in the patent is modified.

EXAMPLES

The following are examples of the above
practice in which THE SAME PATENT-
ABLE INVENTION IS CLAIMED BY
THE APPLICANT AND PATENTEE Al-
THOUGH THI DISCLOSURE IN THE
APPLICATION DIFFERS IN BREADTH
FROM THE PATENT CLAIMS.

I. Parent Craims A Ranar or 20 To 80: Appli-
cation discloses a range of 10 to 90.

If the application supports the exact patent
claim and the applicant elects to copy the exact
patent clnim, the interference s’houk} be declared
with the patent ciaim as the count. Howevor,
the interference may be declared having as a
count. the patent claim modified by substituting
applicant’s range of 10 to 00 for the range of 20
to 80 in the patent claim, Rule 205 (a).

Similarly, the applicant may seck such gub-
stitution after the terference is declaved on
tho exact patent elaim by filing o motion to
substituto a count with the broader range sup-
ported by a similar showing as indicated above,

disclosurs in the app
fcm the same invention in fact
as the patent claim, is somewhat broader than
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notices

‘modification of the putent

 Mempers,
~Application discloses & Markush group of 6

IT. Parenr Crams o Marxosu Groop or 5

- members, including the 5 claimed in the patent.

. The interferenco is declared with the applica-
tion claim ‘h‘ﬂ,vingfﬁm G-member group as the
count and it should be indicated that the count
18 » modifieation of the patent claim.

If the applicant elects to copy the exact
patent claim, the interference aéﬁ uld be de-
clared with the patent claim us the count.

If, in connection with a motion to substitute,
the applicant makes a satisfactory showing
SWhee. ock v, Wolingki, 175 USPQ 216} of
the necessity for including the sixth member
m the interference count, he may be permitted
to present the patent claim modified by substi-
tuting his 6-membor group for the >member
group in the patent claim.

The interference will be redeclared with the
application claim as the count and it will be in-
dicated that the count is a modification of the
patent claim,

C. APPLICATION DISCLOSURE BROAD-
ER IN SOME ASPECTS AND XNAR-
ROWER IN SOME ASPECTS THAN
PATENT CLAIMS

Some cases may include aspects of both A and
B, above. Such cases should be appropriately
treated by the same general principles @m%meé
above.

Examples of cases involving mixed aspects:

I. Parent Crarms A Rangr or 10 to 80.

Application discloses a range of 20 to 90,
there being no distinetion in substance between
tha two ranges.

‘The applicant mny be permitted to present
o clnim which includes the range of 20-90,
and tho interference should be declared with a
count covoring the range of 10-90, and it should
bo indiented that the count is a “phantom” count
by writing the word “phantom” beside the num-
ber of the patent claim and the application
clnim on form PO-850. In such circumstances,
tho examiner must attach a copy of the count
to tho form PO-850,
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(b)) If. the mterferenc@ is dﬁclumd wmh the
exact patent: claim as the/eounty the: uppllcmt
may subsequently, if a mmsfmtow showing:is
‘made; move under rilé 281 to substitute a count
which includes’ the 6 membm' group whwh l\e
‘chsdoses - ,

The mt;arference is re declared W’tl” 8 “phun-
tom” count including & Markush’ group of all
7 members and this should be indicated in the
decigion on motion by calling attention to, the
fact, that the count is & “phantom”. count. The
redeclaration papers will have the word “phan-
tom” next to the number. of the corresponding
¢laim. Care should be taken to be-sure that the
-corresponding application claim contains only
the 6 member group disclosed in the application.

- This count is established only for interfer-
ence purposes and thus provides a situation
‘which does not restrict either party as to any
testimony or exhibits offered as to the disclosed
members included in the count. - Such a “phan-
tom” count is only for intorforence purposss
and cannot otherwise appear as u elaim in either
of the cases since it hus no basis therein, Fur-
ther, such a “phantom” count must, be patemmb]ﬂ
over the prior art, .

The practice outlined in A, B, and C above
should be restricted to situations where the
inventions claimed in the patent and dis-
closed in the application are clearly the
same, 90 that there is trely an interference
in fact.

178

}ccmnb must be utt adhed té ‘the i'orm.

i The: result of «(1): and:(2 )« weill be- ﬁm& aRy
count other than a phuutom count, wili be iden-
tical to thé'elaims ini the cases beside it on f@mx
PO-850 baving:no indicator. .

- For m}mmon of copxad patent v‘éwm 202
§ 1101. Oﬁ(f) i

" Rute 805, Interfermuo with a ‘patent ; copyping olaimae
from palént, (f() Before an interference will be de-

elared with & patom the upplicnnt must prosent ta his
applimrmn. d«:mlm of 11} the elaimsg 'of the patent which
‘also define bl hlvemilm atid such clabme must be

patonmbie " t!m appllcaﬂ(m ‘However, an interfer

'ence may be declaved after cnpying