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1601 Introduction: The Aet, Scope,

Type of Plants Covered

The right to a plant patent stems from:

33 U.8.0. 161, Patents for plants. Whoever invents
or discovers and asexually reproduces. any  distinct
und wew varlety of plant, Including cultivated sports,
mutants, hybrids, and newly found scedlings, bther
than a tuber propagated plant or a plant found in an
upncultivated state, may obtain s patent therefor, sub-
Jeet to the conditions and requirements of thig title.

The provisions of this title relating to patents for
fuventions shall apply to patents for plants, except us
otherwise provided.

Asexually propagated plants are those that
are reproduced by means other than from
seeds, such as by the rooting of enttings, by
lavering, budding, grafting, inarching, ete.

With reference to tuber propagated plants,
for which a plant patent cannot be obtained,
the term “tuber™ is used in its narrow horticut-
tural sense as meaning a short, thickened por-
tion of an underground branch. Such plants
covered by the term “tuber propagated”™ ave the
Irish potato and the Jerusalem artichoke.
This exception is made beennse this group nlone,
among asexunlly reproduced plants, is propa-
gated by the same part of the plant that 15 sold
us food,

The term “plant” has been interpreted to
mean “plant™ in the ordinary and aceepted
sense and not in the strict scientific sense gnd
thus exchides bacterin, (In ve Avzberger, 1940
CLD 6% 46 USPQ 32 27T CCPA 1315.)

35 U800 163, Grant. In the case of o plant patent
the grant shall be of the right to exelude others Troo
naexually reproducing the plant or selling or using
the plaut so reproduced,
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1602 Rules Applicable

Raule 161, Rules appHoeable, The rules velating to ap-
plications for putent for other inventions or discovertes
are m,,im i ppyli_(}n ble 16 spplications for pitents for plangs
except na. otherwlse, provided. . . :

- [R~19]

An applieation for a plant patent cousists of
the same parts ag other applications and must
be filed in-duplicate (rule 168 (b)), but only one
need be signed. and executed; the second copy
may be a legible carbon copy of the original.
'T'wo copies of colordrawings must be submittesd,
rule 165(b). The reason for thus providing an
origiml and duplicate file is:that the duplicate
file 18 utilized for submission to the Departinent
of Agriculture for a report on the plant variety,
the original file being retained in the Patent
Oftice at all times,

Applications for plant patents which fail to
include two copies of the specifieation and twe
copies of the drawing when in color, will be
aceepted for filing only. The Application
Branch will notify the applicant immediately
of thig deficiency and require the same to be
rectified within one month. Failure to do so
will result in loss of the filing date.

1604  Applicant, Oath |[R--25]

Rule 162, Applicant, vath op declaration, The appli-
cant for n plant patent must be (he person who has in-
venlted or discovered and asexaally reproduced the new
and distinet variety of plant for which a patent is
songht (or ag provided in rules 42, 48, and 47). The
vath or dectaration required of the apphieant, in addi
tion to the nverments veguived by role G5, wmust state
thut he has wsexunly reproduced the plant, Where the
prlaanit s 0 newly forrd plant the onth or declaration
st nlso qlate that it was foamd in o enlbtbvated area

1603  Elements of a Plant Application

Encoan application for o plant patent theve
can be joint inventors, See lx prrte Kiuis of al,
Board of Appeals decision in Plant Patent File
o7

1605 [R-19]

A5 UNCO 162 Deseviplion, claim. No plant patent
shialt be declarved invalid for noncomplinnee with see-

speeification and Claim
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tion 112 of this title if the description Is as complete as

1% reasonably possible,

terms to the plant shown and described. ‘ C
Rule 163. 8pecifieation. (a) The specification must
contain as full and complete a disclosyre as possaible of
the plant and the characteristies thereof that. distin-
guish the same over Felated Kuown variéties, and its
antecedents, and ‘must particularly point out where
and in what manner the varlety of plant has been
agexually reproduced; In.the, case of a, Yewly. foind
plant, the specification pust particularly point out the
loeation: and character of the area where. the plant
wasg dlecovered. ... Cet s it ;
(b) Two copies of the specification (Including the
claim) must be submitted, but only oné need be slgned
nnd executed ; the second copy may be a legible carbon
copy of the original.
- Bwle 164, Claim.. The claim shall be in formal terms
to the new and dlstinet varfety of the specified plant
as described and Nustrated, and may alsp recite the
principal distinguishing chavacteristics, More than one
claimis not permitted, - < 0 e

- 'The specification should include a complete
detailed description of the plant and the char-
acteristics thereof that distinguish the same
over related known varieties, and its ante-
cedents, expressed in botanical terms in the
general form followed in standard botanical
text books or publications dealing with the va-
rieties of the kind of plant involved :(ever-
green tree, dahlia plant, rose plant, apple tree,
ete.), rather than a mere broad nonbotanical
characterization such as commonly found in
nursery or seed catalogs. The specification
should also include the origin or parentage of
the: plant variety sought to be patented and
must particularly point out where and in what
manner the variety of plant has been asexually
reproduced. ‘Where color is a distinctive fea-
ture of the plant the color should be positively
identified in the specification by reference to a
designated color as given by a recognized color
dictionnry.

A plant patent is granted on the entire
plant. It therefore follows that only one claim
15 necessary and only one is permitted. A
method elaim in a plant patent applieation is
improper.

1606 Drawings [R-30]

Rule 165, Drawinge, (n) Plant patent drawings are
not mechanient drawings and gshould be nrtisticnlly and
competently exeented. Figure nmnbers and reference
characters need not he employed unleas required Dy
the examiner, The drawing must digelose all the dis-
tindtive charactoristios of the plant capable of visusl
representation,

(h) 'Phe deawing may be in color and swhen color i4 a
distingulshing characteristie of the new varlety, the
drawing st be n color, 'T'wo coples of color draw-

Rev. 30, Oct, 1071

" The claim in the specification shall be in “forma

ings must be submitted. Color 'dx"&w{'m;n‘mym made

either in permanent water color or ofl, or inliou thereof

may be . photographs made by color photogruphy or

properiy -colored .on  sensitized paper. Pormanently
mounted color photographs are acceptable, The paper
in any case must correspond in slge, welght and quality
to the paper required for other drawlngs. Nee rule 84.
Naogpermanently. mounted coples will be correctly
s expense, rule 21(1).

mouuted at applidant
1607 Specimens = [R-25]

Rule 166. Specimens, The applleait may be re-
quired to furnish specimena of the plant, or its flower
or fruit, in a guantity and atn time in.its atage of
growth as may be designated, foy study and inspection.
Such speclhnens, properly packed, must be forwarded
in conformity with inatruetions furnishad to the appli-
cant. When it is not possible to forward- such apeei-
medns, plants must be made avallable for offieial inspec-
tion where grown. . . ;

Specimens of the plant variety, its flower or
fruit, shonld net be submitted unless specif-
ically called for by the examiner, '

1608 Examination . [R~25]

Rule 16% Bramination: (u) ‘AppHeations may be sub.
mitted by the Patent Office to the Department of Agri-
culture for study and report.: I i

(by Affidevits or declarations from qualified agri-
cultural or horticultural experts regarding the noveliy
and distinctiveness of the variety of plant may be re-
ceived when the need of such affidaviis or declarations
is indicated;. . : ‘

_The authority for submitting plant applica-
tions to the Department of Agriculture for re-
port is given in: : o

Excceutive Order No. 5)64, Octodber 17, 1830, Fa-
cilitating the consideration of applications for plant
patents. 1, Herbert Hoover, President of the United
States of Amerlea, under the authority conferred upon
me by act of May 28, 1030 (Public No. 2438) [uow 33
ULS.CO 1640, entitled “YAnact to provide for plant
patentz” and by virtue of nll ather:powers vested {n me
refating thereto, do heveby. direct the Socretary of Agri-
culture: (1) to furnish the Commissioner of Patents
such avallable information of the Department of Agrl-
calture, or (2) to conduct through the appropriate
buresu or division of the depurtment such regearch
upon special problema, or (3) to detail to the Com-
missioper of Patentsg such officers and employees of
the department, as the Commigdioner may request for
the purpose of carrying snld net into offeet,

85 U.8.0. 164 Asaistance of Department of Agni-
eultare, The President nmmy by Kxecutive order direet
the Secretary of Agriculture, in nceordance with the
request of the Commissloner, for the purpose of carry-
ing into effect the provisions of this title with respect
to plants (1) to fuarnish avallabte information of the
Department of Agriculture, (2) to conduet throngh the
appropriate bureau or division of the Depurtment re
searel upon xpecial problems, or () to detadl to the
Commisatoner oMeers nud employecs of the Depnriment.,

With the applieation jud;ﬁe(“l complote and
aceeptable Tor submission to the Department of
Agricnlture, the dupliente file and duplicate
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of: A

the praeti ~the dupli-

‘duplicate drawing of the applica-
~n - letter - of - transmittal - (Form
?01:-86) including such data as the examiner
has devi -that will enable the Ag
Research nder:
plication. as to::
disclosed . in. th
known varieties of plant. . - .. 0

The initial step. in taking the application up
for action is for the examiner to brief the ap-
plication on the search brief cards (there heing
a printed form for each of the plant subelasses
in class 47), The sufficiency of the specification
and drawings are determined as to their com-
pleteness and (,‘,ou'li)limw(a with the rules, and
the applicant is advised of any deficiencies in
the disclosure, Transmittal of the duplicate file
to the Department of Agriculture may be de-
ferred until such time as the applicant submits
by appropriate amendment, in duplicate, the
necessary additional matter and/or corrections.
[R-28]

1609 Report of Agricultural Research
Service [R-31]

The report of the Agrienltural Reseinrch
Service (A.R.S.) is usually accompanied by the
duplicate file and drawing. The report is in
duplicate, the original being signed by the Chief
of the Branch. The original copy of the report
is retained in the duplieate file. As the report
is merely advisory to the Office, it is not a part
of the oflicial record of the application and is
therefore not given a paper number and is not
placed in the original file. The carbon copy of
the report is customartly utilized by the exam-
iner in the preparation of his action on the
case and is also vetained in the duplicate file,

The report may embody eriticisms and objee-
tions to the disclosure, may offer suggestions for
correetion of such, may require specimens of
the plant, flower or fruit thercof, may require
affidavits of vecognized authorities to corrobor-
ate the allegations of the applicant ng to certain
or all of the distinguishing features of the
variety of plant songht to be patented, may
stato that the plant will be inspected by a field
representative of the Departinent of Agricul-
ture, ete., or the report may merely state that:

“Examination of the speeifiention submitted
indicates that the variety described is not iden-
tical with others with which onr specinlists nre
familine,”

‘in other types of

; plimtio.n‘ by the exam-
all matters as provided for
patent applications. See rule

i ﬁ‘.‘ud‘

. 'The getion may include so much of the report
of the A.R.B. a8 the examiner deemns necessary,
or- may embody no part of ‘it; In the event of
an interview, the examiner, in his discretion,
may show the entire report to the inventor or
attorney.. - o S

‘With reference: to- the examination of the
claim, the language must be such that it is di-
rected to the “new and distinet variety of plant.”
This is important as under no circnmstance
should the claim Dbe directed to a new variety of
flower or fruit in contradistinetion to the plant
bearing the flower or the tree bearing the fruit,
This is in gpite of the fact that it is accepted and
general botanical parlance to say-—A variety of
apple or a variety of blackberry--, to mean a
variety of apple tree or a variety of blackbervy
plant.

Where the application may be atllowed a claim
which recites, for example—A new variety of
apple, characterized by ______ may be nmended
by the insertion of-—tree—after “apple™ by an
examiner’s amendment.

By the same token the title of the invention
must relate to the entire plant and not te its
flower or fruit, thus: A.pplle Tree, Rose Plant.

Care should also be exeveised that the specifi-
cation does not contain unwarranted advertis-
ing, for example, “the disclosed plant being
grown in the XYZ Nursevies of Topeka, Kan-
sas.” It follows, also, that in the drawings any
showing in the background of a plant, as a sign
carrying the nume of an individual, nursery,
ete., 18 objectionable and deletion thereof is re-
quired. Nor should the specifieation include
lnndatory expressions, such as, ““Fhe rose s pret.-
tier than any other rose.” Such expressions are
wholly irrelevant. Where the fruit is deseribed,
statements in the specification as to the char-
acter and quality of produets made from the
fruit are not necessary and should be deleted.

The Oftice action is typed with an additional
copy which 15 placed in the duphieate file, The
mpers in the duplieate file nre not noted on the
mdex at the back of the duplicate file wrapper,

When it appears that the application must
ho resubmitted to the AJRS, as when the veport
indientes that the duplieate tile and drawing
are retained, applicant is notified that response
papers must be in dupliente.

Frequently the ARS. in its report states
that in view of its lack of suflicient information,
data, specimens, ote., its specinlists are nuable
to determine whether the variety of plant under
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~ consideration is new and. distinct and suggest;
~that the Patent Office require the applicant to
' submit affidavits or declarations from recog-

~ niged experts as to the newness of the variety.
~ The report of the A.R.S. is not in the nature of
& publication and matters raised therein within

- the personal knowledge of the speciulists of the -

ARS. are not suflicient basis for a rejection

unless it is first ascertained by the examiner

that the same can be:sngpmftm by aflidavits by
snid specindists. (rule 107.) See Ex parte Rosen-
berg 46 USPQ 393. Board of Appeals deci-
gion in Plant Patent File 418, ...~
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 The ‘preparation of ¢ plant patent applica:
tion for issue involves the same procedure as for

- other applications (rule 161), with the excep-

tion that where there are colored drawings, the

- better one of the two judged, for example, by
. its'sharpness or cleanliness -ia gelocted,; and to
- this one the issue slip is affixed. The duplicate

file is retained in:the examining group until
after the application has been patented. At
certain periods thereafter such duplicate files
are collected and sent to the abandoned files for






