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Errors in'a gatent may be corrected in three
ways, namely by reissue, by the issuance of a
cortifieate of correction which becomes a part of
the patent, and by dm'lmmm

1401 Reissae [R--41]

35 U.8.C. 251. Reissue of defective patents. Wheun-
ever any patent is, through error without any deceptive
intention, deemed wholly or partly {noperative or
invalid, by reason of a defective specifieation or draw-
ing, or by reason of the patentee claiming more or less
than he had a right to clalin in the patent, the Com-
migsloner shail, .on the surrender of such patent and
the paymeut of the fee required by law, reissue the
patent for the Invention diseloged In the originat patent,
and in accordance with a new and amended applieation,
for the unexpired part of the term of the original
patent, No new matter shall be introduced into the
application for relssue.

The Commlasioner may lssue several relasued patents
for distinet and sepaarate parta of the thing patented,
upon demand of the applicant, and upon payment of
the required fee for a relssue for enach of wuch relasuced
patents.

The provislons of thils title relating to applications
for patent shall be applicable to applicationa for re-
Iusue of n patent, except that application for relssne
may be made and sworn to by the assignee of the
entire interest If the applleation does not seek to
enlarge the scope of the clalms of the orlglnal patent.

AN%.uun (. 74 -6

1\‘0 relsaued patent whall lw gmuted enlarglng the
scope of the claims of the original patent unless applied
for within two yeara from the grant of the m-lguml
patent,

The usual gr«)umlﬂ for a reissue are that the
claims are too narrow or too broad, or that the
disclosure  has ~inaceuracies. A - reissue - was
granted in Brenner v. State of Israel, 862 O.G.
661; 158 USPQ 584, where the only ground
urged was failure to file a certified copy of the
original foreign application to obtain the right
of foreign priority under 35 U.S.C. 119 before
the patent was granted. The correction of mis:
joinder of inventors was held to be a Q.’;round
for reissue in Ex parte Scudder, 169 USPQ 814.

When a reissue apphcatlon is filed within
two years from the date of the original Famnt,
a rejection on the ground of lack of diligence
or delay in filing the reissue should not be made.

‘A “claim” for the benefit of an enrlmr filing
date in a foreign country under 85 U.8.C. 119
must. be made in a reissue application even
though such a claim was made in the applica-
tion on which the original patent was granted.
However, no additional certified copy of the
foreign application is necessary. The procedure
18 mmxlur to that for “Continuing Applica-
tions” in § 201.14(b).

The heading on printed copies will not be
carried forward to the reissne from the original
patent. Therefore, it is important that the fila
wrapper be endorsed under “(‘lanm Foreign
Priority.” :

Tho applicant is pc\nmltml to present every
claim that was issued in the original patent for
a fee of 65 dollars, Additional elnims must be
paid for in the same manner as elaims must be
paid for in original applications,

1101.01

Rule 171. Application for reissue. An applicatlon
for relssue must contaln the aame parts required for
an application for un origlnal petent, compiying with
all the rules relating thercto exeept as otherwige pro-
vided, and in addition, must comply with the require-
mentys of the rules relating to refssue applications, The
nppliention must be accompanied by a certified copy of
un abstract of title or an order for a title report, to
be placed in the file, and by an offer to surrender the
orlginal patent (rule 178).

Requisites
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1401.02

1401.02 By Whom Filed and to

Whom Granted [R-25]

Rule 172. Applicants, assignees. (a) Relssue appllica-
tions must be signed and sworn to, or declaration made,

by the inventors except as otherwise provided (see

rules 42, 43, 47), and must be accompanied by the writ-
ten assent of all assignees, If any, owning an undivided
interest In the patent, but a refssue application may
be made and sworn to or declarstion made by the
assignee of the entire Interest 1f the application does
not seek to enlarge the scope of the clalms of ‘the
original patent, LR R UETE TR

(b) A refssue will be granted to the original patentee,
his legal representatives or assigns as the Interest may
appear, : ‘ S

The examiner must inspect the abstract of
title to determine whether rule 172 has been
complied with. SR

1401.03 Noticc*‘ixi" 'Or'iginal'Filé ‘

Rule 179. Notice of reissue application. When an
application for a relgsue is filed, there wiil be placed
in the file of the original patent a notice stating that
an application for reissue has been filed, When the
reigsue Is granted or the relssue appiication is other-
wige terminated, the fact will be added to the notice
in the file of the original patent. ;

The notice is entered on the file wrap ver of
the original patent and pertinent data filled in
by the Apphication Division. When the reissue
is granted or the prosecution of the reissue ap-
slication is terminated, it is important that the
hecord Room be informed of that fact by writ-
ten memo and the information is applied by the
Record Room on the notice in the patented file.

1401.04 Offer To Surrender Original
Patent and When Such
Patent Is Returned [R-34]

Rule 178. Original patent. The application for a re-
issue must be accompanied by an offer to surrender
the original patent. The appllcation should nlso be
sccompanled by the orlginal patent, or if the original
I8 lost or Inaceessible, by an afidavit or declaratlon to
that effect, The appllention may be aceepled for exam)-
nation In the absence of the orlglnal patent or the affida-
vit or decliration, but one or the other must be supplled
before the cane 1a allowed. 1f o relssue be refused, the
original patent will be returned to npplleant upon his
request.

‘The examination of the reissue application
on the merits is made even though the offer to
surrender the original patent or an affidavit or
declaration to the effect that the original is lost
or inaceessible has not been received, but in such
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* case the examiner should require one of them in

the first action.

If applicant requests the return of his patent,
on abandonment of the reissue application, it
will be sent to him by the Mail and Clorrespond-

‘ence Division and not by the examining group.

1401.05 Use of Original Drawing
[R-37] o

Rule ¥y Drawings. (1) The drawlngs upon which
the original patent was isaued may be used In reissue
applications: if no ehanges whatsoever are:-to be niade
in the drawings. In such ocages, when the relssue
application g fited, the applicant must submit & tem-
porary drawing which may eonulst of a copy of the
printed drawings of the patent or a photoprint of the
original drawings securely mounted by pasting on
sheets of drawing board. of the slge required for
original drawing, or an order for the same,

(b) Amendments which can be made In .a relssue
drawing, that is, changes from the drawing of the
patent, are restricted. o : '

~ Applicant must submit o mounted copy of
the original drawing or “an order for same”
(rule 174) if transfer of the original drawing
is contemplated. S

Provided that no alteration whatsoever is to
be made in the drawings, includin{g' canceling
an entire sheet, the drawings of the origina
patent may be used in lieu of new drawings.

The mounted copy of the drawing will be
marked “Informal, AFE” (Admitted for Ex-
amination) by the Draftsman, but the exam-
iner should disregard this since the informality
will be corrected by formal transfer of the
drawing before final allowance.

When the reissue case is ready for allowance
the examining group makes the formal transfer
of the original drawing to the reissue case. See
$ 608.02(k).

1401.06 Form of Specification and
Claims [R-22]

Rule 173, Specification. 'The gpeclflcatlon of the re-
lssue application must lneludo the entire specliicatlon
and claims of the patent, with the matter to be omlit-
ted by relssue enclosed in squnre brackets; and any
andditions made by the relsave must be underlined, so
that the old and the new gpeclfications and clalmng may
be readily compared. Clahng should not be renuinbered
and the numbeslug of claims added by relssue should
follow the vumber of the hlghegt numbered patent
clnbm, No new matter shall be introduced into the
apecifleation.

Cut up soft copies of the original patent,
with each COLUMN securol mbnntm? on g
separate sheet may be used in preparing the
gpeeifiention and claims. It Hh()lll({ be noted




.
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should be prepared in this wa
applications, both the d

the claims must be amended as specified in rule
121(a). Noterule 121(e). ... . . oo

~An example of the form for a twice-reissued
patent is found in Re. 23,568, . . . .

New matter, that is, matter not present in
the patent, is excluded from a reissue applica-
tion with even  greater: strictness than In an
ordinary case.  The claims in the reissue case
must also be for matter which the applicant
had the right to elaim in the original patent.
New matter may exist by virtue of the omis-
sion of a feature or of a step in a method.
See United States Industrial Chemieals, Ine.
v. Carbide & Carbon Chemicals Corp. 1942
C.D, 751; 315 U.S. 668; 53 USPQ 6. =

1401.08 The Reissue Oath or Decla-
 ration of [R-40]

Rule 1715, Reissue oath or declaration. (a) Appll-
cants for reissue, In addition: to complying with the
requirements of the first sentence of rule 65, must also
file with their applications a statement under oath or
declaration as follows: = . : L

(1) That applicant  vertly  belleves the original
patent to be wholly or partly Inoperative or invalid,
and the reasons why. =~ ,

(2) When it is claimed that such patent 1s so in-
operative or invalid “by reason of a defective specifi-
cation ' or drawing,” particularly’ : specifylng ‘such
defects.

(3) When it is claimed that such patent 1s inop-
erative or invalld “by reason of the patentee claiming
more or less than he had a right to claim in the
patent,” distinctly specifying the excess or insufficlency
in the claima.

(4) Particularly specifying the crrors relled upon,
and how they arese or occurred.

(8) That said errors arose “without any deceptive
intention” on the part of the applicant.

(b) Corroborating affidavits or declarations of others
may be filed and the examiner may, in any c¢ase, require
additional information or affidavits or declarations
concerning the gpplieation for reigsue and its object.

esoriptive portion and

The question of the sufliciency of the reissuo
onth or declaration filed under rnle 175 must
in each ense be reviewed and decided personnlly
by the primary examiner.

The reisaue oath or declaration must point out
very specifically what the defects are and how
the errors arose. The statements of the onth or
declaration must be of facts and not conclusions.

An allegation that the specification is ingufli-
cient merely because the claims are too narrow
or(llinuri] y satisfies paragraph (a)(3) of the
rule,

; ORBEOTION: OF PATENTS.

f i Abmadmed reissue claim is. one ; whmh

brings within its scope any subject matter not

- embraced by the patent claims. A claim broad-

ened in:one limitation is 'a broadened claim
though it may be narrower in other details. Fox
Typewriter Co, v. Corona Typewriter Co., 282
F. 502 In re Bostwick, 26 CCPA 1117, 102°F.
2d 886, 41 USPQ 279; Schenk et al. v. United

3 ;;p.m!s, 51 USPQ 519;

A;immftﬂarpq 43 F. Su 1 USPQ
and Mercoid Corp. v. Milwaukee (as Specialty
Co., 83 ¥. Su ‘i),’ 081, 46 USPQ 23; and In re
Rogoft, 120 USPQ 185,‘0('}}%& 1058),
Relative to Fm*agmp i (0) (4) of the rule, de-
liberate ‘cancallation of a claimy in the original
patent, application is ordinarily regarded as
evidence that the failure to include elaims to
the involved: subject matter in the patent is
not due to error. The patent statutes afford no
authority for the reissne of a patent merely to
add othor claims of the same scope as those
already granted, In re Wittry, 180 USPQ 320
(CCPA 1974). An error arising from a lack
of understanding or knowledge of applicant’s
attorney as-to the real invention may be an
:wcc[rm le veason for reissue. However, where
an alleged lack of understanding by applicant
or his attorney is based on a now factual situa-
tion, which did not exist at the time the patent
was taken out, reissue is improper. '
Where the reissue oath or declaration is found
ingufficient, all new claims in the reissue appli-
cation to which the insufficiency applies should
be rejected on the basis that the reissue oath
or declaration is insufficient, In re Wittry, 180
USPrQ 820 (CCPA 1974).

1401.09 Exdmﬁlation of Reissue

Rule 116. Bvamination of reissue. An orlginal claim,
If re-presented In the reissue application, is subject to
reexamination, and the entire application will be exam-
ined in the same manner ag original appllcations, sub-
Jeet to the rules relating thereto, excepting that divy-
sfon will not be required. Applications for reissue will
be reted on by the examiner In advance of other
applications,

Reissue cases arve “specinl” and remain “spe-
cinl” even though applicant does not. respond
promptly. o

Exnmination of a reissue application in-
volves two nspects, first, it is examined in the
same manner as an original application and
second, it must bo examined for compliance
with the reissue statute and rules. The prose-
cution of the original patent must be carefully
studied for its boaring on the reissue questions.

While an original claim is subject to re-
examination, the rejection of such a claim con-
stitutes the rejection of n previously allowed
¢laim and must be personally considered by the

primary examiner with great care. To bo
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