, 016
1101. ()l(b)
110201 ()

: )
1101 Ol(a)
110101 (£) -

1101.00(g)
110L()1 (

1101 01(1 ) :
. “Filing Dato of &mior Pnrty ol
1101 01(.1)*% 'Stwmtiﬂn of Claims

Confiieting  Partios: Ham Sume Atu)me»y
Action To Bo: Made at ’J‘lnw M Sumvﬁb
co AngClalms: i P
1101.01(m) »'mme Limit - Bet fm' Mnmug ﬂuggeﬂted
% ugm»sted Claims Mﬁda Atter Period fm-
- e Response -Rugning Against  Case - -
1101 01(0) CApplication in Issue or in Interference .
110102 . ‘With a. Patent. ' / :
Copying Claims From a Pntent

1101.01(k) |
110101(1)

1101 Ol(n)

1101.02(a) L

1101.02(b) Examiner Cites Patent Having Flllng
Date Later Than That of Applicatlon

1101.02(¢) L)ifrerence Between  Copying atent

(”‘lﬂlmﬁ und Suggeating (‘ln!mq of an
" Application

1101.02¢(d) Copled Patent Claims Not Identifled

1101.02(e) Making of Patent Claims Not a R«»m)onso
‘ 7 to Last Office Action
1101.02(f) ' Rejection of Copled Patent Claims
1101.02(g) -~ After Prosecution of Application Is Closed
< or' Application Is Allowed
11010 Removing of Affidavits or Deelarations Be-

fore Interference

1102 Preparation of Interference Papers and Decla-
ration
1102.01 - Preparation of Papers
110201 (s) Initial Memorandam 4o the Board of Pat-
ent Interferences
1102,02  Declaration of Interference

1103  Suspeision of Ex Parte Prosevution, Full or
Partinl

1104  Jurisdiction of Interference

1105 Matters Requiring Decision by Primary Ex.
aminer During Interference

HonoL  Briefs and Consideration of Motions
1106.02 Decision on Motion To Digsolve
1105.0¢ Beclslon on Motion to Amend or to Add or

Hubstitnte Another Application

E’aﬂm m? meim' Party m ()vamome

, by, Examiner
Examiner’s Entry In, Inlcrfemm:c File ‘iulmw«:
_quent 1o Interforence

Enlry £ Amendments. Fiu-d in Cmmecnoq
’ ,  With Mmlom .
1109 7 Action After Award of Priorily
1109.01  ‘The Winning Pnrtv
1'1[09‘50" The Loslng Party
11107 Aﬂion After l")lamlmion
111001 "Under Rule’ 202(b) "
11100” (7nd91 ‘Rule 281 or 237
1111 Mlscellanenuu [
111101 Interviews
111102 Record in Bilch Interfor m'@ (‘omplete :
1111.03 x.‘erl.xpping Apmlvntlmn
111104 “Secrecy Order” Cages 7"
1111.05 Amondnwn!n Filed During Interference
1111,06 Notfce of Rule 281(a)(8) Motion Relating
" to Applieation Not Tuvolved in Interference
111107 ‘(‘onvernlon of Applieat fon Frnm Jmm to Solo
o or Sole to Joint '
111108  Reissue Applivnllon 1«“‘110(1 ‘While Patent Is In'
L JInterference ‘
111109 Suit Under 85 1.8.0. 146 by Losing Party
111110 Benefit of lun'olgn Filing Date
111111 I’u(onluhllllv Reports
111,13 Consultatlon With Interference Examiner
111114 Correction of Error In Jolning Inventor
1112 Letter Forms ”acd in Interferences
111202 Suggesting Claims
111203 Same Attorney or Agent
111204 Regnesting Withdrawal From Tasue
111205 Initladl Memorandum
111208 Primary. Examiner Inftintes Dissolntion
111210 Denying Entry of Amendment Sceeking Fur-

ther Dterforence
This chapter relates only to interforence mat-
ters before the exnminer.

The interference practice is based on 3b
(rh(‘ l.‘l)o

35 17.8.0, 135, Interferences, (1) Whenever an appi-
cation {a# made for n patent which, in the opinlon of
the Commissloner, wonld tnterfere with any pending
applleation, or with any unexplred patent, he shall
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(h) A clalm which Is. the same a8, r for the sa
a8, ‘a olal

an’issued patent may
unlesa auch a clalm

terference.

Rule 201. Definition, when dwlawd (a) Au mter-
ference Is a proceeding instituted, for the purpose, of
determining the question of pz:lority of . Invention Dbe-
tween two or more partlea clalmlng subsatantially the
same patentable Invention and may. be lns;;tuted ag
goon as it 18 determined that common patentable sub-
Ject matter is claimed. in a Dlurauty of nppllcations
or in an application and a patent .

(b) An Interference will be declared between pend
ing applications for patent, or for relssue, of different
parties when such appllcatlons contaln clalms for sub-
stantially the same invention. which are allowable In
the application of each pnrty, and lnterferences will
also be declared between pending appllcatlons for pat-
ent, or for reissue, and unexplred orlglnal or reissued
patents, of different parties, when such uppllt,ntlons
and patents contain clalms for aubstnntmlly the same
invention which are allowable in all of the uppllca
tions involved, in nccordance wlth the provlslona of
these rules.

(¢) Interferences will not be declared non contin-
ued, between appllcntlons or nppllcatlonu and patents
owned by the saine party unless good cmwe {4 shmvn
therefor, The parties shall make ‘known auv and all
right, title and Interest uﬂectlng the ownoruhlp of
any application or patent hwolvad or essential to the
proceedings, not recorded In the Patent Office, when
an interference 18 declared, and of chunmm in such
right, title, or Interest, made after the declaration of
the Interference and before the expliration of the time
prescribed for seeking review of the decision In the

Interference.
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an expenawﬁ &nd
ik Yet, it is neces-
when two applicants.

~ be ore the Office are'c‘lmming the same subject
~matter and their fil
. together that thers ;

- that the first upphcant m file is not the« ﬁrﬁt
lnventor. ~ : :

dates ave elose enough
& reagonable possibility

“The greatest ‘care mual, therefore be exar-
cxsed both in the search for interfering appli-
cations and in the determination of the ues-
tion as to whether an interference shmxl%
declared. Also the claims in recently. 1muad
patents, especially. those used  as references
against the apphmhon claime,: ahonld be con-
sidered  for: ible -interference.

The question of the propriety of mmatmg
an interference in any given cnse is affected by
so many factors that a discussion:of them here
is- impracticable.. Some circumstances which
render an interference unnecessury are herein-
after noted, but each instance must be carefully
mxmdel ed if serious errors are to be avoided.

- In determining whether nn interference ex-
ists a claim should be given the broadest inter-
pretation whicl it reasonably will support,
bearing in mmd tho followmo' general prmcl-

les ;

“(n) The
strained.

(b) Express limitations in the claim should
not be ignored nor should llmxmtlonq be read
therein.

(c). Befm'e ! (,lmm (unles% it is o patented
claim) is made the count of an interference
it should be allowable and in good form. No
pending claim which is indefinite, ambiguous
or otherwise defective should be made the count
of an interference.

(d) A claim copied from n patent, if am-
biguous, should be interpreted in the hight nf
the patent in which it originated.

(e) Sinee an interferenco botween cases havin
n conumon assignee is not normally uwmumf
all cases must be submitted to the A&aignm(\m
Branch for a title report,

(f) If doubts exist ns to whether there is an
interference, an intorference should not be
declared. :

mtm‘protatmn ‘_sh’ou]d not be




patentable inventior

: ey
erence, dependent on the

d the difference
the applicas

usual eircumst
this if the approval
i obtained, o o e g
~ Interferences will mot be declared between
pending applications if there is a difference of
mote-than 8 months in the effective filing dates
of the oldest and next oldM'anlicatimm, in the
case ‘'of ‘inventions of a simple character, or'a
difference of more than 6 months in the effective
filing dates of the applications in-other cases,
execept in:exeeptional gituations, as determined
and approved by the group director, 1f anin-
terferance is:declared, all applications having
the same interfering subject matter should be
included. - v o e
Before taking any steps looking to the for-
mation of an interference, it is very essentinl
that the examiner. make certain that each of
the prospective parties is claiming the same
patentable invention and that the claims that
are to constitute the counts of the interference
are clearly readable upon the disclosure of each
party and allowable in each application. -
It'is to'be noted that while the claims of two
or more a{)plicants' may vary in scope and in
immaterial details, yet if directed to the same
invention, an interference exists. But mere dis-
closure by an applicant of an invention which
he is not claiming does not' afford a ground for
suggesting to that applicant claims for the said
invention copied from another application that
is clniming the invention. 'The intention of the
parties to claim the same patentable invention,
ng expressed in the summary of the invention or
elsewhere in the disclosure, or in the claims, is
an esgential in every instance. o
When the subject matter found to be allow-
able in one application is disclosed and claimed
in another application, but the claims therein
to such subject matter are either nonelected or
subject to election, the question of interforence
should be considered, '{‘lm requirement of rulo
201(h) that the conflicting applieations shall
contain claimg for substantinlly the smine in-
vention which are allowable in each application
should be interpreted as meaning generally
that the conflicting clnimed subject matter is
sufficiently supported in each application and
i8 patentable to each applicant over the prior
art. 'The statutory requirement of first inven-
torship is of transcendent jmportance and

o:"fii
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ation filed with claims to divisible
nd II. Before action requiring
made, examiner discovers another
owed claims to mventi |

n-requivement for restriction had
made but:had not been responded to. Nor is
the situation materially different if an elaction
of noninterfering subject matter had been
made without tyaverse ]but ne action given en

the merits of the elected inyention,

B. Application filed with claims to divisible
mventions I and. IT and in. response to a re-
uirement, for restriction, applicant traverses
the same and. elects invention I. Examiner
gives an action on the merits of 1. Examiner
subsequently finds an application to another
coniaining allowed claims to invention IT and
which is ready for issue, . . .
d by the fact that

The situation is not alter
the election is made without traverse and the
nonelected claims possibly cancelled. .

. C. Application filed with generic claims and
claimed species a, b, ¢, d, and e, Generic claims
rejected and election of a single speocies re-
guired. = Applicant elects species a, but. contin-
ues to urge u‘]oWability of generic claims. Ex-
aminer finds another application claiming spe-
cies b which is rendy for issue, o

The allowability of generic claims in the
first case is not a condition precedent to set-
ing up’ interference, o

%. Application filed with generic claims and
claims to five species and other speeies disclosed
but not specifieally claimed. Examiner finds
another application the disclosure and claims
of which are restricted to one of the unclaimed
species and have been found allowable, ‘

'The prosecution of generic claims is taken as
indicative of nn intention to cover all species
disclosed which come under the generie claim.

In all the nbove situations, the a{)];)licm\t. has
shown an intention to claim the subject matter
which is actually being elnimed in another ap-
plication.  These nre to be distingnished from
situntions whore a distinet invention is elnimed
in one application but merely disclosed in an-
other application without evidence of an in-
tont to elaim the same.  The question of inter-
ference should not be congidered in the latter
instance. Iowever, if the application disclos-
ing but not. claiming the invention is senior,
aned the junior application is ready for issue,
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An_interference  between

o botween applications as-
signed to- different groups is declared by the

group where the controlling interfering claim

wonld be classified. Appropriate transfer of one
of the applications is made. After termination
of the interference, further transfer may be

necessary depending upon the outcome.

Common
[R-33]

1101.01(b) /ownei-gmp

Where applications by different inventors but

of common ownership ‘claim the same subject

matter or subject' matter that is not patentably
different:— 0 T

L. TInterference therebetween is normally not
institnted since there is no conflict of interest,
Elimination of conflicting claims from all ex-
copt one case should usually be required, rule
78(c). The common assig: '

the application in which the conflicting claims

are properly placed. Treatment by rejection

is set forth in § 804.08. : ,
II. Where an interference with a third party
is found to exist, the owner should be required
to elect which one of the applications shall be
placed in interference. =~ o ‘
Whenever a common assignee of applications
by different inventors is called upon to eliminate

conflicting claims from all except one applica-

tion under the provisions of rule 78(c), 8 copy
of the Office action making this requirement
must be sent directly to each of the applicants.

Whenever n common assignee is required un-
der rule 201(c) to elect one of the conflicting
applications owned by him for purpose of inter-
ference with n third party, o copy of the Office
action making this requirement must be sent to
the applicants in each of the commonly assigned
applications, o

An assignee may not change his election after
an interference has been declared.

1101.01(¢) The Interference Search
[R-23]

The search for interfering applications must
not be limited to the class or subelass in which
it is clagsified, hut must be extended to nll classes
in or out of the examining group which it has
been necessary to seareh in the examination of
the application,

Rev. 88, July 1972
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~ aminer at any time finds that two o
b rmmaemm. are claiming the same invention and

reover, the: possibility of. the existence
, ‘xnmrfmnga&%}m@tmns_afshoulc;i, o kept in mind
throughout the prosecution. Where the ex-

that two or more ap-

does not deem it expedient to institute inter-

- ference . proceedings at that - time, he. shouid

make @ record of the possible interference as
on the face of the file wrapper in the space
regserved for class and. sutmmm designation.
His notations, however, if made: on the file
wrapper or drawings, must not be such as-to
give any hint to the applicants, who may in-
speot. -their: own applications at any time,: of

the date or identity of a aug{)mdlgl. _:int:egfer.,
v or-hling dates

ing apﬁ_lic‘ntgion,; - Serial num ‘
of conflicting applications must never be placed
uBan drawings or file wrappers. ' A book of
“Prospective  Interferences” should be main-
tained  containing complets. data - concerning
possible interferences and the page and line of
this book should be referred to on: the respective
file. wrappers or drawings. : For future refer-
ence, this book may include notes as to-why
prospective interferences were not declared.
- In determining whether an interference ex-
ists, the primary examiner must decide the
question, The patent interference examiner
may, however, be consulted to obtain his advice.
The group director should be consulted if it
is believed that the circumstances justify an
interference between applications neither .of
which is ready for allowance. : ,

Correspondence Under
Rule 202 [R-23]

Correspondence under rule 202 may he
necessary but is seldom required under present
practice.

Rule 202. Preparation for interference between ap-
plications; preliminary inqguiry of junior applicant.
In order to ascertaln whether any question of pri.
ority arizes between appllieations which appear to in-
terfore and are otherwize ready to be prepared for
Interference, any junior applieant may he ealled upon
to state in writing under oath or declaration the date
and the character of the carllest fact or act, susceptible
of proof, which ean be relied upon to establiah concop-
tlon of the Inventlon under consideration for the pur-
pose of establishing priority of Invention, Tho astate-
ment filed in compliance with this rule will be retained
by the Patent Office separate from the application file
and if an interference la declared will be opened slmul-
taneonsly with the preliminary statement of the party
fiting the game. In case the junlor applicant makes no
reply within the time specifind, not loss than thirty

1101.01(d)




days, or if the earliest date alleged is subsequent to the
filing date of the senior party, the interference ordi-
narily will not be declared.

Under rule 202 the Commissioner may re-
quire an applicant junior to another applicant
to state in writing under oath or by making a
declaration, the date and the character of the

166.1

: 1101.01(d)
earliest fact or act, susceptible of proof, which
can be relied upon to m&& ish conception of the
invention under consideration. Such affidavit or
declaration does not become a part of the record
in the application, nor does any correspondence
relative thereto, The affidavit or declaration,
however, will become a part of the interference
record, if an interference is formed.

Rev. 83, July 1972



It shoule
if any, is
) If an application is a ¢ :
ion of an earlier one, this fact shoulc

Tf it is a conti 8 IREL A

‘b indicated

.whether or not the a
benefit of the filing date of tl
tion for the conflicting subject ma
_(4) If two or more applications
by the same assignee, or are preser
same attorney, it shonld besostated,
(5) Only the broadest claim proposed for
interference or, if various aspects of an inven-
tion are claimed, the broadest claim to each
feature, need be identified but if the claims are
not present in either of the applications, a pro-
posed count. should be set out in this letter,
~(8) Any other points which have a bearing
on the declaration of the interference should be
stated, . R _
(7) Amendments or other papers filed in
cases held by the associnte solicitor bearing on
the question of interference should be promptly
forwarded to him. B

(8) Letters of submission should be in
dnplicate. - e :

1101.01(f) Correspondence Under
Rule 202, Not an Action
on the Case

Correspondence under rnle 202 is not an
action on the case. Hence, it cannot serve to
extend the statutory period if the case is await-
ing action by the applicant.

1101.01(g) Undc;‘
anc

[R-

Correspondence
Rule 202, When
When Not Needed
23]

After July 1, 1964, correspondence under
rule 202 was greatly curtailed sinee interfer-
ences between pending applications with more
than six months difference in effective filing

16

“approved,” us
. .

pproval by Associate

n will stamp the letters
- CApproved” or “Dis-
vy require, and refurn
carbon copy xaminmg groap.,
, cenrliest date alleged by "1£e"junim-
party under rule 202 fails to antedate the fil-
ing date of the senior applicant, the associnte
solicitor disapproves the proposed interference
and the examiner then follows the procedure
outlined ‘in the next section,  "When a “Disap-
proved’ letter is returned to the examining
group it is accompanied by ' note to be at-
tached to 't nior party’s case requesting the
Patent Issue Division to teturn:the case to the
associate solicitor after the notice of allowance
igsent. - Lo S
Where the junior party, as required by rule
207, st&t‘eS‘nmim- opth or declaration n.date of n
fact or an act, suseeptible of proof, which would
establish that he had conceived the claimed in-
vention prior to the filing date of the senior
applicant, the associate solicitor approves the
exannner’s proposal to suggest elaims and the
examiner may then proceed with the prepara-
tion of the eases for mterference.

. SEALING STATEMENT

~ When an interference is to be declared in-
volving applications which had previously been
submitted to the associate golicitor for corre-
spondence under rule 202, before forwarding
tfm files to the Board of Patent Interferences,
the examiner should ascertain from the assoei-
ate solicitor if any such statement. has been filed
and, if so, get this stntement and forward it with
the files. P :

The oath or declaration under rule 202 be-
comes n part of the interference file in contra-
distinetion to the application file as in the ease
of an affidavit. or declnration under rule 131 or
rule 204 but, like them, is subject to inspection
on the opening of the preliminary statements.

When the formation of an interference be-
tween two parties is necessary, all other appli-
ennts elniming the eontested invention shonld
be placed in the interference irrespective of
their filing dates ov of any dates alleged under
rule 202, provided there is no statutory bar to
the allowance of the elnims in the other appli-
cations,

Rev, 42, Oct, 1074




If the earliest eged by a junior part
in his aflidavit or declaration under rule 20
fails to overcome the filing: date of the senior
party and is nat to be d
clared : (no 1
necessary. for

, oarty’s
» sent to issue as ly as
possible and the conflicting claims of the junior
applicant will . be rejected on the patent
granted. A shortened period fc DONSY
set. in the senior party’s case. g.«__ §7 100
~After the.senior applicant’s application: has
been passed, for. issue, the application is sent
to. the associate solicitor by the Patent Issue
Division in accordance with a note to that effect
attached to the application and he. writes a
letter to that applicant urging him to prompt!
pay the issue fee, this being done to the en
that prosecution of the. junior application may
be promqtly ‘resumed, . the. senior. party’s dis-
closure then being available as prior art in
treating the claims of the junior application.
The examiner may make a supplemental action
on the junior applicant’s case when the senior
applicant’s. patent issues. : ,

application will be.

INTERIM PROCEDURE

In the meantime the junior party’s applica-
tion will be treated in accordance with the
following: . , _

Where a junior party after correspondence
under rule 202 fails to overcome the filing date
of the senior party, the examiner when he
reaches the case for action will write n letter
substantially as follows:

In view of rule 202, action on this case (or
on claims 1, 2, 4. ete., indicating the conflict-
ing claims and clanims not patentable over the
genior party’s case) is suspended for six
months to determine whether an interference
will be declared (unless these claims are can-
celed). At the end of the six months apph-
cant should eall up the ease for action.

The letter should include the usual nction on
the remaining claims in the ecase, indieating
what, if any, claims are allowable,
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~marking t

on ex or's’’ e ¢

months period

the do lﬁeﬁ clerk , if spplicant
i

not

hat the apy
amended a1
) the

examiner, anc
party

senior

_ ] ited to the
jun ssary hard-
shi hlicant. and the Office
4 o give him action in
earlic it possible
r should keep

info he he senior apph-
cation and cite the patent with appropriate
comment to.the junior. applicant immediately
after its issue. L T

11, at the end of the six months’ suspension.
it appears likely that the senior application will
be passed to issue within the next six months,
action on the conflicting claims and claims not
patentable over the senior party’s case should
again be suspended for a period of six months.
Of course, if the first suspension” was directed
to certain claims only and the usual action was
given on other claims, it is necessary for the ap-
plicant to make such response as is required to
the action on the other claims.
~ If, at the end of the first six months’ suspen-
sion, there is no likelihood of the senior party’s
application being put in condition for allow-
ance within the next six months and the only
unsettled question in the junior party's case is
the disposition of the claims on which action
was suspended, then the interference should be
declared. AR

If the junior application is in issue when the
interference is discovered and, in correspond-
ence under rule 202, the junior applicant fails
to make the date of the senior party, the junior
application should be withdrawn from issue
(see “Letter Forms Used in Interferences,”
£ 1112,04) and a letter sent informing him that
the interfering claim or elaims and elnims not
patentable over the senior party’s case cannot




. ng applicant. to call the o
action at the end of the six months. T
after, procedure should be as above.

1101.01(j)  Suggestion of Claims

Rule 208, Preparation for interference between: ap-
plications } suggestion of ‘claims Jor interference. ()
Before the decluration of interference, It must be de-
termined by the examiner that there is common
subject ‘matter in the cases of the respective
parties, patentable to each of the respective parties,
subject to the determination of the question of pri-
ority. ‘Claims in the same language, to form the counts:
of the interference, must he present or be presented, in
each application ; except that, in cases where, owing to
the nature of the disclosures in the respective applica-
tlons, 1t 1s not possible for all applicationsa to properly
include a claim in identical phraseology to define the
common. invention, an jnterference may be declared,
with, the approval of the Commissioner, using as a
count representing the interfering subject matter a
claimdiffering: from ‘the corresponding claims of one
or more of the interfering applications by an imma-
terial limitation or variation, ,

~(b) When the claims of two or more applications
differ in phraseology, but relate to substantfally the
same patentable subject matter, the examiner shall,
if it has been determined that an interference shonld
be declared, suggest to the parties such claims as are
necesgary to cover the common invention in the same
language. The partles to whom the claims are sug-
gested will be required to make thoge claims (1. e, pre-
rent the suggested claims in their applications by
amendment) within a specified time, not less than 80
days, in order that nn Interference may be declared.
The failure or refusal of any applicant to make nny
claim suggested within the time sgpectfied, shall be
taken without further actlon as a discleimer of the
Invention covered by that elalm unless the time be
extended. ' ‘ o

(¢) 'The suggestion of claims for purpose of inter-
ference will not: stay the perifod for response to an
Office action which may be running against an appti-
cation, unless the claims are made by the applleant
within the time apecified for making the clnims.

(d) When an applicant prosents a claim in his ap-
plication (not suggeatod by the examiner ns specified
in this rule) which s copied from some other applt-
cation, elther for purpose of interference or otherwise,
he must go utate, at the thne he presents the elntn amd
fdentify the other applieation,

Although the subject of sugpesting claims is
treated in detail at this point in the discussion
of a prospective interference batween applica-
tiong, some of the practice here ontlined is also

applicant, copies a clajm from another appli-
cation without suggestion by the examiner,
rule 203(d) ires him to “so state, at the
time he presents the claim and identify the
other application.”” DR

The question of what clnims to suggest to the
interfering applications is one of great im-
portance, and failure to suggest such claims as
will define clearly the matter in issue leads to
confusion and to prolongation of the contest,

‘While it is much to be desired that the ciaims
suggested (which are to form the issue of the
interference). should be. clpims alrendy. present
in_one or the other of the applications, yet if
claims cannot be found in the applications
which satisfactorily express the issue it may be
necessary to frame a claim or claims reading on
all the npplications and clearly expressing the
interfering subject matter and suggest it or
them to ah parties, - Whether selecting a claim
already presented or framing one for suggestion
to all parties, the examiner should keep in mind
that where one application has a less detailed
disclosure than others there is less chance for
error in finding support in all applications if
language is selected from the application with
the less detailed diselosure. .

Tt is not necessary that all the claims of each
party that read on the other party’s case be
suggested. The counts of the issue should be
representative clnims and should be materially
different. Stated another way, the difference
betwoon counts should be one not. taught by the
prior avt, and should have a sigmificant. effect
n the subject matter involved. In general, the
brondest. patentable elaim which is allowable
in each case should be used as the interference
count and additional ¢laims should not be sug-
gested unless they nre sufliciently different that
they may properly issue in separato patonts. In
determining the broadest patentable count the
oxnminer eﬁ‘;ou‘l«l avoid the use of specifiec lan-
gunge which imposes an unnecessary limitation.
Claims not. patentably different from counts of
the issue aroe rejected in the application of the
defeated purty after termination of the inter-
ference,

The elaims to form the issue of the interfer-
ence are suggested to all parties who have not
alrendy made those claims,

Whoere necessitated by the rospective dis.
closures, one or mora applications may be in-
volved on a claim which differs from that of
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“broadest aspects of all lim
mon_invention, 1f a clai
the disclosure of the b \
resent, one should be drafted ; d
he application with the narrower disclosure
should be involved in the interference with a
corresponding claim with one or more narrowor
limitations 8o that, it defines the common inven-
tion with the greatest breadth disclosed in that
application, If a snitable claim is not Ylfﬁ%ﬂt in
the application with the narrower disclosuve,
one should he drafted and suggested by the

ommensurate with

examiner. T T
1101.01(k) Suggestion of Claims,
' - Conflicting Parties Have
.. Same Auorney [R-43]

Rule 208. Conflicting. parties having same eltorney,
Whenever it shall be found that two.or more partles
whose interegts appear to be-in conflict are represented
by the same attorney or agent, the. examiner shall
notify each of said principal parties and -the attorney
or .agent of - thig: fact, and shall also call the matter
to the attention of the Commissioner. If conflicting
interests exist, the same attorney or agent or his asso-
clates will not be recognized to represent elther of the
parties ~whose  interests are in conflict without the
consent of the other party or in the absence of gpecial
circumstances requiring such representation, in fur-
ther - proceedings  before the Patent and Trademark
Office involving the matter or application or patent in
which the conflicting interests exist.

Notification should be given to both parties
at the time cluims are suggested even though
claims are suggested to only one party. Nota-
tion of the persons to whom this letter is mailed
should be made on all copies.  (Sce § 1112.08.)
The attention of the Commisgioner is not called
to the fact that two conflicting partics havo the
samo nttorney until an actoal interference is set
np and then it i done by notifving the examiner
of interferences ns oxplained in § 1102.01(n).

1101.01 (1)  Suggestion of Claims, Ac-
tion To Be Made at Time
Claims
[R-32]

gested an action is made on each of the applica-
tions that are up for netion by the examiner,
whether they be new or amended eases.  In this
way possible motions ander rnle 231(a) (2)
and (3) may be forestalled.  That is, the action
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hand, the tio
seérve to indicate to the vumtms‘ing . parties the

T h lication is not  applicas

and suggested,

d, on the other

e H ;43: L 4 an .
ection of unp ,mmm’b!ﬁ claims will

position of the examiner with respect to such
The examiner is vl to inform each
] nt ‘when the intevference 'is declared
what claims in his application are unpatentable
over: the issue, . There would seem to be no ob-
jection to, and many advantages in, giving this
information when. suggesting claims, s

~Where in.a_letter suggesting claims to an
applicant for interference, the examiner states
that none-of the claims in the case are patent-
able over the claims suggoested, this statement
does not constitute a formal rejection of the
clnims, 8o that after the expiration of the period
fixed for presenting the suggested claims, if no
amendment. has been filad, the examiner should
make a definite ‘action on the claims then in
the application.. ...

Suggestion of Claims,

1101.01(m) tion :
- ~ _ Time Limit Set for Mak-
ing  Suggested Claims

[R-20] ,

~Where claims are suggested for interference,
a limited period determined by the examiner,
not less than 30 days, is set for reply. See
$710.02(c). |

Should any one of the applicants fail to
make the claim or claims suggested to him,
within the time specified, all his claims not pat-
entable thereover are rejected on the ground
that he has disclaimed t]'m invention to which
they are directed. If applicant makes the sug-
gested claims later they will be rejected on the
same ground unless the delay is satisfactorily
explained.  (See § 706.03(u).)

1101.01(n) Suggestion of Claims,

Suggested Claims Made
After Period for Re-
sponse Running Against
Case [R-20]

I'f suggested claims are made within the time
:4|w,oilicﬁ for making the claims, the applicant
may ignore other outstanding rejections in the
application,  Fven if cluims are smggested in
an application near the ond of the period for
response running against the ense, nnd the time
limit for making the claims extends boyond the
end of the period, such elnims will be adwitted
if filed within the time limit even though out-
side the period for response (usually n three
month shortened statutory period) and even
though no amendment. was made responsive to

included as




plicant makes the suggested ¢
time specified. However, if the suggested ciaime
arenot thus made within the's tad time, the
case boeconies abandoned i the mbseneo of n
responsive amendment filed within the period
for vesponse. * See rule203(e). 0

1101.01(0)  Suggestion of Claims,
. Application in Issue or in
. Imerference [R-40]

An application will not be withdrawn from
issue for the purpose of suggesting claims for
an interforence.  When an application is pend-

ested claims

ing before the examiner which contains one or

more claims, which mpy be made in a ease 1n
issue, the examiner may write n letter suggest-
ing such clabins o the applicant whose case 1§
in_igsue, stating that if such claims be made
within a certain specified time the case will be
withdrawn from issue, the smendment entered
and the interference declared. Such letters

must be submitted to the group director. If

the suggested claims nre not copied. in, the,
application in issue, it may be necessary to
withdraw it from issue for the purpose of re-
jecting other claims on the implied disclaimer
resulting from tho failure to copy the suggested
claims, using form at § 1112.04, -
When  the examiner suggests one or more
claims appearing in a case in issue to an apph-
cant. whose ense 1s pending before him, the cuse
in issue will not be withdrnwn for the purpose
of interference unless the suggested claims
shall be made in the pending application with-

in the time specified by the examiner. Thoe.

letter suggesting claims should be submitted to
the group director for approval.

In cither of the above enses the Patent Iasuo
Division should be notified when the elaim is
suggested, so that in case the issue fee is poid
during the time in which the suggested claims
way be made, proper steps may be taken to pre-
vent, the issue fee from being applied.

The examiner should borrow the allowed np-
plication from the Patent Tssue Division and
hold the file until the elnims ave made oy the
time limit expives.  This avoids any possible
issinnee of the application as a patent should
the issue fee be ,)un{. To further msure against
the issunnee nfl the application, the examiner
may peneil in the blank space labeled “Dato
paid” in the lower vight-hand corner of the file
weapper the initinlled vequest: “Defer for in
terference.”  The issne fee is not applied to
such an applieation until the following proce-
dure 18 carried ont,

he issue foe has been re-
hall prepare a:memo to
: vision requesting that 1ssue
of ‘the patent be deferred: for a period of three
months: due to a possible interferenee. This
allows a poriod of two months to complete any
aotion needed. - At the end of this two month
period, the applieation must either be released
to the Patent lsano Division or be withdrawn
from issue, using form at §1112.04 0

When-an:upplication is found having claims
to be suggested to other applications already
involved 1n interference, to form another inter-
forence, the primary oxaminer borrows the last
named applications from the Service Branch
of the Board of Patent Interferences by leaving
a charge eard.  Tu case the application is to he
added to the existing interference, the pri-
mary examiner need only send the application
and” form 1’0-850 (illustrated in § 1112.05)
properly filled out agto the additional applica-
tion and identifying the interference, to the
Patent Interference Iixaminer who will take
the appropriate action. Also see §1106.02,

1101.02 With a Patemt [R40]

Rules 204, 206 and 206 quoted below deal
with interference involving patents. :

Rulo 203 Interfercnve with o patent s afdavit or
declaration by funior applicunt.  (a) The fact that one
of the parties hag alrendy obtained a patent will not
prevent ‘an inferforence.” Althongh the Commigsioner
has no power to enneel n patent, he may grant another
patent for the snme {nvention to a person who, in the
Interference, proves himself to be the prior inventor.

(b) When the effective filing date of an applicant
Is three months ot less subsegnent to the effective
fiitng date of a patentee, the appleant, before the In-
terference will be devihred, shall flle an aftdavit or
declnration that he made the invention in confroversy
In’ fhiy country hefore the effective filing date of the
patentee, or that lita nets in this conntry with respoct
to the Invention were sufflelent to establish priovity of
Invention yelathve to (he effective Aling date of the
patentoee.

() When the effective Miing date of an applicant la
more than {hree montha spbzeguent (o the effective
fillng dnte of the piatenteo, the applicant, before the In-
terfercnee wllt he deefared, shall file two coples of pii-
duvits or deelnreations by himself, if pogsible, and by one
o more corroborating witnesges, sapported by documen-
tary evidence ff avallable, each setting ont a factual
deseription of nets and elreamatances performed or ab-
sevvind by the afiant, which colleetively wounld prima
fiede entitle him to nn nward of priority with respect o
the effective Aling divte of the patent, Vhis showing must
he aecompaniod by an explanation of the basis on which
he bellevea that the fiets sed forth would overcome the
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the expected testimony.

the filing da
an afidayit: ration: by sueh witness. If the
“aminer finds the case to he otherwise in:condition :

| ‘of a witness whose testimony 18 necessary o overcome

matorial only to the extent of detefmining whether a

date prior to:the effective: filing dnte-of the patent is

alleged, andIf:so, the -Interference  will be ideeléumdg

_The extensive discussion of modified patent
claims below “should net be misinterpreted,
Most interferences between @?pl;ic;xtggﬁs; and
patents have the exact patent clajm as a count,

cept by reissue) an’ applicant must make one
or more claims of the patent or a claim eor-
responding substantially to a claim of the pat.
ent and lﬂérin%]’irhe” efrom by an immaterial
variation or by the exclusion of an immaterial
limitation to invoke an interference as stated in
rule 205(a), eithar: because of lack of support
in the application for the omitted limitation, or
becsuse justified by a ‘showing as set out in the
rule. An example of the latter might be where
the showing submitted by the apphcant demon-
strates that his best proofs do not satisfy the
omitted  limitation, . q‘

strictive than that which was followed prior to
adoption of rule 205(a) in its present, form.

. Where a patent claim is modified, the count
of the interference should be the broader claim
as between the patentee and the applicant.
Thus, if an immaterial limitation is excluded,
the count. of the interference should be a copy
of the modifed patent. claim as made in_the
application following the practice as explained
in Bonine v. Bliss, 1919 C.D. 5; 265 O.G. 306.

It is improper to base a plurality of inter-

ference counts upon a single claim of a patent.

If one count of the interference corresponded
exactly to the claim of the patent, and another
count corresponded substantially to the same
claim, the gnestion wonld arise, in the case of o
split decision on priority, as to who had ob-
tained the fnvomb,\e judgment. Slopian v. Ben-
nett ; 85 USPQ 44,

Tt has beon found that the practice set forth
in Ex parte Card and Card, 112 (.G, 499, 1904
C.D. 383, does not adequntely take care of oll
situations where there is an interference in fact
between a patent and an applieation but there
are obstacles to the applicant making the exact
patent claim,

In those cases where the claim of the |]mtent,
contamms en immaferinl limitation which can
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{tent mny be accepted in lieu of

the declaration of an interference he will consider this

a patentee may not alter his claims (ex-

his practice is less re-

URE. NAR.
LAIM

me cases, gure in the appli-
although same generic inven-
v fact as the patent claim, is somewhat

' I e patent.  Under
, t plicant should be
permitted ‘to copy ‘the ‘claim of the patent
as exactly ag possible, modifying it only by
snbstituling Ia ;glmgﬁ'im 'd ‘upon his own nar-
lisclosure for the limitation in the patent
v ich he can not make, sce Talle et al. v,
Starkey, 1958 C.D. 359; 118 TISPQ 292. In
declaring the interference, the exact patent
claim should be used as the count of the inter-
ference and it should be indicated that the claim
in the npplication corresponds substantially to

to the interference count. =~ . T
Examples of the practico outlined in tha

preceding parsgraph:

L. ParenT Cramms A Rawor or 10 1o 90.

Application  discloses a range of 20 to. 80,
there being no distinction in substance between
the two ranges. .« STTERIETRO

Application may be permitted to copy the pat-
ent claim, modifying- it by substituting lis
range of 20 to 80 for the range of 10 to 90 in
the patent-claim. -0

Interference should be declared with the ex-
act patent claim as the count and it should be
indicated ‘that the claim in' the application
corresponds - substantially to the interference
count. = SR : '

IL Parent Cramvs A Markusu Grooe or 6
MrMuERs.

Applienation discloses o Markush group of 4
of the same 6 members, thero being no distine-
tion in substance between the two groups.

Applicant may be pormitted to copy t{m' pat-
ent elaim, modifying it by substituting his
S-member group for the 6-member group in
the patent elnim. o

Intorference shonld be declnred with the ex-
act patent claiin as the count and it gshould he
indieated that the clnim in thoe n]‘)Flimtion cor-
responds substantially to the interferenco comnt.

B. APPLICATION DISCILOSURE
BROADER TIHTAN PATENT CLAIM

In some eases, the disclosure in the applica-
tion, although for the same invention mn fact
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" as the patent claim, is somewhat broader than

the claim of the patent. If the applicant pre-
sents a corresponding broader claim, the a¥pli—
cation claim should be used as the count of the
interference and it should be indicated on form
PO-850 that the count is a modification of the
patent claim. The applicant should not be per-
mitted to copy the exact patent claim if any
limitation thercof is not disclosed in the apph-
cation. If the application discloses every limita-
tion of the patent claim, and the applicant
copies the exact patent elaim, the patent claim is
used as the count of the interference. In the
Intter circimstance, if the applicant presents a
timely motion under rule 231 to substitute a
broader count and accompanies the motion with
a satisfactory showing, as by asserting that his
best evidence lies ontside the exact limits of the
patent elaim, the applicant may be permitted
to snbstitute a count wherein langnage based
upon his slightly broader disclosure replaces
the corresponding limitation in the patent
claim. In redeclaving the interference, the ap-
plication claim is used as the count of the inter-
}emnce and it is indieated in the redeclaration
- papers that the claim in the patent is modified.

EXAMPLES

The following are examples of the above
practice in which THE SAMIE PATENT-
ABLE INVENTION IS CLAIMED BY
THE APPLICANT AND PATENTEE AL-
THOUGH THE DISCLOSURE IN THE
APPLICATION DIFFERS IN BREADTH
FROM THE PATENT CLAIMS.

I. Parent Craivs a Ranar or 20 ro 80: Appli-
cation discloses a range of 10 to 90.

If the application supports the exact patent
claim and the applicant eleets to copy the exact
patent. elaim, the iterference should be deelared
with the patent claim as the count, However,
the interference may be declared having as a
count. the patent claim modified by substituting
applicant’s range of 10 to 90 for the range of 20
ta 80 in the patent claim. Rule 205 (a).

Similarly, the applicant may seek such sub-
stitution after the mterference is declared on
the exaet patent claim by filing a motion to
substitute a count with the broader range sup-
ported by o similar showing as indieated above,

Where the applieation elaim is nceepted as a
connt, it. thnl«* Lu indieated tn the interference

~notices and declaration shy
- modification of the patent claim,
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 that the count is a

IT. Parent Craims o Markusu Group or b
MeMBERS.

Application discloses a Markush group of 6
members, including the 5 claimed in the patent.

The interforence is declared with the applica-
tion claim having the 6-member group as the
count and it. should be indicated that tLe count,
is 0 modifieation of the patent claim,

If tho applicant clects to copy the exact
patent claim, the interference s{mnld bo de-
clared with the patent claim as the count.

If, in conneetion with a motion to substitute,
the applicant. makes a satisfactory showing
S'Wheulmk v. Wolinski, 1756 USPQ 216) of
the necessity for including the sixth member
in the interference count, he may be permitted
to present the patent claim modified {)y substi-
tutmg his 6-member group for the 5-member
group in the patent claim,

The interference will be redeclared with the
application elaim as the count and it will be in-
diented that the count is a modification of the
patent claim,

C. APPLICATION DISCLOSURE BROAD-
ER IN SOME ASPECTS AND NAR-
ROWER IN SOME ASPECTS THAN
PATENT CLAIMS

Some cases may include aspeets of both A and
B, above. Such cases shoul('ll be appropriately
treated by the same general principles outlined
above.

Examples of cases involving mixed aspects:

I. Parent Craims A Ranae or 10 1o 80.

Application discloses a range of 20 to 90,
there being no distinetion in substance between
the two ranges,

The applicant may be permitted to present
a cliim which includes the range of 20-90,
and the interference should be declared with a
count covering the range of 10-90, and it should
be indicated that the count is a “phantom” count.
by writing the word “])hnm'mn”lb('ﬂid(-. the num-
ber of the patent claim and the applieation
cliinn on form PO-850. Tn such ciremmstances,
the examiner must attach a copy of the count
to the form PO 850,
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nterferpne
nutmlly with tl exact patent clal
mnl m ~;lxould mdmaﬁgﬁ at. W‘é,‘“lﬂ

rm. 0. by g “phan

the number of the corresponding patent. smd
application claims. A copy of the count. must
be attached to form PMéO. -

(b} I theiinterference is daclared wmh t;he
exnct: patent: claim as the count, the: apphcnnt
may subsequentlx, if a satisfactory ahowmg is
made, move wnder rule 281 to suhstltute acount
which includes’ the 6 membel grmlp wluoh he
discloses.

The mterference is redeclared with » “phun-
tom” count including a Markush group of all
7 members and this should be indicated in the
decision on motion bv callmg attention to the
fact that the count is a “phantom” count. The
redeolnmtmn papers will have the word “phan-
tom” next to the number of the corresponding
claim. Care should be taken to bo sure that the
corresponding application claim contains only
the 6 member group disclosed in the application.

This count is established only for interfor-
ence purposes and thus provides a situation
‘which does not- restriet either party as to any
testimony or exhibits offered as to the disclosed
members included in the count.  Such a “phan-
tom” count. is only for interfevence purposes
aud cannot otherwise appear as 1 elaim in either
of the cases since it has no basis therein. Fup-
ther, such a “phantom™ cmmt, must be pamnt able
over the prior art.

The practice outlined in A. B, and C above
should be restricted to situations where the
inventions claimed in the patent and dis-
closed in the application are clearly the
same, 80 that there is truly an interference
in fact.

178

“in. form.

$T102.01(n) and

1112, 03) should be ted on. the baaxa of

,tlm principles set out-below..

(1) “"Where: the -application clmm om:m an
1mmaterm] limitation or otherwise broadens the

corresponding patent claim, indicate by writing
(modified)y: (‘Z

mod.) or(m) beside thez mumber
of the ;natrmt claim, 5 .

(2) 'Where the npplxcatlon olulm is narrower
than the corresponding. patent claim, indicate

by writing (substantially), (subst.) or. (s) be-

side the number of the cpplication claim.

,(3) Wherethe application claim is brondened
in at least one respect but is narrower in another
respect than, the corresponding patont claim, a

“phantom” count, to be the issue as to the claims
concerned, Just, b . drafted incor yomtmg the

brogdest axpm&ﬁwm from both claiins and must
ba indicated by writing (phantom), (phant.), or
(p). beside .the number of both cmwspondlng

claims, In this case a copy of the “p]mntmn

count: must be attached to the form, . . .

- The result of (1) and: (2) will be that m\y
count other than a phantom count, will be iden-
tical to the claims in the cases bomde it on form
P(O--850 hxwmg no indicator, »

‘For rejection of <'opwd putenl, ('lmms see
§ 1101.02(f). :

‘Rule 205, Intorf«rmwo with a patent ; copying claitms
from ‘patent,  (a) Before an interference will be de-
clared with a patent, the applicant must present in his
applieation, coples of ‘all the claims of the patent whieh
ilso deéfine’ hig hivention' and suclielaiina must’ be
patentable in the appllcation. * However, an interfer

ence may be decluved after copying the clalma exclud-

fng an - fmmatevinl lfmitation or variation  if wsuch
immaterial limitation or variation 1s not clearly sap-
ported in the application or if the applicitit otherwise
makes 4 satisfactory showing in justification thereof.
~(b) Where an upplleant presents n clalm copted or
substantinlly copled from a patent, he must, at the
time he piosents the cladm, identify the patent, glve
the unmber of the patented elabny, atd apecifieally
apply the terms of the copled ctnim to hla own dis-
closure,, unless. the clabm s, copded in regponsge to a
anggestion by the Offfie, 'l‘lw examiner wlil eall to the
Commissioner's nttention any Instance of the Ming of
un appleation or the presentation of an ameudment
copyIng or anbstantlnlly copying clahya from n patent
without canlling attention to that fact and ldentifying
the patent,

Rule 208. Interference with a patent; claima improp-
erly copied. (1) Where elgims are eopied from a
patent and the examiner s of the opinlon that the
applicant can make only some of the claims go copled
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thm is mada final, a similar tlme Hmit: shall be wet tor
appeal: - Failure to respond or appeal, 25 the case may
b, within the time fixed 'will in the absence of u satis-
factory srbowlng, m dmned a dmuhmr ox the lnw.m-
tion t'lalnwd :

W%‘”n an mtorfmnm thh n Puumf is pro-
ed it should be ascertam«d before any steps
are taken whctlwr them is common ownership.
A yort must be placed in

both ‘the'app licmon um the patented file when
the papers for an interference betwecn an appli-
cation ‘and ‘a patent’ are forwarded. To this
end the examiner, before ‘initiating an” inter-
ference involving a patent, should refer both
the application and the purcnmd file to the As-
sngnmem Division for notation as to ownorshnp

PATENT w Dxrrrnnn'r GPOUP

Where claims are copied from a patent clas-
sified in another group, the propriety of 'de-
claring the mtorferon('o (if any) is decided by
and the interference is declared by the group
where the copied claims would be clagsi-
fied. In such a case, it may be necessary to
transfer the application, including the draw-
ings, temporarily to. the gronp which will
declare the interference. A print of the draw-
ings should be made nnd filed in the group
originally having jurisdiction of the applica-
tion in plnma of the original drawings.  When
classifiedd in different proups, the question of
which gronp should declare the ‘interferences
shonld he resolved by agreement between the
examiners of the groups concerned, possibly
in consultation with the directors involved.

1101.02(a) Copying Claims From a

Patent [R-40]

A large proportion of interferences with a
patent arise through the initiative of an appli-
cant in copying claims of a patent which has
come to his attention through citation in an
Office action or otherwise,

If, in copying a claim from a patent an
error is introduced by the applicant, the ex-
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being ' claimed PP
come only through mt,erfca

: ‘mceedi,n
Where sffective filing | e e

[ the ?pphcam

1) the pat«
nst submit an
e made the inven-
tion prior to’ thp filing date of the patent, even
though there was copendeney between the two
apphmtlons, rale 204(b). The afidavit or dee-
laration: may be made by pm'ﬁons nther thfm the
applicant. See § 715.04. |
- If the effective filing dam of the a phcant, is
more than three months later than that of the
patented application, the a plicant is required
by rule 204(c) to submit a sllowmg by affidavits
or declarations including at least one by a
oorrobomtmg witness, and ‘documentary " ex-
hibits uettmg forth acts and mrcumstances whlch
if proven by ‘testimony taken in due course
wounld provide sufficient basis for an award of
priovity to him with respect to the effective filing
date of the patent applieation. In eonnection
with a' requirement for a l~4lmwmg' under rule
204 (b) or (e), or in examining such a showing
submitted voluntarily, the oxaminer must de-
termine whet her or not the patentee igentitled to
the filing date of an earlier domestic or foreign
application. A determination that a divisional
or continuation ri‘lMlO"ﬂhlp is neknowledged in
the hending of the patent is sufficiont for this
purposs as to a parent npplieation thus men-
tioned. In the case of n foreign application
this determination will not be made unless
the necessary papers (rule 55(b)) are alveady
of record in the file, inchiding a sworn trana-
lation of the foreigm applieation if it i not in
the English  language. Whore  the benefit of
sach earlior application is then neeorded the
pitentee, this fact should be noted on the form
PO-850 and will be stated in the nonms of
interference,




iner owing
th

: kd@éMm\e ~whether i

ing as required lz‘y the rule, Tf duplicate copies
of any of the affidavits, declarations, or exhibits
are omitted, the examiner will notify the appli-
cant by letter of such omission and state that
because of it the application cannot be for-
warded for declaration of the interference, Lack
of an explanation should be treated similarly
except that if there are accompanying remarks,
with the amendment or in a separate paper,
which appear to be an explanation (see para-

1741

amine the showing to
| hether it includes the two copies
- of affidavits or declarations and exhibits as well

as an explanation of the pertinency of the show-  omission.

%-aph ‘numbered 5 below) their sufficiency
should not be questioned. A

days should be set within which to correct the
- The substance of the showing will be con-
sidered by the examiner only to the extent of
determining that it includes at least one allegn-
tion of an act relating to priority prior to the
effective filing date of the patentee. Absent
such n date, the deficiency should be pointed out
and the copied claims rejected on the patent
with a time limit for response under ru}e 203.
If such an allegation is present and the inter-
forence is otherwise proper, the examiner will
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g relates to an invent

that the s’hmﬁn Wt
' the

different, character f
claims, Tn sich o cas
fnse to nccept the showi
claimson the patent,” o0t

If the filing date of the patent precedes the
filing date of the application and the patent is
not a statutory bar againat the applieation; the
claims of the anlicaﬁtm should he rejected on
the patent. Tf it appears that the applicant
is clniming the same invention as is claimed in
the patent and that the ‘applicant is able to
make one or more clnims of the patent, & state-
ment should be inclnded in the rejection that
the patent cannot be overcome by an affidavit
or declaration under rnle 131 but only through
interference proceedings. Note. however. 35
U.S.C. 185, 2d par. and § 1101.02(f). If the
applicant controverts this statement and pre-
sents an affidavit or declaration under rule
181, the case should be considered special, one

d reject the copie

claim of the patent which the applicant clearly

can make should be selected, and an action
should be made refusing to accept the affidavit
or declaration under rule 131 and requiring the
applicant to make the selected clnim as well as
any other claims of the patent which he believes
find support in his application. If necessary, the
applicant should be required to file the affidavit
or declaration and showing required by rule
204. In makwng this requivement, where appli-
cable, the applicant should he notified of the
fact that the patentes has been accorded an
earlier effective filing date by virtue of a patent
or foreign application. A time limit for response
should be set under rale 208. In any case where
an applicant aftempts to overcome a patent by
menns of aflidavit or declaration under rule
131, even though the examiner has not made
nrejection on the ground that the same inven-
tion is clnimed in the patent, the claims of the
patent: should be examined and, if applicant is
claiming the snme invention as is elaimed in the
patent and can make one or more of claims of
the patent, the affidavit or declaration under
rule 131 should boe refused, and an action such
ns ontlined in the preceding part of this para-
graph shonld ba made. Tf necossary, the require-
ments of rule 204 should be apecified and a

BATARTS (e A 8

A Patent Interferences,

2. 11 the aflidavits or declarations fail to es-
tablish with adequate corroboration acts and
ciroumstances which would prima facie entitle
applicant to an award of priority relative to the.
effactive filing date of the patentee, an order
will be issued concurrently with the notice of
intexference, requiring applicant to show cause
why summary judgment shonld not be rendered
againgt him, ... ... .. .

-8, Additional affidavits or declarations in re-
sponse to such order will not be considered un-
leas justified by a showing under the provisions
of rule 228, and if the applicant responds the
patentee will receive from the applicant a copy
of the regponse Srule_ 247). and from the Patent.
Office a, copy of the original showing (rule 228),
and will ‘be entitled to present his views with
respect thereto. R e :

4, It 1s the position of the Board of Patent
Interferences that all aflidavits or declarations
submitted must describe acts which the affiants
performed or obsorved or circumstances ob-
gerved, such as structure used and results of use
or test, except on a proper showing as provided
in rule 204(c). Statements of conclusion, for
example, that the invention of the counts was
reduced to practice, are generally considered to
be not-acceptahle. It should also be kept in mind
that documentary exhibits ave not self-proving
and require explanation by an affiant having
direct knowledgo of the matters involved. How-
ever, it is not necessary that the exaet date of
concoption or rednction to practice be revealed
in the aflidavits, declarations, or exhibits if the
aflidavits or declarations aver observation of
the necessnry nets nnd fnets, including documen-
tation when available, before the patentee’s
effective filing date, On the other haund, where
relinnee is placed upon diligence, the affidavits
or declarations and documentation should be
precise as to dates from a date just prior to
patentee’s effective filing date.

The showing should relate to the essential
factors in the determination of the question of
priority of invention as set ont in 35 UUSC
102 ().

5. The explanation required by rule 204(c)
should be in the nature of a brief or explana-
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5 of the counts are satisfied and how
irements - for conception, reduction to
ice or diligence are met. ERRTIRE R I

1101.02(b) Copying Claims From a

‘Patent, Examiner Cites
Patent MHaving Filing
Date Later Than That of
Application

If a patent, having a filing date later than
the filing date of an application, discloses the
same subject matter as disclosed in that ap-
plication and if the applieation claims the
same invention as that claimed in the patent
g0 that a second patent conld not be granted
without interference proceedings, the patent
should be cited and one claim: of the patent
which applicant clearly can make should be
selected and the applicant should be required
to make the selected claim ns well as any other

claims of the patent which he believes find

snﬂ)ort in his application. o .

an a]‘)*phcatlon claims an invention pat-
entably different from that claimed in o pat-
ent, which discloses the sams subject matter ag
that disclosed in the application but which has
a filing date later than the filing date of the
application, so that a distinct patent could be
granted to the applicant without interference
proceedings, the patent should be only cited to
the applicant. Thus, it is left to the applicant
to determine whether he wishes to and can
copy the claims of the patent.

1101.02(¢) Copying Claims From a
Patent, Difference Be-
tween Copying Patent
Claims and Suggesting
Claims of an Application
[R-36]

The practice of an applicant copying claims
from a patent differs from the practice of sug-
gesting claims for a prospective interference
mvolving only applications in the following
respects:

1) No correspondence under rule 202 is con-
ducted with a junior applicant who is to become
involved in an interference with n patent but,
instead, an aflidavit or declarntion under rule
204 is required.

(2) When a question of possible interfor-
ence with a patent arises, the patent shonld he
cited, wherens no information concerning the
source of the claim should be revealed when
a claim is suggested for a prospective inter-
ference involving only applieations,

Rev, 40, Apr. 1974

Anying an amendment, and.
‘the manner in which the re-

patent may differ from the patent claims by the

aims of o ,:ﬁgmht:; which an. appli~,
be. copi o

ant can make should, U
(4) Claims copied by an applicant from a

exclusion of ‘an immaterial limitation or vari-
ation which the applicant can not make or upon
a antisfactory showing (rule 205(a)), whereas
claims suggested for an interference between
applications must normally be identical though
ru egt)%?s(a? ‘permits an exception with the ap-
proval of the Commiasioner, :

1101.02(d) Copying Claims From a
Patent, Copied Patent
Claims Not Identified
[R-~40]

~ Rule 205(b) requires that “where an appli-
cant presents n claim copied or substantially
copiod from a patent, he must, at the time he
presents the claim, identify the patent, give
the number of the patented claim, and speciti-
cally apply tho terms of the copied claim to
his own Eiiscldsurc, unless the ¢laim i copied in
response to a.suggestion by the Office.”

The requirement of rule 205(b) applies to
claims copied in an application at the time of
filing as well as to cluims copied in an amend-
ment. to a pending application. If an applicant,
attorney, or agent presents a claim copied or
substantially copied from a patent without
complying with rule 205(b) the examiner may
be led into making an action different from
what he would have made had he been in pos-
session of all the facts, Thervefore, failure to
comply with rule 205(b), when submitting a
claim copied from a patent, may result in the
issuance of an Order to Show Cuuse why the
application should not be stricken from the
files of the Patent Office. Tf a satisfactory an-
swer is not filed within the period set in the
Order, it may be necessary to strike the appli-
cation under rule 56. Rule 205(b) therefore
requires the examiner to “call to the Commis-
stoner’s attention any instance of the filing of
an application or the presentation of an smend-
ment. copying or substantinlly copying elnims
from a patent without ealling attention to the
faet. and identifying the patent.”

1101.02(e¢) Copying Claims From a
Patent, Making of Patent
Claims Not & Response to
Last Office Action [R-
36]
The making of claims from a patent when

not required by the Office does not constitute a
response to the last Office action and does not

176




~ such claims’

tory period, by

- the f

1

Rugrorion Nor Arericasie 10 Parsyr

When claims from a patent are made, the
application is taken up at once and the exam-
iner may reject such claims in the application
if the ground of rejection is not also applica-
ble in the case of the patent. Examples of
such a ground of rejection are insufficient dis-
closure m the application, a reference whose
date is junior to tgut of the patent, or because
the claims copied from a patent arve barred to
applicant by the second paragraph of 35 U.S.C.
135, which reads:

“A claim which is the same as, or for the same
or substantially the same subject matter as, a
claim of an issued patent may not be made in
any application unless such a claim is made
prior to one year from the date on which the
patent was granted.” The anniversary date of
the issuance of a pstent is “prior to one year
from the date on which the patent was granted”,
Switzer and Ward v. Sockman nnd Brady, 142
USPQ 226 (CCPA 1964).

It should be noted that an applicant is per-
mitted to copy a patent claim outside the year
period if he has been claiming substantially
the snme subject matter within the year limit.
See Thompson v. Hamilton, 1946 C.1. 70, 68
USPQ 161; In re Frey, 1950 C.D. 362, 86 USPQ
99: Andrews v. Wickenden, 1952 C.D. 176, 93
USPQ 27; In re Tanke et al,, 1954 C.I). 212;
102 TUSPQ 935 Emerson v. Beach, 1955 (1D, 34 ;
103 USPQ 455 Rieser v. Williams, 118 USPQ
96; Stalego et al. v, Haymes et al, 120 USPQ
473.

As is pointed out in rule 206, where more
than one elaim is copied from a patent, and
the examiner holds that one or more of them
are not patentable to applieant and at least
one other is, the examiner should at once initi-
ate the interference on the elaim or claims con-
sidered patentable to applicant, rejecting the
others, leaving it to npp{immt, to proceed under
rulo 231(a) (2) in the event that he does not
aequiesee in the examiner’s ruling as to the
rejecied clnims.

t

tly
‘ p yi’]”?};o
“willy in. the
ing, be deemed a

r,&n.gpmx;i from the

final rejection of a copied patent claim is usu-

“ally set under the provisions of rule 208, where
~the remainder of the case is ready for final
~ action, it may be ndvisable to set a shortened
statutory period for the entire case in accord-

ance with rule 136,

The distinction between n limited time for
reply under rule 206 and a shortened statutory
period under rule 136 should not be lost sight
of. The penalty resulting from failure to reply
within the time limit under rule 206 is loss of
the claim or claims involved, on the doctrine of
disclnimer, and this is i‘l;ppeuinble: while failure
to respond within the set statutory period (rule
136) results in abandonment of the entire ap-
plication. That is not appealable. Further, a
belated response after the time limit set in ac-
cordance with rule 206 may be entered by the
examiner, if the delany is satisfactorily ox-
plained (except that the approval of the Com-
missioner is required where the situation de-
seribed in the next paragraph below exists) ; but
one day late under rule 1{{6 period, no matter
what the excuse, results in abandonment. How-
ever, If asked for in advance, one extension of
either period may be granted by the examiner,
provided that extension does not go beyond the
six month statutory period.

Corien Qursioe Time Luyar

Where a patent claim is suggested to an
applicant by the examiner for the purpose of
establishing an interference and is not copied
within the time limit set. or a reasonable ex-
tension thereof, an amendment presenting it
thereafter will not bo entered withont the ap-
proval of the Comiissioner, The Commissionor
has delegated this authority to the group divec-
tors, § 1003, item 9,

The rejection of copied patent claims some-
times creates a situntion where two different
periods for response are running against. the
application——one, the statutory period dating
from the last full action on the ecase; the
other, the limited period set for the vesponse
to the rejection (either first or final) of the
patent  claims, This  condition  should  be
avoided where possible ns by setting n short-
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ned p
avoidable, i
aminer’s letter. G

“In this connection lt is m b@ notez«d that a mply
to a rejection or an appeal from the final rejec-
tion of the patent claims will not stay the run-
ning of the regular statutory period 1f there is
an unanswered Office action in the case at the
time of reply or appeal, nor does such reply or
sppeal relieve the examiner from the duty of
acting on the case if it is up for swtmn, \\lwn
reached in its regular order.

Where an Office action is such as requires the
setting of a time limit for response to or ap-

Hev, dan. WO

176.2

ipémi fmm Ufmt mi;mn o

p«:zm«m thereof, the
examiner should note at the end of the letter
the date when the time limit period ends and
also ‘the ‘date when the statutory period ends.
See § 710 04,

mev’uox’ Awummm 10 PATENT AND
; A rpLIoaTion

If the ground of rejection is applicable to
both the elaims in the application and the claims
in.the patent, any letter including the rejection
must. have ﬂm uppwvnl uf the appropriate
group director.




> be applicable ¢
reference is tl
should

rence, the examiner proc
with rule 237 and § 1105.05. The group divec-
tor’s approval must be obtained hefore forward-
ing the form letter of § 1112.08 and before mail-
ing the decision on motion. See § 1008, item 10.

The decision on such n motion should avoeid
any comment on the patentability of the elnims
already granted to the patentee. See Noxon
v. Halpert, 128 USPQ 481, TR

1101.02(g)  Copying Claims From a
Patent, After Prosecution
of Application Is Closed
or Application Is Allowed
[R-42]

An amendment presenting a patent claim in
an application not in issue is usnally admitted
and promptly acted on. However, if the case
had been closed to further prosecution as by
final rejection or allowance oynll of the claims,
or by appeal, such amendment is not entered as a
matter of right. ' B ‘ '

An interference may result when an applicant
copies claims from a patent which provided the
basis for final rejection. Where this occurs, if
the rcgection in question has been appealed, the
Board of Appeals should be notified of the
withdrawal of this rejection so that the appeal
may be dismissed ag to the involved claims.

Where the prosecution of the application is
closed and the copied patent claims relate to an

invention distinet from that claimed in the ap--

plication, entry of the amendment may be de-

nied. (Ex parte Shohan, 1941 C.D. 1; 522 O0.G.
501.)  Admission of the amendment may very
properly be denied in a closed upplieation, if

prima facie, the claims are not supported by ap-
plicant’s digclogure. An applicant may not have
recourse to asserting n patent. claim which he
has no right to make as n menns to reopen or pro-
longr the proseention of his ease, See § 714.19(4)

Arrer Notmier or ALLOWANCE

When an amendment which inclndes one or
more claims copied or substantinlly copied from
a pitent is received aftor the Notico of Allow-
anece nnd the examiner finds one or more of the
clnims patentnble to the applieant and an inter-
ference to exist, he shonld prepare n letter {seo
Fetter Form § 1112.04], requesting that the ap-

“and the examiner

er ,
volved, together
yd_amendment,
tor,
t is received after Notice
includes one or more claims
tinlly copied from a patent
finds busis for refusing the
: ould make an
) the supervisory primary examiner
of the ronsons for refusing the requested in-
torforence, Notification to applicant 1s made on
Form POI-271 if the ontire amendment or a
portion of the amendment (including all the
copied  claims) i3 refused, The following or
equivalent language should be employed to ox-
press the adverse recommendation as to the en-
try of the copied or substantially copied patent
claims: o
~“Entry of claims ......._...... i8 not recom-
‘mended because (brief statement of basic rea-
sons for refusing interference). Therefore
withdrawal of the applieation from issue is
not deemed necessary.”

1101.03 Removing of Affidavits or
-~ Declarations Before Interfer-
ence [R-28]

When there are of record in the file, affida-
vits or declarations under rule 131, 204(b) or
204 (¢) they should not be sealed but should be
left in the file for consideration by the Bonrd
of Interference Examiners. IT the interference
proceeds normally, these aflidavits or declara-
tions will be removed and sealed np by the Serv-
ico Branch of the Board of Patent Interferences
and retained with the interference.

In the event that there had been correspond-
ence under rule 202, this should be obtained
from the associata solicitor and left. (nnsealed)
in tho file,

Aflidavits or declarations under rules 131 and
204, ns well as an aflidavit or deelaration under
rule 202 (which never becomes of record in the
applieation file) ave available for inspection by
an opposing party to an interference when the
preliminary statements are opened. Ferris v,
Tuttle, 19410 C.D, H: 21 O, has,

The now opened affidavits or deelarations
filed under rules 181 and 204 may then bo re-
tnrned to the applieation files nnd the atlidavits
or deelnrations filed nnder rale 202 filed in the
interference jneket,

1102

v thie

copied or substar

interf ¢ 01 AL
oral repor

Preparation  of  Interference
Papers and Declaration  [R-22]
Rulo 201, Preparation of inderferonce papers and

declaration of interference, (1) When an ingerfer-
ence I8 found to exist and the applieations ave in con-
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define the Interfering subject matter (but in the case
of ‘an Interference with a patent all 'the claims of the
patent which can be made by the applicant should con-
stitute the counts), and ‘shalli{ the clalm’ or
elaims ‘of ‘the respective cases’ ponding to the
count or counts. If the application’ or ‘patént of a
party included.in the interference is a dlyision, con-
tinuntion tinuation- a prior application
and ‘the éxaminer lins détermined that'it is entitled to
the flling date of such prior application, the notices
shall 8o state. ; Bxcept as noted in paragraph (e) of
this rule, .the notices shall also set a schedule of
times for taklug varlous actions as follows:

-(1) For. filipg the preliminary ﬁtatemenm requlresd
by rule 215 and serving notice of such filing, not less
than 2 menths from the date of declaration, ‘

(2) For each party who files a preliminary state-
ment to serve a copy thereof on each opposing party
who also files o prellminary statement as requlired by
rale 215(b), not less. than 15 days after the expiration
of the time for filing preliminnry statements. . ,

(8) For fillng motlons under rule 231, not iess than
4 months from declaration, -

(¢). The notlees of iuterference shall be forwarded
by the patent Interference exnminer to all the parties,
In care of thelr attorneys or agents; a copy of the
notiees will also be sent the patentees in person and, if
the patent in Interferenee hins been assigned, to the
pusignecs,

(d) When the notices sent in the Intercst of a patent
are returncd Lo the Office undelivered, or when one of
the parties resides nbrond and bis agent in the Unlted
dtates Is unknown, ndditional notice may be given hy
publication in the Offieinl Gazette for such period of
time ng the Commissloner ny direct,

() In g ease where the shiowlng recuived by rale
204 (¢) 14 deemed Insufficient (rule 228) the notior of
Interference will ‘pod. kot the time sehednjo wpeclfied
In puragraph (b) of Lhis rule but will be acceom-
panled by an order to show canse by the RBoard of
Patent Inteferences as provided by rule 228,
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ring: o

to.some counts and senic
two interforences should |
party: with two. apy
terference and s ntheother.. . . ,
(2) That no interference should be declared
in which cach party to the interference is not
involved.on every cou

i-(8) That where an upplj;innt' puts identical
cla two apy lie by virtue of one of

which e will'be the senior party and of the
other the junior the Iatter nf)p?ie.ation should be
placed: directly. in the interference, leaving the
applicant to gain such benefit as he may from
the senior application cither by motion to shift
the burden of proef ar by introducing the
senior into the interference as evidence.”  (In
re Redeclarntion of Inierference Nos. 49,635;
49,6365 49,8453 1926 C.D. 75; 350 O.G. 3.) . .

- The .initial Memorandum and the files to be
involved are forwarded to the Interference
Service Branch, including prior applications or
patent files bonefit of which is being. accorded.
Any correspondence under rale 202 should be
obtpined from the associate solicitor and for-
warded with tho other papers. See § 1101.03.
This same practice obtaing in the case of aflida-
vits or declavations of thig nature in earlier ap-
plications the beuetits of which is accorded a

arly by the examiver in the initial memoran-
dum. Such easos will he acknowledged in the

Declaralion papers. :

- Rule 207 ( i)) requires inclusion of the name
mul residence of any assignee in the declaration
notice, Therefore, a recent title report on all the
applications and patents involved should be
obtained hy the exammer mid forwarded with
the other papers to the Bonrd of Patent Inter-
ferences,

The informntion to e included in the initiat-
ing memorandum is set forth in § 110201 (a).

1102.01 (n) lnﬁial Memorandum to

the Board of Patent Inter-

ferences  [R-42]
The initinl memorandum to the Board of
Patent Interferences is writien on Form P(Q)-
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the counts should bu ,

~using addi-

- suppd '

“tional plaun ﬁlweta if uwl
cluded in the interferenc
lnst-name (of first listed iny
is joint)y serial number, and fili
tiva of whether an uppiwmmn (
volved. 'The s f :

n patent is in-
applications
er hay

the earlgmté ugphcatmn to which a pa
“The date of abandonment or patemmg
: hould be mdwatfed by

s ‘ 14 shm&ld be’ wntton
if a prior a nding. Ana
pllcv}nt wnlf) he acvorded thep{‘wneﬁt of a fol;-
eign application on the form PO-830 and
declaration notices only if he has filed the
papers required by rule 55, including a sworn
translation, and the primary examiner has de-
termined that he'is in fm‘t entitled to the benefit
of such npplication. mtentee may bo ac-
oordvd the benefit of the ﬁlmg date of n foreign
plication in the notice of interference pro-
v od he has complied with the requirements of
rule 55, has filed a sworn translation, and the
primary examiner has determined that the
patented claims involved in the interference
are ‘mpzmrtml by the disclosure of the foreign
application, This should be noted on form PO-
B30 (seo § 1101.02(a)).  The claims in each case
which are unpatentable over the issne shonld be

indieated in the blanks provided for that pur-.

pose, The examiner must also complete the table
showing the relation of the connts to the elnims
of the respective parties in the area provided in
the form.

The indication of clnims in each case which
are regarded as unpatentable over the issue is
bused on the decisions in Votey v. Wuest v.
Doman, 1904 C.D, 323 111 O.G. 1627 and Earll
v. Love, 1909 C.D. 56; 140 O.G. 1209. When an
interference is declared and the examiner is of
the opinion that the application or applications

lhm files to be | 1&1 :

: nmnmmm, when forwm’dmg the Initia] Mem-

orandum to the Bonrd of Patent Interferences,
will in a separate memorandum, call their at-
tention to ouses in which two of the parties are
represented by the same, atturnay ~in lieu of
calling the matte directly to th tion of
the Jommissioner, The patent, rence
examiner when mailing out the notices to tho’
parties, m;d {their attorney. will advise tha par-
tieg and the nttorney that the attorne will not
be recognized further ns ‘ropresenting either par-
ty.in the interference or in the interfering cases
unless he shows that he is entitled to continue
to represent. either or both parties as provided
by rule 208.  The patent. interference exam-
iner will also call fo the attention of the parties
and tho attorney the mqulmmeut of the wcond
sentence of rule 201 (c).. -

In an interference involving a patent, if tha
primary examiner discovers a reference which,
in_his. opinion, renders a count obviously un-
patentab e, action should be taken in_accord-
ance with § 1101.02(£). \

In .sltlmtmns where exnotly corres honding
claims ave not present 'in the applications and
patent considered to he inter tarmg, see ‘the
guides and examples sot forth in § 1101.02 under
the heading D. FORMULATION OF TABLE
OF COUNTS as to the proper designation of
the relationship of the claims to the counts. T
an application wns merely in issne and did not
become a patent, the original elaim numbers of
the a Vlwﬁtmn, prior to revision for w:no
qhmﬂ({ e nsed

A cortifiente of eorrection in a patent should
not be overlooked. IFor the hest practice in in-
terference  between  applieations,  dependent
counts should be nvoided and ench count shonld
bo independent.  This avoids confusion in Tan-
gnge and disputes as to the meaning of the
counts.  When dependent counts cannot. he
avoided, as in the enso of an lnlmfm‘omc with
a patent where one of the counts is n dependent
elnim, the count mny likewise be dependent on
the conmt corresponding to the elaim on which
the dependent cluim is founded. 1f necessary
a dependent elnim mny be the sole count of an

imterference.
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‘patent inter-
‘and declares

ed by a

e : eedin, enft
plications and interference files are kept
Service Bra  they are also re-
hist has been made #p cinl
he interference will be mnde spe-

_ rx:‘o's'emtidn of such appli-
tion has been diligent on
applicant. See § 708.01.

1103 Suspension of Ex Parte Proseeu-

“Rule: 212. Buspension of ‘ex parte proseoution.  On
declaration ‘of the interference, ex parte prosecution
of ‘an"application is suspended, and' smendments and
other papers recelved during the ‘pendency of the In-
terference will' not be entered ‘or consldered without
the' consent’ of 'the ‘Cominissioner, except as provided
by these rules. Proposed amendments directed toward
the declaration of an' interference with another purty
will be considered to the extent necessary.’ Ex parte
pmsemitlonrns to ‘speeified matters may be continued
concurrently with the interference, on order from or
with the consent of the Commissioner, ' '

The treatment ¢f amendments filed during
an interference is considered in dletail in §§ 1108
and 1111.05. - . , ‘

Ex parte prosecution of an appeal under rule
191 may proceed concurrently with an interfer-
ence proceeding involving the same application
provided the primary examiner who forwards
the appeal certifies, in a memorandum to be
placed in the file, that the subject matter of the
mterference does not conflict with the subject
matter of the appenled claims.
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Rule 211. Jurisdiction of interference. ' (a) Upon
the institution und declaration of the interference, as
provided in rule 207, the Board of Patont Tnterferences
will take jurismliction of the same, which will then
become a conbested case. o D
“(h) The primary examiner will retaln: Jurisdiction
of ‘the lease -untii the  deelaration. of interference is
made. o ST e e

The declaration of interference is made when
the patent interference oxaminer mails the
notices of interference to the parties. The in-
terference is thus. technieally pending before
the Board of Patent Interferences from the
date on which the letters are mailed, and from
that date the files of the various applicants are
opened to inspection by other parties. Rule 226.

Throughout the interference, the interfer-
once papers and application files involved are in
the keeping of the Service Branch except at
such times that action is required as for decision
on motions, final hearings, appeals, ete., when
they are temporarily in possession of the tri-
bunal before whom the particular question is
pending, . [

If, independent of that interference, action as
to one or more of the applieations becomes neces-
sary, the examiner charges out the necessary
ug)pl‘il(jznt ion or applications from the Service
Branch by leaving a charge card. It is not
foreseen that the primary examiner will need
to take action for which he requires jurisdiction
of the entire interference. However, if circum-
stances arise which appear to require it, the pri-
mary examiner should request jurisdiction
from the Board of Patent Tnterferences.

The examiner merely borrows a patent file,
if needed, as, where the patont is to be involved
in a new interference.
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such muucm bnwd on facts mught to lm’mm!}lig}md

, , dlmml\t’ a8 "6 the
patentee may be brought which 16 limited to suéh mat-
ters as may he considered at fingl lmarlng ,(,rulv 258).
Where @ wmotion to dissolve Is lumed .on prmr art, fory-
fee on oppuxing parties must melude’ voplw nt Anch
prior ‘art. 'A ‘motion’ t‘o' lsmlvo on’ tbe gromm ‘that
there is no intort’ermce in motwm not h«* conslderml
nnloss the lntorforom-e involvc a design’or plnnt ‘patent
or’ nppucatlon ‘or unless it \olatm to n ‘count, which
din’ers tmm tlw (-orre‘mondlng clalm or an “involved
patent or of one' or more of the lm'olved appllcntlom
as provided in rules 208(a) lmd 20’5(:1) o
“(2) To nmend* the fssue by ndditlon or Ruhstltntlon
of new counts. Kach such motion must contaln ap ex-
plnnatlon ng’ to why a count ‘proposed to be nddod Is
necessary or’ why a count proposed to' be sabstituted
Is preferable to the orlgmnl count, ‘st demonstrate
patentabilify. of the:count to all-parties and must apply
the proposed. coomt to all involved applications except
an application in which the proposed eount originated.

(8) To snbstitute . av; other application owned by
him as to the cxisting issve, or to declare an addi-
tional. Interference to inelude any. other application
owned. by him ag te any subject matter other than the
exlsting igsue but (discivsed in hls application or patent
Involved in the Interferonee and in an opposing party's
appleation or patent in the interference which shoma
be made the hagis of interverence with 2uchothier nasts,
Complate coples of the contents of such other applica-
tion, except affidavits or declaralions under rules 131,
202, and 204, must be served on all other parties nnd the
motion must be accompanled by proof of such sorvice.

1) To be accorded the benefit of an earller appliea-
tion or to attack the benefit of an earler application
which has been accorded to an opposing party in thae
notlce of declaration. See rule 224,

(H) To amend an juvolved application by adding or
removing the names of one or nmore inventors as pro-
vided In rule 40, (See paragreaph () of thix role,)

{b) Each motion’ nust contain-a full statement of
the gromuds therefor and reasoning, in support there-
of.  Any opposition to a motion must be tited within
20 days of the explration of the thine set for flling
motionk and the moving party may, If he desires, tilo

d to mml hearing
)ew t.!w mo—

partk‘s wmch wmﬂd bo! roviewible: ot final - hearing
nnder rule 238 () hnd guch, anpadantability is urged
uguinst n putouu-o or has been rulod npon by the Board
of J\mwnlq or I)y 1 courf iex pnrt(- pmmedlngs
Also mnsldormlnn t)l' i motlon to add or remove the
namM of ‘onie or mpre’ tiventors may be doh‘rred to
finnl Iu-nring if qm‘h motion {y’ ﬁlod after the times for
taking tmtlmrmv huw- been ' get., Roquosts for recon-
eld(-rnﬂon will not ‘be onturtnlnod

(&) I the de tormhmﬂml 0f ‘1 niotlon te dlssolve an
interference ln-t\wun nn npplhntlon utid n pateat, the
prior nrt of r(-vord N thés pntvnt flle may be n*fbrrvd
to for the porpoese of constraing the Issue,

(f) Upon the granting of nt motlml to nmend and the
adoption of ‘the (‘lnlnm by the nthor parties within a
time speetlied, or npon the granting of a motlon to sub-
stitute another nppliention;, and after the expiration
of the thme for (g any new preliminary stateents,
n patent interferenee examtuer shall redeclare the
interference or sholl deelnpe gueh other interferences
as may be necessary to inelude #ald elnims. . A prelim-
inary atatement ns to the added elatms need not be
flledd If n party states thiat he intends to rely on the
orlginal statement and snch' a declaration a= to added
clninm need not be slgned or sworn to by the inventor
In pergon. A second thno for illug motions will nat he
wet and snbseguent motjonts wlth respeet to matters
which have been otee consldered by Hu- primary ex-
aminer will not be considered,

An interferonce may bo enlarged or dimin-
ished both as to counts and applications in-
volved, or.may be entively dissolved, by actions
taken nnder rule 231 “Motions bofuro the pri-
mary examiner” or under llll(‘ 237 “Dissoln-
tion at the request of examiner’ " The action
may be a substitntion of one or more counts,

Rev, 37, July 1973
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1105.01 Briefs and Consideration  of
0 Motions [R-25]

A party filing o motion is expected to incor-
porate his reasons with the motion so that an
initial brief is not contemplated although if
filed with the motion it wouﬁl not be objection:
able. Under rule 231(b) other parties have
twenty days from the expiration of the time for
filing motlons for filing an opposition toa mo-
tion, and the moving party may file a reply brief
within fifteen days. ,o? the date such OPPQS\U on
is filed. If a motion to dissolye is filed by one
party the other parties may file a motion to
amend within 20 days from the expiration of
the time set for filing motions "un(& the same
times for opposition and rep]{,brmf are.allowed
with respect to the filing date of the latter
motion. L
After the expiration of the time for filing a
reply  brief, motions filed under rule 231 are
exnmined by n Patent Interference Yxaminer
who, if he finds them to.be proper motions, will
transmit the case to the primary examiner for
considerntion of the motions with an indication
of such motions ns nre improper under the rules
and which should not be considered if there be
any such. No ornl hearing will be set. ‘The
primary examiner should render a decision
within one month on each motion transmitted
hy the Patent Tnterference Examiner, The deci-
ston must inclade the basis for any conclusions
arrived at by the primary examiner. Care must
bet taken to gpecifleally identify which limita-
tions of a connt are not supported, or the por-
tions of the specification which do provide
support. for the limitations of the count when

Rev. 37, July 1078

o on the ground that one
no right to make the

to a differ-

another ap-
the matter
in opposi-
; ecides to_deny the
SOy e L

involving modified or

: _  broaden a patent
. claim and an ] ised with respect to
.. the showing in justifiention.. . .. .
- Requests should be made to the Patent Inter-
ference Examiner  for the assignment of  the
Board - member - to heconsulted. The -con-
sultation will normally be at the offices of the
Board of ‘Patent Interferances. The primary
examiner should arrange a convenient time by
telephone.  In ‘the casé of motions to amend
or ‘to involve another appliention the Patent
Interforence Examiner will exnmine any oppo-
sition which may have been ‘iled and" "'lf[ tho
question of right to mnko t«;he‘-lpro osed counts
ag to any party i3 raised thereby, he will indi-
cate in his letter transmitting motions the nee-
easity for consultation.  I'f such indieation is
not: made there will bo no nocessity for consulta-
tion ‘unless the primary examiner from  his
own consideration concludes that one or more
parties cannot. make ono or'mora of the pro-
posed counts.  In this ense he should inguire
of the Patent Interforenco Exnminer as to which
member to consult, ‘ ' ‘

1105.02

5 to ame

Decision on Motion Te Dis-
solve [R-36] I

By the granting of o motion to dissolve, one
or more parties may he eliminnted from the

interference; or cortain of the counts may be




ence ia d

, of4h ' mat»tm
thig ground-should’ not

be: granted . where the decision;is.a close one but:
only: where:there/is clear busis forit. . o0 o
i1t should: be -noted: - that i /| parties
a upon the same ground for dissolution;

which: ground .will subsequently be the basis for
rejection: of - the interference count to one or
more parties, the interference should be dis-
solved  pro forma upon: that ground, without
regard to the merits of the matter. - This agree:
ment among all parties may be expressed in the
motion pepers, in.the briefs, or :m»ﬁ)a s di-
rected solely to that matter. . See Buchli v, Ras-
mussen, 389 0.0 2235 1025 (O.D. 75, and Tilden
v. Snodgrass; 1923 (1D, 30; 809 O.G. 477 and
Gelder v. Henry, 77 USPQ223.. . :

“Aflidavits or declarations relating to the dis-
closure of & party’s application as, ?or example,
on the matter of operativeness or right to make
should not'ba considered but affidavits or decla-
rations relating to the prior art may be eon-
gidered by analogy to rule 132, .

If thers is eonsiderable doubt as to whether
or not & party’s application is operative and it
appears that testimony on the matter may be
useful to  resolve the doubt, a motion to
dissolve may be denied so that the interference
may continue and testismony taken on the point.
See Bowditch v. Todd, 1002 C.D. 27; 98 O.G.
792 and Pierce v. Tripp v. Powers, 1923 C.D,
69 at 72,316 O.(1. 8.

Where the effective date of a patent or pub-
lication (which is not & statutory bar) is ante-
dated by the effective filing dates or the alle-
gations in the preliminary statements of all
parties, then the anticipatory effect of that

GXT-HTE 6y - T4 - 4

language under. , (n). See
§ 1101.02, Since the claims. were: found allow-
able prior to declaration, granting of 1/ motion
to dissolve on this ground, would normally re-
sult in issuance of the respective claims to cach
party concerned in separate patents, Tho ques-
tion to be decided then, is whether one or more
limitations in. the. claim of one party which
are: omitted or: brondened in the claim. of an-
other party are materinl. Whether or not they
ave materinl depends primarily on whether they
were regarded ag significant in allowing the
clnim in the fivst instanco, That is, the prosecu-
tion should be examined to determine. if the
limidation in: question was relied npon to dis-
tan fmieﬁh from eited priovart, ov if it was essen-
tinl to obtaining the desired vesult. See Mabon
v. Sherman, 34 CCPA 991, 73 USPQ 378, 161
19,2205, 1947 (LD, 325 (CCPA, 1047) ¢ Brails-
ford v, Lavet of al., 50 COPA 1367, 138 USPQ
28, 318 10, 2d 042, 1963 LD, 728 (CCPA, 1963) ;
and Knell v. Muollor ot al, 174 USIQ 460
(Comm, of Pats,, 1971), | R-40]

1105.03 Decision on Motion To
Amend or To Add or Substi-
tute Another Application

[R-36]

Motions by the interfering parties may be
made under rule 231(a) (2) and (3) to add or

Rev, 40, Apr. 1974



Tf o' motio r ? _
an a;?g‘lieationiin ‘issue, the applieation should
be withdrawn' from issue prior to' decision on
the motion only if the motion is transmitted to
the primary examiner after the issue fee has
been paid or the date of transmittal is so close
to the ultimate date for paying the issue fee that
the motion cannot be decided prior to that date.
For form see §1112.04. 0 0 0
“'The case should then be withdrawn from issne
even though the examiner may be of the opin-
ion 'that the motion will probably be denied,
but this withdrawal does not reopen the case
to further ex parte prosecution and'if the mo-
tion is denied the case is returned to issue with
a new notice of allowance. ' '

It will be noted that rule 231(a) (8) does not
specify that a party to the interference may
bring a motion to include an application or
patent owned by him as to subject matter, in
addition to the existing issne, which is not dis-
closed hoth in his application or patent already
in the interference and in an opposing party’s
application or patent in the interference. Con-
sequently the failure to bring such a motion
::ﬂl not be considered by the examiner to re-
sult in an estoppel ngamst any party to an
interference s to subject matter not disclosed
in his case in the interference. On the other
hand, if such o motion is bronght during the
motion period, secrecy as to the application
named therein is deemed to have been waived,
access thereto is given to the opposing parties
and the motion may be transmitted by the Pat-
ent Interference Examiner; if so transmitted, it
will be considered and decided by the primary
examiner without regard to the (uestion of
whether the moving party’s ease already in the
interference discloses the subject matter of the
proposed claims,

nunder ﬂ mle %l(a (8) mlatm m

Conxcvurencr or Avny, Parrirs

Contrary to the practice which obtains when
all parties agree upon the same ground for
thissolution, the concurrence of all parties in a

Rev. 40, Apr. 1074

‘the pro-
owublllqy in

] the parties ‘«iaﬁmtmamingr’npduty
to cite such references ns may ‘anticipate the
proposed counts, making n gearch for this pur-
"'Also, care should be exercised, in deciding
motions, that any counts to be added to the
existing interference diffoer materially from the
original ‘counts and from each other, and that
counts of additional interferences likewise dif-
fer materially from the counts of ‘the firat inter-
famﬂ@und%rom each other § 1101.01 (? o
A good’ test to :‘I:Ely is’ whm:,h’erd fferent.
proofs may be required to prove priority ns, for
example, in the cage of & generic original count
and & proposed count to a species, or vice versa.
If the answer is affirmative, the motion to add
the proposed count shounld be granted.  “When
& patent is involved, all of the patent. claims
which the applicant can make must be included
as counts of the interference. =

The examiner should also be careful not to
refuse acceptance of a count broader than orig-
innl counts solely on the ground that it does
not differ materially from them. If that is in
fact the case, and the proposed count is patent-
able over the prior art, the examiner should
grant the motion to the extent of substituting
the proposed comnt for the broadest original
count so that the parties will not be limited in
their proofs to include one or more features
which are unnecessary to patentability of the
count. Where there is room for a reasonable
difference of opinion as to whether two clnims
are materially different (or patentably distinet)
it is advigable to add the proposed claim to the
issue rather than to substitute it for the original
connt. This will allow the parties to submit
priorit’v evidence as to both counts,

Aflidavits or declarations are oceasionally
offered in mlrport of or in opposition to motions
to add or substitnte counts or applientions, The
practice hero is the same as in the case of affi-
davits or declarations coneerning motions to
dissolve that is, nflidavits or declurations relnt-
ing to disclosnro of n party’s application as, for
example, on the matter of operativeness or right
to make, should not be considered, but aflidavits
or deciarations relating to the prior art may be
congidered by analogy to rule 182,

If a motion under rule 231(n) (2) or (8) is
denied on the basis of a refercace which is not




i1

ling yper a
ions under rule 181 in the appli
i 4 g,'h 4 w by

: . the: inspeetion . of opp rties
and’ no. reference should be , e dates
of invention. set - forth . therein  other . than
the mere statement. that the effective date of the
reforence has been overcome, - As in the case of
other aflidavits or declarations under rule 181,
they ranain sealed until the preliminary state-
ments for the new counts are o Y

A member of the Board of Patent Interfer-
ences must: be consulted in connection with me-
tions. to add. or substitute one or more counts
or applications where the matter of right to
make one or more counts is raised in an opposi-
tion to the motion or the primary examiner
wishes to deny a motion for that reason al-
though it has not been raised by a party. In
the event the consultation ends in disagreement,
the the matter will be resolved by the Deputy
Assistant Commissioner for Patents. . | R-43]

opened: to. th

1105.04  Decision on Motion Relating
to Benefit of a Prior Applica-
tion Under Rule 231(a) (1)
[R-43]

The primary examiner also decides motions
relating to benefit of a prior application under
rule 281(a)(4). These may involve shifting
the burden of proof or merely giving a party
the benefit of an earlier date which will not
change the order of the parties. They may
result in judgment or order to show cause
against a junior party whose preliminary state-
ment does not u!!ege dates prior to the earlier
application or, in the ense of a junior party, they
may shorten the period for which diligence st
he proved or change the burden of proof from
that of beyond reasonsble doubt to a miere pre-
ponderance of the evidence,

If there is doult whether an earlier appli-
eation discloses the invention involved in the
imterference, there being a ressonsble ground
for denying the party's righi to it, 5 prry
should not be given the earlior meeord date,
The denial of a motion to shift the bhurden of
proof does not deprive a party of the henefit
of the earlier npp{ivuli«m npon which the mo-
tion wus based,  He mny hove the mntter re.
viewed at finul hearing (rule 258) and he miny
introduce thant application as prrt of his evi-

nature, it'is usu-
ne exactly which
inthe finnl vedeclaration

ice in‘deciding
nt sot fo

in the case of 1
ences Nos, 40,635 49,686 49,866; 1926 C.D.
Th; 300 OG. 3, In seccordance with the last
stated case, no purty in an interference should
be made junior as to some counts and senior as
to others,  Thereflore, if, in considering a mo-
tion to shift the hurden of proof, it is found
that the moving party is entitled to the benefit
of an earlier filed application as to some counts
but not_as to other connts in the same interfer-
ence, the motion should be denjed.

. In aceordance with present practice an ear-
lier filed applieation disclosing a single species
(ineluding chemiea) compositions) n such a
wmanner as to comply with the first paragraph
of 35 U.S.C. 112 is a constructive reduction to
practice of a count expressing the genus pro-
vided continnity of digclosure has been main.
tained between the earlier application and the
involved application either by copendency or
by a chain of successively copending applica-
tions. Where such an n].)p?icahwn i a construc-
tive reduction to practice, the benefit of its filing
date may be obtained by a junior party by a
motion fo shift the burden of proof. See Mc-
Burney v. Jones, 104 USPQ 1156; Den Beste v.
Martin, 1958 C.1), 178, 729 O.(. 724 ; Fried et al.
v. Murray et al,, 1959 C.D). 811, 746 O.G. 563;
In re Kirchner, 1962 C.D, 477, 134 USPQ 324,
(CCPA 1062). ,

With respect to the shifting of the burden
of proofl it should be noted that the ovder of
taking testimony shonld be placed upon the
applicant last to file nnless all the counts of the
interference read mpon an earlier application
which antedates that of the other party.

For proving of foreign filing for priority see
g8 -.,zm.f;, 20115,

1105.05 Dissolution on Primary Ex.

aminer’s Own Request Under
Rule 237 [R-25]

Rule 857. Digsolution ot the veguest of esaminer.
1€, during the pendency of an interference, a reforence
or obther reason e found which, in the opinien of the
primary examiner, remwlers all or part of the counts
unpatentnide, the attention of the Noard of Patent
Interferences shall be called thiereto, The inlerfervnce
mny oo wusponded and referred Lo Lhe primsry exam-
fner Por constderation of e matter, in which case the

Reov. 4, Jan, 1875
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appordance with the detcrmination by

examiner.  If such reference or reason be found while
the interference is Lefore the primary examiner for
have: not submitted argoments on the matter.

Rule 237 covers dissolution of an interference
on the primary examiner's own motion if he
discovers a reference or other reason which
renders all or part of the counts unpatentable,

Two gmdum are available under this rule:
First, if the primary examiner finds a refer-
ence or other reason for terminating the inter-
ference in whole or in part the interference is
before him for determination of a motion, deci-
sion on this newly discovered matter “may be
incorporated in the decision on the motion, but
the parties shall be entitled to reconsideration

hey liave not submitted arguments on the
P (rule 237). This same ice obtains
when the primary examiner discovers a new
reason for holding counts proposed under rule
231(a) (2) or (3) unpatentable.’ Under
this practice, the primary examiner should
state that reconsideration may be requested
within the time specified in rule 244(c).
Second, if the primary examiner finds a refer-
enco or other reason for terminating the inter-
ference in whole or in part when the interfer-
ence is not before him for determination of a
motion, he should call the attention of the Pat-
ent Interference Examiner to the matter. The
primary examiner should include in his letter
to the Patent Interference Examiner a state-
ment applying the reference or reason to each of
the counts of the interference which he deems
unpatentable and should forward with the origi-
nal signed letter a copy thereof for each of the
parties of the interference. Form at § 1112.08.
if leimimry statements have become open
to all parties, rule 227, or if not and a part
suthorizes the primary examiner £o inspect his
preliminary statement, effect mnf be given
thereto in considering the applieability of a vef-
srenee to the count under rule 237, See § 1105.02.

The Patent Interference Kxaminer may sus-
pend the interference and refer the case to the
primary examiner for his determination of the
question of patentability, which is inter partes
an in the case of & motion to dissolve, Briefs
may be filsd within twenty days of the notifi-
eation of the parties of the referral, but no
hearing will be set. Decigion is prepared and
mailed by the Irrimary examiner as in the case
of a motion to dissolve,

Reow. 48, Jun 196

' If, 1 an interference involving two or more
uppﬂ@miam;s a reference is brought to the at-
tention of the examiner by one of the parties
to the interference, that fact should be made
of record by the examiner in his letter to the
Examiner of Interferences under rule 237,

Ify in an interference involving an applica-
tion and a patent, the applicant calls attention
to a reference which he states anticipates the
isswe of ' the interference, the Examiner of
Interferences will forthwith dissolve the inter-
ference, and the primary examiner will there-
upon reject the claim or claims to the applicant
on his own admission of nonpatentability with-
out commenting on the pertinency of the refer-
ence. - Such applicant is of course nlso estopped
from claiming subject matter not patentable
over the iseve. A reference cited by the pat-
entee which is applicable ngainst the ¢laims of
the patent, will be ignored. A reference newly
discovered by the primary examiner is tveated
in accordance with § 1101.02(f).

1105.06 " Form of Decision Letter
[R-43]

In order to reduce the pendenay of applien-
tions involved in interference proceedings, pri-
mary examiners are directed to render docisions
on motions within 30 days of the date of trans-
mittal to them.

The decision should separately refer to und
decide each motion which has been transmitted
by a statement of decision as granted or denied,

he dacision must include the basis for any
conclusions arrived at by the primary exam-
iner. Care must be taken to specifically iden-
tify which limitations of a connt are not
supported, or the portions of the specification
which do provide support for the limitations of
the count when necessary to decide a motion.
Different grounds urged for seeking a particu-
lar action, such as dissolution for example,
should be referred to and decided as separnte
motions, When a motion to dissolve on the
ground of no right to inake nrges lack of support
for more than one portion of r count and is
granted, the examiner shoukl indicate which
portions of the count he considered not to he
discloged in the application in question, The
same practice applies in denying a party the
benefit of prior application,

Motions to amoend or to substitute an appli-
cation, if unopposed, do not require any state-
ment of conclusion if granted, but a denial
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should be supplemented by a statem r‘yx‘t."of the
conclusion on which denial is based. If such a

motion is ted over opposition, {16 reason
for overruling the opposition should be given.
If an application is to be added or s ibstituted
and the examiner has determined the t it is en-
titled to the filing date of a prior app] cation by
virtue of a divisional, continuation or continua-
tion-in-part relationship, the decision should so
state. )

MOTION DECISION EXAM 'LES

The motion by Brown to disse ve on the
ground of unpatentability to all i rties over
X in view of Y is denied. The co nbination
of references proposed in the molion is not
considered obvious,

The motion by Brown to disso ve on the
ground that Jones has no right tc make the
count is granted. It is considere. that the
expression “_________. " is not suj ported by
the Jones disclosure,

The motion by Jones to substitut : proposed
count 2 for the present count is imopposed
and is granted.

The motion by Jones to add proposed
count 3 is denied. The expression’ ._._.__._ »
is considered to be ambiguous.

‘The motion by Smith to shift he burden
of proof is granted. The prior / pplication
relied upon is found to be a const ructive re-
duction to practice of the invent on defined
by the count.

It is usually advisable to decide motions to
dissolve first, then motions to amenc or to sub-
stitute an application, and finally notions to
shift the burden of proof or relatin:’ to benefit
of an earlier application taking i to account
any changes in the issue or the pu ties which
may have been effected by the grantig of other
motions, If a motion to shift the burden of
proof is granted the change in the ot der of par-
ties should be stated.

If & motion to amend is granted t he decision
should close with paragraphs settin ¢ times for

- 1105.06

. ‘nonmoving parties to present claims corre-
, s?onding' to 'he newly admitted counts and for
all parties t file preliminsry statements as to
them. Such paragraphs should take the fol-
lowing forrr :

“Shoul¢ the parties Smith and Brown
desire to contest priority as to proposed
count 2, they shoulb assert it by amendment

to their respective applications on or be-
fore .oovveen. ., and f‘;ilum to so assert it

within the time nllowed will be taken as a

disclaime * of the subject matter thereof.

On or before ......... ., the stateiments
demande:. hy rules 218 ot seq. with reapect
to propoied count 2 must be filed in a sealed
envelops bearing the name of the part filing
it and ¢ie number and title of the inter-
ference. See ulso rule 231(f), second sen-
tence. 1'he time for serving preliminary
statemen 4, a8 reguired by rule 215(b), is set
to expirc on _..........."

If a motion to substitute another commonly
owned appliention by a different inventor is
granted, tie decision should include a para-
graph sett ng o time for the substituted party
to file a preliminary statement in: the following
form:

“The »arty ...........tobesubstituted for
the par.y ........ must file on or before
ceemeewy nopreliminary statement ag re-
qui.. Oy rules 215 #f seg. in a scaled on-
velops . earing his name and the number and
title of he interference.”

The deision should close with a warning
statemen  such as the followmg:

“Nc  reconsideration  (rule 231(d)
genten +).” .
'The sp1 ces provided in the above paragraphs

for the ates for copying allowed proposed
counts ard for filing and serving preliminary
statement s shoukd be left blank. ‘The appropriate
datesg wil be inserted in the blank spaces by the
Service Lranch of the Board of Patent Inter-
forences efore the decision is mailed,

last
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- 'Where there has been consultation with a
member of the Board of Patent Interferences as
unired by § 1105.01, the word “APPROVED”
and ‘spaced below this the Board member’s
name who was consulted should be typed at the
lower left hand corner of the last page. The
Board member will sign in the space below
“APPROVED.” If less than all of the
motions decided required consultation, under
§ 1105.01, the word “APPROVED?” should be
followed by an indication of matters requiring
such approval. For example, )
“Approved as to the motion to shift the
burden of proof.”

After the decision is signed by the primary
examiner and the proper clerical entry made,
the complete interference file is forwarded to
the Service Branch of the Board of Patent
Interferences for dating and mailing or for the
Board member’s signature if there has been a
consultation. : L '

The motion decision is entered in the index
of the interference file; it should include the
following information and be set forth in this
order:

Date_____ “Dec. of Pr. Exr.” ______ Granted.
If some of the motions have been granted and
others denied, the last entry will be “Granted
and Denied”, and of course, if all the motions
have been denied, the last entry will be “De-
nied.” If a date for copying allowed proposed
counts and for filing preliminary statements
has been set, this should also be indicated at the
end of the line by

“Amendment and Statement due_._._._.____. ’
Below are examples of entries which should
be made in the interference brief in the section
entitled “Decisions on Motion” (Form PO-222)
in each case involved in the interference:

Dissolved

Dissolved as to counts 2 and 3
Dissolved as to Smith
Counts 4 and 5 admitted

These entries should be verified by the pri-
mary examiner.

Determination of the next action to be
taken is made by the Service Branch of the
Board. Examples of such action may be redec-
laration, entry of judgment, or setting of time
for taking testimony and for filing briefs for
final hearing. [R-31]

1105.07 Petition for Reconsideration
of Decision [R-23]

Petitions or requests for reconsideration of a
decision on motions under rule 231 or 237 will
not be given consideration. Rule 231(d) sec-

1106.01

ond sentence. An exception is the case where
under rule 237 the primary examiner for the
first time takes notice of a ground for dissolu-
tion while the interference is before him for
consideration of motions by the parties and in-
corporates this matter in his decision so that the
parties have had no opportunity to present ar-
ents thereon. In this case the examiner’s
ecision should include a statement to the effect
that reconsideration may be requested within
the time specified in rule 244(c). See § 1105.05.

1106 Redeclaration ofk Interferences
and Additional Interferences
[R-23] '

Redeclaration of interferences where necessi-
tated by a decision on motions under rule 231
will be done by a patent interference examiner,
the papers being prepared by the Interference
Service Branch. The decision signed by the
primary examiner will constitute the author-
1zation.. The same practice will apply to the
declaration of any new interference which may
result from a decision on motions.

1106.01 After Decision on Motion

Various procedures are necessary after de-
cision on a motion. The following general
rules may be stated :

(1) If the total result of the motion decision
consists solely in the elimination of counts, the
elimination of parties or a shifting of the bur-
den of proof, no redeclaration 1s necessary.
The motion decision itself constitutes the pa-
per deleting counts or parties and is likewise
adequate notice of the shifting of the burden
of proof.

(2) If the motion decision results in any
addition or substitution of parties or applica-
tions or the addition or substitution of counts,
then redeclaration is necessary. If redecla-
ration is necessary, the information falling
within category (1) is also included in the re-
declaration papers. The old counts should re-
tain their old numbers for ease of identification.

(8) Since all of the necessary information
concerning an application to be added or sub-
stituted should appear in the motion decision
or on the face of the application file no separate
communication from the primary examiner to
the patent interference examiner is necessary
or desired.

The patent interference examiner will de-
termine whether or not the nonmoving parties
have copied the proposed counts which have
been admitted within the time allowed and if
they have, he will proceed with the redeclara-
tion. If a party fails so to copy a proposed
count and tgus will not be included in inter-
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1106,02
ference as to such count-the application will
be returned to the primary examiner by the
patent interference examiner with a memo-
randum explaining the circumstances, unless
the original - interference will continue as to
one or more counts. In the latter case the ap-
plication concerned will be retained with the
original interference and a new interference
will be declared (assuming at least one other
nonmoving party asserts the proposed count)
on the new count and including only those par-
ties who have asserted it in their applications.

In declaring a new interference as a result of
a motion decision the notices to the parties and
the declaration sheet will include a statement to
the following effect :
“This interference is declared as the result
of a decision on motions in Interference No.
”

In this case also, no times for filing preliminary
statements or motions wiil be set.

1106.02 By Addition of New Party by
Examiner [R-23]

Rule 238 Addition of new party dy ecaminer. If
during the pendency of an interference, another case
appears, claiming substantially the subject matter in
issue, the primary examiner should notify the Board
of Patent Interferences and request addition of such
case to the interference. Such addition will be done as
a matter of course by a patent interference examiner,
if no testimony has been taken. If, however, any testi-
mony may have been taken, the patent interference
examiner shall prepare and mail a notice for tke pro-
posed new party, disclosing the issue in interference
and the names and addresses of the interferants and
of their attorneys or agents, and notices for the inter-
ferants disclosing the name and address of the said
party and his attorney or agent, to each of the parties,
setting a time for sbating any objections and at his
discretion a time of hearing on the question of the ad-
mission of the new party. If the patent interference
examiner be of the opinion that the new party should
be added, he shall prescribe the conditions imposed
upon the proceedings, including a suspension if
appropriate.

Rule 238 states the procedure to be followed
when the examiner finds, or there is filed, other
or new applications interfering as to some or
as to all of the counts. The procedure when
any testimony has been taken differs consider-
ably from the procedure when no testimony has
been taken. However, the difference does not
involve the primary examiner but rather affects
the action taken by the patent interference
examiner.

The primary examiner forwards Form
PO-850 accompanied by the additional appli-
cation to the Interference Service Branch,
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giving the same information regarding the
additional ‘application as in connection with
an original declaration (§ 1102.01) and also in-
cluding the number of the interference. If no
testimony has been taken, the patent interfer-
ence examiner will as a matter of course sus-
pend the interference and redeclare it to include
the additional party setting such times for the
new party or all parties as is consistent with the
stage of proceedings at that point. - If the addi-
tional party is to be added as to only some of.
the counts, the patent interference examiner
will deciare a new interference as to those counts
and reform the original interference omitting
the counts which are included in the new one.
In this case the fact that the issue was in another
interference should be noted in all letters in the
new interference. :

1107 Examiner’s Entry in Interference

File Subsequent to Interference

[R-23]

An interference is terminated either by dis-
solution or by an award of priority to one of
the parties. In either case the interference is
returned with the entire record to the exam-
iner as soon as the decision or judgment has
become final.

After the files have been returned to the
examining group the primary examiner is
required to make an entry on the index in the
interference file on the next vacant line that
the decision has been noted, such as by the
words “Decision Noted” and initialed by him.
The interference file is returned to the Service
Branch of the Board of Patent Interferences
when the examiner is through with it. There it
will be checked to see that such note has been
made and initialed before filing away the inter-
ference record.

1108 Entry of Amendments Filed in
Connection With Motions [R-
23]

This section is limited to the disposition of
amendments filed in connection with motions
in an application involved in interference, after
the interference has terminated.

The manner of treating other amendments
which are filed in an application during the
course of the interference, is discussed in a
separate section (§ 1111.05).

Under rule 231(c¢) an applicant is required
to submit with his motion to amend the issue
or to substitute an application, as a separate
paper, and amendment embodying the proposed
claims if the claims are not already in the ap-
plication concerned. In the case of an appli-
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cation involved in the interference, this amend-
ment is not entered at that time but is placed
in the application file.

An amendment filed in connection with a mo-
tion to add counts to an interference must be
accompanied by the claim or claims to be added
and with the appropriate fees, if any, which
would be due if the amendments were to be
entered, it may be that the amendments will
never be entered. Only upon the granting of the
motion is it necessary for the other party or
parties to present the claims, but the fees must
be paid whenever presented. Claims which have
been submitted in response to a suggestion by
the Office for inclusion in an application must
be accompanied by the fee due, if any. Money
paid in connection with the filing of a proposed
amendment will not be refunded by reason of
the nonentry of the amendment.

If the motion is granted the amendment is
entered at the time decision on the motion is
rendered. If the motion is not granted, the
amendment, though left in the file, is not en-
tered and is so marked.

If the motion is granted only in part and
denied as to another part, only so much of the
amendment as is covered in the grant of the
motion is entered, the remaining part being in-
dicated and marked “not entered” in pencil.
(See rule 266.)
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In each instance the applicant is informed of
the disposition of the amendment in the first
action in the case following the termination of
the interference. If the case is otherwise ready
for issue, applicant is notified that the applica-
tion is allowable and the Notice of Allowance
will be sent in due course, that prosecution is
closed and to what extent the amendment has
been entered.

As a corollary to this practice, it follows that
where prosecution of the winning application
had been closed prior to the declaration of the
interference, as by being in condition for issue,
that application may not be reopened to further
prosecution following the interference, even
though additional claims had been presented
under rule 231(a)(2). The interference pro-
ceeding was not such an Office action as relieved
the case from its condition as the doctrine of
Ex parte Quayle, 1935 C.D. 11; 453 O.G. 213.

It should be noted at this point that, under
the provisions of rule 262(d), the termination
of an interference on the basis of a disclaimer,
concession of priority, abandonment of the in-
vention, or abandonment of the contest filed by
an applicant operates without further action as
a direction to cancel the claims involved from
the application of the party making the same.
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1109 Aection After Award of Priority

Under 35 U.S.C. 185, the Commissioner may
at once issue a patent to the applicant who is
adjudged by the Board of Patent Interferences
to be the prior inventor, without waiting for
appeal by any loser. However, in ordinary
cases it is the policy of the Office not to issue &
patent to the winning party during the period
within which appeal may be taken to the Court
of Customs and Patent Appeals, or during the
pendency of such ap};}mal. Therefore, the files
are not returned to the examining group until
after the termination of the appeal period,
or the termination of the appeal, as the case
may be. Jurisdiction of the examiner is auto-
matically restored with the return of the files,
and the cases of all parties are subject to such
ex parte action as their respective conditions
may require, even though, where no appeal to
the Court of Customs and Patent Appeals was
filed, the losing party to the interference may
file a suit under 85 U.S.C. 146. In a case where
a patentee is the losing party, and the Office is
notified that a civil action under 35 U.S.C. 146
has been initiated, the files will not be returned
to the examining group until after that action
has been terminated. The date when the pri-
ority decision becomes final does not mark the
beginning of a statutory period for response by
the applicant. See Ex parte Peterson, 1941
C.D. 8, 525 O.G. 3.

If an application had been withdrawn from
issue for interference and is again passed to
issue, a notation “Re-examined and passed for
issue” is placed on the file wrapper together
with & new signature of the primary exam-
iner in the box provided for this purpose.
Such a notation will be relied upon by the
Patent Issue Division as showing that the
application is intended to be passed for issue
and make it possible to screen out those appli-
cations which are mistakenly forwarded to the
Patent Issue Division during the pendency
of the interference.

See §1302.12 with respect to listing ref-
erences discussed in motion decisions.

1109.01 [R-25]

The winning party may be sent to issue de-
spite the filing of a suit under 35 U.S.C. 146
by his opponent in an interference solely in-
voiving pending applications. Monaco v. Wat-
son, 106 U.S. App. D.C. 142; 270 F. 24 335; 122
USPQ 564 In an interference involving a
patent where the winning party is an applicant,
the Office will not send the application to issue

The Winning Party
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while a suit is pending under 35 U.S.C. 146.
Monsanto v. Kamp etl"la'lf; 146 USPQ 481.

In the case of the winning party, if his
application. was not in allowable condition
when the interference was formed and has
since been amended, or if it contains an un-
answered amendment, or if the rejection stand-
ing against the claims at the time the interfer-
ence was formed was overcome by reason of
the award of priority, as an interference in-
m}m?g the application and a patent which
formed the basis of the rejection, the exam-
iner forthwith takes the application up for
action.

If, however, the application of the winning
party contains an unanswered Office action, the
examiner at once notifies the applicant of this
fact and requires response to the Office action
within a shortened period of two months
running from the date of such notice. See Ex
parte Peterson, 1941 C.D. 8; 525 O.G. 3. This
procedure is not to be construed as requiring
the reopening of the case if the Office action
had closed the prosecution before the exam-
iner.

The following language is suggested for noti-
fying the winning party that his application
contains an unanswered Office action:

[1] “Interference No. _____ has been term-
inated by a decision favorable to applicant.
Ex parte prosecution is resumed.

However, this application contains an
unanswered Office action.

A SHORTENED STATUTORY PE-
RIOD FOR RESPONSE TO SUCH
ACTION IS SET TO EXPIRE TWO
MONTHS FROM THE DATE OF THIS
LETTER.”

The winning party, if the prosecution of his
case had not been closed, generally may be
allowed additional and broader claims to the
common patentable subject matter. (Note,
however, In re Hoover Co., Etc., 1943 C.D. 338;
57 USPQ 111; 30 CCPA 927.) The winning
party of the interference is not denied anything
he was in possession of prior to the interference,
nor has he acquired any additional rights as a
result of the interference. His case thus stands
as it was prior to the interference. If the appli-
cation was under final rejection as to some of its
claims at the time the interference was formed,
the institution of the interference acted to sus-
pend, but not to vacate, the final rejection.
After termination of the interference a letter
is written the applicant, as in the case of any
other action unanswered at the time the inter-
ference was instituted, setting a shortened pe-
riod of two months within which to file an
appeal or cancel the finally rejected claims.
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1109.02 The Losing Party [R-25]

The application of each of the losing parties
following an interference terminated by a judg-
ment of priority is acted on at once. The
judgment is examined to determine the basis
therefor and action is taken accordingly. -

‘If the judgment is based on a disclaimer,
concession of priority, or abandonment of the
invention filed by the losing applicant, such
disclaimer, concession of priority, or abandon-
ment of the invention operates “without fur-
ther action as a direction to cancel the claims
involved from the application of the party
making the same” (rule 262(d)). Abandon-
ment of the contest has a similar result. See
21110. The interference counts thus dis-
claimed, conceded, or abandoned are accordingly
canceled from the application of the party

filing the document which resulted in the

adverse judgment. , ,
-If the judgment is based on grounds other
than those referred to in the preceding para-
graph, the claims corresponding to the mter-
ference counts in the application of the losing
party should be treated in accordance with
rule 265, which provides that such claims
“stand finally disposed of without further ac-
tion by the examiner and are not open to fur-
ther ex parte prosecution.” Accordingly, a
pencil line should be drawn through the claims
as to which a judgment of priority adverse to
applicant has been rendered, and the words
“Rule 265” should be written in the margin to
indicate the reason for the pencil line. If these
claims have not been canceled by the applicant
and the case is otherwise ready for issue, these
notations should be replaced by a line in red
ink and the words “Rule 265” in red ink before
passing the case to issue, and the applicant
notified of the cancellation by an Examiner’s
Amendment. If an action is necessary in the
application after the interference, the applicant
should be informed that “Claims (designated
by numerals), as to which a judgment of pri-
ority adverse to applicant has been rendered,
stand finally disposed of in accordance with
Rule 265.”

If, as the result of one or both of the two
preceding paragraphs all the claims in the ap-
plication are eliminated, a letter should
written informing the applicant that all the
claims in his case have been disposed of, indi-
cating the circumstances, that no claims remain
subject to prosecution, and that the application
will be sent to the abandoned files with the
next group of abandoned applications. Pro-
ceedings are terminated as of the date appeal
or review by civil action was due if no appeal
or civil action was filed.

Rev. 40, Apr. 1974

MANUAL OF PATENT EXAMINING PROCEDURE

' ‘Except where judgment is based solely on an-
cilliary matters, any remaining claims in each
defeated party’s case should be reviewed in
connection with the winning party’s disclosure.
An interference settles not only the rights of
the parties under the issues or counts of the
interference but also settles every question of
the rights to any claim which might have been
presented and determined in the interference
proceeding. The doctrine of estoppel has been
applied where a party has neglected or refused
to contest priority of patentable subject matter
which is clearly common to his application and
the application of his opponent in interference.
Claims which the winning party could not
make, for lack of disclosure; cannot be denied
to ‘the loser on the ground of interference
estoppel, if they distinguish patentably from
the counts. : : S
‘The distinction which shculd be borne in
mind ‘- is that, with regard to interference
estoppel, the losing party is only estopped to
obtain claims which read directly on disclosures
of subject matter clearly common to both the
winning party’s application and that of the
losing party: but that, with regard to prior art
(including prior invention), the losing party
cannot obtain claims to subject matter which is
either barred under 35 U.S.C. 102(g), or ren-
dered obvious under 35 U.S.C. 103, by the in-
vention defined in the interference counts. In
re Riss et al.. 154 USPQ; 54 CCPA 1495.
Where the winning party is an applicant,
reference should be made only to the application
of . ______.. . the winning party in Interfer-

ence —_____ , but the serial number or the filing

No.

date of the other case should not be included in
the Office Action. However, a losing applicant
may avoid a rejection based on unclaimed dis-
closure of a winning patentee. When notice
is received of the filing of a suit under 35
U.S.C. 146, further action is withheld on the
application of the party filing the suit. No let-
ter to that effect need be sent.

When the award of priority is based solely
upon ancillary matters, as right to make, and
is in favor of the junior party, the claims of
the senior party, even though the award of
priority was to the junior party, are not sub-
ject to rejection on the ground of estoppel,
throngh failure to move under rule 231(a) (2)
or on the disclosure of the junior party as prior
art (rule 257).

If the losing party’s case was under rejection
at the time the interference was declared, such
rejection is ordinarily repeated (either in full
or by reference to the previous action) and, in
addition, rejections as unpatentable over the
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issue, unpatentable over the winning party’s
disclosure, or any other suitable rejections are
made. If it was under final rejection or ready
for issue, his right to reopen the prosecution 1s
restricted to subject matter related to the is-
sue of the interference.

‘Where the losing party failed to get a copy
of his opponent’s drawing or specification dur-
ing the interference, he may order a copy
thereof to enable him to respond to a rejection
based on the successful party’s disclosure. Such
order is referred to the Patent Interference
Examiner who has authority to approve orders
of this nature.

Where the rejection is based on the issue of
the interference, there is no need for the ap-
plicant to have a copy of the winning party’s
drawing, for the issue can be interpreted in
the light of the applicant’s own drawing as
well as that of the successful party.

It may be added that rejection on estoppel
through failure to move under rules 231(a)
(2) and (3) may apply where the interference
terminates in a judgment of priority as well as
where it is ended by dissolution. See §11i0.
However, rule 231(a) (3) now limits the doc-
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trine of estoppel to subject matter in the cases
involved in the interference. See § 1105.03.

1110 Action After Dissolution [R-

25]

After dissolution of an interference any
amendments which accompanied motions to
dissolve are entered to the extent that the
motions were not denied. See §1108. See
§ 1302.12 with respect to listing references
discussed in motion decisions. If the grounds
for dissolution are also applicable to the non-
moving parties, e.g., unpatentability of the sub-
ject matter of the interference, the examiner
should, on the return of the files to his group,
reject in each of the applications of the non-
moving parties the claims corresponding to the
counts of the interference on the grounds stated
in the decision. It i3 proper to refer to the “ap-
plication of _._.______, an adverse party in

(Name)
Interference —.____,” but neither the Serial
No.
number nor the filing date of such application
should be included in the Office action.
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If an application was in condition for allow-
ance or appeal prior to the declaration of the
interference, the matter of reopening the prose-
cution after dissolution of the interference
should be treated in the same general manner
as after an award of priority. (See §§1109.01
and 1109.02.) [R—QG% |

1110.01”’ Action after Dissolution—By
Termination Paper Filed Un-
der Rule 262(b) [R-26]

Dissolution of an interference on the basis of
an abandonment of the contest operates as a
direction to -cancel the invelved claims from
that party’s application {(tule 262{d)).

If all the claims in an application are elim-
inated, see the fourth paragraph of § 1109.02 for
the action to be taken. ‘

Rule262(b) readsin part:

Upon the filing of such abandonment of the contest
or of the application, the interference shall be dissolved
as to that party, but such dissciution shall in subse-
quent proceedings have the same effect with respect to
the party filing the same as an adverse award of
priority.

Under these circumstances, it should be noted
that. pursuant to the last sentence of rule
262 (b), supra, the party who abandons the con-
test or the application stands on the same foot-
ing as the losing party referred to in § 1109.02.

1110.02 Action After Dissolution Un-
der Rule 231 or 237 [R-38]

If, following the dissolution of the interfer-
ence under rule 231 or 237, any junior party
files claims that might have been included
in the issue of the interference such claims
should be rejected on the ground of estoppel.
The senior of the parties, in accordance with
rule 257, is exempted from such rejection.
Where it is only the junior parties to the inter-
ference that have common subject matter addi-
tional to the subject matter of the interference,
the senior one of this subgroup is free to claim
this common subject matter. Rule 231(a)(3)
now limits the doctrine of estoppel to subject
matter in the cases involved in the interference.
See §§ 1105.03 and 1109.02.

1111 Miscellaneous
1111.01 Interviews [R-16]

Where an interference is declared all ques-
tions involved therein are to be determined
inter partes. This includes not only the ques-
tion of priority of invention but all questions
relative to the right of each of the parties to
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make the claims in issue or any claim suggested
to be added to the issue amf the question of
the patentability of the claims.

Examiners are admonished that inter partes
questions should not be discussed ez parte with
any of the interested parties and that they
should so inform applicants or their attorneys
if any attempt is made to discuss ex parte these
inter partes questions.

1111.02 Record in Each Interference
Complete [R-16]

When there are two or more interferences
pending in this Office relating to the same sub-
ject matter, or in which substantially the same
applicants or patentees are parties thereto, in
order that the record of the proceedings in each
particular interference may be kept separate
and distinet, all motions and papers sought to
be filed therein must be titled in and relate only
to the particular interference to which they be-
long, and no motion or paper can be filed in any
interference which relates to or in which is
joined another interference or matter affecting
another interference.

The examiners are also directed to file in

each interference a distinct and separate copy

of their actions, so that it will not be necessary
to examine the records of several interferences
to ascertain the status of a particular case.
This will not, however, apply to the testi-
mony. All papers filed in violation of this prac-
tice will be returned to the parties filing them.

1111.03 Overlapping Applications
[R-26]

Where one of several applications of the
same inventor or assignee which contain over-
lapping claims gets into an interference, the
prosecution of all the cases not in the interfer-
ence should be carried as far as possible, by
treating as prior art the counts of the inter-
ference and by insisting on proper lines of di-
vision or distinction between the applications.
In some instances suspension of action by the
Office cannot be avoided. See § 709.01.

Where an application involved in interfer-
ence includes, in addition to the subject mat-
ter of the interference, a separate and divisible
invention, prosecution of the second invention
may be had during the pendency of the inter-
ference by filing a divisional application for
the second invention or by filing a divisional
application for the subject matter of the inter-
ference and moving to substitute the latter
divisional application for the application orig-
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inally involved: in the:interferen
the application’ for the second iny
not be passed to issue if it contains®claims
broad: enough: to dominate matter ‘claimed in
the -application -involved inthe interference.

1111.04  “Secrecy Order” Cases
Rule 5.3. Prosecution of application under secrecy
order; withholding patent. . . .. . 0

(b) An interference will:not:be declared involving
applications under secrecy order. However, if an ap-
plication under secrecy order copies claims from’ an
issued:patent; a notice of that fact will be placedin

the file wrapper of the patent. '~ 1 T

; SmcedeclaratwnOfanmterferenceglveszm
mediate access to. applications by .opposing

parties, no interference will be declared involy-
ing an application which has a security status
therein (See 8§ 107 and 107.02). Claims will be
suggested so that all parties will be claiming
substantially identical subject matter. . When
all applications contain the claims suggested,
the following letter will be sent to all parties:

“Claims 1, 2, etc., (indicating the conflict-
ing claims and claims not patentable over the
application under security. status) conflict
with those of another application. However,
the security status (of the other application)
or (of your a plication} does not permit the
declaration of an interference. Accordingly,
action on the applications is suspended for so
long as this situation continues.

“Upon removal of the security status from
all “applications, - an interference will be
declared.” :

The letter should also indicate the allow-
ability of the remaining claims if any.

1111.05 Amendments Filed During
| Interference [R-26]

The disposition of amendments filed in con-
nection with motions in applications involved
in an interference, after the interference has
been terminated, is treated in § 1108. If the
amendment is filed pursuant to a letter by the
gyin}ary examiner, after having gotten juris-

iction of the involved application for the pur-
pose of suggesting a claim or claims for inter-
ference with another (?arty and for the purpose
of declaring an additional interference, the
examiner enters the amendment and takes the
proper steps to initiate the second interference.

OTHER AMENDMENTS

When an amendment to an application in-
volved in an interference is received, the
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ment 1s an ordinary rly ‘responsive
to the last regular ew parte action preceding
the declaration of the interference and does
not affect the pending or any prospective in-
terference, the amendment :is: marked in pencil
“not entered” and placed .in.the; file, a corre-
sponding, entry being endorsed in ink in the
contents column’ of the w~rapper and on the
serial and docket cards.. A the termina-
tion, of the interference, the amendment may
be permanently entered and considered: as in
the case of ordinary amendments filed during
the ex parte prosecution of the ease. : . '

. If the amendment -is one filed in a case where
ex parte prosecution of an appeal to the Board
of Appeals is being conducted concurrently
with an_interference proceeding (see §1103),
and if it relates to the appeal, it should be
treated like any similar amendment in an ordi-
nary-appealedcase. . o e
" 'When an amendment filed during interfer-
ence purports to put the application .in condi-
tion for another interference either with a
pending application or with a patent, the pri-
mary examiner must personally consider the
amendment sufficiently to determine whether,
in fact, it does so.

If the amendment presents allowable claims
directed to an invention claimed in a patent or
in another pending application in issue or ready
for issue, the examiner borrows the file, enters
the amendment and takes the proper steps to
initiate the second interference. '

Where in the opinion of the examiner, the
proposed amendment does not put the applica-
tion in condition for interference with another
application not involved in the interference
the amendment is placed in the file and marked
“not entered” anc{) the applicant is informed
why it will not be now entered and acted upon.
See form at §1112.10. Where the amendment
copies claims of a patent not involved in the
interference and which the examiner believes
are not patentable to the applicant, and where
the application is open to further ew parte
prosecution, the file should be obtained, the
amendment entered and the claims rejected,
setting a time limit for response. If reconsidera-
tion is requested and rejection made final a time
limit for appeal should be set. Where the appli-
cation at the time of forming the interference
was closed to further ex parte prosecution and
the disclosure of the application will, prima
facie, not support the copied patent claims or
where copied patent claims are drawn to a non-
olected invention, the amendment will not be
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entered and the applicant will be so informed,
giving very briefly the reason for the nonentry
of the amendment. See letter form in § 1112.10.

1111.06 Notice of Rule 231(a)(3)

~__Motion Relating to Applica-
tion Not Involved in Interfer-
ence [R-26]

Whenever a party in interference brings a
motion under rule 231(a)(3) affecting an ap-
plication not already included in the interfer-
ence, the Examiner of Interferences should at
once send the primary examiner a written no-
tice of such motion and the primary examiner
should place this notice in said application file.

The notice is customarily sent to the group
which declared the interference since the ap-
plication referred to in the motion is generally
examined in the same group. However, if the
application is not being examined in the same
group, then the correct group should be ascer-
tained and the notice forwarded to that Group.

This notice serves several useful and essen-
tial purposes, and due attention must be given
to it when it is received. First, the examiner
is cautioned by this notice not to consider ez
parte, questions which are pending before the
Office in inter partes proceedings involving the
same applicant or party in interest. Second,
if the application which is the subject of the
motion 1s in issue and the last date for paying
the issue fee will not permit determination of
the motion, it will be necessary to withdraw
the application from issue. See form in
§ 1112.04. Third, if the application contains an
affidavit or declaration under rule 131, this must
be sealed because the opposing parties have ac-
cess to the application.

1111.07 Conversion of Application

From Joint to Sole or Sole
to Joint [R-26]

Although, for simplicity, the subject of this
section is titled “Conversion of Application
from Joint to Sole or Sole to Joint,” it in-
cludes all cases where an application is con-
verted to decrease or increase the number of
applicants. See § 201.03.

If conversion is attempted after declaration
of an interference but prior to expiration of the
time set for filing motions, the matter is treated
as an infer partes matter, subject to opposition.
That is, the filing of conversion papers during
this period whether or not accompanied by a
formal motion will be treated as a motion under
rule 231(a) (5) and will be transmitted to the
primary examiner for decision after expiration
of the time within which reply briefs may be

197

1111.08

filed, along with any other motions which mag'
have been filed. If conversion is permitted,
redeclaration will be accomplished as in other
cases on the basis of the decision on motions.

1f conversion is attempted after the close of
the motion period but prior to the taking of
any testimony, the Interference Examiner may,
at his discretion, either transmit the matter to
the primary examiner for determination or
defer consideration thereof to final hearing for
determination by the Board of Patent Inter-
ferences. If transmitted to the primary ex-
aminer, the matter is treated as outlined in the
preceding paragraph. :

If conversion is attempted after the taking
of testimony has commenced, the Interference
Examiner will generally defer consideration
of the matter to final hearing for determina-
tion by the Board of Patent Interferences.

In any case where the examiner must de-
cide the question of converting an application
he must, of course, determine whether the le-

al requirements for such conversion have

een satisfied, just as in the ordinary ex parte
treatment of the matter. Also as in ex parte
situations the examiner should make of record
the formal acknowledgment of conversion as
required by § 201.03.

A party may occasionally seek to substitute
an application with a lesser or greater number
of applicants for the application originally in-
volved in the interference. Such substitution
is treated in the same manner as the conversion
of an involved application as described above.

1111.08 Reissue Application Filed
While Patent Is in Interfer-
ence [R-38]

Care should be taken that a reissue of a pat-
ent should not be granted while the patent is
involved in an interference without approval
of the Commissioner.

If an application for reissue of a patent is
filed while the patent is involved in interfer-
ence, that application must be called to the
attention of the Commissioner before any ac-
tion by the examiner is taken thereon.

Such applications are normally forwarded by
the Application Division to the Office of the
Solicitor. A letter with titling relative to the
interference is placed in the interference file by
the Commissioner and copies thereof are placed
in the reissue application and mailed to the
parties to the interference. This letter gives
notice of the filing of the reissue application and
generally includes a paragraph of the following
nature: .

The reissue application will be open to in-
spection by the opposing party during the in-
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terference and may . be separately prosecuted

luring the interference, but will not be passed
to issue until the final determination. of the
interference, except upon the approval of the
Commissioner., = .. ... . ... .
~Should an application for reissue of a patent
which is involved in an interference reach the
examiner without having a copy of the letter
by the Commissioner attached, it should be
promptly forwarded to the Office of the Solici-
tor with an appropriate memorandum. ‘

1111.09 Suit Under 35 U.S.C. 146
by los’in’grParty" [R-38]

35 U.8.C. 1}6, Civil .action in case of interference.
Any party to an interference dissatisfied with the deci-
sior: of the board of patent interferences on:the ques-
tion of priority, may have remedy: by. civil action, if
commenced within such time after suciv decision, not
less than sixty days; as the Commissioner appoints. or
as provided in section 141 of this title, unless he: has
appealed to the United States Court of Customs and
Patent Appeals, and such appeal is pending or has been
decided. In such suits the record in thé Patent Office
shall be admitted on motion of either party upon. the
terms and conditions as to costs, expenses, and the
further cross-examination of the witnesses as the court
imposes, without prejudice to the right of the parties
to take further testimony. The testimony and exhibits
of the record in the Patent Office when admitted shall
have the same effect as if originally taken and pro-
duced in the suit.

Such suit may be instituted against the party in in-
terest as shown by the records of the Patent Office at
the time of the decision complained of, but any party
in interest may become a party to the action. If there
be adverse parties residing in a plurality of districts
not embraced within the same state, or an adverse
party residing in a foreign country, the United States
District Court for the District of Columbia shall have
jurisdiction and may issue summons against the ad-
verse parties directed to the marshal of any district in
which any adverse party resides. Sunmons against ad-
verse parties residing in foreign countries may be
served by publication or otherwise as the court directs.
The Commissioner shall not be a necessary party but he
shall be notified of the filing of the suit by the clerk of
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the court in which it is filed and shall have the right to
intervene. Judgment of the court in fayor of the right
of an applicant to a patent shall authorize the Com-
missioner “to issue such patent on the filing in the
Patent Office of a certified copy of the judgment and
on compliance with the requirements of law.
“'When a losing party to an interference gives
notice in his application ‘that he has filed a
civil action under the provisions of 35 U.S.C.
146, relative to the interference, that notice
should be called to the attention of the Inter-
ference Service Branch in order that a notation
thereof can be made on the index of the
interference. = o ' ‘

When notice is received of the filing of a
suit under ‘35 U.S.C. 146, further action is
withheld on the application of the party filing
the suit. ‘No letter tc that effect need be sent.

1111.10 Benefit of Foreign Filing Date
~ [R-26] |

If a request for the benefit of a foreign filing
date under 35 U.S.C. 119 is filed while an appli-
cation is involved in interference, the papers are
to be placed in the application file in the same
manner as amendments received during inter-
ference, and appropriate action taken after the
termination of the interference. :

A party will be given the benefit of a foreign
filing date in the declaration notices only under
the circumstances set out in § 1102.01(a). A
party having a foreign filing date which is not
accorded him in the declaration papers should
file a motion to shift the burden of proof or for
benefit of that filing date under rule 231(a) (4)
and the matter will be considered on an inter
partes basis.

1111.11 Patentability Reports

The question of Patentability Reports rarely
arises 1n interference proceedings but the
proper occasion therefor may occur in decid-
ing motions. If appropriate, Patentability
Report practice may be utilized in deciding
motions and the procedure should follow as
closely as possible the ex parte Patentability
Report practice.
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1111.13 Consultation With_ Ixﬁerfer-L

ence Examiner [R—;‘B]

In addition to the consultation required m_
connection with certaln ‘motion deecisions m -
§ 1105.01, the examiner should consult with 2

Patent Interference Examiner or a member of
the Board of Patent Interferences in any case
of doubt or where the practice appears to be
obscure or confused. In view of their spe-
cialized experience they may be able to suggest
a course of action which will avoid considerable
dlﬁiculty in the future treatment of the case.

1111.14 Correction of Error in Join-
ing Inventor [R-37]

Requests for certificates correcting the mis-
joinder or nonjoinder of inventors in a patent

are referred to the Office of the Selicitor for
consideration. If the p‘ltent is involved in inter-
ference when the request is filed, the matter will

be considered inzer partes. Service of the request
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_on the ogposmg party will be reqmred and any
‘paper fi
“the request will be considered if filed within 20

ed by an opposing party addressed 'to

days of service of a copy of the request on the
opposing party. Following this 20 days, the
associate solicitor will consider the matter to the
extent of determining whether the request
prima facie conforms to applicable law and
policy. During the interference, a copy of any
decision concernmg the request will ll))e sent to
the opposing party as well as to the requesting
party. Issuance of the certificate will be with-
held until the interference is terminated since
evidence adduced in the interference may have a
bearing on the question of joinder. See also
§ 1402.01.

1112 Letter Forms Used in Interfer-

ences
Forms are found in Chapter 600 of the

v Manunl of Clerical Procedure which gives de-
tails as to the stationery to be used, number of

copies, typing format and handling.
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1112.02 Letter Suggesting Claims for Interference [R-37]

U.S. DEPARTMENT OF COMMERCE
Patent Office

7 Addrasy, Ondy: COMMITSIONER OF PATENTS
i Wathingiun, B.C. 20231

Paper M H

{pddregs lzbel)

L _

Please find below a comemunication from the ,EXAMINER in charge of this application.

Cowamimsioner of Patents.

The following claim(s) found allowable, is {are}

suggested for the purpose of interference:

APPLICANT SEOULD MAKE THE CLAIM (S} BY
(21low not lesg than 30 days, usually 45 days). FAILURE
TO DO SO WILL BE CONSIDERED A DISCLAIMER OF THE SUBJECT

MATTER INVOLVED UMDER THE PROVISIONS OF RULE 203.

wCJones/ng
557-2804

V80 e1e 100
1 - Patent Applicstion File Copy

1112.03 Same Attorney or Agent in Applications of Conflicting Interests [R-37]

The following sentence is usaallyv added to the letter suggesting claims where the same attorney
or agent. is of record in applications of different ownership which have conflicting subject matter.

Attention is ealled to the fact that the attorrney (or agenty in this application is also the
atforney (or agent)y in an application of another party and of different ownership claiming
substantially the same patentable invention as elaimed in the above-identilied application,
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1112.04 Letter Requesting Withdrawal From Issue [R—42]

U.S. DEPARTMERT OF COMMERCE
Patent Office

Address Only: COMMISSIONER OF PATENTS
Washington, D.C. 20231

Date
Reply to
Attn of: . Primary Examiner

Subject: Withdrawzl from Issue: S.N.

Filed

Sent to Issue

To: Mr. Director, Group

It is requested that the above-entitled application be

for the purpose of (Examiner provides

withdrawn from issus

necessary reason, or designates one of the phrases a-e below)

The issue fee has {or has not) been paid.

Respectfully,

3
1]
o]

Exam

I
-

J.Searcher:mdb

a. . . . interference, another partr having made claims stiggested to him from this application.

b. . . . interference,on the basis of elaims ____.________ copied from Pat. No. ___________.

c. . . . interference, applicant having made elaims suggested to him,

d. ... orejecting claims ... ... on the implied diselaimer resulting from fatlure to make the
claims suggested to hir under rule 203
e 231(a) (3) involving this application, the issue fee having

e .. deciding womotion under il
nnot be decided priov to the ultimate date for paving the issue

¢

heen paid, or. the motion ca
fee.
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Initial Interference Memorandum  [R—42]

U. S. DEPARTMENT OF COMMERCE

PATENT OFFICE
WASHINGTON

PAGE NO. 1

INTERFERENCE — INITIAL MEMORANDUM

EXAMINERS INSTRUCTICONS ~ Please do not have this form typewritlen. Compiete the stems below by hand (pen and ink) and forward
1o the Group Clerk with at! files including those benefit of which has been accorded. The parties need

not be listed in any specific grder,

WIOA!D OF INTERFERENCES:

An intetference is found 1o exist between the following cases:

-LAST NAME OF FIRST LISTED ""APPLICANT"

1 SMITH &t al

(Pat.)

SERIAL NUMBER

930, 65&

FILED fMo., DAY, YEAR)

Tuve 19, 1965

* Accerded beaeiit of

DATE

SERIAL NUMBER
FILED

M~AY 15, 7965

DATE PATENTED[J
or AsaNDones [

86, 322

PENDING

tf applicable, check and/or fill in appropriate para—
graphs from m.P.E.P. 1102.01(a)

After terminatioo of this interference, this appiication

wiii be held subject 1o further examination under

Ruie 266.
Claims,
will be held subyect 1o rejection as unpatentable over the
issge 10 the event of an award of priority adverse to
agplicant.

DATE

TRROUGH INTERVENING
FILED

DATE
FILED

ANDT APRPLICATION
SERIAL NO.

APPLICATION SERtAL NO.
DATE pATENTED [}

oR asanDONED [J
—

oaTe PaTEnTES]
OR ABANDONED []
—

LAST NAME OF FIRST L!STED "APPLICANT™

z PARKER

SERIAL NUMBER

668,572 MARCH

FILED (mo.. CAY, YEAR !

12, 1965

hd 11 fit

SERIAL NUMBER DATE

TULY 3, /9¢]

365 32/

D¢ ¥, 1963

If applicable, check and/or fill in appropriate para—
graphs from M_P.E.P. 1102.0%(3)

aftar ter menation of this interference, this application
wrii be held subyect to further examination under

Ruie 264.

, 5, 7, /2
w:il be held subsect to rejection as unpatentable over the
issoe n the event of 3n award of priority adverse to

oaTE PaTENTED K
THROUGH INTERVENING

CR ABANDONEC [}
APPLICATION SERI&L NO JFILED

NOV. 22, /1963

P /PR /0, 1964

BATE
#7’ lz CATE PATENTED [

APRIL 13, 1964

OB ABANOOKED
LAST NAME OF FIRST LISTED "APPLICANT

ErAY

SERIAL NUMBER

765, 432

FILED lmo., DAy, YEAR:

At 1, 1964

» Accorded benefit of M/Té KINGDOM

DATE PATENTED[] /’5_/‘5_
*OR ABANDONED
If applicable, check and/or 'III tn appropriate para—
graphs from m.P.E.7. 1102.01(a)
Atter terrunation of this wnterference, this application
wri} De Beid subiect 1o further examination under

Rufe 266.

Clasms

DATE
FILED

SERIAL NUMBER

MAY 75, 1963

11, 222 /63

caTE PATENTED [J
or AganDoNED [

wtl! be held subjec! to rejection as unpatentable over the
issue 0 the even? of an awaid of priorily adverse to

apghtcant.

CATE

THROUGH INTERVENING
FILED

APPLICATION SERIAL NT.

AND APPLICATION DAL
SERIAL NT. FILED

DATE PATENTED D
OR ABANDONED D

OATE PATENTED [}

oRrR aBANDONED [J
——

THE RELATION GF THE COUNTS TO THE CLAIMS OF THE RESPECT!IVE PARTIES

2 CATE THCSE MODIFIED)

NAME GF PARTY

NAME OF PARTY

NAME OF PARTY NAME OF PARTY

COUNTS
SM/TH et al RIKER GrRAY
1
2 Z 9 6
2 4 3 05) vi
4 D) e (o) £ (al
s 7 14 . T
[
Have modified counts not aggezning 1 any applicalion typed on 4 separate sheet and attach fo s form,
* The serial number and Oling date of each application the Benetit of which is intended to he accorded must be histed. 1115 not suffictent to
merely list the earltest apgiication of there are intervering applications necessary for continusly.

GROUP save

J30

TJunve 18 1969

SIGNATURE GF PRIMARY EXAMINER

Ardrgs—

Clerk’s Instructions

1. Obtan a title report lor all casec and incluyde a copy.

2. Retun transmuttal slip PO=225 o #0=261 to e Board 0r Agpeals,

3. Furward all files including those benefit of which is

Dklﬂa arcorded,

FORM PO-860
Revised /71

UECOMM=DC 50674 PaT)

42, Oct. 1974
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This form is to be used in all cases except when the interference is before the primary
examiner for determination of a motion. Sufficient copies of this form should be prepared and
sent to the Patent Interference Examiner so that he may send a copy to each party.

S Parenrer Invorven

If one of the parties is a patentee, no reference should be made to the patent claims nor to
the fact that such claims correspond to the counts.  See § 1101L.02(f), last paragraph. However,
this restriction does not apply to claims of the application. Language such as the following is
suggested : “Applicant’s elaimg—are considered fully met by (or unpatentable over: the-—
reference,”

U.%. DEPARTMENT OF COMMERCE
Patent Office

Addraas Only. COMMIBGIONER OF PATENTS
Washington, 0.0, 20831

In ve Interference No. 928,000
John Willard

V.
Luther Stone

Under the provisions of Rule 237, your attention

ig called to the following patents:

197,520 Jolien 1~1897 214-26
1,637,468 Moran 4-1950 214-26

Counts 1 and 2 are consgidered unpatentable over
either of these references for the following reasons:

{The Examiner discusses the references.)

MMWard: poef
Copbon bo:
John Jones
133 Fifth Avenue

New York, New York 11346

Leonard Smith

460 Munsey Building
. Washington, D. C. 20641
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- (With application or patent not involved in present intorference)

Hev, 80, Jan.

¥
U.S. DEPARTMENT OF COMMERCE
Patent Ottice
Addrass Oﬂ‘y (OMMIS‘&IONW OF BPATENTS
7. Green AU, 123 Washington, D.C. 20231
Serial No. 521,316 /1765 |

Papar No, .. ‘{!
Richard A. Green

PIPE CONNECTOR
Charles A, Dann@lly'

123 Main Street
Dayton, Ohio 65497

Please find kelow a communication from the EXAMINER in charge of this application.

Commissionar ol Patents.

AEFORTRNB0CETINTUNORN  BERRRY RORK REEIGHGHE R THEE P 00 e BT T
HEXPIRM XXX KKK Y NIOBTN R X RHAISK RR DI W10 R RN KM K KRR

The amendment filed has not now

been entered since it does not place the case in condition for
ancther interference.

(Follow with appropriate paragraph, e.g., (a) or (b)
belows)

(&) Applicant has no right to make claims
baecause {(state reason bhrietly). {Use where applicant cannot
make claims for interferonce with another application or where
applicant clearly cannot make clalms of a patent.,)

() Claims  arve directed to a species

which is not presently allowable in this case.

L. o Grean:ng
(703)y 557-2802

R 00 BBV MG

- Patant Application Fila Copy

1974 204 Pages 205208 ave omitted






